This  is  a  digital  copy  of  a  book  that  was  preserved  for  generations  on  library  shelves  before  it  was  carefully  scanned  by  Google  as  part  of  a  project 
to  make  the  world's  books  discoverable  online. 

It  has  survived  long  enough  for  the  copyright  to  expire  and  the  book  to  enter  the  public  domain.  A  public  domain  book  is  one  that  was  never  subject 
to  copyright  or  whose  legal  copyright  term  has  expired.  Whether  a  book  is  in  the  public  domain  may  vary  country  to  country.  Public  domain  books 
are  our  gateways  to  the  past,  representing  a  wealth  of  history,  culture  and  knowledge  that's  often  difficult  to  discover. 

Marks,  notations  and  other  marginalia  present  in  the  original  volume  will  appear  in  this  file  -  a  reminder  of  this  book's  long  journey  from  the 
publisher  to  a  library  and  finally  to  you. 

Usage  guidelines 

Google  is  proud  to  partner  with  libraries  to  digitize  public  domain  materials  and  make  them  widely  accessible.  Public  domain  books  belong  to  the 
public  and  we  are  merely  their  custodians.  Nevertheless,  this  work  is  expensive,  so  in  order  to  keep  providing  this  resource,  we  have  taken  steps  to 
prevent  abuse  by  commercial  parties,  including  placing  technical  restrictions  on  automated  querying. 

We  also  ask  that  you: 

+  Make  non-commercial  use  of  the  files  We  designed  Google  Book  Search  for  use  by  individuals,  and  we  request  that  you  use  these  files  for 
personal,  non-commercial  purposes. 

+  Refrain  from  automated  querying  Do  not  send  automated  queries  of  any  sort  to  Google's  system:  If  you  are  conducting  research  on  machine 
translation,  optical  character  recognition  or  other  areas  where  access  to  a  large  amount  of  text  is  helpful,  please  contact  us.  We  encourage  the 
use  of  public  domain  materials  for  these  purposes  and  may  be  able  to  help. 

+  Maintain  attribution  The  Google  "watermark"  you  see  on  each  file  is  essential  for  informing  people  about  this  project  and  helping  them  find 
additional  materials  through  Google  Book  Search.  Please  do  not  remove  it. 

+  Keep  it  legal  Whatever  your  use,  remember  that  you  are  responsible  for  ensuring  that  what  you  are  doing  is  legal.  Do  not  assume  that  just 
because  we  believe  a  book  is  in  the  public  domain  for  users  in  the  United  States,  that  the  work  is  also  in  the  public  domain  for  users  in  other 
countries.  Whether  a  book  is  still  in  copyright  varies  from  country  to  country,  and  we  can't  offer  guidance  on  whether  any  specific  use  of 
any  specific  book  is  allowed.  Please  do  not  assume  that  a  book's  appearance  in  Google  Book  Search  means  it  can  be  used  in  any  manner 
anywhere  in  the  world.  Copyright  infringement  liability  can  be  quite  severe. 

About  Google  Book  Search 

Google's  mission  is  to  organize  the  world's  information  and  to  make  it  universally  accessible  and  useful.  Google  Book  Search  helps  readers 
discover  the  world's  books  while  helping  authors  and  publishers  reach  new  audiences.  You  can  search  through  the  full  text  of  this  book  on  the  web 


atjhttp  :  //books  .  qooqle  .  com/ 


c 

ft 

Yt 


REPORTS 


or 


PATENT,  DESIGN,  TRADE  MASK,  AND 
OTHER  CASES. 


EDITED  BT 


JOHN    CUTLER,    M.A., 


OMH  OF  HIS  MAJESTY'S  COUNSEL  AND  PROFESSOR  OF  LAW  AT  KINO'S  COLLEGE, 

LONDON. 


VOL.    XVIII. 


TOGETHER  WITH  A 


DIGEST  OF  THE  CASES  KEPOKTED  IN  1901. 


ILLUSTRATED    OFFICIAL    JOURNAL    (PATENTS), 


LONDON: 

PRINTED    FOB    HIS    MAJESTY'S    STATIONERY     OFFICE, 

By  DARLING  &  SON,  Ltd.,  34-40,  Bacon  Street,  E. 

Published  at  the  PATENT  OFFICE,  26,  Southampton  BuildIm.s 

Chancery  Lane,  London,  W.C. 

1901. 


NOTICE. 

The  London  cases  in  this  volume  were  (with  a  few  exceptions)  reported  by 
Frank  G.  Undbrhay,  J.  F.  Isblik,  M.  D.  Warmington,  J.  A.  Bucknill, 
W.  H.  Draper,  E.  Greenwood,  and  M.  A.  Robertson,  Barristers-at-Law. 
The  Reporter  for  cases  in  the  Palatine  Court  is  A.  GRANT,  Barrister-at-Law ; 
the  Reporter  for  Scotch  cases  is  J.  Crabb  Watt,  Advocate  ;  and  the  Reporter 
for  Irish  cases  is  Henry  Holt,  Barrister-at-Law. 

The  Judgments  are  taken  from  the  shorthand  notes  of  Messrs.  Marten, 
Meredith,  Henderson,  and  White. 


ERRATA. 


Page     2,  line  10,  for  "  1883  "  read  "  1893  " 

Page      6,  line  28,  for  "  infringements  "  read  "  infringement ' 

Page    70,  line  53,  before  "  but "  insert  "  that  " 
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PATENT,  TRADE  MARK,  AND  OTHER 

CASES 

BXPOBTOD  IN 

VOL.  XVni.  OF  THE  REPORTS  OF  PATENT,  &c.  CASES. 

COMPILED  BT 

ERNEST  GREENWOOD,  Barristbr-at-law. 


DIGEST  OF  PATENT  CASES. 


ACTION  FOR  INFRINGEMENT.    See  Infringement  ;  Injunction  ;  Sub- 

JBCT-MATTER  ;  SPECIFICATION  (CONSTRUCTION  OF)  ;  USER.   . 

ACTION  TO  RESTRAIN  THREATS.    See  Threats  (Action  to  Restrain). 

AMENDMENT  OF  SPECIFICATION.    See  also  Damages. 

1.  Opposition  to  grant  of  Patent  on  the  ground  that  the  invention  had  been 
already  patented  on  an  application  of  prior  date. — Application  to 
amend  at  a  hearing  before  the  Comptroller. — The  Comptroller 
refused  leave  to  amend,  and  refused  to  seal  a  Patent. — Held,  on 
appeal,  by  the  Law  Officer,  (affirming  the  Comptroller-General's 
decision),  that  as  the  Specification  stood  the  Applicant's  process  was 
anticipated,  and  that  the  amendments  asked  for  onght  not  to  be 
allowed.  An  Applicant  whose  claim  as  originally  drawn  is 
anticipated  by  the  Patent  relied  on  by  the  Opponent,  but  whose 
Specification  contains  something  that  may  distinguish  his  alleged 
invention  from  such  Patent,  will  not  be  allowed  to  amend  his  claim 
by  substituting  such  distinctive  matter.  Millb'  Application,  p.  322. 
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AMENDMENT  OP  SPECIFICATION— continued. 

2.  Amendment  without  terms.— Application  far  leave  to  amend  pending 
an  Action  for  infringement  and  Petition  for  revocation,  liberty  to 
apply  having  been  obtained  from  the  Court.  —  Opposition  to 
application. — The  Comptroller-General  was  asked  to  impose  certain 
terms. — Amendment  was  allowed  by  the  Comptroller-General  without 
the  imposition  of  terms. — Appeal  by  Opponents. — Held,  on  appeal, 
by  the  Law  Officer,  that  amendment  should  be  allowed  without  the 
imposition  of  terms.  Decision  of  the  Comptroller-General  upheld. 
Conditions  as  to  the  imposition  of  terms  considered.  Pitt's  Patent. 
p.  478. 

ANTICIPATION.     See  INFRINGEMENT  ;  SUBJECT-MATTER  ;  USER. 

ASSIGNMENT.     See  PROLONGATION,  No.  2. 

AUSTRALIAN  LAW. 

Western  Australia.    See  Foreign  Law,  No.  3. 

BURDEN  OF  PROOF.    See  Practice,  No.  1. 

CERTIFICATE  AS  TO  PARTICULARS  OF  OBJECTIONS. 

Certificate  granted  on  farther  cross  examination  of  Plaintiffs 
witness  recalled  for  that  purpose  by  leave  of  the  Judge,  the 
Plaintiff's  case  as  to  validity  having  been  abandoned!    The 

owners  of  a  Patent  for  "  Improvements  in  the  treatment  of  paper, 
"  linen,  and  other  textile  fabrics,"  sued  the  Defendants  for  infringe- 
ment. The  Defendants  alleged  that  the  Patent  was  invalid,  and 
cited  in  their  Particulars  of  Objections  a  number  of  Specifications. 
— Held,  that  the  Patent  was  invalid  by  reason  of  anticipation.  The 
action  was  dismissed  with  costs.  A  Certificate  that  the  Particulars 
of  Objections  were  reasonable  and  proper  was  granted  on  the  evidence 
of  Plaintiff's  witness,  who  was  recalled  for  further  cross-examination. 
Pbqamoid  Ld.  t\  British  Leather  Cloth  Manufacturing  Co., 
Ld.,  p.  317. 

CERTIFICATE    OF    VALIDITY     OF     PATENT     HAVING     COME    IN 
QUESTION.    See  also  Infringement,  No.  17. 

1.  Defendant  not  appearing  at  the  trial.  In  1886  a  Patent  was 
granted  to  I.  for  "  Improvements  in  illuminant  appliances  for 
"  burners  "  ;  and  in  1893  a  further  Patent  was  granted  to  I.  for  "  An 
"  improvement  in  incandescent  gas  burners."  These  two  Patents 
became  vested  in  the  Plaintiff  Company,  who  brought  an  action 
against  the  Defendant  for  infringement.  The  1886  Patent  was 
subsisting  at  the  date  of  the  writ,  but  had  lapsed  before  judgment. 
The  Defendant  raised  the  question  of  the  validity  of  the  1893  Patent 
in  his  Defence,  but  did  not  appear  at  the  trial. — Held,  that  the 
Defendant  had  infringed  the  Patent  of  1893,  and  an  injunction  and 
a  Certificate  that  the  validity  of  the  Patent  had  come  in  question 
were  granted.  Wblsbaoh  Incandescent  Gas  Light  Co.,  Ld.  v. 
Krumm,  p.  211. 
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CERTIFICATE    OP    VALIDITY    OF    PATENT    HAVING     COME     IN 
QUESTION— continued. 

2.  Granted  after  expiration  of  Patent.  Kane  &  P attison  v.  J.  Boyle  &  Co., 

p.  325. 

3.  Granted  in  an  action  where  Defendants  retired  at  the  trial.    WELSBACH 

Incandescent  Gas  Light  Co.  v.  M'Grady  &  Co.,  p.  513. 

CLAIM.    See  Specification  (Construction  op). 

COMMITTAL. 

Undertaking  not  to  infringe. — Motion  to  commit. — Construction  of  Specifi- 
cation.— Motion  dismissed  on  the  ground  of  non-infringement. 
SOHERMULY  V.  PAIN,  p.  529. 

COMMUNICATION  FROM  ABROAD. 

Action  for  infringement.  Title.  True  and  first  inventor — Prior 
publication. — Injunction  granted.— Stay  refused.  On  the  9th  of 
August,  1894,  Letters  Patent  (No.  15,212  of  1894)  were  granted  to 
T.  J.  for  "  Improvements  in  atmospheric  or  power  hammers,"  on  a 
communication  from  abroad  by  R.  M.  R.,  of  the  United  States  of  ' 
America.  The  proprietor  of  the  Patent  brought  an  action  for 
infringement  against  the  Y.  V.  H.  Co.,  who  admitted  infringement, 
but  attacked  the  validity  of  the  Patent  on  the  ground  of  prior 
publication,  and  alleged  that  the  invention  was  not  communicated 
to  T.  J.  from  abroad  by  R.  M.  R. — Held,  that  the  Plaintiff  was 
entitled  to  succeed,  and  a  stay  of  the  injunction  was  refused. 
Marsden  v.  Saville  Street  Foundry  Company  (L.R.  3  Exch.  D.  203) 
distinguished.  The  Defendants  applied  to  the  Court  of  Appeal  for 
a  stay  of  execution.  On  the  Plaintiff  undertaking  not  to  dostroy 
the  infringing  machines  pending  the  appeal  the  application  was 
refused  with  costs.  Pilkington  v.  Yeakley  Vacuum  Hammer 
Co.,  p.  459. 

COMPANY. 

1.  Company  in  liquidation,  appeal  by,  against  interlocutory  injunction 

in  infringement  action  dismissed.  Welsbach  Incandescent  Gas 
Light  Co.,  Ld.  v.  Vulcan  Incandescent  Light  Syndicate,  Ld., 
p.  279. 

2.  Directors  of,  not  necessary  parties  to  action  for  infringement.    LEEDS 

Forge  Co.  v.  Deighton's  Patent  Flue  &c.  Co.,  p.  240. 

CONTRACT. 

Interpretation  •/  contract  depending  on  Specification  of  Patent — 
u  Flexifert  Patent  Cloth." — Action  dismissed.  The  Defendants 
in  an  action,  who  were  the  owners  of  a  Patent  for  "  Improvements 
"  in  card  foundations,"  in  the  Specification  of  which  was  described 
a  special  fabric  containing  one  or  more  layers  of  yarn  or  threads 
laid  in  straight  lines  in  the  direction  of  the  length  of  the  foundation, 
entered  into  an  agreement  with  the  Plaintiffs  by  which,  after 
reciting  that  the  Defendants  were  the  owners  of  the  Patent  for  a 
certain  character  or  description  of  cloth  called  the  "  Flexifort  Patent 
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"  Cloth,"  provided  that  the  Defendants  should  make  the  "  Flezifort 
"  Patent  Cloth  "  for  tyre  covers  for  the  Plaintiffs  only,  and  should 
not  supply  the  same  to  others  without  the  written  consent  of  the 
Plaintiffs.  The  Plaintiffs  brought  an  action  to  restrain  the 
Defendants  from  selling  to  others  in  breach  of  the  agreement  a 
cloth  which  they  called  "  string  cloth,"  which  "  string  cloth  "  was 
known  before  the  date  of  the  agreement. — Held,  that  the  "string 
"  cloth  "  was  not  "  Flexif  ort  Patent  Cloth  "  within  the  meaning  of 
the  agreement,  and  the  action  was  dismissed  with  costs.  Dunlop 
Pneumatic  Tybb  Co.,  Ld.  v.  Mosbley,  p.  411. 


COSTS. 


1.  No  costs  given  of  a  successful  appeal  by  an  opponent  from  a  decision  of 

the  Comptroller,  the  Law  Officer  being  of  opinion  that  it  was  a  fair 
case  to  try.    Bridges'  Application,  p.  257. 

2.  Higher  scale  costs  refused.    Bradford  Dyers'  Association  v.  Bury, 

p.  161.    Bradford  Dyers'  Association  v.  Williams,  p.  229. 

3.  Petition  for  Prolongation.     One  set  of  costs  allowed  to  two  objectors. 

Henderson's  Patent,  p.  449. 

DAMAGES. 

Damages  in  an  infringement  action  not  given  prior  to  the  amendment  of 
the  Specification.    Kane  &  Pattison  v.  J.  Boyle  &  Co.,  p.  325. 

DELIVERY  UP. 

Stay  of  delivery  up  but  not  of  injunction.    Parker  &  Smith  v.  Satoh- 
well  &  Co.,  Ld.,  p.  299. 

DIRECTORS.    See  Company. 

DISCONFORMITY.    See  INFRINGEMENT,  No.  14. 

DISTRESS.    See  also  User. 

Patented  article  seized   under  a  distress.    No  right  of   user.    BRITISH 
MUTOSCOPB  AND  BlOGRAPH  CO.,  LD.  V.  HOMER,  p.  177. 

DRAWINGS  IN  SPECIFICATION. 

Held  not  to  restrict  a  claim.    British  Motor  Traction  Co.,  Ld.  v. 
Friswell,  p.  497. 

EVIDENCE.    See  also  Foreign  Law,  Nos.  1  and  2. 

"  True  and  First  Inventor.'1— Burden  of  proof  m  the  Defendants.    Ward 
v.  Hill,  p.  481. 
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EXHIBITION. 


Exhibition  of  infringing  articles  without  sale  or  intention  of  Bale. — 
Injunction  granted. — Nominal  damages.  Dunlop  Pneumatic 
Tyre  Co.,  Ld.,  and  Pneumatic  Tyre  Co.,  Ld.  v.  British  and 
Colonial  Motor  Car  Co.,  Ld.  ;  Dunlop  Pneumatic  Tyre 
Co.,  Ld.  and  Pneumatic  Tyre  Co.,  Ld.  v.  De  Brbyne,  p.  313. 

EXPERIMENTAL  USER.    See  Electrolytic  Plating  Apparatus  Co., 
Ld.  v.  Holland,  p.  521. 

FOREIGN  LAW.    See  also  EVIDENCE. 

1.  The  judgment  of  a  German  Court  held  to  be  at  least  prima  fade 

evidence  of  the  German  Law.  ACTIEN  Gesellschaft  FttR 
Cartonnagbn  Industrie  v.  Temler  &  Seeman,  p.  6. 

2.  The  Statutes  of  Incorporation  of  a  Germany  Company  must  be  construed 

by  the  German  Law.  Actien  Gesellschaft  Pt)R  Cartonnagbn 
Industrie  v.  Temler  &  Seeman,  p.  6. 

3.  Letters  of  Registration  in  Western  Australia.    Common  know- 

ledge, prior  user,  and  prior  publication  inside  the  colony 
subsequent  to  the  date  of  original  Patent,  but  prior  to  date 
of  Letters  of  Registration.  Common  knowledge,  prior  user, 
and  prior  publication  outside  colony  («)  prior  to  date  of 
original  Patent ;  (P)  subsequent  to  date  of  original  Patent, 
but  prior  to  date  of  Letters  of  Registration.— Patent  Act 
(Western  Australia),  1888  (52  Vict.,  No.  5),  sections  28,  26, 
and  49.  All  the  provisions  of  the  Patent  Act  (Western  Australia), 
1888,  apply  to  Letters  of  Registration,  mutatis  mutandis,  as  fully  as 
to  Letters  Patent,  therefore  any  objection  to  a  Patent  which  would 
have  been  a  ground  for  the  revocation  of  a  Patent  by  scire  facias 
can  be  raised  as  a  defence  to  an  action  for  infringement  of  Letters 
of  Registration.  Common  knowledge,  prior  user,  and  prior  publica- 
tion in  the  colony  subsequent  to  the  date  of  the  Patent  on  which  the 
Letters  of  Registration  are  based,  and  prior  to  the  date  of  the  Letters 
of  Registration,  can  be  relied  on  as  a  defence.  Common  knowledge, 
prior  user,  and  prior  publication  outside  the  colony  cannot  be  relied 
on  as  a  defence  except  so  far  as  they  may  be  grounds  of  objection 
applicable  to  the  original  Patent  on  which  the  Letters  of  Registra- 
tion are  based  (Patent  Act'  (Western  Australia),  1888,  section  49). 
The  fee  of  151.,  payable  on  the  grant  of  Letters  of  Registration,  in 
pursuance  of  section  49,  is  a  final  fee,  and  no  renewal  fees  are 
payable  in  respect  of  Letters  of  Registration  (Patent  Act  (Western 
Australia),  1888,  section  49).  The  provisions  of  the  Act  referring  to 
the  amendment  of  Letters  Patent  apply  equally  to  the  amendment 
of  Letters  of  Registration  (Patent  Act  (Western  Australia),  1888, 
sections  23  and  26).  Australian  Gold  Recovery  Co.  v.  Lake 
View  Consols,  Ld.,  p.  J  05. 

GRANT  OP  PATENT  (OPPOSITION  TO). 

1.  Combination  of  old  parts. — No  invention. — Patent  refused.  B.  applied 
for  a  Patent  for  "  A  movable  partition  for  schoolrooms,  <fcc."  The 
grant  was  opposed  by  W.    The  Comptroller  held  th*t  tb$  invention 
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consisted  of  a  combination  of  parts,  all  of  which,  taken  separately 
had  been  previously  patented  by  the  Opponent  and  by  others.  He 
decided  to  seal  a  Patent  subject  to  amendment  of  the  Specification 
and  claims.  On  appeal,  the  Law  Officer  held  that  there  was  no 
invention  in  patting  the  parts  together  in  a  combination  where  they 
were  each  only  applied  to  what  had  been  their  original  object.  He 
reversed  the  Comptroller's  decision,  and  refused  the  Patent,  but 
allowed  no  costs,  as  it  was  a  fair  case  to  try.  Bridge's 
Application,  p.  257. 

2.  Master  Patent.     Minimum  of  invention.     Specific  reference. 

In  oases  where  the  main  claim  is  shown  to  have  been  anticipated 
and  the  very  minimum  of  invention  is  left,  every  precaution  should 
be  taken  to  limit  the  Letters  Patent  to  so  much  of  the  claim  as  is  in 
reality  an  invention,  and  the  position  of  a  Master  Patent  is  not  to  be 
discussed  in  any  narrow  spirit.    SACHSK's  APPLICATION,  p.  221. 

INFRINGEMENT.    See  also  Injunction  ;  License  ;  Specification  (Con- 
struction of)  ;  Subject-matter  ;  User. 

1.  Action    for    infringement    of   three    Patents.     Infringement 

admitted,  but  validity  denied.  Case  as  to  each  Patent 
heard    separately.     Injunction    granted  on  each  Patent. 

The  Plaintiffs,  as  the  owners  of  three  Patents  for  improvements  in 
various  parts  of  the  mechanism  of  motor  cars,  sued  the  Defendant 
for  infringement.  The  Defendant  admitted  infringement  of  each 
of  the  three  Patents,  but  contended  they  were  invalid  on  various 
grounds.  The  case  as  to  each  of  the  Patents  was  treated  as  a 
separate  action.  During  the  hearing  of  the  action  on  the  third 
Patent  the  Defendant  withdrew  his  Defence. — Held,  that  all  the 
three  Patents  were  valid.  The  usual  relief  was'  granted,  including 
a  certificate  that  the  validity  of  each  of  the  Patents  had  come  into 
question.  BRITISH  MOTOR  TRACTION  Co.,  Ld.  v.  SHBRRIN, 
p.  265. 

2.  Action  against  purchasers   from  licensees.     Construction   of 

license. —  Injunction  granted. — Appeal  allowed  and  injunction 
dissolved.  The  D.  P.  T.  Co.  were  the  owners  of  the  Welch  Patent 
for  "Improvements  in  rubber  tyres  and  metal  rims  or  felloes  of 
"  wheels  for  cycles  and  light  vehicles."  The  mode  of  fastening  the 
tyre  on  to  the  rim  was  by  means  of  an  endless  inextensible  wire. 
In  1893  and  1899  they  licensed  the  N.  T.  Co.  to  make  tyres  under 
this  Patent,  but  to  fasten  them  on  by  overlapping  the  ends  of  the 
wires  and  passing  them  through  holes  in  the  rim,  where  they  were 
to  be  secured  by  nuts.  The  deposited  tyres  and  the  drawing  showed 
the  holes  in  the  shoulder  of  the  rim.  In  1900  the  D.  P.  T.  Co. 
brought  an  action  for  infringement  of  the  Patent  against  the  B.  and 
A.  Co.,  who  were  selling  tyres  fastened  by  means  of  passing  the 
ends  through  holes  in  the  centre  of  the  rim.  They  had  purchased 
these  tyres  from  the  N.  T.  Co.  The  Defendants  claimed  to  be 
entitled  under  the  terms  of  the  license  to  sell  such  tyres,  but  the 
Plaintiffs  alleged  that  the  Defendants'  tyres  were  not  covered  by  the 
license. — Held,  at  the  trial,  that,  on  the  true  construction  of 
the  license  with  reference  to  the  deposited  tyre  and  drawing,  the 
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Defendants  had  no  right  to  depart  from  the  construction  there 
shown,  and  that  for  this  purpose  "  place  of  fastening  "  came  within 
the  meaning  of  the  words  "  mode  of  fastening  "  in  the  license  ;  that 
the  tyre  sold  by  the  Defendants  was  not  in  accordance  with  the 
pattern.  An  injunction  was  granted.  The  Defendants  appealed. — 
Held,  by  the  Court  of  Appeal,  that  the  licensees  were  not  limited  to 
using  the  tyres  on  any  particular  rim,  and  that  they  were  not  bound 
by  the  words  "  mode  of  fastening  "  or  otherwise  to  put  the  holes  at 
any  particular  place  in  the  cross-section  of  the  rim.  The  appeal  was 
allowed  with  costs.  Dunlop  Pneumatic  Tyrb  Co.,  Ld.  v. 
Buckingham  &  Adams  Cycle  and  Motor  Co.,  Ld.,  p.  423. 

3.  Articles  alleged  to  be  made  for  a  licensee.    Repair  or  recon- 

struction of  patented  articles— Judgment  for  Plaintiff*.  The 
owners  of  the  Welch  Patent  (the  validity  of  which  was  established 
in  the  House  of  Lords  in  the  Pneumatic  Tyre  Company,  Ld.  v. 
Leicester  Pneumatic  Tyre,  Aj.  Company,  16  R.P.C.  531),  having 
brought  an  action  for  infringement,  the  Defendants1  case  as  to  part 
of  the  alleged  infringements  was  that  the  tyres  complained  of  had 
been  in  substance  made  for  a  licensee,  and  further,  that  there  had 
been  such  waiver  or  delay  on  the  part  of  the  Plaintiffs  as  to 
disentitle  them  to  relief,  and  also  that,  owing  to  the  circumstances, 
there  was  no  possibility  of  further  infringement,  and  therefore  that 
an  injunction  should  not  be  granted ;  and,  as  to  the  other  alleged 
infringements,  that  what  had  been  done  were  legitimate  repairs. — 
Held,  on  the  first  part  of  the  case,  that  the  Defences  failed  on  the 
facts ;  and,  on  the  second  part  of  the  case,  that  substantially  new 
articles  were  made  by  the  Defendants,  and  that,  whether  an  in* 
junction  would  have  been  granted  or  not  on  the  first  part  of  the 
case  alone,  the  Plaintiffs  were  entitled  to  an  injunction  restraining 
infringement  of  the  Patent.  An  injunction  was  accordingly  granted, 
and  an  inquiry  as  to  damages  and  costs  as  between  solicitor  and 
client.  Dunlop  Pneumatic  Tyke  Co.,  Ld.  v.  Holborn  Tyre 
Co.,  Ld.,  p.  222. 

4.  Combination   of  old  parts.     Subsidiary  claims.     Amount  of 

invention.  Patent  held  valid.  Infringement  found. 
"Passing-off."  Goods  mounted  on  show-cards.  Similarity 
of  get-up.    Injunction  granted.    Stay  of  delivery  up.    In 

1895  a  Patent  was  granted  for  "An  improved  device  for  holding 
"or  retaining  ladies'  hair."  The  device  was  a  combination  of  a 
hinged  binder  as  a  means  of  making  a  secure  foundation  for  the 
coiffure,  with  arms  or  wings  as  a  means  of  coiling  or  arranging  the 
hair  so  as  to  form  a  complete  edifice.  The  Plaintiffs,  who  in  1898 
became  the  registered  proprietors  of  the  Patent,  in  that  year 
commenced  large  sales  of  the  devices,  each  mounted  for  the  purposes 
of  sale  on  a  show-card,  the  goods  so  mounted  coming  to  be  known 
in  the  trade  as  the  Plaintiffs'.  In  1900  the  Defendants,  having 
been  customers  of  the  Plaintiffs,  themselves  offered  for  sale  a 
similar  device  mounted  in  a  similar  manner,  but  not  made  by  or 
for  the  Plaintiffs.  The  Plaintiffs  brought  an  action  for  injunctions 
to  restrain  the  infringement  of  their  Patent  and  "  passing-off,"  with 
other  relief.  The  Defendants,  at  the  trial,  abandoned  their  Defence 
as  to  "passing-off,"  but  contended  that  the  Plaintiffs'  Patent  was 
invalid  for  want  of  novelty  and  lack  of  invention,  and  that  it  had, 
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been  anticipated  by  certain  prior  Specifications.— Held,  that  the 
interim  injunction  as  to  "  passing-off,"  which  had  been  granted  by 
the  Court  of  Appeal,  should  be  made  perpetual,  with  the  addition 
of  words  applicable  to  the  expiration  of  the  Plaintiffs'  Patent ;  that 
the  Plaintiffs'  Patent  was  valid  as  claiming  protection  for  a  new  and 
useful  combination  having  the  merit  of  ingenuity  and  invention, 
and  was  not  vitiated  either  by  the  fact  that  two  of  its  claims, 
which  were  clearly  appendant  to  the  "improved  device"  of  the 
Patent,  were  for  old  devices,  or  by  the  alleged  anticipations ;  that 
the  Defendants  had  infringed  the  Patent  of  the  Plaintiffs,  who 
were  therefore  also  entitled  to  an  injunction  restraining  infringe- 
ment and  to  the  usual  Certificates,  as  well  as  to  an  Order  for 
delivery  up  of  the  infringing  articles  and  a  direction  for  an 
account  of  profits.  Parker  &  Smith  v.  Satchwell  &  Co., 
Ld.,  p.  299.  • 

5.  Construction  of  Specification.— Action  for  infringement.— Patent 
held  valid. — Judgment  for  Plaintiffs.  In  1893  a  Patent  was  granted 
for  "  Improvements  in  or  connected  with  cases  or  covers  for  the 
"  chains  or  gear  of  velocipedes."  In  1889  a  Company,  in  whom  the 
Patent  had  become  vested,  commenced  an  action  for  infringement  of 
the  same.  The  Patentee's  first  claim  (which  was  one  of  those  alleged 
to  be  infringed)  was  for  "  A  case  or  cover  for  the  chain  or  gear  of 
"  velocipedes  composed  of  a  frame,  covering  the  inner  part  of  the 
"  chain  gear,  mounted  on  the  bottom  stay  tube,  and  having  upper 
"  and  lower  longitudinal  guides  in  combination  with  an  outer  case 
"  or  cover  divided  transversely,  and  adapted  to  take  into  and  slide 
"  endwise  upon  such  fixed  guides,  to  cover  the  outer  parts  of  the 
"  gear,  all  substantially  as  and  for  the  purposes  herein  set  forth." 
The  fourth  claim  was  for  u  The  general  construction,  arrangement, 
"  and  combination  of  parts  composing  my  improved  cases  or  covers 
"  for  the  chain  or  gear  of  velocipedes,  all  substantially  as  and  for  the 
"  purposes  herein  described  with  reference  to  the  accompanying 
44  drawings."  The  Defendants  pleaded  {inter  alia)  that  the  Patent 
was  invalid  for  want  of  novelty,  and  that  they  had  not  infringed. 
Farwell,  J.,  held,  at  the  trial,  that  at  the  date  of  the  Patent  a  cover 
detachable,  in  the  sense  in  which  that  word  was  used  in  the  Specifi- 
cation— that  was  to  say,  without  the  aid  of  any  implement — was  not 
known ;  that  the  essential  parts  of  the  invention  were  the  central 
fixed  frame  together  .with  the  detachable  cover ;  that  no  new  fact 
had  been  proved  affecting  the  construction  put  on  the  Specification 
by  Stirling,  J.,  in  Presto  Gear  Case  Ac.  Co.,  Ld.  v.  Simplex  Gear 
Case  Co.,  Ld.  (15  R.P.C.  635) ;  that  the  Defendants'  gear  case  did 
not  differ  in  the  material  respects  from  the  gear  case  held  in  that 
action  to  infringe  the  Patent,  and,  following  the  judgment  of 
Stirling,  ./.,  that  the  Defendants  had  infringed.  Judgment  was 
given  for  the  Plaintiffs,  and  a  certificate  that  the  validity  of  the 
Patent  came  in  question  was  granted.  The  Defendants  appealed. 
— Held,  that,  although  detachable  gear  cases  were  old  at  the  date  of 
the  Patent,  a  divided  case,  in  which  one  part  was  to  be  attached  to 
the  frame,  and  the  other  was  a  movable  part  which  fitted  into  the 
fixed  part,  was  new  ;  that  sliding  in  fixed  guides  was  not  of  the 
essence  of  the  invention  as  described ;  and  that,  even  if  the  Defen- 
dants did  not  infringe  the  first  claim,  they  infringed  the  fourth 
claim,  which  was  wider  than  the  first  claim,  and  claimed  the 
substantial  and  important  parte.    The  appeal  was  dismissed  with 
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costs.  Presto  Gear  Cash  and  Components  Co.,  Ld.  v.  Orme, 
Evans,  &  Co.,  Ld.,  p.  17. 

6.  Construction  of  Specification.   Essential  element  of  combination. 

— Defendants  held  not  to  infringe. — Action  dismissed.  Letters  Patent 
for  "A  horizontal  sifting  machine  with  circular  shaped  sieves"  were 
granted  to  B.,  the  claim  in  the  Specification  being  :— "  In  a  sifting 
u  apparatus,  a  number  of  circular  sieves,  connected  together  and  put 
44  in  rotary  motion  on  a  horizontal  plane,  so  that  the  material  fed  by 
"  the  shoot  falls  on  to  cone-shaped  surfaces  placed  above  each  sieve 
44  and  glides  from  there  over  the  edges  into  the  sieves  where  it  is 
44  evenly  spread  over  the  sifting  bottom,  the  coarser  particles  of  the 
44  material  thereby  agglomerating  automatically  in  the  middle  of  the 
44  sieve  and  being  removed  thence  from  the  machine  by  discharging 
44  tubes,  while  the  finer  part  passes  through  the  remaining  sieves  and 
44  falls  to  the  ground,  while  rotating  arms  provided  with  brushes  are 
44  fastened  to  the  inner  walls  of  the  sieves  in  such  a  manner  as  to 
44  keep  clean  the  under  surface  of  the  sieve  or  6ieves  and  so  prevent 
44  the  perf orations  from  being  stopped  up,  constructed  and  arranged 
44  substantially  as  described.1'  B.,  having  brought  an  action  for 
infringement  of  the  Patent,  the  Defendants  relied  mainly  on  non- 
infringement. In  their  machine  the  material  was  fed  on  to  a  flat 
surface  which  was  provided  with  slots,  and  the  Defendants  relied  on 
this  and  other  differences. — Heldy  that  the  Patentee  had  claimed  the 
I  cone  shaped  surfaces  as  an  essential  element  of  his  combination,  and 

that  the  Defendants  had  not  infringed.  The  action  was  dismissed 
with  costs,  the  costs  of  certain  of  the  Particulars  of  Objections  only 
being  allowed.     Bunge  v.  HiGGlNBOTTOM  &  Co.,  Ld.,  p.  201. 

'•  Construction  of  Specification.  —  Defendant  lield  not  to  in- 
fringe.— Action  dismissed. — Costs  on  higher  scale  refused.  Letters 
Patent  having  been  granted  for  a  "  Method  of  producing  a 
44  silky  lustre  upon  fabrics  and  webs  of  all  kinds,"  the  owners 
of  the  Patent  commenced  an  action  for  infringement,  in 
which  the  Defendant  denied  infringement,  and  alleged  that  the 
Patent  was  invalid  on  several  grounds.  The  Patentee,  in  his 
Complete  Specification,  after  giving  a  theory  to  explain  the  lustre 
of  silk,  continued  : — "  If,  therefore,  the  lustre  of  silk  is  to  be  given 
44  to  other  parts*  of  fabric,  it  becomes  requisite  to  provide  the  web 
44  with  a  great  number  of  small  surfaces,  which  are  distributed,  not 
44  on  one  but  on  several  planes  lying  each  in  an  angle  to  all  the  other, 
44  the  angles  being  different  ones  "  ;  and,  after  stating  that  this  might 
be  done  by  means  of  a  stamp  to  which  the  structure  of  a  silk-satin 
web  had  been  transferred  by  a  galvanoplastic  process,  but  that  the 
manufacture  of  such  stamps  was  difficult,  stated  as  follows : — **  I, 
44  therefore,  prefer  to  engrave  a  great  number  of  small  surfaces  of  the 
44  said  kind  into  a  plate  or  roller  consisting  of  steel  or  any  other  hard 
44  material,  or  I  cut  such  surfaces  into  said  parts  by  means  of  a 
44  suitable  machine.  A  section  through  a  plate  or  roller  provided 
44  with  the  differently  inclined  small  surfaces  will  represent  an 
44  appearance  similar  to  that  of  a  fine-toothed  saw,  there  being, 
44  however,   the  difference  that  there  may  be  more  directions  of 

*  Sic,  but  treated  by  both  sides  as  "  sort*/' 
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"  inclination  than  only  two."  After  saying  that  the  breadth  of  the 
surfaces  should  not  be  so  great  as  for  them  to  be  cognizable  by  a 
sound  eye  and  describing  the  surfaces  as  representing  "a  sort  of 
"  parallel  grooves  "  and  that  the  direction  of  the  said  grooves  should 
be  parallel  to  the  threads  of  the  fabric  ;  the  Specification  concluded 
with  three  claims,  the  first  being  for  "  the  method  of  producing  a 
"  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the 
"  latter  with  numerous  email  surfaces  having  different  inclinations 
"  with  regard  to  the  plane  of  the  stuff,  substantially  as  described." 
The  Defendant  used  for  the  purpose  of  producing  a  silky  lustre  a 
roller  having  on  it  a  large  number  of  fine  parallel  lines,  about  250  to 
the  inch.  Rollers  engraved  with  about  90  such  lines  to  the  inch 
were  known  for  the  same  purpose  previously  to  the  Patent. — Held, 
without  deciding  the  questions  as  to  validity,  that  such  a  roller  as 
the  Defendant  used  was  not  what  the  Patentee  intended  to  describe, 
and  that  the  Defendant  had  not  infringed.  The  action  was  dismissed 
with  costs.  Costs  on  the  hicrher  scale  were  refused.  BRADFORD 
Dyers'  Association  v.  Bury,  p.  161. 

8.  Construction  of  Specification.    Essence  of  invention.    Economy 

and  practical  method. — Patent  lield  bad  for  want  of  novelty  and 
utility. — No  infringement.  In  1890  Letters  Patent  were  granted  to 
A.  and  A.  for  "Improved  means  and  apparatus  for  separating 
"  alkaline  and  earthy  metals  from  the  salts  of  such  metals  or  from 
"  other  substances  containing  them."  The  object  of  the  invention 
was  to  obtain  by  electrolysis  that  which  they  admitted  had  been 
already  so  obtained,  but  to  obtain  it  on  a  practical  scale,  and  with  a 
saving  of  energy,  by  reducing  the  amount  of  counter  electromotive 
force  set  up  by  the  reaction.  They  used  a  continuously  flowing 
mercury  cathode  with  a  metal  basis  upon  which  the  mercury  was  to 
flow.  The  mercury  was  to  remove  the  product  from  the  electrolytic 
cell,  but  the  speed  or  rate  of  flow  was  not  specified  or  relied  on  as 
essential.  They  did  not  say  whether  in  the  electrolysis  of  common 
salt  their  principal  product  was  sodium  or  caustic  soda,  though  they 
expected  to  get  both.  In  1897  they  commenced  an  action  for 
infringement  of  their  Patent  against  the  C.-E.  A.  Company.  The 
Defendants  denied  infringement,  and  attacked  the  Patent  on 
the  grounds  of  want  of  novelty  and  want  of  utility.  They 
claimed  to  be  working  under  Patents  granted  to  their  prede- 
cessors in  title  in  1892  and  1893.— Held,  that  though  the  Plaintiffs 
were  wrong  in  thinking  that  counter  electromotive  force  was  the 
obstacle  they  had  to  contend  with,  this  did  not  per  se  invalidate 
their  Patent,  but  that  nevertheless  their  Patent  was  invalid  for  want 
of  novelty  and  want  of  utility,  and  also  that  the  Defendants  had  not 
infringed,  as  in  their  apparatus  the  cathode  was  of  mercury  only  and 
the  base  of  non-conducting  material.  ATKINS  &  Applbgarth 
v.  Castner  Kellnbr  Alkali  Co.,  Ld.,  p.  281. 

9.  Construction  of  Specification. — Action  dismissed. — Appeal  to  Court 

of  Appeal. — Appeal  allowed. — Appeal  to  House  of  Lords. — Appeal 
allowed.  The  owners  of  a  Patent  for  a  starting  device  for  gas 
engines  brought  an  action  to  restrain  the  Defendants  from 
infringing.  The  Defendants  alleged  that  they  had  not  infringed, 
and  that  the  Letters  Patent  were  invalid. — Held,  by  EBKEWIGH,  </., 
that  according  to  the  true  construction  of  the  Specification,  the 
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Defendants  had  not  infringed.    No  judgment  was  delivered  on  the 

other  issues  raised.    The  Plaintiffs  appealed. — Held,  on  appeal,  that, 

according  to  the  true  construction,  the  Defendants  had  infringed, 

l  and  that  the   Patent  was  valid.      The  appeal  was  allowed.     The 

i  Defendants    appealed    to    the    House    of    Lords. — Held,  that  the 

construction  put  on  the  Specification  by  KBKBWICH,  «/.,  was  the 
correct  one.  The  appeal  was  allowed  with  costs,  and  the  judgment 
of  KBKBWICH, «/.,  was  restored.  BRITISH  MOTOR  SYNDICATE,  Ld. 
v.  J.  E.  H.  Andrews  &  Co.,  Ld.,  p.  85. 

10.  Construction  ot  Specification.— Defendant  held  not  to  infringe.— 

Action  dismissed.  Letters  Patent  having  been  granted  for  a 
"  Method  of  producing  a  silky  lustre  upon  fabrics  and  webs  of  all 
"  kinds,"  the  owners  of  the  Patent  commenced  an  action  for 
infringement,  in  which  the  Defendant  denied  infringement,  and 
alleged  that  the  Patent  was  invalid  on  several  grounds.  The 
Patentee,  in  his  Complete  Specification,  after  giving  a  theory  to 
explain  the  lustre  of  silk,  continued  : — "  If,  therefore,  the  lustre  of 
"  silk  is  to  be  given  to  other  parts  (sic)  of  fabric,  it  becomes 
j  u  requisite  to    provide    the  web  with  a  great  number  of   small 

i  "  surfaces,    which    are   distributed,    not    on   one   but    on    several 

u  planes  lying  each  in  an  angle  to  all  the  other,  the  angles  being 
"  different  ones "  ;  and,  after  stating  that  this  might  be  done  by 
means  of  a  stamp  to  which  the  structure  of  a  silk-satin  web  had 
been  transferred  by  a  galvanoplastic  process,  but  that  the  manu- 
facture of  such  stamps  was  difficult,  stated  as  follows : — "  I, 
r  "  therefore,  prefer  to  engrave  a  great  number  of  small  surfaces  of 

"  the  said  kind  into  a  plate  or  roller  consisting  of  steel  or  any 
"  other  hard  material,  or  I  cut  such  surfaces  into  said  parts  by 
"  means  of  a  suitable  machine.  A  section  through  a  plate  or  roller 
"  provided  with  the  differently  inclined  small  surfaces  will  represent 
"  an  appearance  similar  to  that  of  a  fine-toothed  saw,  there  being, 
"  however,  the  difference  that  there  may  be  more  directions  of 
"  inclination  than  only  two."  After  saying  that  the  breadth  of  the 
surfaces  should  not  be  so  great  as  for  them  to  be  cognizable  by  a 
sound  eye,  and  describing  the  surfaces  as  representing  "  a  sort  of 
"  parallel  grooves,"  and  that  the  direction  of  the  said  grooves  should 
be  parallel  to  the  threads  of  the  fabric,  the  Specification  concluded 
with  three  claims,  the  first  being  for  "  the  method  of  producing  a 
"  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the 
"  latter  with  numerous  small  surfaces  having  different  inclinations 
"  with  regard  to  the  plane  of  the  stuff,  substantially  as  described." 
The  Defendant  used  for  the  purpose  of  producing  a  silky  lustre  a 
roller  having  on  it  a  large  number  of  fine  parallel  lines,  about  250 
to  the  inch.  Rollers  engraved  with  about  90  such  lines  to  the  inch 
were  known  for  the  same  purpose  previously  to  the  Patent. — Held, 
following  Bradford  Dyers'  Association,  Ld.  v.  Bury  (18  R.P.C. 
p.  161),  and  without  deciding  the  questions  as  to  validity,  that  such 
a  roller  as  the  Defendant  used  was  not  what  the  Patentee  intended 
to  describe,  and  that  the  Defendant  had  not  infringed.  The  action 
was  dismissed  with  costs.  Costs  on  the  higher  scale  were  refused. 
Bradford  Dyers'  Association,  Ld.  v.  Williams,  p.  229. 

11.  Construction  of  Specification.    Claim  for  a  method.— Anticipa- 
tion.—Subject-matter. — Infringement. — Action  dismissed.    In  1893 
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Letters  Patent  were  granted  to  M.  for  "  Improvements  in  the  method 
"  of  producing  the  explosive  mixture  in  hydrocarbon  engines." 
The  Specification  claimed  (1)  "  The  method  of  producing  the 
"  explosive  mixture  in  hydrocarbon-engines,  consisting  in  sucking 
"  liquid  hydrocarbon  by  the  air  sucked  by  the  working  piston, 
"  substantially  as  described  "  ;  (6)  "  The  method  of  producing  the 
"  explosive  mixture  in  hydrocarbon-engines,  consisting  in  sucking 
"  liquid  hydrocarbon  out  of  a  nozzle  cl  fed  from  supply-basin  a  by 
"  pipe  c  and  extending  into  connection  b*  between  air-inlet-channel 
"  bl  and  mixing-chamber  6,  said  sucking  being  performed  by  the  air 
"  sucked  by  the  working-piston  through  said  channel  bv,  connection 
"  ¥  and  mixing-chamber  6,  and  the  level  of  the  hydrocarbon  within 
"  basin  a  being  kept  on  the  same  height  by  a  swimmer-valve  df 
"  acting  on  the  main-supply-tube  e,  substantially  as  described."  On 
amendment  of  the  Specification  in  1900,  the  first  claim  and  several 
others  were  struck  out,  Claim  6  being  amongst  those  retained.  The 
owners  of  the  Patent  having  brought  an  action  for  infringement,  the 
Defendant  denied  infringement  and  alleged  the  invalidity  of  the 
Patent  on  the  grounds  of  want  of  novelty,  want  of  utility,  want  of 
subject-matter,  and  relied  in  particular  on  Specifications  of  B.  and  W. 
as  anticipating  it.  The  Plaintiffs  contended  that  the  claim  was 
substantially  for  the  use  of  the  apparatus  described. — Held,  that  the 
claim  was  for  a  method  and  not  for  a  machine,  and  that  tbe 
references  to  the  drawings  were  for  the  purpose  of  illustration  only 
and  not  by  way  of  restriction  ;  that  the  preservation  of  the  level  of 
the  oil  just  below  the  nozzle  was  not  the  essence  of  the  invention  ; 
that  unless  the  Patent  was  for  a  method  defined  and  illustrated  by 
reference  to  any  nozzle,  &c,  it  was  bad  for  want  of  subject  matter, 
but,  if  it  were  for  such  a  method,  it  was  bad  for  want  of  novelty,  being 
anticipated  by  B.  and  by  W.  ;  and  that,  even  if  the  Patent  was  valid 
for  a  machine,  the  Defendant  had  not  infringed.  The  action  was 
dismissed  with  costs,  the  costs  of  certain  of  the  Particulars  of 
Objections  being  allowed.  BRITISH  MOTOR  TRACTION  Co.,  LD.  v. 
Friswbll,  p.  497. 

12.  Construction  of  Specification.  Subject-matter,— Defendants  held 
not  to  have  infringed.  Action  for  infringing  a  Patent  for  "  Improve- 
44  ments  in  apparatus  for  hardening  and  tempering  steel  wire  and 
"  tape."  The  improvement  consisted  in  a  method  of  keeping  the 
wire  bright  after  passing  through  the  tempering  flame,  by  passing 
the  wire  direct  from  the  flame  into  a  tube  or  chamber  "from 
"  which  oxygen  is  excluded  as  much  as  is  conveniently 
"  possible,  and  which  is  long  enough  to  permit  the  wire  to 
*•  become  sufficiently  cooled."  The  Specification  described  a 
chamber  supplied  by  means  of  a  pipe  "  with  a  gas  or  with  a  mixture 
"  of  gases  which  is  as  near  as  conveniently  possible  free  from  admix- 
"  ture  with  oxygen."  The  Defendants  passed  their  wire  into  a  tube 
which  was  not  supplied  with  gas,  but  which  was  sealed  against  the 
admission  of  air  by  dipping  under  molten  lead  at  its  mouth. — Held, 
that  this  was  not  an  infringement,  the  Plaintiff's  method  involving 
an  artificial  supply  of  gas.  If  the  construction  of  the  Plaintiff's 
Specification  did  not  imply  an  artificial  supply,  then  there  was 
want  of  subject-matter.  The  action  was  dismissed  with  costs,  and  a 
Certificate  was  given  that  certain  of  the  Particulars  of  Objections 
were  reasonable  and  proper.  Ashworth  v.  English  Card 
Clothing  Co.,  Ld.,  p.  367. 
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13.  Construction  of  Specification — Action  dismissed  on  the  ground  of 
non-infringement. — Appeal  allowed,  so  far  as  the  action  was 
for  infringement  of  Patent.  The  owners  of  a  Patent  for  "  An 
"  improvement  in  fly  catchers  "  brought  an  action  for  infringement. 

The  Defendants  did  not  question  the  validity  of  the  Patent,  but 
I  denied  infringement.    At  the  trial  it  was  held  that  the  Defendants 

!  had  not  infringed,  and  judgment  was  given  for  them  on  this  and  on 

certain  other  claims  for  relief  which  where  made,  with  costs.     The 

Plaintiffs  appealed  as  to  the  infringement  of  the  Patent.    The  appeal 

:  was  allowed,  and  an  injunction  was  granted  to  restrain  infringement 

with  an  inquiry  as  to  damages,  a  special  Order  being  made  as  to 
costs.  Marshalls,  Ld.  v.  Chameleon  Patents  Manufacturing 
Co.,  Ld.,  p.  400. 

14.  Disconformity. — Anticipation. — Infringement. — Patent  lield  valid. — 

Injunction,  Order  to  deliver  up,  and  an  account  of  profits  granted. 
C.  was  the  registered  owner  of  a  Patent  for  "  Improvements  in 
M  candlesticks,"  by  making  the  sockets  in  one  piece  with  fangs 
projecting  above  the  nozzle  to  hold  candles  of  different  sizes.  In 
the  Specification  there  was  no  provision  as  to  the  fixing  of  the 
socket  on  the  base  or  bed  of  the  candlestick,  nor  was  it  expressly 
stated  that  the  socket  and  fangs  should  be  made  in  one  piece.  In 
the  Complete  Specification,  but  not  in  the  Provisional  Speci- 
fication it  was  provided  that  small  tits  cut  on  the  socket 
piece  should  overlap  and  hold  the  nozzle  or  grease-catcher. 
In  1901  C.  commenced  an  action  against  L.,  who  denied  infringe- 
ment, novelty,  and  subject-matter,  and  alleged  disconformity  and 
prior  publication.  It  appeared  that  holders  with  similar  fangs/ 
fitting  or  standing  in  common  candlesticks,  were  well  known  prior 
to  C.'s  Patent.— Held,  at  the  trial,  that  a  socket  with  fangs  in  one 
piece  was  new  ;  that  the  arrangement  of  tits  for  holding  the  nozzle 
was  merely  a  method  of  carrying  out  the  invention,  and  was 
therefore  rightly  added  in  the  Complete  Specification  without  dis- 
conformity ;  that  there  had  been  an  infringement  by  the  Defendant ; 
and  that  the  Plaintiff  was  entitled  to  the  relief  claimed.  Carter  v. 
Leyson  (trading  as  the  Peckham  Box  Co.),  p.  508. 

15.  Exhibition  of  infringing  articles,  without  sale  or  intention  of 

sale. — Importation  of  infringing  articles  manufactured  abroad. — 
Infringing  articles  exhibited  whilst  performing  the  function 
indicated  in  the  Specification  of  the  Letters  Patent  sued  upon. — 
User.  —  Injunction.  —  Damages  of  a  nominal  character.  The 
,  Plaintiffs  were  the  registered  owners  of  Letters  Patent  No.  16,783  of 

,  1890,  granted  to   William  Erskine  Bartlett  for  "  Improvements  in 

"  tyres  or  rims  for  cycles  or  other  vehicles."  The  validity  of  these 
Letters  Patent  had  been  established  in  a  previous  action,  and  was 
not  in  dispute  in  either  of  these  actions,  in  both  of  which  the  facts 
and  matters  in  issue  were  identical.  The  Defendants  were  manu- 
facturers of  motor  cars,  and  at  the  Stanley  Cycle  Show  held  at  the 
Agricultural  Hall,  Islington,  exhibited  a  number  of  motor  cars. 
.These  motor  cars  had  fitted  to  and  fully  inflated  upon  their  wheels 
tyres  manufactured  abroad  in  accordance  with  the  Specification  of 
the  Letters  Patent  sued  upon  and  imported  by  the  Defendants  into 
this  country.  The  motor  cars  themselves  were  on  exhibition  for 
sale,  but  the  Defendants  contended,  and  it  appeared  upon  the 
evidence  to  be  the  fact,  that  there  was  no  intention  of  selling  the 
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tyres  or  offering  them  for  sale  together  with  the  cars,  but  that  if  a 
car  was  sold  the  imported  tyres  would  have  been  taken  off  and  other 
tyres  manufactured  by  licensees  of  the  Plaintiffs  under  the  Letters 
Patent  sued  upon  placed  upon  the  car  wheels  prior  to  delivery  to  a 
purchaser.  On  this  ground  the  Defendants  contended  that  there 
was  no  infringement,  there  being  no  sale  or  offer  for  sale  or  user 
within  the  meaning  of  the  words  of  the  grant  of  the  Letters  Patent. 
— Held,  that,  even  although  the  Defendants  had  not  any  intention  of 
selling  the  tyres  complained  of,  there  had  been  such  a  user  of  the 
invention  as  to  amount  to  an  infringement,  and  that  the  Plaintiffs 
were  entitled  to  an  injunction.  Damages  were  assessed  at  the 
nominal  amount  of  40s.,  and  the  Plaintiffs  were  awarded  costs,  but 
not  solicitor  and  client  costs.  Dunlop  Pneumatic  Tyre  Co.,  Ld., 
and  Pneumatic  Tyre  Co.,  Ld.  v.  British  and  Colonial  Motor 
Car  Co.,  Ld.,  and  Another.    Same  v.  de  Breyne,  p.  313. 

16.  License.    Deposited  article.    Article  not  completely  finished 

by  licensees.  The  owners  of  a  Patent  for  "Improvements  in 
"  rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and 
"  other  light  vehicles,"  which  had  been  construed  by  the  House  of 
Lords  as  being  for  the  application  to  a  wheel  of  a  saddle  shape  tyre 
held  in  position  by  two  inextensible  wires,  granted  a  license  to  the 
G.  Co.  to  manufacture  tyres  under  the  license  in  accordance  with  a 
deposited  tyre.  By  agreement  C.  sold  to  the  G.  Co.  canvas  strips  to 
which  the  G.  Co.  affixed  the  wires,  which  were  in  accordance  with 
those  in  the  deposited  tyre,  and  resold  the  strips  and  wires  to  C, 
who  then  added  the  outer  rubber  and  sold  the  tyre. — Held,  that  C. 
had  not  infringed.  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  Buckingham 
&  Adams  (18  R.P.C.  423)  followed.  Dunlop  Pneumatic  Tyre 
Co.,  Ld.  v.  Cresswell,  Cheshire  Rubber  Co.,  North  Cheshire 
Rubber  Co.,  Ld.,  and  Donald,  p.  473. 

17.  Injunction  granted.    Action  against  directors  of  Defendant 

Company  dismissed.  Issue  of  validity  raised  on  pleadings 
but  not  at  trial.  Certificate  of  validity  granted.  Injunc- 
tion stayed  by  Court  of  Appeal  by  consent  pending  the 
appeal.  The  owners  of  a  Patent  for  "  An  improved  boiler  flue  " 
sued  the  Defendant  Company  and  its  directors  for  infringement. 
The  Patent  claimed  :  "  A  boiler  flue  or  furnace  consisting,  as  to  its 
"  general  form,  of  a  series  of  annular  or  partially  annular  flutings 
"  connecting  a  corresponding  series  of  sharp  ridges.1'  The  Defendants' 
flue  had  ridges  and  also  a  subsidiary  corrugation  between  each  two 
of  the  ridges.  It  was  contended  that  the  ridges  in  the  Defendants1 
flue  were  not  similar  to  the  sharp  ridges  claimed  by  the  Patentee, 
and  that  the  subsidiary  corrugations  so  altered  the  Defendants1  flue 
as  to  take  it  outside  the  claims  in  the  Plaintiffs1  Specification. — 
Held,  that  the  Defendants  had  infringed.  No  evidence  having  been 
given  as  to  the  acts  of  the  directors,  the  action  as  against  them  was 
dismissed.  The  issue  of  the  validity  of  the  Patent  was  raised  on  the 
pleadings,  but  was  abandoned  at  the  trial.  After  some  discussion,  a 
Certificate  that  the  validity  had  come  into  question  was  granted. 
The  injunction  was  suspended  until  the  1st  of  May  1901  to  enable 
the  Defendants  to  apply  to  the  Court  of  Appeal.  On  such  application 
the  injunction  was  by  consent  stayed  pending  the  appeal.  LEEDS 
Forge  Co.,  Ld.  v.  Deighton's  Patent  Flue  and  Tube  Co.,  Ld., 
p.  233. 
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18.  Patent  held  valid  in  previous  action.     Infringement  found. 

Stay  of  injunction  refused.  In  1893  a  Patent  was  granted  to  S. 
for  "Improved,  or  improvements  in  connection  with,  fancy  or 
"  ornamental  bricks,  tiles,  slabs,  waitings,  ceilings,  and  the  like." 
The  Patent  became  vested  in  the  N.  Company,  who  in  1896  obtained 
in  an  action  for  infringement  against  the  C.  Company  a  judgment 
that  the  Patent  was  valid  and  had  been  infringed.  In  1900  they 
commenced  an  action  for  infringement  against  the  G.  Company,  who 
denied  the  validity  of  the  Patent  and  that  they  had  infringed. — 
Held,  that  as  there  was  no  substantial  difference  between  the  mate- 
rials before  the  Court  and  those  in  the  previous  action,  the  decision 
in  the  previous  action  that  the  Patent  was  valid  would  be  adopted, 
and,  further,  that  the  Defendants  had  infringed.  Judgment  was 
given  for  the  Plaintiffs.  National  Opalite  Glazed  Brick  and 
Tile  Co.,  Ld.  v  Grand  Hotel,  Birmingham,  Ld.,  p.  249. 

19.  Prior  user.    Experimental  user. — Want  of  subject-matter  not  raised 

in  Particulars. — Patents,  Ac.  Act,  188$,  section  29.  The  owners  of  a 
Patent  for  "  Improved  apparatus  for  the  electro-deposition  of  metals  " 
brought  an  action  for  infringement  against  H.  &  Co.,  who  denied 
infringement,  and  attacked  the  validity  of  the  Patent  on  the  grounds 
(inter  alia)  of  anticipation  by  prior  publication  and  prior  user.  The 
question  of  prior  user  was  the  main  issue  at  the  trial.  Dr.  B.,  some 
years  before  the  date  of  the  Patent,  had  used  an  apparatus  similar  to 
that  of  the  Plaintiffs  for  coating  rifle  bullets  with  nickel.  The 
Plaintiffs  contended  that  this  was  merely  an  experimental  user.— ■ 
Held,  that  the  Plaintiffs'  Patent  was  not  anticipated,  either  by  the 
Specifications  cited  or  by  Dr.  B.'s  user,  which  was  merely  experi- 
mental, though  his  apparatus  was  identical  with  the  Plaintiffs'. — 
Semble,  evidence  may  be  given  of  want  of  subject-matter,  though  it 
is  not  alleged  in  the  Particulars  of  Objections,  the  objection  of  want 
of  novelty  being  sufficient  to  cover  it.  Electrolytic  Plating 
Apparatus  Co.,  Ld.  v.  Holland,  p.  521. 

20.  Repairs  to  Patented  Article.    In  1891  a  Patent  was  granted  to  W. 

tor  "  Improvements  in  rubber  tyres  and  metal  rims  or  felloes  of 
"  wheels  for  cycles  and  other  light  vehicles."  This  Patent  became 
vested  in  the  Plaintiffs,  who  brought  an  action  for  infringement 
against  the  Defendants.  The  infringement  complained  of  consisted 
in  the  repair  of  four  old  Dunlop  tyres  ;  in  one  case  the  old  wires 
only  were  retained  ;  in  the  others  the  old  canvas  and  old  wires  were 
kept,  but  the  tyres  were  provided  with  new  canvas  linings 
which  completely  covered  the  inside  of  the  tyres,  surrounded  the 
wire,  and  were  sewn  all  round  the  rim. — Held,  that  what  the  Defen- 
dants had  dune  was  an  infringement  of  the  Plaintiffs9  Patent,  and  the 
usual  relief  was  granted  with  costs  as  between  solicitor  and  client. 
Dunlop  Pneumatic  Tyre  Co.,  Ld.,  and  Pneumatic  Tyre  Co., 
Ld.  v.  Excelsior  Tyre  Cement  and  Rubber  Co.,  and  J.  P. 
Barker,  p.  209. 

21-  Subject-matter.     Invention.    Alleged    prior  user.    Judgment 

for  Plaintiffs.  Appeal  allowed.  Patent  held  invalid-  A 
Patent  was  granted  in  1895  for  "Improvements  in  means  for 
"strengthening  and  protecting  tubes  and  bobbins  used  in  the 
"  preparation  and  spinning  of  fibrous  materials.1'     The  invention 
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related  to  ferrules  for  application  to  such  tabes  and  bobbins,  and  the 
ferrule  described  had  the  edge  away  from  the  end  of  the  bobbin 
folded  completely  over  on  itself,  and  such  edge  on  application  of  the 
ferrule  to  the  bobbin  was  described  as  being  pressed  into  the  wood 
so  as  to  hold  the  ferrule  on  securely.  Before  application  the  ferrule 
was  of  conoidal  form.  The  first  claim  was  :  "  In  rings,  hoops,  shields, 
"and  ferrules  for  application  to  tubes,  bobbins,  pirns,  and  flanges,  for 
"the  purpose  of  protecting  and  strengthening  the  same,  forming  the 
"  said  rings,  hoops,  shields,  and  ferrules,  with  a  folded  or  doubled 
"over  edge  or  lip  such  as  a  2,  which  is  pressed  into  the  wood  or 
"  material  so  as  to  hold  the  ring  or  hoop  securely  in  conjunction 
"  with  a  flange  or  lip  a1  at  the  other  end  or  edge  of  the  ring  or 
"  ferrule,  substantially  as  described  and  shown.'1  The  second  claim 
related  to  rings,  &c,  with  both  edges  folded  over.  The  third  claim 
was  :  "  The  improved  rings  or  ferrules  for  application  to  tubes  and 
"bobbins,  substantially  as  described  and  illustrated."  Conoidal 
ferrules  having  a  flange  at  right  angles  to  be  forced  into  the  wooden 
bobbin  or  a  groove  cut  therein  were  known  at  the  date  of  the  Patent. 
In  an  action  for  infringement  the  Defendants  alleged  (inter  alia) 
anticipation  by  certain  prior  users,  and  that  there  was  no  invention, 
and  therefore  no  subject-matter.  Evidence  was  given  on  behalf  of 
the  Plaintiffs  of  utility,  and  in  particular  of  very  large  sales  of 
bobbins  alleged  to  be  fitted  with  the  ferrules  under  the  Patent. 
On  behalf  of  the  Defendants  it  was  contended  that  such  bobbins  were 
mostly  grooved,  whereas  the  Specification  stated  that  grooving  was 
not  necessary.  It  was  held,  at  the  trial,  that  the  application  of  the 
device  of  a  folded  over  edge  to  a  ring  so  made  as  to  be  capable  of 
compression  from  the  conoidal  form  to  a  cylindrical  form,  so  that 
such  edge  might  by  compression  be  so  lessened  in  diameter  as  to 
hold  the  ring  in  place,  was  new  ;  that  there  was  a  substantial 
exercise  of  inventive  power  ;  that  the  Patent  had  not  been  anticipated 
by  the  prior  users  alleged,  and  in  particular  not  by  a  ring  on  a  bobbin 
with  the  upper  edge  of  the  ring  folded  over  ;  and  that  the  Patent 
was  valid  ;  and  judgment  was  given  for  the  Plaintiffs.  The  Defen- 
dants appealed. — Held,  on  appeal,  that  the  Patent  was  invalid  on  the 
ground  that  the  third  claim  was  for  the  ferrules  per  se,  and  was  bad, 
and  also  (the  Master  of  the  Rolls  dissenting  on  this  point) 
on  the  ground  that,  having  regard  to  the  prior  Specifications  and 
previous  knowledge,  there  was  no  invention  and  no  subject-matter 
for  Letters  Patent.  The  appeal  was  allowed,  the  Plaintiffs  being 
ordered  to  pay  the  costs  of  the  appeal  and  below,  including  the  costs 
of  certain  of  the  Particulars  of  Objections.  WILSON  BROS. 
Bobbin  Co.,  Ld.  v.  Wilson  &  Co.  (Barnslbt),  Ld.,  p.  139. 

22.  Subject-matter. — Prior  publication. — Misleading  and  untrue  state- 
ments.— Insufficiency. — Amended  Specification. — Damages  prior  to 
amendment.— Patents,  Ac.  Act,  1883,  section  20.  The  owners  of  a 
Patent  for  **  Improvements  in  and  appertaining  to  the  manufacture 
"of  candy"  brought  an  action  for  infringement.  The  invention 
consisted  in  making  candy  technically  known  as  "  hard  crack  "  or 
"  stick  "  candy  in  a  vacuum  pan.  The  Specification  had  been  amended 
prior  to  the  action.  The  Defendant  did  not  deny  infringement,  but 
contended  that  the  Patent  was  bad  because  of  prior  publication, 
want  of  subject-matter,  misleading  and  untrue  statements  in  the 
Specification,  and  insufficiency.— Held,  that  the  Patent  was  valid. 
The  Plaintiffs  were  given  damages ;  but,  as  the  Patent  had  expired 
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before  the  date  of  the  judgment,  an  injunction  was  not  granted 
The  Plaintiffs  moved  for  an  Order  that  the  damages  be  assessed  in 
respect  of  the  use  of  the  invention  prior  to  the  amendment  of  the 
Specification  as  well  as  subsequent  thereto.  The  motion  was  refused 
with  costs.    Kane  k  Pattison  v.  J.  Boyle  &  Co.,  p.  325. 

23.  Subject-matter.    Prior  user.     In  an  action  for  infringement  of  a 

Patent  for  improvements  in  gaiters,  the  Defendants  alleged  the 
invalidity  of  the  Patent  on  various  grounds,  including  want  of 
subject-matter  and  prior  user. — Held,  that  the  Plaintiffs'  Patent  was 
bad  for  want  of  subject-matter,  and  that  two  of  the  prior  usere 
alleged  by  the  Defendants  were  proved.  Judgment  was  given  for 
the  Defendants  with  costs.  Thomson  v.  American  Braided  Wire 
Oo.  (6.  R.P.C.  518)  distinguished.  STOHWASSBR  <fc  WINTER  v. 
Humphreys  &  Crook,  p.  116. 

24.  Subject-matter. — Construction  of  claims  in  Specification. — Patent 

held  invalid  at  trial. — Appeal. — Patent  held  valid  and  appeal 
allowed.  The  owners  of  a  Patent  for  a  device  for  printing  late 
news  in  newspapers  sued  the  Defendants  for  infringement.  By  the 
Patentees9  apparatus  this  was  accomplished  by  means  of  an  auxiliary 
drum  mounted  on  an  auxiliary  shaft,  so  as  to  be  movable  to  any 
position  along  the  shaft.  The  drum  was  constructed  to  carry  a  box 
holding  the  type.  The  Specification  claimed  both  the  method  of 
holding  the  type  in  the  box  and  also  the  combination  of  the  drum 
with  the  main  stereotyping  cylinder.  The  Defendants  also  used  a 
movable  drum  mounted  on  an  auxiliary  shaft,  but  used  linotype 
slugs  instead  of  type,  and  had  a  box  of  different  construction  and  a 
different  method  of  holding  the  slugs.  It  was  argued  that  the 
Defendants  did  not  infringe  the  claim  for  the  construction  of  the 
box  and  the  method  of  holding  the  type,  and  that  the  Plaintiffs9 
Patent  was  bad  for  (inter  alia)  want  of  subject-matter  and 
anticipation. — Held,  that  the  Plaintiffs'  Patent  was  invalid  for  want 
of  novelty  or  subject-matter.  The  Plaintiffs  appealed. — Held,  on 
appeal,  that  the  Patent  was  valid,)  and  that  the  Defendants  had 
infringed  the  third  claim.  The  Defendants  appealed  to  the  House 
of  Lords. — Held,  that  the  Plaintiffs1  Patent  was  valid,  and  that  the 
Defendants  had  infringed.  The  appeal  was  dismissed  with  costs. 
Taylor  &  Scott  v.  Annand  and  thb  Northern  Press  and 
Engineering  Co.,  Ld.,  p.  53. 

25.  Interlocutory    injunction.  —  Three    actions  for   infringement. — 

Interlocutory  injunctions  refused  in  two. — Appeal  dismissed. — 
Interlocutory  injunction  granted  in  the  other. — Appeal  allowed. 
The  owners  of  Letters  Patent,  in  respect  of  which  a  Certificate  of 
validity  had  been  granted,  commenced  three  actions  against  different 
Defendants  and  applied  for  interlocutory  injunctions ;  in  two  of  the 
applications  they  railed  and  in  the  third  they  succeeded.  In  each 
case  the  unsuccessful  party  appealed.  In  each  action  the 
Defendants  raised  an  issue  of  prior  user,  which  was  not  raised 
in  the  action  in  which  the  Certificate  had  been  granted,  and 
applied  for  Letters  of  Request  to  take  evidence  abroad.  Letters  of 
Request  had  been  also  applied  for  in  other  actions  brought  by  the 
same  Plaintiffs.  The  Plaintiffs  alleged  that  they  had  endeavoured 
to  obtain  a  speedy  trial  of  the  issue,  but  that  this  had  been  delayed 


44 


INFRINGEMENT— continued. 


by  the  aforesaid  Letters  of  Request.  The  Defendants  alleged  that 
the  delay  was  caused  by  the  refusal  of  the  Plaintiffs  on  a  technical 
ground  to  answer  interrogatories  in  another  case.  In  response  to  a 
question  put  by  the  Court,  tho  Plaintiffs  declined  to  answer  the 
interrogatories,  whereupon  the  Plaintiffs'  appeals  were  dismissed, 
and  the  appeal  of  those  Defendants,  against  whom  an  interlocutory 
injunction  had  been  granted,  was  allowed,  the  Defendants  in  each 
case  undertaking  to  keep  an  account  and  to  abide  the  result  of 
another  action  in  which  the  same  issues  of  validity  were  raised. 
Wblsbach  Incandescent  Gas  Light  Co.,  Ld.  v.  General  Incan- 
descent Co.,  Ld.  Same  v.  Barnard.  Same  v.  Blackburn 
Incandescent  Co.,  p.  533. 


INJUNCTION.    See  also  Infringement,  No.  17. 

1.  Action  for  infringement. — Interlocutory   injunction  granted. — Certi- 

ficate of  validity  granted  in  prior  action. — Defendant  Company  in 
liquidation, — Appeal  dismissed.  Welsbach  Incandescent  Gas 
Light  Co.,  Ld.  v.  Vulcan  Incandescent  Light  Syndicate,  Ld., 
p.  279. 

2.  Injunction  granted  where  Defendants  retired  at  the  trial.    WELSBACH 

Incandescent  Gas  Light  Co.,  Ld.  v.  M'Grady  &  Co.,  p.  513. 

3.  License, — Covenant  by  assignor  of  share  of  Patent  not  to  license  or 

assign. — Action  to  restrain  infringement  and  tlie  grant  of  licenses. — 
Interlocutory  injunction  granted. — Appeal. — Injunction  against 
infringement  dissolved.  Letters  Patent  having  been  granted  in  1897 
to  D.,  he  in  1899  granted  the  W.  Co.  a  non-exclusive  license,  and  in 
the  same  year  granted  the  Company  an  option  to  purchase  one-sixth 
share  in  the  Patent,  and  agreed  not  to  dispose  of  any  further  share 
and  not  to  grant  licenses  without  their  consent.  Pending  the  option, 
but  before  it  was  exercised,  he  assigned  one-fourth  share  in  the 
Patent  to  W.,  and  this  assignment  was  registered  at  the  Patent  Office. 
Subsequently  the  W.  Co.  brought  an  action  against  the  H.  Co.,  a 
licensee  from  an  assignee  of  W.,  and  also  against  D.,  and  an  assignee 
of  all  his  remaining  interests,  to  restrain  the  latter  and  the  H.  Co. 
from  infringing  the  Patent ;  to  restrain  D.  from  granting  any  license 
in  breach  of  his  covenant,  and  all  the  Defendants  from  dealing  with 
any  such  license.  An  interlocutory  injunction  was  granted  by  the 
Judge  in  Chambers.  The  Defendants  appealed.  The  Plaintiffs 
contended  that  the  assignment  to  W.,  which  was  for  a  small  sum, 
was  not  bond  fide,  and  that  W.  was  a  mere  trustee  for  D.  The 
Defendant  D.  alleged  that  the  Plaintiffs  were  aware  of  the  assign- 
ment to  W. — Held,  that  the  injunction  against  infringement  of  the 
Patent  should  be  dissolved,  as  W.  had  a  legal  title,  and  there  was  no 
evidence  that  his  assignees  had  any  notice  of  the  agreements  with 
the  Plaintiff  Company;  and  that,  even  if  the  H.  Co.  had  no 
title,  there  was  nothing  to  prevent  them  disputing  the  validity  of  the 
Patent,  and  as  the  Patent  was  a  new  one  and  had  hot  been  established 
an  interlocutory  injunction  would  not  be  granted  against  an 
infringer.  Wapshare  Tube  Co.,  Ld.  v.  Hyde  Imperial  Rubber 
Co.,  Ld.,  p.  374. 
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INTERLOCUTORY  INJUNCTION.    See  Infringement,  No.  25. 

LETTERS  OP  REGISTRATION.    See  Foreign  Law. 
LETTERS  OP  REQUEST.    See  Infringement,  No.  25. 

LICENSE.    See  also  Infringement,  Nob.  2  and  16,  and  Injunction,  No.  3. 

Equitable  Title. — Title  to  Patents. — Local  assignment. — Evidence. — 
Patent  Register  evidence  of  judgments. — German  judgment  prima 
facie  evidence  of  its  contents.  In  1888  a  Germany  Company  was 
incorporated  for  the  purpose  of  purchasing  and  working  certain 
Patents  belonging  to  R.,  and  relating  to  the  grooving  of  cardboard. 
R.  stipulated  that  he  would  transfer  to  the  Company  "  all  further 
"  inventions  or  improvements  or  additional  or  independent  Patents 
"  having  reference  to  "  these  grooving  Patents  which  might  be  made 
by  him  before  the  expiration  of  such  Patents.  In  1892  R.  obtained 
two  Patents  (Nos.  12,043  and  23,735  of  1892)  for  improvements  in 
bending  strawboard.  In  January  1893  R.  agreed  to  grant  a  license 
to  T.  to  work  one  of  these  Patents.  He  subsequently  granted  T. 
several  temporary  licenses  to  use  both  the  bending  Patents.  In 
1899  T.  obtained  Orders  of  the  Court  for  licenses  to  use  the  bending 
Patents.  In  July  1893  R.  and  T.,  as  partners,  assigned  to  S.  the 
Patent  No.  12,043  of  1892  for  the  district  of  Leicester.  S.  assigned  it 
to  a  Company,  which  went  into  liquidation.  The  liquidator  assigned 
it  to  T.  In  1899  the  German  Company  commenced  proceedings 
against  R.  in  Germany.  They  were  unsuccessful  in  the  Court  of 
first  instance,  but  in  the  Superior  Court  and  in  the  ultimate  Court 
of  Appeal  they  obtained  judgments  for  transfer  of  the  two  bending 
Patents.  R.  consequently  assigned  them,  and  the  German  Company 
brought  an  action  for  infringement  of  the  Patents  against  T. 
T.  set  up  his  equity  to  a  license  and  the  local  assignment  through  S. 
He  also  denied  infringement,  and  attacked  the  validity  of  the 
Patents.  The  question  as  to  title  was  by  agreement  decided  first. 
— Held,  that  T.  had  failed  to  establish  the  existence  of  a  right  on  his 
part  to  the  license  he  claimed  as  regards  both  Patents,  but  was 
entitled  to  rely  on  the  legal  title  he  had  acquired  through  S.  to 
Patent  No.  12,043  of  1892  in  the  district  of  Leicester.— Held  also, 
that  the  statutes  of  the  German  Company  must  be  construed  by 
German  law.—  Held  also,  that  the  German  judgments  constituted  at 
least  prima  facte  evidence  of  the  German  law.  ACTIEN  Gesell- 
SCHAPT  FttR  CARTONNAGEN  INDUSTRIE  V.  TEMLER  & 
SEEMAN,  p.  6. 

METHOD  (PATENT  FOR). 

"  It  is  true  that  the  method  is  and  must  almost  necessarily  be  defined  by 
<k  reference  to  a  machine  to  make  it  intelligible,  but  the  gist  of  the 
"  claim  is  for  the  method."  ...  u  It  is  said  that  the  use  of  the 
"  lettered  descriptions  in  the  drawings  to  the  present  Specification 
"  shows  that  the  Patent  is  not  a  method  Patent  pure  and  simple. 
"  No  doubt  the  use  of  letters  in  a  Patent  for  a  machine  has  the 
"  effect  of  limiting  and  restricting  the  generality  of  the  claim,  but  I 
44  take  the  Specification  as  a  whole,  and  having  regard  to  the  first 
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"  paragraph  followed  by  the  words, *  In  order  to  make  my  invention 
"  '  more  clear  I  refer  to  the  accompanying  drawings,  in  which  similar 
"'letters  denote  similar  parts/  and  to  the  fact  that  this  is  left 
"  untouched  in  the  amended  Specification,  I  have  come  to  the  con- 
"  elusion  that  the  claim  is  for  a  method,  defined  as  stated  above,  and 
"  that  the  letters  are  used  for  the  purpose  of  illustration  only,  and 
"  and  not  by  way  of  delimitation  and  restriction."  Per  Farwbll, 
J.    British  Motor  Traction  Co.,  Ld.  v.  Friswell,  p.  506. 

MISREPRESENTATION.    See  Specification  (Construction  of),  No.  1. 

NOVELTY.    See  Infringement;  User. 

PARTICULARS  OF  OBJECTIONS. 

1.  Application    for    further  and    better    Particulars  refused.— 

Action  for  infringement. — Particulars  of  Objections.  Defendants, 
who  in  their  Particulars  of  Objections  alleged  prior  publication  in 
several  Specifications,  alleging  as  to  some  that  all  parts  were  relied 
on  against  all  the  claims  of  the  Plaintiffs1  Specification,  were  not 
ordered  to  give  further  Particulars.  Edison-Bbll  CONSOLIDATED 
Phonograph  Co.,  Ld.  v.  Columbia  Phonograph  Co.,  p.  4. 

2.  "True  and  first  Inventor." — Burden  of  proof  on  the  Defendant.    WARD 

v.  Hill,  p.  481.  See  also  Pilkington  v.  Yeakley  Vacuum 
Hammer  Co.,  p.  459. 

3.  "  I  have  endeavoured  on  more  than  one  occasion,  and  I  am  going  to 

"  endeavour  now,  and  whenever  I  have  the  chance  I  shall  endeavour 
"  again,  to  restrict  the  license  of  pleaders  in  the  Objections  which 
"  they  put  in.  I  know  it  is  common  form,  but  I  do  not  think  that 
"  makes  it  any  better — in  fact  I  rather  think  it  makes  it  worse. 
"  I  cannot,  I  am  sorry  to  say,  make  them  pay  the  costs  of  ever  so 
"  many  Specifications,  which,  of  course,  have  given  a  great  deal  of 
"  trouble  to  look  up,  upon  which  they  have  not  relied.  I  do  not 
"  think,  according  to  the  practice,  I  can  do  that,  but  I  can  deprive 
"  them  of  all  the  costs  of  those  Particulars  which  seem  to  me  to  be 
"  not  reasonable  and  not  proper,  and,  I  will  say,  which  I  think  are 
"  not  reasonable  or  proper."  Per  KEKBWICH,  J.  BUNGB  v. 
HlGGINBOTTOM  &  CO.,  p.  201. 

PATENT  ACT  (WESTERN  AUSTRALIA),  1888. 

Section  23.    Australian  Gold  Recovery  Co.  v.  Lakh  Vibw  Consols, 
Ld.,  p.  105. 

Section  26.    Australian  Gold  Recovery  Co.  v.  Lake  View  Consols, 
Ld.,  p.  105. 

Section  49.    Australian  Gold  Recovery  Co.  v.  Lake  View  Consols, 
Ld.,  p.  105. 
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PATENTS,  Ac.  ACT,  1883. 

Section  20.    Kanb  &  Pattison  v.  J.  Boylb  &  Co.,  p.  325. 

Section  29.    Elbotbolytic  Plating  Apparatus  Co.,  Ld.  v.  Holland, 
p-  521. 

Section  32.    Waitb  &  Savillb,  Ld.  v.  Johnson  Dib  Press  Co.,  Ld., 
p.  1. 

Section  32.    Voblkbr  Incandescent  Mantle,  Ld.  v.  Welsbach  In- 
candescent Gas  Light  Co.,  Ld.,  p.  494. 

PRACTICE.  See  also  Amendment  op  Specification  ;  Certificate  of 
Validity?  Company;  Costs;  Evidence;  Particulars  of  Objections ; 
Stay  of  Execution. 

1.  Burden  of  Proof  Issue  of  true  and  first  inventor.— Antici- 
pation.— Utility. — Disconformity. — Infringement.  In  an  action  for 
infringement  of  a  Patent  for  "  Improvements  in  dobbies  or  apparatus 
"  for  operating  the  healds  of  looms  for  weaving,"  the  Defendants 
denied  infringement,  and  alleged  that  the  Patent  was  invalid  (inter 
alia)  on  the  grounds  of  (a)  the  inutility  of  the  invention  claimed  in 
the  second  claim ;  (b)  that  neither  of  the  Patentees  was,  but  that 
J.  was,  the  true  and  first  inventor  of  the  invention ;  (c)  disconformity ; 
(d)  want  of  subject-matter ;  and  (e)  anticipation.  At  the  trial  the 
Plaintiffs  put  in  the  Patent,  but  did  not  call  either  of  the  Patentees 
or  any\other  witness  on  the  issue  of  true  and  first  inventor  ;  it  was 
submitted  on  behalf  of  the  Defendants  that  they  were  entitled 
to  judgment  on  this  issue.  Ultimately,  after  judgment  for  the 
Plaintiffs  on  all  other  points,  the  case  was  adjourned  to  a  subsequent 
date,  when  the  question  on  which  party  the  burden  of  proof  lay  was 
argued,  and  one  of  the  Patentees  and  their  Patent  Agent  were  called. 
— Held,  by  Wills,  /.  (in  deference  to  the  authorities,  particularly 
Young  v.  White  (23  L.J.  Ch.  190),  but  contrary  to  his  own  opinion) 
that  the  proof  of  the  issue  as  to  the  Patentees  not  being  the  true  and  * 
first  inventors  lay  on  the  Defendants ;  also  that  on  the  evidence 
the  Patentees  were  the  first  and  true  inventors  ;  that  the  Patent  had 
not  been  anticipated  and  was  not  void  for  disconformity ;  that  the 
Defendants  had  infringed ;  and  that,  although  there  was  not  much 
utility  in  the  invention  claimed  in  Claim  2,  yet  it  gave  an  alternative 
method  of  working,  and  that  there  was  sufficient  utility  to  support 
the  Patent.  Jndgment  was  given  for  the  Plaintiffs,  with  a  Certificate 
of  validity;  but,  the  Patent  having  expired,  no  injunction  was 
granted.    Ward  v.  Hill,  p.  481. 

2.  Leave  to  discontinue.  Action  for  Infringement.  Terms  on 
Which  leave  granted.  The  Plaintiffs  in  a  Patent  action  applied, 
after  the  pleadings  had  been  closed,  for  leave  to  discontinue  on 
paying  the  costs  of  the  Defendants.  The  Defendants,  the  Corporation 
of  Huddersfield,  asked  that  leave  should  only  be  given  on  the  terms 
of  (1)  the  Plaintiffs  paying  costs  as  between  solicitor  and  client  ; 
(2)  also  paying  the  costs  of  the  Particulars  of  Objections  as  if 
certified  ;  and  (3)  not  bringing  any  action  against  any  person  whom- 
soever in  respect  of  the  same  alleged  infringement.  Kbkbwich, 
J.y  granted  the  leave  on  terms  (1)  and  (2)  and  on  the  terms  of  the 
Plaintiffs  undertaking  not  to  bring  any  other  action  against  the 
Defendants  in  respect  of  the  infringement  alleged  in  the  pleadings  ; 
in    the    event  of    the   Plaintiffs    not   accepting    these    terms  the 
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PRACTICE— continued. 


application  was  ordered  to  be  dismissed  with  costs.  The  Plaintiffs 
were  allowed  a  week  in  which  to  elect.  CHAMBERLAIN  &  HOOKHAM, 
Ld.  v.  Mayor  op  Hud1>ersfield,  p.  454. 

3.  Injunction  granted  in  absence  of  Defendants,  —  Action  for 
infringement. — Application  by  Defendants  on  case  coming  on  for 
trial  for  an  adjournment  refused. — Defendants  having  retired,  case 
heard  in  their  absence. — Injunction  and  Certificate  of  validity 
granted.  The  W.  Co.,  owners  of  a  Patent  for  "  An  improvement 
"in  incandescent  gas  burners,"  brought  an  action  against  retail 
traders,  for  infringement.  The  Defendants  denied  infringement, 
and  pleaded  that  the  Patent  was  invalid  for  want  of  novelty  and 
utility,  and  on  other  grounds.  The  case  had  been  mentioned 
during  the  Trinity  sittings,  but  was  allowed  to  stand  over  until 
after  the  Long  Vacation,  and  notice  of  trial  was  given  by  the 
Plaintiffs  for  a  day  in  the  Michaelmas  sittings.  On  the  case  being 
called  on,  the  Defendants  asked  for  an  adjournment,  stating  that 
they  were  only  retail  traders,  that  the  proper  persons  to  sue  were 
the  manufacturers,  against  whom  they  alleged  that  the  Plaintiffs 
had  commenced  an  action  in  London  ;  and  they  offered  to  abide  the 
result  of  that  action,  and  undertook  to  discontinue  selling  the 
mantles  in  the  interim.  They  alleged  that  they  were  under  the 
belief  that  the  action  against  them  would  not  be  proceeded  with, 
and  that  they  were  not  ready  to  go  on.  The  Court  declined  to 
adjourn  the  trial,  holding  that  the  Defendants  had  had  ample  time 
to  prepare  their  defence  ;  and  the  Defendants  thereupon  retired 
from  Court,  and  the  trial  proceeded  in  their  absence.  The 
Plaintiffs  called  evidence  in  support  of  their  case,  and  an  injunction 
and  Certificate  that  the  validity  of  the  Patent  came  in  question 
were  granted.  Welsbaoh  INCANDESCENT  Gas  LIGHT  Co.,  Ld.  v. 
M'Grady  &  Co.,  p.  513. 

PRIOR  PUBLICATION.    See  Infringement. 

PRIOR  USER.     See  INFRINGEMENT. 


PROLONGATION. 

1.  Insufficiency  of  Accounts.  —  Patent  assigned  to  Company. — 
Adequacy  of  remuneration. — Interest  of  inventor  in  Petitioning 
Company. — Delay  in  working  patented  invention. — Lapse  of  foreign 
Patents. — One  set  of  costs  to  two  objectors.  The  Petitioners  were 
the  assignees  of  a  Patent  for  "  An  improved  process  for  the  prepara- 
u  tion  of  aluminium  by  electrolysis."  No  steps  had  been  taken  to 
put  the  invention  into  practice  in  this  country  for  the  first  seven 
years  of  its  existence.  Patents  had  also  been  taken  out  and  had 
expired  in  France  and  Belgium.  It  was  contended  on  behalf  of 
the  Crown  and  the  objectors  that  the  accounts  were  confused  and 
did  not  show  that  the  inventor  had  not  been  adequately  re- 
munerated.— Held,  that  the  accounts  were  not  brought  before  the 
Judicial  Committee  in  a  shape  which  enabled  them  to  form  any 
clear  opinion  whether  the  inventor  had  been  adequately  re- 
munerated, and  that  the  Petition  must  therefore  be  refused. 
Saxby's  Patent  (7  Moo.  P.C.N.S.  82;  L.R.  3  P.  C.  292)  foUowed. 
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Failure  to  push  a  patented  invention  in  this  country  for  a  period 
of  seven  years  and  the  lapse  of  foreign  Patents  are  not  conclusive 
against  Petitioners  for  prolongation,  but  it  requires  a  very  strong 
case  to  induce  the  Jadicial  Committee  to  grant  a  prolongation  where 
these  circumstances  occur.  Setnet  and  Solvay's  Patent  (12  R.P.G. 
10),  and  Pieper's  Patent  (12  R.P.C.  293)  approved.  HENDERSON'S 
Patent,  p.  449. 

2-  Non-disclosure  of  material  facts.  Assignment.  A  Petition  for  the 
prolongation  of  Letters  Patent  stated  that  the  Letters  Patent  had 
been  during  their  whole  term  and  still  were  the  property  of 
the  Petitioner,  who  was  also  the  inventor.  It  appeared  at  the 
hearing  that  subsequent  to  the  date  of  the  Letters  Patent  the 
Petitioner  assigned  all  his  present  and  future  Patent  rights  to  a 
Oompany,  receiving  no  consideration  in  money  or  shares,  but 
reserving  certain  rights.  Counsel  for  the  Crown  asked  for  the 
dismissal  of  the  Petition  on  the  ground  of  the  non-disclosure  of 
material  facts.  Their  Lordships  advised  that  the  Petition  be 
dismissed  with  one  set  of  costs  between  three  Opponents. 
Ferranti's  Patent,  p.  518. 

3.  Adequate  Remuneration.  "Persons  who  apply  to  this  Board  for 
"  the  prolongation  of  Letters  Patent  cannot  be  too  frequently  re- 
"  mended  of  the  law  as  laid  down  by  Lord  Cairns  in  Saxby's 
"  Patent  (L.R.  3  P.C.  294)  :— '  It  is  the  duty  of  every  Patentee  who 
"  '  comes  for  the  prolongation  of  his  Patent  to  take  upon  himself 
"  '  the  onus  of  satisfying  this  Committee,  in  a  manner  which  admits 
"  *  of  no  controversy,  what  has  been  the  amount  of  remuneration 
"  *  which  in  every  point  of  view  the  invention  has  brought  to  him, 
44  ( in  order  that  their  Lordships  may  be  able  to  come  to  a  conclusion 
44  4  whether  that  remuneration  may  fairly  be  considered  as  a  sufficient 
"  •  reward  for  his  invention  or  not.  It  is  not  for  this  Committee  to 
44  4  send  back  the  accounts  for  further  particulars,  nor  to  dissect  the 
44  *  accounts  for  the  purpose  of  surmising  what  might  be  their  real 
"  '  outcome  if  they  were  differently  cast ;  it  is  for  the  Applicant  to 
**  '  bring  his  accounts  before  the  Committee  in  a  shape  which  will 
44  *  leave  no  doubt  as  to  what  the  remuneration  has  been  which  he  has 
"  4  received.'  The  words  of  Lord  Cairns  are  equally  applicable 
"  where,  as  in  the  present  case,  the  Petitioners  are  bound  to  prove 
44  that  the  inventor  has  not  been  adequately  remunerated."  Per  LORD 
Davey.    Henderson's  Patent,  p.  453. 

REFERENCE  (SPECIFIC)  TO  PRIOR  PATENT.    See  Grant  op  Patent 
(Opposition  to),  No.  2. 

REPAIRS.    See  Infringement,  Nos.  3  and  20. 

RES  JUDICATA. 

Action  for  breach  of  warranty  of  validity.  Proceedings  abroad. 
Plea  of  res  judicata  set  up  by  Defendants  held  not  estab- 
lished. Counterclaim.  In  1882  Letters  Patent  were  granted  to 
L.  G.  and  J.  D.  G.,  their  executors,  administrators,  and  assigns,  and 
in  1883  they  entered  into  an  agreement  under  peal  with  a  Company 
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RES  JUDICATA— continued.  ''    '  ' 

by  which  they  agreed  to  sell  this  and  other  Patents  to  the  Company, 
and  the  agreement,  after  providing  for  assignments  by  the  vendors 
to  the  Company,  stipulated  in  effect  that  such  assignments 
respectively  should  contain  joint  and  several  covenants  by  the 
vendors  that  the  Patents  were  valid.  L.  Q.  having  died,  the 
Plaintiffs  commenced  proceedings  in  France  against  his  repre- 
sentatives for  specific  performance  and  damages  for  breach  of  the 
contract  to  assign.  Beforo  these  proceedings  a  Petition  for  revo- 
cation of  the  English  Patent  had  been  presented,  and  the  Patent 
had  been  held  to  be  invalid,  but  the  Plaintiffs  appealed.  The 
French  Court  gave  judgment  for  specific  performance,  and  held  a 
sum  to  be  due  from  the  Plaintiffs  to  the  Defendants  in  respect  of 
purchase  money.  There  was  an  appeal  in  these  proceedings,  and 
before  the  appeal  the  Patent  had  been  finally  held  to  be  invalid  by 
the  House  of  Lords.  The  Plaintiffs  on  an  incidental  appeal  in 
France  had  asked  in  effect  to  retain  with  a  view  to  a  set-off  the 
money  due  from  them  pending  this  action  which  they  had  com- 
menced in  England  for  breach  of  warranty,  but  they  had  not  made 
any  claim  for  damages  for  such  breach  in  the  French  proceedings. 
The  French  Court  refused  the  request,  and  substantially  on  appeal 
upheld  the  judgment  below.  In  this  action  the  Defendants  alleged 
that  the  matter  of  breach  of  warranty  was  res  judicata,  or  that  at  all 
events  the  Plaintiffs  ought  not  under  the  circumstances  to  be  allowed 
to  raise  a  claim  for  breach  of  warranty.  The  Defendant  also 
counterclaimed  for  the  amount  found  due  by  the  French  Court. — 
Held,  that  the  Plaintiffs'  claim  was  not  res  judicata  and  that  they 
were  not  precluded  from  making  it ;  an  inquiry  as  to  damages  was 
ordered,  confined,  by  agreement,  to  the  English  Patent ;  and,  the 
Defendant  not  admitting  assets,  a  decree  for  administration  was 
made,  but  no  proceedings  were  to  be  taken  under  it  without  leave. 
A  declaration  was  made  in  favour  of  the  Defendant  on  the  counter- 
claim, judgment  on  it  not  to  be  enforced  pending  the  result  of  the 
inquiry.  A  special  Order  was  made  as  to  costs.  NATIONAL 
Company  for  the  Distribution  op  Electricity  by 
Secondary  Generators,  Ld.  v.  Oibbs,  p.  393. 

REVOCATION  OF  PATENT. 

Conditional  Order  for  revocation.    Construction  of  Specification .— 

Novelty. — Subject-matter. — Patent  held  valid  except  as  to  one  claim. 
—Form  of  order.  In  1895  a  Patent  was  granted  to  J.  for  "Improve- 
"  ments  in  cyclometers,  revolution  counters,  or  indicators."  The 
first  claim  was  as  follows  : — "  In  a  cyclometer,  revolution  counter, 
*'  or  indicator  the  combination  with  a  chambered  support  and  an 
14  actuating  shaft  of  index  rings  mounted  to  revolve  on  said  support 
"  and  adapted  to  transmit  movement  from  each  of  said  index  rings 
"  to  the  next  in  order,  the  hubs  of  said  gears  being  flattened,  spring 
"  arms  supported  within  the  chamber  and  bearing  upon  the  opposite 
44  flattened  faces  of  said  gear-hubs,  and  means  for  actuating  the  first 
44  of  said  rings  from  said  actuating  shaft."  There  were  four  other 
claims  for  similar  combinations,  expressed  in  more  detail  and  with 
additional  modifications.  In  1900  A.  W.  G.,  Ld.,  presented  a  Petition 
for  revocation  of  the  Patent  on  the  grounds  of  want  of  novelty  and 
subject-matter. — Held,  that  in  the  first  claim  the  novelty  depended 
on  the  squaring  of  the  hub  and  the  use  of  the  spring  arms  in  the 
minor  combination  which  wag  the  subject  of  the  claim,  and  that 
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such  combination  was  not  new,  useful,  and  good  subject-matter  for 
a  Patent.— Held  also,  that  the  Petition  failed  as  to  the  other  four 
claims.  Revocation  of  the  Patent  was  ordered  unless  within  three 
months  the  Patentee  should  obtain  leave  to  amend  his  Specification 
by  disclaiming  the  first  claim.  Form  of  Order  in  Deeley  v.  Perhes 
(13  R.P.O.  581)  followed.    Justice's  Patent,  p.  241. 

SPECIFICATION  (CONSTRUCTION  OF).    See  also  INFRINGEMENT,  Nos.  5 
and  11 ;  Contract  ;  RsvocATfON  op  Patent. 

1-  Faulty  theory — "  The  faet  that  the  Patentees  misconceive  and  misstate 
"  their  theory  does  not,  I  think,  invalidate  their  Patent.  Their  theory 
u  may  be  wrong,  but  if  their  process  and  apparatus  are  right  their 
"  Patent  may  be  supported  notwithstanding  their  faulty  theory." 
Per  Buckley,  J.  Atkins  &  Applegarth  v.  Castneb  Kellnbb 
Alkali  Co.,  Ld.,  p.  281. 

2.  Action  for  infringement.    Extent  of  claim.— Novelty.— Patent  held 

invalid  for  want  of  novdty  in  first  claim.  In  1891  Letters  Patent 
were  granted  to  R.  for  "  Improvements  in  the  compressing,  shaping, 
"  and  drawing  of  metal  bribes,  and  in  means  and  apparatus  therefor." 
These,  with  two  previous  Patents  granted  for  similar  inventions  by  R. 
became  vested  in  T.  L.  In  1899  T.  L.  brought  an  action  for  infringe- 
ment against  the  P.  Company,  claiming  the  usual  relief.  The  P. 
Company  attacked  the  validity  of  the  Patent  on  the  ground  that  the 
first  claim  extended  to  matters  which  were  not  novel,  and  denied 
infringement  on  the  ground  that  as  regards  the  second  claim,  under 
which  infringement  was  particularly  alleged,  they  did  not  use  a 
sliding  die,  which,  on  the  true  construction  of  the  claim,  was  an 
essential  part  of  the  invention.  There  was  no  dispute  as  to  the 
material  questions  of  fact.— Held,  by  Buckley,  J.,  that  on  the  true 
construction  of  the  Specification  the  water-cooling  and  expelling 
apparatus  was  an  integral  part  of  the  invention  ;  that  the  first  claim 
was  for  the  whole  process  of  compressing,  shaping,  and  ejecting  the 
manufactured  article,  and  cooling  the  apparatus  and  making  the  die 
ready  for  a  fresh  operation  :  that  the  Patent  was  valid  ;  and  that 
the  Defendants  had  infringed.  The  Defendants  appealed.  The 
appeal  was  allowed  and  the  action  was  dismissed  with  costs.— Held, 
by  Rigby,  L.J.,  and  Stirling,  L.J.,  that  in  the  first  claim  there 
was  no  ground  for  inferring  that  the  water-cooling  and  expelling 
apparatus  was  intended  to  be  included,  and  the  invention  failed  for 
want  of  novelty.— Held,  by  Vaughan  Williams,  L.J.,  that  there 
were  considerable  grounds  for  the  argument  that  water-cooling  and 
expelling  were  intended  to  be  included  in  the  first  claim,  but  that 
the  Patent  was  bad  for  want  of  a  distinct  statement  of  the  invention 
claimed.  Electric  Construction  Company,  Ld.  v.  Imperial  Tram- 
ways Company,  Ld.  (17  R.P.C.  631)  followed.  Tubbs,  Ld.  v. 
Phbpecta  Seamless  Stbbl  Tube  Co.,  Ld.,  p.  339. 

3.  Previous    knowledge.—"  In  patent   cases    I    have  always  felt  that 

"  there  is  a  line  of  thought  which  is  most  likely  to  lead  you 
"to  the  right  result  in  the  speediest  way.  The  first  thing, 
u  assuming  you  understand  the  alphabet  of  the  science  or  art, 
"  is  to  clearly  understand  what  was  the  previous  state  of  know- 
44  ledge.  Having  got,  either  by  agreement  or  deduction  from  the 
14  evidence,  a  cle^r  view  as  to  what  was  the  previous  state  of  knowledge, 

D  2 


52 

SPECIFICATION  (CONSTRUCTION  OP)— continued. 

u  you  most  then  construe  the  Specification  with  reference  to  that, 
"  disregarding  issues  of  novelty  or  subject-matter  which  may  arise  in 
"  the  particular  case,  and  you  then  have  to  consider  whether  or  not  the 
u  infringement  comes  within  the  fair  meaning  of  the  claims— not 
"  anything  else,  but  the  claims  read  in  the  light  of  the  previous  state 
"  of  knowledge,  and  without  altering  their  words  unduly  in  favour  of 
"  the  Patentee  or  the  infringer.  I  will  say  one  word  more  with  regard 
"  to  the  law ;  that  in  my  judgment,  be  it  a  combination  claim  or  be  it 
"  not;  you  are  only  allowed  to  follow  the  words  of  the  claim,  but  you 
"  are  not  to  permit  mere  mechanical  equivalents  or  mere  colourable 
"  alterations  to  prevent  a  thing  being  an  infringement,  having  regard 
44  to  what  the  meaning  of  the  claim  is."  Per  ALVERSTONE,  L.G.J. 
Presto  Gear  Case  Aim  Components  Co.,  Ld.  v.  Orme,  Evans, 
A  Co.,  Ld.,  p.  17. 

STAY  OP  EXECUTION. 

Delivery  up  stayed,  but  not  injunction.  PARKER  &  Smith  v.  Satohwell 
A  Co.,  Ld.,  p.  299. 

SUBJECT-MATTER. 

1.  Patent  for  Shore  Groynes  held  bad  for  want  of  subject-matter. 

— Action  for  infringement — Novelty. — Subject-matter. — Utility. — 
Public  knowledge.  Letters  Patent  were  granted  in  1896  to  E.  C.  for 
an  "  Improved  construction  or  arrangement  of  shore  groynes."  The 
Clacton-on-Sea  Commissioners  entered  into  negotiations  with  him 
for  the  construction  of  shore  groynes  under  his  Patent.  The 
negotiations  fell  through,  as  the  parties  were  unable  to  come  to 
terms.  The  Commissioners  then  erected  groynes,  which  the 
Patentee  alleged  to  be  an  infringement  of  his  Patent.  In  October 
1898  he  issued  a  writ  against  T.  A.  C.  as  Clerk  of  and  representing 
the  Commissioners,  claiming  an  injunction  and  damages.  The 
Commissioners  denied  infringement,  and  attacked  his  Patent  on  the 
grounds  of  want  of  novelty,  subject-matter,  and  utility. — Held,  at  the 
trial,  that  the  Patent  was  bad  for  want  of  subject-matter,  and  the 
action  was  dismissed  with  costs.  The  Plaintiff  appealed.  The 
appeal  was  dismissed  with  costs.    CASE  v.  Crbsst,  p.  417. 

2.  Where  not  raised  on  Particulars  of  Objections.    ELECTROLYTIC  PLATING 

Apparatus  Co.,  Ld.  v.  Holland,  p.  521. 

THREATS  (ACTION  TO  RESTRAIN). 

1.  Motion  for  interim  injunction.  Action  by  Patentees  before 
threat  dismissed  on  Plaintiffs'  default.  Action  by  Patentees 
commenced  directly  after  threat.  Motion  in  threats  action 
a  fortnight  after  threat.     Motion  refused.    Costs  reserved. 

Patents,  Ac,  Act,  1883,  section  32.  The  J.  Co.  commenced 
an  action  against  W.  &  S.  for  infringement  of  Patent,  and 
also  actions  against  four  of  their  customers,  which  were  to 
abide  the  result  of  the  principal  action.  The  action  against  W. 
&  S.  was  dismissed  on  account  of  the  default  of  the  J.  Co.  The 
J.  Co.  then,  on  the  26th  of  July  1900,  issued  a  threatening  circular. 
On  the  31st  of  July  W,  &  S.  commenced  an  action  to  restrain  the 
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THREATS  (ACTION  TO  RESTRAIN)-^>ntfnt*rf. 

J.  Co.  from  threatening,  and  on  the  same  day  gave  notice  of  motion 
for  an  interlocutory  injunction,  -which  came  on  for  hearing  on 
August  8th.  In  the  meantime  the  J.  Co.  issued  and  served  a  writ 
in  an  infringement  action  against  a  customer  of  W.  &  S. — Held,  that, 
there  being  no  evidence  that  the  last-mentioned  action  was  not  being 
prosecuted  with  due  diligence,  no  Order  would  be  made  on  the 
motion,  except  that  the  costs  be  reserved.  Waite  &  Savillb,  Ld. 
v.  Johnson  Die  Press  Co.,  Ld.,  p.  1. 

2.  Motion  for  interlocutory  injunction.  Whether  infringement 
action  prosecuted  with  due  diligence.  Patents,  Ac  Act,  1888, 
section  82.  Interim  injunction  refused,  the  Court  being  of  opinion 
that,  though  there  had  been  delay  on  the  part  of  the  Plaintiffs  in  the 
infringement  action,  such  delay  did  not  amount  to  a  want  of  "  due 
"diligence"  in  "prosecuting"  that  action.  VOELKER  INCANDES- 
CENT Mantle,  Ld.  v.  Welsbaoh  Incandescent  Gas  Light  Co., 
Ld.,  p.  494. 

TITLE  TO  PATENT. 

"True  and  first  Inventor."    Communication  from  Abroad.    Pil- 

KINGTON  V.  YE.VKLEY  VACUUM   HAMMER  CO.,  p.  459. 

UNDERTAKING. 

Motion  to  commit  for  breach  of  undertaking  not  to  infringe.  SOHEBMULT 
v.  Pain,  p.  529. 

USER. 

1-  License  to  use.  Defendant  the  purchaser  of  article  taken 
under  distress  by  landlord  of  licensee.  Sight  to  use 
patented  article  whether  a  chose  in  action.  Judgment  for 
Plaintiffs.  The  owners  of  a  Patent  for  an  invention  relating  to 
mutoscopes  granted  a  license  to  use  and  license  others  to  use  for 
exhibition  purposes  the  patented  invention,  and  the  licensees 
delivered  mutoscopes  to  M.  on  certain  conditions,  under  which  the 
machines  were  to  remain  the  property  of  the  licensees  and  to  be 
removable  by  them  on  notice.  M.'s  landlord  distrained  on  the 
premises  where  M.  exhibited  the  machines  and  seized  the  machines, 
and  H.  at  the  sale  that  followed  purchased  one  of  them  with  notice 
of  the  terms  on  which  M.  held  it.  The  owners  of  the  Patent 
commenced  an  action  to  restrain  H.  from  using  or  dealing  with  the 
machine  in  infringement  of  the  Patent,  and  moved  for  an  interlocu- 
tory injunction,  and  by  agreement  the  hearing  of  the  motion  was 
treated  as  the  trial  of  the  action. — Held,  that  although  the  machine 
passed  to  ft.,  in  the  events  which  had  happened  he  had  no  license  t# 
use  it.  An  injunction  to  restrain  infringement  was  granted  with 
costs.  British  Mutoscopb  and  Biograph  Co.,  Ld.  v.  Homer, 
p.  177. 

2.  Exhibition  of  infringing  articles  without  sale  or  intention  of  sale 
held  to  amount  to  user  within  the  terms  of  grant  of  letters  patent. 
Dunlop  Pneumatic  Tyre  Co.,  Ld.  and  Others  v.  British 
and  Colonial  Motor  Car  Co.,  Ld.  Dunlop  Pneumatic  Ti'bb 
Co.,  Ld.,  and  Others  v.  De  Breyne,  p.  313. 
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USER— continued. 

3.  "  If  a  person  uses  an  invention  to  present  his  goods  for  sals,  and 
"  intending  the  thing  exhibited  to  represent  what  he  is  going  to  sell, 
"  and  if  part  of  that  thing  is  an  article  which  is  an  infringement  and  is 
"  serving  a  useful  purpose  during  that  time  by  being  exhibited  as  part 
"  of  the  machine,  1  think  it  is  a  user  of  the  invention."  Per  LORD 
Alvbrstonb,  C.J.,  S.C.,  p.  315. 


UTILITY. 


Essential  Utility.    See  per  Buckley,  J. 
Castner  Kellner,  p.  295. 


Atkins  &  Applegarth  v. 


VALIDITY  OP  PATENT  (WARRANTY  OP).    See  Res  Judicata. 
VARIANCE.    See  Infringement. 
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DIGEST  OF  TRADE  MARK  CASES. 


AGENT.    See  also  Company,  No.  1. 

Sale  of  goods  by.  Parker  Manufacturing  Co.,  Ld.  v.  Cooper, 
p.  319. 

One  sale  by  Defendant's  former  agent  held  not  to  entitle  Plaintiff  to  relief. 
Rutthr  &  Co.  v.  Smith,  p.  49. 

ALTERATION  OP  TRADE  MARK. 

Application  for  leave  to  alter.  Leave  granted  subject  to 
♦"limited"  being  printed  at  full  length.  The  registered 
proprietors  of  three  Trade  Marks,  on  which  the  words  u  Holbrook  A 
"  Co."  appeared  in  ordinary  type,  applied  to  alter  those  words  to 
" Holbrooke  Ld."  the  name  of  the  then  proprietors  of  the  marks. 
Leave  was  granted  to  alter,  subject  to  "  Limited  "  being  used  in  full 
instead  of  abbreviated.    Holbrooes,  Ld.'s  Trade  Marks,  p.  447. 

AMENDMENT.    See  Registration,  No.  1.    Costs,  No.  2. 

APPLICATION  FOR  REGISTRATION.    See  Registration. 

COLOURABLE  IMITATION.    See  Infringement. 

COMMITTAL. 

Breach  by  Agent  of  Injunction  against  principal,  without  his 
knowleoge. — Action  to  restrain  passing-off  and  infringement 
of  Trade*  Marks. — Order  made  by  co7isentfor  injunction  to  restrain 
passing-off  and  infringement. — Motion  to  commit  for  breach  of  this 
Order. — Advertisement. — Sale  of  goods  during  Defendant's  absence 
and  without  his  knowledge. — No  order  on  motion. — No  costs  given 
to  Defendant.  Packer  Manufacturing  Co.,  Ld.  v.  Cooper, 
p  319 

COMPANIES  ACT,  1862. 

Section  20.  Daimler  Motor  Car  Co.,  Ld.  v.  British  Motor 
Traction  Co.,  Ld.,  p.  465. 

Section  4Jw  Pbarks,  Gunston,  &  Tee,  Ld.  v.  Thompson,  Talmey, 
&  Co.,  p.  185. 
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COMPANY.    Se$  also  Tbadb  Namb,  Nob.  2,  4,  and  7. 

1.  A  limited  Company  held  to  be  responsible  for  the  misrepresentations  of 

its  servants,  though  they  were  acting  contrary  to  orders.  GBIBR80N, 
Oldham,  &  Co.,  Ld.  v.  Birmingham  Hotbl  and  Restaurant 
Co.,  Ld.,  p.  158. 

2.  Injunction  granted  against  the  signatories  of  the  Memorandum  of  Asso- 

ciation of  a  Limited  Company  to  restrain  them  from  allowing  the 
Company  to  remain  registered  under  its  present  name.  La  SocifiTA 
Anonyms  dbs  Ancibns  Etablissements  Panhard  bt  Lbvassor 
v.  Panhard-Lbvassor  Motor  Co.,  Ld.  and  Others  and  La 
Sociftr*  Anonymb  dbs  Ancibns  Etablissements  Panhard 
et  Lbvassor  v.  Panhard  Co.,  Ld.,  and  Others,  p.  405. 

3.  Action  to  restrain  registration  of  a  Company  with  a  name  so  nearly 

resembling  that  of  an  existing  Company  as  to  cause  confusion. 
Daimler  Motor  Car  Co.,  Ld.  v.  British  Motor  Traction  Co., 
Ld.,  p.  465. 

CONFLICTING  MARKS. 

Probability  of  deception.    Pomril,  Ld.'s.,  Application,  p.  181. 

COSTS. 

1.  Action  to  restrain  passing-off  and  infringement  of  Trade  Mark. 

Defendants  submitting  and  agreeing  to  minutes  of  Order. 
Order  whether  to  be  obtained  in  Court  or  in  Chambers. 
Costs.  The  Plaintiffs  having  commenced  an  action  to  restrain  the 
Defendants  from  using  the  name  "Gandy"  and  from  infringing 
their  registered  Trade  Marks,  the  Defendants  agreed  to  submit  and 
to  pay  the  costs,  including  the  costs  of  obtaining  an  Order  of  the 
Court  in  the  cheapest  possible  manner,  namely,  by  summons. 
Minutes  of  an  Order  having  been  agreed  upon,  the  Plaintiffs  served 
notice  of  motion  for  injunction,  and  the  action  came  on  in  Court  as 
a  short  cause.  The  Defendants  raised  the  point  that  the  Plaintiffs 
were  only  entitled  to  the  costs  which  would  have  been  incurred  if 
the  Order  had  been  obtained  in  Chambers. — Held,  without  laying 
down  any  general  rule  on  the  subject,  that  the  Plaintiffs  were 
entitled  to  bring  on  the  matter  in  Court  and  to  the  costs  of  the 
action.— Gandy   Belt   Manufacturing   Co.,  Ld.  v.  Fleming, 

BlRKBY,  &  GOODALL,  p.  276. 

2.  Amendment  at  trial. — Application  for  interlocutory  injunction  treated 

as  trial, — Notice  of  motion  claiming  relief  not  asked  by  writ  as  to 
advertisements. — Failure  of  Plaintiffs  as  to  relief  asked  by  writ — 
Offer  by  Defendants, — Action  dismissed,  Defendants  ordered  to  pay 
the  costs  down  to  and  including  writ,  the  Plaintiffs  to  pay  the  subse- 
quent costs  with  a  set-off.    Clarke  v.  Hudson's  Exboutors,  p.  310. 

CUSTOMERS. 

Who  are  the  customers  to  be  considered.    See  ALASKA  PACKERS  ASSOCIA- 
TION v.  Crooks,  p.  137. 
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DAMAGES. 

Where  an  interlocutory  injunction  had  been  granted  in  terms  which 
exceeded  the  terms  of  the  injunction  granted  at  the  trial,  leave  was 
given  to  the  Defendant  to  apply  for  an  inquiry  as  to  damages  arising 
therefrom.    J.  &  J.  Gash,  Ld.  v.  Cash,  p.  213. 

DECEPTION  (PROBABILITY  OF).    See  also  Trade  Name,  Nos.  3  and  7. 

1.  "  Silverpan  "  applied  to  preserves  held  not  calculated  to  deceive,  but 

decision  reversed  on  appeal  to  Court  of  Appeal.    Paulder's  Trade 
Mark,  pp.  37,  535. 

2.  When  evidence  necessary.    Nature  of  evidence  required.    Action 

dismissed.  The  A.  Association,  an  American  Company,  were  the 
registered  owners  of  two  Trade  Marks  for  canned  salmon,  one  con- 
sisting of  the  head  of  a  moose  and  the  other  a  label  embodying  the 
first-mentioned  Trade  Mark  in  a  disc,  and  the  words  "  Moose  Head 
"  Brand  "  and  the  name  of  a  canning  Company,  with  other  features, 
principally  common  to  the  trade.  Salmon  in  tins  bearing  the  said 
label  had  been  for  many  years  imported  into  and  sold  in  the  United 
Kingdom.  During  the  last  five  years  the  whole  of  the  tins  so 
imported  had  been  bought  by  a  wholesale  firm  carrying  on  business 
in  London.  The  Association  brought  an  action  against  C.  &  Co.,  of 
Liverpool,  who  were  importing  into  England  salmon  in  tins  which 
had  a  red  deer's  head  in  a  disc  in  the  place  where  the  moose's  head 
appeared  on  the  Plaintiffs'  tins  with  the  words  "  Deerhead  Brand  " 
and  the  name  of  the  packers,  with  other  features  which  were  common 
to  the  trafle.  The  Plaintiffs  relied  both  on  Trade  Mark  and  passing- 
off. — Held,  that  infringement  of  Trade  Mark  was  not  established, 
and  that,  putting  aside  the  common  features  such  as  the  shape  of  the 
tins  and  colour  of  the  labels,  and  the  pictures  thereon  of  a  salmon, 
and  considering  the  distinctive  particulars,  there  was  to  the  eye  no 
probability  of  the  Defendants'  tin  deceiving,  and  that  there  was  no 
evidence  that  it  would  deceive  an  intelligent  customer  who  knew 
the  distinguishing  features  of  the  Plaintiffs'  tin.  The  action  was 
dismissed  with  costs.  London  General  Omnibus  Co.  v.  Lavell 
(18  R.P.C.  74)  and  Payton  A  Co.,  Ld.  v.  Snelling  (17  R.P.C.  628) 
followed.  Alaska  Packers  Association  v.  Crooks  &  Co., 
p.  129. 

3.  Inspection  by  Judge.    London  General  Omnibus  Co.  v.  Lavbll, 

p.  74. 

4.  Proof  of  actual  deception  not  necessary  in  a  Trade  Name  case.    Grant 

v.  Levitt,  p.  361. 

DELAY. 

Defendant  allowed  time  to  comply  with  injunction  on  account  of  delay  on 
the  part  of  the  Plaintiff  in  taking  proceedings.    GRANT  v.  Lbvitt, 

DISCLAIMER. 

Under  Patents,  &c,  1883,  section  74.    Fauldbr's  Tradb  Mark,  pp.  40 
and  535. 
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DISTINCTIVE  WORD.  , 

"  8ilverpan  "  as  applied  to  preserves  hddr  by  KBKEWIOH,  «/.,  not  to  be  a 
distinctive  word,  bnt  decision  reversed  on  appeal  to  Court  of  Appeal. 
Fauldbr's  Trade  Mark,  pp.  37  and  535. 

EVIDENCE.     See  also  Trade  Libel  ;    Passing  off.  No.  6 ;   Deception 
(Probability  of),  No.  2. 

In  an  action  to  restrain  the  registration  of  a  Company  with  a  name  so 
nearly  resembling  that  of  an  existing  Company  as  to  cause  confusion, 
evidence  is  admissible  for  the  purpose  of  ascertaining  how  the 
existing  Company  has  used  its  name,  and  what,  by  reason  of  its 
connecting  that  name  with  its  goods,  the  public  have  come  to 
attribute  to  that  name.  Daimler  Motor  Car  Co.,  Ld.  v.  British 
Motor  Traction  Co.,  Ld.,  p.  465. 

FRAUD.     See  DECEPTION  (PROBABILITY  OF)  ;  MlSREPBBBBNTATION  ;   PASS- 
ING Off  ;  Trade  Name. 

FRAUDULENT  CONSPIRACY.    See  Trade  Name,  No.  4. 

GOODWILL.  *  .  >. 

Assignment  of  goodwill  and  trade  marks.  VALENTINE  EXTRACT  Co.'S 
Trade  Marks,  p.  175. 

INFRINGEMENT.    See  also  Deception  (Probability  of),  No.  2. 

L  Printers  supplying  labels  to  retail  traders,  bearing;  counterfeit 
Trade  Marks,  to  be  used  on  bottles-  Injunction  granted 
with  COSts.  The  Plaintiffs,  distillers  of  whisky  in  Dublin,  were 
in  the  habit  of  supplying  to  their  customers  labels  bearing  their 
Trade  Mark,  to  be  placed  on  bottles  containing  whisky  of  their 
manufacture.  The  Defendants,  a  firm  of  printers  in  Belfast,  printed 
and  sold  to  a  retail  trader  a  number  of  labels  closely  imitating  those 
of  the  Plaintiffs,  and  bearing  their  Trade  Mark.  The  grader  sold 
some  bottles  of  whisky  bearing  the  counterfeit  label,  but  on  being 
threatened  with  proceedings  returned  the  remaining  labels,  pleaded 
poverty,  and  stated  that  he  had  given  up  business.  The  defendants, 
on  being  written  to,  alleged  that  they  were  not  responsible,  that  they 
had  supplied  the  labels  to  order,  and  that  the  party  really  responsible 
was  the  fraudulent  bottler ;  and  they  offered  to  pay  the  Plaintiffs9 
costs  up  to  the  date  of  their  letter,  and  to  undertake  that  what  was 
complained  of  should  not  occur  again.  The  Plaintiffs  proceeded 
with  the  action,  and  were  granted  a  perpetual  injunction  with  costs. 
John  Jameson  &  Son,  Ld.  v.  R.  S.  Johnston  &  Co.,  Ld.,  p.  259. 

2.  Colourable  imitation.  Injunction  granted  with  costs.  Form 
of  Order-  The  Plaintiffs,  in  an  action  for  infringement  of  Trade 
Mark,  were  manufacturers  of  pipes,  pipe  cases,  audi  oigar  and 
cigarette  cases  in  Paris.  They  had  for  many  years  sold  pipes  in 
Great  Britain  and  Ireland  stamped  with  the  letters  "  G.fej).," 
enclosed  in  an  oval,  which  they  had  registered^ .  9>(£rade  Mark 
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INFRINGEMENT— continued. 


under  the  Act  of  1875.  The  Defendant,  a  tobacconist  in  London- 
derry, sold  pipes  stamped  "  J.B.D.,"  also  enclosed  in  an  oval,  but 
denied  infringement  on  the  grounds  (1)  of  the  difference  in  the 
letters;  (2)  that  the  stamp  on  his  pipes  was  gilt,  whereas  the 
Plaintiffs'  Trade  Mark  was  plain  cut  and  ungilt ;  (3)  that  there  was 
no  evidence  that  he  had  sold  them  as  of  the  Plaintiffs'  manufacture. 
Proceedings  having  been  taken,  the  Defendant  offered  to  discontinue 
using  the  stamp  complained  of  provided  he  was  allowed  to  sell  off 
the  few  gross  of  pipes  in  stock.  This  offer  was  not  accepted,  and 
the  proceedings  were  continued.  The  Plaintiffs  were  granted  a 
perpetual  injunction,  delivery  up  of  the  pipes  and  the  instrument, 
if  any,  used  for  stamping  the  same,  and  costs.  AUGUSTS  Mar£chal 
and  Ferdinand  Ruohon  v.  Neil  M'Colgan,  trading  as  John 
Baldriok  &  Co.,  p.  262. 

3.  Costs.     Action  to  restrain  passing-off  and  infringement  of 

Trade  Mark,  Defendants  submitting  and  agreeing  to 
minutes  of  Order.  Order  whether  to  be  obtained  in  Court 
or  in  Chambers.  The  Plaintiffs  having  commenced  an  action 
to  restrain  the  Defendants  from  using  the  name  "Gandy"  and 
from  infringing  their  registered  Trade  Marks,  the  Defendants 
agreed  to  submit  and  to  pay  the  costs,  including  the  costs  of 
obtaining  an  Order  of  the  Court  in  the  cheapest  possible  manner, 
namely,  by  summons.  Minutes  of  an  Order  having  been  agreed 
upon,  the  Plaintiffs  served  notice  of  motion  for  injunction,  and  the 
action  came  on  in  Court  as  a  short  cause.  The  Defendants  raised 
the  point  that  the  Plaintiffs  were  only  entitled  to  the  costs  which 
would  have  been  incurred  if  the  Order  had  been  obtained  in 
Chambers. — Held,  without  laying  down  any  general  rule  on  the 
subject,  that  the  Plaintiffs  were  entitled  to  bring  on  the  matter  in 
Court  and  to  the  costs  of  the  action.  Gandy  Belt  Manufacturing 
Co.,  Ld.,  v.  Fleming,  Birkby,  &  Goodall,  Ld.,  p.  276. 

4.  Isolated  case  of  infringement,  by  former  manager.    No  relief  granted  to 

Plaintiffs.    Rutter  &  Co.  v.  Smith,  p.  49. 

INJUNCTION. 

1.  Form  of  injunction  in  infringement  action.    Mar£chal  &  RUOHON 

v.  M'Colgan,  p.  262. 

2.  Injunction  granted  to  restrain  signatories  of  Memorandum  of  Association 

of  a  limited  Company  from  allowing  the  Company  to  remain  regis- 
tered under  its  present  name.    La  Socifrrti  Anonyms  des  Ancibns 

&TABLI8SBMENTS  PANHARD  BT  LBVASSOR  v.  PaNHARD-LBVASSOB 

Motor  Co.,  Ld.,  and  Others  &  La  Socifcrti  Anonymb  dbs 
Ancibns  Etabussbmbnts  Panhard  bt  Lbvassor  v.  Panhard 
Co.,  Ld.,  and  Others,  p.  405. 

3.  Injunction  refused  in  a   trivial    case    of    passing    off.     Ruttbr  v. 

Smith,  p.  49. 

INVENTED  WORD. 

1.  "Uneeda"  held  not  to  be.    National  Biscuit  Oo.'s  Application, 
p.  170. 
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2.  LORD  Hersohell's  language  in  the  Eastman  Photographic  Materials 
Company's  case  ("Solio")  (J  5  R.P.C.  485)  held  to  be  a 
binding  guide  to  the  interpretation  of  section  64  (1)  (d)  of  the 
Patents  and  Trade  Marks  Act,  by  Cozens-Hardy,  J.  National 
Biscuit  Co.'s  Application,  p.  173. 

"  LIMITED." 

Alteration  of  Trade  Mark  by  Limited  Company  allowed,  subject  to  the 
word  "  Limited  "  being  printed  at  full  length.  HOLBROOKS,  Ld.'S 
Trade  Marks,  p.  447. 

MISREPRESENTATION. 

Liability  of  a  corporation  for  the  misrepresentations  of  its  servants. 
Grierson,  Oldham  <fc  Co.,  Ld.  v.  Birmingham  Hotel  and 
Restaurant  Co.,  Ld.,  p.  158. 

OLD  MARK. 

Old  Mark  consisting  of  the  word  u  Vaseline  "  removed  from  the  Register 
as  being  the  name  of  the  article.  Cheseborough  MANUFACTURING 
Co.'s  Trade  Marks  ;   Pearson's  Application,  p.  191. 

PASSING  OFF.    See  also  Deception  (Probability  of)  ;   Infringement  ; 
Trade  Name. 

1-  Spanish  Graphite." — Get-up  of  pencils. — Injunction  refused. — Appeal 
dismissed.  The  Appellants  in  an  action  for  passing  off  had  long 
sold  their  pencils,  which  were  polished  a  dark  brown,  in  two 
qualities,  stamped  in  gold  and  silver  letters  respectively,  with  the 
inscriptions  "  E.  Wolff  &  Son's  Selected  Spanish  Graphite  •  HB," 
and  "  E.  Wolff  &  Son's  Penny  Spanish  Graphite  #  HB."  About 
1871  they  had  used  raw  graphite  imported  from  Spain,  but  the 
supply  of  suitable  material  from  that  country  had  long  since  given 
out,  and  the  Appellants  had  subsequently  prepared  a  blend  of 
materials  obtained  elsewhere.  The  principal  Respondents  were  a 
German  firm,  who  had  supplied  or  were  supplying  different 
retail  traders  in  England  with  pencils  similarly  got  up,  polished, 
and  stamped,  the  stampings  including  the  terms,  u  Spanish 
"Graphite,"  "Spanish  Cedar,"  and  "Selected  Graphite."  It 
appeared  that  between  1874  and  1884  the  Appellants  had  regularly 
supplied  their  pencils  to  a  trader  whose  name  was  put  on  in  the 
place  of  their  own  in  front  of  the  words  "  Spanish  Graphite,"  not 
only  on  the  pencils  but  also  on  small  show-cases ;  but  this  practice 
had  been  subsequently  stopped.  It  also  appeared  that  in  1883  the 
Respondents  had  supplied  pencils  stamped  a  Spanish  Graphite  "  to 
ths  English  market,  and  that  three  other  makers  had  done  the  same 
between  that  year  and  the  date  of  the  trial.  It  was  held  by 
Cozens-Hardy,  J.,  at  the  trial,  that  the  Plaintiffs  were  not  entitled 
to  an  injunction  to  restrain  the  manufacture  or  sale  of  any  of  the 
pencils  complained  of.     The    Plaintiffs    appealed. — Held,  by  the 
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Court  of  Appeal,  that  the  question  was  one  of  fact,  and  that  there 
was  no  ground  shown  for  overruling  the  decision  of  the  Court 
below.  The  appeal  was  dismissed  with  costs.  Wolpf  v.  NOPITSCH, 
p.  27. 

2.  Plaintiffs'  distinguishing  feature  not  taken — Action  dismissed.  M. 

in  1893,  purchased  the  business  and  Trade  Marks  of  S.  Griffith  A 
Sons,  trap  manufacturers,  and  in  1894  registered  as  an  old  mark  for 
animal  traps  a  trade  mark  consisting  of  the  name  S.  Griffiths  with 
three  stars  and  I  X  L,  which  stars  were  commonly  used  in  the  trade 
to  denote  quality,  and  the  exclusive  use  of  them  was  disclaimed. 
S.  Griffiths  had  also  used  similar  marks  with  one  and  two  stars 
instead  of  three.  In  1876 S.  GriffitJis had  registered  MIXL"  alone, 
and  this  mark  was  assigned  to  M.  From  early  in  1894  E.  Griffiths, 
who  had  been  connected  with  S.  Griffiths  Jk  Sons,  carried  on  the 
business  of  trap  manufacturer,  using  his  name  and  the  stars  on  his 
traps,  and  in  1899  he  sold  his  business,  which  had  then  only  a  small 
turnover,  to  S.  &  S.,  trap  manufacturers,  for  50/.,  and  S.  &  S.,  con- 
tinued to  carry,  on  the  business  under  the  name  of  E.  Griffiths, 
marking  their  traps  in  the  same  way.  M.  commenced  an  action 
against  S.  &  S.  for  infringement  of  his  registered  Trade  Mark  and 
for  passing-off.  M.  contended  that  his  traps  were  known  as 
"  Griffiths'  "  traps,  and  the  Defendants  had  purchased  E.  Griffiths* 
business  to  secure  the  name  GriffitJis ;  the  Defendants  contended 
that  "I  X  L  "  was  the  distinguishing  mark  of  the  Plaintiff's  traps, 
and  that  they  were  known  as  "  I  X  L "  traps. — Held,  that  the 
Defendants  had  not  infringed  the  Trade  Mark,  and  that  the  **  I X  L  " 
was  the  feature  by  which  the  Plaintiff's  traps  were  known,  and 
that  the  Defendants'  goods  were  not  calculated  to  deceive.  The 
action  was  dismissed  with  costs.    Marshall  v.  Side  BOTH  AM,  p.  43. 

3.  Isolated  case  by  Defendant's  former  manager  proved.     No 

injunction.  Action  dismissed  with  costs.  A  firm  of  tobacco 
manufacturers,  whose  tobacco  was  known  by  the  name  "  Mitcham," 
having  brought  an  action  against  a  shopkeeper  for  selling  tobacco 
not  of  their  manufacture  under  that  name,  only  proved  at  the  trial 
one  instance  of  passing  off,  in  which  instance  a  person  who  had,  at 
the  request  of  a  traveller  of  the  Plaintiffs,  asked  for  an  ounce  of 
"  Mitcham  "  tobacco  had  been  served  with  another  tobacco  by  the 
Defendant's  manager,  who  had  since  left  her  employ. — Held,  follow- 
ing Leahy  v.  Glover  (10  R.P.C.  141)  that  no  injunction  ought  to  be 
granted,  and  that  the  case  was  too  trivial  for  damages.  The  action 
was  dismissed  with  costs.    Rutter  v.  Smith,  p.  49. 

4.  Plaintiff's  soap  called  "Ivy,"  Defendants'  "Ivory."    Confusion 

between  names.  Dissimilarity  of  get-up.  Absence  of  fraud. 
Sale  of  Defendants'  "  Ivory  soap  in  England  prior  to  com- 
mencement of  Plaintiff's  trade  in  "  Ivy."  Action  dismissed. 
Appeal  dismissed.  6.  &  Son  began  to  sell  a  floating  soap  as  "  Ivy 
"  soap  "  in  1889.  In  1899  G.,  who  carried  on  the  business,  commenced 
an  action  to  restrain  the  Ivory  Soap  Co.,  as  agents  for  the  P.  and  G. 
Company,  an  American  Company,  from  selling  "  Ivory  soap  "  made 
by  the  P.  and  G.  Company.  The  P.  and  G.  Company  had  admittedly 
sold  "  Ivory  soap  "  largely  in  America  for  a  great  many  years,  and 
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they  alleged  that  they  had  advertised  it  largely  in  American  journals, 
some  of  which  came  into  England,  and  that  it  had  been  sold  in 
England  prior  to  1889  and  since.  Witnesses  were  called  for  the 
Defence,  who  gave  evidence  of  small  sales  in  England  of  the 
"  Ivory  soap "  during  the  period  last  aforesaid,  but  mainly  to 
American  customers. — Held,  at  the  trial,  that  the  Plaintiff's  case 
failed.  The  Plaintiff  appealed.— Held,  that  the  Plaintiff's  and 
Defendants'  goods  being  got  up  in  a  perfectly  different  manner  no 
one  could  mistake  the  one  for  the  other ;  that  any  similarity  in 
sound  that  there  might  be  between  "  Ivy  "  and  "  Ivory  "  would  not 
lead  to  the  inevitable  deduction  that  what  the  Defendants  were 
doing  must  be  calculated  to  deceive ;  and  that  the  Defendants  had 
proved  their  right  to  the  use  of  the  word  "  Ivory."  The  appeal  was 
dismissed  with  costs,  including  the  costs  of  a  motion  to  admit  further 
evidence  on  appeal.  GOODWIN  v.  IVORY  SOAP  Co.  AND  PROCTER 
&  Gamble  Co.,  p.  389. 

5.  "Whitstable  Native  Oysters."  Alleged  secondary  meaning. 
Sole  right  not  in  Plaintiffs.  Secondary  meaning  held  not 
to  be  established.  "  Imperial "  oysters.  Name  held  to  be 
common.  Action  dismissed.  Appeal  as  to  "Whitstable 
*  Native  Oysters  "  dismissed.  A  Company,  whose  business  was 
the  cultivation  of  oysters  at  Whitstable,  brought  an  action  against 
the  H.  Company  and  T.  to  restrain  the  application  by  them  of  the 
term  "Whitstable"  to  oysters  not  cultivated  on  the  beds  of  the 
Plaintiffs  or  of  the  S.  Company,  and  to  restrain  the  application  by 
the  Defendants  of  the  term  "Imperials"  to  oysters  not  cultivated 
on  the  Plaintiffs'  beds.  It  appeared  that  the  Plaintiffs  and  their 
predecessors  in  title  had  for  a  great  number  of  years  had  beds  at 
Whitstable,  and  also  that  since  the  year  1888,  after  litigation  with 
the  S.  Company,  the  Plaintiffs  had  admitted  the  right  of  that 
Company  to  use  the  term  "  Whitstable  "  for  oysters  cultivated  on  a 
bed  adjoining  the  Plaintiffs'  grounds.  The  Plaintiffs  alleged  that 
the  word  "Whitstable"  in  connection  with  oysters  had  come  to 
have  a  secondary  meaning,  indicating  either  certain  of  their  oysters 
or  of  those  of  the  S.  Company.  The  Defendants  claimed  the  right 
of  applying  the  word  to  oysters  cultivated  on  a  bed  belonging  to 
the  Defendant  Company,  known  as  the  East  End  bed,  close  to  or 
adjoining  the  Plaintiffs'  grounds  ;  the  Plaintiffs,  however,  alleged 
that  this  bed  was  in  Faversham  and  not  in  Whitstable.  The 
Defendants  alleged  that  the  term  "  Whitstable "  had  been  applied 
to  oysters  other  than  those  cultivated  by  the  Plaintiffs  or  the  S. 
Company  by  C,  by  dredgermen  in  Whitstable,  and  by  the  Plaintiffs 
themselves.  The  Plaintiffs  contended  that  C.  had  not  so  applied  the 
term,  or,  at  all  events,  not  to  their  knowledge,  he  having  been  one 
of  their  customers,  and  denied  the  other  alleged  users.  Plaintiffs 
had  formerly  a  Trade  Mark,  of  which  the  words  "  Whitstable  Native 
"  Oysters  "  formed  part,  but  in  1888  they  cancelled  the  registration 
of  this  mark  and  registered  a  Trade  Mark,  of  which  the  words 
"  Royal  Whitstable  Native  Oysters  "  formed  part,  and  the  Defendants 
alleged  that  the  Plaintiffs  had  shown  an  intention  of  relying  on  the 
word  "  Royal "  to  distinguish  their  oysters.  The  Plaintiffs  alleged 
that  they  and  the  S.  Company  had  been  known  to  the  trade  as  the 
only  producers  of  "Whitstable  Oysters."  By  certain  Orders  the 
Plaintiffs  were  precluded  from  giving  evidence  of  actual  deception, 
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having  given  no  particulars  thereof.  The  Defendant  Company  had 
not  used. the  word  "  Imperial."  The  Defendant  T.  alleged  that  it 
was  in  common  use  in  the  trade.  At  the  trial  it  was  held  that  the 
term  u  Whitstable  "  as  applied  to  oysters  indicated  a  particular  class 
of  oyster  having  certain  characteristics  recognisable  by  the  trade, 
and  had  also  a  geographical  meaning, -in  that  such  oyster  must  have 
a  connection  with  Whitstable  ;  that  the  Plaintiffs  had  not  established 
the  alleged  secondary  meaning  of  the  name ;  also  that  it  had  been 
not  confined  to  oysters  of  the  Plaintiffs  and  the  S.  Company,  and 
that  oysters  cultivated  on  the  Defendant  Company's  bed  might 
properly  be  described  as  "Whitstable  Oysters." — Held,  also,  that 
the  term  "  Imperial"  had  been  commonly  used  by  the  trade  as  a 
mark  of  superior  quality.  The  action  was  dimissed  with  costs.  The 
Plaintiffs  appealed  from  the  part  of  the  judgment  which  related  to 
"Whitstable  Oysters."— Held,  by  Collins,  L.J.,  and  Romer,  LJ., 
(RlGBY,  L.J.j  dissenting),  that  the  appeal  should  be  dismissed. 
Whitstable  Oyster  Fishery  Co.  v.  Hayling  Fisheries,  Ld., 
and  Tabor,  p.  434. 

6.  Probability  of  Deception.  Similarity  of  get-up.  Evidence. 
Inspection  by  Judge.  Order  L.,  Rule  4.  Delay  and  Acqui- 
esence.  At  the  trial  of  an  action  by  the  London  General  Omnibus 
Company  against  a  private  omnibus  proprietor  for  an  injunction  to 
restrain  him  from  running  a  certain  omnibus  alleged  to  be  painted 
and  lettered  in  imitation  of  the  Company's  omnibuses,  the  Plaintiffs 
relied  upon  an  inspection  by  the  Judge  of  the  rival  omnibuses 
and  adduced  no  evidence  of  actual  or  probable  deception.  The 
Defendant's  omnibus  had  been  running  along  the  same  route  in 
substantially  the  same  condition  for  ten  years  without  any  complaint 
by  the  Company.  Farwell,  «/.,  granted  an  injunction. — Held,  by 
the  Court  of  Appeal^  that  the  Court  was  not  justified  in  granting 
relief  in  the  absence  of  evidence  that  persons  using  omnibuses 
either  had  been  or  were  likely  to  be  misled.  The  Appeal  was 
allowed  and  the  action  was  dismissed  with  costs.  Per  LORD 
ALVBRSTONB,  L.CJ. — In  an  action  of  deceit  founded  upon  similarity 
of  get-up,  except  where  the  articles  are  identical,  the  Judge  ought 
not  to  substitute  a  view  under  Order  L.,  Rule  4,  for  evidence  that 
the  get-up  of  the  Defendant's  goods  is  calculated  to  deceive,  the 
object  of  the  view  being  to  enable  the  Judge  to  understand  the 
question  in  dispute  and  to  follow  and  apply  the  evidence.  LONDON 
General  Omnibus  Co.  v.  Lavbll,  p.  74. 

PATENTS,  *0.  ACT,  1883. 

Section  32.    Ripley  v.  Arthur  &  Co.,  p.  82. 
Section  62.    Player  &  Sons9  Application,  p.  65. 

Section  64 — 

Player  &  Sons*  Application,  p.  65. 
Pauldbr's  Tradb  Mark,  pp.  37,  535. 
Harrisons  and  Crosfibld's  Application,  p.  SL 
KAtioiUfc  BjsqtriT  Cot*s  Application,  p.  170. 
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Section  66.    Player  &  Sons'  Application,  p.  65. 
Section  72  (2).    Pomril,  Ld.'s  Application,  p.  181. 
Section  73.    Faulder's  Trade  Mark,  pp.  37,  535. 
Section  74.    Faulder's  Trade  Mark,  pp.  37,  535. 

PATENTS,  &c.  ACT,  1888. 
Section  10 — 

Harrisons  and  Crospield's  Application,  p.  34. 
National  Biscuit  Co.'s  Application,  p.  170. 

PRACTICE.    See  also  R.  S.  C.    Trade  Name,  Nob.  3  and  5.    Registration, 
No.  1. 

1.  Counterclaim. — Leave  to  amend. — Passing-off  action. — Threats. — Malice. 

— Bona  fides.— Patents,  dec.  Act,  1883,  46  A  47  Vict.  c.  67,  s.  12. — 
Rules  of  the  Supreme  Court,  Order  XXV.,  Rule  4.  A  counterclaim 
in  a  passing-off  action  which  alleges  threats  barely,  and  claims  an 
.  injunction  to  restrain  such  threats,  but  shows  no  malice  or  bad  faith 
on  the  part  of  the  Plaintiff  who  is  maintaining  the  action  which  he 
has  brought,  can  be  struck  out  under  R.  S.  C.  Order  XXV.,  Rule  4, 
as  disclosing  no  reasonable  cause  of  action  under  section  32  of  the 
Patents,  &c.  Act,  1883,  or  otherwise.  Leave  to  amend  the  counterclaim 
by  alleging  malice  was  refused.f   Hipley  v.  ARTHUR  &  Co.,  p.  82. 

2.  Form  of  injunction  in  infringement  action.     Mar&CHAL  &  RUOHON  v. 

M'COLGAN,  p.  262. 

RECTIFICATION  OF    REGISTER. 

1.  Motion  to  rectify.  Word  whether  distinctive.  Addition  to 
registered  mark. — Motion  dismissed. — Appeal  allowed. — Patents, 
&c.  Act,  1883,  sections  64  and  74.  In  1886  a  firm  of  jam  manu- 
facturers registered  a  Trade  Mark  in  Class  42  for  preserves,  consisting 
of  their  signature  and  the  word  "  Silverpan."  In  1900  a  Company, 
who  were  being  sued  by  the  registered  proprietors  for  "  passing  off  " 
by  the  use  of  the  word  "  Silverpan,"  moved  to  rectify  the  Register 
by  expunging  the  mark  or  entering  a  disclaimer  of  the  exclusive 
right  to  the  word  "  Silverpan,19  and  at  the  hearing  they  contended 
that  it  was  a  distinctive  word  common  to  the  trade  within  section  74, 
or  a  word  which  would,  by  reason  of  its  being  calculated  to  deceive 
or  otherwise,  be  deemed  disentitled  to  protection  within  section  73 
of  the  Patents,  &c.  Act,  1883.  The  Respondents  stated  that  they  did 
not  claim  by  virtue  of  the  registration  the  exclusive  use  of  the 
word.  On  the  hearing  of  the  motion,  KBKEWIGH,  </.,  held  that  the 
word  "  Silverpan  "  was  not  a  distinctive  word  within  the  meaning 
of  section  74,  and  was  not  calculated  to  deceive  or  otherwise  dis- 
entitled to  protection,  and  refused  the  motion  with  costs.  The 
Applicants  appealed. — Held,  that  the  word  "  Silverpan  "  was  an 
addition  to  the  Trade  Mark  within  section  74  of  the  Patents,  &c.  Act, 
1 883,  and  was  distinctive  within  the  meaning  of  that  section  and 
ought  to  be  disclaimed.    At  the  request  of  the  Respondents  the 
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mark  was,  however,  ordered  to  be  expunged,  instead  of  a  disclaimer 
being  entered.  The  decision  of  Chitty,  J.,  in  Burland  v.  Broxburn 
Oil  Company  (6  R.P.C.  482)  that  "  distinctive  "  in  section  74  means 
prima  facie  distinctive,  approved.  A  word  apparently  chosen  by  an 
Applicant  for  registration  of  a  Trade  Mark,  and  prima  facie  suitable 
at  the  date  of  registration,  for  the  purpose  of  distinguishing  his  goods 
from  those  of  other  persons  is  distinctive  within  the  meaning  of  that 
section.    Facjlder's  Trade  Mark,  pp.  37,  535. 

2.  Motion  to  expunge.    Assignment.    Goodwill.    Marks  alleged 
to  be  deceptive.    Non-user.    Marks  expunged,    v.,  in  1897, 

registered  three  Trade  Marks,  each  consisting  of  the  word  "  Valtine," 
for  all  goods  in  Classes  3  and  42,  and  in  Class  43  for  beer  and  spirits, 
and  purported  to  assign  them  to  a  Limited  Company  formed  to  carry 
on  the  business  of  meat  extract  manufacturers,  with  his  goodwill,  if 
any.  Another  Company  obtained  an  injunction  restraining  the 
Limited  Company  from  selling  meat  extract  or  meat  juice  under  the 
name  of  "Valtine,"  and  subsequently  moved  to  remove  the  marks' 
from  the  Register  of  Trade  Marks,  the  grounds  of  the  application 
being  that  at  the  date  of  the  assignment  V.  had  no  goodwill  to  assign, 
that  the  marks  were  deceptive,  and  had  not  been  used  except  for 
meat  extract.  An  Order  was  made  removing  the  marks  from  the 
Register  with  costs.  Valentine  Extract  Co.'s  Trade  Marks, 
p.  175. 

REGISTRATION. 

1.  Hark  already  on  the  Register  with  a  non-essential  difference. 
Refusal  by  Comptroller.    Appeal  to  Board  of  Trade  referred 
to  Court.     Objection  by  Comptroller  in  Court  to  the  form 
of  application.     Applicants  offering  to  submit  to  amend- 
ment.   Appeal  dismissed.    Patents,  Ac.  Act,  1883,  sections 
62,  64,  and  66.    P.  &  Sons  in  1891  registered  a  Trade  Mark  for 
tobacco  containing  the  words  "Navy  Cut,"  the  application  stating 
that  "  Navy  Cut "  would  be  in  use  varied  by  substituting  names  of 
other  goods.    In  1899  they  applied  to  register  for  tobacco  the  same 
mark,  except  that  "  Navy  Mixture  "  was  substituted  for  "  Navy  Cut," 
and  that  the  head  of  the  sailor  was  slightly  altered  in  respect  of  the 
face.    The  Comptroller  having  recused  to  proceed  with  the  applica- 
tion, P.  &  Sons  appealed  to  the  Board  of  Trade,  who  referred  the 
appeal  to  the  Court.    In  the  course  of  the  proceedings  in  Court  the 
Comptroller  raised   the    point  of  the  application  being  defective 
in  two  respects,  which  point  had  not  been  taken  in  the  proceedings  in 
the  Patent  Office.    The  Applicants  offered  to  submit  to  an  amend- 
ment of  their  application  on  this  point.    The  Comptroller  contended 
that  the  application  could  not  be  amended  after  the  case  had  come 
into  Court.    He  also  contended  that  the  appeal  ought  to  be  dismissed 
on  the  merits. — Held,  that  the  appeal  failed  in  point  of  form  and  in 
point  of  substance  ;  in  point  of  form  because  it  was  too  late  for  an 
amendment  of  the   application   to   be    allowed,  and   in  point  of 
substance  because,   putting    the  matter    most  favourably  for    the 
Applicants,  they  were  applying  to  register  a  Trade  Mark  which  was 
in  all  the  essentials  the  same  as  their  earlier  Trade  Mark,  and  that, 
having  regard  to  the  varying  note,  the  registration  of  that  mark 
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absolutely  covered  the  mark  now  applied  for,  and  (following 
North,  J.,  in  Baker  v.  Rawsm,  8  R.P.C.  89 ;  L.R.  45,  CD.  519) 
that  the  application  was  an  absurd  one,  and  that  a  mark  which  is 
superfluous  as  far  as  English  law  is  concerned,  and  would  unneces- 
sarily cumber  the  Register,  ought  not  to  be  put  on  the  Register 
simply  on  the  suggestion  that  it  might  be  a  convenience  in  some 
foreign  countries,  with  a  view  to  some  other  proceedings,  to  have  a 
duplicate  registration  of  the  mark.  No  decision  was  pronounced 
on  the  other  points  raised.    Player  &  Sons'  Application,  p.  65. 

2.  "  Nectar."    Application  refused  on  ground  of  reference  to  the 

character  or  quality  of  the  goods. — Appeal  to  Court  dismissed, — 
Patents,  Ac.  Act,  1883,  section  64 ;  Patents,  Ac.  Act,  1888, 
section  10.  An  application  having  been  made  to  the  Comptroller 
for  the  registration  of  the  word  u  Nectar  "  as  a  Trade  Mark  in  Glass 
42  for  tea,  coffee,  and  cocoa,  the  application  was  refused  on  {inter 
alia)  the  ground  that  the  word  was  not  one  "  having  no  reference 
"  to  the  character  or  quality  of  the  goods."  The  Applicants 
appealed,  and  the  appeal  was  referred  by  the  Board  of  Trade  to  the 
Court. — Held,  that  the  word  was  not  a  word  having  no  reference  to 
the  character  or  quality  of  the  goods.  The  appeal  was  dismissed  with 
costs.    Harrisons  &  Crosfield's  Application,  p.  34. 

3.  "  Uneeda."    "  Invented  word."    "  Word  having  no  reference  to 

"  character  or  quality  of  goods."— Appeal  dismissed.— Patents,  Ac 
Act,  1883,  section  64 ;  Patents,  Ac.  Act,  1888,  section  10.  A  Company 
having  applied  to  register  the  word  "  Uneeda  "  as  a  Trade  Mark  in 
Class  42,  the  Comptroller  refused  the  application.  The  Applicants 
appealed,  and  the  appeal  was  referred  to  the  Court.  The  Applicants 
alleged  that  the  word  in  its  inception  was  not  arrived  at  from  the 
words  "  You  need  a,"  but  they  admitted  that  the  public  had  read  it 
with  the  pronunciation  and  meaning  of  those  words. — Held,  that 
"  Uneeda  "  was  a  mere  putting  together  of  three  ordinary  English 
words  with  a  misspelling  without  any  change  of  pronunciation  and 
was  therefore  not  an  invented  word ;  also  that  it  was  not  a  word 
.  having  no  reference  to  the  character  or  quality  of  the  goods.  The 
appeal  was  dismissed  with  costs.  NATIONAL  BISCUIT  Co.'S 
Application,  p.  170. 

4.  Conflicting  marks. — Appeal  from  refusal  of  Comptroller  dismissed. — 

Patents,  Ac.  Act,  1883,  section  72,  subsection  (2).  A  Company,  who 
were  the  registered  proprietors  of  a  Trade  Mark  "  Pomril "  for  cider, 
.  applied  for  registration,  as  a  Trade  Mark  also  for  cider,  of  a  mark 
consisting  of  a  representation  of  the  cut  side  of  half  an  apple,  cut 
vertically,  with  the  word  "  Pomril "  across  it.  The  Comptroller 
required  the  consent  to  be  obtained  of  the  owners  of  a  Trade  Mark 
registered  for  cider,  comprising  (inter  alia)  the  words  "Apple 
"  Brand  "  and  the  representation  of  an  apple,  these  owners  also  being 
the  registered  proprietors  of  a  mark  consisting  of  the  words  "  The 
"  Apple  Brand,"  and  registered  for  bottled  cider.  The  consent  not 
being  obtained,  the  application  was  refused.  The  Applicants 
appealed,  and  the  appeal  was  referred  to  the  Court  with  a  direction 
to  serve  the  owners  of  the  said  registered  marks,  and  they  appeared 
on  the  hearing  to  oppose.— Held,  that  the  proposed  mark  was  likely 
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'  to  lead  to  the  word  "  Apple  "  or  the  words  "  Apple  Brand  "  being 
associated  with  the  goods  sold  under  it,  and  therefore  was  likely  to 
deceive.  The  application  was  dismissed  with  costs.  POMRIL,  Ld.'S 
Application,  p.  181. 

5.  Patented  article.  "  Vasogen."  Refusal.  Appeal.  Motion  to 
remove  "  Vaseline."  Old  mark.  Distinctive  word.  Order 
made  to  remove  "Vaseline."  Registration  of  "Vasogen" 
refused.    Trade  Marks  Registration  Act,  1875,  section  10. 

An  application  having  been  made  for  the  registration  of  "  Vasogen  " 
as  a  Trade  Mark  in  Class  3  for  chemical  substances  prepared  for  use 
in  medicine  and  pharmacy,  the  Comptroller  required  the  Applicant 
to  obtain  the  consent  of  the  registered  proprietors  of  the  Trade 
Mark  u  Vaseline,"  which  had  been  registered  as  an  old  mark  in 
1877  in  Classes  3,  4,  47,  and  48  for  certain  goods  including 
"Vaseline,"  six  years'  user  being  claimed,  and,  such  consent  not 
being  obtained,  he  refused  the  application.  The  Applicant  appealed, 
and  the  appeal  was  referred  to  the  Court.  The  Applicant  moved  to 
remove  the  Trade  Mark  "Vaseline"  from  the  Register  on  the 
ground  that  the  word  at  the  date  of  registration  denoted  petroleum 
jelly  filtered  through  animal  charcoal,  and  not  the  goods  of  any 
particular  firm.  He  relied  particularly  on  the  use  of  the  words  in 
certain  Patents  taken  out  by  the  predecessor  of  the  registered 
proprietors  and  in  the  application  for  registration.  The  proprietors 
alleged  that  the  word  indicated  goods  of  their  manufacture. — Held, 
that  at  the  date  of  registration  the  word  "Vaseline"  indicated 
petroleum  jelly  as  manufactured  by  a  particular  process,  which  had 
been  protected  by  Patents,  and  that  it  accordingly  was  not  distinctive 
within  the  meaning  of  section  10  of  the  Trade  Marks  Registration 
Act,  1875.  The  Register  was  ordered  to  be  rectified  by  the  removal 
of  the  Trade  Mark  "  Vaseline."  The  appeal  as  to  "  Vasogen  "  was 
refused  for  similar  reasons.  Linoleum  Manufacturing  Co.  v.  Nairn 
(L.R.  7  Ch.  D.  834)  followed.  Cheseborough  Manufacturing 
Co.'s  Trade  Marks  ;  Pearson's  Application,  p.  191. 

R.S.C.    Order  XXV.,  r.  4.    Ripley  v.  Arthur  &  Co.,  p.  82. 

Order  L.,  r.  4.    London  General  Omnibus  Co.  v.  Lavell,  p.  74. 

SECONDARY  MEANING.    See  Passing  Off,  No.  5. 

TRADE  LIBEL. 

Alleged  untrue  statement.  Alleged  malice.  Injunction  granted 
at  trial.  Appeal  by  Defendants.  Admissibility  of  evidence 
to  explain  meaning  of  document.  Construction  of  docu- 
ment. Appeal  allowed.  Appeal  to  House  of  Lords. 
Appeal  dismissed.  In  1897  two  Trade  Marks,  registered  by  the 
R.  Company,  of  New  York,  were  expunged  from  the  Register  of 
Trade  Marks  by  the  Order  of  the  Court,  at  the  instance  of  W..  C.  & 
Co.  Both  Trade  Marks  were  labels  containing  prominently  the 
words  "  Royal  Baking  Powder."  Shortly  afterwards  W.,  C.  &  Co. 
issued  a  circular  referring  to  the  said  Order,  which  circular,  and  the 
statements  of  travellers  and  agents  of  W.,  C.  &  Co.,  were  alleged  by 
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the  R.  Company  to  be  an  intimation  that  the  R.  Compaay  were  not 
entitled  to  sell  baking  powder  as  "  Royal  Baking  Powder,"  and  that 
W.,  C.  &  Co.  intended  to  proceed  against  persons  using  the  labels  to 
stop  the  use  of  those  words.  The  R.  Company  commenced  an  action 
to  restrain  W.,  C.  &  Co.  from  representing  that  the  Plaintiffs  were 
not  entitled  to  sell  their  "  Royal  Baking  Powder "  in  the  United 
Kingdom,  and  from  maliciously  threatening  the  customers  of  the 
Plaintiffs  with  legal  proceedings  in  respect  of  their  sales  of  the 
Plaintiffs'  said  baking  powder.  It  was  held  at  the  trial,  that 
the  circular  represented  what  was  not  true  with  regard  to  the 
Plaintiffs'  baking  powder  and  trade,  and  was  issued  not  in  good 
faith  in  support  of  a  claim  or  right  really  made  or  intended  to  be 
exercised  by  the  Defendants,  but  maliciously,  and  had  caused  special 
and  substantial  damage  to  the  Plaintiffs.  An  injunction  was 
granted  in  the  terms  of  the  first  part  of  the  writ,  and  an  inquiry 
as  to  damages  was  also  granted,  with  costs  up  to  and  including 
judgment ;  the  costs  of  the  inquiry  were  reserved.  The  Defendants 
appealed. — Held,  on  appeal,  that  there  being  no  circumstances  to 
suggest  that  the  circular  had  a  secondary  meaning  evidence  to 
explain  its  meaning  was  inadmissible,  and  that  the  circular  did  not 
mean  that  the  Defendants  intended  to  proceed  against  persons 
selling  the  Plaintiffs'  baking  powder  under  the  name  "Royal 
"  Baking  Powder,"  and  that  the  circular  was  not  in  any  respect 
untrue.  The  appeal  was  allowed  with  costs  in  both  Courts,  the 
costs  of  the  inquiry  to  be  costs  in  the  action.  The  Plaintiffs 
appealed  to  the  House  of  Lords,  who  dismissed  the  appeal  with 
costs. — Held,  by  Lord  Davby,  that  the  statements  in  the  circular 
were  untrue,  and  were  made  maliciously  with  the  intention  to 
prevent  the  sale  of  the  Appellants'  goods  under  the  name  "  Royal," 
or  any  combination  containing  that  word,  but  that  the  Plaintiffs  had 
failed  to  prove  any  special  damage  resulting  from  the  circular. — 
Held,  by  Lord  James  and  Lord  Morris,  that  the  Plaintiffs  had 
failed  to  prove  either  express  malice  or  special  damage. — Held,  by 
Lord  Robertson,  that  the  circular  was  issued  maliciously,  but  that 
the  Plaintiffs  had  only  proved  a  cessation  of  an  illegal  sale,  which 
could  not  be  held  to  be  legal  damage.  HALSBURY,  L.C.,  concurred, 
while  differing  from  some  of  the  reasons  of  some  of  the  noble 
Lords.  Royal  Baking  Powder  Co.  v.  Wright,  Crossley  & 
Co.,  p.  95. 

TRADE  MARKS  REGISTRATION  ACT,  1875. 

Section  10.  Cheseborough  Manufacturing  Co.'s  Trade  Marks; 
Pearson's  Application,  p.  191. 

TRADE  NAME.    See  also  Passing  Off. 

1.  "  Big  Tree  Brand  "  applied  to  wine.  Injunction  against  offering 
or  selling'  wine  not  the  Plaintiffs'  under  the  name  "  Big  Tree 
"  Brand."  Liability  of  a  Corporation  for  the  acts  of  its  servants. 

A  Plaintiff  Company's  wine  and  no  other  being  known  as  "  Big  Tree 
"  Brand  "  they  brought  an  action  against  an  Hotel  Company  for  an 
injunction  to  restrain  them  from  offering  for  sale  or  selling  other 
wine  as  "  Big  Tree  Brand."  It  was  proved  that  the  Defendants' 
waiters  on  many  occasions  when  "Big  Tree  Brand"  wine  was 
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"ordered  at  the  Defendants'  restaurants  tendered  other  wines,  and 
when  the  question  was  raised  asserted  that  they  were  that  brand. 
— Held>  that  it  was  no  defence  that  the  waiters  had  been  told  that 
they  should  not  do  anything  of  the  sort,  and  that  they  were  acting 
contrary  to  their  order  ;  that  the  Defendant  Corporation  was 
responsible  for  the  misrepresentations  of  its  waiters ;  and  an 
injunction  was  granted.  Gribrson,  Oldham  &  Co.,  Ld.  v. 
Birmingham  Hotel  and  Restaurant  Co.,  Ld.,  p.  158. 

2.  Action  by  Limited  Company.    Non-compliance  with  Companies 

Act,  1862,  section  41-  Injunction  granted.  A  person  named 
A.  Talmey*  having  carried  on  business  at  certain  premises  as 
"  Talmey  A  Co.,"  assigned  the  premises  and  goodwill  to  G.,  who 
assigned  them  to  a  Limited  Company,  of  whose  registered  name 
"  Tahney "  formed  no  part.  The  Company  continued  to  carry  on 
the  business  as  "  Talmey  A  Co.,"  although  their  own  name  was 
placed  over  the  door  of  the  premises.  The  Defendants,  having 
commenced  to  trade  as  "  TJwmpson,  Talmey  A  Co."  the  Company 
commenced  proceedings  against  them  to  restrain  them  from  using 
the  name  "  Talmey  "  without  clearly  distinguishing  their  business 
from  the  Plaintiffs'  business  and  for  other  relief,  and  they  moved 
for  an  interlocutory  injunction.  The  Defendants  alleged  that,  the 
Plaintiffs  having  used  the  name  "  Talmey  A  Co."  without  their 
registered  name  on  their  bills  and  customers'  weekly  books,  were 
precluded  from  suing,  as  they  had  by  so  doing  contravened  section 
41  of  the  Companies  Act,  1862. — Held,  that  the  contravention  by  the 
Plaintiffs  of  section  41  of  the  Companies  Act,  1862,  constituted  no 
defence,  and  that  the  Defendants  had  fraudulently  attempted  to  get 
the  benefit  of  the  name  of  "  Talmey."  An  injunction  was  granted. 
Wright  v.  Horton  (L.R.  12  App.  Cas.  371)  followed.  The 
Defendants  appealed,  but  after  some  argument  the  case  was  settled. 
Pbarks,  GuasTON  &  Tee,  Ld.  v.  Thompson,  Talmey  &  Co., 
p.  185. 

3.  Injunction  granted  to  restrain   a  person  from  carrying  on 

business  in  certain  goods  under  his  own  name*  Leave  to 
Defendant  to  move  for  inquiry  as  to  damages  arising  from  an 
interlocutory  injunction.  J.  and  J.  Cash,  Ld.,  and  their  pre- 
decessors, Messrs.  J.  and  J.  Cash,  had  for  many  years  manufactured 
and  sold  at  Coventry  "  Cash's  Frillings,"  "  Cash's  Woven  Names," 
and  "Cash's  Woven  Initials,"  and  those  terms  meant  their  goods. 
Joseph  Cash  commenced  to  carry  on  business  also  at  Coventry 
under  the  name  of  "Joseph  Cash  A  Co.,"  and  also  manufactured 
and  sold  frillings  and  woven  names  and  initials,  but  did  not  call 
them  "Cash's  Frillings,"  &c.  He  had  also  registered  a  Company 
under  the  name  of  "Joseph  Cash,  Ld."  to  carry  on  a  similar 
business.  J.  and  J.  Cash,  Ld.,  brought  an  action  against  Joseph 
Cash  claiming  an  injunction  to  restrain  him  carrying  on  business 
in  the  three  articles  named  under  the  name  of  "  Cash,"  and  for 
other  relief. — Held,  that  the  Defendant  could  not  carry  on  business 
in  the  three  articles  under  the  name  of  "Joseph  Cash  A  Co" 
or  that  of  "  Cash  "  without  such  articles  being  called  or  known 
by  the  names  by  which  the  Plaintiffs'  articles  were  known.  An 
injunction  was  granted  restraining  the  Defendant  from  carrying 
on  the  business  of  a  manufacturer  or  seller  of  frillings  or  woven 
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names  or  initials  under  the  name  of  "Joseph  Cash  A  Co."  or 
under  the  name  of  "  Cash"  or  under  any  name  so  as  to  mislead  ; 
also  from  making  over  any  business  in  those  articles  to  any 
Company  having  a  name  calculated  to  deceive,  and  to  restrain  the 
Defendant  from  soliciting  customers  of  the  Plaintiffs,  with  the 
costs  of  the  action.  The  Defendant  contended  that  an  inter- 
locutory injunction,  which  had  been  granted,  had  exceeded  the 
terms  of  the  injunction  granted  at  the  trial,  and  asked  for  an 
inquiry  as  to  damages,  but  the  Defendant  having  become  bank- 
rupt, and  having  offered  no  proof  of  damage,  no  inquiry  was 
directed,  but  an  Order  was  made  giving  him  liberty  to  apply  for 
such  an  inquiry.    J.  &  J.  Cash,  Ld.  v.  Cash,  p.  213. 

4.  English  Company  registered  in  a  name  similar  to  that  of  a 

French  Company.  Action  by  French  Company  against  such 
English  Company  and  the  seven  persons  who  signed  the 
Memorandum  of  Association.  English  market.  Belief 
granted  against  Defendant  Company  and  also  against  the 
seven  signatories  individually.  An  English  Company  having 
been  registered  in  a  name  similar  to  that  of  a  French  Motor  Car 
Company,  who  had,  at  the  commencement  of  the  action,  no  place  of 
business  in  England,  but  whose  goods  sometimes  were  imported  by 
purchasers  abroad,  the  French  Company  brought  an  action  against 
the  English  Company  and  the  seven  persons  who  signed  the  Memo- 
randum of  Association  for  (1)  an  injunction  to  restrain  the  Defen- 
dants from  using  the  names  P.  and  L.,  or  either  of  them,  or  any 
other  name  colourably  resembling  the  name  of  the  Plaintiffs  in 
connection  with  the  manufacture  or  sale  of  motor  cars;  (2)  an 
injunction  to  restrain  the  Defendants,  the  signatories,  from  allowing 
the  Defendant  Company  to  remain  registered  under  its  present 
name;  (3)  damages  and  costs. — Held,  that  the  Plaintiffs  were 
entitled  to  relief,  with  costs  against  the  Defendant  Company  and 
also    against    its   co-Defendants.      La    Soci^te    Anonyms    dbs 

ANCIBNS  fiTABLISSEMENTS  PANHARD  BT  LBVASSOR  V.  PANHARD- 

Levassor  Motor  Co.,.  Ld.  and  Others,  and  La  Soci^te 
Anonyms  des  Angiens  Etablissements  Panhard  et  Levassor 
v.  Panhard  Co.,  Ld.  and  Others,  p.  405. 

5.  "Globe  Furnishing  Company."    Injunction  against  Defendant 

in  Dublin  using  name  of  Plaintiffs  business  in  Liverpool.— 

Proof  of  actual  fraud  or  of  customers  having  actually  been  misled 
not  necessary, — Delay  in  taking  proceedings. — Stay  of  six  weeks  to 
enable  Defendant  to  make  necessary  arrangements.  G.,  who  had 
carried  on  business  at  Liverpool  as  the  "Globe  Furnishing  Company," 
which  business  had  been  carried  on  under  that  name  for  over 
14  years,  brought  an  action  against  L.,  who  had  been  for  at  least 
18  months  carrying  on  a  similar  business  in  Dublin  under  the  name 
of  "  Globe  Furnishing  Company,"  to  restrain  his  use  of  that  name. 
G.  advertised  extensively  in  newspapers  Ac,  some  of  which  circu- 
lated in  Ireland.  There  was  no  evidence  of  actual  deception  beyond 
that  of  certain  persons  who  had  mistaken  the  Defendant's  business 
for  a  branch  of  the  Plaintiff's  business.  It  was  not  proved  that  the 
Defendant  was  aware  of  the  Plaintiffs  use  of  "  Globe  Furnishing 
"  Company  "  when  he  adopted  the  name  ;  but  the  Court  inferred  that 
he  was  aware  that  there  was  a  concern  in  Liverpool  called  the 
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"  Globe  Furnishing  Company." — Held,  that  the  Plaintiff  was  entitled 
to  an  injunction  with  costs;  but  that,  haying  regard  to  the 
unexplained  delay  of  the  Plaintiff  in  commencing  proceedings,  the 
injunction  should  be  stayed  for  six  weeks  to  enable  the  Defendant 
to  make  the  necessary  alterations  in  his  way  of  carrying  on  business. 
Grant  v.  Levitt,  p.  361. 

6-  Trade  Name  attached  to  Premises.    "Castle  Brewery,  Edin- 
burgh."   Sufficient  distinction.    Interdict   refused.    The 

Complainers,  Messrs.  Cooper  A  M'Leod,  after  1875,  when  their 
business  was  established,  carried  on  the  business  of  brewers  and 
maltsters  at  the  "Castle  Brewery,  Edinburgh."  They  never  used 
"  Castle  Brewery"  dissociated  from  their  firm  name.  On  the  29th 
of  March  1900  the  Respondents,  Messrs.  G.  A  J.  Maclachlan,  one  of 
whom  had  started  business  as  a  wholesale  and  retail  spirit  merchant 
at  Govan  in  1872  in  premises  which  he  named  the  "  Castle  Vaults," 
opened  a  brewery  at  Duddingston,  near  Edinburgh,  which  they 
called  "  Castle  Brewery,  Edinburgh,"  and  which  they  later  designated 
"  Maclachlaas'  Castle  Brewery,  Edinburgh,"  and  sometimes  "  Mac- 
"  lachlans'  Castle  Brewery,  Duddingston,  Edinburgh."  They  had 
had  a  "  Castle  Brewery  "  at  Maryhill,  Glasgow,  since  1888,  and  had 
not  unfrequently  there  not  used  their  own  name  on  their  advertise- 
ments and  labels  but  trusted  to  "  Castle  Beer."  In  an  action  of 
suspension  and  interdict  it  was  held,  that  both  parties  had  the  right 
to  use  "  Castle  Brewery "  in  the  sale  of  beer ;  that  there  was  no 
proof  that  the  Respondents'  beer  had  been  mistaken  for  the 
Complainers'  or  that  the  Complainers*  trade  had  been  interfered 
with  by  the  Respondents;  that  there  was  no  ground  for  appre- 
hending that  the  public  would  be  misled  or  the  Complainers  injured 
by  what  the  Respondents  had  done ;  and  that  there  was  no 
probability  of  confusion  between  the  Trade  Marks  of  the  parties. 
Interdict  was  refused.    Cooper  &  M'Leod  v.  Maclaohlan,  p.  380. 

7.  Company.  Name.  Registration  of  new  Company  with  name 
so  nearly  resembling  that  of  Plaintiff  Company  as  to  be 
'  calculated  to  deceive.  Companies  Act,  1862,  section  20. 
Admissibility  of  evidence.  The  Daimler  Motor  Oar  Go.  brought 
an  action  to  restrain  the  Defendants  from  registering  a  Company 
under  the  name  of  the  "  Daimler  Wagon  Co.,  Ld."  or  any  other  name 
so  nearly  resembling  that  of  the  Plaintiff  Company  as  to  be  calcu- 
lated to  lead  to  deception.  The  Plaintiffs  relied  on  section  20  of  the 
Companies  Act,  1862,  and  also  on  their  common  law  right. — Held, 
that  the  Plaintiffs  had  failed  to  establish  that  the  word  "  Daimler  " 
was  so  identified  with  the  Plaintiffs'  goods  as  to  cause  confusion  if 
used  in  the  name  of  another  Company.  In  an  action  to  restrain  the 
registration  of  a  Company  with  a  name  so  nearly  resembling  that  of 
an  existing  Company  as  to  cause  confusion,  evidence  is  admissible 
for  the  purpose  of  ascertaining  how  the  existing  Company  has  used 
its  name  and  what,  by  reason  of  its  connecting  that  name  with  its 
goods,  the  public  have  come  to  attribute  to  that  name.  DAIMLER 
Motor  Car  Co.,  Ld.  v.  British  Motor  Traction  Co.,  Ld., 
p.  465. 
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EDITED  BY  JOHN  CUTLER,  ONE  OP  HER  MAJESTY'S  COUNSEL. 
Vol.  XVIIL]    WEDNESDAY,  JANUARY  16,  1901.  [No.  1. 

In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

August  8th,  1900. 

Waite   A   Saville,   Ld.   v.  Johnson   Die   Press   Company,   Ld. 

5  Action  for  threats  by  Patentee. — Motion  for  interim  injunction. — Action 
by  Patentees  before  threat  dismissed  on  Plaintiffs'  default. — Action  by  Patentees 
commenced  directly  after  threat. — Motion  oh  threats  action  a  fortnight  after- 
wards.— Motion  refused. — Costs  reserved. 

The  J.  Co.  commenced  an  action  against  W.  A  8.  for  infringement  of  Patent, 
10  and  also  actions  against  four  of  their  customers,  which  were  to  abide  the  result 
of  the  principal  action.  The  action  against  W.  A  S.  was  dismissed  on  account 
of  Vie  default  oftlie  J.  Co.  The  J.  Co.  then,  on  the  26th  of  July  1900,  issued  a 
threatening  circular.  On  the  31st  of  JyAtf  W.  A  S.  commenced  an  action  to 
restrain  the  J.  Co.  frrrm  thrffltftninrffrimd  on  the  same  day  gave  notice  of  motion 
15  for  an  interlocutory  injunction,  which  came  on  for  hearing  on  August  8th.  In 
the  meantime  the  J.  Co.  issued  and  served  a  writ  in  an  infringement  action 
against  a  customer  of  W.  A  S. 

Held,  that,  there  being  no  evidence  that  the  last-mentioned  action  was  not 
being  prosecuted  with  due  diligence,  no  Order  would  be  made  on  the  motion, 
20  except  that  the  costs  be  reserved.    Patents,  Ac,  Act,  1888,  section  82. 
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Waits  <t  Saville,  Ld.  v.  Johnson  Die  Press  Company,  Ld. 

On  the  31st  July  1900  Watte  A  Saville,  Ld.,  commenced  an  action  against  the 
Johnson  Die  Press  Company,  Ld.,  for  an  injunction  to  restrain  the  Defendant 
Company,  and  its  servants  and  agents,  from  alleging  by  circular  or  otherwise 
that  the  Waite-Saville  press  was  an  infringement  of  the  Johnson  Die  press 
and  from  threatening:  proceedings  against  any  persons  using  the  Waite-Saville  5 
preps  and  for  damages,  and  on  the  same  day  gave  notice  of  motion  for  an 
interim  injunction. 

It  appeared  that  on  the  28th  of  November  1899  the  Defendant  Company 
brdught  an  action  against  the  Plaintiffs  for  an  injunction  to  restrain  them  from 
infringing  Letters  Patent  No.  16,704  of  1883,  of  which  they  were  the  owners.  10 
They  also  brought  actions  against  four  of  the  Defendants9  customers,  which 
stood  over  to  abide  the  result  of  the  principal  action. 

After  certain  preliminary  proceedings,  the  Johnson  Company  on  the  11th  of 
July  1900  applied  for  the  case  to  stand  over  the  Long  Vacation.  This  applica- 
tion was  refused.  A  few  days  afterwards  they  applied  for  leave  to  discontinue  15 
the  action.  On  this  application  coming  before  Mr.  Justice  Farwell  he  refused 
to  give  leave  to  discontinue  the  action,  but  ordered  that  it  should  stand  over  for 
a  week,  by  which  time  he  thought  Plaintiffs  ought  to  be  ready  for  trial.  On 
the  26th  of  July  the  action  was  in  the  paper  for  trial,  and,  the  Plaintiffe* 
Counsel  not  being  ready  to  go  on  with  the  case,  the  learned  Judge  dismissed  20 
the  action  with  costs. 

On  the  same  26th  of  July  1900  the  assistant  secretary  of  the  Johnson  Company 
sent  a  circular  to  various  actual  or  intending  purchasers  of  the  Waite-Saville 
press,  which  circular  terminated  as  follows  : — "  I  have  only  to  add  that  my 
"  directors  still  emphatically  consider  the  Waite-Saville  press  an  infringement  25 
"  of  the  Johnson  Company  Die  press,  and  to  warn  you  that  in  due  course  my 
"  directors  will  take  proceedings  against  all  persons  using  the  White-Saville 
"  press  to  restrain  such  user  and  recover  damages.'9 

It  appeared  that  subsequent  to  the  26th  of  July  the  Johnson  Company  issued 
and  served    a  writ    against  the  purchaser  of  a    Watte  A  Saville  press  for  30 
infringement  of  the  Patent. 

On  the  hearing  of  the  motion  before  Mr.  Justice  Byrne,  Bousfield,  Q.C.,  and 
J.  C.  Graham  (instructed  by  Clarke  and  Blundell,  agents  for  Cordon,  Hunter, 
and  Mannaster,  of  Bradford)  appeared  for  the  Plaintiffs ;  and  A.  J.  Walter 
(instructed  by  Q.  E.  Pakeman)  appeared  for  the  Defendants.  35 

Bousfield,  Q.C. — After  the  action  against  us  had  been  dismissed,  the  Defen- 
dants issued  the  circular  of  the  26th  of  July  1900.  Can  it  be  said  that,  having 
regard  to  the  circumstances  under  which  that  action  was  dismissed,  the  Defen- 
dants were  justified  in  going  on  threatening  ?  They  disabled  themselves  from 
making  any  more  threats  in  the  matter  by  letting  the  judgment  go  by  default      40 

The  affidavits  were  then  read. 

Walter.—  We  rely  upon  our  having  brought  an  action  against  a  customer, 
which  we  intend  to  prosecute  with  due  diligence. 

Oraham. — This  is  no  justification  at  all.    They  have  really  increased  their 
old  offence  by  issuing  a  new  threat.    We  still  complain  of  the  threats  originally  45 
issued  against  our  customers. 

Walter. — The  only  threat  of  which  there  is  any  evidence  on  this  motion  is 
the  circular  of  the  26th  of  July  1900.  Whether  or  not  we  prosecuted  the  first 
action  with  due  diligence  has  nothing  to  do  with  this  circular  ;  the  first  action 
had  been  disposed  of  before  that  was  issued.  These  are  the  dates  :  The  threat  50 
26th  of  July ;  writ  subsequently  issued  ;  and  now  it  is  the  8th  of  August — that 
is  to  say,  only  a  fortnight  has  elapsed  since  the  date  of  the  threat,  and  the  threat 
has  been  followed  up  by  an  action. 

BYRNE,  J. — Is  there  any  authority  on  the  proviso  at  the  end  of  the  32nd  section 
whether,  when  a  person  is  making  threats,  and  he  has  brought  an  action  and  55 
the  action  has  been  determined  between  him  and  the  Patentee,  the  Court  has 
jurisdiction  to  *top  him  threatening  afterwards.   .       -%      .  /•;..*..  v. 
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Watte  A  Saville,  Ld.  v.  Johnson  Die  Press  Company,  Ld. 

Walter. — I  know  of  no  such  authority.  We  commenced  an  action  after  the 
date  of  the  threat  complained  of,  and  the  proviso  to  the  thirty-second  section 
cannot  apply  to  anything  but  an  action  after  the  threat.-  It  says,  "  With  due 
44  diligence  commence  and  prosecute  an  action  for  infringement  of  his  Patent  "  ; 
5  this  can  only  mean  due  diligence  after  the  threat.  The  Plaintiffs  are  in  too 
great  a  hurry  in  coming  to  the  Court.  If  we  had  displayed  any  reluctance  to 
proceed  with  our  action,  that  would  have  been  an  answer. 

Oraham. — My  friend  keeps  on  trying  to  get  your  Lordship  to  think  that  we 
are  complaining  solely  of  the  last  circular. 
10       BYRNE,  J. — Where  is  your  evidence  about  other  threats  ? 

Graham. — The  Defendants,  when  they  commenced  the  first  action,  began 
four  actions  against  our  customers,  and  these  are  threats  of  the  most  pointed 
description. 
Byrne,  J. — These  actions  are  not  threats  within    the    meaning    of    the 
15  flection. 

Oraham. — If  your  Lordship  thinks  so  there  is  an  end  of  that  part  of  the 

matter.    The  Defendants  desire  to  have  this  motion  dismissed  because  they 

have  duly  commenced  an  action,  but    six   weeks  hence  they  may  fail  to 

prosecute  with  due  diligence.     I  should  like  to  have  the  matter  hanging  in 

2D  terrorem  over  their  heads.  . 

Walter. — I  intend  to  take  out  a  summons  to  stay  this  action  for  threats  on 
the  ground  that  it  is  misconceived. 

BYRNE,  J. — I  do  not  see  my  way  to  interfere  in  this  case. 
I  agree    that  this  is  a  case    in  which,  in  the  action   that   was   brought, 
25  there  was  not  due  diligence  shown,  a,nd  judgment  in  that  has  been  given  for 
the  Defendants  with  costs. 

Now,  a  circular  is  issued  in  which  the  Plaintiffs  in  that  action  are  making 
threats  against  persons  using  the  identical  machine  which,  as  between  the 
Plaintiffs  and  the  Defendants,  in  the  action  which  has  already  been  determined, 
$0  was  Held  not  to  be  an  infringement  of  the  Defendants'  Patent.  But  when  I 
come  to  look  at  the  section  I  have  no  evidence  of  any  threats  made  prior  to  the 
determination  of  the  action  between  the  Plaintiffs  and  Defendants.  I  can  deal, 
therefore,  only  with  the  one  that  is  before  me. 

Section  32  says,  u  Where  any  person  claiming  to  be  the  Patentee  of  an 
35  "  invention,  by  circulars,  advertisements,  or  otherwise,  threatens  any  other 
"  person,"  &c,  "  any  person  aggrieved  thereby  "  (that  would  be  the  Plaintiffs 
in  the  present  action),  "  may  bring  an  action  against  him,  and  may  obtain  an 
44  injunction  against  the .  continuance  of  such  threats,  and  may  recover  such 
•4  damage,"  Ac.  "  Provided  that  this  section  shall  not  apply  if  the  person 
40  "  making  such  threats  with  due  diligence  commences  and  prosecutes  an  action 
44  for  infringement  of  his  Patent." 

I  think  that  must  apply  to  the  case  where  an  action  has  been  brought  with 
due  diligence,  as  in  the  present  case,  and  there  is  no  evidence  before  me  to 
show  that  it  has  not  been  prosecuted  up  to  the  present  with  due  diligence. 
45  As  an  ordinary  rule  I  should  simply  say,  no  Order  except  an  Order  to  pay 
the  costs  of  this  motion ;  but  I  am  not  quite  satisfied  in  reference  to  this 
transaction,  and  I  think  I  shall  be  justified  in  the  present  case  in  making  no 
Order  on  the  motion  except  reserving  the  costs  to  be  dealt  with  at  the  trial.  I 
shall  know  then  whether  there  is  bona  fides  about  the  matter,  and  if  there  is  not 
50  bona  fides  I  shall  not  give  the  Defendants  costs. 

This  will  not  prevent  you,  Mr.  Graham,  at  any  time  renewing  the  motion  if 
you  find  there  is  not  prosecution  with  due  dilgence. 
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Edison-Bell  Consolidated  Phonograph  Company,  Ld.  v.  Columbia 
Phonograph  Company. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

November  17th,  1900.  ' 

Edison-Bell   Consolidated   Phonograph   Company,  Ld.  v.  Columbia 

Phonograph  Company.  5 


Patent. — Action  for  infringement.— Particulars  of  Objections. — Application 
for  further  and  better  Particulars  refused. 

Defendants,  who  in  their  Particulars  of  Objections  alleged  pHor  publication 
in  several  Specifications,  alleging  as  to  some  that  all  parts  were  relied  on 
against  all  t7ie  claims  of  the  Plaintiffs'  Specification,  were  not  ordered  to  give  H 
further  Particulars. 

On  the  7th  of  May  1900,  the  Edison-Bell  Consolidated  Phonograph  Company, 
Ld.,  commenced  an  action  against  the  Columbia  Phonograph  Company  for 
infringement  of  Letters  Patent  No.  17,175  of  1887  for  "  Improvements  in 
"  phonographs  and  phonograms,"  and  No.  5307  of  1888  for  "  Improvements  in  15 
"  the  manufacture  of  phonogram  blanks  and  phonograms  and  apparatus 
"  therefor,"  both  granted  to  George  Edward  Oouraud. 

The  Statement  of  Claim  was  in  the  usual  form. 

The  Defendants,  by  their  Defence,  alleged  the  invalidity  of  both  Patents  by 
reason  of  the  matters  in  the  Particulars  of  Objections  appearing.  20 

The  Particulars  of  Objections  as  to  the  Patent  No.  17,175  of  1887  alleged 
(inter  alia),  (paragraph  5),  that  the  invention  was  not  new,  but  had  been  published 
in  this  realm  prior  to  the  date  of  the  Patent  by  the  deposit  in  the  Patent  Office 
Library  of  the  Specifications  of  the  Letters  Patent  thereinafter  referred  to, 
and  by  the  public  general  knowledge  of  the  matters  thereinafter  referred  to.  25 
The  following  Specifications  were  then  mentioned,  viz. : — Johnson  (No.  6027* 
of  1886),  Bell  and  Tainter  (U.S.A.,  No.  341,214  of  1886),  Tainter  (U.S.A.,  No. 
341,288  of  1886),  and  it  was  stated  with  reference  to  each  of  these  that  all  parts 
of  the  Specifications  were  relied  on,  and  all  claims  of  Gouraud's  Patent  were 
attacked.  A  considerable  number  of  other  Specifications  were  also  referred  to,  30 
all  parts  thereof  being  relied  on,  but  the  particular  claim  attacked  was  specified. 
As  to  the  Patent  No.  5307  of  1888,  want  of  novelty  was  also  alleged  (paragraph 
11),  by  the  prior  publication  of  certain  Specifications  and  by  public  general 
knowledge,  and  as  to  five  of  the  Specifications  all  parts  were  relied  upon  against 
all  the  claims  of  the  Patent,  and  also,  as  against  all  the  claims,  certain  common  35 
general  knowledge. 
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The  Plaintiffs  applied  for  further  and  better  particulars  of  the  Particulars  of 
Objections  showing,  as  to  paragraph  5  thereof,  (1)  the  parts  of  the  following 
Specifications  (giving  pages  and  lines  and  the  figures  relating  thereto)  relied  on 
against  each  of  the  claims  respectively  of  the  Plaintiffs'  Specification  (No.  17,175 
5  of  1887).  The  above  mentioned  Specifications  of  Johnson,  Bell  and  Tainter, 
and  Tainter,  were  specified.  Similar  further  particulars  were  asked  for  in 
reference  to  other  Specifications  mentioned  in  the  Particulars  of  Objections  and 
the  common  knowledge  referred  to  in  paragraph  11  thereof. 
The  Summons  was  heard  by  BUCKLEY, «/.,  for  Kekewich,  J. 

10  J.  C.  Graham  (instructed  by  Reddell  &  Co.)  appeared  for  the  Applicants  ; 
A.  J.  Walter  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the 
Respondents. 

Qraluim,  for  the  Applicants. — The  Specification  No.  17,175  of  1887  contains 
many  claims,  several  of  them  relating  to  specific  improvements.     The  whole  of 

15  the  Specification  of  Johnson  (No.  6027  of  1886)  (taking  that  as  an  instance)  is 
quoted  against  all  the  claims,  but  it  cannot  possibly  be  that  all  parts  of  Johnson 
can  be  relevant  against  all  the  claims.  For  instance,  it  is  clear  that  Johnson 
cannot  apply  to  some  of  the  claims  for  specific  improvements.  [Instances 
especially  relied  on  were  pointed  out.]    As  to  the  Patent  No.  5307  of  1888  the 

20  same  question  arises,  and  the  reference  to  common  general  knowledge  is  too 
vague. 

Walter,  for  the  Respondents. — In  the  first  and  second  claims  the  whole  thing 
is  claimed.  Johnson  is  really  the  Plaintiffs'  own  earlier  Specification.  The 
Respondents  say  that  the  whole  anticipates  those  claims.    The  Respondents,  in 

25  pleading,  are  entitled  to  rely  on  the  whole,  if  they  choose,  against  all  claims  of 

*  the  Plaintiffs'  Specification.    The  Court  will  not  interfere  with  this  right.     If 

the  Respondents  are  wrong  it  is  a  question  of  costs  only,  to  be  dealt  with  at  the 

trial  if  a  certificate  is  applied  for  under  section  29  of  the  Patents,  <&c.  Act,. 

1883.    The  Plaintiffs  are  asking  the  Court  to  say  that  the  Respondents  shall  not 

30  rely  on  a  defence.  As  to  common  general  knowledge  no  particulars  can  be 
ordered  to  be  given. 

Graham,  in  reply. — [BUCKLEY,  J. — How  can  I  go  into  this  before  the  trial  ?] 
On  the  face  of  the  Specifications  some  parts  relied  on  are  inapplicable  against 
certain  parts  of  the  Plaintiffs'  Specification. 

35  BUCKLEY,  J. — I  do  not  think  I  can  see  my  way  to  make  any  Order  on  this 
Summons.  It  seems  to  me  that  the  Defendants  are  in  the  position  they  claim 
to  be.  It  is  for  them  to  say  what  they  rely  on,  and,  if  at  the  trial  they  turn  out 
to  be  wrong,  they  will  have  to  pay  the  costs.     I  shall  make  no  Order  except 

<  •  that  the  costs  of  this  application  be  costs  in  the  action. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Stirling. 

July  4th,  5th,  and  6th,  and  November  10th,  1900. 

Actien  Gesellschaft  FttR  Cartonnagen  Industrie  v.  Temler  and 

Seeman.  5 

Patent. — Action* for  infringement — Title  to  Patents. — Equitable  title  to  a 
Jlcense. — Local  assignment. — Evidence. — Patent  Register  evidence  of  judgments. 
— German  judgment  prima  facie  evidence  of  its  contents. 

In  1888  a  German  Company  was  incorporated  for  the  purpose  of  purchasing 
and  working  certain  Patents  belonging  to  R.,  and  relating  to  the  grooving  of  10 
cardboard.    R.  stipulated  that  he  would  transfer  to  the  Company  "  all  further 
"  inventions  or  improvements  or  additional  or  independent  Patents  having 
"  reference  to  "  these  grooving  Patents  which  might  be  made  by  him  before  the 
expiration  of  such  Patents.    In  1892  R.  obtained  two  Patents  (Nos.  12,043  and 
28,785  of  1892)  for  improvements  in  bending  strawboard.    In  January  189S  15 
R.  agreed  to  grant  a  license  to  T.  to  work  one  of  these  Patents.    He  subse- 
quently granted  T.  several  temporary  licenses  to  use  both  flie  bending  Patents. 
In  1899  T.  obtained  Orders  of  the  Court  for  licenses  to  use  the  bending  Patents. 
In  July  1898  R.  and  T.,  as  partners,  assigned  to  S.  the  Patent  No.  12,048 
of  1892  for   the  district  of  Leicester.    S.  assigned  it  to  a  Company,  which  20 
went  into  liquidation.    The  liquidator  assigned  it  to  T. 

In  1899  the  German  Company  commenced  proceedings  against  R.  in  Germany. 
They  were  unsuccessful  in  the  Court  of  first  instance,  but  in  the  Superior 
Court  and  in  tlie  ultimate  Court  of  Appeal  they  obtained  judgments  for  transfer 
of  the  two  bending  Patents.  R.  consequently  assigned  them,  and  the  German  25 
Company  brought  an  action  for  infringement  of  the  PcUents  against  T.  T.  set 
up  his  equity  .to  a  license  and  the  local  assignment  through  S.  He  also 
denied  infringements,  and  attacked  the  validity  of  the  Patents. 

TJie  question  as  to  title  was  by  agreement  decided  first. 

Held,  that  T  had  failed  to  establish  the  existence  of  a  right  on  his  part  to  the  80 
license  lie  claimed  as  regards  both  Patents,  but  was  entitled  to  rely  on  the  legal 
title  he  had  acquired  through  S.  to  Patent  No.  12,048  of  1892  in  the  district 
of  Leicester. 


'J 
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Held  also,  that  the  statutes  of  the  German  Company  must  be  construed  by 
German  law. 

Held  also,  that  the  German  judgments  constituted  at  least  primd  facie 
evidence  of  the  German  law. 

5      Two  Patents  (Noe.  12,043  and  23,735  of  1892)  for  improvements  in  bending 
cardboard  and  strawboard  were  granted  to  Teodor  Remus. 

In  1888  a  German  Company,  the  Actien  Gesellschaft  fur  Cartonnagen 
Industrie,  was  incorporated  for  the  purpose  of  purchasing  and  working 
certain  Patents  belonging  to  T.  Remus  and  J.  Scherbel  relating  to  the  grooving 

10  of  cardboard.  Remus,  who  signed  the  statutes  of  the  Company,  stipulated  that 
he  would  transfer  to  the  Company  without  payment  all  further  inventions  or 
improvements  or  additional  or  independent  Patents  having  reference  to  the 
Patents  then  sold  to  the  Company  which  might  be  made  by  him  before  the 
expiration  of  such  Patents. 

15  On  the  31st  of  January  1893  Remus  entered  into  an  agreement  with  Josef 
Temler,  his  son-in-law,  whereby  Temler  was  to  purchase  Remus*  business,  and 
receive  a  license  to  use  (inter  alia)  the  Patent  No.  12,043  of  1892.  In  certain 
events  which  happened  Temler  was  to  become  Remus*  partner  in  the  business 
on  the  terms  of  half  shares. 

20  A  license  under  this  agreement  was  accordingly  granted  by  Remus  to  Temler, 
dated  the  1st  of  February  1893  (for  five  months).  Other  licenses  were  granted 
to  him  on  the  28th  September  1894  (for  two  years),  and  the  10th  of  October 
1896  (for  two  years  from  the  28th  of  September  1896)  for  the  use  of  Patents, 
including  both  No.  12,043  of  1892  and  No.  23,735  of  1892. 

25  On  the  22nd  of  April  1899,  in  an  undefended  action  before  Stirling,  J., 
Remus  was  ordered  to  grant  a  license  to  Temler  to  use  the  Patent  No.  12,043 
of  1892  for  the  remainder  of  the  term. 

On  the  10th  of  June  1899,  in  another  undefended  action  before  Stirlina,  J., 
Remus  was  ordered  to  grant  a  license  to  Temler  to  use  the  Patent  No.  23,735  of 

30  1892  for  the  remainder  of  the  term.  These  Orders  were  entered  on  the  Patent 
Register  on  the  3rd  of  May  1899  and  the  20th  of  June  1899  respectively. 

On  the  26th  of  July  1893  Temler  and  Remus,  as  partners,  assigned  to 
W.  O.  Shout  the  Patent  No.  12,043  of  1892  for  the  borough  of  Leicester,  and  all 
places  within  15  miles,  and  covenanted  that  Shout  should  have  the  benefit  of 

35  any  improvement  or  addition  to  the  invention  covered  by  the  said  Patent. 

On  the  18th  of  October  1893  Shout  assigned  the  Patent,  the  subject  of  the 
deed  of  the  26th  of  July  1893,  to  the  Metal  Rivetted  Box  Company,  which 
subsequently  went  into  voluntary  liquidation.  In  February  1898  the  liquidator 
assigned  to-  Temler  the  Patents  which  were  the  subject  of  the  deed  of  the 

40  26th  of  July  1893. 

Remus  having  refused  to  transfer  the  two  Patents  of  1892  to  them,  the 
Actien  Gesellschaft  commenced  proceedings  against  him  in  Germany.  They 
were  unsuccessful  in  the  Court  of  first  instance,  but  the  superior  Court  on 
the  27th  of  October  1898  reversed  the  judgment  of  the  Court  below,  and 

45  this  decision  was  upheld  by  the  ultimate  Court  of  Appeal  on  the  23rd  of 
January  1899. 

On  the  28th  of  June  1899  Remus,  in  obedience  to  the  judgment  of  the 
German  Courts,  transferred  these  two  Patents  to  the  Actien  Gesellschaft,  and 
the  transfers  were  entered  on  the  Patent  Register  on  the  28th  of  June  and  the 

50  6th  of  July  respectively. 

On  the  10th  of  May  1899  the  Actien  Gesellschaft  commenced  an  action  for 
infringement  of  the  Patents  Nos.  12,043  of  1892  and  23,735  of  1892,  claiming 
the  usual  relief  against  Temler  and  G.  C.  Seeman.  Proceedings  were  stayed 
against  Seeman  on  the  16th  June  1899. 
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The  pleadings  were  somewhat  long  and  complicated.  The  Defendant  denied 
infringement  and  attacked  the  validity  of  the  Patents,  bat  alleged  that  he  was 
in  equity  entitled  to  a  license  under  both  of  them,  and  that  he  was  also  entitled 
as  assignee  in  the  borough  of  Leicester  and  15  miles  round.  By  agreement  the 
questions  of  title  were  to  be  decided  first.  For  this  purpose  the  action  came  on  5 
for  trial  before  Stirling,  «/.,  on  the  4th  of  July  1900. 

,  Moulton,  Q.C.,  G.  A.  Russell,  Q.&,  and  O.  L.  Clare  (instructed  by  W.  J.  and   * 
E.  H.  Tremellen,  agents  for  Blair  and  Seddon,  Manchester)  appeared  for  the 
Plaintiffs  ;  and  Jenkins,  Q.C.,  H.  Terrell,  Q.C.,  and  A.  J.  Walter  (instructed  by 
Hutchinson  &  Sons)  for  the  Defendant.  10 

After  the  case  for  the  Plaintiffs  had  been  opened,  J.  E.  Boehmer,  H.  Wolllieim 
(managing  director  of  the  Plaintiff  Company),  and  J.  Swinburne,  gave  evidence 
for  the  Plaintiffs. 

Stirling,  J.,  admitted  the  German  judgments  in  evidence,  subject  to  what 
he  might  find  to  be  the  effect  of  them.  15 

Jenkins,  Q.C.,  for  the  Defendant. — The  issue  in  this  cise  is  whether,  as  against 
the  Plaintiff  Company,  the  Defendant  is  entitled  to  rely  on  the  licence  he  holds  . 
from  Remus  in  respect  of  these  two  bending  Patents  of  1892.    His  title  rests  on 
the  agreement,  for  value,  with  Remus  in  1893,  which  is  not  under  seal.     It  is 
said  that  Remus  was  bound  to  transfer  those  Patents,  as  soon  as  they  were  20 
granted,  to   the  Company.    They  say  their  equity  takes  priority  over  the 
Defendant's  right  against  Remus.    They  must  first  establish  their  equity.    We 
have  priority  as  far  as  the  Patent  Register  is  concerned  ;    therefore  they  must 
throw  back  their  equity  to  a  date  anterior  to  their  legal  title.     Clause  6  of  their 
statutes  of  1838  is  the  only  document  relied  on.     I  say  that  if  clause  6  is  to  be  25 
construed  by  this  Court  these  two  Patents  do  not  come  within  it.    If  not  I  shall 
show  that  the  German  Courts  never  said  this  clause  alone  conferred  an  equity, 
but  simply  said  this  clause,  in  conjunction  with  other  documents  of  which  I 
have  no  notice,  gave  an  equity  only  against  Remus.     The  German  Courts 
incorporated  an  earlier  document.      I  say  that  these  bending  Patents  have,  in  30 
fact,  no  relation  to  the  earlier  grooving  Patents  which  were  oriarinally  bought 
by  the  Company.    If  they  have,  then  the  Metal-Edged  Box  Company  would 
have  the  right  to  them,  not  the  Plaintiff  Company.     The  German  judgments 
make  no  declaration  defining  the  clause.    Remus  was  ordered  to  transfer  these 
Patents  to  the  Plaintiff  Company,  but  I  submit  they  must  take  subject  to  the  35 
previous  licenses.    It  is  only  a  personal  equity  against  Remus,  and  cannot  be 
used  so  as  to  follow  the  subject-matter.    The  German  judgments  are  not  binding 
on  me  ;  it  is  said  they  are  before  the  Court  as  evidence  of  German  law.    But 
the  contract  must  be  construed  by  this  Court  according  to  the  usual  rules  of 
construction  by  English  law.     [Duchess  di  Sora  v.  Phillips  (10  H.L.C.  G24),  and  40 
Yates  v.  Thomson  (3  CI.  &  F.  544)  were  cited.]     [Stirling,  J.,  referred  to 
Doglioni  v.  Crispin  (L.R.  1  E.  &  1. 301)].    Here  only  the  statutes  of  1888  are  to 
be  construed.     1  say  there  is  no  contract  at  all.    Evidence  as  to  this  depends  on 
the  lex  fori.    The  statutes  are  simply  for  the  guidance  of  shareholders.     Then 
these  Patents  are  not  Patents  having  reference  to  the  grooving  Patents.    If  they  45 
are,  then  the  English  bending  Patents  must  go  with  the  Pinglish  grooving 
Patents,  and  not  with  the  German.     The  English  grooving  Patents  were  not  / 
vested  in  the  Plaintiff  Company,  which  had  only  the  German  grooving  Patents, 
but  in  the  Metal-Edged  Box  Company.      Temler  had  notice  of  the  statutes,  but 
he  is  not  to  be  fixed  with  notice  of  what  construction  might  be  put  on  them  by  50 
a  German  Court.    Even  if  my  equity  is  subsequent,  an  earlier  equity  may  be 
defeated  if  the  owner  of  the  first  equity  has  so  acted  as  to  make  the  owners  of 
the  second  equity  change  their  position  for  the  worse.     Here  there  has  been 
laches  and  delay  almost  amounting  to   negligence.     As  to  the  question   of 
the  assignment  to  Shout  he  is  an  assignee  for  value  without  notice  for  the  55 
district  of  Leicester 
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W>  Wm  Beaumont,  W.  U.  Shout,  and  Albert  Smif,  gave  evidence  for  the 
Defendant. 

H.  Terrell*  Q.C.,  summed  up  for  the  Defendant. — We  had  a  notification  of 
our  license  on  the  Register  before  the  Plaintiff  Company  got  on  the  Register  at 
5  all.  The  German  judgment  is  no  authority.  You  cannot  receive  it  in  evidence 
{Bain  v.  Whitehaven  and  Furness  Railway \  3  H.L.C.  1).  You  must  have  an 
expert  to  explain  the  foreign  law.  Temler's  license  is  valid.  The  judgment 
against  Remus  is  personal,  and  has  no  effect  on  Temlei\  Future  English 
bending  Patents  could  not  have  been  intended  as  relating  to  German  grooving 

10  Patents.     Bending  is  quite  distinct  from  grooving.    The  bending  machine  was 

designed  purposely  to  do  away  with  the  cutting,  which  weakened  the  material. 

C.  A.  Russell,  Q.C.,  in  reply. — The  Plaintiff  Company  has  a  prima  facie  right. 

There  is  no  case  on  the  documents  showing  any  right  in  Temler.     Only  one 

Patent  is  scheduled  to  the  agreement  of  January  1893.    That  was  No.  12,043 

15  of  1892.  There  is  no  reference,  express  or  implied,  to  No.  23,735  of  1892. 
Temler  has  had  licences.  He  has  now  no  right  to  call  for  a  license.  As  to 
the  undefended  actions  the  rights  of  the  parties  were)  not  gone  into,  and  yon 
must  now  go  behind  those  judgments  to  the  documents  themselves.  If  it  is  a 
question  of  equities,  ours  must  prevail  as  the  first  in  time.    We  are  now  the 

20  legal  owners  by  assignment  from  Remus.  Temler  was  not  a  purchaser  for 
value  without  notice.  He  has  not  even  a  valid  agreement  for  a  licence,  and  if 
he  had  our  right  is  earlier.  The  statutes  of  the  Plaintiff  Company  form  a  valid 
contract.  Scherbel  and  Remus  signed  them.  In  any  case  they  constitute  a 
contract  by  German  law,  and  the  effect  of  them  in  an  English  Court  must  be 

25  determined  by  German  law.  The  German  judgments  show  the  effect  The 
bending  Patents  have  reference  to  the  grooving  Patents.  With  regard  to  Shout, 
Temler  could  not  be  in  a  better  position  after  the  re-assignment  from  Shout 
than  he  was  before  SJiout  got  his  assignment.  He  referred  to  Proctor  v.  Bennis 
(4  R.P.C.  333  ;  L.R.  36  Ch.D.  740). 

30  Stirling,  L.J. — This  is  an  action  which  was  brought  by  a  German  Company 
to  restrain  infringement  of  two  Patents  granted  in  England,  namely,  Nos.  12,043 
of  1892  and  23,735  of  1892,  to  one  Teodor  Remus  for  improvements  in  bending 
cardboard  and  strawboard.  The  Defendant  disputes  the  validity  of  the  Patents, 
but  alleges  that,  even  if  they  are  valid,  he  is  entitled  in  equity  to  a  license 

35  under  them  during  the  respective  remainders  of  the  terms  thereof  ;  or,  at  all 
events,  that  he  is  assignee  of  the  Letters  Patent  for  the  municipal  borough  of 
Leicester,  and  all  places  within  a  distance  of  15  miles  therefrom.  These  two 
questions  have  been,  by  agreement  between  the  parties,  tried  first,  and  I  have 
now  to  dispose  of  them. 

40  The  Plaintiffs  are  a  German  Company  incorporated  under  the  law  of  Germany 
on  the  10th  of  December  1888,  for  the  purpose  of  purchasing  and  working 
certain  Letters  Patent  belonging  to  Messrs.  Jean  Scherbel  and  Teodor  Remus, 
and  also  a  factory  of  Messrs.  Scherbel  which  had  been  erected  for  working 
those  Patents.    It  was  a  stipulation  of  the  statutes  of  the  Company,  which  bear 

45  date  the  10th  of  December  1888,  and  were  signed  by  Scherbel  and  Remus% 
that  they  should  transfer  without  payment  all  further  inventions  or  improve* 
ments  or  additional  or  independent  Patents  having  reference  to  the  above- 
mentioned  Patents  sold  to  the  Company  which  might  be  made  by  them  before 
the  expiration    of  such  Patents.    In  1892  Remus  took  out  in  England  two 

50  Patents  to  which  this  action  relates,  and  it  was  thereupon  alleged  by  the 
Plaintiff  Company  that  these  were  subject  to  the  stipulation  which  I  have  just 
mentioned,  and  the  Plaintiff  Company  required  Remus  to  transfer  them  in 
accordance  therewith.  Remits  refused  to  do  so,  and  the  Plaintiff  Company 
instituted  legal  proceedings  in  the  German  Courts  to  enforce  against  him  the 

55  rights  they  claimed.  In  the  Court  of  first  instance  the  Plaintiffs  were  unsuc- 
cessful, but  the  superior  Court  on  the  27th  of  October  1898  reversed  the  decision 
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of  the  Court  below,  and  this  decision  was  upheld  by  the  ultimate  Court  of 
Appeal  on  the  23rd  of  January  1899.  In  obedience  to  the  judgment  of  the 
German  Courts,  Remus,  on  the  28th  of  June  1899,  executed  transfers  to  the 
Plaintiffs  of  these  two  English  Patents,  which  were  entered  on  the  Patent 
Register  on  the  28th  of  June  1899  and  the  6th  July  respectively.  The  5 
Plaintiffs  are  consequently  the  legal  owners  of  the  Patents,  but  the  Defendant 
in  this  action  was  no  party  to  the  proceedings  in  Germany,  which  consequently 
do  not  necessarily  conclude  the  case  against  him. 

Previously  to  January  1893  Remus  carried  on  in  London,  under  the  style  of 
44  T.  Remus"  the  business  of  a  box  manufacturer,  and  on  the  31st  of  January  10 
1893  he  entered  into  an  agreement  with  the  Defendant,  who  is  his  son-in-law, 
for  the  sale  of  this  business  to  the  latter.  The  agreement  is  made  between 
Remus,  who  is  called  the  vendor,  of  the  one  part,  and  Tender,  who  is  called 
the  purchaser,  of  the  other  part.  It  recites  that  the  vendor — that  is,  Remus — 
carries  on  business  in  London  under  the  style  or  firm  "  T.  Remus "  as  a  box  15 
manufacturer,  and  for  the  working  of  certain  Patents,  for  which  purposes  the 
said  premises  are  fitted  up  with  certain  plant,  machinery,  tools,  and  so  forth. 
Then  it  recites  that,  "  The  vendor  being  compelled  to  return  to  Germany  under 
44  an  agreement  he  has  with  a  firm  or  Company  there  "  (that  is,  the  Plaintiffs), 
"  was  desirous  of  selling  the  said  business  and  other  things  specified  above,  20 
"  with  licenses  to  work  certain  Patents,  and  the  said  purchaser  has  agreed  to 
44  purchase  the  same  for  the  sum  of  8,000Z."  Then  it  is  agreed,  *«  That  the  said 
44  purchaser  shall  on  the  signing  of  this  agreement  pay  down  the  sum  of  4,500J. 
44  as  a  deposit  and  in  part  payment  of  the  purchase  money,  and  that  the  balance 
44  of  the  said  purchase  money  shall  be  paid  on  the  1st  day  of  July  next.  That  25 
44  on  payment  of  the  said  balance  of  the  purchase  money  the  said  vendor  shall 
"  execute  an  assignment  of  all  his  said  business  carried  on  at  30,  32,  and  34, 
"  Tabeniacle  Street,  aforesaid,  with  all  the  machinery,  plant,  tools,  fittings, 
44  and  fixtures  therein,  and  also  the  right  or  license  to  use  the  Patents  specified 
44  in  the  schedule  hereto  and  all  the  stock-in-trade."  30 

Here  I  may  remark  that  the  schedule  includes  Patent  No.  12,043  of  1892,  but 
does  not  include  the  second  Patent  (No.  23,735),  which  is  the  subject-matter  of 
this  action.  Then  clause  3  provides  that  "  on  the  execution  of  these  presents 
44  and  the  payment  of  the  said  4,500Z.,  the  said  purchaser  to  take  possession  of 
44  the  said  premises  and  carry  on  the  said  businesses,  the  said  vendor  clearing  35 
44  up  all  outgoings  up  to  and  including  the  1st  of  January  1893,  from  which 
44  date  the  purchaser  shall  pay  all  outgoings."  Then  clause  4  is  :  "  If  called 
14  upon  the  said  vendor  agrees  to  execute  a  license  to  the  said  purchaser  for  the 
44  use  of  the  said  Patents  before  the  balance  of  the  said  purchase  money  shall 
44  be  paid,  such  license,  however,  to  be  void  if  the  balance  of  the  said  purchase  40 
44  money  be  not  paid  on  the  said  1st  day  of  July  next."  Then  comes  this  clause, 
which  is  of  importance  :  "  The  purchaser  hereby  agrees  with  the  vendor  that, 
44  if  the  said  balance  of  the  purchase  money  be  not  paid  as  aforesaid,  that  the 
44  vendor  shall  have  the  right  to  enter  as  a  partner  in  the  said  business  in  lieu 
44  of  the  said  3,500£.,  each  partner  to  have  an  equal  half  share  in  the  said  45 
44  business." 

On  the  1st  of  February  1893,  Remus,  in  pursuance  of  this  agreement  of  the 
31st  of  January  1893,  granted  to  the  Defendant  a  license  to  use  the  Patents 
mentioned  in  the  schedule  to  that  agreement,  which  included,  as  I  have  said, 
only  one  of  the  Patents  which  are  the  subject  of  the  present  suit.  That  50 
license  extended  over  a  period  of  five  months  from  the  date,  and  it  contained  a 
covenant  on  the  part  of  Remus  that  he  would  not,  during  that  period,  grant 
any  other  license.  Consequently  the  licence  so  granted  expired  on  the  1st  of 
July  1893. 

Next  in  order  of  date  I  have  to  call  attention  to  a  deed  which  bears  date  the  55 
26th 'of  July  1893,  and  is  made  between  Temler,  called  the  vendor,  of  the  one 
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part ;  Remus,  called  the  inventor,  of  the  second  part ;  and  a  gentleman  of  the 
name  of  Shout,  described  as  of  Penarth,  in  the  connty  of  Glamorgan,  called  the 
purchaser,  of  the  third  part.  It  recites  that  Remus  claims  to  be  the  inventor  of 
certain  improvements,  and  the  grantee  of  two  Letters  Patent,  one  of  which  is 
5  No.  12,043,  and  then  it  recites  the  memorandum  of  agreement  of  the  31st  of 
January  1893,  between  the  inventor  of  the  one  part,  and  the  vendor  of  the  other 
part,  and  particularly  it  recites  clause  5,  which  I  have  already  read.  Then  it 
proceeds  :  "  And  whereas,  in  pursuance  of  the  agreement  contained  in  clause  5 
"  of  the  said  memorandum,  the  inventor,  as  from  the  first  day  of  July  1893,  has 

10  "  become  a  partner  with  the  vendor  in  the  said  business,  and  has  thereby 
"  become,  and  is  at  the  date  of  these  presents,  jointly  entitled  with  the  vendor 
"  to  all  the  beneficial  interest  of  the  inventor  of  and  in  the  said  Letters  Patent." 
Then  it  recites  that  no  assignment  has  been  executed,  and  that,  prior  to  the  1st 
of  July  1893,  the  vendor  had  agreed  with  the  purchaser — that  is,  Temler,  the 

15  present  Defendant,  had  agreed  with  Shout — "  for  the  execution  of  an  agreement 
"  in  the  terms  hereafter  appearing,  and  for  the  sale,  at  the  price  of  5261.,  of  the 
"  plant,  apparatus,  and  machinery,"  and  the  Letters  Patent,  including  No. 
12,043,  "  and  every  extension  thereof  respectively,  for  the  Municipal  Borough 
"  of  Leicester,  and  all  places  situate  within  a  distance  of  15  miles  from  tike 

20  "  boundaries  of  the  said  borough,  and  also  of  the  exclusive  benefit  in  the  said 
"  district  of  all  improvements  or  additions  to  the  said  inventions  respectively, 
"  or  any  discovery  useful  for  the  purpose  of  bending  strawboard,"  and  so  forth, 
"  which  may  now  be  in  the  knowledge  or  possession  of,  or  which  hereafter 
"  may  be  made  by,  or  come  within  the  knowledge  or  into  the  possession  of,  the 

25  "  vendor  or  the  inventor,  which  two  persons  are  hereinafter  referred  to 
**  collectively  as  4  the  partners.1 "  Then  it  proceeds  :  "  That  in  consideration  of 
"  the  sum  of  100/.,  on  the  execution  of  these  presents,  paid  by  the  purchaser  to 
"  the  partners,  the  receipt  whereof  the  partners  hereby  acknowledge,  and  of  the 
"  further  sum  of  426/.  to  be  paid  to  the  partners  upon  the  delivery  to  the 

30  "  purchaser  of  the  machines  hereinafter  mentioned  (which  two  sums  together 
"  constitute  the  purchase  money  of  526/.),  and  in  consideration  of  the  covenants, 
"  conditions,  and  provisoes  hereinafter  contained,  the  partners .  as  beneficial 
u  owners,  and  the  inventor  by  the  direction  of  the  vendor  directing  as  beneficial 
"  owner,  do  and  each  of  them  doth  hereby  assign  all  those  the  inventions,  and 

35  "  the  Letters  Patent,  and  each  of  them  for  the  said  district  but  not  elsewhere, 
44  to  hold,  use,  exercise,  and  enjoy  the  said  premises  unto,  and  by  the  purchaser 
u  and  his  assigns  absolutely." 

According,  therefore,  to  the  recitals  in  this  deed,  it  appears  that  the  balance 
of  the  purchase  money  which  was  to  be  paid  by  the  Defendant  to  Remus  on  the 

40  1st  of  July  1893,  was  not  paid,  and  that  under  clause  5  of  the  agreement  of  the 
31st  of  January  1893,  the  Defendant  and  Remus  became  partners  in  the  London 
business,  and  that  they  were,  as  such  partners,  jointly  entitled  to  the  beneficial 
interest  in  the  Patents  referred  to,  including  No.  12,043  of  1892,  the  legal  title 
remaining  vested  in  Remus.    The  agreement  of  the  31st  of  January  1893  does 

45  not  define  any  term  for  the  duration  of  this  partnership,  and  it  was  consequently 
a  partnership  at  will. 

By  deed,  dated  the  28th  of  September  1894,  Remus  granted  to  Temler  a 
license  under  four  Patents,  including  No.  12,043  of  1892  and  No.  23,735  of  1892, 
for  two  years  from  the  date  thereof.    That  deed  recites  that  Remus,  the  licensor, 

50  is  Patentee  and  owner  of  the  Letters  Patent,  and  that  the  licensee  has,  by  and 
with  the  consent  and  agreement  of  the  licensor,  continued  to  use  and  manufac- 
ture the  goods  covered  in  the  Letters  Patent  comprised  in  the  schedule  thereto, 
and  has,  with  like  consent  and  agreement,  continued  to  grant  lioenses  at 
royalties  for  the  use  of  the  same.    u  And  whereas  it  has  been  agreed  that  the 

55  "  licensor  should  and  would  give  to  the  licensee  a  license  to  use  and  mannfac~ 
tt  tare  the  goods  covered  in-  the  Letters  Patent  comprised  in  the  scheduj* 
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"  hereto,  and  to  grant  licenses  at  royalties  for  the  use  of  the  same."  Then  it 
proceeds :  "  This  indenture  witnesseth  that,  in  consideration  of  the  premises 
"  and  of  the  said  agreement,  the  said  licensor  doth  hereby  grant  unto  the  said 
"  licensee,  full  and  free  liberty,  license,  power,  privilege,  and  authority  to  use 
"  and  manufacture  the  goods  covered  in  the  Letters  Patent  comprised  in  the  5 
"  schedule  hereto,  and  to  grant  licenses  at  royalties  for  the  use  of  the  same,  and 
"  to  do  all  other  acts  and  things  in  respect  of  the  said  Letters  Patent  as  the 
u  licensor  could  now  do,  with  the  exception  of  selling  the  same,  for  a  term  of 
"  two  years  from  the  date  hereof,  yielding  and  paying  for  such  term  the 
w  monthly  rent  of  a  peppercorn.  And  the  said  licensor  hereby  declares  that  10 
**  during  such  period  all  the  proceeds  of  any  sales,  royalties,  or  other  profits 
'•  arising  from  the  legitimate  use  of  the  said  Letters  Patent  by  the  said  licensee 
u  shall  be  the  absolute  property  of  the  said  licensee."  Then  the  licensor 
covenanted  with  the  licensee,  that  during  such  period  of  two  years  he  would 
not  grant  a  license  for  the  use  of  the  Patents  in  any  way  in  the  kingdom  of  15 
England.  This  deed  does  not  recite  the  agreement  of  the  31st  of  January  189.1. 
It  describes  the  Defendant  as  a  merchant  or  manufacturer,  carrying  on  business 
in  London  under  the  style  of  "  T.  Remus."  There  is  no  reference  to  any 
partnership  subsisting  between  the  Defendant  and  Remus,  and  all  the  profits 
arising  from  the  use  of  the  license  are  to  be  the  absolute  property  of  the  20 
Defendant,  and  not  shared  between  them  in  accordance  with  the  provisions  of 
clause  5  of  the  agreement  of  the  31st  of  January  1893. 

By  another  deed,  dated  the  10th  of  October  1896,  expressed  in  similar  terms, 
Remus  granted  a  like  license  to  the  Defendant  for  two  years  from  the  28th  of 
September  1896.    This  license  expired  on  that  day  and  no  further  license  has  25 
been  granted. 

In  1899  the  present  Defendant  brought  an  action  in  this  Division  against 
Remus,  which  is  identified  as  1899 — T.— 460,  and  he  delivered  a  Statement  of 
Claim  which  contains  the  following  allegations.    It  sets  out  the  agreement  of 
the  3lBt  of  January  1893  very  shortly,  and  the  three  deeds,  which  are  licenses,  30 
of  the  1st  of  February  1893,  the  28th  of  September  1894,  and  the  10th  of 
October  1896.    Then  it  says  that  the  Plaintiff  Company  had  applied  to  the 
Defendant  for  a  renewal  of  the  license  for  the  further  period  of  the  term  of  the 
Letters  Patent,  but   the    Defendant   had  wrongfully  refused   to  renew  the 
license.      Then  it  stated  that  a  German   Company,  naming  it,  namely,  the  35 
Plaintiff  Company,  claim  to  be  entitled  to  the  Letters  Patent   under  some 
agreement  with  the  Defendant,  and  by  the  decision  of  the  German  Imperial 
Court  the  German  Company  has  been  held  entitled  to  an  assignment  from  the 
Defendant  of  the  Letters  Patent,  but  no  assignment  of  the  same  has  yet  been 
made  to  the  German  Company.    At  the  date  of  the  agreement,  it  proceeds  to  40 
say,  "the  Defendant  had  no  notice  of  the  alleged   agreement  between  the 
"  German  Company  and  the  Defendant,  or  that  the  said  German  Company  had 
"  or  claimed  any  rights  in  the  said  Letters  Patent,  and  the  Register  of  the  said 
"  Letters  Patent  at  the  Patent  Office  contained  no  entry  of  any  such  agreement." 
Then  it  claims  specific  performance  of  the  agreement  dated  the  31st  of  January  45 
1893,  and  the  grant  by  the  Defendant  of  a  license  during  the  remainder  of  the 
term,  and  an  injunction  to  restrain  the  Defendant  from  assigning  or  parting 
with  the  Letters  Patent  in  any  manner  inconsistent  with  the  agreement.    That 
action  came  on  before  me  as  a  short  cause  on  the  22nd  April  1899.    Remus  put 
in  an  appearance  but  delivered  no  defence,  and  accordingly,  on  the  22nd  of  50 
April  1899,  upon  motion  for  judgment  in  default  of  defence,  it  was  declared 
that  the  agreement  dated  the  31st  January  1893,  in  the  Statement  of  Claim 
mentioned,  ought  to  be  specifically  performed  and  carried  into  execution,  and 
the  Court  ordered  and  adjudged  the  same  accordingly.     And  it  was  ordered 
that  the  Defendant,  Teodor  Remus,  do,  on  or  before  the  8th  of  May  1899,  grant  55 
to5 the  Plaintiffs  a  license  >  during  the  remainder:  of  the.  term  of  the  .Letters* 
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Patent,  No.  12,043  of  1892,  to  work  the  invention  protected  by  the  said  Letters 
Patent,  and  it  was  ordered  that  the  Defendant,  Teodor  Remus,  and  his  agents, 
be  restrained  from  assigning,  parting,  or  dealing  with  the  Letters  Patent  No. 
12,043  of  1892,  in  the  Statement  of  Claim  mentioned,  in  any  manner 
5  inconsistent  with  the  terms  of  the  said  agreement  of  the  31st  of  January  1893. 
On  the  3rd  of  May  1899  this  judgment  was  entered  on  the  Register  of  Patents 
in  this  way  :  "  By  Order  of  Mr.  Justice  Stirling \  dated  the  22nd  of  April  1899, 
"  it  was  ordered  that  Teodor  Remus  do  grant  a  license  to  Joseph  Temlei* ;  office 
"  copy  of  Order  filed." 

10  On  the  10th  of  May  following  a  second  action  in  this  Division  was  also 
brought,  which  is  identified  as  1899— T. — 730.  It  was  brought  by  the  present 
Defendant  against  Remus,  and  the  Statement  of  Claim  there  set  out  that  "  in  or 
"  about  the  month  of  January  1893,  it  was  verbally  agreed  between  the 
"  Defendant  of  the  one  part  and  the  Plaintiff  of  the  other  part,  that  the  Plaintiff 

15  u  should  purchase  from  the  Defendant  the  business  then  carried  on  by  him,  and 
u  should  acquire  from  the  Defendant  a  license  entitling  him,  inter  alia,  to  use 
"  the  invention  protected  by  English  Letters  Patent  No.  12,043  of  1892,"  to 
which  the  former  action  related,  and  also  by  the  second  Letters  Patent,  No. 
23,735  of  that  year.     "  And  it  was  further  agreed  between  the  Plaintiff  and  the 

20  w  Defendant  that  the  terms  of  the  agreement  should  be  reduced  to  writing." 
Then  it  sets  out  the  agreement  of  the  31st  of  January  1893,  and  then  it  states 
the  grant  of  the  Letters  Patent,  No.  23,735  of  1892,  the  licenses  which  were 
granted,  and  that  the  Plaintiff  had  applied  to  the  Defendant  for  a  renewal  of 
the  license.     Then  it  contains  a  similar  allegation  with  reference  to  the  claim 

25  of  the  Plaintiffs,  and  it  states,  in  paragraph  7,  that,  "  At  the  date  of  the  said 
"  verbal  agreement  and  of  the  said  written  agreement  of  the  31st  of  January 
"1893,  the  Plaintiff  had  no  .notice  of  the  alleged  agreement  between  the  said 
"  German  Company  and  the  Defendant,  or  that  the  said  German  Company  had 
"  or  claimed  any  rights  in  the  said  Letters  Patent,"  and  it  claimed  rectification 

30  of  the  agreement  of  the  31st  of  January  1893  by  the  insertion  in  the  schedule  of 
the  said  agreement  of  the  Letters  Patent  No.  23,735  of  1892,  specific  performance 
of  the  agreement,  and  an  injunction  to  restrain  the  Defendant  from  assigning 
the  Letters  Patent  in  any  manner  inconsistent  with  the  agreement  as  rectified. 
The  same  course  was  pursued  as  in  the  former  action,  that  is  to  say,  the 

35  Defendant,  Remus,  put  in  an  appearance  but  put  in  no  defence.  The  action 
was  brought  on  before  me,  again  as  a  short  cause  in  default  of  defence,  on  the 
10th  of  June  1S99,  and  an  Order  was  obtained  that  the  agreement  should  be 
rectified,  and  that  Remus  should  specifically  perform  the  agreement,  and  that  the 
Defendant  be  restrained  from  assigning,  or  parting,  or  dealing  with  the  Letters 

40  Patent.  On  the  20th  of  June  1899,  after  the  present  action  had  been  brought, 
this  judgment  of  the  10th  of  May  was  entered  on  the  Register  of  Patents  as 
follows  :  "  By  an  Order  of  Mr.  Justice  Stirling,  dated  the  20th  of  June  1899,  it 
"  was  ordered  that  Remus  do  grant  a  license  to  Temler ;  office  copy  Order 
«  filed." 

45  Now,  at  the  trial  of  the  present  action,  neither  Temler  nor  Remus  was  called 
as  a  witness,  and  this  did  not  take  place  through  any  inadvertence,  but  the 
learned  Counsel  for  the  Plaintiffs  in  his  opening  called  the  attention  of  the 
Defendant's  Counsel  to  the  point,  and  after  that  warning  the  learned  Counsel 
for  the  Defendant  did  not  see  fit  to  call  either  of  them  as  witnesses.    Under 

50  these  circumstances,  I  have  to  determine  whether  the  Defendant  has  established 
against  the  Plaintiffs  his  title,  in  the  first  place,  to  a  license.  As  I  have  said,  it 
appears  that  on  the  26th  of  July  1893  there  subsisted  between  Temler  and 
Remus  a  partnership  at  will — that  is,  according  to  the  documents,  which  is  all 
the  evidence  on  the  subject  which  I  have  at  the  present  moment  before  me. 

55  I  think  that  the  licences  of  the  28th  of  September  1894  and  the  10th  of  October 
1896  are  inconsistent  with  the  continuance  of  a  partnership  on  the  terms  of  the 
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agreement  of  the  31st  January  1893  ;  that  consequently  that  partnership  must 
have  been  put  an  end  to,  and  that  when  that  took  place  the  agreement  of  the 
31st  January  1893  became  exhausted,  and  the  inference  from  the  documents  of 
the  28th  of  September  1894  and  the  10th  of  October  1896  seems  to  me  to  be 
that,  after  the  28th  of  September  1898,  no  agreement  subsisted  between  Temler  5 
and  Remus*  The  judgments  of  the  22nd  April  and  the  10th  of  June  189y  have 
J>een  entered  on  the  Register  of  Patents,  and  by  section  23,  subsection  2  of  the 
Patent  Act  of  1883  the  Register  is  prima  facie  evidence  of  the  matters  only 
entered  therein.  The  Register,  therefore,  is  admissible  evidence  of  the 
judgments,  but  the  weight  and  effect  of  this  evidence  is  to  be  considered.  10 
Upon  examination  it  proves  that  they  are  judgments  in  actions,  to  which  the 
present  Plaintiffs  were  not  parties,  obtained  in  the  absence  of  defence  simply  on 
the  allegations  contained  in  the  Statements  of  Claim,  which  are  based  on  the 
agreement  of  the  31st  of  January  1893,  and  take  no  notice  of  the  facts  appearing 
from  the  deeds  of  the  26th  of  July  1893,  the  28th  September  1894,  and  the  15 
10th  of  October  1896,  They  were  obtained,  I  must  add,  at  times  and  under 
circumstances  which  are  calculated  to  arouse  suspicion  of  collusion  between 
Temler  and  Remus,  and  in  the  absence  of  any  evidence  by  the  Defendant 
Tender,  who  was  the  person  from  whom  explanation  on  these  points  might 
naturally  be  looked  for,  I  can  only  attach  the  very  smallest  possible  weight  to  20 
those  judgments.  In  my  opinion,  therefore,  the  Defendant  has  failed  to 
establish  the  existence  of  a  right  on  his  part  to  the  license  which  he  claims, 
and  the  defence  fails  so  far  as  it  is  based  on  such  a  right. 

I  should  arrive  at  the  same  conclusion  on  another  ground,  which,  however, 
will  more  naturally  arise  at  a  later  period  of  this  judgment.  25 

There  remains  to  be  examined  the  title  set  up  under  the  deed  of  the  26th  of 
July  1893.  By  it  Temler  and  Remus  assigned  to  Shout  certain  Letters  Patent, 
including  No.  12,043  of  1 892  for  the.  municipal  borough  of  Leicester,  and  all 
plaees  within  a  distance  of  15  miles  from  that  borough,  and  they  thereby 
covenanted  that  the  purchaser,  Shout,  or  his  assignees,  should  have  the  exclusive  30 
benefit  of  any  improvement  or  addition  to  the  inventions  covered  by  the  Letters 
Patent.  Such  an  assignment  appears  to  be  within  the  provisions  of  section  36  of 
the  Patent  Act  of  1883.  By  a  deed  dated  the  18th  of  October  J  893,  Shout  assigned 
the  Letters  Patent  which  were  the  subject  of  the  deed  of  the  26th  of  July  1893 
to  a  limited  company,  namely,  the  Metal  Rl vetted  Box  Company.  In  November  35 
1897  this  Company  went  into  voluntary-  liquidation,  and  by  a  deed  dated  the 
1st  of  February  1898  the  liquidator  assigned  to  the  Defendant  Temler  the 
Patents  which  were  the  subject  of  the  deed  ol  the  26th  of  July  1893.  This 
deed  has  been  registered  in  the  Register  of  Patents.  The  Defendant  Temler 
has  thus  acquired  a  legal  title  to  the  Patent  No.  12,043  of  1S92  for  the  borough  40 
of  Leicester  and  the  additional  district  defined  by  the  deed  of  the  26th  of  July 
1893,  and  he  claims  an  equitable  title  to  the  Patent  No.  23,735  of  1892  as  being 
an  improvement  on  the  invention  protected  by  the  Patent  No.  12,043  of  the 
same  year,  and  within  the  purview  of  the  covenant  in  the  deed  of  the  26th  of 
July  1893.  45 

The  answer  of  the  Plaintiffs  to  the  title  thus  set  up  is,  that  it  was  taken  by 
Temler  with  notice  of  the  title  of  the  Plaintiffs.  To  this  it  was  replied  that, 
even  if  this  were  so,  still  Skotit,  the  intermediate  purchaser,  was  proved  to  be, 
as  in  fact  he  was,  a  purchaser  for  value  without  notice,  and  could  give  a  good 
title  to  a  purchaser  from  him  even  with  notice.  This  is  undoubtedly  the  50 
ordinary  rule  with  reference  to  legal  interests  ;  but  to  it  there  is  the  exception 
which  is  thus  stated  by  Sir  George  Jessel  in  Barrow's  case  in  14th  Chancery 
Division,  page  445  : — "  The  only  exception,  and  the  well-known  exception,  to 
"  the  rule  which  protects  a  purchaser  with  notice  taking  from  a  purchaser 
"  without  notice  is  that  which  prevents  a  trustee  buying  back  trust  property  55 
j^hicbrhe  &$  pojd,  or  a  fraudulent  man,  wfc<>  has  acquired  property  by  fraud, 
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"  saying  he  has  sold  it  to  a  bond  fide  purchaser  without  notice  and  has  got  it 
a  back  again."  Now,  whatever  may  be  said  as  to  the  position  of  Remus,  I 
cannot  see  that  Tender  was  ever  a  trustee  of  these  Patents.  He  stood  in  no 
fiduciary  position,  as  far  as  appears,  to  the  Plaintiffs,  nor  is  a  case  of  fraud 
5  made  out  against  him.  I  think,  therefore,  that  Tender  is  entitled  to  rely  on 
the  legal  title  which  he  has  acquired  to  this  Patent  No.  12,043.  With  reference 
to  equitable  interests  the  case  is  different.  An  equitable  assignee  takes, 
generally  speaking,  no  better  title  than  his  assignor,  and  on  that  I  may  refer, 
if  necessary,  to  Ford  v.  White,  16  Beavan,  120,  and  what  is  laid  down 
10  by  Lord  Chancellor  Westbury  in  Phillips  v.  Phdlips,  4  De  Gex,  Fisher  & 
Jones,  208. 

Now,  on  the  argument  at  the  trial,  it  was  not  disputed  by  the  learned  Counsel 

for  the  Defendant,  and,  indeed,  there  is  sufficient  evidence  to  show,  that  the 

Defendant  when  he  entered  into  the  agreement  of  the  31st  of  January  1893 

15  knew  of  the  statutes  of  the  Plaintiff  Company  of  the  10th  of  December  1888. 

The  general  rule  is  that  "  a  purchaser  with  notice  is  in  equity  bound  to  the 

"  same  extent  and  in  the  same  manner  as  was  the  person  from  whom  he 

tt  purchased."    In  equity,  therefore,  the  Defendant  took  subject  to  the  oblige 

tion  which  these  statutes  imposed  on  Remus.    Now  the  statutes  are  expressed 

20  in  the  German  language,  were  made  in  Germany,  by  and  between  persons  at 

the  time  residing  there,  and  are  obviously  intended  to  be  carried  into  effect  in 

that  country.    It  seems  to  me,  therefore,  that  the  obligations  of  Remus  are  to 

be  ascertained  by  the  law  of  Germany.    Lord  Justice  Bowen,  in  delivering  the 

judgment  of  the  Court  of  Appeal  in  Jacobs  v.    Credit    Lyonnais  (L.R.   12 

25  Q.B.D.  600),  says: — "The  broad  rule  is  that  the  law  of  a  country  where 

"  a  contract  is  made  governs  the  nature  of  the   obligation  and  the  inter- 

a  pretation  of  it,  unless  the  contrary  appears  to  be  the  express  intention  of  the 

V  parties."    I  find  here  nothing  to  show  any  contrary  intention.    The  law  of 

Germany  is  in  this  Court  a  matter  of  fact  to  be  proved  by  proper  evidence, 

30  which  is  usually  given  by  the  testimony  of  experts.    No  expert  evidence  has 

been  adduced  in  the  present  case  by  either  side.    The  Plaintiffs  put  in,  and 

rely  ,on,  the  judgments  given  against  Remus  in  the  German  Courts,  not  aa 

binding  Temler,  but  as  being  evidence  (they  say  the  best  evidence)  of  what, 

according  to  German  law,  the  obligations  of  Remus  are.    The  Defendant  denies 

35  that  these  judgments  are  admissible  evidence  at  all.    Now,  I  think  that  these 

judgments  are  plainly  admissible  as  evidence.    I  refer  to  paragraph  6  of  the 

Statement    of    Claim,    in    which    these    judgments    are    pleaded.      In    my 

opinion  they  are  properly  pleaded.    They  are  necessary  to  explain  the  history 

of  the  case,  and   the  position   of   the  Plaintiffs  with   reference  to  the  two 

40  judgments  that  were  obtained  in  this  Court  by  the  Defendant  against  Remus 

in  the  year  1899,  and  it  must  be  taken  to  be  proved  that  the  German  Courts 

have  adjudged  that,  by  virtue  of  the  document  of  the  10th  of  December  1888, 

Remus  came  under  an  obligation  to  assign  both  the  Patents  in  question  to 

the  Plaintiff  Company.    1  may  add  that  it  seems  to  me  that  this  is  really 

45  admitted  by  the  Defendant  in  the   two  Statements  of  Claim,  which  were 

delivered  in  the  actions  of  Temler  v.  Remus  already  referred  to. 

Now  the  judgment  of  a  Court  of  competent  jurisdiction  must  be  taken 
prima  facie,  to  be  correct,  as  was  established  in  Brennan's  case  in  the 
10th  Queen's  Bench,  at  page  492.  It  appears  to  me,  therefore,  that  the  German 
5)  judgments  do  constitute  at  least  pHmd  fame  evidence  ;  possibly  it  may  not  be 
conclusive  evidence  (see  Pritchard  v.  Hitchcock,  6  Manning  &  Grainger, 
page  151).  According  to  the  law  of  Germany,  the  deed  of  the  10th  of 
December  1888  did  impose  on  Remus  an  obligation  to  assign  the  Patents  4n 
question  to  the  Plaintiffs,  and,  as  there  is  no  evidence  to  the  contrary,  I  must 
55  take  the  fact  to  be  so.  The  Defendant,  therefore,  took  in  equity  ^ubjqct  to 
these  obligations. 
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This  reasoning,  if  well  founded,  applies  also  to  the  first  point  decided,  namely, 
the  equitable  right  which  the  Defendant  claims  to  have  a  license  for  the  whole 
of  the  Patents,  and  affords,  therefore,  an  additional  ground  for  the  conclusion  at 
which  I  have  arrived. 

The  result  is  that  these  defences  fail,  except  so  far  as  relates  to  the  title  of  the  5 
Defendant  to  the  benefit  of  the  deed  of  the  26th  of  July  1893,  so  far  as  it  relates 
to  the  Patent  No.  12,043. 

On  one  other  point  which  was  discussed  in  the  course  of  the  argument  I  may 
make  a  remark.  It  was  urged  that  the  Defendant  had,  to  the  knowledge  of  the 
Plaintiffs,  been  for  a  long  time  carrying  on  in  England  a  business  in  which  he  10 
made  use  of  the  Patents,  and  that  consequently  the  Plaintiffs  were  precluded 
from  enforcing  those  remedies  to  which  they  might  otherwise  have  been  entitled. 
It  appears  to  me,  however,  that  the  acts  of  the  Defendant,  whatever  they  may 
be,  are  to  be  referred  to  the  licenses  from  time  to  time  granted  by  Remus,  all  of 
which  have  now  come  to  an  end,  and  that  consequently  there  is  nothing  now  to  15 
prevent  the  Plaintiffs  from  enforcing  the  legal  rights  which  they  have  acquired. 
Any  question  which,  in  the  event  of  the  Plaintiffs  ultimately  succeeding 
in  this  action,  may  arise  as  to  damages,  may  be  left  to  be  decided  by  the 
Court  on  the  taking  of  that  inquiry.  I  think,  therefore,  that  if  the  issue  as  to 
validity  of  the  Patents  is  still  insisted  on  the  action  must  proceed.  At  the  20 
present  stage  I  propose  to  declare  this — on  the  wording  of  these  declarations, 
of  course,  I  shall  be  very  willing  to  be  assisted  by  Counsel — but  what  occurs  to 
me  is  this:  "  Declare  thnt  the  Defendant,  Josef  Temler,  is  the  assignee,  and 
4i  entitled  to  the  benefit  of  the  Letters  Patent  No.  12,043  of  1892,  within  the 
"  limited  area  defined  by  the  indenture  dated  the  26th  of  July  1892,  in  the  25 
"  Statement  of  Defence  mentioned."  Then  :  "  Declare  that,  save  as  aforesaid, 
"  the  Defendant,  Josef  Temler,  is  not  entitled  to  any  interest  in  the  said  Letters 
"  Patent,  No.  12,043  of  1892,  or  any  licence  to  use  the  same."  Then,  thirdly  : 
w  Declare  that  the*  Defendant,  Josef  Temler \  is  not  entitled  to  any  interest  in 
"  the  Letters  Patent,  No.  23,735  of  1892,  or  any  license  to  use  the  same."  30 

As  regards  the  costs,  there  can  be  no  final  Order  as  to  costs  at  this  stage,  but 
each  party  will  be  entitled,  in  any  event,  as  against  the  other,  to  the  costs 
relating  to'the  claim  on  which  he  succeeds. 
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Patent. — Action  for  infringement. — Construction  of  Specification. — Infringe- 
ment. — Patent  held  valid. — Judgment  for  Plaintiffs. 

In  1898  a  Patent  was  granted  for  "Improvements  in  or  connected  with  cases 

10  "  or  covers  for  the  chains  or  gear  of  velocipedes"  In  1889  a  Company,  in  whom 
the  Patent  had  become  vested,  commenced  an  action  for  infringement  of  the 
same.  The  Patentee's  first  claim  (ivhich  was  one  of  those  alleged  to  be  infringed) 
was  for  "  A  case  or  cover  for  the  chain  or  gear  of  velocipedes  composed  of  a 
"frame,  covering  the  inner  part  of  the  chain  gear,  mounted  on  the  bottom  stay 

15  "  tube,  and  having  upper  and  lower  longitudinal  guides  in  combination  with 
"  an  outer  case  or  cover  divided  transversely,  and  adapted  to  take  into  and  slide 
"  endwise  upon  such  fixed  guides,  to  cover  the  miter  parts  of  the  gear,  all  sub- 
"  stantially  as  and  for  the  purposes  herein  set  forth."  The  fourth  claim  was 
far  "  The  general  construction,  arrangement,  and  combination  of  parts  com- 

20  "  posing  my  improved  caws  or  covers  for  the  chain  or  gear  of  velocipedes,  all 
"  substantially  as  and  firr  the  purposes  herein  described  with  referent**  to  the 
"  accom/xmying  drawings"  The  Defendants  pleaded  (inter  alia)  that  the 
Patent  was  invalid  for  want  of  novelty,  ami  that  tliey  had  not  infringed. 
Farwell,  J.,  held,  at  the  trial,  that  at  the  date  of  the  Patent  a  cover  detach- 

25  able,  in  the  sense  in  which  thai  word  was  used  in  the  Specification — that  was  to 
say,  without  the  aid  of  any  implement —was  not  known  ;  that  the  essential 
parts  of  the  invention  were  the  central  fixed  frame  together  with  the  detachable 
awer ;  that  no  new  fact  had  been  proved  affecting  the  construction  put  on  the 
Specification  by  Stirling,  J.,    in  Presto   Gear  Case,    Ac,   Company,   Ld.   *\ 

30  Simplex  Gear  Case  Company,  Ld.  (15  R.P.C.  635)  ;  tliat  the  Defendants'  gear 

t  case  did  not  differ  in  the  material  respects  from  the  gear  case  held  in  that 

B 
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action  to  infringe  the  Patent,  and,  following  the  judgment  of  Stirling,  J., 
that  the  Defendants  had  infringed.  Judgment  was  given  for  the  Plaintiffs, 
and  a  Certificate  that  the  validity  of  the  Patent  came  in  question  was  granted. 
The  Defendants  appealed. 

Held,  that,  although  detachable  gear  cases  were  old  at  the  date  of  the  Patent,  5 
a  divided  case,  in  which  one  part  was  to  be  attaclied  to  the  frame,  and  the  other 
was  a  movable  part,  which  fitted  into  the  fived  part,  was  new ;  tliat  sliding  in 
fixed  guides  was  not  of  the  essence  of  the  invention  as  described ;  and  that,  even  if 
the  Defendants  did  not  infringe  the  first  claim,  they  infringed  the  fourth 
claim,  which  was  wider  than  the  first  claim,  and  claimed  tlxe  substantial  and  10 
important  parts.    The  appeal  was  dismissed  with  costs. 

On  the  21st  January  1893  Letters  Patent  (No.  1384  of  1893)  were  granted  to 
Henry  Bate  for  "  Improvements  in  or  connected  with  cases  or  covers  for  the 
"  chains  or  gear  of  velocipedes."  The  Complete  Specification  was  as 
follows :—  15 

"  My  invention  relates  to  improvements  in  or  connected  with  cases  or  covers 
u  for  the  chains  or  gear  of  velocipedes,  and  the  object  of  my  invention  is  to  so 
"  construct  such  cases  as  to  enable  same  to  be  removed  from  the  velocipedes  or 
"  to  be  replaced  thereon,  without  the  employment  of  tools  or  skilled  labour, 
"  and,  if  desired,  without  the  removal  from  the  case  of  any  part  thereof.  20 

"  I  will  describe  my  invention  by  reference  to  the  accompanying  drawing,  on 
"  which  similar  letters  indicate  like  parts  in  the  several  figures.  Fig.  1  shews 
"  in  side  elevation  a  gear  case  constructed  according  to  my  invention,  and  fixed 
"  in  position  upon  the  framework  of  a  so  called  safety  or  rear-driving  bicycle. 
44  Fig.  2  is  a  longitudinal  section  of  the  gear  case  removed  from  the  bicycle,  and  25 
44  shewing  the  interior  of  the  device.  Fig.  3  is  a  side  elevation  of  the  gear  case 
"  removed  from  the  central  fixed  part  of  same,  hereafter  described,  the  said 
"  central  part  being  shewn  separately  at  Fig.  4.  Fig.  5  is  a  left  hand  cross 
44  section  of  the  gear  case,  taken  on  the  line  X  Y  of  Fig.  2  and  drawn  to  a  larger 
"  scale  than  the  previous  figures.  Figs.  6  shew  in  vertical  longitudinal  section  30 
u  and  plan  respectively,  a  device  for  fastening  the  divided  parts  of  the  gear 
"  case  together.  According  (page  2  line  17)  to  my  invention  I  mount  upon 
"  the  bottom  stay  A,  that  is  to  say,  upon  the  tube  that  usually  runs  from  the 
44  crank  axle  B  to  the  rear  bearing  or  axle  B1  a  frame  composed  of  an 
44  upper  and  lower  longitudinal  guide  C  C1  respectively,  the  upper  guide  C  35 
44  being  below  the  upper  part  of  the  chain,  and  the  lower  guide  C1  above  the 
44  lower  part  of  the  chain,  these  two  guides  being  connected  at  or  near  their 
44  ends  C2  C8  and  secured  to  the  bottom  stay  A  by  brackets  E.  I  generally 
44  employ  biackets  of  a  form  such  as  is  clearly  shewn  at  Fig.  5,  as  I  find 
u  these  to  answer  the  purpose  well,  but  other  suitable  brackets  or  fixing  40 
44  devices,  such  as  are  well  known,  may  be  employed.  One  of  the  brackets 
u  E,  as  will  be  observed  by  reference  to  Figs.  1  and  4,  takes  on  to  the  tube 
44  in  one  direction,  and  the  other  in  the  opposite  direction,  and  it  is  by  this 
44  means  that  the  guide  frame  C  C3  is  securely  fixed  upon  the  said  bottom  tube  A, 
44  and  in  such  manner  that  by  unscrewing  the  screws  of  the  brackets  E,  the  45 
44  guide  frame  may  be  readily  detached  from  the  bottom  stay ;  although  of 
44  course  it  was  obvious  that  should  it  be  desired,  the  guide  frame  may  be  brazed 
44  to  the  bottom  stay  A.  In  order  to  place  the  frame  C — C8  in  the  position 
44  described,  upon  the  bottom  stay,  I  divide  the  guide  frame,  say  at  D,  so  that  I 
44  am  enabled  to  spring  the  frame  far  enough  apart  at  the  division  to  pass  over  50 
44  the  stay  A,  after  which  the  divided  part  is  connected  by,  for  example. 
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44  screw  D1,  as  shewn  at  Fig.  5.  Gear  {page  2  line  35)  cases  constructed 
44  according  to  my  invention  are  made  in  what  I  may  call  two  main  parts; 
u  the  first  of  these  being  the  guide  frame  already  described,  and  this,  as  is 
44  now  understood,  is  formed  on  its  horizontal   upper  and  lower  edges  with 

5  u  troughed  guides,  while  what  I  term  the  second  main  part  consists  of  a  case 
44  which  slides  within  the  said  guides  and  forms  a  cover  for  the  upper  and 
44  lower  surfaces  of  the  chain,  and  it  is  this  case  which  I  will  now  describe. 
44  This  second  part  (case  or  cover)  is  capable  of  being  separated  vertically  and 
44  transversely  into  two  parts,  either  hinsred  together  or  fastened  by  screws  or 

10  "  the  like.  In  the  drawings,  the  case  F  is  divided  at  the  end  by  the  crank 
44  shaft,  and  this  end  part  F1  is  hinged  to  its  other  part  F  by  a  hinge  F2,  and 
44  when  in  the  position  shewn  at  Fig.  1  is  secured  opposite  to  the  hinge  by  a 
44  screw  fastening  G,  shewn  separately  at  Fig.  6.  This  screw  is  not  calculated 
44  to  be  removed,  but  on  being  partially  unscrewed,  the  fork  part  G1  is  released, 

15  "  and  the  end  F1  may  be  turned  upon  its  hinge  into  the  position  shewn  at  Fig.  3. 
*4  At  the  part  where  the  rear  axle  B1  passes  through  the  sides  of  the  case,  I 
44  provide  plates  M  capable  of  being  moved  in  slides  and  the  apertures  through 
44  which  the  rear  bearing  axle  passes  are  slotted,  the  object  of  such  sliding 
44  plates  being  to  fit  up  against  the  rear  axle  and  close  the  said  apertures,  while 

20  44  by  this  arrangement  I  am  enabled  to  slide  the  rear  axle  for  adjusting  the 
44  tension  of  the  chain,  without  removing  or  disarranging  any  part  of  the  gear 
*4  case,  at  the  same  time  preventing  the  entry  of  dust  or  dirt,  which  would 
44  otherwise  take  place  were  the  holes  not  so  protected.  When  it  is  desired  to 
44  inspect  the  chain,  for  example,  and  to  remove  the  gear  case  for  this  purpose 

25  M  the  screw  or  other  fastening  at  G  is  loosened,  and  the  end  b 1  turned  upon  its 
44  hinge  into  the  position  shewn  at  Fig.  3.  The  case  F  may  then  be  seized  at  its 
44  rear  end,  being  slidden  along  the  guides  C  01  and  removed,  when  the  driving 
44  chain  will  be  quite  free  and  exposed.  To  replace  the  case  F,  the  front  end 
44  of  same  is  fitted  into  the  guides  of  the  parts  C  C1,  slidden  to  place,  and  the 

30  "  end  F1  closed  and  secured. 

44  Instead  of  the  front  end  of  the  case  being  hinged,  the  front  part  may  be 
44  made  in  a  piece  with  the  part  F,  and  the  rear  portion  may  be  divided  and 
44  hinged  so  that  the  gear  case  F  would  be  drawn  off  towards  the  front  of  the 
44  machine,  or  in  some  cases  I  may  divide  the  case  F  on,  say,  the  line  H  H,  Fig.  3, 

35  "  when  the  two  parts  would  be  slidden  onto  the  guides  C  separately  and  united 
44  at  the  division  by  screws  or  other  means. 

44  Instead  of  the  hinge  F3  and  fastening  G,  the  end  part  F1  may  be  fixed  to  the 
44  part  F  by  screws,  although  I  prefer  the  hinge  and  fastening  described." 
The  Patentee  claimed  :    44  1.    A   case   or   cover  for  the  chain  or  gear  of 

40  44  velocipedes,  composed  of  a  frame,  covering  the  inner  part  of  the  chain  gear 
44  mounted  on  the  bottom  stay  tube  and  having  upper  and  lower  longitudinal 
44  guides  in  combination  with  an  outer  case  or  cover  divided  transversely,  and 
44  adapted  to  take  into  and  slide  endwise  upon  such  fixed  guides,  to  cover  the 
44  outer  parts  of  the  gear,  all  substantially  as  and  for  the  purposes  herein  set  forth. 

45  44  2.  In  cases  or  covers  for  the  chains  or  gear  of  velocipedes,  the  combination 
44  with  an  outer  case  F  having  a  divided  and  hinged  end  part,  of  a  removable 
44  central  frame  C  C1  C3  C3,  divided  for  insertion  over  the  tube  A  and  provided 
44  with  clips  E  to  fix  to  the  said  tube  A,  and  the  upper  and  lower  parts  C,  C1  being 
44  provided  with  guides  onto  which  the  outer  case  F  slides,  the  hinged  end 

50  "  thereof  being  afterwards  closed  and  secured,  all  substantially  as  described  and 
44  illustrated  with  reference  to  the  accompanying  drawings.  3.  The  combination 
44  with  a  gear  case  or  cover  for  velocipedes,  composed  of  a  central  guide  part 
u  C — C3,  detachably  connected  to  the  machine,  and  an  outer  part  F  F1  adapted  to 
44  slide  endwise  onto  the  part  C — C3  of  slide  pieces  M  to  close  the  slot  in  the  case, 
55  "  through  which  the  rear  axle  passes,  substantially  as  set  forth.  4.  The  general 
44  construction,  arrangement,  and  combination  of  parts  composing  my  improved 
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"  cases  or  covers  for  the  chain  or  gear  of  velocipedes,  all  substantially  as  and  for 
"  the  purposes  herein  described  with  reference  to  the  accompanying  drawings.'* 


On   the    6th    of    March    1899,    the    Presto    Gear    Case    and    Component 
Company ,  Ld.,  commenced  an  action  against  Or  me,  Evans,  ani   Co.,  Ld. 
proprietors  of  the  Carter  Gear  Case  Patents  Company,  for  infringement  of  the  5 
Patent,  claiming  the  usual  relief  and  costs  as  between  solicitor  and  client. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the 
registered  proprietors  of  the  Patent,  and  that  the  Defendants  had  infringed 
the  same.  The  Particulars  of  Breaches  alleged  that  (1)  the  Defendants  had 
manufactured  and  sold,  and  were  manufacturing  and  selling,  gear  cases  10 
constructed  in  accordance  with  the  Specification  and  drawings  of  the  Patent, 
and  in  infringement  of  the  1st,  2nd,  3rd,  and  4th  claiming  clauses  thereof ;  and 
(2)  in  particular,  the  Defendants,  on  or  about  the  Gth  of  January,  at  their 
premises  situate  at  the  Elgin  Works,  Wolverhampton,  sold  to  W.  8.  Goodby,  of 
Merridale  Lane,  Wolverhampton,  a  gear  case  bearing  the  label, "  Carter's  Patent,  15 
"  No.  133,676,"  and  constructed  as  aforesaid. 

The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  that 
the  Patent  was  invalid.  The  Defendants,  by  their  amended  Particulars  of 
Objections,  alleged  (1)  want  of  novelty,  (2)  prior  publication  (a)  by  the  whole 
of  the  Specification  of  Joseph  George  Grose,  No.  31(32  of  1892,  {b)  by  the  20 
manufacture  and  public  exhibition  at,  and  in  preparation  for,  the  National 
Cycle  Show  at  the  Crystal  Palace  in  January  1893  (opened  the  20th  of  January 
189  \)  (stand  No.  22),  of  gear  cases  made  as  described  in  the  Specification  of 
Richard  Morris  Woodhead  (No.  901  of  1893,  Figs.  1-9)  ;  (e)  by  a  publication  in 
a  journal  called  the  "  Cyclist,"  Vol.  1 1,  No.  692,  page  46,  published  on  the  18th  25 
of  January  1893,  of  a  description  of  the  gear  cases  referred  to  in  paragraph  (/>) 
above  ;  (d)  by  the  manufacture  and  sale  by  the  Raleigh  Cycle  Company.  Ld.% 
at  Nottingham,  of  detachable  gear  cases,  described  as  the  detachable  Carter 
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case,  in  the  year  1892  ;  (e)  by  the  manufacture  and  sale  by  Hutnber  in  Co.,  Ld.> 
of  detachable  gear  cases  described  as  the  Basset  chain  cover  in  the  year  1892. 
Pursuant  to  an  order,  further  particulars  were  delivered  as  to  paragraphs  (rf) 
and  (e). 
5  The  drawings  below,  which  are  taken  from  a  Specification,  show  substantially 
the  construction  of  the  alleged  infringing  gear  case. 


The  action  was  tried  on  the  20th,  21st,  and  22nd  of  January  1900,  by 

FarweU,  J.,  who  held  that  at  the  date  of  the  Patent  a  cover,  detachable  in  the 

sense  in  which  that  word  was  used  in  the  Specification— that  was  to  say, 

10  without  the  aid  of  any  implement— was  not  known  ;  that  the  essential  parts  of 
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the  invention  were  the  central  fixed  frame  and  the  detachable  cover;  that  no 
new  fact  had  been  proved  affecting  the  construction  put  on  the  Specification  by 
Stirling,  J.,  in  Presto  Gear  Case,  Ac.  Company,  Ldm  v.  Simplex  Gear  Case 
Company,  Ld.  (15  R.P.C.  635)  ;  that  the  Defendants*  gear  case  did  not  differ  in 
the  material  respects  from  the  gear  case  held  in  that  action  to  infringe  the  5 
Patent,  and,  following  the  judgment  of  Stirling,  J.,  that  the  Defendants  had 
infringed.  Judgment  was  given  for  the  Plaintiffs,  and  a  Certificate  that  the 
validity  of  the  Patent  came  in  question  was  granted.*    The  Defendants  appealed. 

Bousfield,  Q.C.,  L.  B.  Sebastian,  and  E.  G.  Mears  (instructed  by  Miller, 
Smith  and  Bell,  agents  for  Fowler,  Langley  and  Wright,  o'f  Wolverhampton),  10 
appeared  for  the  Appellants  ;  Moulton,  Q.C.,  T.  Terrell,  Q.C.,  and  A.  J.  Walter 
(instru<?ted  by  Pepper,  Tangye  A  Co.,  agents  for  Pepper,  Tangye  and  WinterUm, 
of  Birmingham),  appeared  for  the  Respondents. 

Bousfield,  Q.C.,  and  Sebastian  for  the  Appellants. — The  question  in  this  case 
is  mainly  one  of  infringement,  depending  on  the  construction  of  the  Specifica-  15 
tion.    It  is  submitted  that  the  claims  are  very  narrow.     [The  Specification  was 
read.]    As  to  the  state  of  knowledge,  there  had  been  other  detachable  gear  cases, 
for  instance  Basset's,  which,  by  undoing  certain  screws,  would  come  into  two 
or  more  pieces,  and  that  shown  in  Carter's  original  Specification,  which  was 
divided  longitudinally  into  two  parts.    It  is  said  for  the  Plaintiffs  that  the  20 
essential  thing  in  their  gear  case  is  the  fixed  frame  or  central  piece,  so  made 
and  fixed  as  to  be  able  to  slide  or  fix  the  other  parts  on  to  it.    Farwell,  J., 
followed  Stirling,  J.,  in  the  u  Simplex  "  case  (15  R.P.C.  635).  The  "  Simplex  "  gear 
was,  however,  much  nearer  to  the  patented  one  than  the  Defendants'  is.     It 
was  not  new  to  take  the  back-stay  through  the  gear  case.     The  claims  in  the  25 
Specification  are  combination  claims.     In  the  first  claim  the  first  element  ends 
at  the  words  "  upper  and  lower  longitudinal  guides,"  which  are  essential.    As  to 
the  second  element  it  must  be  divided  transversely  ;  in  all  the  three  variations 
described  in  the  Specification  the  division  is  transverse.    The  words  referring 
to  the  longitudinal  guides,  the  division  transversely,  and  the  sliding  endwise,  30 
are  words  of  limitation,  not  of  description.    The  fourth  claim  is  meant  to  be 
confined  to  the  specific  arrangement  described  and  shown ;  it  is  limited  by  the 
drawings,  whereas  the  first  claim  is  not  so  limited.    The  Defendants'  gear  case 
is  more  analogous  to  the  older  cases  than  to  the  pateuted  one.    The  question  of 
infringement  may  be  tested  by  the  principle  laid  down  in  NobeVs  Explosives  35 
Company  v.  Anderson  (12  R.P.C.  164)  ;  the  Defendants'  gear  case  would  not 
have  anticipated  any  of  the  claims  in  the  Specification.     The  Patentee  for  his 
own  safety  limited  his  claims.    He  has  not  claimed  broadly  a  central  frame. 
Gear  cases  are  divided  into  open  cases  and    closed    cases,  and  whilst   the 
patented  one  is  an  open  case,  the  Defendants'  is  a  closed  case.    Also,  the  40 
Defendants'  case  has  no  "guides.''     Moreover,    there    is    merely  a  coming 
together  or  slight  overlapping  of  edges,  and  not  any  "  sliding."  Divided  gear  cases 
were  old.    The  whole  of  the  Patentee's  arrangement  is  based'on  making  a  fixed 
part  serve  as  a  slide  for  the  other  parts.    The  House  of  Lords,  in  Patent  cases, 
always  adheres  to    the    invention  as  claimed  (Dudgeon   v.    Thomson,  L.R.  45 
3  App.  Cas.  34).    This  case  is  of  the  type  of  Curtis  v.  Piatt,  (L.R.  3  Ch.  D.  315  n), 
and  not  of  Proctor  v.  Bennis  (4  R.P.C.  333).    [Clarke  v.  Adie  (L.R.  2  App.  Gas. 
315),  and  the  Ticket  Punch  Register  Company,  Ld.  v.  Colley's  Patents,  Ld. 
(12  R.P.C.  171),  were  also  referred  to,  and  the  judgment  of  Stirling,  J.,  in  the 
"Simplex'1'  case,  and  of  Farwell,  J.,  in  the  Court  below,  were  read.]    The  50 
evidence  is  different  from  that  in  the  "  Simplex  "  case  ;  Stirling,  J.,  had  not 
the  "Carter"  gear  case  before  him.    Farwell,  J.,   did   not   give  sufficient 
weight  to -the  evidence  as  to  the  "  Basset "  and  ''Carter"  cases.    The  evidence 
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establishes  that  detachability  was  old.    The  features  of  the  Patentee's  invention 
were  the  dividing  transversely  and  the  sliding. 

Terrell^  Q.C.,  and  Waller,  for  the  Respondents. — It  is  true  that  detachable 
cases  of  a  box  character  were  old,  but  the  detachability  of  the  patented  gear 

5  case  is  of  a  different  nature.  What  the  Patentee  did  was  to  divide  the  case  into 
two  parts,  one  to  be  fixed  on  to  the  machine  and  the  other  to  fit  on  to  that. 
The  main  idea  was  the  central  frame,  as  decided  by  Stirling,  J.,  and  Farwell,  J. 
As  to  infringement,  the  Defendants  take  the  central  frame,  the  only  difference 
being  that  the  other  part  is  put  on  vertically  instead  of  horizontally.    If  the 

10  'endwise  sliding  is  essential,  there  is,  of  course,  no  infringement.  But  Claim  4 
meets  that  point.  The  Defendants  have  secured  the  movement  which  the 
Patentee  describes  as  giving  a  capacity  for  detachability  ;  by  having  the  back- 
stay passing  through  the  case  and  having  a  fixed  frame  on  it  detachability  can 
be  obtained,  and  the  Defendants  have  both  those  points.    They  have,  however, 

15  simply  taken  as  much  as  they  could  away  from  the  frame  and  put  it  on  to  the 
cover,  and  have  secured  the  advantages  if  not  the  appearance.  At  the  date  of 
the  Patent  every  gear  case  depended  for  its  support  as  a  whole  on  something 
outside  the  gear  case ;  there  was  nothing  which  remained  as  a  permanent 
attachment  when  the  gear  case  was  opened  ;  but  loose  parts  were  put  together 

20  and  then  fixed  to  the  bicycle.  The  question  of  division  horizontally  or  vertically 
and  the  consequent  sliding  motion  in  putting  on  is  one  of  degree  depending  on 
the  necessary  shape  of  the  case  ;  the  point  may  be  tested  by  supposing  that  the 
longitudinal  division  was  the  only  difference.  The  question  is  whether  vertical 
division  is  of  the  essence  of  the  invention  ;  if  not,  then  the  Defendants  have  a 

25  sliding  motion  and  infringe. 

Bousfield,  Q.C.,  in  reply. — The  Specification  contemplates  a  division  in  one 
direction,  and  a  sliding  at  right  angles  to  that ;  but  if  the  Defendants  have  any 
sliding  it  is  in  the  s&me  line  as  the  division,  and  if  there  is  any  sliding  at  right 
angles  it  is  not  a  help  but  a  difficulty.     [Lord  ALVERSTONE,  L.C.J. — Do  not  the 

30  "feathers "  act  as  guides  ?]  No,  not  as  assisting  guides.  The  Patentee  contem- 
plates troughs  in  the  direction  of  sliding,  but  there  are  none  in  the  Defendants' 
case.  There  had  in  previous  gear  cases  been  such  sliding  as  the  Defendants 
have.  The  Specification  does  not  claim  broadly  a  fixed  frame  with  the  other 
parts  to  be  fixed  to  that. 

35       Lord  ALVERSTONE,  L.CJ. — This  case  has  been  very  ably  argued  before  us, 

and  when  it  is  understood  I  do  not  think  there  is  any  difficulty  about  it  at  all. 

I  think  that  in  both  cases  the  judgments  of  Mr.  Justice  Stirling  and  Mr.  Justice 

Farwell  were  right. 

In  Patent  cases  I  have  always  felt  that  there  is  a  line  of  thought  which  is 

40  most  likely  to  lead  you  to  the  right  result  in  the  speediest  way.  The  first  thing, 
assuming  you  understand  the  alphabet  of  the  science  or  art,  is  to  clearly  under- 
stand what  was  the  previous  state  of  knowledge.  Having  got,  either  by 
agreement  or  deduction  from  the  evidence,  a  clear  view  as  to  what  was  the 
previous  state  of  knowledge,  you  must  then  construe  the  Specification  with 

45  reference  to  that,  disregarding  issues  of  novelty  or  subject-matter  which  may 
arise  in  the  particular  case,  and  you  then  have  to  consider  whether  or  not  the 
infringement  comes  within  the  fair  meaning  of  the  claims — not  anything  else, 
but  the  claims  read  in  the  light  of  the  previous  state  of  knowledge,  and  without 
altering  their  words  unduly  in  favour  of  the  Patentee  or  the  infringer.     I  will 

80  say  .one  word  more  with  regard  to  the  law;  that  in  my  judgment,  be  it  a 
combination  claim  or  be  it  not,  you  are  only  allowed  to  follow  the  words  of  the 
claim,  but  you  are  not  to  permit  mere  mechanical  equivalents  or  mere  colourable 
alterations  to  prevent  a  thing  being  an  infringement,  having  regard  to  what 
the  meaning  of  the  claim  is. 

55  In  this  case,  dealing  first  in  that  order  with  the  practically  admitted  facts 
which  have  been  most  fairly  stated  by  Mr.  Bous field  and  Mr.  Terrell,  it  is 
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practically  agree  i,  in  favour  of  the  Defendants,  that  detachable  cases  were 
perfectly  well  known,  and  that,  as  I  have  indicated  more  than  once,  if  the 
judgments  of  Mr.  Justice  Far  well  and  Mr.  Justice  Stirling  had  proceeded 
upon  the  idea  that  detachable  cases  were  new  and  made  for  the  first 
time,  it  would  have  been  very  difficult  to  have  supported  the  judgments.  It  is  5 
agreed  that  detachable  cases  were  known  :  that  dividing  cases  into  two  parts, 
transversely  or  longitudinally,  was  also  perfectly  well  known  ;  and  that  putting 
the  edges  of  the  one  part  so  that  they  might  fit  into  the  other  was  perfectly  well 
known.  All  those  three  conditions  of  the  previous  knowledge  must  be  conceded 
to  the  Defendants,  and  the  Plaintiffs'  Specification  must,  so  far  as  the  language  10 
permits  it,  be  construed  with  reference  to  that  state  of  knowledge,  whether  it 
tends  to  make  the  Specification  good  or  bad.  What  is  admitted  by  Mr. 
Bousfield  not  to  have  been  known  was  dividing  the  case  into  two  parts,  one 
part  of  which  became  a  fixed  and  attached  part  of  the  frame,  and  the  other 
a  movable  part  which  fitted  into  the  fixed  part.  I  will  say  a  word,  of  course,  15 
when  I  come  to  the  claims  about  the  question  of  sliding  ;  but  that  is  admitted, 
with  regard  to  the  actual  state  of  knowledge,  to  have  been  the  condition  of 
things  as  to  what  was  old  and  what  was  new. 

Now  appreciating,  as  I  hope  we  do,  that  state  of  knowledge,  I  now  proceed  to 
consider  what  the  Specification  describes  as  being  the  invention,  and  I  think  20 
that  Mr.  Justice   Far  well  put  it  extremely  clearly,  and  Mr.  Justice  Stirling, 
though   possibly   he   may   have   used    expressions  which  would   lead  to  the 
conclusion  that  he  went  rather  farther,  also  stated  correctly  what  was  the  true 
effect  of  this  Specification.     I  take  it  myself  from  page  2,  line  17,  and  page  2, 
line  35.     In  the  first  passage  the  Patentee  says  that  he  mounts  upon  the  bottom  25 
stay  a  frame  composed  of  an  upper  and  Jower  longitudinal  guide,  the  upper 
guide  being  below  the  upper  part  of  the  chain  and  the  lower  guide  above  the 
lower  part  of  the  chain.    Then  he  states  that  gear  cases  constructed  according  t) 
his  invention  "  are  made  in  two  main  parts,  the  first  of  these  being  the  guide 
"  frame  already  described,  and  this,  as  is  now  understood,  is  formed  on  its  30 
"  horizontal  upper  and  lower  edges  with  troughed  guides,  while  what  I  term 
"  the  second  main  part  consists  of  a  case  which  slides  within  the  said  guides 
"  and  forms  a  cover  for  the  upper  and  lower  surfaces  of  the  chain."    That  is 
the  case  which  he  goes  on  to  describe.    We  now  come  to  his  claims,  and  I  think, 
if  the  first  claim  had  been  the  only  claim  in  the  Specification,  it  might  have  35 
been  more  difficult  to  take  the  view  which  Mr.  Justice  Farwell  and  Mr.  Justice 
Stirling  have  taken.     I  agree  that  we  should  then  have  perhaps  had  to  consider 
a  little  more  minutely  to  what  extent  the  sliding  endwise  in  fixed  guides  was  of 
the  essence  of  the  invention,  or  perhaps,  to  speak  more  correctly,  of  the  essence 
of  the  description  ;  but,  in  my  opinion,  as  this  claim  does  not  stand  alone,  the  40 
fourth  claim  is  most  material,  which  is  a  claim  for  "  the  general  construction 
"  arrangement,  and  combination    of  parts  composing  my  improved  cases  or 
"  covers  for  the  chain  or  gear  of  velocipedes,  all  substantially  as  and  for  the 
"  purposes  herein  described  with  reference  to  the  accompanying  drawings." 
I  do  not  read  that,  as  we  were  invited  by  Mr.  Bousfield  to  read  it,  as  indicating  45 
a  narrower  claim.     I  read  it  as  meaning  a  claim  to  what  I  havo  described  as 
being  the  substantial  and  important  parts,  and  I  read  the  first  claim  as  being  a 
more  limited  claim  than  the  fourth.    Now,  as  I  understand  the  invention  from 
the  other  claims,  it  consists,  as  in  the  exhibit  A.J.B.  6,  of  this  inner  trough 
inside  the  chain,  which  has  got  the  feathers,  as  I  call  them— I  do  not  know  50 
that  "  feather "  is  the  right  expression— the  guides,  on  either  side  into  which 
parts  of  the  cover  or  gear  case  are  going  to  engage ;  and  I  agree  that,  taking  the 
invention  in  its  most  detailed  form,  these  guides  were  meant  to  act  as  guides  in 
the  strictest  sense  of  the  word  ;  that  is  to  say,  guiding  the  gear  case  when  it 
was  being  pushed  on  from  end  to  end.    I  think  the  criticism  made  by  Mr.  55 
Bousfield  as  to*  the  function  of  the  guides  in  the  strictest  and  fullest  sense  waff 
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perfectly  right — a  trough  or  guide  which  guides  the  piece  in  the  direction  in 
which  it  is  travelling — and  if  that  had  been  pointed  out  in  the  Specification  as 
being  of  the  essence  of  the  invention,  then  I  think  we  could  not  have  even 
construed  the  fourth  claim  as  I  now  propose  to  construe  it.  The  next  part  was 
5  the  detached  gear  case,  which  slid  on  to  the  frame  by  means  of  these  guides,  so 
that  the  two  parts  together  when  they  were  in  position  formed  the  whole  gear 
case  and  were  capable  of  easy  removal. 

Now  I  have  endeavoured  to  the  best  of  my  ability  to  explain  what  I  under- 
stand to  be  the  language  of  the  Specification,  and,  by  reference  to  the  agreed 
10  model  of  the  invention,  to  show  what  I  mean,  whether  I  understand  it  or  not, 
by  the  parts  to  which  the  Patentee  has  referred. 

I  now  take  the  infringement.     It  is  quite  true  that  there  is  no  endwise 
sliding  in  the  sense  to  which  Mr.  Bousfield  called  attention.     On  the  other  hand, 
I  think  it  is  equally  true — though  I  do  not  attach  much  importance  to  it :  I 
15  think  I  might  almost  say  I  attach  very  little  importance  to  it — that  to  the  extent 
to  which  the  feathers  or  edges  are  upon  the  frame,  and  the  gear  case  is  coming 
to  be  pushed  down  or  up  upon  those  edges,  they  do  tend  to  guide  the  two  pieces 
into  their  correct  relative  position,  but  as  I  have  already  indicated,  as  I  think 
the  Specification  has  described  the  invention  clearly,  and  as  I  think  the  fourth 
20  claim  is  for  the  general  construction,  arrangement,  and  combination  of  parts  as 
and  for  the  purposes  described,  in  my  opinion  that  minor  refinement  of  guiding 
becomes  immaterial.    If  I  am  right  what  have  we  got  ?    It  is  not  denied  that 
the    Defendants     take    what    was    new  in  the    invention    to    this    extent : 
that  they  put  a  part  of  that  which  will  ultimately  be  the  gear  case  on  to  the 
25  frame  of  their  bicycle.    They  attach  it  (I  make  no  point  of  it  being  attached  in 
the  same  way,  because  there  may  be  many  modej  of  attachment)  so  that  it 
becomes  part  of  the  frame,  the  back  stay  passing  through  it  in  a  way  not  very 
different  from  the  way  in  which  the  back  stay  passes  along  the  cavity  in  the 
Plaintiffs'  exhibit  A. J.B.  6.     Now  having  got  that,  they  do  not  continue.    They 
30  have  upon  the  fixed  piece  no  troughs  at  all,  but  they  put  what  corresponds  with 
the  troughs  (and  they  were  old)  upon  the  cover,  and  they  make  those  engage,  for 
roughly  about  half  of  their  length,  with  the  feather  edges  upon  the  fixed  part. 
When  it  is  in  position  what  are  the  corresponding  positions  of  the  Defendants' 
and  the  Plaintiffs'  ?     It  is  scarcely  necessary  for  me  to  read  the  language, 
35  because  if  my  description  has  been  sufficiently  intelligible  to  be  followed,  it  is 
perfectly  clear  that  when  it  is  upon  the  bicycle  you  have  got  a  frame  which 
covers  the  inside  of  the  chain  top  and  bottom  ;  you  have  got  a  gear  case,  or 
cover,  which  covers  the  outside  of  the  chain  top  and  bottom,  and  which  fits  into 
those  edges  which  are  upon  that  part  of  the  gear  case  which  has  become  attached 
40  to  the  frame.    In  my  opinion,  for  everthing  which  is  essential  and  important, 
apart  from  the  question  of  guiding  the  top  and  bottom  of  the  gear  case  into  its 
position,  not  only  has  the  pith  and  marrow  of  the  invention  been  taken,  but 
that  which  the  Patentee  has  described  as  being  the  invention  has  been  taken, 
and  I  think  that  there  was  a  clear  infringement  of  the  fourth  claim.     It 
45  was  very  fairly  put  by  both  sides  ;  it  was  very  fairly  put  by  Mr.  Terrell  that  if 
the  sliding  on,  or  rather  the  guiding  on  iby  slides,  was  of  the  essence  of  the 
invention    as    described     in    the     Specification,    there    was    no    infringe- 
ment.   I  think  it  is  quite  clear  that  looking  to  what  is  described  as  being 
the  main  and  important  parts,  nobody  can  properly  suggest  that  the  endwise 
50  sliding  was  of  the  essence  of  the  invention.    On  the  other  hand,  it  was  very 
frankly  admitted  by  Mr.  Bousfield  that  if  the  true  view  of  the  Specification  is 
that  it  is  the  fixed  part  of  the  gear  case  put  on  to  the  frame,  and  fitting  into  the 
moveable  part  top  and  bottom,  then  he  could  not  deny  that  there  had  been 
infringement.    I  think,  both  on  the  language  of  the  Specification  and  upon  the 
55  evidence  before  the  learned  Judge,  what  was  new  was  what  I  have  described, 
and  I  think  that  this  appeal  should  be  dismissed. 
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It  is  important  only  to  add  that  no  real  question  of  novelty  was  raised  in  this 
case,  and  the  information  which  has  been  put  before  the  Court  was  very 
properly  adduced  in  order  to  enable  the  Court  to  come  to  a  proper  conclusion  as 
to  what  was  the  construction  of  the  Specification,  having  regard  to  the  existing 
state  of  knowledge.  5 

RlGBY,  L.J. — I  am  of  the  same  opinion.  For  some  time  I  felt  a  difficulty 
about  the  endwise  sliding,  but  I  have  satisfied  myself  that  that  is  not  of  the 
essence  of  the  invention,  unless  the  Patentee  is  limited  to  a  transverse  section 
of  the  gear  case.  If  it  would  have  been  permissible  in  accordance  with  his 
Specification  to  adopt,  or  even  if  it  is  open  to  him  to  say  that  those  who  adopt  the  10 
longitudinal  division  of  the  gear  case,  are  practically  doing  the  very  thing  that 
he  intended  to  do  by  his  transverse  section,  then  a  great  difficulty  would  have 
arisen  ;  but  I  have  satisfied  myself  that  although  the  appearance  is  greatly 
different  between  the  Plaintiffs'  and  the  Defendants'  whole  gear  case,  yet  by 
adopting  a  fixed  part  and  a  moveable  part,  and  by  providing  that  the  movable  15 
portion  when  it  has  been  put  into  position  does,  as  it  must  to  some  extent, 
though  not  to  a  large  extent,  slide  upon  the  fixed  portion,  the  Defendants  have 
only  taken  mechanical  equivalents  for  what  was  pointed  out  as  the  Plaintiffs' 
invention,  and,  therefore  (I  am  inclined  to  think  within  the  first  claim,  but  at 
any  rate  within  the  f ourthi),  they  infringe,  and  the  appeal  ought  to  be  dismissed  20 
with  costs. 

Vaughan  Williams,  L.J. — I  entirely  agree.  I  have  nothing  to  add  as  to 
what  has  been  said  about  the  taking  off  endwise  not  being  of  the  essence  of  the 
invention  ;  but  there  is  one  passage  in  Mr.  Justice  FarwelVs  judgment  which, 
although  it  is  perfectly  accurate,  one  has  to  look  at  a  little  carefully  to  understand  25 
what  he  means.  Here  it  is  common  ground  that,  if  you  look  at  the  state  of 
knowledge  at  the  date  of  these  Letters  Patent,  a  detachable  cover  was  not  new. 
Now  Mr.  Justice  Farwell,  and  to  a  certain  extent  Mr.  Justice  Stirling,  speak  of 
a  detachable  cover  as  if  it  were  new ;  but  the  truth  of  the  matter  is,  that, 
although  a  detachable  cover  generally  was  not  new,  a  detachable  cover  in  the  30 
sense  in  which  it  is  used  by  the  Patentee  in  the  Specification  was  new  ;  and  if 
you  look  at  Mr.  Justice  FarwelVs  judgment,  he  says  on  the  state  of  that  know- 
ledge, "  I  find  as  a  fact  that  a  detachable  cover,  in  the  sense  in  which 
"  *  detachable  cover '  is  used  in  this  Patent,  was  not  known  at  the  date  of  the 
"  Patent."  He  does  not  mean  to  say  by  that  that  a  detachable  cover  was  not  35 
known,  but  that  a  detachable  cover,  in  the  sense  in  which  it  is  used  in  the 
Patent,  was  not  known  ;  and  as  to  the  sense  in  which  it  is  used  in  the  Patent, 
I  cannot  put  it  more  shortly  than  it  was  put  by  Mr.  Terrell  in  his  argument, 
which  apparently  the  learned  Judge  adopted.  He,  speaking  in  the  voice  of  the 
Patentee,  says :  "  I  am  going  to  put  a  fixed  part  on  to  the  machine,  from  which  40 
"  part  the  gear  case  is  detachable  straight  away."  In  that  sense  "  detachability  " 
was,  as  Mr.  Justice  Farwell  finds  it,  a  novelty. 

The  appeal  was  dismissed  with  costs. 
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In  the  Court  op  Appeal. 

Be/ore  The  Lord  Chief  Justice  and  Lords  Justices  Rigby  and  Vaughan 

Williams. 

November  27th,  1900. 

5  Wolff  &  Son  v.  Nopitsch  and  Others. 

Action  to   restrain  passing  off. — "Spanish   Graphite"  pencils. — Get-up  of 
pencils. — Injunction  refused. — Appeal  dismissed. 

The  Appellants  in  an  action  for  passing  off  had  long  sold  their  pencils,  which 
Were  polished  a  dark  brown,  in  two  qualities,  stamped  in  gold  and  silver  letters 

10  respectively,  with  the  inscriptions  "  E.  Wolff  &  Son's  Selected  Spanish  Graphite 
"  *  HB,"  and  "  E.  Wolff  &  Son's  Penny  Spanish  Graphite  •  HB."  About 
1871  they  had  used  raw  graphite  imported  from  Spain,  but  the  supply  of 
suitable  material  from  that  country  had  long  since  given  out,  and  the 
Appellants  had  subsequently  prepared  a  blend  of  materials  obtained  elsewhere. 

15  The  principal  Respondents  were  a  German  firm,  who  had  supplied  or  were 
supplying  different  retail  traders  in  England  with  pencils  similarly  got  up, 
polished,  and  stamped,  the  stampings  including  the  terms,  "  Spanish  Graphite," 
u Spanish  Cedar"  and  "Selected  Graphite"  It  appeared  that  between  1874 
and  1884  the  Appellants  had  regularly  supplied  their  pencils  to  a  trader  whose 

20  name  was  j/ut  on  in  the  place  of  their  own  in  front  of  the  words  "  Spanish 
" Graphite,"  not  only  on  the  pencils  but  also  on  small  show-cases;  but  this 
practice  had  been  subsequently  stopped.  It  also  appeared  that  in  1888  the 
Respondents  had  supplied  pencils  stamped  "  Spanish  Graphite  "  to  the  English 
market,  and  that  three  other  makers  had  done  the  same  between  that  year  and 

25  the  date  of  the  trial.  It  was  held  by  Cozens-Hardy,  /.,  at  the  trial,  that  the 
Plaintiffs  were  not  entitled  to  an  injunction  to  restrain  the  manufacture  or  sale 
of  any  of  the  pencils  complained  of    The  Plaintiffs  appealed. 

Held,  by  the  Court  of  Appeal,  that  the  question  was  one  of  fact,  and  that 
there  was  no  ground  shown  for  overruling  the  decision  of  the  Court  below. 

30      The  appeal  was  dismissed  with  costs. 

In  this  action,  which  came  on  for  trial  in  March  1900,  Mr.  Justice  Cozens- 
Hardy  refused  to  grajit  an  injunction,  as  reported  in  17  R.P.C.  321.  The 
Plaintiff b  appealed,  and  the  appeal  -was  heard  on  the  27th  of  November  1900. 
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The  Appellants,  E.  Wolff  &  Son,  carrying  on  business  as  manufacturers  and 
vendors  of  pencils  in  London,  had  commenced  their  action  on  the  13th  of 
September  1899  against  Christian  Friedrich  Nopitsch,  George  Paul  Nopit&ch, 
and  Johann  Heinrich  Nopitschy  trading  and  sued  as  JUT.  Nopitsck  G.  W.  Sussner, 
carrying  on  a  similar  business  at  Schweinau  near  Nuremberg  in  the  German  h 
Empire,  and  against  Max  Seeck  (sued  as  Max  Seecke)  of  London,  sued  as  the 
English  agent  of  the  ether  Respondents.  The  Appellants  claimed  an  injunction 
restraining  the  Respondents  and  each  of  them,  their  servants  and  agents,  "  from 
"  passing  off  or  enabling  or  assisting  others  to  pass  off  any  writing  or  drawing 
44  pencils  not  of  the  Plaintiffs'  manufacture  or  merchandise  as  or  for  pencils  of  10 
44  the  Plaintiffs1  manufacture  or  merchandise  whether  by  means  of  the  name 
u  under  which  the  same  are  sold  or  offered  for  sale  or  of  the  manner  in  which 
44  the  same  are  got  up  or  packed  for  sale  or  otherwise  howsoever ;  and  in 
44  particular  from  selling  or  offering  or  exposing  or  advertising  for  sale  or 
44  procuring  to  be  sold  any  pencils  not  of  the  Plaintiffs'  manufacture  or  15 
44  merchandise  under  the  name  or  description  of  *  Spanish  Cedar '  or  *  Spanish 
41  4  Graphite '  or  *  Selected  Graphite  Spanish  Polished '  pencils  or  under  any 
44  other  name  or  description  so  contrived  or  arranged  as  by  colourable  imitation 
44  or  otherwise  calculated  to  represent  or  lead  to  the  belief  that  such  pencils  are 
44  pencils  of  the  Plaintiffs'  manufacture  or  merchandise."  The  Appellants  20 
further  claimed  delivery  up  on  oath  of  all  pencils,  boxes,  wrappers,  and 
other  enclosures  and  documents  in  the  possession  or  under  the  control  of  the 
Respondents  which  offended  against  the  foregoing  injunctions  or  either  of 
them,  and  also  damages  or  an  account  of  profits,  and  other  relief. 

The  Statement  of  Claim,  after  stating  the  parties  and  the  nature  of  their  25 
business,  continued : — 

44  (2)  The  Plaintiffs'  business  aforesaid  has  been  carried  on  by  them  and  their 
44  predecessors  in  business  in  the  United  Kingdom  for  nearly  a  century.  It  is 
44  the  oldest  and  most  important  business  of  its  kind  in  the  United  Kingdom, 
44  and  the  Plaintiffs  are  contractors  for  the  supply  of  pencils  to  Her  Majesty's  30 
44  Government,  the  Bank  of  England,  and  many  other  important  bodies. 
44  (3)  For  nearly  40  years  last  past  the  leading  and  most  important  department 
44  of  the  Plaintiffs'  business  has  consisted  in  the  manufacture  and  sale  of  a 
44  particular  variety  of  selected  blacklead  pencils  peculiar  to  themselves  and 
44  named  and  got  up  for  sale  in  a  manner  also  peculiar  to  themselves  and  35 
44  distinctive  of  their  said  pencils.  The  distinctive  name  under  which  the  said 
44  pencils  have  been  sold  throughout  the  period  aforesaid  is  4  Spanish  Graphite  ' 
44  or  4  Selected  Spanish  Graphite,'  and  their  said  pencils  are  got  up  for  sale  by 
44  being  coated  with  a  special  brown  polish  and  having  stamped  along  each 
44  pencil  in  gold  letters  the  inscription —  40 

E.  Wolff  $  Son's  SELECTED  §£j?p%sT£  *  HB 

44  The  grading  letters  differ  according  to  the  hardness  of  the  lead,  but  the 
44  Plaintiffs  claim  no  exclusive  right  therein.  The  lead  or  graphite  used  in  the 
44  pencils  is  the  result  of  a  special  and  secret  blend  invented  and  adopted  by  the 
44  Plaintiffs  after  many  experiments  many  years  ago.  For  a  short  time  at 
44  the  outset  of  the  Plaintiffs'  manufacture  and  sale  of  such  pencils  the  raw  45 
44  graphite  used  was  imported  from  Spain,  but  the  supply  soon  gave  out  and 
44  the  Plaintiffs  thenceforward  manufactured  their  Baid  pencils  from  suitably 
44  blended  materials  obtained  from  elsewhere.  It  is  well  known  that  no 
"  graphite  has  for  a  long  time  been  produced  in  Spain  and  no  other  firm 
*"  (except  as  hereinafter  mentioned)  has  ever  described  its  pencils  as  *  Spanish  50 
*4  *  Graphite '  or  used  the  said  term  except  as  distinguishing  the  Plaintiffs'  pencils 
"  from  pencils  of  all  other  makes,  and  the  said  name  has  for  many  years  past 
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"  been  a  mere  fancy  name  distinctive  of  the  Plaintiffs'  pencils  and  having  no 
Cfc  other  signification  whatever.    The  said  manner  of  getting  up  the  said  pencils 

*  has  also  (except  as  hereinafter  mentioned)  been  exclusively  confined  to  the 

*  Plaintiffs'  said  pencils  and  anyone  who  sees  a  pencil  so  got  up  or  hears  one  so 
5  "  described  as  a  ( Spanish  Graphite '  pencil  at  once  knows  that  the  pencil 

4i  referred  to  is  one  of  the  Plaintiffs'  make.  Many  millions  of  pencils  of  the 
"  Plaintiffs'  said  make  so  named  and  got  up  have  been  sold  to  and  purchased 
"  by  customers  in  the  United  Kingdom  and  (except  as  hereinafter  mentioned) 
"  no  pencils  of  any  other  make  have  been  sold  under  the  said  name  and  get  up. 

10  »  (4)  The  Defendants  are  well  aware  of  the  facts  aforesaid.  In  the  year  1896 
"  the  Plaintiffs  found  it  necessary  to  commence  an  action,  *  Wolff  v.  Mason — 
"  *  1896— W.— No.  2921,'  against  a  shopkeeper  who  was  selling  in  the  United 
"  Kingdom  pencils  described  as  '  Spanish  Graphite  '  and  polished,  got  up,  and 
44  lettered  in  imitation  of  the  Plaintiffs'  pencils  as  aforesaid.     The  inscription 

15  «  on  the  pencils  then  complained  of  was  stamped  in  gilt  letters  and  was  as 
u  follows  : — 

HB    *  Ti  W.   MASON'S   !£f  N  1 1 S  H    _  mao.  .„ 

GRAPHITE        waaia. 

44  In  the  course  of  such  action,  which  resulted  in  the  then  Defendant  submitting 
44  to  a  perpetual  injunction  with  damages  and  costs,  it  appeared  that  the  pencils 
44  then  complained  of  had  been  supplied  by  the  present  Defendants  and  that 

20  "  they  had  been  consulted  by  the  then  Defendant  as  to  the  possibility  of 
4*  defending  the  action.  (5)  The  Plaintiffs  recently  discovered  as  the  fact  is 
"  that  the  Defendants  were  again  manufacturing  in  Germany  and  supplying  to 
"  shopkeepers  in  the  United  Kingdom,  by  whom  the  same  were  sold  here, 
"  pencils  described,  got  up,  polished,  and  stamped  with  an  inscription  in  gilt 

25  "  letters  in  close  imitation  of  the  Plaintiffs'  pencils  aforesaid,  the  lettering  on 
"  some  of  such  pencils  being  as  follows : — 

HB  *  °&^s*  1?  SPANISH  CEDAR  |ERLAEPc„T?i  -  made  in  bavaria. 
,;  on  others — 

HB  -    QRAPhTte    —COOKE    BUOjS.  DUUHAJK 


_    MAOa  IN 
•AVAJtIA. 


u  and  on  others — 

HB   *   WILLAH  *  SMITH  fflfi** °  -  •££. 

"  and  are  selling  and  describing  such  pencils  as  4  Spanish  Polish.'     The  said 

30  "  pencils  contain  nothing  to  show  that  such  pencils  are  not  pencils  of  the 

44  Plaintiffs'  manufacture  lettered  by  them  with  the  customer's  name  according 

44  to  the  common  practice  in  this  and  many  trades.    There  is  no  4  Spanish  Cedar ' 

44  known  as  an  article  of  commerce  and  there  is  no  4  Spanish  Polish '  known  as 

44  a  trade  term,  but  both  the  expressions  aforesaid  were  invented,  adopted,  and 

35  u  used  by  the  Defendants  for  the  sole  purpose  of  connecting  their  said  pencils 

44  with  the  Plaintiffs'  and  causing  them  to  be  believed  to  be  the  Plaintiffs* 

44  •  Spanish    Graphite '    pencils.    The  said  pencils    so    closely    resemble    the 

44  Plaintiffs'  pencils  as  to  be  readily  mistaken  for  them,  and  the  same   are 

44  described,  got  up,  polished,  and  lettered  by  the  Defendants  as  aforesaid  in  the 

40  4<  hope  and  expectation  that  deception  would  take  place.    (6)   The  Defendants' 

44  pencils  aforesaid  are  calculated  to  cause  and  must  have  already  caused  the 
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('  Plaintiffs  considerable  loss  and  damage  both  in  their  business  and  reputation, 
"  and  are  calculated  to  divert  and  must  have  already  diverted  to  the  Defendants 
"  considerable  profits  intended  for  and  which  ought  to  have  belonged  to  the 
"  Plaintiffs,  but  the  Defendants  have  declined  to  attend   to  the  Plaintiffs' 
"  reasonable  representations  or  to  desist  from  their  wrongful  acts  aforesaid,  and  5 
"  unless  the  Defendants  are  restrained  by  an  injunction  from  continuing  their 
"  wrongful  acts  aforesaid,  the  Plaintiffs  will  suffer  great  loss  and  damage  in 
44  their  lawful  business." 
The  Respondents,  Nopitsch,  by  their  Statement  of  Defence,  alleged  as  follows : — 
"  (1)  These  Defendants  do  not  admit  that  the  leading  or  most  important  or  10 
"  any  part  of  the  Plaintiffs1  business  has  been  in  the  manufacture  or  sale  of  a 
"  particular  variety  of  selected  blacklead  pencils  peculiar  to  themselves,  and  got 
"  up  for  sale  in  a  manner  also  peculiar  to  themselves  and  distinctive  of  their 
"  said  pencils.    These  Defendants  do  not  admit  that  the  distinctive  name  under 
"  which  the  said  pencils  have  been  sold  throughout  the  period  named   in   15 
"  paragraph  3  of  the  Statement  of  Claim,  or  at  any  other  period,  is  *  Spanish 
"  *  Graphite,'  or  4  Selected  Spanish  Graphite,'  or  that  their  said  pencils  are  got  up 
"  for  sale  by  being  coated  with  a  special  brown  polish,  and  having  stamped  on 
"  every  such  pencil,  in  gold  letters,  the  inscription  mentioned  in  the  said  State- 
"  ment  of  Claim.    These  Defendants  do  not  admit  that  the  Plaintiffs  have  any  20 
"  exclusive  right  to  the  words  i  Graphite,'  or  *  Selected  Graphite,'  or  '  Spanish 
44  *  Graphite,'  or  *  Selected  Spanish  Graphite.'    Graphite  has  been  used  for  many 
"  years  by  all  pencil  manufacturers,  and  the  said  words  are  merely  indicative  of 
"  the  substance  used  and  the  place  wherein  such  substance  is  procured,  and 
"  do  not  denote  the  Plaintiffs'  pencils  unless  their  name  is  also  stamped  on  the  25 
u  pencils.    The  brown  polish  referred  to  is  in  common  use,  both  in  England 
**  and  Germany,  under  the  name  of  Spanish  brown,  and  the  Plaintiffs  have  no 
"  exclusive  right  to  the  use  of  such  name,  nor  does  such  brown  polish  indicate 
a  that  pencils  so  polished  are  of  the  Plaintiffs'  manfacture  only.     (2)  The 
"  Plaintiffs  do  not  mark  all  their  pencils  with  the  words  '  Spanish  Graphite '  or   30 
u  *  Selected  Spanish  Graphite,'  nor  colour  all  their  pencils,  whether  marked 
44  4  Spauish  Graphite  '  or  4  Selected  Spanish  Graphite '  or  not,  with  the  said  brown 
44  polish.    (3)  These  Defendants  do  not  admit  that  the  lead  or  graphite  used  in 
44  the  Plaintiffs'  pencils  is  the  result  of  a  special  and  secret  blend  invented  or 
"  adopted  by  the  Plaintiffs.    The  process  of  blending  graphite  to  make  pencils   35 
44  was  invented  at  the  end  of  the  last  century,  and  has  been  in  common  use  ever 
"  since.     If  the  graphite  used  by  the  Plaintiffs  is  not  procured  from  Spain,  as 
"  alleged  by  the  Plaintiffs,  the  word  i  Spanish  "  with  which  their  said  pencils  are 
44  marked  is  incorrect  and  misleading.     These  Defendants  do  not  admit  that  it 
44  is  well  known  that  no  graphite  has  for  a  long  time  been  produced  in  Spain,   40 
44  or  that  no  other  firm  (except  as  mentioned  in  the  Statement  of  Claim)  has 
44  ever  used  the  said  term  except  as  distinguishing  the  Plaintiffs'  pencils  from 
u  pencils  of  all  other  makes,  or  that  the  said  name  has  for  many  years  past 
44  been  a  mere  fancy  name  distinctive  of  the  Plaintiffs'  pencils  and  having  no 
"  other  signification  whatever.     The  Defendants  do  not  admit  that  the  said  45 
44  manner  of  getting  up  the  said  pencils  has  been  exclusively  confined  (except  as 
44  mentioned  in  the  Statement  of  Claim)  to  the  Plaintiffs'  said  pencils,  or  that 
44  anyone  who  sees  a  pencil  so  got  up,  or  hears  one  described  as  a  '  Spanish 
44  4  Graphite '  pencil,  at  once  knows  that  the  pencil  referred  to  is  one  of  the 
"  Plaintiffs'  make.    These  Defendants,  however,  do  not  procure  any  of  their  50 
44  graphite  from  Spain,  and  do  not  use  the  word  4  Spanish  Graphite '  in  reference 
44  to  pencils  manufactured  by  them,  but  submit  they  would  be  entitled  to  do  so 
44  if  they  used  Spanish  graphite  in  the  manufacture  of  their  pencils.    These 
"  Defendants  do  not  admit  that  many  millions  of  pencils  of  the  Plaintiffs'  said 
44  make  so  named  and  got  up  have  been  sold  to  and  purchased  by  customers  in  55 
44  the  United  Kingdom,  though  they  admit  that  some,  and  probably  a  considerable 
44  quantity  of  such,  have  been  sold  to  such  customers.     These  Defendants  do 
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"  not  admit  that  (except  as  mentioned  in  the  Statement  of  Claim)  no  pencils  of 
44  any  other  kind  have  been  sold  under  the  said  name  and  get-up.  (4)  Pencils 
44  marked  4  Spanish  Graphite '  have  for  many  years  been  sold  in  the  United 
44  Kingdom  stamped  with  the  names  of  other  makers  than  the  Plaintiffs ;   in 

,5  "  particular,  pencils  so  stamped  were  sold  by  John  Heath,  of  Birmingham,  and 
44  S.  Leach  <k  Son,  of  Middlesborough,  and  the  Defendants  submit  that  such 
u  words  are  commonly  used  in  the  pencil  trade,  and  are  not  the  exclusive 
44  property  of  and  do  not  indicate  pencils  manufactured  solely  by  the  Plaintiffs. 
44  (5)  These  Defendants  deny  that  they  were  well  aware  of  the  facts  alleged  in 
:  10  *•  paragraphs  1  and  3  of  the  Statement  of  Claim,  or  that  such  facts  are  true. 
"  They  do  not  admit  that  they  were  consulted  by  F.  W.  Mason  as  to  the 
k4  possibility  of  defending  the  action  brought  against  him  by  the  Plaintiffs,  as 
"  stated  in  paragraph  i  of  the  Statement  of  Claim,  (ti)  The  Defendants  admit 
"  the  use  by  them  of  the  words  4  Selected  Graphite '  on  their  pencils,  and  submit 

15  "  that  they  are  entitled  so  to  use  them  ;  such  words  are  used  to  indicate  that 
fc4  the  quality  of  graphite  used  has  been  selected  from  other  qualities  to  produce 
44  the  particular  pencil.  (7)  These  Defendants  deny  that  the  pencils  made  by 
44  them,  referred  to  in  paragraph  4  of  the  Statement  of  Claim,  are  got  up, 
44  polished,  or  stamped  in  close  imitation  of  the  Plaintiffs'  pencils  aforesaid. 

20  "  These  Defendants  deny  that  the  said  pencils  contain  nothing  to  show  that 
44  such  pencils  are  not  pencils  of  the  Plaintiffs'  manufacture.  These  Defendants 
4*  submit  that  prima  facie  the  lettering  on  the  pencils  referred  to  shows  them 
44  not  to  be  of  the  Plaintiffs'  manufacture.  The  term  4  Spanish  Cedar '  is  well 
44  known  amongst  pencil  makers  to  indicate  the  best  variety  of  pencil  cedar  used 

25  "  for  pencil  making,  but  these  Defendants  do  not  now  use  the  word  4  Spanish '  on 
44  their  graphite  pencils,  and  the  term  4  Spanish  Brown '  is  the  name  used,  both  in 
4*  the  United  Kingdom  and  in  Germany,  for  the  particular  brown  colour  used 
44  by  all  pencil  makers  for  polishing  pencils,  and  whence  the  term  4  Spanish 
44  4  Polish '  is  derived.  These  Defendants  deny  that  both  the  expressions  aforesaid 

30  "  were  inserted  or  adopted  or  used  by  them  for  the  sole  purpose  of  connecting 
44  their  said  pencils  with  the  Plaintiffs',  or  causing  them  to  be  believed  to  be  the 
"  Plaintiffs'  4  Spanish  Graphite '  pencils.  The  said  Spanish  brown  polish  has 
44  been  used  by  the  Defendants  and  other  pencil  makers  for  many  years.  These 
44  Defendants  deny  that  the  said  pencils  so  closely  resemble  the   Plaintiffs' 

35  "  pencils  as  aforesaid  as  to  be  readily  mistaken  for  them,  or  that  the  same  are 
44  got  up,  polished,  and  lettered  by  these  Defendants  as  aforesaid  in  the  hope  or 
44  expectation  that  deception  would  take  place.  (8)  These  Defendants  deny 
44  that  the  pencils  aforesaid  are  calculated  to  cause,  or  have  caused,  or  must  have 
44  already  caused,  the  Plaintiffs  any  loss  or  damage,  either  in  their  business 

40  "  or  reputation,  or  that  they  are  calculated  to  divert,  or  must  have  already 
14  diverted,  to  these  Defendants  any  profit  intended  for,  or  which  ought  to  have 
44  belonged  to,  the  Plaintiffs,  or  that  any  act  of  these  Defendants  is  wrongful,  or 
44  that  by  any  wrongful  act  of  theirs  the  Plaintiffs  will  suffer  any  loss  or 
44  damage  in  their  lawful  business.     The  Plaintiffs  are  merely  manufacturers 

45  "  and  not  retailers  of  their  said  pencils,  and  their  customers  are  persons  well 

44  acquainted  with  the  pencil  trade,  and  cannot  be  deceived  by  any  fancied 

44  resemblance  between  the  Plaintiffs'  said  pencils  and  those  of  the  Defendants' 

44  manufacture." 

The  Respondent  Seech  alleged  that  he  was  the  agent  in  England  of  the  other 

50  Respondents  solely  for  the  purpose  of  collecting  the  accounts  due  to  them  from 
customers  in  the  United  Kingdom,  and  remitting  the  money  so  collected  to  the 
Respondents  ;  he  admitted  that  he  packed  parcels  for  them,  forwarded  them  on, 
and  sent  back  to  Germany  such  parcels  as  were  returned  ;  but  while  admitting 
that  he  was  the  only  person  resident  in  this  country  who  had  any  connexion 

55  with  the  other  Respondents,  denied  that  he  in  any  way  canvassed  or  procured 
orders  for  them  from  customers  in  the  United  Kingdom,  or  in  any  way  sold  or 
.  disposed  of  the  Respondents'  pencils  to  such  customers. 
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• 

The  action  was  tried  before  Mr.  Justice  Cozens-Hardy,  who  held  that  the 
Plaintiffs  were  not  entitled  to  an  injunction  to  restrain  the  manufacture  or  sale 
of  any  of  the  pencils  complained  of. 

The  evidence  given  at  the  trial  of  the  action  is  summarized  in  the  report  in 
17  R.P.C.  321,  at  pp.  326,  327.    The  Plaintiffs  appealed.  5 

Moulton,  Q.C.,  and  Sebastian  (instructed  by  Benttvich,  Watkin- Williams 
and  Gray)  appeared  for  the  Appellants ;  B<msfieldy  Q.C.,  and  Kenyan  Parker 
(instructed  by  E.  C.  Kilsby  &  Son)  appeared  for  the  Respondents  Nopitsch, 
sued  and  trading  as  M .  Nopitsch  G.  W.  Sussner ;  Methold  (also  instructed  by 
E.  C.  Kilsby  A  Son)  appeared  for  the  Respondent  Max  Seeck.  10 

Moulton,  Q.C.,  and  Sebastian,  for  the  Appellants. — Unless  an  injunction  is 
granted,  the  right  to  use  both  the  name  "  Selected  Graphite  "  with  or  without 
*•  Spanish  "  and  this  particular  get-up  will  be  thrown  open  to  the  trade  ;  and, 
according  to  the  uncontradicted  evidence  of  the  representatives  of  leading  firms, 
the  Respondents'  pencils  are  calculated  to  deceive  purchasers  who  want  those  15 
of  the  Appellants ;  the  Respondents  only  bring  as  witnesses  an  infringer  and 
one  small  rival  manufacturer.  The  term  "  Spanish  Graphite  "  is  not  geographical, 
but  is  a  fancy  term,  and,  upon  the  evidence,  is  shown  to  have  become  a  trade 
name  denoting  Wolff 's  manufacture.  The  statements  in  the  Appellants*  trade 
catalogues  up  to  1892  (which  even  wholesale  customers  do  not  take  the  trouble  20 
to  look  at)  may  be  incorrect,  but  are  not  fraudulently  deceitful.  In  cases  of 
this  kind  there  is  an  important  distinction  to  be  drawn  between  a  name  that  is 
not  correct  and  a  name  that  deceives — e.g.  between  "  My  Grandfather's  Sauce  " 
(when  there  has  in  fact  been  no  such  thing)  and  "  Lea  and  Perrin's  Sauce  " 
(when  it  is  not).  If  the  untruth  is  not  of  a  character  to  defraud,  then  it  does  25 
not  disentitle  a  Plaintiff  to  relief.  Here,  on  the  evidence,  it  is  shown  that 
people  look  upon  the  term  as  a  purely  distinctive  mark ;  the  Appellants  have 
not  got  their  trade  by  reason  of  its  falsity  being  to  their  advantage ;  there  is  no 
fraud  on  the  public.  Moreover,  the  Respondents  in  their  pleadings  themselves 
claim  the  right  to  use  the  term  "Spanish  Graphite,"  when  in  fact  no  such  30 
article,  used  for  pencils,  exists ;  their  sales  have  been  sporadic  and  small, 
exhibiting,  in  their  imitation  of  the  total  get-up  and  use  of  the  terms  •'  Spanish 
*  Cedar "  and  "  Spanish  Polish  "  and  of  the  unusual  type  and  colour,  the  case 
of  a  man  creeping  up  to  such  a  resemblance  as  will  be  useful. 

Counsel  for  the  Respondents  were  not  called  on.  35 

Lord  ALVERSTONE,  L.C.J. — This  is  an  appeal  from  a  judgment  of  Mr.  Justice 
Cozens-Hardy  dismissing  an  action  brought  by  the  Plaintiffs  to  restrain  the 
Defendants  from  selling  goods  alleged  to  have  been  made  up  in  imitation  of  the 
Plaintiffs'  goods.  The  goods  in  question  are  lead  pencils,  and  it  is  said  that  the 
Defendants  have  infringed  the  total  make-up,  including  therein  colour  and  type  40 
and  certain  words.  The  case  appears  to  us  to  have  been  originally  launched 
mainly,  or  to  a  large  extent,  to  assert  the  Plaintiffs*  right  to  the  use  of  the  word 
"  Spanish  "  in  connection  with  the  word  "  Graphite  "  ;  and  I  think  that,  had  the 
action  been  an  ordinary  actiom  in  connection  with  Trade  Marks  or  the  infringe- 
ment of  rights  of  property,  some  difficult  questions*  might  have  arisen  ;  but,  45 
speaking  for  myself,  I  do  not  wish  to  express  any  opinion  that  in  an  action  for 
deceit  or  for  the  fraudulently  making  up  of  goods  the  Defendants  would  be 
entitled  to  get  off  scot  free  simply  on  the  ground  that  part  of  the  make-up  of 
the  Plaintiffs'  goods  was  not  such  as  it  should  be.  I  only  wish  to  reserve  any 
opinion  upon  that  particular  matter,  because  I  think  there  may  be  a  distinction  50 
drawn  between  the  cases  which  depend  upon  rights  of  property  or  rights  given 
under  the  Trade  Marks  Act  and  questions  which  depend  upon  the  fraudulent 
or  deceitful  making  up  of  goods  to  represent  those  of  another  man.  I  do  not 
myself  think  Mr.  Justice  Cozens-Hardy  intended  to  treat  an  objection  to  the 
Plaintiffs'  rights  based  upon  the  fact,  that  "  Spanish  Graphite  "  might  be  said  to  55 
be  an  untrue  or  erroneous  description,  as  fatal,  as  was  at  first  represented  to  us. 
He  undoubtedly  considered  it,  but,  'having  considered  it,  he  went  on  to  deal 
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with  the  other  parts  of  the  case.  The  ground  upon  which  I  think  it  is  impos- 
sible to  interfere  with  this  judgment  is  that  it  is  really  and  substantially  a 
question  of  fact,  and  I  am  not  able  to  say,  upon  the  evidence  which  has  been 
brought  before  us,  that  Mr.  Justice  Cozens-Hardy  has  come  to  a  wrong  con- 
5  elusion.  The  shape  of  the  article,  of  course,  must  be  common  to  both.  It  is 
not  disputed  that  the  colour  is  something  which  the  Plaintiffs  cannot  claim 
exclusively  ;  or,  in  other  words,  they  have  no  right  to  a  brown  pencil,  qua  brown 
pencil.  It  is  not  disputed  that  they  have  no  exclusive  right  to  the  word 
"  Graphite  "  or  to  the  word  "  Selected."    Now,  it  must  be  noticed  that  in  none  of 

10  the  infringements,  which  Mr.  Justice  Cozens-Hardy  has  thought  were  not  such  as 

he  ought  to  restrain,  does  the  word  "  Spanish  "  occur,  except  in  connection  with 

u Spanish  Cedar";   and,  taking  that  pencil  by  itself,  I   cannot  say  that  Mr. 

Justice  Cozens-Hardy  has  come  to  a  wrong  conclusion. 

With  regard  to  the  others,  there  is  no  expression  which  has  taken  in  any 

15  sense  a  word  which  the  Plaintiffs  have  exclusive  property  in  or  right  to.  It  is 
really  a  question  of  whether  or  not,  as  a  whole,  the  pencils  are  such  that  Mr. 
Justice  Cozens-Hardy  was  wrong  in  coming  to  the  conclusion  that  the  one  was 
likely  to  mislead  the  public  into  thinking  that  they  were  purchasing  the  goods 
of  the  Plaintiffs.     Now,  speaking  for  myself,  there  being  so  many  common 

20  features,  I  think  that  the  ordinary  and  first  thing  that  a  person  would  look  at 
would  be  the  name.  I  do  not  at  all  deny  that  there  may  be  cases  in  which  the 
make-up  might  be  so  imitated  that,  even  if  the  name  was  different,  there  might 
not  be  an  infringement,  even  in  the  case  of  pencils  ;  but,  speaking  for  myself, 
I  think  there  was  ample  evidence  before  the  learned  Judge  upon  which  he 

25  might  come  to  the  conclusion  that,  to  an  ordinary  purchaser,  the  make-up  of  the 
Defendants1  pencils  was  not  such  as  to  be  mistaken  for  the  Plaintiffs1,  either  as 
a  whole  or  by  reason  of  the  imitation  of  anything  in  which  the  Plaintiffs  have  a 
special  property.  We  must,  if  we  come  to  a  contrary  conclusion,  reverse  the 
decision  of  the  learned  Judge  upon  a  question  of  fact.    No  doubt  an  appeal  is  a 

30  re-hearing,  but  we  ought  not  to  differ  from  the  learned  Judge  on  such  a  question 

unless  we  feel  that  the  weight  of  the  evidence  tells  very  strongly  indeed  against 

the  conclusion  to  which  he  has  come.    I  do  not  think  it  does,  and  for  that  reason 

I  think  that  this  appeal  should  be  dismissed. 

RlGBY,  LJ. — We  have  not  heard  the  Defendants1  evidence  in  this  case,  but 

35  upon  the  evidence  of  the  Plaintiffs  as  summarised  by  their  Counsel,  which  we 

think  a  correct  summary,  with  the  addition  of  some  passages  read,  I  should  have 

come  to  the  same  conclusion  as  Mr.  Justice  Cozens-Hardy  y  and  it  is  upon  that 

ground,  of  course,  that  I  cannot  consent  to  overrule  his  decision. 

Vaughan  Williams,  LJ.—l  agree.    I  do  not  think  we  ought  to  differ  on 

40  the  conclusion  of  fact  of  Mr.  Justice  Cozens-Hardy.  These  cases  are  always 
difficult  cases  to  try.  I  am  not  quite  sure  that  Judges  are  the  best  tribunal  to 
try  the  question  of  fact  which  is  raised  in  these  cases.  I  am  not  sure  that  a 
Special  Jury  of  the  City  of  London,  like  those  who  used  to  sit  at  Guildhall, 
would  not  form  a  better  tribunal.    All  I  can  hope  is  that  it  is  not  true  that 

45  these  Defendants  have,  by  their  make  up,  attempted  to  steal  a  portion  of  the 
Plaintiffs'  trade. 

The  appeal  was  dismissed  with  costs. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before    Mr.    Justice    Byrne. 

December  7th  and  13th,  1900. 

In   the   Matter   op   Harrisons   &   Crosfield's   Application   to 

Register  a  Trade  Mark.  5 


Trade  Mark.  —  Application  for  registration. — " Nectar" — Refusal  on 
ground  of  reference  to  the  character  or  quality  of  the  goods. — Appeal  to  Court 
dismissed: — Patents,  Jtc,  Act9  1883,  sections  64;  Patents,  Jtc,  Act,  1888, 
section  1G. 

An  application  having  been  made  to  the  Comptroller  for  the  registration  of  10 
the  word  "  Nectar  "  as  a  Trade  Mark  in  class  42  for  tea,  coffee,  and  cocoa,  the 
application  was  refused  on  (inter  alia)  the  ground  that  the  word  was  not  one 
"  having  no  reference  to  the  character  or  quality  of  the  goods."    The  Applicants 
appealed,  and  the  appeal  was  referred  by  the  Board  of  Trade  to  the  Court. 

Held,  that  the  word  was  not  a  word  having  no  reference  to  the  character  or  15 
quality  of  the  goods.    The  appeal  was  dismissed  with  costs. 

On  the  16th  of  March  1900  Harrisons  A  Crosfield,  tea  merchants,  made  an 
application  (No.  229,593)  for  the  registration  of  the  word  "  Nectar  "  in  class  42 
in  respect  01  tea,  coffee,  and  cocoa.  The  Comptroller  objected  to  the  application 
on  the  ground  that  the  proposed  mark  did  not  consist  of  any  of  the  essential  20 
particulars  required  as  a  condition  of  a  new  Trade  Mark,  and,  after  a  hearing, 
the  application  was  refused.  The  Applicants  appealed  to  the  Board  of  Trade. 
In  their  case  on  appeal  the  Appellants  stated  (inter  alia)  that  (2)  they  had 
lodged  with  their  application  the  written  consent  of  the  owners  of  mark 
No.  154,823  to  the  registration  of  the  Appellants'  mark  ;  that  No.  154,823  was  25 
in  the  year  1891  (with  a  disclaimer  of  the  added  matter)  registered  in  class  42 
in  respect  of  tea*  ;  (5)  that  the  Appellants  had  an  extensive  trade  in  tea,  coffee, 
and  cocoa  in  the  United  Kingdom,  and  also  a  large  export  trade  with  the 
colonies  and  foreign  countries  (naming  several)  ;  (6)  that  since  the  year  1890 
they  had  continuously  used  the  word  "  Nectar  "  as  a  Trade  Mark  in  connection  30 

*  This  Trade  Mark  in  the  disclaimed  matter  included  the  sentence,  "  The  '  Nectar  of  the  Gods ' 
"  is  now  within  the  reach  of  all."  The  name  of  the  tea,  which  appeared  on  the  mark,  was 
"Hebe  Blend." 
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with  tea  sold  or  exported  by  them,  and  the  said  word  had  become  throughout 
a  large  portion  of  the  world  identified  with  the  tea  sold  or  exported  by  them  ; 
and  (7)  that  they  were  unable  to  obtain  registration  in  certain  foreign  countries 
until  the  registration  had  Jbeen  effected  in  this  country ;  (8)  that  the  word 
5  u  Nectar "  had  been  registered  for  certain  goods  (naming  them)  in  classes  4 
and  42 ;  and  submitted  that  the  decision  of  the  Comptroller  should  be  reversed 
and  the  Trade  Mark  registered  (1)  "  because  the  word  '  Nectar  *  is  a  registrable 
'*  Trade  Mark  within  the  meaning  of  the  above-mentioned  Acts  ;  (2)  because 
44  the  word  'Nectar*  has  no  reference  to  the  character  or  quality  of  the  goods 

10  "  in  respect  of  which  it  is  sought  to  be  registered,  and  is  not  a  geographical 
"  name  ;  (3)  because  the  Appellants'  said  Trade  Mark  is  not  identical  with  the 
u  said  Trade  Mark  No.  154,823,  nor  has  it  such  resemblance  thereto  as  to  be 
"  calculated  to  deceive  ;  (4)  because  the  owners  of  the  said  Trade  Mark 
"  No.  154,823  have  consented  to  the  registration  of  the  Appellants'  proposed 

15  "  mark ;  and  (5)  because  great  injury  will  (if  registration  of  the  Appellants' 
"  Trade  Mark  is  refused  in  this  country)  be  done  to  the  Appellants  in  their 
44  export  trade." 

The  Board  of  Trade  referred  the  appeal  to  the  Court,  and  the  Appellants 
accordingly  gave  notice  of  motion  for  an  Order  directing  the  Comptroller  to 

20  proceed  with  the  registration. 

7.  B.  Crosfield,  a  member  of  the  Appellant  firm,  made  an  affirmation  in 
support  of  the  motion,  alleging  the  facts  stated  in  their  case  on  appeal,  and 
alleging  registration  of  the  mark  in  certain  colonies  and  countries,  and  referred 
to  a  registration  of  the  word  "  Nectar  "  in  class  4,  and  also  to  a  registration  of 

25  the  same  woid  in  class  42  for  various  goods.  No  beverages  were  in  feet  included 
in  these. 

The  Registrar  made  an  affidavit  in  opposition  to  the  motion,  in  which  he 
{inter  alia)  referred  to  the  registration  of  Trade  Mark  No.  154,823,  and  to  an 
application  in  1893  by  the  Appellants  also  for  the  word  <4  Nectar  "  for  the  same 

30  goods,  registration  being  refused  because  it  was  considered  that  the  word 
44  Nectar "  had  reference  to  the  character  or  quality  of  the  goods  in  respect 
whereof  the  mark  was  applied  for,  and  also  because  it  appeared  impossible, 
having  regard  to  section  74  of  the  Act,  to  grant  the  exclusive  right  to  use  the 
word  4<  Nectar"  to  the  Applicants  when,  as  appeared  from  the  already  registered 

35  mark  No.  154,823,  that  word  was  in  use  by  other  persons  in  the  same  trade,  and 
stated  that  the  present  application  was  refused  on  the  same  grounds  ;  he  also 
referred  to  other  applications  by  the  A  ppellants  attempting  to  secure  some  right  to 
the  word  "  Nectar,"  and  that  they  had  not  been  prosecuted  with  effect,  and  stated 
that  (as  to  the  registration  No,  174,033  of  the  word  in  class  42  for  certain  goods) 

40  registration  of  the  word  "  Nectar  "  had  been  refused  to  those  applicants  (applying 

by  the  same  Patent  Agent)  for  tea,  coffee,  and  cocoa,  and  that  the  mark  was 

eventually  registered  only  for  goods  as  to  which,  in  his  view,  it  could  not  be 

said  that  the  word  44  Nectar  "  had  more  than  a  very  remote  reference,  if  any. 

J.  B.  Crosfield,  in  an   affirmation  in   reply,  exhibited  a    bundle  of   the 

45  labels  used  by  his  firm  since  1890,  and  stated  that,  so  far  as  the  members  of  his 
firm  were  aware,  no  other  firm  was  using  the  -word  "  Nectar  "  in  this  country 
as  a  Trade  Mark  or  brand  for  tea. 

R.  W.  Barker,  Patent  Agent,  also  made  an  affidavit  in  reply,  alleging 
{inter  alia)  that,  on  the  application  for  the  Trade  Mark  No.  174,033,  tea  was 

50  purposely  excluded  from  the  application. 

Levetty  Q.C.,  and  J.  Austen  Cartmell  (instructed  by  Burgess  and  Taylor) 
appeared  for  the  Appellants ;  R.  J,  Parker  (instructed  by  the  Solicitor  to  the 
Board  of  Trade)  appeared  for  the  Comptroller. 
Levettj  Q.C.,  for  the  Appellants,  after  reading  the  affidavits,  continued— The 

55  word  4i  Nectar  "  is  registrable  for  tea  under  section  64  (1)  (e)  of  the  Patents,  Ac, 
Act,  1883.    I  submit  that  it  does  not  describe  the  character  or  quality  of  the 
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goods  ;  a  person  could  not  tell  what  kind  of  tea  it  was  by  the  name.    As  to  the 
Trade  Mark  No.  154,823,  the  owner  consents  to  our  application. 

Parker  for  the  Comptroller. — This  is,  it  is  submitted,  a  clear  case  of  a  word 
having  reference  to  the  character  or  quality  of  the  goods.  The  word  "  Nectar  " 
has  become  one  of  ordinary  use  in  praising  a  beverage.  Secondly,  in  view  of  5 
the  presence  on  the  Register  of  Trade  Mark  No.  154,823,  in  which  the  word 
"  Nectar "  appears  but  is  disclaimed,  the  Appellants  ought  not  to  be  granted 
the  exclusive  use  of  the  word  for  tea,  &c,  which  would  be  conferred  on  them 
by  section  76  of  the  Patents,  &c,  Act,  1883,  if  the  application  were  allowed. 
The  consent  of  the  owner  of  the  mark  only  amounts  to  some  evidence  that  the  10 
proposed  mark  is  not  calculated  to  deceive  ;  it  does  not  bind  the  Comptroller 
(DewhursVs  Application,  13  R.P.C.  288  ;  L:R.  (1896)  2  Ch.  137).  The  disclaimer 
shows  that  the  word  is  to  be  treated  as  in  public  use. 

Levett,  Q.C.,  in  reply. — In  Dewhursfs  case  the  question  was  whether  the 
mark  was  calculated  to  deceive  ;  the  fact  of  the  disclaimer  does  not  show  that  15 
the  word  is  in  common  use. 

Byrne,  J.m — I  think  I  ought  not  to  interfere  with  the  discretion  of  the  learned 
Registrar  in  this  case. 

The  Applicants  seek  to  register  the  word  "  Nectar  "  in  respect  of  tea,  coffee, 
and  cocoa.    The  question  is — Is  that  a  word  having  reference  to  the  character  20 
or  quality  of  the  goods  ?    To  my  mind  it  is.    It  appears  to  me  to  be  intended 
to  convey,  and  conveys,  to  the  mind  of  the  person  who  buys  the  article  that  it  m 
is  impossible  to  have  anything  superior  in  the  way  of  a  drink  to  this.    With  " 
reference  to   persons  who  have  a  very  slight  acquaintance  with  the  classics 
the  word  "  Nectar "   is  getting    to   be   in    common    use,  and,  in  common  25 
parlance,  speaking  of  a  particular  drink  not  in  itself  very  good,  but  if  drunk 
under  certain  circumstances  it  is  said  to  be  a  drink  like  "  Nectar."    It  tastes 
like  "  Nectar."    I  consider  here  it  is  intended  to  denote,  and  does  denote,  a  very 
superior  kind  of  tea.    I  dispose  of  the  case  simply  on  that  matter.    It  seems  to 
me  the  Registrar  is  quite  right.  30 

Parker. — The  application  will  be  dismissed  with  costs. 

Byrne,  J.— Yes. 


Vol.  XVIIL,  No.  2.]     AND  TRADE  MARK  OASES.  37 

In  the  Matter  of  Faulder's  Trade  Mark. 


In  the  High  Court  of  Justice.— Chancery  Division. 


Be/ore  Mr.  Justice  Kekewich. 


December  7th,  1900. 


In  the  Matter  of  Fauldbr's  Trade  Mark. 


5  Trade  Mark. — Motion  to  rectify. — Word  whether  distinctive. — Word  whether 
disentitled  to  protection  as  calculated  to  deceive  or  otherwise. — Motion  dis- 
missed.—Patients,  Ac.  Act,  1888,  sections  64,  78,  and  74. 

In  1886  a  firm  of  jam  manufacturers  registered  a  Trade  Mark  in  class  42 
for    Preserves,   consisting   of  their   signature  and  the  word  "Silverpan." 

10  In  1900  a  Company,  who  were  being  sued  by  the  registered  proprietors  for 
"passing  off"  by  the  use  of  the  word  "  Silverpan"  moved  to  rectify  the  Register 
by  expunging  the  mark  or  entering  a  disclaimer  of  the  exclusive  right  to  tip 
ward  "  Silverpan,"  and  at  (lie  hearing  they  contended  that  it  was  a  distinctive 
word  common  to  the  trade  within  section  74,  or  a  word  which  would,  by  reason 

15  of  its  being  calculated  to  deceive  or  otherwise,  be  deemed  disentitled  to  protection 
within  section  73  of  the  Patents,  Ac.  Act,  1883.  The  Respondents  stated  that  they 
did  not  claim  by  virtue  of  the  registration  the  exclusive  use  of  the  word. 

Held,  thai  (he  word  "Silverpan"  was  not  a  distinctive  word  within  the 
meaning  of  section  74,  and  was  not  calculated  to  deceive  or  otherwise  disentitled 
20  to  protection.    The  motion  was  refused  with  costs. 

The  Smokeless  Powder  Company's  Trade  Marks  (9  R.P.C.  109 ;  L.R.  (1892) 
1  Ch.  590)  followed. 
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On  the  29th  of  December,  1886,  Henry  Faulder  &  Go.  applied  to  register  the 
Trade  Mark,  a  representation  of  which  appears  below,  in  class  42  in  respect  of 
preserves.} 


SILVER PAN 


The  Trade  Mark  was  registered  under  No.  59,992. 

In  March  1899,  Henry  Faulder  &  Co.,  Ld.,  was  incorporated,  and  was  5 
subsequently  registered  as  proprietor  of  the  Trade  Mark. 

On  the  28th  of  August  1900,  the  said  Company  commenced  an  action  against 
0.  A  G.  Rushton,  Ld.,  in  the  County  Palatine  Court  of  Lancaster,  claiming  an 
injunction  to  restrain  the  Defendants  from  infringing  the  Trade  Mark,  and  from 
selling  or  offering  for  sale  any  jams  or  preserves  in  any  pots,  tins,  or  jars  in  10 
wrappers  or  with  labels  affixed  thereto,  having  imprinted  thereon  any  imitation 
or  colourable  imitation  of  the  Trade  Mark  or  the  words  "  Silverpan."     On  the 
5th  of  September  an  interlocutory  injunction  was  granted  restraining  the  use 
of  "Silverpan."    On  the  31st  of  October,  O.  &  G.  Rushton,  Ld.,  gave  notice 
of  motion  for  an  Order  that  the  Register  of  Trade  Marks  might  be  rectified  15 
(a)  by  the  removal  of  the   Trade  Mark ;    (b)  alternatively  by  adding  to  the 
entry  therein  of  the  mark  a  disclaimer  of  any   right  on  the  part  of  the 
registered  proprietor  of  the  mark  to  the  exclusive  use  of  part  of  the  mark, 
that  was   to    say  the    word  "  Silverpan " ;    or   that    such  other    Order    for 
the  rectification  of   the    Register    might  be  made  as  to  the  Court   should  20 
seem  meet.      In  support  of   the  motion,  O.  Rushton,  one  of  the  directors 

of  the  Applicants,  made  an  affidavit  containing  the  following  paragraphs : 

"(3)  The  said  Trade  Mark,  so  far  as  it  consists  of  the  word  *  Silverpan,* 
44  is  improperly  registered.  The  said  word  is  not  a  fancy  word  not  in  common 
"  use,  or  otherwise  capable  of  registration  under  the  provisions  of  section  64  25 
44  of  the  Patents,  Designs  and  Trade  Marks  Act,  1883.  The  said  word  is 
"  not  in  any  way  distinctive  of  the  goods  of  the  said  Henry  Faultier  A  Co.,  Ld.9 
44  but  is  merely  two  ordinary  English  words  written  as  one,  descriptive  of  the 
u  mode  of  manufacture  of  the  goods  to  which  the  said  Trade  Mark  is  applied, 
41  namely  jams,  marmalade,  and  preserves,  and  is  so  understood  by  the  public  30 
44  and  used  by  the  said  Henry  Faulder  &  Co.,  Ld.,  and  they  are  not  entitled  to 
44  acquire  an  exclusive  right  therein  by  registration.  (5)  Many  jam  manufac- 
44  turers  now  boil  their  jams  in  silver  or  silvered  pans,  and  many  of  them  lay 
44  great  stress  on  this  in  their  advertisements  as  a  guarantee  of  the  purity  of  their 
44  jams.  The  pamphlet  now  produced  and  shown  to  be  marked  4  O.  Q.  4 '  is  an  35 
44  advertisement  issued  by  Olivers  &  Sons,  of  Histon,  near  Cambridge,  in  which 
44  great  importance  is  attached  to  the  fact  that  their  jams  are  boiled  in  silvered 
44  pans.  The  jar  now  produced  and  shown  to  me,  marked  '  O.  G.  5,*  is  a  jar  of 
44  marmalade  made  at  the  Ruskin  Abbey  Works,  Isle  of  Man.  The  label  thereon 
44  contains  the  words,  4  preserved  in  silver  pans.*  The  advertisement  now  40 
44  produced  and  shown  to  me,  marked  4  O.  6.  1,'  is  an  advertisement  issued  by 
14  W.  R.  Deakin,  of  Bradford  Place,  Wigan,  jam  manufacturer."  He  also 
exhibited  certain  labels,  advertisements,  &c,  used  by  the  Respondents. 
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W.   O.    Lister,   managing   director   of   the   Respondent    Company,  in   an 

affidavit  in  opposition  to  the  motion,  said  (inter  alia)  : — "  (3)  Since  the  said 

44  Trade  Mark  was  registered  the  said  former  firm  and  the  Respondent  Company 

"  have  issued,  attached  to  their  goods,  upwards  of  70  millions  of  labels  bearing 

5  "  the    word    *  Silverpan,'  sometimes  written  *  Silver   pan,'  or    (occasionally) 

44  4  Silver ' 

^^       and  by  reason  of  such  user  the  word  has  become  and  is  exclusively 

"  indicative  of  the  fact  that  the  goods  to  which  it  is  applied  are  of  the  goods 
44  Respondent  Company,  and  purchasers  of  such  goods  who  see  the  word 
44  4  Silverpan '  thereon  are  thereby  led  to  believe  that  such  goods  are  goods  of 

10  "  the  Respondent  Company.  (4)  The  action  in  the  Palatine  Court,  referred  to 
44  in  the  said  affidavit  of  O.  Ru&hton,  was  brought  because  the  Applicants  (who 
44  call  their  place  of  business  4  Siiverwell,'  and  formerly  dealt  in  the  Respondent 
44  Company's  4  Silverpan '  goods)  had  begun  to  apply  the  distinctive  term 
44  4  Silverpan '  to  goods  not  the  Respondent  Company's  goods,  so  as  to  be 

15  44  calculated  to  deceive  the  public."    He  also  stated  that  he  did  not  believe  that 

many  (if  any)  manufacturers  boiled  their  jams  in  silver  pans,  and  that  so  far 

had  the  word  44  Silverpan  "  become  identified  with  their  goods  that  letters  had 

been  delivered  to  them  addressed  to  44  Silverpan  Preserve  Works,  Stockport." 

Moulton,  Q.C.,  and  A.  J.  Walter  (instructed  by  Rowcliffe,  Bawle  &  Co.,  agents 

20  for  J.  Wall,  of  Wigan)  appeared  for  the  Applicants  ;  R.  J.  Parker  (instructed 

by    the    Solicitor   to    the    Board    of  Trade)  appeared  for  the  Comptroller; 

Warrington,  Q.C.,  and  L.  B.  Sebastian  (instructed  by  Robinson  Jt  Bradley, 

agents  for  Brown  &  Co.,  Stockport)  appeared  for  the  Respondents. 

Moulton,  Q.C.,  and  Walter,  for  the  Applicants,  referred  to  sections  64,  90,  73, 

25  and  74  of  the  Patents,  Ac.  Act,  1883,  and  submitted  that  the  mark  should  be 
expunged  or  a  disclaimer  of  44  Silverpan "  entered  on  the  Register.  The 
word  is  not  a  44  fancy  word  not  in  common  use,"  and  it  is  one  which  ought 
to  be  disclaimed  under  section  74.  Also,  the  word  is  calculated  to  deceive  under 
section  73. 

30  Warrington,  Q.C.,  and  Sebastian,  for  the  Respondents. — The  Trade  Mark  has 
an  essential  particular  within  section  64,  namely  the  signature,  and  it  is  a 
registrable  Trade  Mark.  The  date  of  registration  is  the  time  to  be  considered. 
At  that  date  44  Silverpan "  was  not  distinctive,  and  there  was  therefore  no 
necessity  for  disclaimer  under  section  74.    In  the  Smokeless  Powder  Company's 

35  Trade  Mark  (9  R.P.C.  109  ;  L.R.  (1892)  1  Ch.  590),  it  was  held  that  the  words 
44  Smokeless  Powder "  were  descriptive  and  need  not  be .  disclaimed  under 
section  74.  Also,  the  word  is  not  calculated  to  deceive  under  section  73.  The  same 
point  was  raised  unsuccessfully  in  the  Smokeless  Powder  case.  [KBKBWICH,  J., 
referred  to  the  words  44  or  otherwise  "  in  section  73.]    The  word  44  disentitled  " 

40  means  inherently  so,  and  it  cannot  be  said  that  in  that  sense  "  Silverpan  "  is 
44  disentitled  to  protection."  [KBKBWICH.  J.,  referred  to  Lawson  on  the  Patents, 
Designs,  and  Trade  Marks  Acts,  as  to  descriptive  words  being  within  the  words 
44  or  otherwise  disentitled  to  protection."]  That  construction  would  repeal  the 
provisions  of  section  64  as  to  added  matter.    44  Disentitled  "  is  not  equivalent  to 

45  tt  not  entitled."  Section  73  is  only  intended  to  prevent  registration  of  (1)  words 
calculated  to  deceive ;  (2)  words  disentitled  to  protection  by  reason  of  some 
inherent  quality;  or  (3)  a  scandalous  design.  [KBKBWICH,  J.,  referred  to 
Anderson's  Trade  Mark  (L.R.  26  Ch.  D.  409),  and  Arbenz'  Trade  Mark 
(4  R.P.C.  143  ;  L.R.  35  Ch.  D.  248).]    Those  cases  are  inconsistent  with  Clement 

50  et  Uie.'s  Trade  Mark  (16  R.P.C.  173  and  611).  Anderson's  Trade  Mark  was  a 
decision  on  the  Act  of  1875,  where  the  words  were  different;  there  "not 
"entitled  "  was  used.  As  to  section  74,  the  principle  is  that  a  descriptive  word 
need  not  be  disclaimed,  for  no  monopoly  could  be  claimed ;  but  if  a  word  is 
distinctive  and  open  to  the  trade  it  must  be  disclaimed.    The  Respondents  do 

55  not,  qtia  Trado  Mark,  claim  to  be  entitled  to  the  exclusive  use  of  the  word 

D  % 
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"  Siiverpan."  Both  in  Anderson's  Trade  Mark  and  Arbem'  Trade  Mark  the 
question  was  whether  there  was  an  essential  particular.  "  Siiverpan  "  is  not 
prima  facie  distinctive. 

Moulton>  Q.C.,  in  reply. — The  Respondents  are  actually  suing  the  Applicants 
for  the  use  of  the  word  "Siiverpan."  The  affidavits  filed  on  behalf  of  the  5 
Respondents  set  up  that  the  word  is  distinctive.  It  is  so  also  in  its  nature.  It 
ought,  therefore,  to  be  disclaimed  under  section  74.  A  word  may  be  distinctive 
under  that  section  and  yet  be  a  description  of  the  article  itself.  If  the  trade 
has  a  right  to  use  the  term,  but  the  Applicants  use  it  distinctively,  they  must 
disclaim  it.  Under  section  74,  a  common  particular  is  not  allowed  to  be  kept  L0 
from  the  trade.  The  Smokeless  Powder  case  is  really  in  the  Applicants'  favour ; 
it  was  held  there  that  the  presence  of  the  words  "  Smokeless  Powder  "  did  not 
as  a  fact  make  the  mark  deceptive  ;  but,  if  they  would  have  led  to  the  belief 
that  there  was  a  monopoly  in  them,  it  would  have  been  deceptive.  On  this 
motion  the  Respondents  have  changed  their  position  and  said  that  they  claim  15 
no  exclusive  right  in  the  words.  [Warrington^  Q.C. — In  the  affidavit  it  is  not 
alleged  to  be  distinctive  by  reason  of  Trade  Mark,  but  of  user.]  A  word  cannot 
be  descriptive  and  distinctive  at  the  same  time.  This  is  exactly  the  kind  of 
word  that  should  be  disclaimed  under  section  74.  Also  it  is  under  section  73 
disentitled  to  protection  because  it  is  made  the  basis  of  a  claim.  20 

Parker  for  the  Comptroller. — If  the  Court  is  of  opinion  that  the  word  is 
within  section  73,  then  no  provision  for  disclaimer  applies,  and  the  registration 
of  the  whole  mark  is  void.  The  scheme  of  the  Act  is  that  words  may  be 
added  under  section  64,  subject  to  section  73  and  to  the  provisions  of  section  74 
as  to  disclaimer.  If,  on  the  other  hand,  the  word  could  and  ought  to  have  been  25 
disclaimed  under  section  74,  no  objection  is  raised  on  behalf  of  the  Comptroller 
to  a  disclaimer. 

KBKBWICH,  J. — My  task  in  this  case  has  been  rendered  more  difficult,  and 
the  case  itself  has  taken  a  great  deal  more  time  than  it  otherwise  would  by  the 
somewhat  extraordinary  way  in  which  it  has  been  dealt  with  by  Counsel.  30 
Mr.  Moulton  opened  his  case  one  way.  Then  Mr.  Walter  followed  him  and 
argued  an  entirely  different  point ;  and  then  after  hearing  Mr.  Warrington 
I  had  a  reply  that  dealt  with  many  other  points,  but  did  not  deal  at  all — I 
hope  I  am  not  doing  Mr.  Moulton  an  injustice  in  saying  that — with  the 
question,  which  occupied  most  of  Mr.  Warrington's  time  at  my  suggestion,  35 
namely,  the  question  under  section  73"  of  the  Act.  But  I  have  got  all  the  points 
in  one  way  or  another  before  me,  and  I  must  do  the  best  I  can  with  them. 

This    Trade  Mark  "Siiverpan,   Henry  Paulder  and  Company,   Limited," 
is  registered  under  the  Act  of  1883,  and  there  is  no  question  that  it  is  a  good, 
well-registered  Trade  Mark  under  that  Act,  unless  fault  is  to  be  found  with  it  40 
under  the  provisions  of  section  73  or  section  74.    It  is  a  written  signature,  or  a 
copy  of  a  written  signature,  of  a  firm  applying  for  registration  under  section  64, 
subsection  1  (6),  with  the  addition  of  words,  or  a  word  (I  think  it  is  one 
word)  thereto,  which  is  allowable  under  subsection  2  of  section  64.    So  far 
there  is  no  difficulty  at  all.    Now,  I  will  pass  over  section  73  and  come  to  45 
section  74.    The  argument  is  that  "  Siiverpan  "  is  a  distinctive  word,  a  combin- 
ation of  words  (I  drop  saying  that  it  is    common  to  the  trade),  and  that, 
therefore,  it  must  be  disclaimed  under  subsection  2,  which  says  that,  "The 
"  applicant  for  entry  of  any  such  common  particular  or  particulars  must, 
"  however,  disclaim  in  his  application  any  right  to  the  exclusive  use  of  the  50 
"  same,  and  a  copy  of  the  disclaimer  shall  be  entered  on  the  Register."    The 
only  point  dealt  with  in  that  subsection  is  really  the  words  used  just  at  the  com- 
mencement, namely,  "  for  entry  of  any  such  common  particular  or  particulars." 
But  it  is  not  denied  that  "  Siiverpan  "  was  common  to  the  trade  in  the  sense 
in  which  those  words  have  been  construed,  namely,  open  to  the  trade  ;  and,  55 
therefore,  if  it  is  a   distinctive   word   it  would  seem   to  come  within  that 


Vol.  XVIII.,  No.  2.]    AND  TRADE  MARK  OASES.  41 

In  the  Matter  of  Faulder' 8  Trade  Mark. 

subsection,  and  there  ought  to  have  been  a  disclaimer,  and  it  wonld  be 
right  (I  am  not  for  the  moment  dealing  with  that)  to  say  that  there  ought  to 
bq  a  disclaimer  now.  Bat  is  it  a  distinctive  word  ?  I  find  no  definition  of 
u  distinctive  word,"  and  I  cannot  say  myself  that  I  am  prepared  to  give  a 
5  definition  of  "  distinctive  word."  I  know  of  none  in  any  of  the  cases,  and 
there  is  certainly  none  in  the  Act ;  but  regarding  it  in  the  simplest  possible 
manner,  a  word  is  distinctive  which  operates  to  show  that  the  goods  to  which 
it  is  applied  are  different  from  all  other  goods,  and  (one  cannot  help  using  the 
word  itself  for  that  purpose)  which  distinguishes  those  goods  from  all  other 

10  goods.  Now,  in  that  sense,  is  "  Silverpan '  •  a  distinctive  word  ?  Does  it 
distinguish  the  goods  made  by  Faulder  <r  Co.— that  is  to  say,  their  jam  from 
all  other  jams  ?  Now  it  is  conceded  that  at  the  date  of  the  registration 
"  Silverpan "  meant  jam  manufactured  in  pans  made  of  silver.  That  is  the 
meaning.    What  is  there  distinctive  in  that  ?    Is  it  an  allegation  intended  to 

15  imply  that  Faulder  &  Co.  are  the  only  persons  in  the  world  who  use  silver  pans 
in  which  to  make  their  jam,  and  that  their  jam  is  distinguished  from  all  other 
jam  on  that  ground  ?  It  seems  to  me,  using  only  my  own  common  sense  and 
knowledge  of  language  for  the  purpose,  that  that  is  not  the  meaning  of  it.  It 
also  seems  to  me  that  I  have  a  powerful  support  in  taking  that  view  from  the 

20  judgment  of  Mr.  Justice  Ghitty  in  the  case  of  the  Smokeless  Powder  Company's 
Trade  Mark  (1892),  1st  Chancery,  in  which  he  says,  at  page  594 :  "  Now,  in 
"  my  opinion,  the  words  \  Smokeless  Powder '  are  not  distinctive  words,  or  a 
"  distinctive  combination  of  words."  There,  of  course,  there  were  two  words — 
"  they  are  two  ordinary  English  words  denoting  that  no  smoke,  or  practically 

25  "  no  smoke "  (that  is  a  little  experience  of  the  learned  Judge,  who  was 
accustomed  to  such  things)  "  comes  from  this  powder."  You  have  to  change 
the  words  very  slightly  to  make  them  apply  to  this  case.  I  repeat  that  the 
word  "  Silverpan  "  is  not  a  distinctive  word,  but  merely  an  ordinary  English 
word,  and  ordinary  notwithstanding  that  it  is  not  a  word  which  people  are 

30  very  well  acquainted  with,  but  still  an  ordinary  English  word  denoting,  as  it  is 
conceded  on  all  hands,  that  the  jam  is  made  in  pans  of  silver.  Why  should  it 
be  a  distinctive  word  ?  It  seems  to  me  that  it  is  not  a  distinctive  word. 
That  being  so,  I  have  nothing  further  to  do  with  section  74,  or  to  say  that  it  ever 
ought  to  have  been,  or  ought  now  to  be,  disclaimed. 

35  The  other  point  there  is  more  difficulty  about  for  reasons  which  I  have 
already  pointed  ou^  and  will  refer  to  again.  Section  73  says  : — "  It  shall  not  be 
"  lawful  to  register  as  part  of  or  in  combination  with  a  Trade  Mark  any  words 
"  the  exclusive  use  of  which  would,  by  reason  of  their  being  calculated  to 
"  deceive  or  otherwise,  be  deemed  disentitled  to  protection  in  a  Court  of  Justice, 

40  "  or  any  scandalous  design."  This  is  a  word,  or  combination  of  words.  Now, 
is  it  calculated  to  deceive  ?  It  seems  to  me  clearly  not.  Far  from  it.  The 
allegation  is,  and  it  is  conceded  on  both  sides,  that  it  asserts  that  the  jam  is 
made  in  pans  of  silver.  There  is  nothing  that  can  possibly  be  calculated  to 
deceive  there.    Is  it  scandalous  ?    Of  course  not.    Then,  is  it  disentitled  to  the 

45  protection  of  a  Court  of  Justice  for  any  other  reason  than  because  it  is  calculated 
to  deceive  ?  Now  that  is  a  little  difficult  because  the  Legislature  in  its 
wisdom  has  introduced  those  troublesome  words  "  or  otherwise,"  which  are 
always  puzzling  to  lawyers,  and  are  puzzling  here.  Are  the  words  "  or 
"  otherwise  "  to  be  treated  as  ejusdem  generis,  or  are  they  to  be  construed 

50  generally  ?  I  will  not  go  into  that.  I  will  treat  them  as  if  they  ought  to  be 
construed  generally  and  not  by  the  application  of  the  rule  ejusdem  generis, 
notwithstanding  that  I  am  by  no  means  sure,  seeing  that  the  words  here  are 
"  calculated  to  deceive "  or  "  any  scandalous  design,"  that  you  ought  not  to 
find  something  of  that  sort.    But,  however,  I  will  treat  that  point  as  out  of  the 

55  way.  Is  the  word  disentitled  to  protection  for  any  reason  whatever  ?  I  should 
not  have  hesitated    to    come  to  my  own   conclusion  about  that  against  the 


42  ftfiPORT S  OF  PATENT,  DESIGN,         [Jan.  23, 1901. 

In  the  Matter  of  FauJder's  Trade  Mark. 

Applicants,  but  that  in  a  late  work  before  me,  Mr.  Lawson' s  well-known  book, 
he  says  on  this  very  section,  under  the  words  "  or  otherwise,"  this  : — "  The 
words  *  or  otherwise '  in  this  section  are  sufficient  to  exclude  the  registration 
"  as  part  of   a  Trade    Mark    of    words    which    are    merely    descriptive    of 
"  the  article  whether  they  are  merely  descriptive  from  their  nature,  or  whether  5 
"  they  have  become  descriptive  by  the  course  of  the  trade  and  in  the  market." 
The  latter  part  of  the  sentence  is  immaterial.    The  question  is  whether  he  is 
right  in  saying  that  the  words  are  sufficient  to  exclude  the  registration,  as  part  of 
a  Trade  Mark,  of  words  which  are  merely  descriptive  of  the  article.    He  refers 
to  two  capes  for  that  proposition.    One  case  was  before  Mr.  Justice  Chitty,  namely,  jq 
Anderson's  Trade  Mark,  reported  in  26th  Chancery  Division,  page  414,  and  the 
other   before  Mr.  Justice  Kay,  and  the  Court  of  Appeal,  Re  Arbenz,  35th 
Chancery  Division,  page  248.     Mr.  Lawson  is  accurate  so  far  as  he  really  quotes 
the  words  of  Mr.  Justice  Chitty.    They  are  on  page  415,  where  Mr.  Justice 
Chitty  says  : — "  It  appears  to  me  that  the  words  '  or  otherwise '  are  sufficient  to  15 
**  exclude  the  registration  as  part  of  a  Trade  Mark  of  words  which  are  merely 
"  descriptive  of  the  article."    But  Mr.  Lawson  is  inaccurate  in  saying  that  the 
learned  Judge  used  that  language  with  reference  to  the  73rd  section  of  the  Act 
of  1883.    He  did  not.    He  used  it  with  reference  to  words  very  like  them  in 
the  6th  section  of  the  Act  of  1875,  which  runs  thus — and  I  am  quoting  from  the  20 
learned  Judge's  own  citation  of  it — "  That  it  shall  not  be  lawful  to  register  as 
"  part  of  or  in  combination  with  a  Trade  Mark  any  words,  the  exclusive  use  of 
"  which  would  not,  by  reason  of  their  being  calculated  to  deceive  or  otherwise, 
"  be  entitled  to  protection  in  a  Court  of  equity,  or  any  scandalous  design." 
Mr.  Warrington  has  dealt  with  considerable  force  on  the  distinction  between  25 
"  disentitled  to  protection  "  and  "  not  entitled  to  protection,"  and  it  is  incon- 
ceivable   that    the    alteration    should    have  been    made    by  the  Legislature 
without  some  meaning.    It  would  be  wrong,  and  it  would  not  be  paying  proper 
respect  to  the  Legislature  to  suppose  that    the    language  had  been  altered 
unless  the  alteration  was  intended  to  mean  something.    I  think  it  does  mean  30 
something.    If  you  were  coming  forward  claiming  protection  for  a  word  that  is 
descriptive  it  is  quite  possible  that  you  would  be  refused  protection  and  you 
would  not  claim  it,  but  I  do  think  here  that  "  disentitled  to  protection  "  must 
mean  something  more  than  that.    It  must  mean — still  avoiding  if  I  can  the 
notion    of   the    ejusdem    generis   interpretation — something  which    is  either  35 
profanity  or  against  public  policy,  or  something  of  that  kind  which  in  any 
Court  of  justice  disentitles  an    applicant  to  be    heard    on    any  application 
whatever.    Our  practice  brings  before  us  now  and  then  cases  of  that  kind, 
such  as  the  case  I  referred  to  in  the  course  of  the  argument  which  was  not 
long  ago  before  me,  where,  on  an  application  to  restrain  the  infringement  of  a  40 
copyright,  it  was  held  to  be  a  sufficient  answer  that  as  regards  some  of  the 
pictures  they  were  grossly  indecent.     I  suppose  a  grossly  indecent  Trade  Mark, 
or  proposed  Trade  Mark,  would  not  be  a  scandalous  design,  but  it  would  be  dis- 
entitled to  protection,  and,  therefore,  would  have  to  be  refused.    It  is  quite  suffi- 
cient for  my  purpose  to  say  that  Mr.  Justice  Chitty  did  not  give  that  judgment  45 
or  utter  that  dictum  with  reference  to  this  section  of  the  Act  of  1883,  and  that, 
therefore,  I  am  not  bound  by  it.    Then  the  other  case  of  Arbenz  seems  to  me 
to  be  still  further  away  from  section  73  of  the  Act  of  1883.    There  the  question 
was  entirely  whether  the  word  "gem"  was  a  descriptive  word  as  applied  to 
guns.    No  doubt  there  are  statements  made  in  the  course  of  that  case  by  the  50 
learned  Judge  which  support  the  view  taken  in  Mr.  Lawson's  book,  but  they 
are  not  in  pari  materia.    They  are  about  some  entirely  different  materia. 
The  result  is,  I  think,  I  may  pass  that  over  and  need  not  mention  it  at  all. 

On  the  other  hand,  turning  again  to  the  Smokeless  Powder  case,  it  seems  to 
me  that  Mr.  Justice  Chitty  would  scarcely  have  given  the  judgment  which  he  55 
did  with  reference  to  Smokeless  Powder  if  he   had  intended  to  hold,  that 
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section  73  of  the  Act  was  to  have  the  construction  and  effect  now  contended  for. 
Smokeless  Powder  was  descriptive,  and  if  he  thought  that  under  the  Act  of 
1883  descriptive  words  came  within  section  73  so  as  to  make  the  Applicant 
disentitled  to  protection,  he  would  not  have  given,  as  it  seems  to  me,  the 
5  judgment  he  then  gave.  The  Smokeless  Powder  case  has  gone  through  the  fire 
in  a  later  case  which  was  before  me  and  the  Court  of  Appeal.*  It  was  quoted  in 
the  argument  of  Mr.  Sebastian,  but  was  not  commented  upon  by  any  of  the 
Judges  in  the  Court  of  Appeal.  It  was  before  them,  and  if  they  had  anything 
to  say  against  it  no  doubt  we  should  have  had  the  advantage  of  the  opinion  of 

10  the  Court  of  Appeal  upon  it.  On  these  grounds  I  think  that  this  motion  is 
misconceived. 

Then  I  am  told  that  it  is  necessary  to  bring  this  forward  and  have  it 
discussed  in  this  form  because,  in  the  Palatine  Court,  the  present  Respon- 
dents  are   suing  the  Applicants   and  the   Applicants   are   in   a   position   of 

15  considerable  difficulty — at  least  so  I  understand  from  them.  They  really  must 
fight  out  that  case  in  the  proper  Court,  and  take  it,  if  they  find  it  necessary  to 
do  so,  to  the  Court  of  Appeal.  That  has  nothing  to  do  with  me.  It  is  not  part 
of  my  business  to  clear  the  way  in  any  manner  for  the  trial  of  the  case  in  the 
Palatine  Court.    I  have  to  consider  this  as  an  application  under  the  Act  of 

20  Parliament  in  reference  to  the  registration  of  this  particular  Trade  Mark,  and  I 
decline  to  look  at  it  from  any  other  point  of  view.  I  think,  therefore,  that  the 
application  is  wrong,  and  must  be  refused  with  costs. 


In  the  High  Court  op  Justice.— Chancbry  Division. 

Be/ore  Mr.   Justice  Kbkewioh. 

25  November  14th,  1900. 

Marshall  v.  Sidebotham. 

Trade  Mark  and  passing  off. — Defendants  not  using  Plaintiff's  distinguishing 
feature. — Action  dismissed. 

M.  in  189S  purchased  the  business  and  Trade  Marks  of  S.  Griffiths  &  Sons, 

30  trap  manufacturers,  and  in  1894  registered  as  an  old  mark  for  animal  traps 

a  trade  mark  consisting  of  the  name  S.  Griffiths  with  three  stars  and  I  X  L, 

which  stars  were  commonly  used  in  the  trade  to  denote  quality,  and  the  exclusive 

•  Clement  %  Cie.  Trade  Mark,  16  R.P.C.  17S  *  611. 
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use  of  them  was  disclaimed.  S.  Griffiths  had  also  used  similar  marks  with  one 
and  two  stars  instead  of  three.  In  1876  S.  Griffiths  had  registered  "  I X  L" 
alone,  and  this  mark  was  assigned  to  M.  From  early  in  1894  E.  Griffiths, 
who  had  been  connected  with  S.  Griffiths  &  Sons,  carried  on  the  business 
of  trap  manufacturer,  using  his  name  and  the  stars  on  his  traps,  and  in  5 
1899  he  sold  the  business,  which  had  then  only  a  small  turnover,  to  S.  &  &, 
trap  manufacturers,  for  501.,  and  S.  &  S.  continued  to  carry  on  the 
business  under  the  name  of  E.  Griffiths,  marking  their  traps  in  the  same  way. 
M.  commenced  an  action  against  S.  A  S.  for  infringement  of  his  registered 
Trade  Mark  and  for  passing  off.  M.  contended  that  his  traps  were  known  10 
as  "  Griffiths' "  traps,  and  that  the  Defendants  liad  purchased  E.  Griffiths' 
business  to  secure  the  name  Griffiths  ;  the  Defendants  contended  that  "I  XL" 
was  tlie  distinguishing  mark  of  the  Plaintiff's  traps,  and  that  they  were 
known  as  "I X L"  traps. 

Held,  that  the  Defendants  had  not  infringed  the  Trade  Mark,  and  that  the  15 
"I  X  L"  was  the  feature  by  which  tlie  Plaintiff's  traps  were  known,  and  that 
the  Defendants'  goods  were  not  calculated  to  deceive.    The  cation  was  dismissed 
with  costs. 

On  the  30th  of  July  1894,  John  Marshall,  trading  as  8.  Griffiths  A  Sons, 
aDimal  trap  manufacturer,  of  Wednesfield,  Staffordshire,  registered  the  Trade  20 
Mark  No.  181,455,  a  representation  of  which  is  given  below,  in  class  13,  for 


S.GRIFFITHS 
X*XIXL 


animal  traps  (metal),  upwards  of  nine  years  user  by  the  Applicant  and  his 
predecessors  in  business  before  the  13th  of  August  1875  being  claimed.  The 
application  stated  that  the  Applicant  did  not  claim  any  right  to  the  exclusive  use 
of  the  star  devices,  such  devices  being  commonly  used  in  the  trade  concerned  in  25 
animal  traps  (metal).  S.  Griffiths  A  Sons  had  on  the  10th  of  April  1876 
registered  "I  X  L"  as  a  Trade  Mark  by  itself  in  class  13  under  No.  4781, 
and  this  mark  had  been  subsequently  assigned  with  their  goodwill  by 
S.  Griffiths  A  Sons  to  William  Woodward,  who  in  June  1893  assigned  the 
goodwill  and  Trade  Marks  of  the  business  to  John  Marshall,  who  continued  30 
to  carry  on  the  business  so  purchased  under  the  style  of  S.  Griffiths  A  Sons. 

For  some  years  previously  to  the  next  mentioned  deed  Enoch  Griffiths, 
who  had  been  a  member  of  the  firm  of  S.  Griffiths  A  Sons,  had  carried  on  {inter 
alia)  a  trap  business  at  Heath  Town,  Wolverhampton.  In  the  years  1893  and 
3894  certain  complaints  were  made  by  John  Marshall  as  to  acts  done  by  Enoch  35 
Griffiths  in  connection  with  his  trap  business,  which  resulted  in  apologies  by 
Enoch  Griffitlis. 

By   a  deed   dated   the   20th  of  June   1899,    and   made    between    Enoch 
Griffiths,  trap  manufacturer,  of  the  one  part,  and   William  Sidebotham  and 
George  Sidebotham,  of  Wednesfield,  Staffordshire,  trading  together  in  copartner-  40 
ship  as  trap  manufacturers  under  the  style  or  firm  of  W.  A  G.  Sidebotham,  in 
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consideration  of  501.  paid  to  Enoch  Griffiths  by  W.  A  G.  Sidebotham,  Enoch 
Griffiths  assigned  to  W.  A  G.  Sidebotham  all  his  interest  and  goodwill  in  the 
trade  or  business  of  a  trap  manufacturer,  including  the  sole  right  to  trade  in 
the  name  of  E.  Griffiths  or  E.  Griffiths  A  Co.  in  connection  with  the  said  trade 
5  or  business. 

On  the  21st  of  December  1899,  John  Marshall  (carrying  on  business  as 
S.  Griffiths  A  Sons)  commenced  an  action  against  William  Sidebotham  and 
George  Sidebotham  (carrying  on  business  as  E.  Griffiths  A  Go.)  for  infringement 
of  the  Plaintiff's  Trade  Mark  (No.  181,445)  and  for  representing  their  goods  as 

10  those  of  the  Plaintiff. 

The  Plaintiff  by  his  Statement  of  Claim'alleged  :— "  (1)  The  Plaintiff  and  his 
44  predecessors  in  business  have  for  many  years  carried  on  business, at  Wednes- 
44  field,  in  the  county  of  Stafford,  as  animal  trap  manufacturers,  under  the  style 
44  or  firm  of  S.  Griffiths  A  Sons,  and  it  has  been  the  custom  of  the  Plaintiff  and 

15  "  his  said  predecessors  to  mark  the  traps  made  by  them  with  one  or  other  of 
44  the  marks  or  devices  4  S.  Griffiths  *  I  X  L,'  4  S.  Griffiths  •  *  I  X  L,'  and 
44  4S.  Griffiths  •  •  *  I  X  L,'  according  to  the  quality  thereof.  (2)  The  traps 
"  of  the  Plaintiff  and  his  said  predecessors  so  marked  as  aforesaid  have  for 
44  many  years  past  been  known  to  the  wholesale  and  retail  trades  and  to  the 

20  "  customers  of  the  Plaintiff  and  his  said  predecessors  by  the  designations  of 
444 Griffiths'  Traps,'  or  'Griffiths'  •,'  Griffiths'  #  •,'  and  'Griffiths'  •  •  •, 
"  according  to  the  quality  thereof,  and  have  acquired  a  great  reputation  in  the 
44  trade,  and  persons  buying  or  ordering  traps  under  one  or  other  of  the  said 
44  marks,  devices,  or  designations,  rely  upon  being  and  expect  to  be  supplied 

25  *4  with  traps  made  by  the  Plaintiff."  After  alleging  the  registration  of  the  Trade 
Mark,  the  Statement  of  Claim  continued  : — "  (4)  In  or  about  the  month  df  June 
44 1899  the  Defendants  began  to  carry  on  business  at  Wednesfield  aforesaid 
u  as  animal  trap  manufacturers,  under  the  style  or  firm  of  E.  Griffiths  A  Go. 
44  (5)  The  Defendants  have,  at  various  times  since  the  month  of  June  1899 

30  "  wrongfully  and  fraudulently  marked  or  caused  to  be  marked  large  quantities 
"  of  animal  traps  with  the  devices  *  E.  Griffiths'  *,'  4  E.  Griffiths'  *  •,'  and 
44  *  E.  Griffiths'  #  #  V  or  one  of  them,  according  to  the  quality  thereof,  in 
44  imitation  of  the  devices,  names,  and  designation  so  used  by  the  Plaintiff  as 
44  aforesaid,  and  of  the  Plaintiff's  said  Trade  Mark,  in  such  a  manner  as  to  cause 

35  44  it  to  be  believed  that  the  last-mentioned  traps  were  the  manufacture  of  the 
44  Plaintiff,  and  the  Defendants  threaten  and  intend  to  continue  to  make  and 
44  sell  traps  so  marked  as  aforesaid,"  and  damage  to  the  Plaintiff  was  alleged. 
The  Plaintiff  claimed  (1)  an  injunction  to  restrain  the  Defendants,  &c,  from 
infringing  the  Plaintiff's  registered  Trade  Mark,  and  from  stamping,  cutting,  or 

40  engraving,  or  causing  or  permitting  to  be  stamped,  cut,  or  engraved  upon  any 
metal  animal  traps  manufactured  for,  or  bought,  procured,  or  sold  by  them  the 
words  or  marks  44  E.  Griffiths'  *,' '  44  E.  Griffiths'  •  #,"  or  44  E.  Griffiths'  •  •  *,"  or 
any  other  words,  marks,  or  devices,  similar  to  or  only  colourably  differing  from 
the  Plaintiff's  said  registered  Trade  Mark  or  other  the  marks  or  devices  used  by 

45  the  Plaintiff  as  aforesaid,  or  any  words, .  marks,  or  devices  so  contrived  as  to 
represent  or  lead  to  the  belief  that  the  metal  animal  traps  manufactured  by  or 
for,  or  bought,  procured,  or  sold  by  the  Defendants  are  or  were  the  manufacture 
of  the  Plaintiff ;  and  also  from  selling,  exporting,  consigning  or  otherwise 
disposing  of  any  metal  animal  traps  having  or  bearing  thereon  any  such  words 

50  or  marks  as  aforesaid,  or  any  other  words  or  marks  only  colourably  differing 

from  such  Trade  Mark  or  other  marks  or  devices  aforesaid,  so  as  to  induce  the 

belief  that  the  traps  made  or  sold  by  the  Defendants  are  or  have  been  made  by 

the  Plaintiff. 

The  Defendants  by  their  Defence  after  (1)  admitting  the  statements  as  to 

55  the  marking  of  the  Plaintiff's  traps  by  S.  Griffitlis  A  Son*  and  the  Plaintiff, 
alleged  that  the  said  traps  had  been  and  were  known  as  "  I  X  L "  traps,  and 
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that  the  quality  marks  "  *,"  "  *  *,"  and  "  *  *  *  "  long  had  been  and  were  in 
common  use  in  the  trade ;  (2)  that  the  essential  and  distinctive  part  of  the 
Plaintiff's  said  Trade  Mark  always  had  been  and  was  the  UIXLH;  and  (3) 
44  For  several  years  prior  to  the  month  of  June  1899,  and  in  fact  prior  to  the 
"  registration  of  the  Trade  Mark  referred  to  in  paragraph  3  of  the  Statement  of  5 
44  Claim,  one  Enoch  Griffiths,  of  Heath  Town,  in  the  county  of  Stafford,  was  in 
"  good  faith  and  to  the  knowledge  of  the  Plaintiff  carrying  on  business  under 
"  the  style  of  *  E.  Griffiths  A  Go.'  as  a  manufacturer  of  traps,  and  marking  them 
"  with  the  Trade  Marks  referred  to  in  paragraph  5  of  the  Statement  of  Claim. 
44  In  the  said  month  of  June  1899  the  Defendants  purchsised  openly  and  in  good  10 
44  faith  and  for  valuable  consideration  the  business  and  goodwill  of  the  said 
"  Enoch  Griffiths,  together  with  the  sole  right  to  trade  in  the  name  of 
44  4  E.  Griffiths  'or  4  E.  GriffitJis  A  Go.'  in  connection  therewith,  and  from  the 
"  date  of  such  purchase  the  Defendants  have  continued  to  carry  on  the  said 
"  business  precisely  as  the  said  Enoch  Gh:iffitJis  had  done,  and  to  mark  their  15 
"  traps  precisely  as  the  said  Enoch  GriffitJis  had  done "  ;  and  (4)  that  the 
Defendants  had  not  imitated  the  Plaintiff's  marks,  and,  in  particular,  neither 
E.  GriffitJis  nor  the  Defendants  had  ever  used  the  "  I  X  L  "  ;  and  (5)  alleged 
knowledge  on  the  part  of  the  Plaintiff  of  the  manner  in  which  E.  Griffiths  and 
the  Defendants  had  marked  their  goods,  and  laches,  delay,  and  acquiescence  on  20 
the  part  of  the  Plaintiff. 

The  Plaintiff,  in  his  Reply,  referred  to  the  complaints  already  mentioned 
made  by  him  against  E.  GriffitJis,  and  (4)  alleged  : — "  Up  to  April  1894  the 
44  said  Enoch  Griffiths  had  not  been  a  manufacturer  of  animal  traps,  but  at 
44  some  date  after  April  1894  he  started  business  at  the  Victoria  Works,  Heath  25 
44  Town,  as  a  manufacturer  of  animal  traps,  which  he  marked  *  E.  Griffiths'  •,* 
"  4E.  Griffiths'  *  *,'  and  4E.  Griffiths'  *  *  *,'  or  one  of  them,  according  to 
44  quality.    The  Plaintiff  from  time  to  time  remonstrated  with  the  said  Enoch 
44  GriffitJis  on  the  ground  (as  the  said  facts  were)  that  the  said  devices,  names, 
44  and  designations  so  used  by  him  as  aforesaid  were  in  imitation  of  the  devices,  30 
44  names,  and  designation  used  by  the  Plaintiff,  and  calculated  to  lead  to  the 
44  belief  that  the  traps  manufactured  and  sold  by  the  said  Enoch  GriffitJis  were 
44  traps  manufactured  by  the  Plaintiff.    The  said  remonstrances  did  not  produce 
44  satisfactory  results,  but  as  the  business  of  the  said  Enoch  GriffitJis  was  small 
44  (his  turnover  in  animal  traps  not  exceeding  200/.  per  annum),  and  he  had  35 
44  little  or  no  means,  the  Plaintiff  endured  the  wrong  rather  than  resort  to 
44  litigation  for  its  remedy.    (5)  Before  the  Defendants  bought  the  said  business 
44  of  the  said  Enoch  GriffitJis  the  Defendants  knew  that  the  said  Enoch  GriffitJis 
44  was  wrongfully  using  the  said  devices,  names,  and  designations,  to  the  injury 
44  of  the  Plaintiff  in  his  said  business,  and  that  the  Plaintiff  objected  to  such  40 
44  user." 

The  Defendants  delivered  a  rejoinder  relating  principally  to  the  complaints 
of  John  MarsJiall  to  E.  GriffitJis. 

The  action  came  on  for  trial  on  the  14th  of  November  1900  before  Kbkbwich,  J. 

T.  Terrell,  Q.C.,  and  Stokes  (instructed  by  Maude  and  Tunnicliffe,  agents  for  45 
A.  R.  Bevan,  Wolverhampton)  appeared  for  the  Plaintiff ;  Warrington,  Q.C., 
and  Sebastian  (instructed  by  J.  MitcJiell,  agent  for  Stirk,  Brewer,  and  Stirk, 
Wolverhampton)  appeared  for  the  Defendants. 

T.  Terrell,  Q.C.,  opened  the  Plaintiff's  case. — Although  the  Defendants  had  a 
considerable  bueiness  of  their  own  in  traps,  they  bought  E.  GriffitJis'  business  50 
for  50/.  for  the  purpose  of  putting  on  their  traps  a  name  calculated  to  deceive  ; 
also  they  do  not  mark  the  traps  E.  Griffiths  &  Co.,  their  proper  name,  but 
E.  GriffitJis.    They  have  colourably  imitated  the  Plaintiff's  Trade  Mark. 

The  Plaintiff  was  called,  and  Frederick  Mills,  his  manager,  and  certain  trade 
witnesses,  and  a  clerk  from  the  Trade  Marks  branch  of  the  Patent  Office  proved  55 
the  registration  as  above  stated  of  the  mark  "IX  L." 
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The  Defendants'  evidence  was  then  called,  including  one  of  the  Defendants 
and  certain  trade  witnesses.  [The  evidence  sufficiently  appears  in  the  judg- 
ment.] 
Counsel  for  the  Defendants  were  not  called  on. 
5  Terrell,  Q.C.,  called  on  for  the  Plaintiff. — The  questi9n  is  whether  what  the 
Defendants  are  doing  is  calculated  to  deceive.  That  is  a  simple  question  of 
fact.  The  Plaintiff  has  a  large  business  and  a  considerable  reputation,  and  his 
goods,  in  markets  where  they  are  known,  command  a  higher  price  than  others. 
The  Defendants,  apart  from  the  business  of  E.  Griffiths  which  they  bought, 

10  had  a  large  business.  They  only  bought  it  to  get  the  name  of  E.  Griffiths. 
The  business  only  had  a  turnover  of  200/.  a  year,  and  could  have  no  reputation. 
The  Plaintiff's  goods  have  a  great  reputation  as  "  Griffiths'  Traps."  He  has  two 
Trade  Marks,  "  I  X  L  "  being  in  both.  A  person  may  pass  off  his  goods  as 
those  of  another  person  without  taking  the  exact  mark  (Slazenger  v.  FeWiam, 

15  6  R.P.C.  531).  The  Defendants'  traps  have  the  same  name  in  the  same 
type  as  the  Plaintiff's,  and  the  quality  marks  are  put  in  the  same  place. 
Knowing  of  S.  Griffiths  A  Sons,  they  bought  the  business  of  E.  Griffiths  in 
order  to  get  his  name. 

EEKBWICH,  J. — This,  in  my  judgment,  is  a  case  which  is  free  from  any  real 

20  difficulty.    The  Plaintiff  seeks  to  restrain  the  Defendants  from  infringing  his 

registered  Trade  Mark.    I  will  deal  with  that  separately.    The  registered  Trade 

j  Mark  is  S.  Griffiths,  with  three  or  a  less  number  of  stars,  as  they  are  called, 

[  and  "IX  L."    The  Defendants  use  the  term  &\  Griffiths  with  the  stars,  and 

no  u  I  X  L."    Leaving  out  of  account  the  difference  between  S.  and  E.,  and 

25  considering  for  a  moment  that  the  Griffiths  is  the  same  whether  there  is  a  S. 
before  it  or  an  E.,  we  find  in  both  cases  the  stars  which  are  admitted  to  be 
common  to  the  trade,  and  which  are  expressly  disclaimed  in  the  registration  of 
the  Trade  Mark,  and  that  "IX  L,"  which  is  the  distinctive  mark  apart  from 
the  name  Griffiths,  is  not  used  by  the  Defendants.    It  is  impossible  to  contend 

30  otherwise,  and  the  truth  is  I  have  heard  no  argument  on  that  point,  although 
I  was  obliged  to  deal  with  it,  and  the  Plaintiff's  case  thereon  wholly  fails. 

As  regards  the  other  point — the  passing  off  point — there  is  more  to  be  said. 
In  the  first  place,  a  good  deal  is  attempted  to  be  made  of  the  sale  by  Enoch 
Griffiths  to  the  Defendants  in  the  year  1899 — a  very  short  time  ago.    What  is 
i  35  suggested,  not  merely  in  the  nature  of  prejudice,  but  really  suggested  as  a 

ground  for  inducing  the  Court  to  consider  that  the  Defendants  are  committing 
fraud,  is  this — that  they  had  a  business  of  their  own — that  Enoch  Griffiths'  was 
a  small  business,  as  it  certainly  was,  and  that  they  gave  50 J.  for  it,  and  a  little 
more  for  the  stock-in-trade,  on  purpose,  it  must  be  inferred,  to  push  their  traps 
i  40  in  the  market  side  by  side  with  the  Plaintiff's  traps,  and  to  tell  the  public  they 

|  were  selling  S.  Griffiths  A  Sons'  traps.    It  is  all  put  forward  as  a  scheme  of 

fraud.  Well,  no  doubt  it  is  a  suspicious  fact,  and  I  am  not  surprised  that  the 
Plaintiff  should  look  into  it,  but  I  am  not  satisfied  that  there  was  not  something 
fairly  to  buy.    There  was  a  business,  and  I  have  been  told  in  the  witness-box, 

45  and  it  has  not  been  contradicted,  that  Enoch  Griffiths  represented  that  the 
business  was  increasing,  and  that  explains  the  circular  which  was  issued, 
which  was  no  doubt  of  an  extremely  puffing  nature,  but  is  more  a  puff  than 
anything  else.  If  Enoch  Griffith  had  a  business  with  a  small  turnover  of  only 
200/.  a  year,  still  he  had  a  certain  amount  of  business,  and  was  selling  traps  we 

50  know  to  that  extent ;  he  held  a  certain  stock-in-trade,  and  there  was  no  reason 
why  Messrs.  Sidebotham  should  not  buy  it,  and  with  the  business  itself  and 
the  goodwill,  the  right  to  use  the  name  of  E.  Griffiths  or  his  trade  name 
E.  Griffiths  A  Go.,  as  they  did.  They  bought  it  from  him ;  they  did 
not  buy  it  from  the  rest  of  the  world.     It  does  not  in  the  least  debar  the 

55  Plaintiff  from  complaining  if  it  infringes  in  any  way  his  rights,  but  they  did 
buy  it    Now  we  know  a  little  more  from  Mr.  Sidebotham,  the  Defendant 
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They  continued  to  carry  on  their  separate  business  as  Sidebotham,  as  they  also 
carried  on  their  other  business.  The  two  businesses  are  not  mixed  up  together. 
These  two  gentleman  carry  on  the  trade  under  two  different  names,  and,  as  long 
as  that  is  fairly  done,  there  is  no  reason  why  it  should  not  be  done  in  the  same 
town  or  different  towns,,  I  do  not  see  that  when  you  look  at  the  facts  there  5 
is  any  prejudice  in  it  to  their  case,  and  still  less  that  there  is  any  evidence 
of  an  intention  to  deceive.  That  being  so,  they  are  entitled  to  carry  on  such 
business  and  to  manufacture  and  sell  traps  in  the  name  of  E.  Griffiths  A  Co., 
or,  according  to  the  distinct  words  of  the  deed,  in  the  name  of  E.  Griffiths. 
Now  I  will  assume  that  we  are  dealing  with  E.  Griffiths  himself,  for  the  10 
strongest  way  to  put  the  case  against  the  Defendants  is  to  say  that  it  is  not  the 
Defendants,  but  E.  Griffiths  himself,  who  is  here.  He  is  entitled  to  sell  traps 
under  his  own  name.  The  Defendants  having  got  that  right  from  him  are  in 
no  better  position  than  E.  Griffiths  himself  could  be.  He  is  entitled  to  trade  in 
his  own  name,  and  I  will  assume,  without  going  into  the  authorities  on  the  15 
subject,  that  that  is  to  be  limited  in  this  way — that  he  is  not  at  liberty  even  to 
use  his  own  name  if  the  user  is  calculated  to  deceive — that  is  to  say,  if  by  using 
his  own  name  he  is  likely  to  deceive  the  public  into  thinking  that  the  goods 
which  he  offers  on  the  market  are  the  goods  of  another  trader,  namely, 
S.  Griffiths  A  Sons.  That  seems  to  me,  without  going  into  the  authorities,  to  20 
put  the  case  as  strongly  in  favour  of  the  Plaintiff  and  against  the  Defendants  as 
I  possibly  can.  Assuming  that,  is  there  any  deception  ?  It  seems  to  me  that 
it  is  extremely  difficult  to  make  out  any  deception  in  such  a  case  ;  but  at  any  rate 
none  is  established.  I  have  the  traps  before  me.  One  is  "  S.  Griffiths  A  Sons  " 
with  the  "IX  L,"  the  other  is  "  E.  Griffiths  "  with  the  three  stars,  and  of  25 
course  without  the  "IX  L."  Now  what  the  Plaintiff  has  endeavoured  to 
prove  is  that  "  Griffiflis  A  Sons  "  means  the  "  I  X  L  "  traps,  with  one  or  two  or 
three  stars,  and  that  "  Griffiths*  Traps  "  means  the  same  thing,  and  that  it  is 
quite  unnecessary  to  use  the  "IX  L."  No  doubt  that  was  so  some  few  years 
ago  when  there  was  only  one  manufacturer  of  traps  named  GriffitJis,  namely,  30 
S.  Griffiths  A  Sons.  It  is  not  quite  the  same  now  that  there  is  another  maker  ; 
but  E.  Griffiths'  is  a  small  trade,  and  his  traps— that  is  to  say,  those  made  by 
the  Defendants — are  not  so  well  known  to  the  general  public.  But  the  evidence 
has  convinced  me  that  the  really  distinctive  mark — the  real  distinction  between 
Griffiths  A  Sons'  traps  and  the  traps  of  everybody  else  in  the  trade — is  the  35 
"IX  L."  Frequently,  no  doubt,  the  "  I  X  L "  is  omitted,  either  in  orders 
given  or  on  enquiries  being  made,  but  it  may  be  said  it  was  always  present  to 
the  mind  of  the  customer  or  the  person  making  the  enquiry.  "IXL"  is  the 
one  thing  by  which  they  are  known  throughout  the  world,  and  that  is  shown 
by  their  own  price  list  and  advertisements,  and  in  fact  everything  that  I  have  40 
seen  connected  with  the  case.  It  is  always  "IX  L."  I  have  one  after  another 
under  my  hand  here.  In  the  most  modern  example  produced  by  the  Plaintiff, 
which  is  a  picture  of  one  of  these  traps,  S.  Griffiths  with  the  three  crosses  or 
three  stars  and  "  I  X  L "  is  repeated  no  less  than  three  times  on  the  head  of 
the  sheet,  and  is  referred  to  again  twice  in  the  corner.  The  description  45 
there  is  US.  Griffiths  A  Sons,  'I  X  L'  trap  manufacturers."  It  is  the 
same  in  the  advertisements  that  have  been  produced ;  it  is  the  same 
throughout.  They  hold  themselves  out  as  the  manufacturers  of  the  "IXL" 
trap  ;  and  that  is  the  thing  by  which  they  are  distinguished.  It  is  not 
pretended  that  the  Defendants  or  Enoch  Griffiths  ever  sold  the  "IXL"  trap,  50 
that  would  have  been  an  infringement  of  the  Trade  Mark.  There  is 
nothing  that  I  can  see  that  is  calculated  to  deceive  in  that  way.  I  have  really 
no  evidence  that  there  has  been  anything  approaching  a  case  of  deception. 
Mr.  Mills,  the  manager,  says  that  occasionally  persons  who  bought  the  Defen- 
dants1 traps  had  sent  back  to  the  Plaintiff  those  traps  for  repair,  and  presumably  55 
under  the  notion  that  they  were  Griffiths  A  Sons'  traps.    But  they  have  not 
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come  here  to  say  so  ;  this  is  all  presumption  ;  there  is  no  evidence  really  that 
there  has  been  any  deception  of  the  kind ;  and  I  have  got  one  case,  and  one 
case  only,  of  a  man  who  ordered  Griffiths'  traps  hoping  and  believing  that  he 
had  got  S.  Griffiths  A  Sons'  "  I  X  L  "  traps,  and  finding  he  had  not.  But  I  do 
5  not  know  what  order  he  gave.  I  do  not  know  who  supplied  him,  or  who  the 
customer  was,  or  whether  it  was  a  mistake.  One  cannot  possibly  find  that  a 
person  has  been  guilty  of  deception  on  evidence  like  that,  particularly  when  to 
my  eyes,  looking  at  it  as  I  think  I  am  entitled  to  do  from  an  outside  point  of 
view,  there  is  very  little  room  indeed  for  deception.    Of  course  any  man  picking 

10  up  any  of  these  traps  might  look  at  it  and  say,  "  That  is  the  sort  of  trap  I  have 
had  "  before,"  without  looking  at  the  name.  He  might  see  the  three  stars  of 
Sidebotham's  trap  and  say,  "  Oh  yes,  that  is  the  three  stars  trap ;  that  is  the 
u  sort  of  trap  I  have  had  before."  He  might  go  a  step  further  and  see  Griffiths 
and  not  look  at  E.  Griffiths,  and  not  see  whether  the  stars  were  there  or  not. 

15  He  might  look  at  the  other  and  see  S.  Griffiths  A  Sons,  and  that  there  was  or 
was  not  the  "IX  L."  I  know  that  the  law  in  these  cases  is  made  to  protect  an 
unwary  purchaser,  and  that  in  cases  of  deception  you  must  guard  the  unwary 
purchaser.  But  still  you  must  not  suppose  in  dealings  of  this  kind  that 
everybody  is  a  fool  or  blind,  and  it  seems  to  me  they  could  only  be  fools 

20  or  blind  men  really  who  could  mistake  E.  Griffiths  with  three  stars  for 

S.  Griffiths  A  Sons'  trap  with  three  stars  and  the  "IX  L,"  unless  he  started 

with  the  notion  that  if  he  got  a  machine  of  like  nature  he  must  really  get  one 

by  the  same  maker,  which  is  absurd. 

To  my  mind  the  Plaintiff's  case  entirely  breaks  down,  and  there  must  be 

25  judgment  for  the  Defendants  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Eekbwich. 

November  29th,  1900. 

Rutter  &  Co.  v.  Smith. 

30      Passing  off.— Isolated  case  by  Defendant's  former  manager  proved.— Action 
dismissed  with  costs. 

A  firm  of  tobacco  manufacturers,  whose  tobacco  was  known  by  the  name 
"  Miteham"  having  brought  an  action  .against  a  shopkeeper  for  selling  tobacco 
not  of  their  manufacture  under  that  name,  only  proved  at  the  trial  one  instance 
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of  passing  off,  in  which  instance  a  person  who  had,  at  the  request  of  a  traveller 
of  the  Plaintiffs,  asked  for  an  ounce  of  "  Mitcham  "  tobacco  had  been  served 
with  another  tobacco  by  the  Defendant's  manager,  who  had  since  left  her 
employ. 

Held,  following  Leahy  v.  Glover  (10  R.P.G.  141)  that  no  injunction  ought  to  5 
be  granted,  and  tlmt  the  case  was  too  trivial  for  damages.    The  action  was 
dismissed  with  costs. 

On  the  1st  of  August  1900,  I.  Rutter  A  Go.  commenced  an  action  against 
G.  T.  Smith  claiming  an  injunction  restraining  the  Defendant,  her  agents  and 
servants,  from  selling,  or  offering  or  advertising  for  sale,  invoicing  or  delivering  \Q 
any  tobacco  not  of  the  Plaintiffs'  manufacture  under  the  name  of  "  Mitcham  " 
shag,  or  "  Mitcham  "  tobacco,  or  any  other  name  calculated  to  lead  her  customers 
to  suppose  that  the  tobacco  so  sold  or  dealt  with  was  the  Plaintiffs'  tobacco,  and 
from  otherwise  infringing  the  Trade  Mark  of  the  Plaintiffs  (No.  20,488), 
originally  registered  on  the  29th  of  September  1879,  and  for  consequential  15 
relief. 

The  Trade  Mark  consisted  of  the  word  "Mitcham"  together  with  the 
facsimile  signature  /.  Rutter  A  Co.,  and  was  registered  on  the  5th  of  April 
1879,  in  class  45,  in  respect  of  tobacco  manufactured  or  unmanufactured,  and 
the  Plaintiffs  were  the  registered  proprietors  of  the  same.  20 

The  Plaintiffs  moved  for  an  interlocutory  injunction,  but  no  order  was  made 
thereon,  except  that  the  action  should  be  set  down  and  tried  without  pleadings. 
The  facts  proved  appear  sufficiently  from  the  judgment. 

Warrington,  Q.C.,  and  0.  Lawrence  (instructed  by  Sole,  Turner  A  Knight) 
appeared  for  the  Plaintiffs  ;  Renshaw,  Q.C.,  and  Stewart  Smith  (instructed  by  25 
West,  King,  Adams  A  Go.)  appeared  for  the  Defendant. 

Kbkbwioh,  J. — My  judicial  sympathies  go  strongly  with  those  who,  having 
established  a  reputation  for  a  certain  class  of  goods,  find  that  they  are  losing 
custom,  or  not  making  way  as  they  expected,  because  others  are  willing,  rather 
than  lose  the  chance  of  a  sale,  to  sell  something  else  as  and  for  their  goods.     I  30 
am  sorry  to  say  experience  tells  me  that  there  are  a  very  large  number  of 
tradesmen  who,  rather  than  lose  a  chance,  will  sell  something  that  they  have 
when  they  are  asked  for  something  that  they  have  not ;  and  when  persons  like 
the  present  Plaintiffs,  who  have  established  a  reputation  for  a  particular  class  of 
tobacco,  or  any  others,  find  that  they  are  losing  their  custom  on  that  account,  I  35 
repeat  that  my  sympathies  go  with  them  if  they  take  advantage  of  any 
opportunity  to  bring  a  case  into  Court  to  make  sure  that  that  shall  not  occur. 
But  when  they  bring  a  case  into  Court,  notwithstanding  all  that  sympathy, 
it  must  be  examined  closely,  and  if  they  are  unfortunate  enough  not  to  hit 
upon  a  good  case,  they  must  suffer  like  other  persons  who  have  not  a  good  40 
case. 

In  the  present  instance  the  Plaintiffs  have  brought  here  the  Defendant,  who  has 
a  small  shop  in  the  Pantiles,  at  Tunbridge  Wells,  and  without  any  suggestion  that 
she  has  been  accustomed  to  do  this  alleged  dishonest  thing,  they  rest  their  case 
entirely  on  two  isolated  transactions.  They  are  isolated  from  one  another  and  45 
they  stand  entirely  alone.  It  is,  of  course,  a  curious  fact  that  when  somebody 
asked  for  "  Mitcham  "  shag,  or  "  Mitcham  " — and  I  do  not  think  there  is 
anything  in  the  difference,  which  has  been  commented  on  rather  too  severely 
— but  when  somebody  asked  for  an  ounce  of  "  Mitcham,"  or  "  Mitcham  Shag," 
Mr.  Butterworth,  who  is  a  traveller  for  the  Plaintiffs,  happened  to  be  in  the  SO 
shop.  He,  of  course,  pricked  up  his  ears,  and  I  think  it  is  not  too  much  to  say 
that  he  saw  a  case  ahead  in  which  he  might  be  useful  to  his  employers,  ^he 
tobacco  was  served  by  the  man,  Skinner,  and,  as  we  know  that  the  Defendant 
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does  not  keep  "  Mitcham  "  tobacco,  it  follows,  of  course,  that  the  customer  was 
served  with  something  else  ;  bat  the  question  is,  was  that  customer  served 
with  that  something  else — Lambert  and  Butler's  shag — as  and  for  "  Mitcham  "  ? 
Upon  that  the  evidence  is  by  no  means  satisfactory.      Mr.  Butterworlh  is 

5  certainly  not  a  good  witness,  and  although  I  agree  with  Mr.  Renshaw  that  the 
discrepancies  between  the  affidavit  and  the  oral  evidence  are  not,  as  to  most  of 
them,  of  importance,  I  do  think  that  the  discrepancy  between  ButterwortKs 
statement,  on  which  the  motion  for  injunction  was  founded,  and  what  he  said 
here  deserves  the  very  greatest  attention.    It  is  obvious  that  he  left  out  a  good 

10  deal  here,  and  it  had  to  be  extracted  by  cross-examination.  He  was  only  a 
by-stander  in  the  shop,  and  it  is  quite  possible  he  did  not  hear  all  that  took 
place,  and  I  should  be  loth  to  accept  his  word  that  any  representation  was  made 
to  the  customer  otherwise  than  by  the  mere  sale  of  an  ounce  of  tobacco.  I  do 
not  understand  Mr.  Skinner  to  say  that  he  remembers  that  he  pointed  out  to 

15  that  customer  that  what  he  gave  him  was  a  dark  shag,  or  Lambert  and  Butler's 
shag,  and  not  "  Mitcham  "  shag.  Mr.  Skinner  does  not  remember  very  much 
what  took  place.  I  do  not  think  he  remembers  anything  of  what  took  place  as 
regards  that  particular  sale,  and  I  cannot  blame  him  for  it.  It  was  a  busy  time. 
Although  there  was  nobody  in  the  shop  at  the  moment  the  day  was  a  busy  day, 

20  owing  to  the  presence  of  an  agricultural  show.  He  served  many  customers  in 
the  course  of  the  day,  and  he  is  not  likely  to  have  made — and  I  do  not  think  I 
should  believe  him  if  he  told  me  that  he  had  done  so — a  particular  note  of  what 
was  Baid  in  the  case  of  one  customer  who  came  in  and  asked  for  an  ounce  of 
"  Mitcham  "  tobacco.     I  think  it  is  going  too  far  to  say,  on  that  evidence,  that 

25  this  one  ounce  of  tobacco  was  sold  to  the  customer  as  and  for  "  Mitcham  "  shag. 
It  is  quite  possible  that  something  was  said,  and  I  think  it  is  more  than  likely 
that  something  was  said,  to  distinguish  it,  but  at  any  rate  I  do  not  think  I  ought, 
on  that,  to  convict  the  Defendant  of  having,  through  her  manager  (because  she 
did  not  do  it  herself),  made  that  misrepresentation. 

30  Then  the  other  case  is  of  a  different  character.  In  the  first  case  we  have  not 
unfortunately  got  the  man  who  bought  the  tobacco,  and  we  do  not  know  who 
he  was.  He  went  away  and  Mr.  Butterworth  did  not  attempt  to  follow  him. 
In  the  other  case  we  have  got  the  man  who  bought  the  tobacco ;  and  again 
it  is  certainly  an  unfortunate  incident   in  one  point  of  view,   and  perhaps 

35  unfortunate  in  another,  that  Mr.  Butterworth  should  have  found,  just  outside 
the  shop,  a  friend  of  his  who  is  not  in  the  least  degree  connected  with  the 
tobacco  trade,  and  who  was  willing  to  go  in,  at  his  instance,  and  ask  for  an 
ounce  of  "  Mitcham  "  tobacco,  which  he  did  or  did  not  require.  He  went  in, 
and  he  distinctly  states  that  he  asked  for  it,  and  that  an  ounce  of  tobacco  which 

40  was  produced,  and  which  is  not  (and  we  know  it  is  not)  "  Mitcham  "  tobacco, 
was  supplied  to  him,  and  that,  as  I  understand  the  evidence,  without  any 
explanation  at  all.  I  have  no  reason  to  doubt  Mr.  Treves'  evidence.  I  do  not 
think  there  was  anything  in  cross-examination  or  otherwise  to  show  that  he 
did  not  come  here  to  tell  the  truth.     That  he  made  some  mistakes  I  do  not 

45  think  is  really  of  any  importance. 

Then  we  come  to  this — one  case  is,  I  think  I  must  take  it,  proved  ;  the  other 
case  I  do  not  think  I  can  take  as  being  proved  to  mj  satisfaction.  There  is  a 
sale  of  one  ounce  of  tobacco,  value  unknown,  on  a  single  day,  without  any 
suggestion  that  anything  of  the  kind  had  occurred  before,  and  every  possible 

50  suggestion  that  it  is  not  likely  to  occur  again.  Because  not  only  have  the 
Defendant  herself  and  her  niece,  who  manages  her  business,  distinctly  denied 
having  done  it,  or  having'  intended  to  do  it,  but  the  manager,  who  is  accused 
of  having  done  it,  perhaps  carelessly,  perhaps  intentionally — I  cannot  say 
anything  about  that,  and  I  do  not  decide  that — is  gone.    It  matters  not  to 

55  me  why  he  has  gone,  but  he  is  no  longer  in  the  Defendant's  service.  So 
that  there  is  the  highest  improbability  of  its  occurring  again,  unless  I  am 
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bound  to  impute  to  the  Defendant  deliberate  dishonesty  and  an  intention  to  do 
that  which  she  admits  herself  is  wrong. 

It  seems  to  me  that,  under  these  circumstances,  I  have  in  the  case  of 
Leahy  v.  Glover*,  which  has  otherwise  very  little  connection  with  this  caset 
authority  for  saying  that  this  is  not  a  case  in  which  an  injunction  ought  to  be  5 
granted,  and  I  think  I  am  justified  by  the  remarks  of  both  Lord  Herschell  and 
Lord  Maenaghien — particularly  Lord  Herschell,  who  .was  presiding  as  Lord 
Chancellor — in  saying  that  a  case  of  this  kind  is  one  in  which  an  injunction 
ought  not  to  be  granted,  notwithstanding  the  great  advantages  which  an 
injunction  has,  which  are  pointed  out  by  him.  10 

That  disposes  of  the  question  of  an  injunction.  Now  what  else  is  there  ? 
Damages,  or  an  account  of  pro  Gits.  Damages  for  the  isolated  case  of  a  sale  of 
one  ounce  of  tobacco,  or  profits  on  the  sale  of  one  ounce  of  tobacco !  I  do  not 
think  that  the  Court  ought  to  condescend  to  go  into  such  things,  and  if  I  were 
bound,  as  I  do  not  think  I  am,  to  give  the  Plaintiffs  a  farthing  damages  I  15 
should  only  give  them  County  Court  costs,  amounting  to  nothing.  I  think  on 
the  whole  I  shall  be  doing  my  duty  best  by  discouraging  what  I  think  is  a 
trifling  litigation,  and  giving  judgment  for  the  Defendant  with  costs. 


*10RJ\C.  HI. 
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In  the  House  op  Lords. 

Present:   The   Lord   Chancellor   and   Lords  Macnaghten,  Shand, 

Davey,  and  Brampton. 

November  23rdf  26th,  27th,  and  29th,  1900. 

5        Taylor  and  Scott  v.  Annand  and  the  Northern  Press  and 

Engineering  Company,  Ld. 

Patent. — Action  for  infringement. — Anticipation. — Subject-matter. — Novelty. 
—Construction  of  claims  in  Specification. — Patent  held  invalid  at  trials 
Appeal. — Patent  held  valid  and  appeal  allowed. — Costs. — Set  off. 

10  The  owners  of  a  Patent  for  a  device  for  printing  late  news  in  newspapers 
sued  the  Defendants  for  infringement.  By  the  Patentees^  apparatus  this  was 
accomplished  by  means  of  an  auxiliary  drum  mounted  on  an  auxiliary  shafts 
so  as  to  be  moveable  to  any  position  along  the  shaft.  The  drum  was  constructed 
to  carry  a  box  holding  the  type.     The  Specification  claimed  both  the  method  of 

15  folding  the  type  in  the  box  and  also  the  combination  of  the  drum  with  the  main 
stereotyping  cylinder.  The  Defendants  also  used  a  moveable  drum  mounted  on 
an  auxiliary  shaft,  but  used  linotype  slugs  instead  of  type,  and  had  a  box  of 
different  construction  and  a  different  method  of  holding  the  slugs.  It  was 
argued  that  the  Defendants  did  not  infringe  the  claim  for  the  construction  of 

20  the  box  and  tJte  method  of  holding  the  type,  and  tlval  tl\e  Plaintiffs'  Patent  tvas 
bad  for  (inter  alia)  want  of  subject-matter  and  anticipation.  Held,  that  tlie 
Plaintiffs1  Patent  was  invalid  for  want  of  novelty  or  subject-matter.  The 
Plaintiff 8  appealed.  Held,  on  appeal,  that  the  Patent  tvas  valid,  and  that 
the  Defendants  had  infringed  the  third  claim. 

25  The  Defendants  appealed  to  the  House  of  Loids.  Held,  that  the  Plaintiffs' 
Patent  was  valid,  and  that  the  Defendants  had  infringed.  The  appeal  was 
dismissed  with  costs. 

On  the  20th  April  1886  Letters  Patent  (No.  5470  of  1886)  were  granted  to 

John  Hetxry  Buxton,  Davies  Braithwaite,  and  Mark  Smith  for  "  Improvements 

HO  "  in  arrangements  and  mechanism  to  facilitate  the  rapid  application  of  type 

"  representing  late  news  or  matter,  and  to  the  printing  of  the  same  by  newspaper 

u  printing  machines.' 

E 
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The  Complete  Specification  was  as  follows  : — "  In  newspaper  printing,  new 

editions  containing  late  news  or  matter  is  commonly  added  by  cutting  out 

portions  from  the  stereo-plates  and  inserting  in  the  space  thus  made  the  type 
64  representing  the  late  matter  ;  but  this  takes  time,  and  the  object  of  our  inven- 
"  tion  is  to  be  able  to  add  late  news  and  print  it  in  as  little  time  as  possible  5 
"  after  its  receipt.    Our  invention  consists  in  combinations  and  arrangements 
"  of  mechanism  as  hereinafter  described. 

"  The  type  is  or  may  be  ordinary  type,  and  we  arrange  it  when  set  up  into 
"  lines,  between  thin  metal  rules  which  are  thicker  on  one  edge  than  the  other, 
"  the  ends  of  the  metal  rules  are  or  may  be  notched  to  fit  ribs,  or  may  have   10 
"  projections  to  fit  recesses,  formed  on  or  in  the  ends  of  a  boss  into  which  the 
"  type  and  rules  are   placed  or  slided  and  are  secured  by  a  screw  or  other 
"  arrangement  acting  in  the  lengthway  of  the  rules  or  lines  of  type.    The 
"  screw  is  or  may  be  in  a  part  secured  to  the  box  and  the  end  of  the  screw 
"  carries  or  may  carry  a  plate  to  act  upon  the  ends  of  the  metal  rules  and  type.  15 
"  The  lines  of  type  and  metal  rules  are  pressed  together  laterally  by  a  screw  or 
"  other  arrangements  or  by  a  screw  lengthway  of  the  box  and  a  wedge  or 
"  inclines,  or  by  one  or  two  metal  rules  011  the  sides  of  the  box  made  taper 
"  lengthway  and  placed  one  reversed  to  the  other,  so  that  when  the  lines  and 
"  metal  rules  are  secured  endways — pressure  is  brought  upon  the  metal  rules  20 
"  tapered  lengthways  to  cause  them  to  compress  the  metal  rules  and  type 
"  laterally  at  the  same  time.    The  box  of  type  prepared  as  above  described  is 
"  dovetailed  on  its  exterior  and  is  slided  into  a  corresponding  dovetail  recess  in 
"  a  drum  or  pulley,  and  it  wedges  therein,  or  it  is  or  may  be  secured  by  a  spring 
M  or  other  catch  or  bolt.    The  pulley  for  the  type  box  is  mounted  upon  a  shaft  25 
"  passing  across  the  printing  machine  and  rotates  in  suitable  bearings  on  the 
"  framing.    The  type  pulley  or  drum  is  adjustable  in  any  desired  position  in 
"  the  lengthway  of  its  shaft  and  is  then  secured  by  screws,  so  that  the  type 
"  carried  by  it  can  be  made  to  print  upon  any  part  of  the  sheet,  either  on  the 
41  margin  or  upon  spaces  left  blank  and  unprinted  upon  by  the  stereo-plate  on  30 
"  the  main  printing  or  stereo  cylinder.    The  type  pulley  or  drum  is  arranged 
"  to  come  against  and  print  upon  the  paper  on  the  impression  cylinder,  and 
"  when  it  is  used  in  machines  where  two  separate  sheets  are  printed  at  each 
"  rotation  of  the  stereo  cylinder  the  type  pulley  is  geared  up  with  that  cylinder 
"  to  make  two  rotations  and  impressions  for  each  revolution  of  the  stereo  35 
"  cylinder. 

"  The  shaft  of  the  type  pulley  or  drum  is  arranged  in  bearings  which  are 
"  excentric  to  the  hole  for  the  bearings  in  the  framing,  and  the  bearings  can  be 
"  each  partly  rotated  by  a  projection  from  each  and  then  secured,  this  partial 
"  rotation  of  the  bearings  adjusting  the  type  pulley  or  drum  to  the  impression  40 
"  cylinder.  There  is  an  inking  pulley  or  roller  for  inking  the  type  in  the  box, 
"  and  this  inking  pulley  or  roller  is  adjustable  on  a  shaft  passing  across  and 
"  rotating  in  bearings  or  rotating  on  a  fixed  shaft  on  the  side  frames  and  the 
"  bearings  for  this  shaft  are  adjustable  to  bring  it  in  contact  with  the  cylinder 
"  or  roller  supplying  ink  to  the  inking  rollers  of  the  stereo  cylinder.  Instead  45 
"  of  an  inking  pulley  there  is  or  may  be  a  roller  extending  the  width  of  the 
"  machine. 

"  The  other  parts  of  the  printing  mechanism  are  the  same  as  the  ordinary 
**  *  Victory  '  or  other  newspaper  printing  machines. 

"  Fig.  1  is  a  cross  section  of  one  modification  of  type  box  on  the  line  A — A  50 
"  Fig.  2  which  is  a  plan  view  thereof.  Fig.  3  is  an  end  view  of  the  pressor 
"  plate  in  connection  with  wedges.  Fig.  4  is  an  end  view  of  the  presser  plate 
"  alone  and  detached.  Fig.  5  is  an  edge  view  at  one  end  of  the  presser  plate 
"  showing  its  connection  with  the  end  of  one  of  the  wedges.  Fig.  6  is  a  side 
"  view  of  the  thin  edge  of  one  wedge.  Fig.  7  is  a  front  or  flat  view  of  the  metal  55 
"  rules  which  are  placed  between  the  type  when  in  the  box  and  Fig.  8  is  an  end 
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"  view  of  the  same.  Fig.  9  is  a  section  of  another  modification  of  type  box  at 
44  B — B  Fig.  10  which  is  a  plan  view  thereof.  Fig.  11  is  an  end  view  of  the 
"  pulley  or  drum  showing  the  typo  box  inserted  therein,  and  Fig.  12  is  an  edge 
44  view  of  the  same.  Fig.  13  is  a  side  elevation  of  parts  of  a  newspaper  printing 
5  "  machine  similar  to  that  known  as  the  *  Victory,'  showing  the  arrangement 
"  of  the  type  drum  or  pulley,  and  its  combination  with  parts  of  the  ordinary 
44  *  Victory '  newspaper  printing  machine  and  Fig.  14  is  an  edge  view  or  elevation 
44  of  some  of  the  parts  shown  in  Fig.  13. 
"  The  type  box  a  as  shown  by  Figs.  1  and  2  is  upon  its  outer  edge  part  of  a 

10  "  segment  of  the  cylinder  of  the  drum  which  carries  it  (see  Figs.  11  and  12)  the 
44  bottom  of  the  type  box  on  which  the  lower  ends  of  the  type  rest  is  curved  to 
44  the  segment  of  a  circle  struck  by  a  radius  having  its  centre  in  the  axis  of  the 
44  type  drum  or  pulley  b  and  two  sides  are  in  a  radial  line  (or  thereabouts) 
44  drawn  from  the  axis  of  the  type  pulley  b.    The  type  box  on  two  sides  is  of 

15  "  the  dovetail  form  shown,  and  the  two  ends  of  the  openings  for  type  are 
"  closed  by  plates  a1  and  a*  secured  by  screws  with  countersunk  heads  to  the 
44  body  of  the  box  a.  There  is  a  screw  a3  passing  through  one  end  plate  a2  to 
"  act  upon  a  pressor  bar  or  plate  a4  which  in  this  case  is  supposed  to  be  secured 
44  to  the  end  of  the  screw  a3  but  so  that  the  end  of  the  latter  can  rotate  in  the 

20  "  hole  in  the  plate  for  the  point  of  the  screw.  There  are  two  wedges  a5  and  a8 
44  on  each  side  of  the  box,  the  incline  of  one  wedge  being  reverse  to  that  of  the 
44  other.  The  screw  plate  a4  acts  upon  the  inner  wedge  a8  on  each  side  of  the 
44  box  to  move  it  endways.  The  wedge  a6  nearest  each  side  of  the  box  is 
44  adjusted  by  a  screw  a7  the  point  of  which  is  reduced  and  enters  a  hole  in  the 

25  44  large  end  of  the  wedge  a6  and  keeps  it  from  moving  away  from  the  side  of  the 
44  box,  the  small  ends  of  the  wedges  a5  having  each  a  projection  a9  as  shown  in 
44  Fig.  6  which  projection  comes  under  a  notch  a9  in  the  screw  plate  a4,  and  thus 
44  the  small  end  of  these  wedges  a6  are  kept  in  position.  The  large  ends  of  the 
44  inner  wedges  a8  have  each  a  dovetail  a*  formed  upon  them,  as  shown  best  in 

30  "  Figs.  3  and  4,  to  fit  a  dovetail  opening  in  the  ends  of  the  screw  plate  a4  (one 
44  at  each  side)  see  Figs.  2/3,  4  and  5.  The  dovetail  openings  in  the  screw  bar 
44  or  plate  a4  are  long  enough  to  allow  the  wedges  a8  to  move  inwards  and 
44  outwards  to  the  full  extent  required,  but  the  inner  wedges  a8  when  arranged 
44  as  described  move  endways  to  and  fro  with  the  screw  pressor  plate  a4.    The 

35  **  inside  edge  of  one  end  plate  a1  has  an  overhanging  projecting  rib  a11  and  there 
44  is  a  corresponding  overhanging  rib  projection  a11  on  the  inside  of  the  screw 
44  presser  bar  or  plate  a4.  The  metal  rules  c  are  or  may  be  made  with  notches  cl 
44  «ut  out  of  their  upper  edges  (see  Figs.  7  and  8)  so  that  the  ends  of  the  metal 
'*  rules  will  come  under  these  rib  projections  a11  at  each  end  of  the  box  when 

40  44  the  metal  rules  are  screwed  up,  which  will  thus  prevent  them  from  getting 
44  out  of  the  type  box.  The  upper  edge  of  each  metal  rule  c  is  or  may  be  made 
44  with  a  slight  bevel  or  square  projection  c2  on  one  side  to  come  over  a  shoulder 
44  formed  on  the  ends  of  the  type  below  the  printing  surface  thereof  conse- 
44  quently  both  type  and  metal  rules  c  will  be  secured  in  the  type  box  apart 

45  44  from  the  frictional  grip  put  upon  them  by  the  screw  az  and  wedges  a*  and  a8. 
44  The  modification  of  type  box  shown  by  Figs.  9  and  10  is  the  same  as  that 
44  illustrated  by  Figs.  1  and  2  except  in  the  mechanism  for  securing  the  type 
44  in  the  box.  There  is  an  excentric  shaft  d  having  its  bearings  in  the  two  end 
u  plates  a1  and  a?  and  upon  this  excentric  part  of  the  shaft  at  one  end  of  the  box  a 

50  **  there  is  a  wedge  d1  which  has  a  hole  in  it  at  one  end  to  fit  the  excentric 
44  shaft  d.  The  inner  side  of  this  wedge  d1  is  made  parallel  to  the  end  of  the 
44  box  a  and  its  other  side  is  inclined  to  correspond  with  the  incline  formed 
44  upon  the  inside  of  the  end  plate  a2  as  shown.  By  turning  this  excentric 
44  shaft  d  by  a  key  fitting  the  square  on  its  end  its  side  is  brought  to  press  with 

55  "  considerable  force  against  the  side  of  the  type  in'  the  box  as  shown  in  Fig.  9 
44  or  against  a  metal  rule  or  rules  placed  between  the  type  and  the  excentric 
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44  shaft,  and  at  the  same  time  the  wedge  dl  is  moved  by  the  excentric  shaft  so 
u  as  to  come  against  the  ends  of  the  lines  of  type. 

"  In  the  modification  shown  by  Fig.  12,  there  is  one  screw  bar  or  plate,  and 
"  two  wedges  a5  and  a6  on  each  side  placed  loose  in  the  box,  and  if  desired 
44  there  is  or  may  be  one  or  two  set  screws  on  one  side  of  the  box  the  points  of  5 
44  which  are  arranged  to  act  upon  the  side  of  one  wedge  (as  shown  in  dotted 
"  line  in  Fig.  11)  to  adjust  the  wedges  a6  and  a6  to  the  type. 

"  The  type  is  or  may  be  formed  of  separate  letters  in  the  ordinary  form  with 
44  the  metal  rules  between  each  line  as  hereinbefore  explained,  or  in  some  cases 
"  for  instance  to  give  the  result  of  races,  the  names  of  the  horses  which  are  10 
44  expected  to  run  are  set  up  in  type  and  stereotyped  in  words  or  lines  suitable 
'*  to  fit  the  type  box,  and  when  the  result  of  the  race  is  known  the  strips  of 
"  stereotype  are  immediately  arranged  in  the  required  order  and  dropped  into 
"  the  type  box  and  instantly  screwed  up,  and  the  type  box  is  then  inserted  in 
44  the  dovetail  for  it  in  the  drum  or  pulley  b.  15 

44  The  type  box  a  is  slided  into  the  dovetail  in  the  pulley  or  drum  b  and  fits 
44  sufficiently  tight  to  be  held  therein  firmly  but  if  desired,  a  sliding  catch  is  or 
"  may  be  used,  the  stem  b1  of  which  is  inserted  in  a  hole  in  the  drum  b  and 
44  round  the  stem  there  is  a  helical  spring  b2  which  abuts  against  one  end  of  the 
44  hole  for  the  stem  at  one  end,  and  against  a  collar  bz  screwed  on  the  stem  at  20 
44  the  other  end.  The  stem  has  a  turned  up  hook  bA  that  slides  in  a  slot  formed 
44  in  the  type  drum  near  one  edge,  and  the  face  of  this  hook  bA  coming  towards 
"  and  against  the  type  box  a  is  V  shaped  to  enter  a  V  notch  in  the  edge  of  the 
"  type  box  a  so  that  when  the  latter  is  forced  into  the  dovetail  space  in  the 
44  drum  b  the  hook  end  bA  of  the  bolt  is  forced  back  (the  spring  ¥  on  the  stem  25 
44  giving  way)  and  then  springs  forward  again  when  the  type  box  is  pushed 
44  fully  in  and  enters  the  V  notch  in  its  edge.  The  type  box  is  released  by 
44  pressing  upon  the  outer  end  of  the  stem  bl  or  collar  bz.  There  is  a  plate  b* 
44  secured  on  the  side  of  the  drum  b  to  act  as  a  stop  for  the  type  box  a  to  be 
u  pushed  against.  30 

44  It  will  be  understood  that  the  face  of  the  type  in  the  box  a  is  in  a  curve  at 
44  such  radius  from  the  axis  of  the  drum  b  as  will  be  equal  to  the  radius  of  the 
44  operating  surface  of  the  impression  cylinder  (e)  or  half  its  radius  if  the  type  box 
44  is  to  print  twice  for  one  revolution  of  the  impression  cylinders  e  and  so  on. 

44  The  type  drum  b  is  made  with  a  boss  and  set  screws  as  shown  so  as  to  be  35 
44  secured  on  any  part  of  a  shaft  b*  which  is  in  bearings  on  the  side  frames. 
44  The  bearings  for  this  shaft  bQ  are  formed  in  excentrics  b7  which  fit  and  can  be 
44  rotated  in  holes  for  them  in  the  side  frames  /  and  each  excentric  bearing  b9 
44  has  an  arm  bH  from  it  having  a  concentric  slot  for  a  set  screw,  to  allow  the 
44  excentric  to  be  adjusted  and  secured  in  the  framing.  The  shaft  h*  is  geared  40 
44  up  by  a  spur  wheel  b9  on  its  end  with  a  wheel  el  on  the  shaft  of  the  impression 
44  cylinder  e  to  make  (in  this  example)  two  revolutions  to  one  of  the  impression 
44  cylinder  e  so  that  the  type  drum  b  prints  twice  for  each  revolution  of  the 
44  impression  cylinder  e. 

44  g  represents  the  ordinary  stereotype  plate  cylinder,  h  the  ordinary  inking  45 
44  rollers,  h1  the  riding  or  distributing  roller  between  the  two  inking  rollers  and 
44  h?  is  the  ordinary  inking  drum.    The  paper  u-  being  printed  passes  as  shown  in 
44  dotted  line  by  the  arrow  round  the  impression  cylinder  e  in  the  ordinary 
44  manner.    There  is  a  shaft  •/  extending  between  the  side  frames  /  of  the  machine 
44  and  each  end  is  free  in  a  bearing  formed  in  the  end  of  a  bracket  Z1  which  has  50 
44  slots  in  it  so  as  to  be  adjustable,  and  is  then  secured  to  the  side  frames/.     On 
44  this  shaft  i  an  inking  pulley  /2  is  adjustable,  and  can  be  secured  to  the  shaft  1 
44  by  screws.    This  pulley  i*  is  adjusted  to  press  upon  andbe  rotated  by  contact 
44  with  the  ordinary  inking  drum  h2  and  so  as  to  ink  the  face  of  the  type  in  the 
44  box  a  on  the  drum  b.    The  inking  pulley  i2  is  or  may  be  sometimes  supplied  55 
44  with  ink  or  colour  from  a  separate  ordinary  inking  drum  or  pulley,  in  which 
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"  case  a  different  colour  of  ink  may  be  used,  if  desired  from  that  used  for  inking 
44  the  cylinder  g. 

44  In  using  our  invention,  ths  parts  are  ail  arranged  and  adjusted  beforehand, 
44  and  so  as  to  print  upon  the  desired  part  of  the  sheet  so  that  the  moment  the 
44  type  box  a  is  filled  and  inserted  in  the  drum  b  the  machine  may  begin  to 
44  print  these  operations  not  requiring  more  than  about  five  seconds  of  time. 

44  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
44  invention  and  in  what  manner  the  same  is  to  be  performed — We  declare  that 
44  what  we  claim  is. 

44 1.  The  combination  and  arrangement  of  mechanism  for  securing  type  or 
44  printing  surfaces  in  a  box  or  holder,  substantially  as  hereinbefore  described 
44  and  illustrated  by  the  drawings,    2.  The  combination  and  arrangement  of 


A 

a? 


FIG  2 
CLf^S    aj       Spa,? 


* 


ay 


cu* 


a*  of 


U4k 


-v- 


a> 


=***=£ 


1 J  j  f  cu* 

W7 


.' 


6 


A 
a? 


#.-1" 

Ti   o   }y 

r 

w 

FIG.II 


44  mechanism  for  securing  type 'or  letter  press  printing  surfaces  in  a  box  or 
44  holder  and  the  combination  of  the  latter  with  a  printing  drum  separate  from 
15  44  the  main  printing  cylinder  substantially  as  hereinbefore  described  and 
44  illustrated  by  the  drawings.  3.  The  combination  and  arrangement  of  a 
44  printing  drum  (&)  with  the  mechanism  of  the  ordinary  main  impression  and 
44  printing  cylinders  of  endless  web  letter  press  printing  machines,  substantially 
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"as  and  for    the    purpose    hereinbefore  described    and    illustrated    by  the 
u  drawings." 

The  Defendants9  apparatus  consisted  of  an  auxiliary  drum,  mounted  on  a 
shaft  so  as  to  be  movable  along  the  whole  length  of  the  shaft.    The  drum  was 
constructed  so  as  to  carry  a  box  containing  linotype  slugs,  which  were  held  in  5 
position  by  applying  pressure  to  one  of  the  side  plates  of  the  box  by  means  of 
a  screw. 

Subjoined  is  a  section  of  the  Defendants9  drum  with  the  type  box  in  position. 


10 


15 


On  the  11th  of  January  1898,  John  Edward  Taylor  and  Charles  Prestwich 
Scott,  in  whom  the  Patent  had  become  vested,  commenced  an  action  against 
R.  C.  Annand  and  the  Northern  Press  and  Engineering  Company,  Ld., 
claiming  an  injunction,  damages,  delivery  up,  and  costs. 

By  their  Statement  of  Claim,  delivered  the  4th  of  March  1898,  the  Plaintiffs 
alleged  (1)  that  they  were,  by  virtue  of  an  assignment  dated  the  21st  of 
December  1897,  owners  of  the  Patent  No.  5470  of  1886 ;  (2)  that  the  Patent 
was  valid";  (3)  that  the  Defendants  had  infringed  the  Patent  in  the  manner 
set  forth  in  the  Particulars  of  Breaches. 

The  Particulars  of  Breaches  complained  of  were  that  the  Defendants  had  at 
divers  times,  previously  to  the  commencement  of  the  action  and  subsequently 
thereto,  infringed  the  Plaintiffs'  Patent  by  manufacturing,  selling,  and  using  20 
apparatus  for  printing  late  news  made  in  accordance  with  the  invention 
described  in  the  Specification  of  the  Patent  and  claimed  in  the  three  claiming 
clauses  thereof.  In  particular  the  Plaintiffs  complained  of  the  manufacture 
and  sale  by  the  Defendants  at  the  place  of  business  of  the  Defendant  Company 
at  South  Shields,  in  or  about  the  middle  of  March  1897,  of  machinery  made  in 
infringement  of  the  Patent. 

By  their  Defence,  delivered  the  29th  of  April  1898,  the  Defendants  said  :— 
(1)  That  they  did  not  admit  that  the  Patent  was  vested  in  Plaintiffs  ;  (2)  that 
they  had  not  infringed ;  (3)  that  the  said  John  Henry  Buxton,  Davies 
Braithivaite,  and  Mark  Smith  were  not,  nor  were  any  of  them,  the  first  and 
true  inventors  or  inventor  of  the  alleged  invention  ;  (4)  that  the  alleged 
invention  was  not   new ;    (5)    that  the  alleged  invention  was  not  useful ; 

(6)  that  the  alleged  invention  was  not  the  proper  subject-matter  for  a  Patent ; 

(7)  that  the  Final  Specification  of  the  Patent  described  and  claimed  an  inven- 
tion larger  than  and  different  to  the  invention  described  in  the  Provisional 
Specification  ;  (8)  that  the  Final  Specification  of  the  Patent  did  not  sufficiently 
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describe  and  ascertain  the  nature  of  the  said  alleged  invention  nor  the  manner 
in  which  the  same  was  to  he  performed. 

The  Particulars  of  Objections  were  as  follows  : — (1)  They  repeated  paragraph  3 

of  the  Defence ;   (2)  repeated   paragraph  5  of  the  Defence ;   (3)  the  alleged 

5  invention  was  not  new.    (a)  The  alleged  invention  had  been  published  in  this 

realm  prior  to  the  date  of  the  Patent  in  the  Specifications  of  the  following 

Patents : — 


Name. 

Number  and 
Tear.  . 

Parts  relied  on. 

Alleged  to  antici- 
pate Plaintiffs. 

(i.)  Hill 

6762  of  1835 

P.  3,  11.  15-28 ; 
p.  8, 1.  39,  to  p. 
13,1.3,  and  the 
drawiilgs  there- 
in referred  to. 

1  Claim  1. 

(ii.)  Beach 

9308  of  1842 

P.  4, 1.11,  to  p.  6, 
1.  39,  and  the 
figures  referred 
to  therein. 

I  Claim  1. 

10     (iii.)  Netvton 

11,688  of  1847 

The  whole 

Claim  1. 

(iv.)  Applegath      

13,879  of  1851 

The  whole 

Claims  2  «fc  3. 

(v.)  Little 

2413  of  1853 

The  whole 

Claim  1. 

(vi.)  Neivton          ...         :.. 

1267  of  1856 

The  whole 

Claim  1. 

(vii.)  Clark 

2050  of  1857 

The  whole 

Claims  1.2,  A3. 

15   (viii.)  Applegath      

372  of  1858 

The  whole 

Claims  2  &  3. 

(ix.)  Ward 

251  of  1863 

The  whole 

Claim  1. 

(x.)  Wilson 

3237  of  1873 

The  whole 

Claim  3. 

•(xi.)  Wilson          

587  of  1874 

P.  5,  11.  1&-34  ; 
p.  8,  11.  16-32, 
and  the  figures 

1  Claims  2  «fc  3. 

therein      re- 
ferred to. 

(xii.)  Duncan  and  Wilson 

168  of  1879 

The  whole 

Claims  2  &  3. 

20   (xiii.)  Meivbnrn       

2805  of  1885 

The  whole 

Claims  2  &  3, 

(b)  The  alleged  inventions  forming  the  subject-matter  of  all  the  claims  in  the 
Final  Specification  of  the  Patent  had  also  been  published  in  this  realm  prior  to 
the  date  of  the  Patent  by  the  common  general  knowledge  and  common  general 
use  in  the  printing  trade  of  the  methods  of  securing  type  and  of  the  auxiliary 
25  printing  cylinders  described  and  claimed  in  the  Plaintiffs'  Specification.  (4) 
The  alleged  invention  was  not  the  proper  subject-matter  of  Letters  Patent.   The 
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Defendants  relied  upon  all  the  prior  publications  set  out  in  paragraph  3,  and 
alleged  that  in  none  of  the  claims  in  the  Specification  of  the  Plaintiffs'  Patent 
was  there  disclosed  any  patentable  improvement  upon  existing  prior  knowledge. 
The  Defendants  further  alleged  that  the  alleged  inventions  in  the  Plaintiffs' 
Specification  were  merely  particular  applications  of  old  and  well-known  5 
mechanical  devices  in  use  in  the  printing  trade,  no  invention  being  shown  in 
the  application.  (5)  The  Final  Specification  claimed,  in  Claim  1,  an  invention 
applicable  to  printing  surfaces  which  was  larger  than  and  different  to  the 
invention  set  out  in  the  Provisional  Specification.  (6)  The  Final  Specification 
did  not  sufficiently  describe  and  ascertain  the  nature  of  the  invention  and  the  10 
manner  in  which  the  same  was  to  be  performed  in  that  it  did  not  describe  how 
the  printing  surfaces  in  the  preceding  paragraph  were  to  be  secured. 

By  Reply  delivered  the  22nd  of  June  1898,  the  Plaintiffs  joined  issue  with 
the  Defendants  on  their  defence. 

The  action  was  heard  by  Mr.  Justice  Cozem-Hardy  on  March  9th,  10th,  15 
11th,  13th,  14th,  and  29th,  1899,  when  it  was  held  that  the  Plaintiffs'  Patent 
was  invalid.*  The  Plaintiffs  appealed  from  this  decision.  The  appeal  was 
heard  on  November  29th  and  30th,  and  December  1st  and  4th,  1899.  Judgment 
was  reserved,  and  delivered  on  December  13th,  reversing  the  decision  of 
Mr.  Justice  Cozens-Hardy  and  holding  that  the  Patent  was  valid  and  that  the  20 
Defendants  had  infringed  the  third  claim. t 

Moulton,  Q.C.,  Walter,  and  Sinclair  (instructed  by  J.  H.  and  J.  F,  Johnson, 
agents  for  W.  J.  S.  and  J.  A.  S.  Scott,  Newcastle-on-Tyne)  appeared  for  the 
Appellants  ;  Astlmry,  Q.C.,  Jenkins,  Q.C.,  and  Graham  (instructed  by  W.  J. 
and  E.  H.  Tremellen,  agents  for  Blair  arid  Seddon,  Manchester)  appeared  for  25 
the  Respondents. 

MouZton,  Q.C.,  and  Walter,  for  the  Appellants. — In  the  printing  of  newspapers 
it  has  long  been  common  to  print  part  of  the  paper  on  one  cylinder  and  part  on 
another.    Sometimes  the  work  was  equally  divided  between  them,  and  sometimes 
the  second  cylinder  merely  printed  the  head  line  or  some  additional  matter  30 
which  it  was  desired  to  add.    What  the  Respondents  have  done  in  this  case  is 
to  substitute  a  short  drum  for  the  old  long  cylinder  and  put  a  special  box 
holding  the  type  on  to  that  auxiliary  drum.    The  Appellants  use  a  box  of  a 
totally  different  construction,  so  that  they  do  not  infringe  Claim  I,  which  is  for 
the  special  box  and  method  of  holding  the  type  shown  in  the  Specification.  35 
The  second  claim  is  for  the  combination  of  that  special  box  with  a  printing 
drum  separate  from  the  main  printing  cylinder.    The  Appellants  are  outside 
this  claim  too.    Claim  3  is  for  the  combination  of  the  printing  drum  (b)  with 
the  mechanism  of  the  ordinary  main  impression  and  printing  cylinders  of 
endless  web  letterpress  printing  machines.    This  third  claim  is  the  one  on  40 
which  the  Respondents  chiefly  base  their  case.    The  claim,  we  submit,  must 
either  be  construed  narrowly  and  be  taken  to  claim  the  combination  of  the 
actual  printing  drum  shown  and  described,  in  which  case  the  Appellants'  drum 
is  outside  the  claim,  or  else  it  must  be  construed  widely,  in  which  case  it  is  bad 
for  want  of  subject-matter.    Auxilliary  cylinders  are  old,  and  have  been  used  45 
for  the  printing  of  late  news.    There  is  no  subject-matter  is  not  having  the 
drum  longer  than  you  need.    Nor  can  the  Patent  be  supported  by  claiming  the 
apparatus  for  the  purpose  of  printing  late  news  as  distinct  from  any  other  class 
of  matter.    As  favouring  the  narrow  construction  of  the  claim,  it  is  noteworthy 
that  when  describing  the  mechanical  arrangements   of  -  their  apparatus  the  50 
Patentees  continually  use  the  expression  "  is  or  may  be,"  but  when  referring 
to  the  construction  of  the  box  and  the  drum  they  say,  «  The  box  of  type  .... 
44  is  dovetailed  on  its  exterior  and  is  slided  into  a  corresponding  recess  in  the 
44  drum  or  pulley."     By  the  admission  of  the  Respondents'  manager  this  Patent 
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was  comparatively  useless  in  itself,  and  was  not  of  any  practical  value  till  a 
subsequent  Patent  taken  out  in  1888,  two  years  later.  If  the  judgment  of  the 
Court  of  Appeal  is  correct,  it  would  be  an  infringement  of  the  Respondents' 
Patent  to  put  an  ordinary  old  fudge  box  on  an  auxiliary  cylinder.  Mewburn's 
5  Specification  is  a  complete  anticipation.  The  Respondents'  own  witnesses  state 
that  the  Patentees'  apparatus  is  merely  a  particular  application  of  the  apparatus 
shown  by  Mewburn. 

Astbury,  Q.C.,  and  Jenkins,  Q.C.,  for  the  Respondents. — The  method  used  up 
to  the  date  of  this  invention  for  printing  late  news  was  to  make  a  h6le  by 
10  cutting  out  a  portion  of  the  stereo  plate  or  to  leave  a  hole  in  the  plate  into 
which  a  small  fudge  box  containing  the  late  matter  was  fitted.  This  was  done 
on  the  main  cylinder.  The  type  used  was  miniature  type,  and  the  fudge  box 
had  to  be  small  because  it  was  impossible  to  keep  the  small  type  in  the  fudge 
box  if  it  had  a  curved  surface,  which  was  a  necessity.     If  the  box  were  large 

15  the  type  would  be  rattled  out  owing  to  the  high  speed  at  which  these  machines 
work.  The  inventors  have  shown  a  means  of  holding  full- sized  type  so  aH  to 
have  a  concentric  face,  and  have  produced  an  apparatus  by  which  late  news 
can  be  added  more  rapidly  than  before,  and  can  be  added  in  any  column,  or  any 
part  of  a  column,  by  adjusting  the  drum  on  its  axis.    The  apparatus  can  be 

20  applied  to  machines  which  print  one  or  more  impressions  on  each  cylinder. 
None  of  the  alleged  anticipations  show  a  means  of  doing  this.  We  submit  that 
the  following  is  the  true  construction  of  the  claims  : — Claim  1  is  for  the  filling 
and  fastening  of  the  box.  Claim  2  is  for  the  combination  of  that  box  with  the 
printing  drum.    Claim  3  is  for  the  combination  of  the  printing  drum  (6)  with 

25  an  endless  web  printing  machine  ;  but  that  printing  drum  need  not  have  all  the 
special  points  of  the  box  claimed  in  Claim  1.  It  must  be  a  drum  capable  of 
holding  type,  having  a  concentric  face,  and  capable  of  being  moved  so  as  to 
print  in  any  part  of  the  paper  which  has  been  left  blank  for  the  purpose. 
There  was  great  difficulty  in  fixing  type  on  a  small  cylinder  so  as  to  have  a 

30  concentric  surface.  Before  this  invention  it  had  never  been  done.  The 
Appellants  have  taken  all  the  characteristics  of  our  drum  as  distinct  from  our 
type  and  type  box.  They  cannot  avoid  infringement  of  Claim  3  by  merely 
altering  the  method  of  fixing  the  type  so  as  to  take  it  outside  Claim  1.  As 
regards  the  alleged  anticipations,  it  is  easy  to  adapt  them  so  as  to  be  a  clumsy 

35  imitation  of  the  Respondents'  apparatus  after  the  Patentees  have  shown  the 
way.  Mewbunfs  apparatus  was  intended  for  an  entirely  different  purpose. 
It  was  designed  for  the  printing  of  coloured  pictures ;  the  auxiliary  cylinder 
carried  engraved  blocks,  and  it  was  never  intended  to  alter  the  machine  when 
once  it  had  been  started.    There  is  no  suggestion  of  putting  type  on  the 

40  auxiliary  cylinder,  and  the  auxiliary  cylinder  was  intended  to  be  used  for 
the  full  length  of  the  column  and  not  for  a  small  part  of  it  as  we  use  it.  The 
problem  which  Mewburn  tried  to  solve  was  entirely  different  from  that  which 
was  before  the  Patentees,  and  Mewbtim's  apparatus  is  entirely  unsuited  for  the 
printing  of  late  news.    At  the  date  of  Mewburn  there  was  no  box  known  which 

45  would  fit  his  apparatus  and  hold  the  type  so  as  to  have  a  circular  face.  The 
same  objections  apply  to  Applegath's  Specification  of  1858.  Duncan  and 
Wilson's  clumsy  and  unworkable  contrivance  to  get  the  same  result  as  the 
Patentees  shows  the  practical  difficulties  which  had  to  be  encountered,  and  is 
an  argument  in  favour  of  there  being  sufficient  subject-matter  to  support  a 

50  Patent.  The  Respondents'  1886  Patent,  on  which  they  are  suing,  is  said  to  be 
useless  without  the  subsequent  1888  Patent.  This  is  not  so.  The  1886  Patent, 
owing  to  the  shape  of  the  type  box,  cannot  be  used  so  as  to  print  a  continuous 
column.  The  1888  Patent  discloses  a  means  of  getting  rid  of  this  shortcoming. 
The  1886  Patent  is  quite  workable.    Nobody  ever  succeeded  in  doing  what  the 

55  Patentees  have  done,  and,  although  the  subject-matter  may  be  slight,  still  if  the 
utility  is  great,  as  it  is  in  this  case,  the  invention  need  not  be  large.    The 
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construction  placed  on  the  third  claim  by  Lord  Justice  Rtnner  in  the  Court  of 
Appeal  is,  we  submit,  the  correct  one.  Even  if  the  narrow  construction  is  adopted, 
the  Appellants  still  infringe.  The  third  claim  would  then  cover  the 
combination  of  the  special  drum  shown  with  an  endless  web  letterpress  printing 
machine,  and  the  Appellants  have  taken  a  mechanical  equivalent  of  one  of  the  5 
elements  of  the  combination. 

Moulton,  Q.C.,  replied  for  the  Appellants. 

Lord  HALSBURY,  L.C.—My  Lords,  in  this  case  I  must  frankly  confess  that, 
until  I  heard  Mr.  Asthury^s  very  able  argument  and  exposition  of  the  evidence, 
I  had  formed  a  different  impression  from  that  which  I  at  present  entertain  ;  10 
and  I  think  the  line  of  thought  by  which  the  original  Judge  was,  in  my 
opinion,  misled  is  exactly  that  line  of  thought  which  had  succeeded,  at  all 
events  for  a  time,  in  convincing  me.  There  is  nothing  I  suppose  more  difficult, 
when  one  is  dealing  with  a  mechanical  combination,  than  to  keep  one's  mind 
free  from  the  impression  created  by  the  fact  that  all  the  elements,  or  most  of  15 
the  elements,  in  such  a  case  are  old ;  and  I  find  the  learned  Judge,  Mr.  Justice 
Cozens-Hardy,  in  giving  the  substance  of  his  judgment  against  the  Patent, 
using  the  phrase  that  stereos  were  old,  and  he  then  goes  on  to  say,  "  so  that  the 
"Plaintiffs'  alleged  invention  is  practically  identical  with  that  which  was 
41  invented  by  Applegath  and  others."  20 

My  Lords,  it  is  of  course  extremely  difficult  to  deal  at  once  with  such  . 
questions  in  the  abstract,  and  I  am  disposed  myself  to  think  that  the  source  of 
error  here  is  in  dealing  with  the  question  in  the  abstract ;  because  you  have  to 
start  with  the  proposition  that  everything  is  old,  and  until  you  apply  yourself 
to  what  is  the  particular  mechanism  and  what  is  the  particular  exigency  with  25 
which  you  have  to  deal  in  inventing  the  new  mechanism  for  the  purpose 
required,  you  do  not  adequately  appreciate — and  I  may  frankly  confess  I  did 
not  adequately  appreciate — what  .that  invention  is  ;  that  is  to  say,  until  you 
come  to  put  it  into  a  concrete  form  to  see  what  the  thing  is,  and  what  the  thing 
was  intended  to  do,  and  then  apply  your  mind  to  see  whether  the  thing  in  its  30 
combination  has  been  anticipated  or  not. 

My  Lords,  there  are  some  words  used  by  Lord  Herschell  in  the  case  of 
Vickers  v.  Siddell  which  I  think  are  very  relevant  to  the  question  now  before 
your  Lordships.  He  says  : — "  There  is  no  doubt  about  the  law  applicable  to 
<%  such  a  question  "  (that  is  the  question  of  a  combination  of  old  materials),  35 
"  though  it  is  often  difficult  to  apply  it  to  the  circumstances  of  a  particular 
"  case,  and  its  application  is  perhaps  most  difficult  when  the  alleged  invention 
"  consists  of  a  new  apparatus  combining  known  elements.  If  the  apparatus  be 
"  valuable  by  reason  of  its  simplicity,  there  is  a  danger  of  being  misled  by  that 
u  very  simplicity  into  the  belief  that  no  invention  was  needed  to  produce  it.  40 
4t  But  experience  has  shown  that  not  a  few  inventions,  some  of  which  have 
u  revolutionised  the  industries  of  this  country,  have  been  of  so  simple  a 
"  character  that,  when  once  they  were  made  known,  it  was  difficult  to 
44  understand  how  the  idea  had  been  so  long  in  presenting  itself,  or  not  to 
"  believe  that  they  must  have  been  obvious  to  everyone."*  45 

Now,  my  Lords,  as  I  understand,  the  invention  claimed  here  is  a  combination 
in  respect  of  elements  which  everyone  admits  to  be  old.  But  in  order  to 
appreciate  what  the  invention  is  one  must  see  what  were  the  exigencies  which 
were  sought  to  be  supplied  by  the  new  invention ;  and  therein  you  must 
remember  that  it  is  a  question  of  printing,  and  printing  newspapers,  and  you  50 
must  take  into  your  mind  what  the  thing  was  that  was  to  be  done  ;  that  there 
must  be  some  mode  of  removing  that  part  of  the  printing  apparatus  which 
existed  before,  when  you  have  printing  going  on  every  day,  and  almost  every 
hour  of  the  day,  and  with  reference  to  news  coming  in  hour  after  hour,  so  that 
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the  paper  should  preserve  its  unity  of  appearance  and  size,  and  be  in  all  other 
respects,  except  for  the  newly  added  matter,  the  same  newspaper,  and  that  all 
that  should  be  done  with  sufficient  rapidity  to  render  it  possible  for  new 
editions  to  be  from  time  to  time  brought  out. 
5  My  Lords,  as  I  have  said,  the  difficulty  of  dealing  with  such  questions  is  not 
at  first  apparent  if  you  simply  talk  of  the  thing  done  without  seeing  what  the 
difficulties  were  of  doing  it,  and  practically  realising  what  new  mechanism  was 
required  in  order  to  effect  the  object.  It  is  very  easy  to  say  nothing  could  be 
older  than  the  stereotype — nothing  could  be  older  than  the  cylindrical  stereo- 

10  type— and  the  notion  of  cutting  a  piece  out  of  some  part  of  the  cylinder  and 
putting  in  a  fudge  box,  or  some  other  mechanical  appliance  of  that  sort.  And 
if  one  was  arguing  a  priori  (which  I  think  at  the  earlier  part  of  the  argument 
one  was  disposed  to  do),  and  not  seeing  what  in  the  practical  conduct  of 
business  was  felt  to  be  the  want,  the  absence  of  which  was  to  be  supplied,  one 

15  was  1  think  apt,  as  I  say,  to  form  a  very  inadequate  idea  of  what  the  value  of 
the  invention  was.  But  now  that  we  have  the  evidence,  as  pointed  by  Mr. 
Astbury's  very  able  argument,  one  sees  that  something,  which  is  in  its  initiation 
more  than  half  a  century  old,  has  now  become  a  practical  and  important 
invention  which  a  great  number  of  newspapers  have  taken  by  license,  which 

20  fact  is  of  itself  I  suppose  one  of  the  most  important  pieces  of  evidence,  showing 
that  the  thing  itself  (whether  it  is  new  or  not  is  of  course  the  question)  is  most 
useful,  and  provides  what  newspapers  require  for  the  purposes  of  their  business. 
Then  when  one  comes  to  apply  the  state  of  the  evidence  to  that  condition  of 
things,  and  when  one  finds  that  Mr.  Moulton  has  been  unable,  in  spite  of  the 

25  challenge  I  offered  him  at  the*  end  of  his  argument,  to  point  to  one  single 
instance  during  the  whole  period  of  this  printing  industry  to  which  this  case 
extends,  of  this  thing,  or  anything  like  this  thing  in  its  application  and  in  its 
combination,  having  been  produced  by  anybody,  it  is  an  almost  irresistible 
inference  of  fafct  that  there  is  something  in  the  nature  of  invention,  because 

80  everybody  wanted  this  thing  to  be  done — everybody  felt  the  usefulness  of  it 
when  it  was  done  ;  and  to  say  that  it  is  so  obvious  that  it  requires  no  invention 
seems  to  me  to  be  absolutely  contrary  to  the  reasonable  inference  to  be  drawn 
from  the  condition  of  facts  to  which  I  have  referred. 

My  Lords,  I  have  thought  it  right  to  say  so  much  upon  the  matter  because, 

35  as  I  have  intimated,  I  was  under  a  very  different  impression  at  the  close  of 
Mr.  MoultovCs  argument  for  the  Appellants.  But,  for  my  own  part,  I  am  quite 
content  to  abide  by  the  admirable  and  closely  reasoned  judgment  of  Lord 
Justice  Romer.  I  think  that  learned  Judge  has  appreciated  what  I  admit  I 
did  not  in  the  first  instance — the  bearing  of  the  evidence  upon  the  invention, 

40  simple  as  it  seems.    He  has  expressed  it  with  great  terseness  and  perspicuity, 

and,  so  far  as  I  am  concerned,  I  am  quite  content  to  accept  Lord  Justice  Romeros 

judgment  as  the  judgment  by  which  I  will  abide  ;  and  in  consequence  I  move 

your  Lordships  that  this  appeal  be  dismissed. 

Lord  Macnaghtbn.— My  Lords,  1  am  quite  of  the  same  opinion.     I  do  not 

45  think  that  the  very  able  and  ingenious  argument  of  Mr.  Moulton  has  found  any 
weak  spot  in  the  judgment  of  Lord  Justice  Romer,  and  I  certainly  think  I 
cannot  usefully  add  anything  to  it. 

Lord  Shand. — My  Lords,  I  am  also  clearly  of  opinion  that  this  appeal  should 
be  dismissed  and  the  judgment  of  the  Court  of  Appeal  adhered  to. 

50  After  the  careful  examination  which  was  made  of  the  evidence  by  the  learned 
Counsel  for  the  Respondents,  I  am  satisfied  that  there  was  a  very  ingenious  and 
most  usef  nl  invention  contained  in  the  Patent  belonging  to  the  Respondents.  The 
object  of  the  Patent  is  thus  stated  in  the  opening  passage  : — "  In  newspaper 
M  printing  new  editions  containing  late  news  or  matter  is  commonly  added  by 

55  "  cutting  out  portions  from  the  stereo  plates  and  inserting  in  the  space  thus 
**  made  the  type  representing  the  late  matter,  but  this  takes  time,  and  the  object 
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of  our  invention  is  to  be  able  to  add  late  news  and  print  it  in  as  little  time  as 
"  possible  after  its  receipt."  It  seems  to  me  that  the  Patentees  for  the  reasons 
so  fully  and  so  carefully  stated  by  Lord  Justice  Romer  in  the  admirable 
judgment  to  which  your  Lordship  has  referred,  successfully  attained  this 
useful  object.  The  invention  consisted  of  a  new  and  useful  combination  of  5 
the  easily  adjustable  drum  described  in  the  Specification,  with  the  type  of 
concentric  face  firmly  fixed  on  the  drum,  all  as  there  fully  described,  and  I 
shall  not  attempt  to  add  anything  to  what  his  Lordship  has  said  as  to  the 
novelty,  merit,  and  utility  of  the  invention.    . 

I  may,  however,  add  that  I  am  unable  to  agree  with  the  learned  Judge  before  10 
whom  the  case  first  came — that  the  claim  in  its  third  head  was  so  wide  as  to 
destroy  the  Patent.    The  claim  seems  to  me  in  its  three  branches  to  make  a 
distinction.     The  third   claim,  as  I  read  it,  is  a  claim  for  the  invention  as 
described  generally  in  the   Specification,  which   was,  as   I   have  said,  new, 
useful,  and  ingenious,  while  the  first  and  second  claims  are  for  modifications  1& 
or  improvements  in  some  details  beyond  what  is  the  subject  of  the  third  or 
general  claim.     But,  my  Lords,  the  third  claim,  which  is  for  "  The  combination 
"  and  arrangement  of  a  printing  drum  (b)  with  the  mechanism  x>f  the  ordinary 
"  main  impression  and  printing  cylinders  of  endless  web  letterpress  printing 
"  machines  substantially  as  and  for  the  purpose  hereinbefore  described  and  20 
"  illustrated  by  the  drawings,"  appears  to  me  with  reference  to  the  terms  of 
the  Specification  merely  to  describe  or  define  what  is  claimed  and  what  has 
now  been  sustained  as  the  invention,  and,  that  being  so,  1  cannot  find  that  the 
claim  is  open  to  objection  as  being  too  wide.    I  shall  only  add,  my  Lords,  that 
I  agree  with  what  has  fallen  from  the  Lord  Chancellor,  both  on  the  merits  of  25 
of  the  case  and  in  his  Lordship's  views  as  to  the  judgment  delivered  by  Lord 
Justice  Romer. 

Lord  Davby. — My  Lords,  I  must  confess  that,  with  my  noble  and  learned 
friend  the  Lord  Chancellor,  I  had,  at  the  end  of  Mr.  Moulton's  opening  address, 
a  different  impression  from  the  conclusion  to  which  I  have  now  very  clearly  30 
come. 

It  appears  to  me  that  a  large  portion  of  the  difficulty  in  this  case  arises  from 
the  confused  way  in  which  this  Specification  is  expressed.  If  you  wish, 
dealing  with  the  third  claim  alone,  to  find  out  from  the  Specification  what  the 
Patentee  means  and  includes  in  what  he  calls  the  "  printing  drum  (£),"  you  do  35 
not  find  in  his  Specification  any  single  or  clear  description  of  it.  The  descrip- 
tion of  the  printing  drum  (b)  is  mixed  up  with  the  description  of  the  fastening 
of  the  type  box,  and  has  to  be  pieced  together  from  different  passages  scattered 
over  the  statement  and  the  drawings.  But  giving  the  best  attention  I  can,  after 
the  very  able  argument  we  have  heard  from  both  sides  of  the  Bar  in  this  case,  -10 
I  am  of  opinion  that  Lord  Justice  Romer  has  rightly  stated  what  the  invention 
claimed  by  the  third  claim  in  the  Specification  is,  and  the  description  which  he 
gives  of  what  is  included  and  intended  to  be  expressed  by  the  compendious 
description  of  the  "  printing  drum  (b)  "  is  one  with  which  I  entirely  agree. 
That  being  so,  I  have  only  to  say  that  1  have  nothing  to  add  to  the  judgment  of  45 
that  learned  Judge,  and  if  I  said  more  I  should  but  repeat  what  he  has  said  in 
more  felicitous  and  more  convincing  terms.  I  therefore  simply  concur  in  the 
judgment  proposed. 

Lord  Brampton. — My  Lords,  I  entirely  agree  in  the  judgment  which  has 
been  delivered  by  the  Lord  Chancellor.  50 

The  appeal  was  dismissed  with  costs. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Cozens-Hardy. 

December  6th,  1900. 

In  the  Matter  of  John  Player  &  Sons*  Application  for  a  Trade 
5  Mark. 

Trade  Mark. — Application  to  register. — Mark  already  on  the  Register  with 
a  non-essential  difference. — Refusal  by  Comptroller. — Appeal  to  Board  of  Trade 
referred  to  Court. — Objection  by  Comptroller  in  Court  to  the  form  of  appli- 
cation.— Applicants  offering  to  submit  to  amendment. — Appeal  dismissed. — 
10  Patents,  Ac.  Act,  sections  62,  64,  and  66. 

P.  A  Sons  in  1891  registered  a  Trade  Mark  for  tobacco  containing  the  words 
"  Navy  Cut"  the  application  stating  that  "  Navy  Cut "  mould  be  in  use  varied 
by  substituting  names  of  oilier  goods.  In  1899  they  applied  to  register  for 
tobacco  the  same  mark,  except  that  "  Navy  Mixture "  was  substituted  for 

15  " Navy  Cut"  and  that  the  head  of  the  sailor  was  slightly  altered  in  respect 
of  the  face.  The  Comptroller  having  refused  to  proceed  with  the  application, 
P.  A  Sons  appealed  to  the  Board  of  Trade,  who  referred  the  appeal  to  the 
Court.  In  the  course  of  the  proceedings  in  Court  the  Comptroller  raised  the 
point  of  the  application  being  defective  in  two  respects,  which  point  had  not 

20  been  taken  in  the  proceedings  in  the  Patent  Office.  Tlie  Applicants  offered  to 
submit  to  an  amendment  of  their  application  on  this  print.  The  Comptroller 
contended  that  the  application  could  not  be  amended  after  the  case  had  come 
into  Court.  He  also  contended  that  the  appeal  ought  to  be  dismissed  on  the 
merits. 

25  Held,  that  the  appeal  failed  in  point  of  form  and  in  point  of  substance; 
in  point  of  form  because  it  was  too  late  for  an  amendment  of  the  application 
to  be  allowed,  and  in  point  of  substance  because,  putting  the  matter  most 
favourably  for  the  Applicants,  tJiey  were  applying  to  register  a  Trade  Mark 
which    was    in  all  tlie   essentials   the  same   as   tlieir   earlier  Trade   Mark, 

30  and  that,  having  regard  to  tlie  varying  note,  the  registration  of  that  mark 
absolutely  covered  the  mark  now  applied  fot,  and  (following  North,  J.,  in 
Baker  v.  Rawson,  8  R.P.C.  89 ;  L.R.  45  CD.  519) .that,  the  application  was  an 
absurd  one,  and  that  a  mark  which  is  superfluous  as  far  as  English  law  is 
concerned,  and  would  unnecessarily  cumber  the  Register  ^  ought  not  to  be  put  on 
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the  Register  simply  on  the  suggestion  that  it  might  be  a  convenience  in  some 
foreign  countries^  with  a  view  to  some  other  proceedings,  to  have  a  duplicate 
registration  of  the  mark. 

No  decision  was  pronounced  on  tlie  other  points  raised. 

On  the  9th  of  February  1891  the  firm,  then  trading  as  John  Player,  registered  5 
for  cigarettes,  under  No.  J  53,944,  the  following  Trade  Mark  : — 


On  the  12th  of  February  1891  they  registered,  under  No.  154,011,  for  tobacco, 
whether  manufactured  or  unmanufactured,  the  first  Trade  Mark  appearing  on 
page  67. 

The  application  for  this  Trade  Mark  stated  : — "  The  Applicants  will  in  use  10 
"  vary  the  use  of  the  words  '  Navy  Cut '  by  substituting  therefor  the  names  of 
"  other  articles  included  in  the  specification  of  goods."  The  essential  particular 
of  the  mark  was  stated  to  be  "  the  combination  of  devices  "  and  the  applicants 
disclaim  any  right  to  the  exclusive  use  of  the  added  matter  except  their  name. 
The  statement  as  to  variation  in  use  does  not  appear  on  the  Register.  15 

The  sailor's  head  forming  the  centre  of  these  two  Trade  Marks  was  taken 
with  a  slight  alteration  from  another  Trade  Mark  (No.  34,182)  registered  for 
manufactured  tobacco  on  the  9th  of  November  188a,  of  which  Players  had 
become  the  registered  owners.  There  were  also  on  the  Register  at  this 
date  two  other  Trade  Marks  for  tobacco — No.  3621,  registered  in  1876,  and  20 
No.  25,933,  registered  on  the  31st  of  March  1881  as  an  old  mark  (these  are  the 
second  and  third  Trade  Marks  on  page  67). 

On  the  24th  of  July  1891  Players  applied  to  register  for  cigarettes  under 
No.  ]  57,774  a  Trade  Mark  consisting  of  a  label  deposited  in  colours  which  was 
identical  with  Trade  Mark  No  153,944,  except  that  two  ships  appeared,  one  on  25 
each  side  of  the  sailor's  head,  as  in  Trade  Mark  No.  154,011,  and  the  nose  of  the 
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sailor  was  slightly  less  hooked,  and  the  sailor's  face  was  without  wrinkles* 
thereby   giving   him,   as    was    alleged    by   the   Comptroller,   a   more   juvenile 


appearance.    This  application  was  refused  by  the  Comptroller,  and,  on  appeal, 
his  decision  was  affirmed  bv  the  Board  of  Trade. 


MMUAKi 


JollySailor 


5       On  the  21st  December  1895  John  Player  &  Sons,  Ld.,  who  had  succeeded 
to  the  business  of  the  firm  trading  as  John  Player,,  registered  for  tobacco, 
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manufactured    or   unmanufactured,   under  No.   192,022  the  following  Trade 
Mark  :— 


On  the  2nd  of  August  1899  John  Player  &  Sons,  Ld.,  applied  to  register  for 
tobacco,  manufactured  or  unmanufactured,  under  No.  225,035  the  following 
Trade  Mark  :—  5 


The  essential  particulars  were  stated  to  be  the  combination  of  devices  and 
the  word  "  Hero,"  and  the  Applicants  disclaimed  any  right  to  the  exclusive  use 
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of  the  added  matter  except  in  so  far  as  it  consisted  of  their  own  name.    After  a 

great  deal  of  correspondence,  in  which  a  variety  of  questions  were  raised  by 

the  Comptroller,  and   replied  to  by  the   Applicants'   agent,  the    mark  was 

ultimately  refused,  the  final  letter  of  refusal  being  as  follows  (omitting  formal 

5  parts)  :— "  I  think  all  I  need  say  is  that  I  look  upon  the  matter  as  res  judicata." 

The  Applicants  appealed  to  the  Board  of  Trade,  who  referred  the  appeal 

to  the  Court,  and  directed  the  Applicants  to  serve  the  proceedings  on  the 

Comptroller,  and  also  on  the  owners  of  Trade  Marks  Nos.  3621  and  25,933, 

The  Applicants  gave  the  usual  notice  of  motion,  and  the  matter  came  before 

10  the  Court.    The  owners  of  the  two  last-mentioned  marks  did  not  appear. 

The  Applicants  filed  several  affidavits,  of  which  only  the  following  portions 
appear  to  be  material  for  the  purposes  of  this  report :— J.  D.  Player  deposed  as 
to  the  extensive  use  of  the  device  of  a  sailor's  head  within  a  lifebuoy  as  his 
Company's  Trade  Mark,  and  that,  as  the  result  of  their  advertisements  and 

15  sales,  the  device  was  generally  known  to  the  trade  and  the  public  throughout 
the  civilized  world  as  distinguishing  his  Company's  goods;  that  they  had 
adopted  "Navy  Mixture"  as  a  fancy  term  like  "Army  and  Navy  Smoking 
"  Mixture  "  and  other  terms  to  which  he  referred  ;  that  their  instructions  to 
their  colour  printers  were  to  prepare  a  suitable  box  for  their  "Navy  Mixture," 

20  including  the  reproduction  in  colours  on  such  box  of  the  sailor's  head  and  life- 
buoy appearing  on  Trade  Mark  No.  154,011 ;  that  he  believed  that  the  box 
contained  what  was  substantially,  and  to  all  practical  purposes,  a  reproduction 
of  Buch  sailor's  head*  ;  that  they  were  applying  for  registration  of  their  new 
mark  in  order  to  be  able  to  register  it  abroad,  as  he  believed  that  it  was  in  most 

25  cases  impossible  to  stop  imitation  of  Trade  Marks  abroad  without  the  protection 
afforded  by  registration. 

W.  H.  Reddan,  a  director  of  Barringer,  Wallis,  and  Manners,  Ld.,  of 
Mansfield,  colour  printers,  deposed  to  his  Company  receiving  the  instructions 
mentioned  in  the  affidavit  of  J.  D.  Player,  and  that  the  sailor's  head  in  the 

30  mark  which  they  were  applying  to  register  was  a  reproduction  of  the  head  in 
No.  154,011,  as  near  as  it  was  possible  by  the  ordinary  methods  of  colour 
printing  to  reproduce  the  same,  and  that  it  would  be  impossible  for  any  colour 
printer,  without  adopting  expensive  and  elaborate  methods,  which  would  render 
colour  printing  on  tin  impracticable  for  commercial  purposes,  to  reproduce  the 

35  head  more  accurately,  and  that  for  all  practical  purposes  the  head  appearing  on 
the  new  mark  and  the  head  appearing  on  No.  154,011  were  the  same.    This 
statement  as  to  similarity  was  corroborated  by  several  members  of  the  tobacco 
trade,  two  of  whom  in  their  affidavits  stated  to  the  effect  that  "Navy  Mixture 
would  not  lead  the  trade  or  the  public  to  believe  that  the  tobacco  bearing  the 

40  said  Trade  Mark  had  any  connection  with  the  Navy. 

The  only  affidavit  filed  on  behalf  of  the  Comptroller  was  an  affidavit  by  the 
Registrar  of  Trade  Marks,  the  following  portions  of  which  appear  material  for 
the  purposes  of  this  report :— "  (8)  I  have  perused  the  affidavit  of  Mr.  ■tteddnn 
41  filed  in  these  matters,  and  I  am  surprised  to  learn  that  it  is  impossible  for 

45  "  him  to  get  a  better  representation  of  the  sailor's  head  as  it  appears  in  Marks 
"  Nos.  34,182  and  154,011  than  appears  in  B.W.M.  2.  Whatever  may  be  the 
"  difficulty  in  colour  printing  on  tin,  it  is  clear  that  there  is  no  difficulty  in 
"  printing  in  the  ordinarv  way  in  black  and  white,  as  appears  from  Marks 
44  Nos.  154,011, 153,944,  192,022,  being  respectively  Nos.  and  of 

50  "  the  said  exhibits,  and  that,  therefore,  there  is  no  difficulty  in  putting  such  a 
"  sailor's  head  upon  the  Mark  No.  225,035.  It  is  (as  I  submit)  undesirable 
"  where  there  are  various  owners  of  markB  containing  sailors'  heads  that  one 
44  owner  should  be  permitted  to  vary  his  head  in  any  way  so  as  to  bring  it  nearer 
44  to  the  head  forming  part  of  the  other  similar  marks  registered  in  the  class. 

*  The  Trade  Mark  No.  225,085,  as  applied  for,  was  in  black  and  white  that  which  appeared  to 
colours  on  the  lid  of  the  box. 
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4*  (9)  I  have  read  copies  of  the  affidavits  filed  in  these  matters,  and  do  not  doubt 
"  that  the  words  4  Mixture,'  and  4  Cut '  are  common  to  the  tobacco  trade.  The 
"  expression  *  Navy  Cut '  is  of  long  standing  in  the  trade,  and  probably  was 
"  originally  introduced  because  there  is  a  very  general  impression  that  the 
"  tobacco  supplied  to  Her  Majesty's  Navy  is  of  special  quality,  and  is  not  5 
"  ordinarily  on  sale  at  retail  shops.  The  use  of  the  term  *  Navy  Cut '  cannot 
"  now  be  objected  to.  But  there  is  no  reason  why  any  trader  should  adopt  a 
44  term  such  as  '  Navy  Mixture '  for  use  on  his  goods,  whereby  a  large  section  of 
"  the  public  will  be  induced  to  think  that  such  mixture  is,  as  the  term  implies, 
"  in  some  way  connected  specially  with  Her  Majesty's  Navy,  when  as  a  matter  10 
"  of  fact  the  said  mixture  is  not  so  connected.  In  the  case  of  the  4  Army  and 
"  *  Navy  Mixture,'  which  is  supplied  by  a  private  society  popularly  known  as 
44  the  Army  and  Navy  Stores  only  to  members  of  that  society  and  not  to  the 
"  general  public  at  all,  the  same  reasoning  does  not  seem  to  me  to  apply. 
"  Seeing  that  the  added  matter  upon  the  present  mark  consisting  of  the  words  15 
"  *  Navy  Mixture '  is  disclaimed,  I  do  not  know  what  rights  the  Applicants 
44  desire  to  obtain  by  its  registration  other  than  rights  that  they  already  have. 
"  (10)  Specimens  of  the  Applicants'  goods  as  sold  are  Nos.  13  and  14  of  the 
"  said  exhibits,  where,  as  will  be  noticed,  the  mark  is  in  effect  represented  to 
"  be  *  registered.'  (11)  The  application,  the  subject  of  the  pending  appeal  to  20 
44  this  Court,  was  made  on  the  2nd  of  August  1809,  a  copy  of  the  application 
"  upon  the  form  F  is  No.  15  of  the  said  exhibits.  It  requests  registration  in 
"  respect  of  manufactured  tobacco,  which  term  includes  cigarettes,  cigars,  and 
"  snuff,  besides  other  goods.  The  mark  applied  for  bears  the  words  *  Navy 
44  '  Mixture.'  The  word  mixture  is  used  in  the  trade  to  indicate  a  blend  of  25 
"  various  tobaccos  prepared  for  smoking  in  a  pipe  or  for  making  cigarettes,  and 
"  sold  either  in  a  packet  or  by  weight.  The  term  mixture  is  inapplicable  to 
44  cigars  or  snuff  which  are  included  in  the  general  term  manufactured  tobacco, 
44  and  the  mark  could  not  properly  be  used  on  cigars  or  snuff.  When  there 
"  appears  on  the  face  of  a  Trade  Mark  an  indication  of  the  particular  goods  to  30 
44  which  the  mark  is  to  be  applied,  it  is  the  practice  to  refuse  registration  unless 
44  the  applicant  consents  to  restrict  the  registration  to  those  goods  only.  No.  15 
44  of  the  said  exhibits  does  not,  like  No.  8  of  the  said  exhibits,  contain  any  note 
44  that  the  Applicants  will  in  use  vary  the  word  4  Mixture.'  I  further  say  that 
44  the  claim  of  essential  particulars  in  this  application  No.  225,035  includes  the  35 
44  word  4  Hero,'  which  word  is  disclaimed  in  the  applications  Nos.  153,944  and 
44  154,011,  as  appears  from  Nos.  5  and  8  of  the  said  exhibits." 

Affidavits  in  reply  were  filed  by  J.  E.  Evans  Jarkson,  the  Applicants'  Patent 
Agent,  and  R.  H,  Mart/on,  a  director  of  Mardon,  Son,  and  Hall,  Ld.,  colour 
printers.    In  his  affidavit  J.  E.  Evam  Jackson  stated  that  the  words  the  44  Army  40 
44  Smoking  Mixture  "  were  on  the  23rd  of  July  1891  registered  as  part  of  Trade 
Mark  No.  157,738.     He  also  stated  that,  for  the  purpose  of  registration  in  most 
foreign  countries,  it  was  essential  that  the  mark  tendered  should  be  registered  in 
the  precise  form  on  the  British  Register.    As  to  paragraph  11  of  the  affidavit  of 
the  Registrar  he  stated  : — "  As  to  paragraph  11,  this  raises  for  the  first  time  two  45 
44  objections  which  have  never  been  set  up  before,  and  I  have  never  heard  of 
44  them  until  I  read  the  said  paragraph.     If  the  Registrar  had  taken  the  objection 
44  as  to  the  word  4  Mixture  '  being  inapplicable  to  cigars  or  snuff  the  Applicants 
44  (while  denying  that  it  was  inapplicable  to  snuff)  would  have  been  willing  to 
44  exclude  cigars  and  snuff,  and  if  the  Registrar  had  required  the  word  *  Hero '  50 
44  to  be  disclaimed,  on  the  ground  that  it  was  disclaimed  in  the  earlier  marks,  the 
44  Applicants  would  have  consented  to  make  such  disclaimer  which,  believing 
44  but  for  the  earlier  disclaimer,  they  would  not  be  required  to  do  so.     As  a 
44  matter  of  fact  such  practice  is  not  bv  any  means  strictlv  adhered  to,  as  appears 
44  from  the  Trade  Marks  Nos.   224,382,  227,304,  and   225,266,   shown   in  the  55 
44  Trade  Marks  Journals  Nos.  1123,  1139,  and  1141  respectively,  now  produced 
44  and  shown  to  me  tied  in  a  bundle  J.E.E.J.  2.     If  the  Court  should  see  fit  to 
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44  impose  the  limitation  of  the  goods  the  disclaimer  suggested  by  the  Registrar 
44  as  a  condition  of  registration,  the  Applicants'  instructions  are  to  consent  to 
44  this  on  their  behalf." 

The  said  R.  H.  Mardon  in  his  affidavit  deposed  : — "  2.  I  have  read  a  copy  of 
5  "  the  affidavit  of  Ralph  Griffin  filed  herein,  and  in  reference  to  paragraph  8 
44  thereof  I  confirm  the  affidavit  of  M.  W.  H.  Reddan  filed  herein,  a  copy  of 
44  which  I  have  also  read,  and  I  state  that  the  Trade  Mark  which  is  the  subject 
44  of  the  present  application  is  a  fair  commercial  reproduction  of  Trade  Mark 
44  No.  154,011,  except  in  so  far  as  the  substitution  of  the  words  4  Navy  Mixture  ' 

10  "  for  4  Navy  Cut.'  (3)  With  regard  to  paragraph  10  of  the  said  affidavit  of  the 
44  said  Ralph  Griffin,  I  have  examined  the  specimens  of  the  Applicants'  goods 
44  Nos.  13  and  14  therein  referred  to,  and,  with  reference  to  the  cigarette  packet, 
44 1  say  that  the  said  packet  bearing  the  said  Trade  Mark  of  a  life  belt  enclosing 
44  a  sailor's  head  with  the  words  4  Player's  Navy  Cut '  was  printed  by  my 

15  44  Company,  who  received  instructions  from  the  said  Applicants  to  reproduce 
44  upon  the  packet  the  Trade  Mark  No,  154,011,  and  my  Company  used  their  best 
44  endeavours  to  reproduce  the  said  Trade  Mark  No.  154,01 1  upon  the  said  packet. 
44  and  I  say  that  the  coloured  representation  of  a  sailor's  head  enclosed  within 
44  a  life  belt  is  as  good  a  representation  of  the  Trade  Mark  No.  154,011  as  it  is 

20  u  possible  to  get,  commercially  speaking.  And  I  further  say  that,  if  there  is 
44  any  difference  between  the  two  heads  in  question,  the  responsibility  for 
44  such  difference  lies  with  my  Baid  Company  and  not  with  the  Applicants. 
44  (3a)  With  reference  to  the  specimen  of  44  Player's  Navy  Mixture "  referred 
44  to  in  the  said  affidavit,  I  say  that  the  two  small  representations  of  Trade 

25  Marks  appearing  thereon  are  correct  representations  of  the  said  registered 
Trade  Mark  No.  154,011  very  much  reduced  in  size." 

The  appeal  came  on  for  hearing  before  Mr.  Justice  COZBNS-HARDY  on  the 
6th  of  December  1900. 
John  Cutler,  Q.C.,  and  Sebastian  (instructed  by  C.  U.  Fisher)  appeared  for 

30  the  Appellants  ;  Sir  R.  Finlay,  A.G.,  and  R.  J.  Parker  (instructed  by  the 
Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller-General. 

John  Cutler,  Q.C.,  and  Sebastian. — A  great  many  objections  appear  to  have 
been  raised  by  the  Comptroller  in  the  correspondence  which  preceded  the 
refusal,  but  ultimately  the  refusal  was  on  the  ground  that  the  matter  was 

35  res  judicata,  by  which  we  understand  that  it  was  alleged  that  the  present 
application  was  an  attempt  to  reopen  what  was  decided  by  the  Board  of  Trade 
on  the  application  to  register  No.  157,774.  But  the  mark  now  applied  for  is  a 
different  mark  and  for  different  goods.  In  these  cases  the  Comptroller  often 
pursues  the  extremely  objectionable  course  of  taking,  when  the  case  comes  into 

40  Court,  objections  which  have  not  been  taken  at  the  earlier  stages  of  the  pro- 
ceeding, and  he  has  done  so  here.  As  we  understand  from  the  Registrar's 
affidavit,  the  objections  now  are  five — one  that  the  Applicants  ought  not  to  be 
allowed  to  alter  their  sailor's  head  so  as  to  bring  it  nearer  to  Nos.  3621  and 
25,933.    We  say  that  there  is  no  alteration,  and  the  uncontradicted  evidence 

45  proves  this.  It  is  true  that,  having  regard  to  the  removal  of  the  wrinkles,  it 
cannot  be  said  that  the  head  on  the  new  mark  is  absolutely  identical  with  the 
head  on  the  Applicants'  registered  mark,  but  no  one  could  confuse  the  head  on 
the  new  mark  used  within  the  lifebuoy,  and  with  the  ships  on  either  side,  with 
either  Nos.  3621  or  25,933.    The  evidence  is  the  other  way,  and  corroborated  by 

50  the  feet  that  the  owners  of  these  marks  do  not  come  forward  and  oppose  the 
application.  The  second  objection,  is  as  to  "  Navy  Mixture."  There  is  no 
evidence  beyond  the  Registrar's  statement  in  his  affidavit  that  anyone  would 
suppose  that  44  Navy  Mixture  "  would  indicate  any  special  connection  with  the 
Navy.     Such  evidence  as  there  is  goes  in  the  opposite  direction.    4<Navy 

55  "Mixture"  is  a  fancy  term  just  as  "Navy  Cut,"  44  Army  and  Navy  Mixture," 
"  Army  Smoking  Mixture,"  &c.  The  third  and  fourth  objections  are  as  to  the 
non-disclaimer  of  *4  Hero,"  and  an  inapplicability  of  the  word  "  Mixture  "  to 
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tobacco  and  snuff.  If  it  was  intended  to  take  these  two  objections  they  ought 
to  have  been  taken  in  the  Patent  Office,  but  as  stated  on  affidavit  the  Applicants 
are  willing  to  comply  with  them  now,  and  we  ask  the  Court  to  make  an  Order 
that  the  registration  proceedings  go  on,  subject  to  the  condition  that  we  amend 
our  application  in  these  two  respects.  As  to  the  final  objection — that  we  have  5 
advertised  on  our  goods  that  the  mark  we  are  applying  for  is  registered.  This 
is  not  so  ;  what  we  have  stated  on  our  goods  is  that  No.  154,011  is  registered, 
and  what  we  have  placed  upon  our  goods  is  a  fair  commercial  representation  of 
that  mark.  If  the  Appellants  had  applied  to  register  No.  154,011  and  the  mark 
they  are  now  applying  for  as  a  series  under  section  66  of  the  Act  of  1883,  they  10 
would,  we  submit,  have  obtained  registration  ;  and  in  Re  Fox  A  Co.  (Sebastian 
on  Trade  Marks,  page  337)  Hall,  V.C.,  allowed  which  had  been  registered  with 
an  immaterial  addition  to  be  registered  over  again  with  another  immaterial 
addition.  Baker  v.  Rawson  (8  R.P.C.  89  ;  L.R.  45,  CD.  530)  is  the  other  way  ; 
but  Re  Fox  was  not  cited  in  that  case.  We  ask  the  Court  to  deal  with  the  15 
matter  as  one  of  common  sense  and  not  as  one  of  finesse  and  refinements. 

Sir  R.  Finlay,  A.O.,  and  Parker. — As  to  the  question  of  disclaimer,  it  is  not 
in  accordance  with  the  practice  to  allow  an  application  to  be  amended  at  this 
stage.  Mr.  Justice  Chitty  in  Menus'  case  (8  R.P.C.  25 ;  L.R.  (1891)  1  Ch.  41) 
and  Mr.  Justice  Kekewich  in  the  Apollinaris  case  (8  R.P.C.  137  ;  L.R.  (1891)  20 
2  Ch.  186)  held  that  a  disclaimer  must  be  contained  in  the  application,  and 
refused  to  allow  one  to  be  inserted  by  amendment.  Then,  as  to  the  words 
"  Navy  Mixture,"  we  submit  that  the  words  "  Navy  Mixture  "  suggest  to  the 
public  that  it  is  a  mixture  used  in  the  Navy.  It  is  the  natural  sense  of  the 
term  ;  we  say  that  these  words  would  to  nine  out  of  ten  people,  whether  25 
smokers  or  non-smokers,  convey  the  idea  that  it  was  a  mixture  which  was 
served  out  to  Her  Majesty's  Navy,  or  produced  in  Her  Majesty's  Navy.  This, 
we  contend,  is  fatal  to  the  application.  [Re  Fuente,  8  R.P.C.  214,  was  referred 
to.]  Then  with  regard  to  the  likeness  of  the  head  in  the  mark  applied  for  to 
that  in  No.  154,011  the  Applicants  are  in  this  dilemma : — if  the  head  is  30 
identical,  they  are  really  applying  to  register  over  again  what  has  once 
been  registered  ;  if  it  is  not  identical,  then  the  Applicants  have,  by  what  they 
have  placed  on  their  cigarette  boxes,  represented  that  it  was  registered  under 
No.  154,011.  [Cozbns-Hardy,  J.— The  Applicants  contend  that  they  have 
made  the  new  head  as  like  the  old  one  as  they  can.]  Our  contention  is  that  35 
this  is  not  so,  and  that  there  is  a  striking  discrepancy  between  the  weather- 
beaten  tar  of  No.  154,011  and  the  head  in  the  present  application,  which  is  that 
06  a  young  man  in  the  bloom  of  youth.  But  assuming  the  Applicants  establish 
their  argument  of  identity,  they  are  applying  to  register  again  what  is  already 
registered,  as  No.  154,011  in  consequence  of  the  varying  note  covers  the  present  40 
mark.  We  submit  that  it  would  be  improper  and  misleading  for  a  succession 
of  registrations  to  take  place  of  what  is  the  same  mark.  The  proper  inference 
to  be  drawn  from  the  Applicants'  various  applications  to  register,  and  from  the 
use  they  have  made  of  the  sailor's  head  on  their  cigarette  boxes  and  show  cards, 
is  that  they  are  seeking  to  get  protection  now  for  the  younger  head  instead  of  45 
the  older  head.  They  say  that  they  want  to  get  protectiou  abroad,  but  they 
ought  not  to  be  allowed  to  cumber  the  Register  upon  such  a  suggestion. 

John  Cutler,  Q.C.,  in  reply. — I  ask  your  Lordship  in  this  case  to  impose  a 
condition  upon  us  that  the  application  be  proceeded  with  subject  to  our 
amending  our  application.  It  is  everyday  practice  in  the  Patent  Office  to  50 
require  an  applicant  to  amend  his  application  by  inserting  a  disclaimer.  I 
submit  that  the  Court  has  ample  jurisdiction  to  do  the  same  thing.  Rule  54 
gives  the  Comptroller  a  power  to  amend  documents.  This  covers  our  applica- 
tion, and  the  Court  has  the  same  power  as  the  Comptroller.  The  rule  says  that 
it  must  be  without  detriment  to  the  interest  of  any  persons.  In  Meeus*  case  the  55 
application  had  been  already  advertised  ;  here  the  application  has  not  been 
advertised.    That  constitutes  the  difference  between  the  two  cases.    Besides  in 
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some  cases  (see  Sebastian  on  Trade  Marks,  page  354)  disclaimers  have  been 

ordered  although  not  contained  in  the  application.     If  this  is  not  allowed  to  be 

done  it  would  be  an  immense  hardship  on  the  Applicants.    The  point  was  not 

taken  in  the  Patent  Office,  when  we  could  admittedly  have  complied  with  it ; 

5  when  we  get  into  Court  it  is  taken,  and  it  is  said  that  it  is  too  late  now  to  allow 

us  to  comply  with  it.    With  regard  to  the  point  of  cumbering  the  Register  by 

registering  the  same  thing  several  times  with  immaterial  additions,  had  this 

been  taken  before  we  came  into  Court  I  could  have  produced  evidence  to  show 

that  it  is  the  practice  of  the  Patent  Office  to  put  upoa  the  Register  any  number 

10  of  marks  which  agree  in  their  substantial  particulars,  but  differ  in  some  detail, 

and  for  the  same  person.    Take  the  case  of  Colman's  Mustard  with  their  well-  > 

known  Trade  Mark  of  a  bull's  head.    This  is  on  the  Register  in  all  sorts  of 

ways,  and  I  am  instructed  that  the  Comptroller  has  accepted  in  this  present 

year  1900  at  least  a  dozen  fresh  marks  for  Colman's,  all  of  which  contain  their 

15  Trade  Mark  of  a  bull's  head  with  variations.    With  regard  to  the  question  of 

identity  of  the  sailor's  head,  although  I  cannot  say  it  is  lineally  identical  in  the 

absence  of  the  wrinkles,  I  say  that  it  is  practically  identical  for  trade  purposes, 

as  proved  by  the  uncontradicted  evidence.     This  explains  a  great  deal  of  the 

prejudice  which  is  attempted  to  be  raised  against  us.    From  the  very  first  we 

20  have  used  our  sailor's  head  in  colours  as  near  to  No.  154,011  as  we  could  get  it. 

The  thing  on  the  cigarette  boxes  is  No.  154.011  produced  in  colours,  and  I  fail 

to  see  why  it  should  be  said  that,  by  representing  that  No.  154,011  is  registered, 

we  have  represented  that  our  "  Navy  Mixture  "  label  is  registered.     It  is  said 

that  if  we  have  established  the  identity  of  the  heads  that  the  mark  we  are 

25  applying  to  register   is  covered  by  the  previous  registration  No.  154,011  on 

account  of  the  variation  clause.     Assuming  that  our  "  Navy  Mixture  "  label  is 

protected  in  England  by  the  registration  No.  154,011,  with  the  variation  clause, 

we  certainly  are  not  protected  in  Germany,  where  we  wish  to  register  our 

"  Navy  Mixture  "  label.    We  cannot  so  register  it  without  a  certificate  that  it 

30  is  registered  here,  and  although  the  Comptroller's  Counsel  say  that  it  is  covered 

by  the  registration  of  No.  154,011,  the  Comptroller  will   refuse  to  give  us 

a  certificate  to  that  effect  ;    but  for  that  we  should  not  press  the  present 

application. 

Cozbns-Hardy,  J.— I  think  this  application  fails,  and  I  think  it  fails  on  two 
35  grounds  :  first,  in  point  of  form,  and,  next,  in  point  of  substance.    The  appli- 
cation, which  the  Comptroller  has  declined  to  proceed  with,  is  one  asking  for 
the  registration  of  a  mark  the  essential  particulars  of  which  aro  stated  to  be 
**  the  following  combination  of  devices  and  the  word  '  Hero,'"  the  Applicants 
disclaiming  any  right  to  the  use  of  the  added  matter  except  in  so  far  as  it 
40  consists  of  the  use  of  their  own  name.     It  is  now  alleged  by  the  Comptroller, 
and  is  admitted  by  the  Appellants,  that  they  themselves  had  disclaimed  the 
word  u  Hero  "  as  being  an  essential  part  of  a  mark,  and  that  it  may  not  now 
be  properly  regarded  as  an  essential  part  of  the  mark.     I  think  it  is,  according 
to  the  decision  of  Mr.  Justice  Ghitty  in  Re  Meeus,  and  Mr.  Justice  Kekeurich 
45  in   Re    ApolUnaris,    too    late    now    for    me    to    allow    an    amendment    of 
the  application,  and  on  that  ground  I  think  this  application  by  way  of  appeal 
before  me  might  be  disposed  of,  but  I  prefer  not  to  deal  with  it  on  that  ground 
alone.     Supposing  that  difficulty  were  got  over,  the  matter,  putting  it  most 
favourably  for  the  Applicants,  would  stand  thus : — they  apply  to  register  a 
50  Mark  No.  225,035  which  is  identical  in  all  the  essentials  of  the  mark  with 
No.  154,011 — I  say  that,  assuming  in  their  favour  that  the  representation  of 
the  sailor,  though  in  some  respects  very  unlike  the  other,  is  really  for  business 
purposes  the  same  sailor.    Then  how  does  that  stand  ?    When  No.  154,011  was 
applied  for  the  application  was  accompanied  with  this  : — *'  The  Applicants  will 
55  "  in  use  vary  the  use  of  the  word  "  Navy  Cut "  by  substituting  therefor  the 
"  names  of  other  articles  included  in  the  specification  of  goods."     They  did  not 
claim  "  Navy  Cut"  as  essential  to  the  Trade  Mark.    They  disclaimed  any  right 
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to  that,  and  at  the  same  time  they  said  that  they  would  in  the  use  of  their 
mark  reserve  the  right  to  substitute  the  names  of  other  articles  included  in  the 
specification  of  goods.  It  is,  therefore,  I  think,  perfectly  clear  that  the  existing 
registration  No.  154,011  covers,  and  absolutely  covers,  this  which  they  now 
desire  should  be  registered,  namely,  "  Player's  Navy  Mixture,"  disclaiming,  as  5 
they  mu3t  do,  the  words  "  Navy  Mixture  "  and  also  the  word  "  Hero."  That 
being  so,  if  they  have  got  an  existing  registration,  absolutely  and  entirely  pro- 
tecting in  this  country  what  they  want  to  register,  why  should  they  register 
anything  more  ?  I  think  the  very  point  was  decided  by  Mr.  Justice  North  in 
Baker  v.  Rawson,  45  Chancery  Division,  page  530,  where  he  says  : — "  The  10 
"  Defendants  have  had  their  Trade  Mark,  the  winged  cross,  on  the  Register 
"  from  the  year  1877  down  to  the  present  time,  and  they  are  now  asking  to 
"  register  that  mark  again,  plus  the  circles,  minus  the  same.  They  ask  that 
"  their  well-known  Trade  Mark  may  be  registered  with  the  addition  of  the 
"  circles,  accompanied  by  a  note  that  the  circles  are  not  part  of  the  Trade  Mark.  15 
*■  That  application  seems  to  me  an  absurd  one."  This  application  put  in  that  way 
seems  to  me  also  to  be  an  absurd  one.  I  think  I  ought  not  to  allow  the  application 
to  be  put  on  the  Register,  which  is  absolutely  superfluous  so  far  as  English  law 
is  concerned,  and  would,  I  think,  cumber  the  Register  needlessly  and  unneces- 
sarily, simply  on  the  suggestion  that  it  may  be  a  convenience  in  some  foreign  20 
countries,  with  a  view  to  some  other  proceedings,  to  have  a  duplicate  registration 
of  their  mark. 

In  the  view  which  I  take  it  is  not  necessary  for  me  to  say  a  word  about 
"  Navy  Mixture  "  or  about  the  use  on  the  cigarette  boxes  of  what  in  substance 
is  the  new  mark  with  the  statement  that  it  is  registered.     I  do  not  base  my  25 
judgment  on  those  points  at  all,  though  I  think  they  both  would  be  worthy  of 
consideration  should  necessity  arise. 

This  application  must  be  dismissed  with  costs. 


In  thk  High  Court  of  Justice.— Chancery  Division. 

Before     Mr.     JUSTICE     FARWELL.  30 

March  20th,  1900. 

In  the  Court  op  Appeal. 

Before  The  Lord  Chief  Justice  of  England  and  Lords  Justices  Rigby 

and  Vaughan  Williams. 

November  19th,  1900.  35 

The  London  General  Omnibus  Company  v.  Lavell. 

Passing-off  actum. — Similarity  of  get-up. — Evidence. — Probability  of  decejj- 
tion. — Inspection  by  Judge. — Order  L.,  Rule  4. — Delay  and  Acquiescence. 

At  the  trial  of  an  action  by  the  London  General  Omnibus  Company  against 
a  private  omnibus  proprietor  for  an  injunction  to  restrain  him  from  running  40 
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a  certain  omnibus  alleged  to  be  painted  and  lettered  in  imitation  of  the 
Company's  omnibuses,  the  Plaintiffs  relied  upon  an  inspection  by  tlie  Judge  of 
the  rival  omnibuses  and  adduced  no  evidence  of  actual  or  probable  deception. 
The  Defendant's  omnibus  had  been  running  along  the  same  route  in 
5  substantially  tJie  same  condition  for  ten  years  without  any  complaint  by  the 
Company.    Farwell,  J.,  granted  an  injunction. 

Held,  by  tlie  Court  of  Appeal,  that  the  Court  was  not  justified  in  granting 
relief  in  the  absence  of  evidence  that  persons  using  omnibuses  either  had  been  or 
were  likely  to  be  misled.     The  Appeal  was  allowed  and  the  action  was  dismissed 

10  with  costs. 

Per  Lord  Alverstonb,  L.O.J. — In  an  action  of  deceit  founded  upon  similarity 
of  get-up,  except  wJiere  the  articles  are  identical,  tlie  Judge  ought  not  to  substitute 
a  view  under  Order  L.,  Rule  4,  for  evidence  that  the  get-up  of  the  Defendant's 
goods  is  calculated  to  deceive,  the  object  of  the  view  being  to  enable  the  Judge  to 

15  understand  the  question  in  dispute  and  to  follow  and  apply  the  evidence. 

This  was  an  action  by  the  London  General  Omnilrus  Company,  Ld.,  against 
John  Lavell  for  an  injunction  to  restrain  the  Defendant  from  running,  letting 
out,  or  in  any  manner  using  or  permitting  to  be  used  for  the  conveyance  of 
passengers  a  certain  omnibus  registered  under  the  number  4057,  or  any  other 

20  omnibus  so  painted  or  lettered  as  to  be  a  colourable  imitation  of  omnibuses 
belonging  to  the  Plaintiff  Company. 

The  Plaintiff  Company  had  been  running  omnibuses  substantially  the  same 
as  at  present  for  more  than  twenty  years  over  the  route  from  Hammersmith 
Broadway  to  Liverpool  Street  Station.     Down  to  the  year  1890  there  was  no 

25  competition  from  private  owners,  but  in  that  year  the  Defendant  began  running 
the  omnibus  numbered  4057  over  the  same  route.  The  Defendant's  omnibus, 
besides  being  painted  the  same  colour,  red,  as  the  Plaintiff  Company's  omnibuses, 
had  upon  its  side  panels  the  word  "  Hammersmith  "  in  substantially  the  same 
lettering  and  the  same  position  as  it  appeared  upon  the  Plaintiff  Company's 

30  omnibuses.  As  originally  painted,  the  words  "  London  General  Post  Office  " 
upon  the  Defendant's  omnibus  corresponded  in  position  to  the  words  "London 
"General  Omnibus  Company"  on  the  Plaintiff  Company's  omnibuses;  but  in 
consequence  of  certain  proceedings  taken  by  the  Plaintiff  Company  against 
aome   other   omnibus  proprietors  in  respect   of   the    use   of  these  words  the 

35  Defendant  in  1895  substituted  the  words  "Liverpool  Street  Railway  Station." 
In  the  top  left-hand  corner  of  the  side  panels  of  the  Defendant's  omnibus  there 
appeared  his  initials  "J.  L."  These  initials  were  in  a  similar  position  to  certain 
letters  used  by  the  Plaintiff  Company  upon  their  omnibuses  as  a  private  mark. 
With  the  exception  of  the  alteration  above  mentioned  the  Defendant's  omnibus 

40  had  been  painted  and  lettered  in  the  same  way  since  it  first  began  to  run. 
The  Defendant  had  never  painted  his  name  upon  the  panels  of  the  omnibus 
numbered  4057,  but  he  owned  two  other  omnibuses  running  over  the  same 
route  (as  to  which  no  complaint  was  made  by  the  Plaintiff  Company),  and 
upon  one  of  these  he  at  one  time  painted  his  name,  but  shortly  afterwards 

45  removed  it,  substituting  his  initials  "  J.  L."  as  in  the  omnibus  now  complained  of. 
The  back  and  front  panels  of  the  Plaintiffs'  and  Defendant's  omnibuses  did 
not  bear  any  very  close  resemblance  to  each  other. 
The  action  was  tried  before  Mr.  Justice  Farwell  on  the  20th  of  March 
.  1900. 

50  T.  R.  Hughes,  Q.C.,  and  T  L.  Wilkinson  (instructed  by  Hicks,  Davis,  and 
Hunt)  appeared   for  the   Plaintiff    Company  ;    Bramwell  Davis,  Q.C.,    and 
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J.  H.  Boome  (instructed  by  H.   Clifford  Turner  &   Co.)  appeared  for  the 
Defendant. 

At  the  trial,  before  any  witnesses  were  called,  the"  learned  Judge  by  the 
consent  of  the  parties  inspected  the  rival  omnibuses,  and  on  returning  into  Court 
stated  that  he  was  satisfied  on  the  evidence  of  his  own  eyesight  alone  that  the  5 
Defendant's    omnibus    was    so  painted  and  lettered  as  to  be    calculated  to 
deceive. 

Mr.  Perrin,  the  person  employed  to  paint  and  letter  the  Plaintiff  Company's 
omnibuses,  and  Mr.  Church,  a  former  secretary  of  the  Company,  were  then 
called  on  behalf  of  the  Company,  but  no  witnesses  were  called  to  prove  that  10 
any  passengers  had  been  actually  misled  by  the  painting  and  lettering  of  the 
Defendant's  omnibuses,  or  that  the  same  were  calculated  to  mislead. 

Farwbll,  J. — The  Plaintiffs  are  the  well-known  London  General  Omnibus 
Company,  a  Company  who  have  for  many  years  run  omnibuses  on  the 
Hammersmith  line.  Their  omnibuses  have  been  practically  the  same  as  they  15 
are  now  for  many  years.  Down  to  1890  I  find  as  a  fact  that  there  were  no 
other  omnibuses  running  on  that  line  competing  with  the  Plaintiffs  since  1870. 
The  Hammersmith  omnibuses  are  red  omnibuses  as  regards  their  ground. 
The  Defendant  has  three  omnibuses,  one  of  which  only  is  complained 
of  in  this  action — 4057.  That  omnibus  was  painted  originally  by  Hurrell  20 
and  afterwards  by  Hudson.  Hudson  says  : — "  I  had  no  particulars  about 
"  it ;  anybody  who  wanted  Hammersmith  omnibuses  would  simply  tell 
"  us  to  paint  it  for  the  Hammersmith  Road.  We  paint  them  all  the 
"  same ;  no  special  instructions " ;  and  he  accordingly  painted  the 
omnibus  what  he  considered  to  be  a  Hammersmith  omnibus.  He  certainly  25 
knew  of  the  London  General  Omnibus  Company's  omnibus,  and  to  my  mind 
he  has  painted  LavelVs  omnibus  as  like  as  can  be  in  the  general  colour  and 
general  appearance  and  get-up  to  that  of  the  Plaintiffs.  Of  course  the  words 
used  for  the  destinations  are  different,  and  the  Plaintiffs  have  "  London  General 
"  Omnibus  Company  "  in  lieu  of  "  Liverpool  Street  Railway  Station  "  which  30 
the  Defendant  has.  Hurrell  says  that  Lavell  left  it  to  him  without  instruc- 
tions, only  Hammersmith,  with  the  superscription,  I  think  it  is,  of  the  routes 
to'be  used.  "  It  is  usual,"  he  says,  "  to  trust  to  the  discretion  of  an  experienced 
"  writer  in  putting  on  the  letters.  I  put  on  the  usual  routes,"  and  he  put  on 
the  letters  "  J.  L."  in  the  corner  by  the  express  instructions  of  Lavell.  35 

So  far  as  regards  the  painting  of  the  present  omnibus  the  history  is  this :  As 
started  ten  years  ago— 1890  or  thereabouts — it  originally  had  on  it,  instead 
of  "  Liverpool  Street  Railway  Station,"  "  London  General  Post  Office."  The 
Defendant  told  me  that  he  had  heard  some  four  or  five  years  ago  that  the 
Plaintiff  Company  had  taken  action  against  various  other  omnibus  proprietors  40 
for  getting  their  omnibuses  up  so  as  to  imitate  the  Plaintiffs'  by  using  those 
words  amongst  other  things,  and  he  accordingly  took  off  those  words  and 
substituted  "  Liverpool  Street  Railway  Station,"  except  as  regards  one  omnibus, 
in  which  he  also  put  in  his  own  name,  putting  "Liverpool  Street  Railway 
"  Station "  in  smaller  letters  above  or  below.  Then  he  waited  for  some  45 
little  time,  not  touching  the  other  two  omnibuses  at  all,  and  the  next 
time  of  painting  he  took  off  his  own  name  and  put  back  "Liverpool 
"  Street  Railway  Station  "  as  I  see  it  now  ;  and  he  gave  personal  instructions 
for  the  putting  of  "  J.  L.,"  his  initials,  in  the  corner,  just  in  the  same  place  as 
the  Plaintiff  Company  always  have  their  denoting  letters  on  their  omnibuses.       50 

I  confess  I  was  not  favourably  impressed  with  the  way  in  which 
the  Defendant  gave  his  evidence.  I  think  he  did  intend  as  far  as  he 
could,  not  to  distinguish  his  omnibus,  but  to  get  as  near  as  possible  to 
the  Plaintiffs'  omnibus.  Of  course  he  had  had  his  eyes  opened  to  the 
danger,  because  he  had  altered  his  omnibus  on  one  occasion  in  the  manner  55 
I  have  mentioned.  He  gave  his  evidence  in  a  way,  as  I  say,  that 
impressed  me  not   at    all    favourably.    He  says  with  regard  to  those  two 
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letters  he  does  not  know  why  he  chose  that  place,  but  it  was  his  own 
special  instruction.  He  said  he  did  not  know  the  Plaintiffs  put  their  letters  in 
the  place  that  they  do,  although  he  has  lived  in  London  all  his  life,  and  been 
an  omnibus  proprietor  for  a  great  number  of  years,  and  has  had  a  good  deal  of 
5  experience  of  the  traffic  of  London  streets.  Well,  I  am  really  unable  to  believe 
that.  He  says  : — "  It  did  not  occur  to  me  to  put  my  name  on.  I  know  some 
"proprietors  do  this"  ;  but  why  he  should  say  that,  after  putting  his  name  on 
and  taking  it  off,  I  do  not  know.  Having  got  three  omnibuses,  and  putting  his 
name  on  the  one,  my  inference  is  this — that,  finding  the  Omnibus  Company 

10  taking  action,  he  wanted  to  see  if  they  would  attack  him  ;  but,  as  they  did  not 
attack  him,  he  took  it  off. 

That  being  so,  I  have  got  in  my  mind,  first  of  ail,  on  the  panel  the  most 
undoubted  imitation,  such  as,  in  my  judgment,  would  deceive  the  ordinary 
traveller.     I  quite  agree,  in  the  back  panel  there  is  not  the  imitation  that  would 

15  deceive  ordinary  people  ;  but  what  I  have  to  consider  is  whether  the  Plaintiff 
Company  would  be  injured  by  the  resemblance  which  I  find  the  Defendant  has 
intentionally  designed  and  made  with  a  view  of  getting  hold  of  their  passengers 
intending  to  use  their  omnibuses.  A  passenger  sees  the  omnibus  coming  along 
and  sees  the  larger  panel,  the  side  panel,  and  stops  it,  and  many  men  would  not 

20  stop  to  look  any  further,  but  would  get  inside  ;  but  if  a  man  did  look  and  were 
to  say,  "  I  stopped  you  by  mistake  ;  I  thought  you  were  the  General  Omnibus 
u  Company \  and  I  will  not  take  you,"  that  might  lead  to  a  disagreeable  conver- 
sation. I  think  the  ordinary  user  of  omnibuses,  not  the  expert,  would  very 
probably  be  deceived  into  thinking  that  the  Defendant's  omnibus  was  the 

25  Plaintiffs1  omnibus. 

Then  it  is  said  that  Mr.  Justice  Cozens-Hardy  has  had  a  similar  case  before  him 
(unreported),  and  has  decided  the  other  way.  I  need  hardly  say  that  if  that 
learned  Judge  had  decided  on  questions  of  law  I  should  follow  him  only  too 
gladly,  but  on  questions  of  fact  I  cannot  follow  him,  because  they  may  or  may 

30  not  have  been  the  same.  No  finding  of  fact  is  binding  on  another  Judge,  and 
I  have  to  find  that  for  myself.  I  have  stated  the  conclusion  at  which  I  have 
arrived.  I  think  there  must  be  some  slip  in  the  note  of  what  the  learned  Judge 
has  said.  I  do  not  think  he  meant  to  say  that  there  was  a  sort  of  clean  division 
of  that  portion  of  the  British  public  who  use  omnibuses  into  those  who  know 

35  all  about  the  Plaintiffs9  omnibuses  and  those  who  do  not,  because  it  seems  to 
me  that  a  great  many  people  may  know  of  the  London  General  Omnibus 
Company  as  a  Company  of  old  standing  and  good  repute  without  knowing  the 
particular  description  and  appearance  of  their  omnibuses  so  as  to  be  able  to 
detect  the  subtle  differences  there  are  for  the  most  part  between  the  Plaintiffs' 

40  and  the  Defendant's  omnibus. 

On  the  facts  as  I  have  found  them  I  do  not  think  any  other  question  arises 
except  possibly  the  one  of  acquiescence  ;  but  Mr.  Bramwell  Dams  has  argued 
that  I  ought  to  find  that  the  Plaintiffs  have  no  cause  of  action  at  all,  because 
this  has  been  going  on  for  ten  years.     He  says  : — "  You  cannot  sue  now  because 

45  "  this  has  been  going  on  for  ten  years,  and  the  original  colourable  imitation  was 
u  more  striking  and  worse  as  an  imitation  than  the  present  one."  Now,  in  the 
first  place,  I  do  not  think  that,  because  a  man  has  committed  a  grosser  form  of 
deception  formerly,  he.  can  rely  upon  that  as  a  sort  of  continuing  wrongdoing 
which  would  give  him  a  right  to  commit  a  somewhat  different  though  less 

50  wrong.  But,  however  that  may  be,  I  am  wholly  unable  to  say  that  any  statute 
has  any  bearing  upon  it.  For  the  purposes  of  getting  rights  over  real  estate 
you  have  a  Prescription  Act,  for  instance  for  the  purpose  of  getting  a  right  to 
foul  water  and  so  on,  and  you  have  the  Prescription  Act  for  the  purpose  of 
getting  the  right  to  commit  a  tort ;  but  I  am  not  aware  that  you  have  any  Act 

55  at  all — I  am  not  aware  of  any  Prescription  Act,  if  this  is  to  be  treated  as  an 
action  for  deceit.  It  is  an  action  which  is  brought  in  respect  of  the  deceit 
committed  during  the  last  one  year,  two  years,  or  so  on,  as  the  case  may  be, 
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and  because  it  has  been  committed,  not  only  during  those  years  but  also  before, 
appears  to  me  to  be  irrelevant  to  the  consideration  of  the  last  six  years  at  any 
rate — it  may  be  that  you  cannot  recover  more  than  six  years1  damages,  but  that 
is  another  thing  altogether  ;  and  to  say  that  there  is  no  right  of  action  appears 
to  me  to  be  entirely  without  foundation.  Mr.  Bramwell  Darns  tries  to  get  5 
out  of  that  by  saying  that  the  wrongful  act  was  not  the  continuing  act,  but  the 
painting  of  the  omnibus.  That  obviously  cannot  be  so,  because  a  man  may 
paint  his  omnibus  exactly  like  the  omnibus  of  the  London  General  Omnibus 
Company,  if  he  pleases,  so  long  as  he  does  not  use  it  so  as  to  deprive  the 
Company  of  their  passengers.  If  he  keeps  it  in  his  back  garden  I  see  nothing  10 
to  prevent  him  ;  but  the  real  cause  of  action  is  the  deceit  upon  the  Plaintiff 
Company,  not  the  painting,  but  the  user  of  the  omnibus  as  painted,  and  that 
user  is  a  thing  that  goes  on  de  die  in  diem.  If  it  had  not  been  for  an  observa- 
tion of  Mr.  Justice  Fry,  as  he  then  was,  in  Fullwood  v.  Fullwood  (9  Ch.  D  176) 
I  should  not  have  felt  any  hesitation  about  the  matter;  but  the  learned  15 
Judge  does  appear  to  suggest — it  is  only  a  suggestion — "  Can  the  Court  cut  down 
u  the  limit  of  six  years  imposed  by  the  Statute  of  Limitations  on  the  assertion 
"  of  the  legal  right  ?  "  By  putting  the  question  in  that  form  he  seems  to  suggest 
the  Statute  might  have  some  application.  The  case  he  had  before  him  was  a  case 
of  the  getting  up  of  cards  and  wrappers.  That  observation  was  only  made  in  the  20 
course  of  argument,  and  I  do  not  think  he  can  have  meant  that  there  could  be  any 
such  application  of  the  Statute  of  Limitations  to  an  action  of  tort  such  as  the 
present.  If  the  tort  is  continuing  the  action  would  lie,  in  my  judgment,  in 
respect  of  any  act  done  within  the  six  years,  although  there  may  have  been  similar 
acts  done  before,  and,  if  it  is  in  fact  a  tort,  then  it  seems  to  me  the  Statute  of  25 
Limitations  has  no  application  at  all. 

Then  it  is  said  there  has  been  acquiescence,  and  for  that  Mr.  Boome  referred 
me  to  the  cases  of  Rochdale  Canal  Company  v.  King  (2  Sim.  N.S.  78)  and 
Bann  v.  Spurrier  (7  Ves.  231,  235).  Those  cases,  to  my  mind,  seem 
absolutely  different.  Judges  have  said  that  if  a  man  stands  by  and  sees  another  30 
incurring  expenditure  on  permanent  buildings  or  the  like  in  the  belief  that  he 
will  not  be  interfered  with,  the  Court  will  not  afterwards  give  any  remedy  by 
way  of  injunction  ;  but  to  apply  a  principle  of  that  sort  to  an  omnibus  which 
is  painted  every  two  years,  where  the  painting  has  not  been  done  by  the 
Plaintiff  Company,  and  where  it  is  not  suggested  that  they  stood  by  and  saw  it  35 
done  or  in  any  way  aided  or  abetted  in  its  being  done,  or  knew  that  it  was  being 
done  by  the  Defendant  for  the  purpose  of  using  that  omnibus,  is,  to  my  mind, 
impossible.  The  only  doubt  I  had  in  my  mind  is  that  the  matter  has  been 
going  on  for  five  or  six  years  as  it  is  now,  and  it  seems  to  be  rather  hard  to  stop 
the  Defendant  at  once,  when  the  Plaintiffs  have  waited  so  long  before  40 
they  intervened  in  any  way.  On  the  other  hand,  if  and  so  far  as  the  Defendant 
has  succeeded  in  his  object  of  taking  passengers  who  intended  to  use  the 
Plaintiffs'  omnibus,  it  does  not  lie  in  his  mouth  to  complain  that  he  has  been 
allowed  to  go  on  for  five  or  six  years,  and  that  he  was  not  stopped  before. 
Mr.  Hughes  offered  by  way  of  set-off  to  bear  the  expense  of  repainting.  If  I  45 
give  costs  against  the  Defendant,  Mr.  Hughes  has  consented  to  allow  a  deduction 
of,  I  think,  11.  or  8/.  for  the  painting  of  the  omnibus.  I  propose,  on  Mr.  Hughes 
making  that  offer,  to  give  the  Defendant  three  months  in  which  he  can  have 
his  omnibus  re-painted  so  as  to  distinguish  it  clearly  from  the  Plaintiffs' 
omnibus.     I  grant  an  injunction  in  the  usual  form.  50 

Upon  the  Defendant  undertaking  to  give  notice  of  appeal  within  a  week,  the 
injunction  was  suspended  pending  the  hearing  of  the  appeal. 

The    Defendant   appealed.      The    appeal    was    heard    on    the    19th    of 
November  1900. 

Bramwell  Davis,  Q.C.,  and  J.  H.  Boome,  for  the  Defendant. — The  Plaintiffs  55 
are  barred  by  the  Statute  of  Limitations  (Fullwood  v.  Fullwood,  L.R.  9  Ch.  D. 
176,  178).     [Lord  Alvbrstonb,  L.C.J.— The  statute  has  no  application  to  this 
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case.]  The  Defendant's  omnibus  has  been  running  in  its  present  condition  for 
ten  years  without  any  complaint  from  the  Plaintiffs,  and  they  are  deprived  of 
all  remedy  by  acquiescence. 
Hugltes,  Q.C.,  and  T.  L.  Wilkinson,  for  the  Plaintiffs.— [Lord  ALVERSTONE, 
5  L.CJ. — Why  was  not  evidence  of  deceit  given  at  the  trial  ?]  The  comparison  of 
omnibuses  shows  such  a  resemblance  as  to  lead  to  the  conclusion  that  the 
Defendant's  omnibus  must  be  calculated  to  deceive,  and  no  further  evidence  is 
required  (North  Cheshire  and  Manchester  Brewery  Company  v.  Manchester 
Brewery  Company  L.R.  (1899),  App.  Cas.  83,  85,  per  Lord  Halsbury ;  Hecla 

10  Foundry  Company  v.  Walker,  Hunter  &  Co.,  6  R.P.C.  554,  559  ;  L.R.  14  App. 
Cas.  550,  555,  per  Lord  Herschell).  That  was  a  case  of  infringement  of  design, 
but  the  same  principle  applies.  An  injunction  was  granted  in  the  similar  case 
of  the  London  General  Omnibus  Company  v.  Felton  (12  Times  L.R.  213).  They 
also  referred  to  Sebastian  on  Trade  Marks  (4th  edition),  p.  128.     [Vaughan 

15  Williams,  L.J.,  referred  to  Mitchell  v.  Henry  (15  Ch.  D.  181)  as  to  relying  on 
eyesight  alone.] 

Lord  ALVERSTONE,  L.CJ. — In  my  opinion  this  judgment  for  the  Plaintiffs 
cannot  stand.  It  seems  to  me  to  have  proceeded  upon  the  theory  (the  deceit 
being  founded  upon  the  suggestion  that  the  Defendant  has  run  an  omnibus 

20  which  is  likely  to  take  away  the  Plaintiffs9  passengers)  that  the  Plaintiffs  are 
entitled  to  succeed  on  the  simple  proving  of  the  colour  and  design  of  their  own 
omnibus,  and  on  the  learned  Judge  viewing  the  Defendant's  omnibus  and  the 
Plaintiffs',  and  comparing  them  together.  In  my  opinion  that  is  not  sufficient 
evidence  to  justify  a  Plaintiff  in  obtaining  either  an  injunction  or  damages. 

25  We  have  no  evidence  before  us  as  to  what  is  the  custom  or  practice  or  habit  of 
persons  who  travel  by  these  omnibuses.  We  have  no  evidence  as  to  what  have 
grown  up  to  be  regarded  as  the  leading  features  of  omnibuses  on  any  particular 
route ;  but  we  are  asked  to  say  that  the  learned  Judge  was  right  in  coming  to 
the  conclusion  that,  because  he  thought  that  the  two  omnibuses  so  resembled  one 

30  another  that  they  might  be  mistaken,  that  is  sufficient  evidence  to  support  an 
injunction  in  an  action  for  deceit.  I  wish  to  say,  in  the  first  place,  that  I  think 
if  any  such  view  were  to  prevail  a  very  undesirable  and  erroneous  practice  might 
grow  up  with  reference  to  the  viewing  or  seeing  by  the  Judge  of  the  subject- 
matter  of  the  action,  or  anything  relating  to  the  subject-matter  of  the  action.     It 

35  is  quite  true  that  by  the  fourth  rule  of  Order  50  it  is  provided  :  "  It  shall  be 
44  lawful  for  any  Judge  by  whom  any  cause  or  matter  may  be  heard  or  tried, 
%i  with  or  without  a  jury,  or  before  whom  any  cause  or  matter  may  be  brought 
u  by  way  of  appeal,  to  inspect  any  property  or  thing  concerning  which  any 
a  question  may  arise  therein."     But  I  have  never  heard  it  said,  and,  speaking 

40  for  myself,  I  should  be  very  sorry  to  endorse  the  idea,  that  a  learned  Judge  is 
entitled  to  put  a  view  in  the  place  of  evidence.  A  view,  as  I  have  always 
understood,  has  been  for  the  purpose  of  enabling  the  tribunal  to  understand 
the  questions  that  were  being  raised,  to  follow  the  evidence,  and  to  apply  the 
evidence.     Of  course,  it  is  quite  possible  that  there  may  be  cases  in  which  all 

45  the  circumstances  connected  with  the  matter  in  dispute  are  of  such  common 
knowledge,  and  are  so  well  known  to  the  tribunal,  that  it  may  be  said  that  no 
evidence  is  necessary  ;  as  for  instance  the  common  case  of  the  make-up  of  an 
article  which  is  going  to  be  sold  in  shops,  though  in  that  case  I  ought  to  point 
out  that  if  the  learned  Judge,  in  conseqence  of  there  being  differences  between 

50  the  two  articles,  was  not  able  to  say  they  were  identical,  he  ought  not  to  grant 
an  injunction  without  evidence  before  him  that  the  articles  in  dispute 
were  so  made  up  as  to  be  calculated  to  deceive  people.  Of  course  I 
need  scarcely  say  that  it  is  not  necessary  to  show  actual  deception,  because  a 
thing  may  be  calculated  to  deceive,  and  the  Plaintiffs  may  be  justified  in  coming 

55  to  stop  the  practice  before  the  actual  deception  has  taken  place.  This  case 
seems  to  me  to  be  a  case  of  all  others  in  which  evidence  should  be  given  of  the 
character  which  I  have  indicated.     It  is  not  disputed — in  fact  it  is  proved  upon 
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the  evidence — that,  except  in  one  particular,  the  Defendant's  omnibus  has  been 
running  on  the  road  without  alteration  for  ten  years.  Up  to  five  years  ago  it 
had  something  upon  it,  namely,  the  words,  "  London  General  Post  Office,"  to 
which  the  Plaintiff  Company  were  taking  exception  in  the  case  of  other 
omnibuses.  That  was  taken  off  and  the  words  "Liverpool  Street  Railway  5 
"  Station  "  put  on.  I  think  where  you  ihave  two  omnibuses  running  side  by 
side,  and  it  must  be  assumed,  of  course,  competing  for  the  custom  of  the  road, 
the  two  not  being  identical ;  upon  the  one  there  being  the  name,  •*  London 
"  General  Omnibus  Company,"  and  there  not  being  those  words  on  the  other,  if 
the  London  General  Omnibus  Company  are  going  to  ba*e  their  action  upon  the  10 
theory  that  in  fact  the  alleged  infringing  omnibus  is  calculated  to  deceive,  some 
evidence  must  be  given  to  justify  the  learned  Judge  in  coming  to  that  conclusion 
beyond  the  mere  view.  It  is  said  that  in  the  case  of  the  North  Cheshire  and 
Manchester  Brewery  Company  v.  Manchester  Brewery  Company  (L.R.  (1899) 
App.  Cas.  83)  the  Lord  Chancellor  said  he  would  not  have  required  any  evidence  15 
in  that  case,  and  he  perhaps,  in  one  respect,  went  further  and  said  that  the 
particular  question  could  not  have  been  put  to  the  witness,  because  it  was  a 
question  which  the  Judge  had  to  decide.  But  I  am  satisfied  that  the  Lord 
Chancellor  did  not  mean  to  lay  down  any  general  rule  that  no  evidence  that 
things  were  calculated  to  deceive  was  ever  to  be  required.  In  that  case  evidence  20 
had  been  given,  and  it  was  merely,  so  to  speak,  the  comparison  of  the  two  names 
which  may  be  said  to  speak  for  themselves.  Here  the  Court  is  obliged  to  make 
itself  acquainted  with,  or  to  make  an  assumption  as  to,  what  are  the  habits  of 
people  travelling  in  omnibuses,  and  the  matters  which  are  important  for  their 
consideration  ;  and,  in  my  opinion,  it  is  quite  impossible  to  say  that  that  can  25 
be  done  by  simply  looking  at  the  omnibuses,  both  of  which  have  been  running 
upon  the  same  road  for  a  good  many  years,  and  then  coming  to  a  conclusion, 
without  any  evidence  at  all  which  would  lead  the  Court  to  think  that  passengers 
would  be  misled  by  this  or  that  alteration  or  resemblance.  I  express  no  opinion 
as  to  what  might  have  been  the  proper  judgment  to  have  given  if  the  evidence  30 
had  been  before  the  Court.  I  think  the  evidence  for  the  Plaintiffs  was  wholly 
insufficient,  and  upon  the  evidence  as  it  stood  the  action  ought  to  be  dismissed. 
The  appeal  must,  therefore,  be  allowed. 

RlGBY,  L.J. — I  entirely  agree,  and  certainly  I  should  not  have  been  disposed 
to  add  a  word  but  for  the  fact  that  we  are  reversing  the  finding  of  the  learned  35 
Judge.    Of  course,  if  that  is  a  finding  on  a  matter  of  fact,  we  must  take  great 
care  to  see  that  there  is  sound  ground  for  differing  from  him.    I  think  that  is  to 
be  found  in  the  circumstance  that  he  had  no  evidence  before  him  that  persons 
had  in  fact  been  deceived,  and  the  omnibus  having  been  run  for  ten  years,  and 
for  four  or  five  years  exactly,  as  far  as  the  evidence  goes,  in  the  same  condition  40 
in  which  it  is  now.    This  being  so  there  ought,  if  any  substantial  damage  had 
been  done,  to  have  been  evidence  of  the  persons  who  had  been  deceived.     I 
have  come  to  the  conclusion  that  such  evidence  cannot  be  found,  and  that  is 
not  very  far  from  the  conclusion  that  there  is  really  no  deception  practised.    In 
fact,  looking  to  the  front  of  the  omnibus,  I  think  no  one  would  say  that  persons  45 
could  be  deceived  reasonably.    People  may  look  at  a  thing  or  £hey  may  assume 
a  thing,  and  they  may  say   I  think  it   was  a   London   General   Omnibus 
Company's  omnibus,  but  is  there  sound  ground  for  that  reasoning  ?     I  think 
not.     I  think  the  differences  are  palpable  and  important,  and  although  there  is 
some  truth  in  the  fact  that  the  horses  conceal,  to  a  certain  extent,  the  differences  50 
yet  there  is  nothing  there  which,  if  seen,  would  lead  to  deception.    As  to  the 
side  of  the  omnibus  I  agree  that  the  important  fact  of  distinction  is  the  painting 
of  the  name  "  London  General  Omnibus  Company  "  on  the  whole  of  that  panel 
from  one  end  to  another.    There  is  nothing  like  it  on  the  Defendant's  omnibus. 
As  to  the  back  of  the  omnibus,  we  might  have  had  more  evidence  of  the  actual  55 
position  of  things  if  the  Plaintiffs  had  thought  it  to  their  interest  to  bring  it 
forward  ;  but  even  on  the  evidence  that  we  have  I  do  not  see  how  anyone 
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could  possibly  be  deceived.  As  to  the  observations  of  the  Lord  Chief  Justice 
in  reference  to  the  view,  I  can  only  say  that  I  entirely  concur  in  them.  I 
consider  in  this  case  the  fact  that  it  has  taken  the  Plaintiffs  ten  years 
practically  before  they  thought  it  worth  while  to  bring  an  action,  or  that  they 
5  had  a  sufficiently  good  case  to  have  a  probability  of  success,  is  a  very 
important  question.  I  do  not  say  that  they  are  barred,  but  when  you  have 
no  direct  evidence  to  deal  with,  but  you  have  only  a  conclusion  to  be  arrived 
at  by  a  sight  of  the  two  omnibuses,  I  think  the  delay  is  a  very  important 
consideration. 

10  Vaughan  Williams,  L.J.—I  entirely  agree.  These  actions,  which  in  their 
origin  undoubtedly  are  actions  for  deceit — actions  based  upon  an  allegation  of 
deceit  by  the  Defendants — have,  in  the  course  of  time,  come  to  be  treated  very 
much  as  actions  brought  against  Defendants  for  having  trenched  upon  the 
private  rights  of  the  Plain ti fife.    But,  in  whichever  way  you  regard  this  action,. 

15  in  my  judgment  the  conclusion  arrived  at  cannot  be  justified,  because  there  can 
be  no  doubt  that  if  you  do  not  prove  deception  of  the  public — I  use  the  word 
"  public  "  here  in  the  sense  of  the  section  of  the  public  who  use  omnibuses,  or 
are  interested  in  this  matter— I  say  if  you  do  not  prove  actual  deception  you  must 
prove  that  there  is  a  reasonable  probability  of  deception,  or,  as  it  is  sometimes 

20  expressed,  you  must  prove  that  there  is  a  resemblance  which  is  calculated  to 
deceive.  In  my  judgment  there  is  no  proof  of  that  which  it  was  necessary 
here  to  allege  and  prove.  It  may  very  well  be  that  in  some  cases  you  require 
no  proof  beyond  the  proof  of  the  mere  resemblance,  and  the  case  in  the  House 
of  Lords  of  the  North  Cheshire  and  Manchester  Brewery  Company  against  the 

25  Manchester  Brewery  Company  was  an  example  of  that  sort,  because  what  was 
there  complained  of  was  the  taking  of  a  similar  name,  and  it  is  quite  plain  that 
in  such  a  case  the  similarity  is  a  similarity  which  would  appeal  to  the  ear  quite 
independently  of  the  proof  of  surrounding  circumstances,  or  the  proof  of  the 
experience  of  those  who  had  come  commercially  in  contact  with  the  Company. 

30  But  that  is  not  a  case  in  any  way  resembling  the  present.  In  the  present  case 
that  which  is  complained  of  is  really  the  want  of  difference  in  detail  in  two 
things,  which  necessarily  resemble  each  other,  innocently,  to  a  large  extent.  In 
colour,  apparently,  they  must  resemble  each  other  by  the  police  regulations* 
As  to  shape,  it  is  admitted  that  that  is  the  general  shape  and  there  is  nothing  to 

35  complain  of  at  all,  and  therefore  the  resemblance  which  is  complained  of,  or 
rather  the  want  of  difference  of  appearance  which  is  complained  of,  is  a  want  of 
difference  in  the  details,  and  it  is  said,  and  necessarily  said  in  this  case,  that 
there  is  such  a  want  of  difference  that  those  using  the  omnibus  are  likely  to  be 
deceived,  and  I  observe  that  Mr.  Justice  Farwell  in  his  judgment  so  finds  the 

40  fact.  He  says  that  upon  the  evidence  he  finds  there  is  such  a  want  of  difference 
in  details  between  these  two  omnibuses  that  those  using  the  omnibuses  are 
likely  to  be  deceived.  In  such  a  case  it  is  obviously  possible  to  give  the 
evidence  of  those  who  have  been  in  the  habit  of  using  the  omnibuses,  and  of 
those  who,  as  officers  of  the  Company  or  of  the  private  omnibus  proprietors, 

45  have  been  in  the  habit  of  checking  the  user  of  the  omnibuses,  and  seeing 
passengers  as  they  got  in  and  out  of  the  omnibuses,  and  hearing  complaints  of 
deception.  The  moment  you  get  a  case  in  which  it  is  possible  to  give  evidence,, 
and  in  which  such  evidence  would  obviously  be  material  and  important,  one 
draws  the  very  strongest  inference  from  the  fact  that  no  such  evidence  ia 

50  called  or  tendered.  In  my  judgment,  this  being  a  case  in  which  the  circum- 
stances were  such  that  it  was  possible  to  give  evidence  that  the  resemblance,, 
or  want  of  difference,  was  calculated  to  mislead — a  case  indeed  in  which  it  waa 
perfectly  impossible  for  anyone  to  form  an  accurate  judgment  unless  there  was- 
some  such  evidence— -I  say  in  such  a  case  it  seems  to  me,  with  all  deference  to 

55  the  learned  Judge,  that  his  conclusion  was  not  one  which  can  be  supported, 
namely,  that  merely  upon  the  evidence  of  the  secretary  and  the  painter,  there 
was  reasonable  evidence  of  the  probability  of  deception. 

H 
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Hughes,  Q.C. — I  submit  that  the  proper  coarse,  having  regard  to  your  Lord- 
ships'  judgment  and  what  took  place  at  the  trial,  would  be  to  send  the  case  back 
for  trial  before  the  same  Judge  or  another  Judge,  and  not  dismiss  the  action.  I 
only  submit  that  to  your  Lordships  because,  if  it  goes  further,  it  might  be  said 
I  ought  to  have  submitted  that. 

Lord  Alverstone,  L.CJ. — I  do  not  think  we  can  do  that.  The  Plaintiffs 
had  an  opportunity  of  giving  what  evidence  they  liked.  The  appeal  will  be 
allowed  and  the  action  dismissed  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before   Mr.   Justice    Farwell.  10 

December  15th,  1900. 
Ripley  v.  Arthur  &  Co. 

Practice. — Counterclaim. — Leave  to  amend. — Passing-off  action. — Threats. — 
Malice. — Bona  fides.— ^Patents,  Ac.  Act,  1883,  46  A  47  Vict.  r.  57,  s.  32. — Rules 
of  the  Supreme  Court,  Order  XXV.,  Rule  4.  15 

A  counterclaim  in  a  passing-off  action  which  alleges  threats  barely,  and 
•claims  an  injunction  to  restrain  such  threats,  but  slwtvs  no  malice  or  bad  faith 
on  tliepart  of  the  Plaintiff  ivho  is  maintaining  the  action  which  he  has  brought, 
can  be  struck  out  under  R.  8.  C.  Order  XXV.,  Rule  4,  as  disclosing  no  reason- 
able  cause  of  action  under  section  82  of  the  Patents,  Ac.  Act,  1883,  or  otherwise.  20 
Leave  to  amend  tJie  counterclaim  by  alleging  malice  was  refused. 

This  was  an  application  by  a  Plaintiff  under  Order  XXV.,  Rule  4,  of  the  Rules  of 
the  Supreme  Court,  to  strike  out  the  Counterclaim  of  the  Defendants  to  an  action 
wherein  the  Plaintiff  sought  an  injunction  to  restrain  them  from  selling  or 
offering  for  sale  blocks  of  laundry  blue  so  shaped,  arranged,  and  got  up  as  to  25 
induce  the  belief  that  such  blocks  were  made  or  sold  by  the  Plaintiff,  and 
damages  or  an  account  of  profits.  In  their  Counterclaim  the  Defendants  said  : — 
"  The  Defendants  have  since  the  month  of  April  1900  been  engaged  in  the  same 
"  business  of  manufacturing  laundry  blue,  and,  by  the  excellence  and  cheapness  of 
■"  their  goods,  have  acquired  a  good  connection.  Since  the  issue  of  the  writ  in  this  30 
"  action  the  Plaintiff  has  threatened  the  Defendants'  customers  and  others  with 
"  legal  proceedings  if  they  sell,  deal  in,  or  use  the  Defendants'  goods,  and  many 
"  of  the  Defendants'  former  customers  and  others  have  been  thereby  induced 
"  to  refrain  from  dealing  with  the  Defendants,  and  from  selling,  dealing  in,  or 
4i  using  the  Defendants'  goods.    The  Defendants  have  suffered  considerable  35 


Vol.  XVIII.,  No.  4.]    AND  TRADE  MARK  CASES.  83 

Ripley  v.    Arthur   is    Co. 

41  injury  in  their  business  by  reason  of  such  threats  by  the  Plaintiff."  The 
counterclaim  was  for  an  injunction  to  restrain  the  Plaintiff  from  making  or 
continuing  such  threats. 
J.  F.  Waggett  (instructed  by  Chester,  Mayhew,  Broome,  and  Griffitlws, 
5  agents  for  Nicholson  and  Pemberton,  of  Liverpool)  for  the  Plaintiff.— 
Section  32  of  the  Patents,  &c.  Act,  1883,  only  relates  to  Letters  Patent,  and 
does  not  apply  ;  therefore  the  Counterclaim  should  be  struck  out.  Before  that 
Act  the  law  was  that  no  threats  to  customers  in  the  case  of  a  Patent  gave  a  cause 
of  action  unless  malice  or  bad  faith  was  shown  {Halsey  v.  Brotherhood,  L.R. 

10  15  Ch.  D.  514  ;  19  Ch.  D.  386 ;  Wren  v.  Weild,  L.R.  4  Q.B.  730).  In  respect  of 
Trade  Marks  there  has  been  no  statutory  alteration  of  the  law,  which  was  that  an 
action  for  threats  can  lie  only  if  there  be  bad  faith  (Colley  v.  Hart,  6  R.P.C.  17  ; 
7  R.P.C.  101).  But  here  the  Defendants  allege  threats  barely,  and  can  say 
nothing  as  to  bad  faith  on  the  part  of  the  Plaintiff.    The  existence  of  the 

15  Plaintiff's  action  negatives  bad  faith.  The  object  of  the  present  application, 
under  a  Rule  which  gives  the  Court  a  wide  power,  is  to  save  expense  to  both 
parties. 

H.  McMaster  (instructed  by  Collins,  Robinson,  and  Driffield,  of  Liverpool) 
for  the  Defendants. — The  general  statement  of  the  law  as  to  the  defamation  of  a 

20  trader  is  to  be  found  in  Riding  v.  Smith  (L.R.  1  Exch.  Div.  91).  [Farwbll,  J.— 
But  malice  was  alleged  there.]  It  is  only  necessary  to  make  out  that  there  is 
a  serious  question  of  law  to  be  argued,  and  that  we  can  do  here.  Further,  we 
ask  for  leave  to  amend  the  Counterclaim  by  inserting  a  statement  as  to  malice. 
{Hubbuck  A  Sons  v.  Wilkinson,  Heywood,   and  Clark,  Ld.  (1899)  1  Q.B.  86, 

25  was  referred  to.) 

Farwbll,  J. — This  is  an  application  under  Order  XXV.,  Rule  4,  to  strike 
out  a  Counterclaim  on  the  ground  that  it  discloses  no  reasonable  cause  of  action. 
I  propose  to  the  best  of  my  ability  to  follow  the  decisions  which  should  guide 
me,  and  I  will  take  the  statement  from  Lord  Justice  Chitty's  judgment  in  the 

30  Republic  of  Peru  v.  Peruvian  Guano  Company  (L.R.  36,  C.D.  496):— "Under 
44  the  new  rule  the  pleading  will  not  be  struck  out  unless  it  is  demurrable,  and 
44  something  worse  than  demurrable " — that  is,  it  is  such  that  no  legitimate 
amendment  can  save  it  from  being  demurrable.  I  am  of  opinion  that  this  Counter- 
claim answers  that  description.    In  the  first  place,  the  action  itself  is  to  restrain 

35  infringement  of  a  Trade  Mark,  and  the  passing  off  of  goods.  The  Counterclaim 
is  this  : — 44  The  Defendants  have  since  the  month  of  April  1900  been  engaged 
44  in  the  business  of  manufacturing  laundry  blue,  and  by  the  excellence  and 
44  cheapness  of  their  goods  they  have  acquired  a  good  connection.  Since  the 
u  issue  of  the  writ  in  this  action  the  Plaintiff  has  threatened  the  Defendants' 

40  "  customers  and  others  with  legal  proceedings  if  they  sell,  deal  in,  or  use  the 
44  Defendants'  goods,  and  many  of  the  Defendants'  former  customers  and  others 
44  have  been  thereby  induced  to  refrain  from  dealing  with  the  Defendants,  and 
44  from  selling,  dealing  in,  or  using  the  Defendants'  goods.  The  Defendants  have 
44  suffered  considerable  injury  in  their  business  by  reason  of  such  threats  by 

45  44  the  Plaintiff."  First  of  all,  there  is  no  allegation  of  malice  at  all.  Secondly, 
I  could  not  give  leave  to  amend  by  alleging  malice,  because  it  is  a  Counter- 
claim to  an  action  to  restrain  passing  off  and  the  infringement  of  a  Trade 
Mark,  and  the  bringing  of  the  action  is  in  itself  conclusive  to  show  that  the 
Plaintiff  does  not  make  the  allegations  maliciously,  but  that  he  is  making  them 

50  in  defence  of  that  which  he  claims  to  be  his  legal  right,  and  which  he  is  seeking 
to  enforce  in  the  very  action  in  which  this  is  the  Counterclaim. 

That  the  law  is  settled  I  think  is  quite  plain  from  the  case  of  Halsey  v. 
Brotherhood  before  Sir  George  Jessel,  in  15  Chancery  Division,  at  page  518  :— 
44  The  mere  fact  of  a  man  mentioning  he  has  a  right,  and  that  something  is  an 

55  *4  infringement  of  it,  does  not  per  se  give  a  ground  of  action.  It  is  obvious  that 
44  such  a  course  of  conduct,  adopted  bond  fide,  does  not  constitute  a  case  in 
44  which  an  action  could  be  maintained,  for  the  essence  of  the  case  is  the  falsity 
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"  of  the  assertion,  and  the  want  of  good  faith  in  making  it.  That  is,  the 
u  assertion  is  made,  not  for  the  purpose  of  preserving  the  alleged  legal  right, 
"  but  for  a  different  purpose,  and  has  injured  the  Plaintiff  in  his  trade." 

If  the  authority  of  Sir  George  Jessel  were  not  enough,  I  turn  to  the  judgment 
of  the  Court  of  Appeal,  who  affirmed  his  decision,  and  I  will  take  the  law  as  5 
stated  by  the  Lord  Chief  Justice  at  page  388,  L.R.  19,  Ch.  D. : — "  It  seems  to  me 
"  to  be  clear  law  that  in  an  action  in  the  High  Court  in  the  nature  of  slander 
"  of  title  where  the  Defendant  has  property  of  his  own,  in  defence  of  which  the 
u  supposed  slander  of  the  Plaintiff's  title  is  uttered,  it  is  not  enough  that  the 
"  statement  should  be  untrue,  but  there  must  be  some  evidence,  either  from  lO 
"  the  nature  of  the  statement  itself  or  otherwise,  to  satisfy  the  Court  or  the 
a  Jury  that  the  statement  was  not  only  untrue,  but  was  made  maid  fide  for  the 
"  purpose  of  injuring  the  Plaintiff,  and  not  in  the  bond  fide  defence  of  the 
"  Defendant's  own  property.  It  seems  to  be  clear  that  if  a  statement  is  made 
"  in  defence  of  the  Defendant's  own  property,  although  it  injures  and  is  untrue,  1!> 
"  it  is  still  what  the.  law  calls  a  privileged  statement ;  it  is  a  statement  that  the 
"  Defendant  has  a  right  to  make,  unless  besides  its  untruth  and  besides  its 
"  injury  express  malice  is  proved — that  is  to  say,  want  of  bona  fides  or  the 
<k  presence  of  mala  fides" 

I  have,  therefore,  the  decision  of  Sir  George  Jessel  and  the  decision  of  the  20 
Court  of  Appeal  both  affirming  the  proposition  of  law  which  I  for  myself 
think  is  plain. ' 

Further,  the  only  case  cited  against  it  is  Riding  v.  Smith,  which  was  an 
entirely  different  case,  the  only  question  being  as  to  whether  the  damage 
properly  flowed  from  the  statements  made.  The  declaration  alleged  false  and  25 
malicious  statements  ;  there  malice  was  expressly  alleged.  I  think  in  this  case 
I  should  be  doing  wrong  if  I  were  to  allow  the  Counterclaim  to  stand,  with  the 
necessary  expense  of  bringing  up  witnesses  on  an  issue  which,  when  the  case 
was  opened,  I  should  rule  was  not  possibly  maintainable.  It  seems  to  me  that 
it  is  a  case  in  which  I  could  not  possibly  give  leave  to  amend,  and  that  the  30" 
Counterclaim  must,  therefore,  be  struck  out. 
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In  the  House  op  Lords. 


Present :  The  Lord  Chancellor  and  Lords  Shand,  Da  vet,  and 

Robertson. 


June  26th,  28th,  29th,  July  3rd,  and  December  17th,  1900. 
5  British    Motor    Syndicate    Ld.  v.  J.  E.   H.   Andrews  &  Co.,  Ld 


Patent. — Action  for  infringement. — Construction  of  Specification. — Action 
dismissed.— Appeal  to  Court  of  Appeal.— Appeal  allowed.— Appeal  to  House 
of  Lords. — Appeal  allowed.  * 

The  owners  of  a  Patent  for  a  starting  device  for  gas  engines  brought  an 
10  action  to  restrain  the  Defendants  from  infringing.  The  Defendants  alleged 
that  they  had  not  infringed,  and  that  the  Letters  Patent  were  invalid.  Held', 
by  Kekewich,  J.,  that,  according  to  the  true  construction  of  the  Specification, 
the  Defendants  had  not  infringed.  No  judgment  was  delivered  on  tJie  other 
issues  raised.  The  Plaintiffs  appealed.  Held,  on  appeal,  that,  according  to  the 
j*  true  construction,  the  Defendants  had  infringed,  and  that  the  Patent  was  valid. 
The  appeal  was  allowed. 

The  Defendants  appealed  to  the  House  of  Lords. 

Held,  that  the  construction  put  on  the  Specification  by  Kekewich,  J.,  was  the 
correct  one.  The  appeal  was  allowed  with  costs,  and  the  judgment  of  Kekewich,  J., 
20  iww  restored. 

On  the  10th  day  of  April  1890,  Letters  Patent  (No.  5479  of  1890)  were 
granted  to  Frederick  William  Lanchester,  for  "  Improvements  in  gas  motor 
u  engines." 

The  Provisional  Specification,  so  far  as  is  material  to  this  report,  was  as 
25  follows : — "  My  invention  for  improvements  in  gas  motor  engines  relates  to 
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"  engines  of  that  class  in  which  inflammable  gas  or  vapour  together  with  a 
u  certain  proportion  of  atmospheric  air  is  introduced  into  the  working  cylinder 
"  and  then  or  after  compression  exploded  to  increase  their  pressure  to  propel 
44  the  piston  during  the  working  stroke :  and  has  for  its  object  to  provide 
44  improved  means  for  starting  the  said  engines.  This  invention  consists  5 
"  substantially  in  introducing  into  the  working  cylinder  while  the  piston  is 
"  stationary,  a  charge  of  inflammable  gas  or  vapour  which  forces  out  a  portion 
4  of  the  air  contained  therein  and  mixes  with  the  remaining  air  until  an 
"  explosive  mixture  is  formed,  and  in  providing  means  whereby  the  formation 
"  of  the  said  mixture  is  indicated  and,  on  cutting  off  the  supply  of  inflammable  10 
44  gas,  or  vapour,  exploded  to  start  the  engine  ;  and  whereby  when  the  engine  is 
44  running  explosive  charges  in  the  cylinder  at  atmospheric  pressure  are  ignited 
44  at  the  commencement  of  the  working  stroke :  and  when  required  in  compression 
"  engines,  after  starting  the  engine  from  rest  as  above  described,  either  in  keeping 
"  the  pressure  of  the  explosive  charges  in  the  cylinder  approximately  that  of  15 
"  the  atmosphere  until  the  engine  has  attained  sufficient  speed  to  overcome  the 
"  resistance  of  compression  so  that  they  can  be  exploded  at  the  commencement 
44  of  the  working  stroke  by  my  device  ;  Or,  in  engines  fitted  with  the  ordinary 
44  tube  igniter,  in  providing  means  whereby  low  pressure  charges  can  be  ignited 
44  by  the  said  tube  igniter,  the  said  low  pressure  of  the  charges  being  produced  20 
44  by  a  relief  cam  as  ordinarily  used  in  some  compression  engines  for  reducing 
44  the  amount  of  compression  until  a  sufficient  speed  has  been  attained  to 
44  overcome  the  resistance  of  compression. 

44  In  a  gas  engine  provided  with  a  starter  constructed  according  to  my 
44  invention,  the  compression  chamber  is  fitted  with  a  tube  terminating  in  an  25 
44  expanding  nozzle  opening  to  an  external  flame.  This  tube  can  be  permanently 
44  closed  by  a  cock  and  contains  a  valve  which  normally  remains  open  by  its 
44  own  weight  but  will  automatically  close  by  the  sudden  generation  of  pressure 
44  in  the  cylinder. 

44  In  order  to  start  an  engine  fitted  with  my  improved  device  for  starting,  the  30 
44  engine  is  placed  in  such  a  position  that  its  crank  is  somewhat  over  the 
44  in-centre  of  the  working  stroke,  the  external  flame  of  the  starter  is  lighted, 
44  and  the  gas  or  inflammable  vapour  is  turned  on  to  the  working  cylinder 
44  through  a  suitable  nozzle  or  nozzles.    The  gas  or  vapour  first  displaces  a 
44  portion  of  the  air  which  passes  out  through  the  nozzle  of  the  starter  and  then  35 
44  a  gradually  increasing  proportion  of  gas  or  vapour  passes  out  with  the  air 
44  until  it  burns  with  a  characteristic  roar  in  the  expanding  nozzle,  when  the 
44  auxiliary  gas  supply  is  cut  off  and  the  flame  passes  back  into  the  cylinder  and 
44  burns  or  explodes  the  charge  to  increase  its  pressure  to  start  the  engine.    The 
44  automatic  valve  in  the  starter  closes  immediately  on  the  explosion.    The  cock  40 
44  of  the  starter  is  then  turned  to  put  it  out  of  action  and  the  engine  continues 
41  to  work  in  the  ordinary  manner." 

The    Complete  Specification,  bo   far   as   material   to    this   report,  was  as 
follows : — 

44  This  invention  for  improvements  in  gas  motor  engines  relates  to  engines  of  45 
44  that  class  in  which  inflammable  gas  or  vapour  together  with  a  certain 
44  proportion  of  atmospheric  air  is  introduced  into  the  working  cylinder,  and 
44  then  or  after  compression  exploded  to  increase  their  pressure  to  propel  the 
41  piston  during  the  working  stroke  and  has  for  its  object  to  provide  improved 
44  means  for  starting  the  said  engines.  50 

44  This  invention  consists  substantially  in  introducing  into  the  working 
44  cylinder  while  the  piston  is  stationary  inflammable  gas  or  vapour  which 
44  forces  out  a  portion  of  the  air  contained  therein  and  mixes  with  the 
44  remaining  air  until  an  explosive  mixture  is  formed,  and  in  providing  means 
44  whereby  on  cutting  off  or  reducing  the  supply  of  inflammable  gas  or  vapour,  55 
44  the  said  mixture  is  exploded  to  start  the  engine ;  and  whereby  when  the 
44  engine  is  running  explosive  charges  in  the  cylinder  at  atmospheric  pressure 
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44  are  ignited  at  the  commencement  of  the  working  strokes ;  and  when  required 
"  in  compression  engines,  after  starting  the  engine  from  rest  as  above  described 
44  in  keeping  the  pressure  of  the  explosive  charges  in  the  cylinder  approximately 
44  that  of  the  atmosphere  until  the  engine  has  attained  sufficient  speed  to  overcome 
5  "  the  resistance  of  compression  so  that  they  can  be  explod  ed  at  the  commencement 
44  of  the  working  stroke  by  this  device. 

"  In  a  gas  engine  of  the  Otto  type  provided  with  a  starter  constructed 
44  according  to  this  invention  the  compression  chamber  is  fitted  with  an 
"  attachment  communicating  with  the  said  chamber  and  terminating  in  an 

10  "  expanding  nozzle  opening  to  an  external  flame.    This  attachment  can  be 

44  permanently  closed  by  a  cock,  and  contains  a  valve  which  normally  remains 

44  open  by  its  own  weight  but  will  automatically  close  by  the  sudden  generation 

44  of  pressure  in  the  cylinder. 

"  In  order  to  start  an  engine  fitted  with  this  improved  device  for  starting, 

15  *'  the  engine  is  placed  or  it  may  have  been  stopped  at  its  previous  working  in 
"  such  a  position  that  its  crank  is  somewhat  over  the  in-centre  of  the  working 
"  stroke,  the  external  flame  of  the  starter  is  lighted  and  the  gas  or  inflammable 
"  vapour  is  turned  on  to  or  forced  into  the  working  cylinder  through  a  suitable 
44  nozzle  or  nozzles  by  the  ordinary  pressure  of  the  gas  or  by  other  suitable 

20  "  means.  The  gas  or  vapour  first  displaces  a  portion  of  the  air  contained  in 
44  the  cylinder,  which  passes  out  through  the  nozzle  of  the  starter  and  then  a 
44  continuously  increasing  proportion  of  gas  or  vapour  passes  out  with  the  air 
44  until  it  burns  with  a  characteristic  roar  in  the  expanding  nozzle,  when  the 
"  auxiliary  gas  supply  is  cut  off  or  reduced  and  the  flame  passes  back  into  the 

25  M  cylinder  and  burns  or  explodes  the  charge  to  increase  its 'pressure  to  start 
44  the  engine.  The  automatic  valve  in  the  starter  closes  immediately  on  the 
44  explosion.  The  cock  of  the  starter  is  then  turned  to  put  it  out  of  action  by 
"  cutting  off  communication  with  the  cylinder  and  the  engine  continues  to 
44  work  in  the  ordinary  manner.    A  relief  cam,  which  keeps  the  exhaust  port 

30  "  open  during  more  or  less  of  the  compressing  stroke  (as  is  frequently  used 

"  to  facilitate  hand  starting),  may  be  used  in  compression  engines  to  enable 

"  the  impulse  given  by  the  initial  charge  to  overcome  with  certainty  the  back 

44  pressure  of  the  compression. 

14  In  another  arrangement  a  relief  cam  is  arranged  to  keep  the   exhaust 

35  u  port  of  the  cylinder  open  until  the  piston  has  completed  its  compressing 
"stroke.  The  engine  is  started  as  described  above  and  after  exhausting  the 
44  products  of  the  first  explosion  draws  in  a  fresh  charge  a  portion  of  which  on 
44  the  return  or  compressing  stroke  is  forced  out  through  the  exhaust  port  and 
"  through  the  nozzle  of  the  starter.    As  soon  as  the  piston  pauses  on  the  crank 

40  u  crossing  its  centre  or  commences  its  working  stroke,  the  explosive  mixture 
"  ceases  to  pass  through  the  nozzle  of  the  starter  or  reduce  its  rate  of  passing 
44  through  and  the  flame  passes  back  into  the  cylinder  and  explodes  the 
44  remaining  portion  of  the  charge  therein.  A  series  of  explosions  may  be 
44  obtained  in  this  manner.     When  the   engine   has    attained    a   sufficient 

45  "  speed  to  overcome  the  resistance  of  compression  the  auxiliary  cam  and 
44  the  starter  are  thrown  out  of  action  and  the  engine  works  in  the  ordinary 
44  manner. 

44  In  the  accompanying  four  sheets  of  drawings,  Fig.  1  is  an  elevation  of  an 
44  auxiliary  igniting  apparatus   constructed  according  to  this  invention  and 

50  "  hereinafter  called  the  starter  and  Fig.  2  is  a  vertical  section,  and  Fig.  3  is  a  plan 
44  of  the  same.  Figs.  4  and  5  are  detail  views,  and  Fig.  6  is  a  cross  section  of 
44  the  cylinder  of  a  gas-engine  showing  a  complete  arrangement  for  starting 
44  fitted  in  place.  Fig.  7  is  a  similar  cross  section  showing  the  application  of  a 
44  pump  for  introducing  the  charge  of  gas  or  inflammable  vapour  which  may  be 

55  44  arranged  to  deliver  the  required  volume  at  a  single  stroke.  Fig.  8  shows  the 
44  character  of  the  indicator  diagrams  produced  in  starting  an  engine  of  the 
44  Otto  cycle  modified  as  described  above.    Figs.  9  and  10  are  sections  showing 

I  2 


88  REPORTS  OP  PATENT,  DESIGN,         [Ma*  6, 1901. 

British  Motor  Syndicate,  Ld.  v.  J.  E.  H.  Andrews  <k  Co.,  Ld. 

"  suitable  arrangements  of  the  starter  when  the  ignition  is  effected  by  means  of 
"  an  incandescent  tube. 

"  The  end  of  the  cylinder  or  compression  chamber  1  is  fitted  with  an 
"  attachment  consisting  of  a  valve  box  2,  of  a  stop  cock  3  through  which 
"  communication  is  made  between  the  cylinder  and  valve  box  2,  of  a  valve  4  5 
"  which  normally  remains  open  by  its  own  weight  but  is  automatically  closed 
"  by  pressure  in  the  engine  cylinder,  and  of  a  nozzle  5  which  is  connected  to 
"  the  valve  box  2  and  opens  to  an  external  flame  6.    The  nozzle  5  is  preferably 
"  conical  expanding  towards  the  direction  of  discharge.    The  external  flame  6 
"  can  be  adjusted  with  reference  to  the  nozzle  5  by  means  of  the  thumb  10 
"  screw  7  and  is  supplied  with  gas  by  means  of  a  tube  connected  to  the 
"  nipple  8.    A  stop  cock  9  serves  to  regulate  or  extinguish  the  flame  6.    The 
"  compression  chamber  1  is  also  fitted  with  a  suitable  nozzle  10  by  means  of 
"  which  gas  can  be  admitted  to  the  cylinder  through  the  supply  cock  11.    The 
"  gas  so  admitted  may  be  forced  in  by  the  ordinary  pressure  in  the  gas  supply  15 
"  pipes  as  illustrated  in  the  cross  section  Fig.  6  or  it  may  be  supplied  by  means 
"  of  a  hand  pump  12  as  shown  in  Fig.  7. 

"  In  order  to  start  an  engine  fitted  with  the  starter  it  is  placed,  or  it  may 
"  have  been  stopped  at  its  previous  working,  in  such  position  that  its  crank  is 
"  somewhat  over  the  in-centre  of  the  working  stroke  ;  the  external  flame  6  of  20 
"  the  starter  is  lighted  and  the  gas  or  inflammable  vapour  is  turned  on  to  the 
"  working  cylinder  through  the  nozzle  10.  The  pressure  in  the  gas  pipes 
"  causes  the  gas  to  flow  into  the  cylinder  and  displace  a  portion  of  the  air  it 
"  contains  through  the  nozzle  5,  but  the  entering  jet  mixes  with  the  remaining 
"  air  as  indicated  at  Fig.  6  by  the  arrows  and  so  produces  an  explosive  mixture,  25 
"  part  of  which  after  a  time  finds  its  way  through  the  nozzle  5  ;  the  external 
"  flame  6  then  ignites  it  and  the  jet  burns  at  the  nozzle  5  through  the  external 
"  flame  into  the  atmosphere,  increasing  in  richness  of  gas  or  vapour  till 
"  explosive  mixture  is  formed.  The  gas  supply  cock  11  is  then  shut  off  and 
"  the  flame  passes  back  into  the  cylinder  and  ignites  or  explodes  the  charge  to  30 
"  increase  its  pressure  to  start  the  engine.  The  automatic  valve  4  in  the  starter 
"  closes  immediately  on  the  explosion  of  the  charge  and  then  the  cock  3  is 
".  turned  to  put  it  out  of  action,  when  the  engine  continues  to  work  in  the 
"  ordinary  manner.  The  diagram  given  by  this  explosion  is  indicated  at  Fig.  8 
"  by  the  lines  a  a  a  a  and  in  some  cases  where  the  friction  of  the  engine  is  35 
"  proportionally  small,  the  single  impulse  so  given  is  sufficient  to  start  the 
"  engine  even  against  the  compression.  An  incandescent  body  or  shower  of 
"  electric  sparks  or  other  convenient  means  may  be  used  in  lieu  of  the 
"  flame. 

".  Instead  of  having  a  separate  means  of  introducing  the  inflammable  vapour  40 
"  for  starting  the  engine,  the  supply  valves  may  be  opened  and  the  engine 
"  turned  in  the  proper  direction  by  hand  to  draw  in  combustible  mixture  and 
"  then  slightly  turned  back  in  the  reverse  direction  to  force  a  portion  of  the 
"said  mixture  through  the  starter  nozzle  where  it  is  ignited,  the  flame 
"  travelling  back  and  exploding  the  mixture  as  described  above  to  start  the  45 
"  engine. 

"  When,  a  number  of  low  pressure  explosions  are  required  to  get  up  speed,  a 
"  cam  13  is  arranged  on  the  second  motion  shaft  in  such  manner  that  when 
"  placed  in  gear,  it  holds  open  the  exhaust  valve  14  during  the  whole 
"  compression  stroke  of  the  engine.  This  cam  13  is  placed  in  gear  before  50 
"  obtaining  the  first  explosion  as  hereinbefore  described,  and  when  the  engine 
"  moves  under  its  influence  the  modified  action  of  the  subsequent  strokes  is  as 
"  follows  : — The  burned  gases  resulting  from  the  first  explosion  are  discharged 
44  on  the  next  instroke,  then  the  exhaust  valve  closes  and  on  the  outstroke  a 
"  charge  of  gas  and  air  is  drawn  into  the  cylinder  ;  a  large  proportion  of  this  55 
"  volume  of  explosive  mixture  is  discharged  on  the  following  instroke  which 
"  in  ordinary  circumstances  would  be  the  compression  stroke.    So  long  as  the 
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44  exhaust  valve  14  is  held  open  by  the  special  cam  13  the  pressure  remains 
"near  that  of  the  external  atmosphere  but  enough  back  pressure  exists  to 
44  cause  the  mixture  to  flow  through  the  starter  and  burn  from  the  nozzle  5  it 
44  being  ignited  at  the  external  flame  6.    When  the  piston  arrives  at  the  in-end 

5  "  of  the  stroke  and  the  exhaust  valve  closes,  the  pressure  rapidly  falls  and  the 

.  "  flame  passes  back  to  the  compression  space  at  the  end  of  the  cylinder  and 

u  explodes  the  mixture  to  give  an  additional  impulse  to  the  engine.    A  diagram 

"  similar  to  bbbb  Fig.  8  is  thus  produced  and  the  piston  moves  forward  on  its 

44  working  stroke.    So  long  as  the  starting  cam  13  is  in  gear  and  the  starter 

10  "  cock  3  is  open,  the  engine  continues  in  motion  and  a  low  pressure  impulse 

*  u  is  given  at  every  second  revolution.    When  the  speed  has  become  sufficiently 

"  great  to  allow  of  the  compression,  the  cock  3  is  closed  and  the  starting  cam  13 

44  is  put  out  of  gear  in  any  usual  manner ;  the  engine  then  acts  by  its  ordinary 

"  igniting  arrangement  with  compression. 

15  "  Instead  of  supplying  gas  direct  from  the  gas  supply  pipes  by  its  ordinary 
"  pressure,  the  hand  pump  12  is  sometimes  used  to  force  in  a  charge  of  gas 
44  through  the  check  valve  15  by  the  nozzle  10  to  the  cylinder  1.  The  action  is 
"  precisely  similar  to  that  hereinbefore  described  and  the  explosion  occurs  when 
"  the  hand  pump  piston  has  terminated  its  discharging  stroke.     The  check 

20  "  valve  15  prevents  the  effect  of  the  explosion  from  reaching  the  gas  pump. 

44  The  charge  of  the  gas  pump  and  the  direction  of  the  jet  from  the  nozzle  10 

"  is  so  arranged  that  explosive  mixture  speedily  finds  its  way  to  the  starter 

"  nozzle  5. 

"  In  all  arrangements  ignition  passes  back  immediately  the  velocity   of 

25  u  propagation  of  the  flame  exceeds  the  velocity  of  the  mixture. 

44  The  valve  4  may  be  held  open  by  a  spring  instead  of  its  own  weight  and 
44  the  position  may  then  be  varied  by  placing  it  at  the  side  or  under  the  cylinder 
44  instead  of  above  it.  The  object  of  the  valve  4.  is  to  prevent  undue  loss  of 
u  pressure  on  the  explosion  taking  place,  the  grooves  25  being  of  such  an  area 

30  "  as  will  not  interfere  with  ignition. 

u  In  Figs.  9  and  10  the  gases  issuing  from  the  cylinder  are  ignited  by  an 
"  incandescent  tube  26  and  the  flame  passes  back  to  the  cylinder  immediately 
"  the  flow  is  sufficiently  reduced  and  the  resulting  explosion  closes  the  valve 
44  whether  the  tube  be  between  it  and  the  cylinder  or  outside  the  valve.     The 

35  "  issuing  gases  may  be  ignited  by  the  electric  spark  or  other  means. 

"  The  relative  areas  of  the  nozzles  may  be  such  that  the  flame  instead  of  being 
44  caused  to  strike  back  by  reduction  of  the  rate  of  flow  strikes  back  on  the 
44  mixture  becoming  sufficiently  rich.  In  this  latter  arrangement  an  automatic 
44  valve  somewhat  similar  to  the  valve  4.  is  placed  upon  the  gas  supply  pipes 

40  (<  and  closes  automatically  when  the  explosion  occurs. 

44  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
44  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
44  what  I  claim  is : — 1.  The  herein  described  method  of  starting  a  gas  motor 
44  engine,  by  introducing  into  the  cylinder  gas  or  explosive  mixture,  allowing  a 

45  "  portion  of  the  contents  of  the  cylinder  to  escape  through  an  igniting  nozzle, 
44  and  after  external  ignition  takes  place  causing  the  velocity  of  outflow  to  fall 
44  short  of  the  velocity  of  propagation  of  flame  so  that  ignition  passes  back  to 
44  the  cylinder  and  explodes  its  contents  to  propel  the  piston.  2.  The  herein 
44  described  method  of  starting  a  gas  motor  engine  working  with  compressed 

50  u  charges  by  keeping  an  exhaust  port  open  during  the  ordinary  compressing 
44  strokes,  thus  allowing  a  portion  of  the  contents  of  the  cylinder  to  escape, 
44  and  igniting  the  remaining  portion  in  the  manner  set  forth  in  the  preceding 
44  claim,  and  continuing  this  mode  of  working  until  the  engine  acquires 
44  sufficient  momentum  to  effect  the  compression  of  the  charges.     3.  A  gas 

55  "  motor  engine  starting  apparatus  consisting  of  a  nozzle  opening  from  the 
44  cylinder  to  an  external  flame  or  other  igniter,  the  said  nozzle  containing  a 
44  check  valve  which  remains  open  except  when  subjected  to  a  predetermined 
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14  pressure  within  the  cylinder  arranged  and  operating  substantially  as  and 
"for  the  purposes  herein  set  forth  and  illustrated  by  the  accompanying 
*  drawings." 


The  Plaintiffs,  on  the  21st  of  July  1897,  commenced  an  action  for  infringe- 
ment of  this  Patent  against  Andrews  &  Co.,  Ld.  The  Statement  of  Claim,  5 
delivered  the  10th  of  November  1897,  alleged  (1)  that  the  Plaintiffs  were  the 
registered  proprietors  of  the  Patent ;  (2)  that  the  Defendants  had  infringed  ; 
(3)  that  Frederick  William  Lanchester  was  the  first  and  true  inventor,  and 
that  the  Patent  was  valid,  and  had  been  so  certified  in  an  action  between  the 
British  Motor  Syndicate  v.  Richter  and  Green.  The  Plaintiffs  claimed  (1)  an  10 
injunction  to  restrain  the  Defendants,  their  servants  and  agents,  and  workmen, 
from  infringing  the  Patent ;  (2)  an  enquiry  as  to  damages,  or,  at  the  Plaintiffs* 
option,  an  account  of  profits ;  (3)  delivery  up  or  destruction  of  all  apparatus 
constructed  in  infringement  of  the  Patent ;  (4)  costs  as  between  solicitor  and 
client ;  (5)  further  or  other  relief.  15 

The  breach  complained  of  by  the  Plaintiffs  was  the  manufacture  and  use 
of  a  gas  motor  engine  starting  apparatus  constructed  by  the  Defendants  and 
sold  to  the  the  Bourne  Engineering  and  Electrical  Company,  Mildmay  Park, 
London,  N. 

On  the  next  page  is  a  drawing  of  the  Defendants9  apparatus  in  which  the  20 
explosive  mixture  passes  into  the  ignition  tube  C,  which  is  kept  hot  by  a  Bunsen 
burner  on  its  outside,  then  into  the  chamber  on  which  G  appears,  and  out  of  the 
valve  J  finally  into  the  open  air.    On  the  mixture  becoming  sufficiently  rich  the 
flame  strikes  back  to  the  cylinder  and  explosion  takes  place,  which  automatically 
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closes  the  valve  J.    After  starting  the  engine  this  apparatus  is  used  as  the 
ordinary  ignition  tube. 


By  their  Defence,  delivered  the  17th  of  January  1898,  the  Defendants  alleged 
(1)  that  the  Plaintiffs  were  not  the  owners,  either  in  law  or  equity,  of  the 
5  Patent ;  (2)  that  the  Defendants  had  not  at  any  time  or  in  any  manner  infringed 
the  said  Letters  Patent ;  (3)  that  F.  W.  Lanchester  was  not  the  first  and  true 
inventor  for  the  reasons  appearing  in  the  Particulars  of  Objections,  and  that  the 
Patent  was  not  and  never  had  been  valid. 
The  Particulars  of  Objections  alleged  (1)  that  F.  W.  Lanchester  was  not, 

10  having  regard  to  the  prior  publications  thereinafter  mentioned,  the  first  and 
true  inventor  of  the  alleged  inventions  comprised  in  the  Patent ;  (2)  that  the 
alleged  inventions  were  published  prior  to  the  date  of  the  Patent  in  certain 
Specifications  and  the  drawings  therein  referred  to,  and  also  in  certain  printed 
books  or  magazines  [a  large  number  of  Specifications  were  mentioned,  including 

15  the  Specification  of  Korting,  No.  17,167  of  1888,*  and  the  Specification  of 
Shaw,  No.  8579  of  1884 ;  and  the  following  volumes  at  the  British  Museum 
Library  and  the  Patent  Office  Library  were  also  mentioned  :— (a)  "  The  London 
"  and  Edinburgh  Philosophic  Magazine  and  Journal  of  Science,"  published  in 
1877,  vol.  34,  page  492.     (b)   "Engineering,"  vol.  48,  No.  1232,  page  186, 

20  published  9th  August  18891 ;  (3)  that  the  alleged  inventions  were  published 
prior  to  the  date  of  the  Patent  by  the  manufacture,  sale,  use,  tod  public 
exhibition  of  articles  or  patterns  or  drawings  of  articles  made  according  to  the 
alleged  invention  by  the  Defendants  and  their  predecessors  at  their  works  at 
Reddish,  near  Stockport,  in  1878,  and  in  subsequent  years ;  (4)  that  the  alleged 

25  inventions  were  not  subject-matter  for  valid  Letters  Patent,  and  were  not 
matters  requiring  any  invention  having  regard  to  the  state  of  common  public 
knowledge  and  the  prior  publications  above  mentioned  ;  (5)  the  alleged 
inventions  claimed  in  Claims  1  and  2  were  not  for  any  manner  of  new  manu- 
facture, but  were  merely  instructions  how  to  start  gas  motor  engines  such  as 

30  were  manufactured  and  used  at  the  date  of  and  many  years  prior  to  the  date  of 
the  Patent  without  any  addition  to  or  alteration  of  such  engines ;  (6)  that  the 
Complete  Specification  described  and  claimed  certain  inventions  not  fore- 
shadowed by  or  comprised  within  the  Provisional  Specification,  namely,  page  4, 
lines  25-30,  page  4,  line  54,  to  page  5,  line  4,  and  page  5,  lines  13-21 ;  t  (7)  that 

*  For  this  Specification  tee  16  RJ.O.  584. 

t  Ante  p.  88, 11. 40  to  46 ;  p.  89, 1L  16  to  28 ;  and  p.  89, 1L  31  to  40. 


92  REPORTS  OF  PATENT,  DESIGN,  [Mar.«,  1901. 

British  Motor  Syndicate,  Ld.  v.  J.  E.  H.  Andrews  is  Co.,  Ld. 

the  Complete  Specification  did  not  sufficiently  describe  and  ascertain  the 
manner  in  which  certain  of  the  alleged  inventions  claimed  were  to  be  put  into 
practice,  namely,  the  manner  in  which  the  relative  areas  of  the  nozzles  men- 
tioned on  page  5  at  line  17  were  to  be  determined,  or  the  manner  in  which 
Figures  9  and  10  mentioned  on  page  5  at  line  13  were  to  be  applied  to  gas  5 
engines  ;  (8)  that  certain  of  the  inventions  described  and  claimed  were  of  no 
utility,  namely,  the  invention  described  on  page  5,  lines  13-21. 

The  action  was  tried  before  Mr.  Justice  Kekewich  on  the  24th  and  25th  of 
January  1899,  who  held  that,  on  the  construction  of  the  Plaintiffs'  Specification, 
the  Patentee  had  not  claimed  the  apparatus  used  by  the  Defendants,  and  that  10 
therefore  the  Defendants  had  not  infringed.* 

The  Plaintiffs  appealed.  The  appeal  was  heard  on  the  25th,  26th,  and 
27th  July,  and  on  the  2nd  of  August  1899.  On  the  10th  of  August  1899  the 
Court  delivered  judgment,  holding  that  the  Patent  was  valid,  and  that  the 
Defendants  had  infringed,  and  giving  the  relief  asked  for  by  the  Plaintiffs.*         15 

The  Defendants  then  appealed  to  the  House  of  Lords.  The  appeal  was  heard 
on  the  26th,  28th,  and  29th  of  June,  and  on  the  3rd  of  July  1900. 

Gripps,  Q.C.,  and  Graham  (instructed  by  Stattard  and  Turner)  appeared  for 
the  Appellants ;  Moulton,  Q.C.,  T.  Terrell,  Q.C.,  and  Walter  (instructed  by 
Norris,  Aliens,  and  Chapman)  appeared  for  the  Respondents.  <j0 

Cripps,  Q.C.,  and  Graham,  for  the  Appellants. — Kekewich,  J.,  held  that, 
according  to  the  proper  construction  of  the  first  claim,  the  Defendants  had  not 
infringed.  The  first  point  is,  whether  the  language  of  this  claim  covers  and 
claims  the  method  described  in  11.  17-19  on  p.  5  of  the  Specification.!  In 
the  claim  the  Patentee  claims  the  method  of  starting  a  gas  engine  by  introducing  35 
into  the  cylinder  gas  or  explosive  mixture,  allowing  a  portion  of  the  contents  of 
<  the  cylinder  to  escape  through  an  igniting  nozzle,  and  after  external  ignition 
has  taken  place  causing  the  velocity  of  outflow  to  fall  short  of  the  velocity  of 
propagation  of  flame  so  that  ignition  passes  back  to  the  cylinder  and  explodes 
its  contents  to  propel  the  piston.  Mr.  Justice  Kekewich  held  that  this  did  not  30 
cover  the  method  described  on  p.  5,  at  11. 17-19,  which  says  that  the  relative 
areas  of  the  nozzles — that  is,  the  nozzle  by  which  the  gas  or  explosive  mixture 
is  admitted  to  the  cylinder  and  the  ignition  nozzle  by  which  it  leaves  the 

•  cylinder — may  be  such  that  the  flame,  instead  of  being  caused  to  strike  back  by 
reduction  of  the  rate  of  flow,  strikes  back  on  the  mixture  becoming  sufficiently .  35 
rich.     This    is,    we  submit,  the  proper  construction  to  put  on   the  claim. 
Undoubtedly  the  Patentee  in  his  claim  intended  the  word  "  causing "  to  apply 

to  some  physical  act.  If,  however,  the  claim  is  to  be  construed  broadly  so  as 
to  include  what  the  Defendants  are  doing,  then  it  is  bad  because  of  prior 
publication.  The  Bissclwff  engine  is  an  automatic  starter  strictly  on  the  40 
relative  area  principle.  It  is  also  disclosed  in  Robinson  (No.  3375  of  1882). 
The  Defendants  are  doing  no  more  than  following  the  method  shown  by 
Korting.  The  Defendants'  apparatus  is  not  merely  a  starter  as  the  Plaintiffs  is, 
but  is  also  used  as  the  ignition  chamber  while  the  engine  is  running. 
Moulton,  Q.C.,  and  T.  Terrell,  Q.C.,  for  the  Respondents. — In  the  Specification  45 

•  there  are  described  a  main  and  two  subsidiary  inventions.  The  main  invention 
is  closing  the  inlet  to  the  cylinder  at  the  right  time,  and  so  causing  the  rate  of 

.  flow  to  fall  short  of  the  rate  of  propagation.    About  the  novelty  of  this  main 
invention  there  can  be  no  question.    The  first  subsidiary  method  consists  in 
opening  the  gas  supply  to  the  cylinder,  turning  the  fly-wheel  so  as  to  draw  in  50 
the  gas,  shutting  off  the  supply,  turning  the  fly-wheel .  back  again,  and  then 

.  opening  the  igniting  nozzle.  At  first  the  mixture  burns  with  the  characteristic 
roar  mentioned  in  the  Specification,  but  as  the  pressure  in  the  cylinder 
diminishes  the  rate  of  outflow  falls,  and  soon  the  rate  of  propagation  overcomes 

.  the.  rate  of  outflow.    The  second  subsidiary  method  is  that  adopted  by  the  55 

•  16  R.P.C.  577.  t  Aide,  p.  89, 11.  36  to  38. 
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Defendants.  It  is  to  make  the  exit  so  large  in  comparison  with  inlet  that  it  is 
unnecessary  to  check  the  rate  of  flow,  and  the  flame  will  strike  back  of  its  own 
accord.  All  the  three  inventions  depend  on  the  scientific  fact  that  the  rate  of 
propagation  of  flame  varies  as  the  richness  of  the  mixture  and  the  diameter  of 
5  the  tube.  The  pith  and  marrow  of  the  invention  is  getting  an  apparatus  which 
allows  you  to  run  a  race  between  propagation  and  outflow.  The  word  "  causing  " 
in  the  claim  applies  equally  to  causing  by  previously  adjusting  the  areas  of  the 
nozzles  and  to  causing  by  shutting  off  or  reducing  the  supply  of  gas  to  the 
cylinder.  The  Specification  must  not  be  construed  harshly  against  the  Patentee. 
10  The  claim  is  intended  to  embrace  the  relative  area  modification,  otherwise  there 
would  be  no  object  in  introducing  the  lines  in  question  into  the  Specification. 
None  of  the  alleged  anticipations  except  Shaw,  which  works  on  an  entirely 
different  principle,  are  starters ;  all  the  rest  require  to  be  modified  or  altered  in 
the  light  of  the  Plaintiffs9  invention  in  order  to  act  as  starters. 
15      CrippSy  Q.C.,  replied  for  the  Appellants. 

The  case  was  considered  on  the  17th  of  December  1900. 

Lord  Halsbury,  L.G. — My  Lords,  I  do  not  think  in  this  case  it  is  necessary 

to  elaborate  the  argument,  which  sufficiently  appears  in  the  judgment  of  Mr. 

Justice  Kekewich — an  argument  with  which  I  entirely  concur,  and  to  which  I 

20  myself  desire  to  add  nothing.    That  argument  is  very  lightly  passed  over  in  the 

judgment  of  the  Court  of  Appeal.    It  is  true  that  the  judgment  of  that  Court 

expresses  very  concisely  the  view  that  the  learned  Judge  below  was  wrong  in 

giving  a  limited  meaning  to  the  word  "  causing,"  and  alleges  that  the  Patentee 

clearly  refers  to  what  he  describes  as  the  subsidiary  methods  of  putting  the 

25  invention  into  practical  operation,  and  intends  them  to  come  within  the  scope 

of  the  invention.    This  is  the  whole  of  the  judgment  so  far  as  it  deals  with  the 

grounds  of  Mr.  Justice  Kekewich?  s  judgment.     The  rest  deals  with  what  it 

becomes  unnecessary  to  discuss  if  this  view  is  wrong — and  I  think  it  is  wrong. 

I  think  Mr.  Justice  Kekewich  gives  reasons  sufficiently  cogent,  which  are  not 

30  satisfactorily  dealt  with  by  simply  saying  that  they  are  erroneous  ;  I  think  they 

are  well  founded.     I  confess  it  would  be  more  satisfactory  to  my  niind  if, 

instead  of  dismissing  Mr.  Justice  Kekewich? s  judgment  so  summarily,  the  Court 

of  Appeal  had  explained  the  reasons  why  they  disagreed  with  it.    I  myself  am, 

as  I  have  said,  entirely  unable  to  add  anything  to  what  Mr.  Justice  Kekeivich 

35  very  accurately  stated.    For  these  reasons  I  am  of  opinion  that  the  judgment 

of  the  Court  of  Appeal  ought  to  be  reversed  and  the  judgment  of  Mr.  Justice 

Kekewich  restored,  and  I  move  your  Lordships  accordingly. 

Lord  SHAND. — My  Lords,  I  have,  in  the  consideration  of  this  case,  had  very 
great  difficulty,  and  I  rather  think  I  have  arrived  at  a  different  opinion  from 
40  your  Lordships  upon  the  effect  of  the  word  "  causing  "  in  this  claim.    I  should 
be  disposed,  as  far  as  my  judgment  is  concerned,  to  take  that  word  in  a  broader 
sense  than  that  in  which  I  understand  your  Lordships  are  prepared  to  take  it. 
But  on  the  other  hand,  as  your  Lordships  are  all  agreed  that  the  special  terms 
of  the  Specification  have  given  to  that  word  "  causing,"  in  the  first  claim,  a 
45  limited  meaning,  and  the  judgment  of  Mr.  Justice  Kek&cich  stands  upon  that 
more  limited  meaning  taken  from  the  other  terms  of  the  Specification,  I  am  not 
prepared  to  differ  from  your  Lordships  in  the  result  at  which  you  have  arrived. 
Lord  Davey. — My  Lords,  this  case  resolves  itself  into  a  question  of  the  right 
construction  of  the  first  claim  in  Lanchester's  Specification  of  1890.    On  the  one 
50  hand  the  Respondents  admit  that  if  the  construction  be  that  approved  by  Mr. 
Justice  Kekewich  there  is  no  infringement  of  their  Patent  by  the  Appellants  ; 
and  on  the  other  hand  the  Appellants  admit  that  if  the  larger  construction  which 
found  favour  in  the  Court  of  Appeal  be  adopted,  their  machine  is  an  infringe- 
ment subject  to  any  question  which  may  then  arise  as  to  the  validity  of  the 
55  Patent. 

The  question  thus  presented  to  your  Lordships  is  one  of  some  difficulty  and 
nicety,  but  I  have  ultimately  come  to  a  clear  conclusion  that  the  judgment  of 
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Mr.  Justice  Kekewich  was  right  and  ought  to  be  restored.  The  learned  Judge 
has  discussed  the  question  very  fully,  and,  speaking  generally,  I  agree  with  the 
reasons  which  he  has  given  for  his  opinion.  The  question  is  whether  the  words 
"  causing  the  velocity  of  outflow  to  fall  short  of  the  velocity  of  propagation  of 
u  flame  "  will,  having  regard  to  the  context,  cover  and  include  a  device  suggested  5 
in  the  body  of  the  Specification,  whereby  the  same  result,  namely,  the  striking 
back  of  the  flame,  is  secured  automatically.  First,  I  observe  that  in  the  general 
description  of  his  invention,  as  well  in  the  Provisional  as  in  the  Complete 
Specification,  the  Patentee  says  that  it  consists  substantially  (as  far  as  material 
for  the  present  purpose)  "in  providing  means  whereby,  on  cutting  off  or  10 
u  reducing  the  supply  of  inflammable  gas  or  vapour,  the  said  mixture  is 
"  exploded  to  start  the  engine,"  and  he  describes  a  cock  to  be  used  for  that 
purpose,  "  when  the  explosive  mixture  burns  with  a  characteristic  roar  in  the 
"  expanding  nozzle."  Secondly,  he  describes  an  alternative  method  in  these 
words :  "  The  relative  areas  of  the  nozzles  may  be  such  that  the  flame,  instead  15 
"  of  being  caused  to  strike  back  by  reduction  of  the  rate  of  flow,  strikes 
"  back  on  the  mixture  becoming  sufficiently  rich."  I  will  not  pause  to  enquire 
whether  in  these  words  the  Patentee  was  telling  the  scientific  world  anything 
they  did  not  know  before.  But  I  ask  what  is  the  object  aimed  at,  and  what  are 
the  alternative  means  proposed  ?  The  object  is  the  striking  back  of  the  flame  20 
so  as  to  ignite  the  mixture  in  the  cylinder,  and  the  alternative  means  are  (1)  the 
cutting  off  or  reduction  of  the  rate  of  flow  by  means  of  a  cock,  and  (2)  auto- 
matically increasing  the  richness  of  the  mixture  at  the  external  or  expanding 
nozzle  by  an  adjustment  of  the  areas  of  the  nozzles.  The  latter  method  is 
described  as  a  substitution  for  the  reduction  of  "  the  rate  of  flow,"  or  "  velocity  25 
"  of  outflow,"  which  expressions  seem  to  me  to  mean  the  same  thing,  and  as 
an  alternative  and  different  method  of  obtaining  the  object  aimed  at,  namely,  the 
striking  back  of  the  flame. 

Turning  now  to  the  first  claim,  I  find  that  the  language  of  it  exactly  and 
accurately  describes  the  object  aimed  at,  and  the  first  of  the  two  alternative  30 
means,  but  does  not  accurately  describe,  the  second.  It  would,  in  my  opinion, 
be  wrong  to  strain  the  language  of  the  claim  so  as  to  include  also  the  second 
alternative  tneans,  which  the  Patentee  himself  describes  as  a  substitute  for  the 
first.  Again,  the  words  are,  "  after  external  ignition  takes  place  causing,"  &c 
In  my  opinion  these  words  point  rather  to  the  employment  of  some  mechanical  35 
means,  such  as  the  turning  of  a  cock,  at  a  certain  point  in  the  process  than  to 
the  automatic  result  of  pre-arranged  adjustment. 

The  Court  of  Appeal  thought  that  this  construction  was  too  narrow,  and  that 
the  word  "  causing  "  ought  not  to  be  cut  down  in  its  meaning  in  the  manner 
contended  for  by  the  Appellants.  I  agree  that  one  ought  to  construe  a  Specifi-  40 
cation  and  every  other  document  fairly,  and,  if  I  may  say  so,  in  a  liberal  spirit 
ut  res  magis  valeat.  My  opinion,  however,  is  not  founded  on  the  use  of  the 
word  "  causing  "  alone,  but  on  the  sense  to  be  gathered  from  the  language  of 
the  whole  instrument.  Lord  Justice  Bomer  says  that  the  Patentee  intends  the 
subsidiary  methods  to  come  within  the  scope  of  his  invention  and  the  wording  45 
of  his  first  claim.  With  the  greatest  respect  to  the  learned  Lord  Justice  that  is 
a  petitio  principii,  and  assumes  the  very  point  to  be  decided. 

On  the  construction  of  the  claim  I  come  to  the  conclusion  that  the  Patentee 
thought  it  more  prudent  not  to  claim,  or  at  any  rate  has  not  claimed,  as  part  of 
his  invention  for  which  he  seeks  protection,  the  alternative  means  adumbrated  in  50 
one  sentence  of  his  Specification. 

It  is  therefore  unnecessary  to  discuss  the  other  questions  argued  at  the  Bar. 
I  think  that  the  judgment  of  the  Court  of  Appeal  should  be  reversed  and  that  of 
Mr.  Justice  Kekewich  restored,  with  costs  in  the  Court  of  Appeal  and  this 
House.  55 

Lord  Brampton. — My  Lords,  I  am  of  the  same  opinion.  I  did  not  think  it 
necessary  to  write  any  separate  opinion. 
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Lord  Robertson. — My  Lords,  I  have  had  the  advantage  of  reading  the 
opinion  of  my  noble  and  learned  friend  Lord  Davey,  and  I  agree  in  it.  I  shall 
only  add  two  remarks. 

In  construing  the  Specification  your  Lordships  necessarily  have  regard  to  the 
$  state  of  knowledge,  and  the  stage  of  advancement  in  invention  which  had  been 
reached  at  the  time  of  the  Letters  Patent  in  question.  Now,  the  evidence  in 
this  case  and  the  terms  of  former  Specifications  show  that  what  may  be  briefly 
described  as  the  idea  of  relative  areas  had  become  matter  of  current  knowledge. 
I  speak,  of  course,  apart  from  questions  of  anticipation,  which  depend  on  further 

10  considerations.    But  this  state  of  knowledge  makes  it  natural  to  suppose  that  the 

inventor  in  the  present  case  would,  in  his  Specification,  do  no  more  than  take 

notice  of  the  idea  of  relative  areas  in  explaining  his  own  invention.    This,  as  it 

seems  to  me,  is  just  what  he  has  done. 

My  other  observation  is  on  the  word  "causing,"     A  claim  is  a  highly 

15  condensed  writing,  and  is  to  be  read  with  reference  to  the  phraseology  used  in 
the  more  copious  explanations  which  proceed  it.  Now,  if  this  claim  be  compared 
with  the  passage  in  the  Specification  which  is  on  the  same  page,  in  lines  17, 18, 
and  19,  it  seems  clear  that  the  word  "  caused  "  is  not  applied  to  the  result  of 
change  in  the  quality  of  the  mixture,  but,  on  the  contrary  and  in  antithesis,  to 

20  reduction  of  the  rate  of  flow  by  mechanical  means. 

The  Order  appealed  from  was  reversed  and  the  judgment  of  Mr.  Justice 
Kekewich  restored,  and  the  Respondents  were  directed  to  pay  to  the  Appellants 
the  costs  both  in  the  House  of  Lords  and  below. 


In  the  House  of  Lords. 

25  Present :  The  Lord  Chancellor  and  Lords  Morris,  Davey, 

James,  and  Robertson. 

July  12th,  13th,  and  17th,  and  December  17th,  1900. 

The  Royal  Baking  Powder  Company  v.  Wright,  Crosslby  &  Co. 

Trade  libel.— Alleged  untrue  statement. — Alleged  malice. — Injunction  granted 
30  &t  trial. — Appeal  by  Defendants. — Admissibility  of  evidence  to  explain  meaning 
of  document. — Construction  of  document. — Appeal  allowed.— Appeal  to  House 
of  Lords.— Appeal  dismissed. 

In  1897  two  Trade  Marks,  registered  by  the  R.  Company,  of  New  York,  were 
expunged  from  the  Register  of  Trade  Marks  by  the  Order  of  the  Court,  at  the 
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instance  of  W.,  0.  A  Go.  Both  Trade  Marks  were  labels  containing  prominently 
the  words  "  Royal  Baking  Powder."  Shortly  afterwards  W.,  C.  A  Co.  issued 
a  circular  referring  to  the  said  Order,  which  circular,  and  the  statements  of 
travellers  and  agents  of  W.,  C.  A  Co.,  were  alleged  by  the  R.  Company  to  be 
an  intimation  that  the  R.  Company  were  not  entitled  to  sell  baking  powder  as  5 
"  Royal  Baking  Powder"  and  that  W.,  C.  A  Co.  intended  to  proceed  against 
persons  using  the  labels  to  stop  the  use  of  those  words.  The  R.  Comjxiny 
commenced  an  action  to  restrain  W.,  C.  A  Co.  from  representing  thai  the 
Plaintiffs  were  not  entitled  to  sell  their  "Royal  Baking  Powder"  in  the  United 
Kingdom,  and  from  maliciously  threatening  the  customers  of  the  Plaintiffs  10 
with  legal  proceedings  in  respect  of  their  sales  of  the  Plaintiffs'  said  baking 
powder.  It  was  held  at  the  trial,  that  the  circular  represented  what  was  not  true 
with  regard  to  the  Plaintiffs9  baking  powder  and  trade,  and  was  issued  not  in 
good  faith  in  support  of  a  claim  or  right  really  made  or  intended  to  be  exercised 
by  the  Defendants,  but  maliciously,  and  had  caused  special  and  substantial  15 
damage  to  the  Plaintiffs.  An  injunction  was  granted  in  the  terms  of  tlie  first 
part  of  the  writ,  and  an  inquiry  as  to  damages  was  also  granted,  with  costs 
up  to  and  including  judgment ;  the  costs  of  the  inquiry  were  reserved.  The 
Defendants  appealed.  Held,  on  appeal,  that  there  being  no  circumstances  to 
suggest  that  the  circular  had  a  secondary  meaning  evidence  to  explain  its  20 
meaning  was  inadmissible,  and  that  the  circular  did  not  mean  that  the 
Defendants  intended  to  proceed  against  persons  selling  the  Plaintiffs9  baking 
powder  under  the  name  "  Royal  Baking  Powder,"  and  that  the  circular  was 
not  in  any  respect  untrue.  The  appeal  was  allowed  with  costs  in  both  Courts, 
the  costs  of  the  inquiry  to  be  costs  in  the  action.  25 

The  Plaintiffs  appealed  to  the  House  of  Lords,  wlio  dismissed  the  appeal  with 
costs. 

Held,  by  Lord  Davey,  that  the  statements  in  the  circular  were  untrue,  and 
were  made  maliciously  with  the  intention  to  prevent  the  sale  of  the  Appellants9 
goods  under  Uie  name  "  Royal,"  or  any  combination  containing  that  word,  but  30 
that  the  Plaintiffs  had  failed  to  prove  any  special  damage  resulting  ftvm  the 
circular. 

Held,  by  Lord  James  and  Lord  MORRIS,  that  tlie  Plaintiffs  had  failed  to 
prove  either  express  malice  or  special  damage. 

Held,  by  Lord  Robertson,  that  the  circular  was  issued  maliciously,  but  that  35 
.  the  Plaintiffs  had  only  proved  a  cessation  of  an  illegal  sale,  which  could  not  be 
held  to  be  legal  damage. 

HALSBURY,  L.C.,  concurred,  white  differing  from  some  of  the  reasons  of  some 
of  the  noble  Lords. 

On  the  6th  of  August  1887,  the  Royal  Baking  Powder  Company,  of  106,  Wall  40 
Street,  New  York,  U.S.A.,  registered  a  Trade  Mark  under  No.  66,683,  for  baking 
powder,  in  Class  42 ;  nine  years'  user  before  the  13th  of  August  1875  was 
claimed  for  such  Trade  Mark.    On  the  6th  of  February  1888,  the  same  Company 
registered  a  Trade  Mark  under  No.  66,684,  for  baking  powder,  in  Class  42,  no 
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prior  use  being  claimed  for  the  same.  Both  Trade  Marks  contained  prominently 
the  words  "  Royal  Baking  Powder."*  On  the  12th  of  February  1897,  Wright, 
Crossley  A  Co.  gave  notice  of  motion  to  reotify  the  Register  by  expunging 
the  said  Trade  Marks,  on  a  variety  of  grounds.  On  the  motion  coming  on  for 
5  hearing  on  the  9th  of  April  1897,  before  Romer,  J.,  the  Royal  Baking  Powder 
Company  did  not  appear,  and  an  Order  was  made  expunging  the  two  Trade 
Marks  {In  the  Matter  of  the  Trade  Marks  of  the  Royal  Baking  Powder 
Company,  14  R.P.C.  425).  On  the  20th  of  April  1897,  Wright,  Crossley  Jk  Co. 
issued  a  circular,  which  was  headed  in  red  type,  "Manufacturers  of  the 
10  "  Original  Royal  Baking  Powder,  « Lion  •  Brand,"  and  ran  as  follows  :— 

"  Royal  Baking  Powder. 

"  Dear  Sir,— We  beg  to  call  your  attention  to  the  following  Order  of  the 
"  Chancery  Court  of  the  High  Court  of  Justice,  made  by  Mr.  Justice  Romer 
"  on  the  9th  of  April  1897  :— 

15      "  In  the  High  Court  of  Justice. — Chancery  Division. 

"  4  Mr.  Justice  Rombr.    (Friday,  9th  day  of  April  1897.)  • 

"  «  Mr.  Carrington,  Registrar.    P.  320. 

"  ( In  the  Matter  of  the  Registered  Trade  Marks  numbered  66,683  and  66,684 
a  4  of  The  Royal.  Baking  Powder  Company,  106,  Wall  Street,  New 
20  "  *  York,  U.S.A.,  and 

"  '  In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883-1888. 
"  *  Upon  motion  this  day  made  unto  this  Court  by  Counsel  for  Messieurs 
u  *  Wright,  Crossley  &  Co.,  of  17,  North  John  Street,  in  the  City  of  Liverpool, 
"  '  and  upon  reading  affidavits,  &c. : 

25  M  This  Court  doth  Order  that  the  Register  of  Trade  Marks  be  rectified  by 
u  expunging  therefrom  Trade  Marks  Nos.  66,683  and  66,684,  both  in  Class 
"  *  No.  42.  And  it  is  ordered  that  notice  of  this  Order  be  given  to  the  Comp- 
"  4  troller-General  of  Patents,  Designs,  and  Trade  Marks  by  serving  a  copy  of 
"  '  this  Order  upon  the  said  Comptroller,  or  by  leaving  the  same  with  a  clerk 

30  "  *  at  the  office  of  the  said  Comptroller,  and  qt  the  same  time  producing  the 
"  '  duplicate  of  this  Order  passed  and  entered.' 

"  We  are  compelled  to  give  notice  to  the  trade  generally  that  it  is  our  inten- 
"  tion  to  proceed  against  anybody  selling  any  American  baking  powder  in  tins 
"  bearing  either  of  the  labels  which  have  been  struck  off  the  Register  by  the 

35  "  Court.  The  labels  will  be  found  on  pages  452  and  453  of  the  Trade  Marks 
"  Journal,  No.  524. 

u  We  should  be  much  obliged  if  you  will  assist  us  in  our  efforts  to  protect 
"  British  traders  by  bringing  to  our  notice  any  instance  of  the  sale  of  American 
44  baking  powder  in  tins  bearing  either  of  the  above  labels.*1 

40  On  the  12th  of  May  1897,  the  Royal  Baking  Powder  Company  commenced 
an  action  against  Wright,  Crossley  &  Co.  for  an  injunction  to  restrain  the 
Defendants,  their  servants  and  agents,  from  maliciously  representing  that  the 
Plaintiffs  were  not  entitled  to  sell  their  "  Royal  Baking  Powder  "  in  the  United 
Kingdom  of  Great  Britain  and  Ireland,  and  from  maliciously  threatening  the 

45  customers  of  the  Plaintiffs  with  legal  proceedings  in  respect  of  their  sales  of 
the  Plaintiffs'  said  baking  powder.  On  the  same  day  the  Plaintiffs,  by  leave, 
gave  notice  of  motion  for  an  interlocutory  injunction  in  the  terms  of  the  writ. 
The  motion  was  ordered  to  be  placed  in  the  witness-list,  with  leave  to  cross- 
examine  the  persons  who  had  made  affidavits,  and  to  adduce  further  evidence. 

50  It  was  heard  on  the  26th,  27th,  and  28th  of  April  1898,  by  Romer,  J.,  who  held 

*  These  Trade  Marks  will  be  found  in  14  B.P.C.,  at  pages  425  and  426. 
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that  the  circular  represented  what  was  not  true  with  regard  to  the  Plaintiffs1 
baking  powder  and  trade,  and  was  not  issued  in  good  faith  in  support  of  a  claim 
or  right  really  made  or  intended  to  be  exercised  by  the  Defendants,  but 
maliciously,  and  had  caused  special  and  substantial  damage  to  the  Plaintiffs. 

An  injunction  was  granted  in  the  terms  of  the  first  part  of  the  writ,  and  an  5 
inquiry  as  to  damages  was  also  granted,  with  costs  up  to  and  including  judgment, 
the  costs  of  the  inquiry  being  reserved.*    The  Defendants  appealed. 

The  appeal  was  heard  on  the  16th  and  27th  of  February  1899,  when  it  was 
held  that,  there  being  no  circumstances  to  suggest  that  the  circular  had  a 
secondary  meaning,  evidence  to  explain  its  meaning  was  inadmissible,  and  that  10 
the  circular  did  not  mean  that  the  Defendants  intended  to  proceed  against 
persons  selling  the  Plaintiffs'  baking  powder  under  the  name  4I  Royal  Baking 
"  Powder,"  and  that  the  circular  was  not  untrue.  The  appeal  was  allowed  with 
costs.t  The  Plaintiffs  appealed  to  the  House  of  Lords. 
The  appeal  was  heard  on  the  12th,  13th,  and  17th  of  July  1900.  15 

Warmington,  Q.C.,  and  Dickinson  (instructed  by  Janson,  Cobb  and  Pearson) 
appeared  for  the  Appellants ;  Neville,  Q.C.,  Sebastian,  and  Stewart-Brown 
(instructed  by  Field,  Roscoe  A  Co.,  agents  for  Batesons,  Warr  and  Wimshurst, 
of  Liverpool)  appeared  for  the  Respondents. 

Warmington,  Q.C.,  and  Dickinson  for  the  Appellants.— This  is  an  action  for  20 
libel  issued  maliciously,  by  reason  of  which  the  Appellants  have  suffered 
damage.    The  libel  states  (1)  that  the  Appellants  cannot  sell  their  goods  under 
the  labels  shown  in  the  "  Trade  Marks  Journal " ;   (2)  that  it  had  become 
unlawful  to  do  so  by  reason  of  the  Order  expunging  them  from  the  Register ; 
(3)  that  the  Defendants  will  proceed  against  anyone  selling  under  these  labels ;  25 
and  (4)  alleges  that  the  Appellants  had  no  right  to  use  the   words  "  Royal 
"  Baking  Powder."    The  first,  second,  and  third  of  these  statements  are  clear 
and  precise  ;  the  fourth  is  a  necessary  deduction  from  the  heading  and  wording 
of  the  circular.    All  our  customers  would  naturally  come  to  the  conclusion  that 
they  could  not  sell  the  Appellants'  product  as  "  Royal  Baking  Powder."     In  80 
fact  the  labels  against  which  the  circular  was  addressed  could  be  used  by  the 
Appellants  with  perfect  immunity.    The  circular  is  directed  against  the  labels 
published  in  the  "  Trade  Marks  Journal,"  and  these  labels  do  not  bear  the  word 
"  Registered,"  or  any  words  implying  that  they  have  been  registered.     It  was 
perfectly  lawful    for  the    Appellants  to   sell    under   these   labels,  and   the  35 
Respondents  could  not  in  any  way  object  to  such  sale.    As  a  matter  of  fact,  the 
.Respondents  did  proceed  under  section  105  of  the  Patents,  Designs  and  Trade 
Marks  Act,  but  not  in  respect  of  the  labels  as  published  in  the  "  Trade  Marks 
44  Journal."    Our  damage  is  proved  by  the  fact  that  orders  were  countermanded, 
stock  returned,  and  the  Appellants  were  unable  to  do  any  trade  without  giving  40 
an  indemnity  to  their  customers.     [Lord  ROBERTSON. — Your  damage  is  in 
respect  of  labels  which  were  rendered  illegal  by  reason  of  the  Order  expunging 
the  marks  from  the  Register.]    This  is  not  only  a  trade  libel  but  also  a  personal 
libel  {Hatchard  v.  Mege  (LJR.  18  Q.B.D.  771).    [Halsbury,  L.C.— The  case 
should  have  been  tried  before  a  Jury  with  pleadings ;  we  should  then  have  45 
known  what  inuendo  you  place  upon  the  libel.]     It  was  thought  that  it  would 
be  more  convenient  to  all  parties  to  try  the  action  in  the  manner  we  adopted  ; 
but  the  fact  that  this  method  has  proved  inconvenient  will  not  debar  us  from 
raising  the  point. 

Neville,  Q.C.,  for  the  Respondents. — This  action  has  been  all  along  treated  as  50 
one  for  trade  libel,  or  slander  of  title.    In  the  Courts  below  it  was  so  treated, 
and  that  this  is  the  case  is  proved  by  the  judgments.    The  question  of  personal 
libel  was  not  raised  in  either  of  the  Courts  below,  and  if  raised  would  have 
failed.    In  Hatchard  v.  Mege  the  inuendo  alleged  in  the  Statement  of  Claim 

•  16  R.P.C.  677.  f  I*  B.*.0.  217. 
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draws  a  distinction  between  the  personal  libel  and  the  slander  of  title.  The 
inuendo  alleges  fraud  as  the  personal  libel.  The  judgment  in  that  case  also 
draws  the  distinction.  There  is  here  no  allegation  against  the  personal  character 
of  the  Appellants.  In  any  case  it  is  now  too  late  for  the  Appellants  to  contend 
5  that  this  is  a  personal  libel.  The  Appellants  must  prove  the  falsity  of  the  libel, 
malice,  and  special  damage  (White  v.  Mellin,  L.R.  (1895)  App.  Cas.  154).  The 
libel  being  quite  unambiguous,  evidence  as  to  how  the  Appellants'  customers 
read  it  is  inadmissible.  The  Appellants  must  prove  that  the  Respondents  never 
did  intend  to  take  any  proceedings,  and  that  they  issued  the  circular  maid  fide. 

10  The  Respondents  did  take  action  in  two  cases  in  respect  of  the  first  label  which 
was  illegal,  although  this  label  was  not  that  published  in  the  "  Trade  Marks 
"  Journal."  The  Respondents  honestly  believed  that  they  had  a  right  to  proceed 
against  the  labels  in  the  "  Trade  Marks  Journal "  ;  what  their  legal  rights  were 
is  immaterial.    The  Appellants  have  suffered  no  damage.    The  only  trade  of 

15  theirs  that  was  hampered  in  any  way  was  that  done  under  an  illegal  label,  and 
under  a  label  which,  though  illegal,  we  did  not  threaten  at  all.  The  second 
label  w%s  never  used  by  the  Appellants,  and  therefore  they  can  have  suffered 
no  damage  in  respect  of  it. 

Warmington,  Q.C.,  in  reply.— On  the  evidence,  it  -is  quite  clear  that  all  to 

20  whom  the  circular  was  addressed  thought  that  the  Appellants'  trade  under  the 
name  "Royal"  was  prohibited.  The  libel  is  false,  malicious,  and  caused 
damage.  TLord  Davey.— It  is  said  that  your  damage  is  not  legal.]  It  is  true 
that  our  sales  were  stopped  under  a  label  bearing  the  word  "  Registered."  This 
would  have  been  a  good  answer  if  the  circular  had  said  it  was  unlawful  to  sell 

25  under  this  label.    Anything  which  makes  the  conduct  of  trade  more  costly,  such 
as  having  to  give  an  indemnity,  is  special  damage. 
The  appeal  came  on  for  consideration  on  the  17th  of  December  1900. 
Lord  Davby.— My  Lords,  the  parties  in  this  case,  no  doubt  with  laudable 
motives,  dispensed  with  pleadings,  and,  as  we  used  to  say,  turned  the  motion 

30  for  an  injunction  into  a  motion  for  decree,  and  the  cause  was  tried  on  the 
affidavits  with  some  cross-examination.  The  course  which  was  thus  taken  has 
occasioned  some  embarrassment.  One  would  have  preferred  to  have  an  exact 
statement  of  what  the  Plaintiffs  consider  to  be  their  cause  of  action,  and  the 
meaning  or  inuendo  which  they  attached  to  the  circular,  and  also  of  the  nature 

35  of  the  damage  which  they  allege  they  have  suffered.  My  Lords,  I  am  of  opinion 
that  this  is  not  an  action  for  libel  or  defamation  of  character.  I  think  it  can 
only  be  maintained  as  an  action  for  what  is  called  slander  of  title— i.e.,  an 
action  on  the  case  for  maliciously  damaging  the  Plaintiffs  in  their  trade  by 
denying  their  title  to  the  use  of  a  certain  label  and  threatening  to  sue  their 

40  customers.  To  support  such  an  action  it  is  necessary  for  the  Plaintiffs  to  prove 
(1)  that  the  statements  complained  of  were  untrue  ;  (2)  that  they  were  made 
maliciously— i.e.y  without  just  cause  or  excuse ;  (3)  that  the  Plaintiffs  have 
suffered  special  damage  thereby.  The  damage  is  the  gist  of  the  action,  and 
therefore,  according  to  the  old  rules  of  pleading,  it  must  be  specially  alleged 
wjd  proved.  It  is  only  repeating  the  same  propositions  in  another  form  if  I 
add  that  the  threat  to  sue  must  be  shown  to  have  been  made  for  the  purpose  of 
injuring  the  Plaintiffs,  and  not  for  the  bond  fide  protection  of  the  Defendants' 
rights,  and  without  any  real  intention  to  follow  it  up  by  action  or  other  legal 
proceedings. 

50  onN°W*  my.Lords> there  is  no  doubt  about  the  meaning  of  the  circular  of  the 

jhT°  j  April  1897,    Jt  is  caPable  of  being  understood  without  extrinsic  evidence, 

and  I  do  not  think  the  learned  Judge  who  tried  the  action  intended  to  call  in 

the  aid  of  such  evidence  for  its  construction,  as  suggested  in  the  Court  of 

Appeal.    The  circular  draws  attention  to  an  Order  of  the  High  Court  that  the 

55  Register  of  Trade  Marks  be  rectified  by  expunging  therefrom  two  Trade  Marks 
of  the  present  Appellants.  It  then  proceeds  :— "  We  are  compelled  to  give 
44  notice  to  the  trade  generally  that  it  is  our  intention  to  proceed  against 
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"  anybody  selling  any  American  baking  powder  in  tins  bearing  either  of  the 
"  labels  which  have  been  struck  off  the  Register  by  the  Court."  The  labels  are 
identified  by  reference  to  the  "Trade  Marks  Journal."  This  circular  was 
distributed  broadcast  amongst  the  Appellants1  wholesale  and  retail  customers. 

The  assertion  underlying  the  threat  to  take  proceedings  is  that  the  Appellants  5" 
have  no  right  to  use  the  two  labels  in  question  in  consequence  of  their  having 
been  struck  off  the  Register.  From  the  heading  "  Royal  Baking  Powder  "  in 
large  black-leaded  type  at  the  top  of  the  circular  and  an  examination  of  the 
labels  in  question,  I  think  that  Mr.  Justice  Homer  was  quite  justified  in  the 
inference  that  he  drew  that  what  the  Respondents  desired  and  intended  to  10 
prevent  by  their  circular  was  the  sale  of  the  Appellants'  goods  under  the  name 
"  Royal,"  or  at  any  rate  the  use  by  them  of  the  word  "  Royal,"  or  any  combina- 
tion containing  that  word,  as  a  Trade  Mark.  But  whether  this  be  so  or  not, 
there  was  not,  in  my  opinion,  any  justification  whatever  for  this  assertion  of  the 
Respondents1  right  to  prevent  the  use  of  the  labels.  It  is  neither  stated  nor  15 
implied  in  either  of  the  labels  that  they  are  registered.  A  man  is  not  obliged 
to  register  his  Trade  Mark,  and  he  may  use  any  mark  or  name  he  likes  for  the 
purpose  of  describing  his  goods  provided  he  can  do  so  without  infringing  his 
neighbour's  rights.  It  is  not  now  pretended  that  the  Respondents  have  any 
right  to  the  exclusive  use  of  the  word  "  Royal "  in  connection  with  baking  20 
powder,  or  any  right  which  was  infringed  by  the  use  of  either  of  the  labels. 
The  Respondents  might,  of  course,  have  properly  warned  persons  no  longer  to 
describe  the  labels  as  registered,  but  they  did  not  do  so.  They  objected  to  the 
use  of  the  labels,  which  is  one  thing,  while  an  objection  to  their  being  described 
as  registered  is  another.  25 

My  Lords,  it  was  argued  that  the  Respondents  honestly  believed  that  they 
had  some  right  of  suit  to  prevent  the  use  of  the  labels,  and  in  good  faith 
intended  to  take  some  proceedings  for  the  purpose.  I  cannot  find  any  evidence 
of  that  belief  or  intention.  Mr.  Kirke  Smith,  the  senior  member  of  the  firm, 
says  they  were  advised  that  the  use  of  the  word  "  Registered  "  after  the  marks  30 
had  been  removed  from  the  Register  was  an  offence  under  section  105  of  the  Act 
of  1883,  which  is  quite  true,  and  that  they  desired  to  stop  an  untrue  assertion  of 
registration,  which  is  laudable,  but  does  not  appear  to  me  to  assist  the  Respon- 
dents' case.  Something  was  said  about  the  Merchandise  Marks  Act,  tout  I  failed 
to  understand  what  it  had  to  do  with  the  case,  and  my  present  impression  is  35 
that  it  has  nothing  to  do  with  it.  Unfortunately,  what  the  Respondents  wrote 
was  the  circular  of  the  20th  of  April,  and  what  they  did  was  to  advise  the 
Appellants'  customers  to  return  their  goods  and  call  upon  the  Appellants  to 
make  good  their  loss.  1  am  of  opinion  that  the  statements  in  the  circular  were 
untrue,  and  were  made  maliciously.  But  where  I  feel  a  difficulty  is  in  the  10 
proof  of  special  damage.  In  the  absence  of  pleadings  the  allegation  as  well  as 
the  proof  has  to  be  picked  up  from  the  evidence.  I  will  take  the  convenient 
summary  in  paragraph  14  of  the  Appellants'  case.  We  there  find  ten  instances 
of  damage  set  forth  and  distinguished  under  the  letters  of  the  alphabet  from 
(A)  to  (J).  I  have  carefully  examined  the  evidence  in  support  of  these  45 
instances,  and  in  every  case  I  find  either  that  the  customers  stopped  the  sales  of 
the  Appellants'  goods  under  the  original  label  which  had  the  word  "  Registered  " 
on  it  and  resumed  their  dealings  with  the  Appellants  under  a  new  label  not 
containing  that  word,  or  they  went  on  selling  under  an  indemnity.  I  cannot 
find  clear  evidence  that  the  Appellants  ever  lost  a  single  customer  or  a  single  50 
order.  That  their  trade  was  hampered  and  stopped  for  a  certain  time  in 
consequence  of  the  issue  of  the  circular  is  probably  true,  but  the  goods  which 
they  were  temporarily  prevented  selling  were  packed  in  tins  with  a  label 
containing  the  word  "  Registered."  A  man  cannot  claim  as  legjal  damage  the 
loss  he  has  sustained  by  being  prevented  doing  something  which  he  had  no  55 
right  to  do.  The  Appellants  might  have  requested  their  customers  to  erase  the 
objectionable  word  from  the  label,  and  might  have  done  so  just  as  weH  Whether* 
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the  circular  was  issued  or  not.  If  they  had  taken  that  course  and  been  still 
prevented  selling  their  goods  it  would  have  been  evidence  of  special  damage. 
But  they  did  not  do  so.  In  short,  I  cannot  find  that  the  Appellants  were  in  any 
case  prevented  from  doing  anything  which  they  had  a  right  to  do,  and  as  they 
5  have  failed  in  an  essential  part  of  their  case  I  think  their  appeal  must  be 
dismissed. 

I  will  now  read  the  judgment  of  my  noble  and  learned  friend  Lord  JAMES 

OF  Hereford,  who  is  unable  to  be  here  this  morning,  and  has  asked  me  to 

read  his  judgment. 

10      Lord  James  of  Hereford  (as  read  by  Lord  Davey).— My  Lords,  as  there 

are  no  pleadings  in  this  case  the  nature  of  the  Plaintiffs1  claim  must  be  looked 

for  in  the  endorsement  upon  the  writ  of  summons,  which  is  as  follows  : — 

"  The  Plaintiffs'  claim  is  for  an  injunction  to  restrain  the  Defendants,  their 

"  servants  and  agents,  from  maliciously  representing  that  the  Plaintiffs  are  not 

15  "  entitled  to  sell  their  *  Royal  Baking  Powder '  in  the  United  Kingdom  of  Great 

"  Britain,  and  from  maliciously  threatening  the  customers  of  the  Plaintiffs  with 

"  legal  proceedings  in  respect  of  their  sales  of  the  Plaintiffs1  said  baking 

"  powder." 

Now  this  statement  contains  no  suggestion  that  the  Defendants  have  personally 

20  libelled  the  Plaintiffs — that  is,  imputed  personal  misconduct  to  them.    No  more 

than  what  is  termed  "  a  trade  libel "  can  be  extracted  from  the  statement ;  apd 

the  case  throughout  all  its  stages  until  it  reached  this  House  was  apparently  so 

treated. 

The  document  or  libel  which  was  put  in  evidence,  and  upon  which  the  claim 

25  for  an  injunction  and  for  damages  is  founded,  is  contained  in  the  circular  of 

April  20th,  1897.    That  circular  appears  to  me  to  be  unambiguous  in  its  terms. 

I  read  it  as  being  an  assertion  by  the  Defendants  that  they  intended  to  proceed 

against  the  Plaintiffs  in  case  they  should  sell  "  any  American  powder  in  tins 

"  bearing  either  of  two  labels  which  have  been  struck  off  the  Register  by  the 

30  "  Court "  ;  and  this  threat  must  be  regarded  as  containing  an  allegation  that  the 

sale  of  tins  bearing  either  of  the  labels  was  an  illegal  act.     But  there  is  no 

statement  in  the  circular  that  the  Plaintiffs  were  not  entitled  to  sell  "  Royal 

"  Baking  Powder  "  if  the  labels  were  not  used,  and  I  think  Mr.  Justice  Bomer 

was  not  justified  in  placing  the  extended  construction  he  did  upon  the  circular. 

35       It  is  a  fact  that  previously  to  the  issue  of  the  circular  the  Plaintiffs  had  made 

use  of  two  labels  which  on  the  9th  of  April  1897  had^by  Order  of  Mr.  Justice 

Bomer j  been  removed  from  the  Register  of  Trade  Marks. 

The  form  of  labels  is  to  be  found  on  page  202  of  the  appendix  to  the  case 
submitted  to  this  House,  and  it  will  be  seen  that  one  of  the  labels  contained  the 
40  word  "  Registered,"  the  other  did  not.  Now,  although  the  labels  were  removed 
by  the  Order  of  Mr.  Justice  Bomer  from  the  Trade  Mark  Register,  the  Plaintiffs 
contended  that  they  were  entitled  to  affix  them  ;  but  they  certainly  were  not 
justified  in  making  use  of  the  word  "  Registered." 

But  on  these  facts  can  the  present  action  be  maintained  ?     In  order  that  a 

45  suit  founded  upon  a  trade  libel  should  succeed,  it  seems  to  be  well  established 

that  the  Plaintiff  must  prove  two  things  :  first,  that  the  libel  was  maliciously 

published  ;  and,  secondly,  that  specific  money  damage  has  resulted  from  it 

(  White  v.  Mettin,  L.R.  (1895)  App.  Cas.  154,  and  Wren  v.  Weild,  L.R.  4  Q.B. 

730).    If  either  of  these  ingredients  be  absent  the  action  must  fail. 

50      Upon  the  existence  of  express  malice  I  have  come  to  the  conclusion  that  the 

necessary  proof  of  it  fails.    I  concur  in  the  judgment  given  by  the  Court  of 

Appeal.    The  circular  is  unambiguous,  and  no  evidence  ought  to  have  been 

received  to  show  what  certain  witnesses  thought  it  meant.     It  meant  what  it 

said,  and  the  Defendants  are  liable  only  for  the  meaning  of  the  document  as 

55  naturally  construed.     This  being  so  it  seems  difficult  to  extract  from  the 

contents  of  the  document  any  proof  of  actual  malice  on  the  part  of    the 

Defendants.     Doubtless  if  the  circular  had  contained  statements  which  the 
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Defendants  must  necessarily  have  known  to  be  untrue,  the  publication  of 
falsehoods  tending  to  injure  the  Plaintiffs  in  th^tr  business  would  be  proof  of 
malice.  But  in  respect  of  the  statements  put  forth  by  the  Defendants,  it  appears 
to  me  thalb  they  may  well  have  believed  in  their  truth.  The  Order  made  by 
Mr.  Justice  Romer  had  removed  the  labels  from  the  Register  of  Trade  Marks.  5 
The  word  "  Registered  "  appeared  on  one  of  the  labels,  which  was  an  inaccurate 
statement.  In  relation  to  the  other  label,  the  Defendants  seem  to  have  been 
advised  that  a  prosecution  could  be  maintained  under  section  105  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  and  with  this  view  the  Master  of  the  Rolls 
expresses  himself  as  being  in  accord.  10 

I  therefore  think  that  no  evidence  of  express  malice  is  to  be  f oundsin  the  facts 
placed  before  the  Court  and  thus  the  action  fails. 

Upon  the  second  question,  viz.,  whether  any  proof  was  given  that  the 
Plaintiffs  had  sustained  money  damage  in  consequence  of  the  circulation  of  the 
alleged  libel,  the  members  of  the  Court  of  Appeal  have  expressed  no  opinion.  15 
In  my  judgment  that  necessity  has  not  been  met,  and  I  think  that,  for  this 
second  reason,  the  action  fails.  I  have  done  my  best  to  dissect  the  evidence 
given  under  this  head,  but  I  cannot  find  any  evidence  of  the  Plaintiffs  having 
lost  business  in  consequence  of  any  untrue  statement  made  by  the  Defendants. 
In  the  examination  in  chief  of  Joseph  Master  it  seems  as  if  some  proof  of  20 
special  damage  had  been  given,  but  on  cross-examination  at  page  92  of  the 
Appendix,  the  witness  ascribes  the  discontinuance  of  his  trading  with  the 
Plaintiffs  to  a  conversation  with  a  third  person,  and  not  to  the  circular. 

For  these  reasons  I  think  that  the  Plaintiffs1  case  fails,  and  that,  therefore,  the 
judgment  of  the  Court  of  Appeal  is  correct.  25 

Lord  Davby. — My  Lords,  I  am  asked  by  my  noble  and  learned  friend,  Lord 
Morris,  who  is  also  unable  to  be  present  to-day,  to  say  that  he  concurs  in  this 
judgment.  I  move  your  Lordships  that  the  Order  appealed  from  be  affirmed, 
and  the  appeal  dismissed  with  costs. 

Lord  Robertson.— My  Lords,  the  circular  of  the  20th  of  April  1897,  on  30 
which  this  action  is  based,  is  a  document  of  unusual  clearness  and  precision 
It  contains  no  term  which  is  either  ambiguous  or  technical.    Accordingly  the 
construction  of  the  circular  is  to  be  found  within  itself,  and  cannot  be  made  to 
depend  on  the  meaning  assigned  to  it  by  witnesses  who  read  it. 

The  circular  sets  forth  an  Order  made  by  Mr.  Justice  Romer  touching  certain  35 
trade  labels,  and  then  gives  notice  of  the  Respondents9  intention  to  proceed 
against  anybody  selling  any  American  baking  powder  in  tins  bearing  either  of 
those  labels.  The  labels  thus  referred  to  are  designated  with  such  particularity 
as  to  place  their  identity  outside  the  region  of  controversy  ;  they  are  the  labels 
printed  on  pages  6  and  7  of  the  Appellants'  Case.  Whatever  effect  this  may  40 
have  on  the  controversy,  it  is  as  certain  as  anything  can  be  that  the  word 
"  Registered  "  is  not  on  either  of  these  labels. 

The  perfect  lucidity  of  the  circular  and  its  business-like  phraseology  help  to 
exclude  doubt  as  to  the  nature  of  the  action  which  has  been  founded  upon  it. 
That  action  is  a  trade  libel  case  pure  and  simple.  It  has  been  so  treated  by  its  45 
authors  from  first  to  last.  There  are  no  pleadings  ;  but  the  claim  on  the  writ 
of  summons  is  quite  clear,  and  it  is  enough  to  say  that  in  the  whole  of  the 
subsequent  proceedings  there  is  no  suggestion  that  there  is  any  claim  for  libel 
in  the  sense  of  defamation  of  character. 

Finally,  when  the  dry  terms  of  the  circular  are  considered,  it  becomes  plain,  50 
not  only  that  it  has  not  given  rise  to  an  action  of  personal  defamation,  but  that 
in  accordance  with  the  principles  laid  down  in  Henty  v.  Capital  and  Counties 
Bank,*  it  could  not  do  so. 

The  action,  then,  being  one  of  trade  libel,  it  must,  in  order  to  succeed,  comply 
with  the  conditions  stated  in  White  v.  Mellin  (L.R.  (1895)  App.  Cas.  154).    As  55 

*  LJL  7  A.C.  741. 
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I  read  that  decision,  the  essential  ground,  the  gist,  of  the  action  in  a  trade  libel 
case  is  special  damage,  done  maliciously.  Unless  the  Plaintiff  has  in  fact  suffered 
loss  which  can  be  and  is  specified,  he  has  no  cause  of  action.  The  fact  that  the 
Defendant  has  acted  maliciously  cannot  supply  the  want  of  special  damage, 
5  nor  can  a  superfluity  of  malice  eke  out  a  case  wanting  in  special  damage. 

Now,  how  stands  the  Appellants'  case  ?  I  hold  that  the  circular  attacked  the 
legality  of  labelling  the  Appellants'  goods  as  "Royal  Baking  Powder"  and 
calling  this  a  Trade  Mark.  I  do  not  think  that  the  circular  was  directed  at  the 
statement  or  suggestion  that  the  Appellants  had  a  registered  Trade  Mark.    I 

10  think  the  evidence  supports  the  conclusion  that  the  circular  was  intended  to 
stop  the  sale  of  the  Appellants'  baking  powder  under  the  name  of  "Royal 
"Baking  Powder."  The  last  two  conclusions  are,  as  I  think,  sufficiently 
difficult  to  have  required  a  reasoned  defence  of  them  if  my  decision  of  the 
appeal  did  not  rest  on  a  separate  ground,  to  which  I  now  proceed. 

15  In  my  opinion,  the  Appellants  have  failed  to  prove  special  damage.  All  that 
they  have  proved  is  the  cessation  of  a  sale  which  was  illegal,  and  this  cannot 
be  held  to  be  legal  damage.  That  the  fact  is,  as  I  have  stated,  proved  by 
this — that  the  Appellants  had  on  the  market  no  baking  powder  which  was  not 
marked  "  Registered."    Now,  it  cannot  be  suggested  that  the  use  of  the  words 

20  "Trade  Mark,  Registered,"  was  not  a  violation  of  the  105th  section  of  the 
Trade  Marks  Act  of  1883.  This  merchandise  was  undoubtedly  impeded  and 
in  several  cases  stopped  by  the  Respondents'  circular,  but  none  other.  It  is 
true  that  the  Appellants  subsequently  altered  their  label  so  as  to  comply  with 
the  law,  but  they  have  no  case  in  evidence  of  such  lawful  sale  being  affected 

25  by  the  circular,  and  the  date  of  the  change  rendered  this  impossible.  Again, 
it  is  true  that  in  the  case  of  one  witness,  Joseph  Master,  there  was  evidence 
which  looked  like  a  more  permanent  desertion  of  the  Appellants'  trade,  but 
Questions  418  and  419  disconnect  this  with  the  circular  and  ascribe  it  to  a 
different  cause.    I  fully  allow  that  if  I  am  right  in  holding  that  the  Respondents* 

30  blow  at  the  Appellants'  business  was  intended  to  strike  at  more  than  the  goods 
labelled  "  Registered,"  then  it  might  seem  probable  that  a  general  injury  to  the 
business  might  ensue  ;  but  it  is  to  be  observed  that,  assuming  such  a  case  to  be 
permissible  in  an  action  for  trade  libel,  the  Appellants  have  not  made  a  case  of 
general  decline  of  business ;  they  have  gone  solely  on  individual  instances,  and 
have  shaped  their  case  so  as  to  be  fitted,  not  for  a  general  award  as  by  a  Jury, 

35  but  for  an  inquiry  by  an  Official  Referee. 

The  whole  subject  of  special  damage  is  discussed  by  Lord  Justice  Bowen  in 
Ratcliffe  v.  Evans  (L.R.  (1892)  2  Q.B.  524),  and  much  of  that  very  interesting 
judgment  has  direct  relation  to  the  class  of  action  with  which  your  Lordships 
have  now  to  deal.    In  one  of  those  passages  Lord  Justice  Bowen  points  out 

40  that  it  makes  no  difference  in  this  respect  whether  the  falsehood  is  oral  or  in 
writing,  and  then  proceeds  : — "  The  necessity  of  alleging  and  proving  actual 
"  temporal  loss  with  certainty  and  precision  in  all  cases  of  this  sort  has  been 
"  insisted  upon  for  centuries."  The  learned  Judge  discusses  the  varying 
application  of  this  rule  and  the  effect  which  the  circumstances  of  each  case 

45  must  have  in  determining  the  degree  of  certainty  and  particularity  to  be 
insisted  on.  The  case  before  your  Lordships  is  exempt  from  any  special 
difficulties,  as  is  shown  by  the  precise  and  definite  evidence  which  has  been 
produced.  It  would  be  excellent  evidence  of  special  damage  "  certain  and 
"  precise  "  (to  use  Lord  Justice  BowerCs  words)  if  it  were  not  vitiated  by  the 

50  flaw  of  illegality.  As  that  evidence  is  unavailable  I  look  round  for  a  substitute, 
and  fail  to  find  one.  To  say  that  because  the  Respondents  aimed  their  blow  at 
more  than  the  illegal  trade,  it  is  to  be  assumed  that  they  hit  some  legal  trade, 
seems  to  me  to  absolve  the  Appellants  from  the  necessity  of  proving  what  in 
its  nature  was  capable  of  proof  if  it  occurred.    It  would  be,  as  I  consider,  to 

55  depart  from  the  sound  and  essential  doctrine  of  White  v.  Mcllin. 

On  this  ground  I  am  of  opinion  that  the  appeal  should  be  dismissed. 
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Lord  Halsbury,  L.C. — My  Lords,  I  do  not  propose  to  differ  from  the 
judgment  which  one  of  your  Lordships  has  moved  ;  and  indeed  I  may  say  that, 
in  my  view,  no  other  judgment  was  possible  on  the  facts  and  having  regard  to 
the  mode  in  which  the  parties  conducted  this  case.  I  therefore  not  only 
acquiesce,  but  I  agree  that  that  is  the  judgment  that  ought  to  be  rendered  by  5 
your  Lordships'  House. 

I  only  interpose  to  say  anything  lest  this  case  should  be  quoted  for  what  I 
think  it  is  no  authority  for.  I  am  bound  to  add  that  I  am  not  able  to  concur 
in  all  the  reasons  that  some  of  your  Lordships  have  given  in  support  of  the 
judgment.  10 

I  wish  only  to  make  two  observations.  The  first  is  this.  There  is  a  class  of 
cases,  of  which  this  is  one,  the  true  legal  aspect  of  which,  however  they  may 
be  described  technically,  is  that  they  are  actions  for  unlawfully  causing  damage. 
The  damage  is  the  gist  of  the  action,  and,  of  course,  however  much  in  a  certain 
sense  the  thing  that  is  complained  of  may  be  the  subject  of  animadversion,  it  15 
gives  no  right  to  an  action  in  a  court  of  law  unless  damage  is  proved,  because 
the  damage  itself  is  the  gist  of  the  action. 

In  the  second  place,  I  wish  to  observe  that  whatever  might  have  been 
contended  upon  the  face  of  this  written  document,  this  proceeding  has  been 
conducted  throughout  and  treated  as  a  case  of  slander  of  title,  and  when  there  20 
is  no  further  proof  possible,  by  reason  of  the  witnesses  not  being  before  the 
Court  of  Appeal  and  not  being  capable  of  giving  any  explanation,  it  is  too  late 
to  raise  in  any  Court  new  questions  which  the  parties  have  not  raised  for 
themselves. 

Upon  those  two  grounds  I  am  of  opinion  that  what  has  been  proposed  is  the  25 
right  judgment  for  your  Lordships  to  render  ;  but  I  feared,  with  reference  to 
some  observations  made,  that  it  might  be  supposed  to  establish  an  authority  for 
other  propositions  in  which  I  could  not  acquiesce.    Under  those  circumstances, 
my  Lords,  I  propose  to  acquiesce  in  the  judgment  which  has  been  moved. 

The  appeal  was  dismissed  with  costs.  30 
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In  the  Privy  Council. 

On  Appeal  from  the  Supreme  Court  op  Western  Australia. 

Before  Lords  Hobhouse,  Davey,   and   Robertson. 

November  9th  and  13th,  and  December  8th,  1900. 

5  Australian   Gold   Recovery  Company    v.  Lake  View  Consols,   Ld. 

Letters  of  Registration  in  Western  Australia. — Common  knowledge,  prior 
user,  and  prior  ptiblication  in  tlie  colony  subsequent  to  the  date  of  original 
Patent,  but  prior  to  date  of  Letters  of  Registration. — Common  knowledge, 
prior  user,  and  prior  publication  outside  colony  (a)  prior  to  date  of  original 
10  Patent;  (b)  subsequent  to  date  of  original  Patent,  but  prior  to  date  of  Letters 
of  Registration. — Patent  Act  (Western  Australia!),  1888  (52  Vict,  No.  5), 
sections  28,  26,  and  49. — Costs. 

All  the  provisions  of  the  Patent  Act  (Western  Australia),  1888,  apply  to 
Letters  of  Registration,  mutatis  mutandis,  as  fully  as    to  Letters  Patent, 

15  therefore  any  objection  to  a  Patent  which  would  Jiave  been  a  ground  for  the 
revocation  of  a  Patent  by  scire  facias  can  be  raised  as  a  defence  to  an  action 
for  infringement  of  Letters  of  Registration.  Common  knowledge,  prior  user, 
and  prior  publication  in  the  colony  subsequent  to  the  date  of  the  Patent  on 
which  the  Letters  of  Registration  are  based,  and  prior  to  the  date  of  the  Letters 

20  of  Registration,  can  be  relied  on  as  a  defence.  Common  knowledge,  prior  user, 
and  prior  publication  outside  the  colony  cannot  be  relied  on  as  a  defence  except 
so  far  as  they  may  be  grounds  of  objection  applicable  to  the  oHginal  Patent  on 
which  the  Letters  of  Registration  are  based  (Patent  Act  (Western  Australia), 
1888,  section  49). 

25  The  fee  of  151.  payable  on  the  grant  of  Letters  of  Registration,  in  pursuance 
of  section  49,  is  a  final  fee,  and  no  renewal  fees  are  payable  in  respect  of  Letters 
of  Registration  (Patent  Act  (Western  Australia),  1888,  section  49). 

The  provisions  of  the  Act  referring  to  the  amendment  of  Letters  Patent  apply 
equally  to  the  amendment  of  Letters  of  Registration  (Patent  Act  (Western 

30  Australia),  1888,  sections  28  and  26). 

This  was  an  action  brought  in  Western  Australia  for  an  injunction  to  restrain 
the   Defendants    from    infringing    the    Plaintiffs1    Letters    of    Registration 
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numbered  189  of  Western  Australia,  and  for  an  account  of  all  profits  made 
by  the  Defendants  by  their  infringements  thereof,  and  for  payment  of  all  such 
profits  to  the  Plaintiffs,  or,  in  the  alternative,  for  an  enquiry  as  to  damages,  and 
payment  of  the  amount  thereof  to  the  Plaintiffs.  By  an  Order  of  His  Honour 
Mr.  Justice  Hensman,  of  the  16th  day  of  March  1899,  a  Special  Case  was  stated  5 
for  the  opinion  of  the  Full  Court.  The  facts  stated  by  the  Special  Case,  so  far 
as  material  for  this  report,  were  as  follows  : — 

1.  Certain  Letters  Patent  No.  14,174,  and  dated  the  19th  day  of  October 
1899,  were  granted  in  the  United  Kingdom  of  Great  Britain  and  Ireland  for  a 
certain  (as  Plaintiffs  allege)  new  discovery  or  invention,  to  wit,  "Improvements  10 
"  in  obtaining  gold  and  silvfer  from  ores  and  other  compounds  "  to  John  Stewart 
MacArthur,  Robert  Wardrop  Forrest,  and  William  Forrest,  their  executors, 
administrators,  and  assigns. 

2.  On  the  20th  day  of  August  1895  the  Complete  Specification  was  amended 

in  the  United  Kingdom.  15 

3.  On  the  21st  day  of  January  1888  Jitters  Patent  No.  453  were  granted  in 
the  Colony  of  New  South  Wales  to  the  Cassel  Gold  Extracting  Company,  Ld., 
as  assignees  of  the  said  John  Stewart  MacArthur,  Robert  Wardrop  Forrest, 
and  William  Forrest  for  (as  Plaintiffs  allege)  the  same  invention  as  is  comprised 

in  the  said  Letters  Patent  No.  14.174,  dated  the  19th  day  of  October  1887.  20 

4.  On  the  6th  day  of  August  1888  certain  Letters  Patent  were  granted  in  the 
Colony  of  New  South  Wales  for  a  certain  invention,  to  wit,  "Improvements  in 
"  the  extraction  of  gold  and  other  precious  metals  from  minerals  and  ores 
"  containing  them  "  (No.  841)  to  Werner  Siemens,  his  executors,  administrators, 
and  assigns,  and  for  the  purposes  of  this  Special  Case  only  it  has  been  agreed  25 
that  the  said  Letters  Patent  are  to  be  taken  to  have  been  granted  to  the  said 
Wetmer  Siemens  in  respect  of  the  same  invention  as  is  mentioned  in  paragraph  1 
thereof,  provided,  however,  that  this  agreement  is  not  to  be  taken  as  an  admission 
by  either  party  at  the  trial  of  this  action. 

5.  On  the  29th  day  of  December  1888  Letters  of  Registration  No.  173  were  30 
granted  in  the  Colony  of  Western  Australia  to  the  said  Werner  Siemens  as 
the  holder  of  the  said  Letters  Patent  No.  841  of  1888,  granted  in  New  South 
Wales. 

6.  The  said  Letters  Patent  No.  14,174  of  1887,  granted  in  the  United  Kingdom 

to  John  Stewart  MacArthur,  Robert  Wardrop  Forrest,  and  William  Forrest  35 
were,  by  an  indenture  dated  the  5th  day  of  February  1899,  duly  assigned  by 
them  to  the  Cassel  Gold  Extracting  Company \  Ld.,  and  its  assigns  absolutely, 
and  the  said  Indenture  of  Assignment  was  duly  registered  at  the  Patent  Office 
in  London  on  the  7th  day  of  February  1889. 

7.  On  the  17th  day  of  April  1889  Letters  of  Registration  numbered  189  were  40 
granted  in  the  Colony  of  Western  Australia  to  the   Cassel  Gold  Extracting 
Company,  Ld.,  as  the  holders  of  the  said  Letters  Patent  granted  in  the  United 
Kingdom  No.  14,174  of  1887. 

8.  The  said  Letters  of  Registration  No.  189  were,  by  an  indenture  dated  the 
20th  day  of  May  1892,  duly  assigned  by  the  said   Cassel  Gold  Extracting  45 
Company,  Ld.,  to  the  Plaintiff  Company  and  its  assigns  absolutely,  and  the 
said   Indenture  of  Assignment  was  duly  registered  at  the  Patent  Office  in 
Western  Australia  on  the  1 1th  day  of  August  1892. 

9.  The  Plaintiffs  have  pleaded  that  on  the  21st  day  of  December  1895  the 
Complete  Specification  deposited  with  the  application  for  the  said  Letters  of  50 
Registration  No.  189  was  amended  on  the  application  of  the  Plaintiffs.    The 
Defendants  have  pleaded  (inter  alia)  that  the  Specification  was  not  amended 

as  alleged,  nor  was  the  application  of  the  Plaintiffs  to  amend  (if  any)  a  valid 
and  good  application.    The  facts  relating  to  the  alleged  amendment  of  the 
Plaintiffs'  said  Letters  of  Registration  No.  189  are  as  follow  : — An  application,  55 
which  Plaintiffs  allege  was  an  application  to  allow  the  amendment  of  the 
British  Specification  No.  14,174,  was  lodged  in  the  Patent  Office  in  this  colony 
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by  one  Richard  Sparrow  on  the  15th  day  of  October -1895.  A  copy  of  this 
application  accompanies  this  cuse,  "  E."  On  the  21st  of  December  1895  the 
Registrar  of  Patents  inserted  in  the  Complete  Specification  which  was 
deposited  with  the  application  for  the  Letters  of  Registration  No.  189  the 
5  words  as  printed  in  italic  type  in  the  copy  of  the  said  Specification  which 
accompanies  this  case,  and  he  made  a  note  thereof  in  the  Register  of  Patents  and 
in  the  Departmental  Register.  The  Registrar  of  Patents  also  then  sent  to  the 
said  Richard  Sparrow  a  certified  copy  of  the  said  Specification  as  amended  in 
pursuance  of  a  special  request  for  this  document  by  the  said  Richard  Sparrow, 
1$  and  upon  payment  of  a  special  fee  of  five  shillings.  The  Registrar  of  Patents 
did  not  oonsider  whether  and  subject  to  what  condition  (if  any)  the  amendment 
ought  to  be  allowed.  No  request  to  amend,  nor  the  nature  of  the  proposed 
amendments,  was  advertised  other  than  the  advertisement  which  appears  in 
the  "  Government  Gazette  "  of  the  30th  day  of  October  1896,  at  page  1937.  A 
15  copy  of  this  advertisement  in  the  "  Gazette  "  and  a  copy  of  the  Patent  Office 
regulations  published  in  the  "  Gazette  "  of  the  4th  of  September  1893  accompany 
this  case,  "J,"  "K." 

10.  The  Defendants  have  also  pleaded  (inter  alia)  that  the  said  Letters  of 
Registration  No.  189  lapsed  by  reason  of  the  non-payment  of  renewal  fees  at  or 
20  l>efore  the  end  of  the  fourth  year  of  the  said  Letters  of  Registration  pursuant  to 
the  Patent  Act,  1888,  of  Western  Auslralia  (52  Vict.,  No.  5).  For  the  purposes- 
of  this  case  it  is  admitted  that  no  fees  other  than  the  sum  of  15/.  mentioned  in< 
section  49  of  the  said  Act,  and  the  fees  mentioned  in  the  third  schedule  of  the 
said  Act,  have  been  paid  in  respect  of  the  said  Letters  of  Registration. 
25  The  following  were  the  questions  submitted  by  the  Special  Case  for  the 
opinion  of  the1  Court : — 

44  1.  Whether  renewal  fees  were  in  April  1893,  or  at  any  other  time,  payable 
44  in  respect  of  the  Plaintiffs*  Letters  of  Registration  No.  189  under  or  by  virtue. 
44  and  in  pursuance  of  the  provisions  of  the  Patent  Act,  1888  (52  Vict.,  No.  5)  ?  " 
30  To  which  the  Court  answered  : — "  That  renewal  fees  were  not  in  April  1893, 
44  nor  at  any  other  time,  payable  in  respect  of  Plaintiffs'  Letters  of  Registration 
*  No.  189  under  or  in  pursuance  of  the  provisions  of  the  Patent  Act,  1888." 

"  2.  If  such  renewal  fees  were  payable  as  aforesaid,  whether  the  said  Letters 
44  of  Registration  No.  189  lapsed  or  became  void  by  reason  of  the  non-payment 
35  u  of  such  renewal  fees  ?  " 

In  view  of  the  answer  to  Question  1  it  became  unnecessary  to  answer  thij 
question. 

44  3.  Whether  under  the  circumstances  set  out  in  paragraph  9  of  the  Special 
"  Case,  the  Specification  deposited  with  the  application  for  Letters  of  Registration 
40  u  No.  189  was,  as  against  Lake  View  Consols,  Ld.,  duly  amended  ?  " 

To  which  the  Court  answered  : — "That,  under  the  circumstances  set  out  in 
14  paragraph  9  of  the  Special  Case,  the  Specification  deposited  with  the  applica- 
44  tion  for  Letters  of  Registration  No.  189  was,  as  against  Lake  View  Consols,  Ld., 
44  duly  amended." 
43  u  4.  Whether  common  knowledge,  prior  user,  and  prior  publication  outside 
"the  Colony  of  Western  Australia  (in  the  case  of  Letters  of  Registration 
44  granted  in  such  colony) — 

44  (A)  Prior  to  the  date  of  the  British  Patent  No.  14,174  of  1887,  on  which  the 
44  said  Letters  of  Registration  were  granted,  or 
60      44  (B)  At  any  time  subsequent  to  such  date,  but  prior  to  the  date  of  such 
"Letters  of  Registration,  can  be  relied  upon  by  Lake  View  Consols,  Ld.,  as  a 
44  defence  to  this  action  ?  " 

To  which  the  Court  answered  : — "  The  common  knowledge,  prior  user,  and 
w  prior  publication  outside  the  Colony  of  Western  Australia  (in  the  case  of 
55  **  Letters  of  Registration  granted  in  such  colony) — 

44  (A)  prior  to  the  date  of  the  said  British  Patent  No.  14,147  of  1887,  on 
445  which  the  said  Letters  No.  189  were  granted,  or 

L  2 
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44  (B)  at  any  time  subsequent  to  such  date,  but  prior  to  the  date  of  such 
"  Letters  of  Registration,  cannot  be  relied  upon  by  the  Defendant  Company  as 
"  a  defence  to  this  action." 

"  5.  Whether  grounds  of  objection  applicable  to  the  said  Letters  Patent 
"  No.  14,174  of  1887  can  be  availed  of  as  a  defence  to  this  action  ?  "  5 

To  which  the  Court  answered  : — "The  grounds  of  objection  applicable  to  the 
41  Letters  Patent  No.  14,174  of  1887  can  be  availed  of  by  Lake  View  Consols,  Ld., 
44  as  a  defence  to  this  action."  ' 

"6.  Whether  any  common  knowledge,  prior  user,  or  prior  publication  in 
"  Western  Australia  subsequent  to  the  date  of  the  said  Letters  Patent  No.  14,174  10 
44  of  1887  can  affect  the  said  Letters  of  Registration  No.  189  ?  " 

To  which  the  Court  answered  : — "  That  common  knowledge,  prior  user,  and 
"  prior  publication  in  Western  Australia  subsequent  to  the  date  of  the  Letters 
"  Patent  No.  14,174  of  1887  can  affect  such  Letters  of  Registration." 

"7.   Whether    Siemens'    Letters,    No.    173,    being    founded    on     a    later  15 
"  Patent  than    Patent    No.    14,174    of    1887,   upon    which    the    Australian 
44  Oold  Recovery  Company's  Letters  are  founded,  are  not,  in  contemplation 
44  of   law,   a  puisne    grant    to    the    Australian    Oold   Recovery    Company's 
44  Letters?" 

44  8.  Whether   the  Australian    Gold   Recovery    Company   are    entitled  to  20 
41  set  up,  in  this   action,  the  invalidity  of  Siemens'  Letters  of   Registration 
44  No.  173,  on    the    grounds    mentioned    in    paragraph    4    of    the    amended 
44  reply  ?  " 

The  Court  dealt  with  Questions  7  and  8  as  follows  : — 44  That  in  the  absence  of 
44  Werner  Siemens,  the  holder  of  the  Letters  of  Registration  No.  173,  it  is  not  25 
44  desirable  to  answer  Questions  7  and  8,  and,  moreover,  such  answers  are  not 
44  necessary  for  the  settlement  of  the  questions  properly  at  issue  between  the 
44  parties  before  the  Court." 

Paragraph  4  of  the  Amended   Reply,  referred  to  in  Question  8,  was  as 
follows  : — "  4.  As  to  the  objection  numbered  8  b  (Letter  of  Registration,  No.  30 
44  1 73,  granted  to   Werner  Siemens),  the  said  Company  says  : — (A)   The  said 
44  Letters  of  Registration  are  void  against  the  Plaintiffs,  being  granted  on  a 
44  Patent  alleged  to  have  been  granted  in  the  Colony  of  New  South  Wales,  in 
44  which  colony  the  Plaintiffs  had  obtained  Letters  Patent  before  the  issue  of 
44  the  said  Letters  Patent  to  the  said  Werner  Siemens ;    (B)  and  contends  that  35 
44  the  Plaintiff  Company's  Letters  of  Registration  relate  back  to  the  date  of  the 
44  Plaintiffs'  original  British  Patent,  on  which  such  Letters  are  founded,  or, 
44  alternatively,    that    the  Plaintiff  Company's  Letters  of  Registration  have 
44  priority  over  the  Letters  of  Registration  of  the  said  Werner  Siemens,  inasmuch 
44  as  the  Plaintiff  Company  has  priority  over  the  said  Patent  of  the  said  Werner  40 
44  Siemens  in  New  South  Wales." 

Section  23,  subsection  2,  of  the  Patent  Act,  1888,  Western  Australia  (52  Vict., 
No.  5),  was  as  follows  : — "  The  request  and  the  nature  of  such  proposed  amend - 
44  ment  shall  be  advertised  in  the  4  Government  Gazette,'  and  at  any  time  within 
44  one  month  from  its  first  advertisement,  any  person  may  give  notice  at  the  45 
44  Patent  Office  of  opposition  to  the  amendment."  The  following  were  among 
the  Regulations  of  the  Western  Australian  Patent  Office  referring  to  amend- 
ments : — 44  (1)  Any  document,  for  the  amendment  of  which  no  special  provision 
44  is  made  by  the  Act,  may  be  amended,  and  irregularity  in  procedure  which,  in 
44  the  opinion  of  the  Registrar  may  be  corrected  without  detriment  to  the  50 
44  interests  of  any  person,  may  be  corrected  in  such  manner  and  on  such  terms 
44  as  the  Registrar  may  direct.  (3)  Complete  Specification. — A  request  to 
44  amend  a  Complete  Specification,  after  acceptance,  shall  be  signed  by  the 
44  applicant  or  his  agent,  and  be  accompanied  by  a  copy  of  the  original  Specifi- 
44  cation  and  drawings,  showing,  in  red  ink,  the  proposed  amendment,  and  shall  55 
44  be  duly  advertised  by  publication  of  the  request  and  nature  of  the  proposed 
44  amendment." 
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Section  26  of  the  Patent  Act,  1888,  Western  Australia  (52  Vict.,  No.  5) 
enacted  : — "  Every  amendment  of  a  Specification  shall  be  advertised  in  the 
"  4  Government  Gazette '  of  Western  Australia." 
Section  29  of  the  Patent  Act,  1888,  Western  Australia  (52  Vict.,  No.  5), 

5  enacts : — "  There  shall  be  paid,  in  respect  of  the  several  matters  and  things 
44  described  in  the  second  schedule  to  this  Act,  the .  fees  in  that  schedule 
"  mentioned  ;  and  such  fees  shall  be  levied  and  paid  to  the  credit  of  the  general 
44  revenue  of  the  colony."  The  said  schedule  contained  the  following  items  : — 
"  On  every  Patent,  before  the  expiration  of  four  years  from  its  date,  4Z. ;   and 

10  "  before  the  expiration  of  seven  years,  4J." 

Section  49  of  the  Patent  Act,  1888,  of  Western  Australia  (52  Vict.,  No.  5), 
enacts  as  follows  : — "  No  person  shall  receive  a  Patent,  or  an  instrument  in  the 
44  nature  of  a  Patent,  under  this  Act,  for  an  invention  or  discovery  which  has 
"  been  previously  patented  in  Great  Britain  or  any  other  country ;    but  it  shall 

15  «*  be  lawful  for  the  Governor,  in  his  discretion,  on  the  application  of  any  person 
44  being  the  holder  or  assignee  of  any  Patent  granted  or  issued  in  Great  Britain 
44  or  any  other  country  for  any  new  discovery  or  invention,  and  upon  such  proof 
44  as  the  Governor  may  deem  sufficient,  that  such  person  is  the  bond  fide  holder 
"  or  assignee  of  the  said  Patent,  and  that  the  same  is  of  full  force,  and  upon 

20  «  payment  to  the  Colonial  Treasurer  of  the  sum  of  fifteen  pounds,  to  grant 
44  Letters  of  Registration,  under  the  seal  of  Western  Australia,  to  the  holder  of 
"  such  Patent  as  aforesaid  or  his  assignee,  and  such  Letters,  if  registered,  shall 
"  be  deposited  in  the  Patent  Office,  and  shall  be  deemed  to  be  Letters  Patent 
"  issued  under  this  Act  for  such  invention  or  improvement,  and  shall  have  the 

25  «  same  force  and  effect  as  Letters  Patent  issued  thereunder  ;  and  shall  inure  to 
"  the  benefit  of  the  holder  during  the  continuance  of  the  original  Patent  in  the 
"  country  in  which  it  was  issued  or  granted,  and  no  longer,  and  all  the 
"  provisions  of  this  Act  shall  apply  to  such  Letters  of  Registration  in  the  same 
"  way  mutatis  mutandis,  and  as  fully  as  to  Letters  Patent,  or  an  instrument  in 

30  "  the  nature  of  Letters  Patent  issued  under  this  Act." 

The  following  was  the  alleged  application  to  amend  the  Plaintiffs'  Specification 
referred  to  as  "  E  "  in  paragraph  9  of  the  Special  Case  : — 

44  SIR,  "  Perth,  October  15th,  1*95. 

44  I   beg  to  request  that  you  will  record  the  amendment  of  British 

35  "  Specification  14,174,  which  forms  the  basis  of  grant  of  Western  Australian 

"  Letters  of  Registration  No.  189,  dated  April  19th  1889.    In  support  of  the 

"  same  I  herewith  forward  you  the  officially  certified  copy  of  the  decision  of 

44  the  British  Comptroller  of  Patents  in  the  matter  of  the  amendment  of  said 

"  Specification,  together  with  a  certified  copy  of  said  Specification  showing  the 

40  "  amendments  in  red. 

44  Kindly  forward  me  certificated  or  other  notification  of  such  requested 
44  record  being  effected. 

"  I  have  the  honour  to  be,  Sir,_ 

"  Your  obedient  Servant, 
45  (Signed)       "  Richard  Sparrow. 

"  Amendment  fee  1/.  enclosed. 
44  To  the  Registrar  of  Patents,  Perth." 

The  following  was  in  4<  The  Government  Gazette  "  of  the  30th  of  October 
1896,  referred  to  as  "  J  "  in  paragraph  9  of  the  Special  Case. 

50  "  Notice  of  Amendment. 

44  In  the  matter  of  Letters  of  Registration  No.  189,  dated  17th  April  1889, 
"granted  to  the  Cassel  Gold  Extracting  Company r,  Ld.,  for  an  invention 
44  •  •  *  •  and  based  on  British  Letters  Patent  No.  14,174,  dated 
44  19th  October  1887.    Notice  is  hereby  given,  that  the  Complete  Specification 
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44  in  connection  with  the  above-mentioned  Letters  of  Registration  Jias  been 
44  amended  as  follows  :— 

•  ■•  •  •  •  •  • 

"  Leave  to  amend  the  British  Specification  was  granted  by  the  Comptroller- 
"  General  of  Patents,  Designs,  and  Trade  Marks  in  his  decision  of  the  20th  of  5 
"  Augnst  1895. 

"  Any  person  intending  to  oppose  the  said  application  for  amendment  must 
"  leave  particulars  in  writing  (on  Form  G)  of  his  or  their  objections  thereto 
"  within  one  calendar  month  from  date  hereof.         •         •         •         • 
"  Dated  this  30th  day  of  October  1896.  10 

(Signed)        "  MALCOLM  A.  C.  FRASER, 

u  Registrar  of  Patents." 

The  Plaintiffs,  the  Australian  Gold  Recovery  Company,  Ld.,  appealed  against 
the  decision  of  the  Court  on  Questions  5,  6,  7,  and  8.  The  Defendants,  the 
Lake  View  Consols,  Ld.,  appealed  against  the  decision  on  Questions  1,2,  3,  and  4.   15 

The  appeals  came  on  for  hearing  before  the  Judicial  Committee  of  the  Privy 
Council  on  November  9th  and  13th,  1900. 

Moulton,  Q.C.,  Bousfield,  Q.C.,  Walter  and  Gordon  (instructed  by  Davidson 
and  Morriss,  agents  for  Stone  and  Bent,  Perth,  W. A.)  appeared  for  the  Australian 
Gold  Recovery  Company,  Ld.,  Plaintiffs  below  ;  Neville,  Q.C.,  Haldane,  Q.C.,  20 
and  Molloy  (instructed  by  Burchells  <k  Co.,  agents  for  George  Parker,  Perth, 
W.A.)  app'eared  for  the  Lake  View  Consols,  Ld.,  Defendants  below. 

Moulton,  Q.C.,  and    Bousfield,  Q.C.,  for  the    Australian    Gold   Recovery 
Company,  Ld. — These  are  cross  appeals  from  an  interlocutory  judgment  of  the 
full  Court  sitting  in  banco  of  the  Supreme  Court  of  Western  Australia.    Under  25 
the  Patent  Act,  1888,  of  that  colony  there  are  two  methods  of  obtaining  patent 
rights,  first,  by  obtaining  a  Western  Australian  Patent,  and,  second,  by  obtaining 
Letters  of  Registration  of  a  Patent  granted  in  another  country.    Both  convey 
the  same  rights  against  infringers,  but  differ  on  other  matters.      Letters  of 
Registration  last  only  as  long  as  the  Patent  on  which  they  were  based.     By  30 
section  49  of  the  Patent  Act  of  1888,  previous  patenting  in  any  other  country 
prevented  the  grant  of  Letters  Patent  in  Western  Australia  ;  but  in  such  a  case 
the  applicant  might  get  analogous  Patent  rights  by  applying  for  Letters  of 
Registration.    To  understand  this  legislation  it  is  necessary  to  go  back  to  the 
time  when  all  colonies  were  under  the  Crown.     In  those  times  Patents  were  35 
granted  in  the  colonies  either  by  an  Order  in  Council  or  by  extending  the  ambit 
of  the  Patent  to  a  special  colony.    Letters  of  Registration  are  a  modified  form 
of  this  extension.    The  form  of  Letters  of  Registration  differs  from  the  form  of 
Letters  Patent  in  Western  Australia  to  suit  the  different  origin  of  the  two. 
Letters  of    Registration  may  be  granted  to  persons  who  are  not  the  true  40 
inventors  ;  also,  the  defeasance  clause  is  different,  being  :  "  The  said  invention 
"  is  not  new  as  to  the  public  use  and  exercise  thereof,  or  that  the  said  John 
"  Stewart  MacArthnr,  &c,  are  not  the  true  and  first  inventors,  or  the  said 
44  Petitioners  are  not  the  bond  fide  holders  of  the  said  Letters."     This  was 
because  the  Letters  of  Registration  were  a  grant  for  something  which  had  45 
already  been  patented  and  had  been  published  in  another  country,  and  possibly 
in  Western  Australia.    The  main  point  was  the  validity  of  the  original  Patent. 
There  is  a  distinction  between  publication  and  user.    The  representations  in 
the  two  cases  are  different,  and  in  each  case  the  defeasance  clause  means  that  if 
those  representations  are  not  true  the  document  is  invalid.    The  representations  50 
expressed  in  the  Letters  of  Registration  are  that  the  petitioners  are  the  bond 
fide  holders  of  Letters  Patent  for  a  new  discovery  or  invention.    The  represen- 
tation that  the  discovery  or  invention  is  new  must,  of  course,  refer  to  the 
original  Patent.     Prior  publication  does  not  come  within  the  phrase  "  public 
44  use  and  exercise  thereof,"  but  has  been  held  to  negative  the  fact  that  the  55 
applicant  is  the  first  and  true  inventor.     The  Letters  of  Registration  do  not 
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purport  to  be  a  grant  for  an  invention  unknown  in  the  colony  at  the  date  of 
registration.    The  utmost  that  it  can  be  said  to  represent  is  that  the  invention 
was  not  in  use  within  the  colony.    They  do  purport  to  be  in  respect  of  Letters 
Patent  granted  for  what  was,  at  the  date  of  such  Letters  Patent,  a  new  invention. 
5  [Lord  Davby. — But  the  Act  says,  "  shall  be  deemed  to  be  Letters  Patent  issued 
"  under  the  Act  for  such  invention  or  improvement,  and  shall  have  the  same 
"  force  and  effect  as  Letters  Patent  issued  thereunder."    Surely  that  means  the 
same  force  and  effect  and  no  more.]    That  refers  to  the  effect  of  the  grant  and 
the  rights  thereunder.     The  meritorious  work  is  done  by  the  original  Patentee. 
10  Letters  of  Registration  are  not  granted  until  after  publication  in  some  other 
country,  and  in  most  cases  the  invention  would  be  published  in  trade  papers  in 
the  colony  before  the  Patentee  could  possibly  apply  for  Letters  of  Registration. 
The  Letters  of  Registration  must  stand  or  fall  with  the  original  Patent  on  which 
they  are  founded.     [Lord  HOBHOUSE. — Supposing  somebody  had  been  working 
15  this  invention  in  Western  Australia,  would  you  say  that  registration  of  the 
Patent  in  Western  Australia  would  make  the  working  illegal  ?]    There  are  two 
answers  to  that  question.    First,  it  is  provided  for  by  the  fact  that  the  grant  of 
Letters  of  Registration  is  in  the  discretion  of  the  Governor ;   and,  second,  it  is 
provided  for  in  the  terms  of  the  defeasance  clause — "  is  not  a  new  invention  as 
80  "  to  the  public  use  and  exercise  thereof."    But  the  public  use  and  exercise  is  a 
very  different  thing  to  prior  publication.      If  prior  publication  is  held  to 
invalidate  the  Letters  of  Registration  it  would  prevent  any  ^person  from  availing 
themselves  of  them.    The  petitioner  for  Letters  of  Registration  cannot  apply 
until  he  has  got  his  English  Patent,  and,  as  the  English  Specification  is 
25  published  two  or  three  months  before  the  Patent  is  granted,  if  the  Patent  is  of 
any  importance  to  an  industry  carried  on  in  the  colony,  it  is  sure  to  be 
published  in  the  colony  before  the  Patentee  can  apply  for  his  Letters  of 
Registration.    Then,  in  Western  Australia  the   defeasance  clause  in   Letters 
Patent  is  limited   to  novelty  "  within   this  colony,"  and  in  the   Letters  of 
30  Registration  there  is  no  territorial  limit  as  to  novelty.    This  would  according 
to  the  Defendants'  contention  mean  novelty  all  over  the  world  ;  but  it  is,  we 
submit,  a  far  better  interpretation  to  say  that  they  did  not  need  to  put  in 
the  local    limitation,    because    they    were    referring   to    the  novelty   of  the 
invention  at  the  date  of  the  original  Patent.    It  follows  from  this  that  the 
35  Defendants   in   Western   Australia   can   attack   the   validity  of  the  English 
Patent,  and  therefore  Question  5,  which  was  answered  against  us,  is  correctly 
answered. 

Neville,    Q.O.,    for    the    Lake   View    Consols,    Ld. — The    position    of    the 

Plaintiffs    depends   on   the   construction    of    section  49,    coupled  with    the 

40  grant    of     the    Letters    of     Registration.     There    is    no    absolute    right    to 

Letters  of  Registration,  but  if  the  Governor  thinks  fit  he  may  grant  them, 

and  if  he  does  grant  them  it  is  on  exactly  the  same  footing  as  Letters  Patent  * 

granted  within  the  colony.    The  method  of  obtaining  Letters  of  Registration  is 

of  course  different,  but  the  Act  says  that  when  once  they  have  been  granted  they 

45  shall  be  deemed  to  be  Letters  Patent.    This  includes  section  31  of  the  Act,  by 

which  every  ground  on  which  a  Patent  might  have  been  repealed  by  scire  facias  is 

made  available  as  a  defence  to  an  action  for  infringement.  The  Plaintiffs  contend 

that  Letters  of  Registration  have  greater  rights  than  Letters  Patent,  but  there  is  no 

trace  in  the  Act1  of  any  such  intention  on  the  part  of  the  Legislature.  Prior  publi- 

50  cation  has  always  been  treated  as  affecting  both  the  issues  of  novelty  and  of  first 

and  true  invention  (Bush  v.  Fox,  5  H.L.  707 ;  Harris  v.  Rothwell,  L.R.  35  Ch.  D. 

416).     Section  34,  subsection  3,  of  the  Act  of  1888  expressly  provides  for  want  of 

novelty  being  a  ground  of  objection  and  defence  to  a  Patent  action.  Section  49  of 

the  same  Act  makes  every  provision  of  the  Act  apply  as  fully  to  Letters  of  Regis- 

55  tration  as  to  Letters  Patent.    So  that  unless  it  is  to  be  said  that  the  provisions  of 

flection  34,  subsection  3,  are  not  included  in  section  49,  want  of  novelty  must  be  a 

defence  to  an  action  brought  on  Letters  of  Registration.  The  Plaintiffs9  contention 
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entails  a  peculiar  consequence.  Suppose  the  Governor  by  mistake  or  through 
ignorance  grants  Letters  of  Registration  for  an  invention  which  has  been  already 
published,  there  is  no  consideration  for  the  grant.  If  there  is  no  novelty  there  is 
no  consideration  and  the  grant  would  be  revoked  by  scire  facias,  and  the  defence 
of  want  of  novelty  would  be  open  to  the  Defendants  in  an  action  for  infringement.  5 
As  regards  Questions  1  and  2,  which  have  been  decided  in  favour  of  the  Plaintiffs, 
the  point  is  whether  the  fee  of  15/.  payable  under  section  49  of  the  Act  of  1883 
is  a  final  payment,  or  whether  the  provisions  at  the  end  of  the  section,  which 
makes  the  provisions  of  the  Act  apply  to  Letters  of  Registration  as  fully  as  to 
Letters  Patent,  mutatis  mutandis,  have  the  effect  of  extending  the  payments  10 
mentioned  in  the  second  schedule,  for  the  upkeep  of  a  Patent,  to  Letters  of 
Registration.  With  regard  to  Question  3,  we  submit  that  no  application  to 
amend  was  ever  made  or  dealt  with.  The  English  amendment  was  merely 
recorded.  The  advertisement  was  not  published  till  ten  months  after  the 
amendment  was  recorded.  15 

Bousfield,  Q.C.,  in  reply. — The  validity  of  the  Letters  of  Registration  depends 
on  the  validity  of  the  original  Patent.  The  two  documents  must  be  identical, 
and  any  amendment  to  the  original  Patent  must  be  put  into  the  Letters  of 
Registration.  It  was  the  Registrar's  duty  to  alter  the  Western  Australian  copy 
so  as  to  make  it  coincide  with  the  British  Specification.  If  there  was  any  20 
irregularity,  the  Registrar  had  power  under  the  regulations  to  deal  with  it,  and 
correct  it  in  the  manner  in  which  he  did.  As  regards  Questions  1  and  2,  in  the 
Letters  of  Registration  there  is  no  defeasance  expressed  because  of  non-payment 
of  fees ;  therefore  it  is  unlikely  that  any  fees,  further  than  the  15/.  mentioned 
in  section  49,  were  contemplated  by  the  Legislature.  On  the  main  point  the  25 
Statute  of  Monopolies  is  satisfied  when  the  original  grant  is  made,  otherwise  all 
Letters  of  Registration  would  be  contrary  to  the  common  law.  The  Letters  of 
Registration  satisfy  the  conditions  of  the  statute  ;  they  are  granted  for  a  new 
invention  as  to  the  public  use  and  exercise  thereof,  and  the  grant  is  conditional 
on  the  Patentees  being  the  first  and  true  inventors.  Being  the  registration  of  a  30 
grant  already  made  and  not  a  new  grant  in  itself,  the  considerations  affecting 
the  grant  of  a  Patent  cannot  apply. 

Neville,  Q.C.,  in  reply  as  to  Question  3. — It  cannot  be  said  that  amendment  of 
Letters  of  Registration  consists  merely  in  making  the  copy  in  the  colony 
conform  with  the  altered  British  Specification,  because  then  it  is  easy  to  35 
imagine  that,  owing  to  the  different  considerations  prevailing  in  the  different 
countries,  an  amendment  which  would  be  good  in  this  country  might  well  be 
bad  in  the  colony. 

Judgment  was  reserved  and  delivered  on  December  8th,  1900. 
Lord  Davby. — The  appeals  in  this  case  are  from  an  interlocutory  judgment  40 
of  the  Supreme  Court  of  Western  Australia,  dated  the  19th  of  September  1899, 
and  given  on  a  Special  Case  stated  in  an  action  in  which  the  Appellants  in  the 
principal  appeal  (the  Australian  Gold  Recovery  Company,  Ld.)  were  Plaintiffs 
and  the  Respondents  in  the  principal  appeal  and  the  Appellants  in  the  cross 
appeal  (the  Lake  View  Consols,  Ld.)  were  Defendants.    The  object  of  the  action  45 
was  to  restrain  the  Lake  View  Consols  by  injunction  from  infringing  certain 
Letters  of  Registration,  having  the  force  of  a  Patent,  belonging  to  the  Australian 
Gold  Recovery  Company.    Eight  questions  were  asked  by  the  Special  Case,  of 
which  the  first  four  were  decided  in  favour  of  the  Australian  Gold  Recovery 
Company  and  the  last  four  in  favour  of  the  Lake  View  Consols.    The  most  50 
important  question  is  the  one  numbered  6.     The  answer  to  it  turns  on  the  true 
construction  and  effect  of  section  49  of  the  West  Australian  Patent  Act,  1888, 
by  which  holders  of  Patents  in  Great  Britain  or  any  other  country  are  enabled 
to  obtain  Letters  of  Registration  in  the  colony.    The  Australian  Gold  Recovery 
Company,  being  the  holders  of  British  Patent  No.  14,174  of  1887,  have  obtained  55 
Letters  of  Registration  in  respect  thereof,  upon  which  they  are  suing.    The 
question  is  :  u  Whether  any  common  knowledge,  prior  use,  or  prior  publication 
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in  Western  Australia  subsequent  to  the  date  of  the  Letters  Patent  No.  14,174 
"  of  1887  can  affect  the  Plaintiffs'  Letters  of  Registration  No.  189."  The  Court 
has  decided  this  question  in  the  affirmative — the  Western  Australia  Company 
say  wrongfully.  Section  49  of  the  Act  of  1888  is  as  follows :— [His 
5  Lordship  then  read  the  section,  for  which  see  ante  p.  109, 11.  12-30.]  There  is 
no  form  of  Letters  of  Registration  scheduled  to  this  Act.  There  is  a  form 
of  Patent  which  is  substantially  the  same  as  the  form  scheduled  to  the 
British  Act  of  1883.  The  Letters  of  Registration  in  the  present  case  are 
obviously  based  upon  the  form  of  Patent  which  the  draftsman  has  adapted  for 

10  the  purpose,  but  not  always  with  great  skill.  In  the  defeasance  clause  it  is 
provided  that  if  it  shall  be  made  to  appear,  &c,  "  that  the  said  invention  is  not 
"  a  new  invention  as  to  the  public  use  and  exercise  thereof  "  the  Letters  shall  be 
void.  An  argument  was  founded  on  these  words  to  the  effect  that  as  the 
Letters  were  expressly  made  void  by  prior  use,  but  nothing  was  said  as  to 

15  prior  publication,  it  was  not  intended  that  prior  publication  should  avoid 
Letters  of  Registration.  Their  Lordships  think  that  the  words  "  public  use  and 
"  exercise  "  mean  use  and  exercise  within  the  colony.  The  words  must  clearly 
have  some  limitation,  and  in  a  colonial  document  they  must  mean  what  they 
would  mean  if  used  in  Letters  Patent  granted  in  the  colony.    The  argument, 

20  however,  fails  because  exactly  the  same  argument  might  be  used  of  every 
English  Patent.  The  defeasance  clause  says  nothing  about  prior  publication. 
Yet  all  the  world  knows  that  Patents  can  be  avoided  by  proof  of  prior 
publication.  Moreover,  it  should  be  observed  that  the  Letters  of  Registration 
are  also  made  void   "  if  this  grant  is  contrary  to   law,"   which    raises  the 

25  whole  question.  But  their  Lordships  think  that  no  assistance  can  be  derived 
from  the  language  of  the  Letters  themselves  which  is  not  statutory  under  the 
Act  of  1888,  and  the  answer  to  the  question  must  be  determined  on  the  language 
of  the  Act 

Learned  Counsel  argued  that  the  effect  of  the  section  was  merely  to  extend 

30  the  foreign  Patents  to  the  colony,  and  to  give  the  holder  of  a  foreign  Patent  the 
same  rights  in  the  colony  as  he  possessed  in  the  country  of  origin,  and  that  the 
Letters  of  Registration  must  stand  or  fall  with  the  Patent,  or  otherwise  that 
they  could  not  be  impeached  on  any  ground  which  would  not  be  equally  fatal 
to  the  Patent  in  its  own  country.    They  therefore  denied  that  the  prior  publi- 

35  cation  or  even  prior  user  in  the  colony  after  the  date  of  the  Patent  affected  the 
Letters  of  Registration,  though  they  were  disposed,  if  possible,  to  draw  a  distinc- 
tion between  prior  user  and  prior  publication.  In  the  opinion  of  their  Lordships 
no  such  distinction  can  be  made.  If  prior  publication  is  innocuous,  prior  user 
must  be  equally  so  under  the  Act. 

40  The  Act  says  that  the  Letters  of  Registration  shall  be  deemed  to  be  Letters 
Patent  issued  under  the  Act — that  is,  to  be  a  colonial  Patent — and  that  all  the 
provisions  of  the  Act  shall  apply  to  the  Letters  of  Registration  as  fully  as  to 
Letters  Patent  issued  under  the  Act.  Their  Lordships  are  of  opinion  that  the 
effect  of  these  words  is  to  attach  to  Letters  of  Registration  all  the  statutory 

45  incidents  of  Letters  Patent,  and  to  bring  in  all  the  statutory  provisions 
subsequent  to  the  granting  of  a  Patent.  Now  one  of  these  provisions  is 
contained  in  the  31st  section.  Subsection  2  of  that  section  provides  that 
revocation  of  a  Patent  may  be  obtained  on  Petition  to.  the  Court,  and  that 
every  ground  on  which  a  Patent  might  at  the  commencement  of  the  Act  be 

50  repealed  by  scire  facias  shall  be  available  by  way  of  defence  under  an  action 
for  infringement,  and  shall  also  be  a  ground  of  revocation.  It  cannot  be,  and 
was  not,  disputed  that  prior  publication  or  user  was  a  ground  on  which  a 
Patent  might  be  repealed  by  scire  facias,  but  their  Lordships  would  prefer  to 
put  this  case  on  a  broader  ground.    By  the  provisions  of  the  49th  section  the 

55  Governor  is  empowered  to  grant  a  monopoly  within  the  colony  in  some  manu- 
facture or  process  by  the  granting  of  the  Letters  of  Registration.  It  is  contrary 
to  the  common  law  of  this  country,  which  the  Australian  settlers  carried  with 
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them,  as  well  as  to  the  Statute  of  Monopolies,  for  the  Crown  to  grant  a  monopoly 
to  any  person  of  any  known  manufacture.  The  Statute  of  Monopolies  has  been 
held  to  be  only  declaratory  of  the  common  law.  Two  reasons  have  been  assigned 
for  this  rule  of  law,  that  a  man  cannot  lawfully  be  deprived  of  the  right  to  use 
a  known  art  or  trade  ;  and,  secondly,  because  if  an  invention  is  known  the  5 
public  can  receive  no  consideration  from  the  Patentee  for  the  grant  of  the"  sole 
right  of  exercising  it.  No  doubt  the  Legislature  may  overrule  the  common  law 
and  authorise  the  grant  of  a  monopoly  of  the  exercise  of  a  known  manufacture, 
but  their  Lordships  think  that  such  an  intention  would  have  to  be  very  clearly 
expressed,  and  no  implication  having  an  effect  so  injurious  to  the  subject  ought  10 
to  be  made  without  express  words  of  enactment. 

Their  Lordships  think  that  the  provisions  of  section  49  merely  afford 
machinery  by  which  the  holder  of  a  foreign  Patent  may  obtain  protection 
for  his  invention  within  the  colony  without  the  formalities  and  delay 
necessary  on  an  application  for  a  Patent,  but  subject  to  all  the  incidents  and  15 
conditions  to  which  Letters  Patent  would  be  subject.  They,  therefore,  agree 
with  the  Court  below. 

Questions  5,  7,  and  8  were  not  pressed  by  learned  Counsel.  Indeed, 
Questions  7  and  8  seem  to  have  been  asked  under  some  misapprehension.  Tt 
is  perfectly  immaterial  whether  Siemens'  Patent  was  good  or  bad  if  it  is  merely  20 
relied  on  as  a  prior  publication  of  the  invention  protected  by  the  Letters  of 
Registration.  The  consequence,  therefore,  is  that  the  principal  appeal  of  the 
Australian  Oold  Recovery  Company  ought  to  be  dismissed,  and  their  Lordships 
will  humbly  advise  Her  Majesty  accordingly. 

To  turn  to  Questions  1,  2,  3,  and  4,  which  form  the  subject  of  the  cross  appeal,  25 
Questions  1  and  2  may  be  taken  together,  and  the  great  point  raised  is  whether 
the  renewal  fees  charged  in  the  second  schedule  of  the  Act  of  the  Letters  Patent 
are  payable  in  respect  of  the  Letters  of  Registration.  Their  Lordships  have  had 
some  difficulty  in  coming  to  a  satisfactory  conclusion  on  this  point.  There  are 
considerations  which  tend  both  ways.  On  the  one  hand  attention  is  called  to  30 
the  enactment  that  the  provisions  are  applicable  mutatis  mutandis  to  Letters  of 
Registration.  Why  not  therefore  apply  section  29  and  the  schedule  referred  to 
in  it  ?  Some  of  the  items  in  schedule  2  certainly  would  apply  to  Letters  of 
Registration,  and  there  is  no  reason,  it  is  said,  for  excluding  the  payment  of  fees 
to  be  paid  on  every  Patent  at  the  expiration  of  four  years  and  seven  years  from  35 
its  date.  On  the  other  hand  it  is  pointed  out  that  a  fee  of  15?.,  exceeding  the 
aggregate  fees  payable  on  the  application  for  a  Patent,  is  payable  on  application 
for  Letters  of  Registration,  and,  further,  that  as  Letters  of  Registration  last  only 
so  long  as  the  Patent  on  which  they  are  f ounded>  the  periods  or  epochs  in  the 
life  of  the  one  are,  or  may  be,  quite  different  from  those  in  the  life  of  the  other.  40 
It  is  argued  that  the  fees  payable  on  renewals  should  be  regarded  as  fixed  with 
reference  to  the  scale  of  fees  payable  on,  and  consequent  on,  the  application, 
which  do  not  apply  to  Letters  of  Registration.  The  learned  Judges  have 
answered  the  first  Question  in  the  negative,  and  their  Lordships  are  not 
prepared  to  say  they  are  wrong.  45 

The  third  Question  is  whether,  under  the  circumstances  set  out  in  the 
application,  the  Specification  deposited  with  the  application  for  Letters  of 
Registration  was,  as  against  the  Defendants  in  the  action,  duly  amended.  These 
circumstances  were  shortly  as  follows.  The  Specification  of  the  British  Patent 
was  amended.  On  the  15th  of  October  1895,  the  agent  of  the  holder  of  the  50 
Letters  of  Registration,  by  letter,  requested  the  Registrar  of  Patents  in  the 
colony  to  «*  record  the  amendment  of  the  British  Specification."  Without 
issuing  any  advertisement  or  any  further  proceedings  the  Registrar  recorded  the 
amendment  in  his  office ;  but  more  than  a  year  afterwards  the  Registrar 
published  a  notice  in  the  "  Government  Gazette  "  that  the  Complete  Specifica-  55 
tion  had  been  amended,  and  at  the  same  time  invited  any  persons  intending  to 
oppose  "  the  said  application  for  amendment "  to  come  in  "  within  one  calendar 
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"  month  from  the  date  hereof."  What  the  intention  of  this  remarkable  state- 
ment was  it  is  hard  to  say.  Their  Lordships  think  that  the  provisions  of  section 
23  of  the  Act  as  to  "  amendment  of  Specification  "  are  made  applicable  by 
section  49  to  Letters  of  Registration,  and  that  mutatis  mutandis  the  Specification 
5  deposited  to  the  application  for,  and  referred  to  in,  the  Letters  of  Registration, 
is  the  •*  Specification  "  within  the  meaning  of  section  23.  The  request  contained 
in  the  letter  of  the  15th  of  October  1895,  was  in  no  sense  an  application  for  leave 
to  amend,  but  was  what  it  purported  to  be,  and  what  the  Registrar  understood  it 
to  be,  namely,  a  request  to  him  to  record  an  amendment  already  made.     The 

10  Registrar  did  not  exercise  any  judgment  in  the  matter,  but  appears  simply  to 
have  recorded  it.  The  Counsel  for  the  Australian  Gold  Recovery  Company 
supported  the  Registrar's  view,  and  in  the  alternative  argued  that  it  was  a  casus 
omissus  in  the  Act,  and  fell  within  the  Patent  Office  regulations  respecting  the 
amendment  of  any  document  for  which  no  special  provision  is  made.     Their 

15  Lordships  cannot  agree  with  this  suggestion,  and  they  think  that  there  ought  to 
have  been,  but  there  was  not,  an  application  to  the  Registrar  in  the  Colony  for 
leave  to  amend  the  Specification.  Persons  in  the  colony  had  no  opportunity, 
and  probably  no  locus  standi,  to  oppose  the  amendment  of  the  Specification  in 
London,  and  considerations  might  apply  to  the  grant  of  leave  to  amend  in  the  colony 

20  different  from  those  which  would  be  brought  before  the  Comptroller  in  London. 
The  learned  Judges  in  the  Court  below  seem  to  have  been  of  the  same  opinion, 
but  they  thought  they  were  bound  by  certain  decisions  in  England  that  the 
propriety  of  the  leave  to  amend  cannot  be  controverted  in  a  subsequent 
action  for   infringement  of  the  Patent.    But  those  cases  have  no  application 

25  to  a  case  like  the  present  one,  in  which  leave  to  amend  has  neither  been 
asked  for  nor  granted,  but  the  Registrar  has  simply  recorded  the  amendment 
without  any  jurisdiction  to  do  so.  Their  Lordships,  therefore,  will  humbly 
advise  Her  Majesty  that  the  Order,  so  far  as  relates  to  the  answer  to  the  third 
Question,  be  reversed,  and  that  that  Question  should  be  answered  in    the 

30  negative. 

The  fourth  Question  answers  itself.  To  make  it  quite  consistent,  however, 
with  Question  5,  it  would  be  better  to  add  to  the  answer  as  it  stands  the  words, 
"  except  so  far  as  they  may  be  grounds  of  objection  applicable  to  the  Letters 
"  Patent  No.  14,174."      Their  Lordships  will,  therefore,  humbly  advise  Her 

35  Majesty  that  the  answer  to  the  fourth  Question  be  varied  in  this  manner. 

The  result  is  that  the  principal  appeal  wholly  fails  and  the  Appellants  should 
pay  the  costs  of  it,  and  that  the  Appellants  in  the  cross  appeal,  having  partly 
failed  and  partly  succeeded,  should  have  no  costs  of  their  appeal.  The  costs  in 
the  Court  below  were  reserved,  so  nothing  need  be  said  about  them. 
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In  thr  High  Court  op  Justice.— Queen's  Bench  Division. 

Befwe  Mr.  Justice  Bigham. 

December  11th,  12th,  13th,  17th,  and  21st,  11)00. 

Stohwasser  &  Winter   v.  Humphreys  <fc  Crook. 

Patent. — Action  for  infringement. — Subject-matter. — Prior  user. — Particulars  5 
of  Objections. 

This  was  an  action  fw  infringement  of  a  Patent  for  improvements  in  gaiters. 
TJie  Defendants  alleged  the  invalidity  of  the  Patent  on  various  grounds, 
including  want  of  subject-matter  and  prior  user. 

Held,  that  the  Plaintiffs'  Patent  was  bad  for  want  of  subject-matter,  and  10 
that  two  of  the  prior  tisers  alleged  by  the  Defendant?  were  jrroved.    Judgment 
was  given  for  the  Defendants  with  costs. 

Thomson  v.  American  Braided  Wire  Company  (6  R.P.C.  518)  distinguished. 

On  the  17th  July  1897  a  Patent  (No.  24,893  of  1896)  wan  granted  to  John  15 
Pullman  for  an  invention  of  "  Improvements  in  gaiters  or  coverings  for  the 
"  legs."    On  March  14th  1898  John  Pullman  assigned  these  Letters  Patent  to 
the  Plaintiffs. 

The   Provisional  Specification  (so  far  as  material  for  this  report)  was  as 
follows  : — "  My  invention  relates  to  the  gaiters  or  other  coverings  for  the  legs,  20 
u  used  by  soldiers,  sportsmen,  travellers,  and  others. 

"  In  certiin  classes  of  military  costume,  gaiters  are  used  covering  the  lower 
"  part  of  the  leg,  such  gaiters  being  made  of  leather,  cloth,  or  other  suitable 
"  material,  fitted  round  the  leg  and  buttoned  down  the  front  or  side.    In  other 
"  classes  of  such  costume,  especially  for  use  in  India,  what  is  known  as  the  25 
a  '  Puttie '  is  used,  which  consists  of  a  band  of  leather,  cloth,  or  other  suitable 
"  flexible  material,  of  sufficient  length  but  of  little  width,  which  is  wound 
"  round  the  leg,  beginning  from  below  at  the  ankle,  and  ending  below  the 
**  knee,  where  the  end  is  fastened  or  prevented  from  unwinding,  by  means  of 
44  strings  or  other  fastenings.    The  present  invention  consists  of  a  combination  30 
"  of  the  two  kinds  of  covering  described,  the  gaiter  being  first  fitted  upon  the 
"  leg  without  buckles   or   other  fastenings,  and  the  4  Puttie '  or  strip  being 
44  wound  round  it  in  the  way  already  described,  outside  the  gaiter,  and  being 
44  fastened  by  a  strap  and  buckle  or  other  equivalent  fastening  at  its  upper  end. 
44  In  order  to  put  my  invention  in  operation,  1  make  the  gaiter  of  leather,  cloth,  3! 
44  or  other  suitable  material,  of  such  shape  that  it  can  be  fitted  round  the  leg  of 
44  the  wearer,  the  two  edges  being  preferably  in  front  and  the  material  being  of 
44  such  size  that  one  of  such  edges  overlaps  the  other  for  a  sufficient  width  from 
44  top  to  bottom.     I  provide  a  sufficiently  long  strip  of  leather  cloth  or  other 
44  suitable  flexible  material,  and  of  the  desired  width,  one  end  of  which  is  40 
44  attached  to  or  forms  part  of  the  lower  edge  of  the  gaiter,  in  such  a  position 


Vol.  XVI II.,  No.  5.]     AND  TRADE  MARK  CASES.  117 

Stohivasser  &  Winter  v.  Humphreys  A  Crook. 

|  "  that  it  can  be  easily  and  quickly  wound  helically  round  the  leg  outside  the 

i  "  gaiter  from  the  bottom  to  the  top  of  the  latter."     .... 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  to  the 

"  gaiters  or  other  coverings  for  the  legs,  used  by  soldiers,  sportsmen,  travellers, 

5  "  and  others.     In  certain  classes  of  costume,  especially  for  military  purposes, 

"  gaiters  are  used  covering  the  lower  part  of  the  leg,  such  gaiters  being  made  of 

;  "  leather,  cloth,  or  other  suitable  material,  fitted  round  the  leg  and  buttoned 

|  u  down  the  front  or  side.    In  other  classes  of  such  costume,  especially  for  use 

|  •*  in  India  or  tropical  climates,  what  is  known  as  the  *  Puttie '  is  used,  which 

I  10  "  consists  of  a  band  of  leather,  cloth,  or  other  suitable  flexible  material,  of 

44  sufficient  length,  but  of  little  width,  which  is  wound  round  the  leg,  beginning 

I  "  from  below  at  the  ankle  where  it  is  fastened,  and  ending  below  the  knee, 

u  where  the  end  is  fastened  or  prevented  from  unwinding,  by  means  of  strings 

"  or  other  fastenings.    The  present  invention  consists  of  a  combination  of  the 

15  "  two  kinds  of  covering  described,  the  gaiter  being  first  fitted  upon  the  leg 

"  without  buttons  or  other  fastenings,  and  the  '  Puttie '  or  strip  being  wound 

u  round  it  in  the  way  described,  outside  the  gaiter,  and  being  fastened  by  a 

"  strap  and  buckle  or  other  equivalent  fastening  at  its  upper  end. 

"  The  accompanying  drawing  is  in  illustration  of  the  invention ;  Figure  1 

20  "  being  a  front  view  of  the  gaiter  upon  the  leg  ;  Figure  2  is  a  similar  view  with 

44  the  band  or  '  Puttie '  wound  upon  the  gaiter ;  Figure  3  is  a  similar  view 

"  with  a  somewhat  differently  shaped  band  ;  and  Figure  4  is  a  back  view  of 

"  Figure  3. 

"  In  order  to  put  my  invention  in  operation,  I  make  the  gaiter  a  of  leather, 

25  "  cloth,  or  other  suitable  material,  of  such  shape  that  it  can  be  fitted  round  the 

"  leg  of  the  wearer  (as  shown  in  Figure  1),  the  two  edges  being  preferably  in 

"  front  and  the  material  being  of  such  size  that  one  of  such  edges  overlaps  the 

"  other  for  a  sufficient  width  from  top  to  bottom,  as  shown  at  a1.    I  provide  a 

44  sufficiently  long  strip  &,  of  leather,  cloth,  or  other  suitable  flexible  material, 

30  "  and  of  the  desired  width,  one  end  of  which  is  attached  to  or  forms  part  of  the 

"  lower  edge  of  the  gaiter  at  bl>  in  such  a  position  that  it  can  be  easily  and 

"  quickly  wound  helically  round  the  leg  outside  the  gaiter  from  the  bottom 

44  to  the  top  of  the  latter.    The  strip  or  band  b  may  be  wound  with  any  desired 

"  degree  of  tightness,  and  it  will  be  seen  that  it  holds  the  overlapping  edge  a1 

35  "  of  the  gaiter  securely  and  firmly  down  upon  the  other  edge.    The  upper  edge 

"  of  the  band  is  secured  in  position,  so  that  it  cannot  become  unwound,  by 

"  means  of  a  strap  and  buckle  c  which  may  be  separate  or  may  be  attached  to  or 

"  form  part  of  the  band,  or  of  the  upper  edge  of  the  gaiter.    Or,  it  may  be 

"  fastened  by  other  equivalent  and  suitable  means.      The  band  b  which  is 

40  4<  wound  round  the  leg  outside  the  gaiter,  may  be  of  such  length  and  width 

41  that  its  edges  meet  each  other  and  entirely  cover  the  gaiter.    Or,  it  may  be  of 

44  greater  width,  as  shewn  in  Figure  2,  so  that  the  lower  edge  of  each  convolution 

I  •*  overlaps  the  upper  edge  of  the  next  lower  one.     Or,  the  band  b  may  be 

44  shorter  and  narrower  (as  shewn  in  Figures  3  and  4),  so  that  it  makea  a  less 

45  "  number  of  convolutions,  a  space  (which  may  be  of  any  desired  width)  being 

44  left  between  them,  through  which  the  gaiter  a  itself  is  visible.    Loops  rf,  or 

44  hooks,  or  other  attachments  may  be  fixed  upon  the  gaiter  (preferably  at  the 

"  back  as  shewn  in  Figure  4)  through  or  over  which  the  band  b  is  passed,  to 

"  support  the  several  convolutions,  especially  when  the  forms  la>t  described  are 

50  "  used.    The  lower  part  of  the  gaiter  a,  or  the  whole  of  it,  may  be  lined  with 

44  cloth,  or  other  waterproof  or  other  material.    The  band  b  itself  may  be 

44  similarly  lined  ;  and  both  the  gaiter  a  and  the  band  b  may  be  finished  at  their 

I  "  edges,  and  otherwise  ornamented,  in  any  way  that  may  be  desired. 

44  The  gaiter  described  is  adjustable  to  any  size  of  leg,  the  amount  of  overlap 

55  "  of  the  edge  at  a1  being  greater  or  less  accordingly.    It  may  have  a  slit  or  deep 

•4  notch  cut  in  its  upper  edge  at  the  back  at  e,  so  as  to  facilitate  its  fitting.    The 

"  upper  edge  of  the  gaiter  may  be  provided  with  a  strap  and  buckle,  as  well  as 
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a  separate  buckle  for  the  end  of  the  strap.  By  my  invention  a  very  simple 
and  effective  covering  for  the  legs  is  obtained,  which  is  durable,  very  easily 
put  on  and  off,  and  not  likely  to  shift  its  position  when  adjusted,  and  readily 
adaptable  to  different  sized  legs. 

"  The  details  of  manufacture,  material,  and  arrangement  may  be  varied  and- 
modified  more  or  less  as  may  be  found  desirable,  my  invention  consisting 
substantially  of  a  gaiter  one  vertical  edge  of  which  overlaps  the  other  in 
combination  with  a  *  puttie  '  or  band  which  is  wound  round  the  leg  outside 
the  gaiter  and  is  fastened  at  or  near  the  upper  edge  of  the  latter. 
"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
what  I  claim  is  : — The  combination  of  a  gaiter  a,  one  vertical  edge  of  which 
overlaps  the  other  with  a  band  or  '  puttie '  b  which  is  wound  round  the  leg 
outside  the  gaiter  a,  and  is  fastened  at  or  near  the  upper  edge  of  the  latter, 
substantially  as  described  and  illustrated." 


10 


15 


FIC.I. 


FIC.2 


On  the  29th  of  March  1900  the  Plaintiffs  commenced  an  action  for  infringe- 
ment against  Humphreys  &  Crook,  claiming  the  usual  relief. 

The  Particulars  of  Breaches  alleged  a  sale  of  a  pair  of  leggings  constructed  in 
accordance  with  the  Plaintiffs'  Patent  to  Charles  Henry  Watson,  of  76,  Dean 
Street,  Soho,  on  the  22nd  of  March  1900.  20 

The  Defendants  by  their  Defence  (1)  did  not  admit  that  the  Plaintiffs  were 
the  registered  proprietors  of  the  Patent ;  (2)  or  that  they  had  infringed ;  and 
(3)  alleged  the  invalidity  of  the  Plaintiffs'  Patent. 

The  Particulars  of  Objections  were  as  follows  : — "  (1)  The  said  John  Pullman 
"  was  not  the  first  and  true  inventor.     (2)  The  invention  was  not  new.    (3)  The  25 
"  invention  consisted  merely  of  the  application  to  gaiters  of  matters  of  common 
"  knowledge,  and  involved  no  invention  or  discovery,  and  was  not  the  proper 
"  subject-matter  of  Letters  Patent.     (4)  The  invention  had  been  previously 
"  published  within  the  realm  by  the  manufacture,  sale,  use,  and  exhibition  of 
"  articles  or  patterns    of  articles  made  according  to  the  invention   by   the  30 
"  following  persons  : — By  George  Rogers*  the  elder,  at  5,  Savile  Place,  in  the 
"  county  of  London,  in  the  year  1877  ;  by  George  Henry  Harris,  at  418,  Strand, 
"  W.C.,  in  or  about  the  year  1888  ;  by  George  Rogers,  the  younger,  at  5,  Savile 
"  Place,  in  the  year  1894  ;  by  Messrs.  Field  &  Co.,  at  68,  Piccadilly,  W.,  in  the 
"  year  1895  ;  by  Frederick  Dennant,  at  20,  Great  Pulteney  Street,  in  the  county  ;  5 
"  of  London,  in  the  year  1895.     (5)  The  invention  had  been  anticipated  in  the 


Vol.  XVIII.,  No.  5.]     AND  TRADE  MARK  OASES.  119 

Stohwasser  A  Winter  v.  Humphreys  &  Crook. 


"  following  Specifications  i—Hibling  (No.  164  of  1861) ;    Garter  (No.  558  of 
"  1861)  ;  Fernandez  (No.  63  of  1891) ;  and  Southall  (No.  600  of  1893)." 

Prior  to  the  commencement  of  this  action,  viz.,  on  the  2-^th  of  January  1899, 
the  Plaintiffs  had  brought  an  action  against  Frederick  Dennant  for  infringement 
5  of  this  Patent.  In  that  action  the  Defendant,  besides  not  admitting  the  Plaintiffs' 
title  or  infringement,  set  up  the  invalidity  of  the  Patent  on  the  ground  of  want 
of  novelty  and  subject-matter,  and  alleged  prior  user  by  the  Defendant  at  his 
place  of  business  in  the  year  1851,  by  Messrs.  Field  &  Co.,  at  68,  Piccadilly,  in 
the  year  1895;  and  by  the  Defendant  at  his  place  of  business  in  the  year  1895 
10  and  subsequent  years.  When  the  action  against  Dennant  came  on  for  trial  on 
the  19th  of  December  1899  the  Defendant  did  not  appear,  and  submitted  to  an 
injunction. 

This  action  now  came  on  for  trial. 

Moulton*  Q.C.,  Bousjield,  Q.C.,  and  .4.  J.   Walter  (instructed  by  John  G. 
15  Shearman)  appeared  for  the  Plaintiffs  ;  T.  Terrell,  Q.C.,  and  Clavell  Salter 
(instructed  by  F.  W.  Lang  ton)  appeared  for  the  Defendants. 

Bousfield,  Q.C. — This  is  an  action  for  infringement  of  a  Patent  relating  to  a 

well-known  article  called  a  "  puttie  legging."    This  particular  pattern  of  legging 

has  been  very  widely  adopted,  and  is  now  the  regulation  legging  for  officers  in 

20  tne  army.     It  has  great  advantages  in  manufacture,  convenience,  and  utility,  in 

that  it  makes  a  perfect  fit  to  the  leg  when  the  strap  is  drawn  tight ;   the  puttie 

part  of  it  has  the  effect  of  supporting  the  calf  of  the  leg,  and  it  dispenses  with 

the  ordinary  fastenings.    On  account  of  its  convenience  the  legging  has  rapidly 

made  its  way,  and  since  1896,  the  date  of  the  Patent,  some  50,000  have  been 

25  sold.    The  defence  of  non-infringement  does  not  exist,  as  the  Defendants  have 

made  an  exact  copy.    The  real  defence  here  is  invalidity.    A  simple  invention 

is  invariably  attacked  on  the  ground  of  want  of  subject-matter,  for  its  very 

simplicity  conceals  the  amount  of  invention  required  to  produce  it.    The  prior 

Specifications  pleaded  all  refer  to  boots  with  straps  like  skate  straps.    Then  it 

30  is  said  that  certain  private  individuals  made  one  or  two  of  these  leggings  prior 

to  the  date  of  the  Patent.    Dennant  will  be  chiefly  relied  on  by  the  Defendants 

as  having  made  these  leggings  before  our  Patent.    We  brought  an  action  against 

DennanU  who  set  up  prior  user  by  himself.      When  the  action  came  on 

Dennant  did   not  appear,  judgment  went  against  him  by  default,  and  he 

35  submitted  to  an  injunction.     [T.  Terrell,  Q.C. — I  do  not  know  what  that  has  to 

do  with  me ;  but  if  you  say  that  Dennant  consented  to  an  injunction  after 

having  this  in  his  possession,  I  am  going  to  say  that  Dennant  was  paid  to 

consent  to  an  injunction.]     My  friend  may  say  what  he  likes.     We  know  all 

about  Dennant,  who  is  now  dead.    As  to  subject-matter,  I  refer  to  Thomson  v. 

40  American  Braided  Wire  Company  (6  R.P.C.  518),  which  shows  the  line  of 

demarcation.     [BlGHAM,  J. — Is  it  the  real  test  that  it  must  be  the  subject  of 

thought?]      Yes.      The  combination  must  be   new  and   useful  and  require 

invention  ;  but  a  very  little  invention  will  be  sufficient.    In  Wood  v.  Raphael 

(14  R.P.C.  730),  it  was  held  there  was  no  invention,  as  the  elements  performed 

45  no  new  function  in  combination.     In  the  present  case,  straps  are  old  and  have 

been  applied  to  boots  for  the  purpose  of  fastening  them.    But  here  the  strap  is 

not  merely  discharging  its  old  function  of  fastening,  because  you  can  dispense 

with  the  old  fastenings  that  were  there  before  and  the  strap  itself  makes  a 

thing  self-fitting,  and  dispenses  with  all  other  kinds  of  fittings.     In  addition,  it 

50  is  extremely  easy  to  adapt,  and  supports  the  calf  of  the  leg.    The  test  in, — 

is  this  an  obvious  combination  ?     Is  this  so  obvious  as  to  occur  to  anybody 

who  wanted   to    make  a  legging  self-fitting,  simple,  not   likely  to  get  out  of 

order,  and  not  wanting  other  things  to    help,  such  as  a  button  hook,  to  put 

it  on  ? 

55      The  following  witnesses  were  called  for  the  Plaintiffs  :— 

George  Croydon  Marks,  who  stated  that  the  invention  was  the  combination 
of  a  covering  without  the  usual  fastenings  with  a  spiral  band.    [He  gave 


120  REPORTS  OF  PATENT,  DESIGN,  [Mar.  6, 1901. 

Stohwasser  &  Winter  v.  Humphreys  <fc  Crook. 

evidence  as  to  infringement.]  \T.  Terrell,  Q.C. — Infringement  is  admitted.] 
None  of  the  prior  Specifications  anticipated  the  invention  ;  but  if  the  gaiters 
produced  and  marked  G.C.M.  1  were  made  before  the  Patent  there  was  no 
invention  in  the  latter. 

Jeremiah  John  Denny,  boot  and  legging  maker,  proved  the  utility  of  the  5 
Plaintiffs'  leggings,  and  stated  that  he  had  never  seen  them  before  1897,  when 
they  were  adopted  for  the  Army. 

Lieutenant  James  Gourlay,  Army  Service  Corps,  also  proved  utility. 

The  following  witnesses  gave  evidence  for  the  Defendants  as  to  the  anticipation 
by  Frederick  Dennant  in  1895  (G.C.M.  1)  :—  10 

Mrs.  Emma  Dennant  stated  that  she  lived  at  20,  Great  Pulteney  Street ;  was 
a  gaiter  maker,  and  widow  of  Frederick  Dennant  Before  June  1895  her 
husband  got  an  order  for  gaiters  for  Mr.  Field,  of  Piccadilly.  They  were 
living  in  East  Street,  Marylebone,  at  the  time,  and  she  worked  on  these 
gaiters  (G.C.M.  1)  herself,  which  were  in  the  same  condition  now  as  when  15 
they  left  her  hands.  Field  rejected  them  as  not  being  of  the  right  material, 
and  her  husband  sold  them  to  a  tailor  named  Haekler  in  Connaught  Street. 
[A  written  statement  of  Dennant  was  put  to  her,  wherein  he  said  that  he  had 
never  made  leggings  with  a  winding  strap  till  after  he  had  seen  the  Plaintiffs* ; 
that  he  had  never  made  or  exhibited  such  leggings  in  1851  or  1895,  but  that  he  20 
made  the  pair  G.C.M.  1  on  the  15th  October  1898  for  Haekler.  Dennant  had 
also  made  a  statutory  declaration  dated  August  14th  1899  verifying  the  above 
statement.]  Cross-examined. — She  still  adhered  to  her  statement  that  the 
gaiters  G.C.M.  1  were  made  in  East  Street,  and  that  they  were  not  made  for 
Haekler,  but  were  sold  to  him.  They  bought  their  canvas  from  White,  25 
Ridley  A  Co.  for  many  years.  The  canvas  for  G.C.M.  1  was  bought  there. 
She  saw  the  letter  from  Field  ordering  the  gaiters  G.C.M.  1 ;  it  had  a 
design  drawn  on  it  and  came  from  India  or  Egypt ;  the  design  was  of  a 
puttie  legging  such  as  they  were  wearing  in  India.  They  made  others  of  the 
6ame  pattern,  but  she  could  not  remember  what  houses  they  were  made  for  30 
except  Field.  Re-examined. — I  remember  the  action  brought  against  my 
huslrand.  He  told  me  he  was  offered  money  to  let  it  drop.  I  had  5/.  of  the 
first  50/.  and  21.  of  the  second  50/.  I  saw  a  lot  of  sovereigns  in  his 
possession. 

Rudolf  Haekler,  tailor,  of  20,  Connaught  Street,  W.,  stated  that  he  bought  the  35 
gaiters  G.C.M.  1  of  Dennant  on  the  14th  of  May  1895.  He  bought  them  for 
his  own  use,  as  he  intended  to  go  to  Switzerland  with  his  daughter  that  year. 
His  daughter  died  on  the  24th  of  September  1895,  and  he  did  not  go.  The 
gaiters  (G.C.M.  I)  had  been  kept  in  a  drawer  ever  since.  If  Dennant  said  he 
made  G.C.M.  1  in  October  1898  it  is  untrue.  Dennant  told  him  that  he  had  40 
been  offered  100/.  to  be  quiet. 

Alfreda  Dennant  corroborated  her  mother,  Mrs.  Emma  Dennant,  as  to  the 
making  of  the  pair  of  gaiters  G.C.M.  1  in  1895  and  the  sale  of  them  to  Haekler. 
She  also  stated  that  she  remembered  a  man  called  Nutticomb,  who  was  employed 
by  the  Plaintiffs,  often  coming  to  see  her  father,  Frederick  Dennant,  when  45 
the  action  was  being  brought  against  him.  In  August  1899  she  saw  her  father 
at  Boulogne  ;  although  business  was  bad  at  the  time  and  he  was  in  arrear  with 
his  rent  he  had  a  bag  full  of  gold  with  him.  Her  father  told  her  that  he  had 
signed  a  paper  and  had  been  given  money  to  drop  the  case. 

William  Miles  stated  that  he  saw  Dennant  with  a  good  deal  of  money  early  50 
in  August  1899,  and  again  in  the  beginning  of  December  1899. 

Mrs.  Ada  Collings  gave  similar  evidence. 

Thomas  Barnett,  managing  clerk  of  Messrs.  Thompson,  Brooks,  and  Danby, 
the  solicitors  who  acted  for  Dennant  in  the  action  Stohwasser  v.  Dennant 
stated  that  Dennant  had  told  him  on  the  1st  of  August  1899  that  Nutticomb  55 
had  offered  him  100/.  if  he  would  sign  a  statement  that  the  gaiters  G.C.M.  1 
were  made  in  1898  and  not  in  1895.    His  firm  prepared  for  trial,  as  they  did 
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not  know  that  Dennant  had  consented  to  an  injunction,  but  before  the  trial 
came  on  their  retainer  was  withdrawn  by  Dennant. 

The  Plaintiffs  then  called  the  following  rebutting  evidence  : — 
G.  B.  Winter,  one  of  the  Plaintiffs,  said  he  was  convinced  that  G.C.M.  1  was 
5  a  fraud,  as  it  was  a  Chinese  copy  of  their  leggings.  His  firm  decided  to  make 
enquiries  as  to  the  genuineness  of  G.C.M.  1,  and  he  promised  Nutticomb  50/.  if 
he  could  prove  that  it  was  not  made  in  1895.  The  money  was  paid  to  him  on 
the  day  that  Dennant  signed  the  statement— on  the  14th  of  August  1899. 
Dennant  made  the  statement  to  witness,  who  wrote  it  down,  and  Dennant 

10  signed  it.  The  latter  with  Nutticomb  and  Knox  went  to  a  commissioner's 
office  and  Dennant  made  the  declaration.  He  did  not  pay  Dennant  anything, 
and  toid  Nutticomb  not  to  do  so. 

R.  H.  Worrell,  who  was  employed  by  Field  from  1890  to  1896,  had  never 
seen  anything  like  G.C.M.  1  in  1895. 

15  Tlxomas  Nutticomb  stated  that  at  first  Dennant  told  him  that  G.C.M.  1  were 
made  in  1895,  and  he  took  a  piece  of  the  canvas  he  had  made  them  from  out  of 
a  box  and  gave  it  to  witness.  He  told  witness  he  had  bought  it  at  Ridleys\  in 
Newgate  Street,  and  Ridleys  informed  witness  that  it  was  not  more  than  two 
years  old.     [The  piece  of  canvas  and  G.C.M.  1  were  compared  by  a  counting 

20  glass.  Bvusfield,  Q.C. — They  are  obviously  different.]  On  the  14th  of  August 
1899,  witness  and  Dennant  went  to  Winter's,  and  Dennant  said  he  had  stated 
he  made  G.C.M.  1  in  1895,  but  he  really  made  them  in  1898.  Dennant 
afterwards  made  the  declaration.  His  instructions  were  to  pay  Dennant 
nothing.    He  got  50/.  from  Winter  on  the  14th  of  August  and  lent  Dennant 

25  10/.  on  the  evening  of  the  same  day,  as  the  latter  said  he  was  in  difficulties. 
Witness  never  asked  for  the  10/.  back. 

John  G.  Shearman,  solicitor  for  the  Plaintiffs,  stated  that  on  the  14th  of 
August  Winter  showed  him  the  statement  he  took  down  from  Dennant,  and 
witness  dictated  a  form  of  declaration  for  Dennant  to  make,  which    Winter 

30  wrote  down.  On  the  12th  and  14th  of  August,  Dennant  told  witness  that  he 
had  withdrawn  his  solicitors'  instructions,  and  on  the  2nd  of  December  he 
signed  the  consent  to  the  injunction. 

William  Skone  stated  that  Dennant  had  told  him  that  he  had  got  money 
from  Stohwasser  and  that  he  had  never  made  the  first  leggings  in  question. 

35  —  Knox  corroborated  the  account  of  the  interview  with  Dennant  on  the 
14th  of  August  given  by  Winter  and  Nutticomb. 

The  Defendants  then  called  the  following  evidence  as  to  the  prior  users  by 
George  Rogers,  the  elder,  in  1877,  and  George  Rogers,  the  younger,  in  1894  :— 
George  Rogers,  jun.,  bootmaker,  of  5,  Savile  Place,  stated  that  he  had  been  in 

40  the  navy,  and  had  seen  gaiters  like  the  Plaintiffs'  in  Bombay.  In  1877  he  saw 
a  pair  of  putties  in  his  father's  window.  They  were  leggings,  made  of  russian 
leather,  shaped  to  the  calf  of  the  leg,  with  a  strap  stitched  on  at  the  bottom, 
passed  round  the  ankle,  through  two  loops,  and  buckled  at  the  top.  They  were 
made  for  a  Colonel  Hill,  who  was  now  dead.    In  1894  witness  got  an  order 

45  from  General  Sir  William  Lockhart ;  the  order  was  in  Sir  William's  hand- 
writing, and  he  also  made  a  sketch  in  the  order  book,  which  is  dated  on  the 
outside  "  1894-1896."  He  made  the  leggings  for  Sir  William.  They  were 
exactly  like  those  made  for  Colonel  Hill.  Sir  William's  address  was  in 
Victoria  Street.    The  date  of  this  order  would  be  about  March  1894. 

50       The  Plaintiffs  then  called  the  following  rebutting  evidence  : — 

Mr.  Shearman,  recalled,  stated  that  he  had  made  enquiries  of  Rogers,  but  the 
latter  said  he  knew  of  no  prior  user. 

[The  Plaintiffs,  Winter  and  Stohwasser,  were  called,  and  produced  their 
books  showing  payments  to  Nutticomb  and  Nelson.] 

5*»  Colonel  Ottley,  late  Royal  Engineers,  stated  that  he  was  Engineer-in-Chief 
under  Sir  William  Lockhart  in  the  Tirah  campaign  in  October  1897.  He  first 
saw  puttie  leggings  at  Simla  in  June  or  July  1897. 

If 
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—  Edwards,  patent  agent,  stated  that  the   Plaintiffs*  invention  had  been 
patented  in  India,  where  all  inventions  are  submitted  to  a  Government  expert. 

—  Quick  said  he  was  hall-porter  at  Members'  Mansions,  Victoria  Street.  The 
last  time  Sir  William  Lockhart  resided  there  was  in  1890. 

Colonel  A.  R.  Martin,  Assistant  Adjutant-General  in  India  under  Sir  5 
William  Lockhart  from  1892  to  1895.  He  saw  Sir  William  daily  during  that 
time,  and  was  chief  staff  officer  under  him  in  the  Waziristan  expedition, 
1894-1895.  He  never  saw  him  wearing  leggings  like  the  Plaintiffs',  which 
witness  never  saw  before  1898.  The  writing  in  Rogers1  book  was  Sir 
William's.  10 

Colonel  Tlwmas  Lee,  director  Remount  Department,  and  had  been  36  years 
in  India  up  to  June  1898.    He  never  saw  a  puttie  legging  in  India. 

Douglas  Aldridge,  secretary  of  the  Westminster  Trust.  He  entered  the 
names  of  tenants  at  Members'  Mansions  in  a  book.  The  last  entry  of  Sir 
William  Lockhart  was  1890.  15 

The  Defendants  called  the  following  witnesses  in  reply  : — 

—  Stradwick,  cashier  at  H.  S.  King  A  Go. ;  Sir  William  Lockhart  banked 
with  his  firm.  He  was  at  Members'  Mansions  from  the  10th  to  the  17th  of 
April  1894,  and  from  the  7th  of  May  to  the  18th  of  June  in  same  year. 

A.  H.  Coombs,  bootmaker.     He  knew  Dennant,  who  wanted  him  to  cash  a  20 
cheque  for  him. 

BlGHAM,  J. — These  are  the  questions — Subject-matter  ;  Dennant's  prior  user 
and  Rogers'  prior  user. 

T.  Terrell,  Q.C. — Here  the  invention  is  for  applying  to  old  leggings  an  old 
method  of  fastening.  There  is  no  invention  in  the  combination  here  if  the  25 
two  together  only  perform  the  functions  of  each  {Romer,  J.,  in  Wood  v. 
Raphael,  13  R.P.C.  730,  and  Lindley,  L.J.,  in  C.A.  14  R.P.C.,  496).  There 
must  be  a  substantial  exercise  of  the  inventive  faculty  or  there  is  no  subject- 
matter.  In  Figure  3  of  Carter  (No.  558  of  1861)  he  fastens  the  strap  to  the 
welt  and  carries  the  strap  through  loops  and  then  fastens  the  strap  in  front.  30 
In  Hilling  (No.  164  of  1861)  there  is  a  legging  with  overlapping  edges  and  a 
fastening  which  allows  of  adjustment.  In  face  of  these  and  Fernandez's 
Specification  (No.  63  of  1891)  there  is  no  invention  by  Pullman.  There  is 
here  no  new  manufacture  {Dredge  v.  Parnell,  16  R.P.C.  625).  Utility  by"itself 
is  no  evidence  of  invention  (Elias  v.  Orovesend  Tinplate  Company,  7  R.P.C.  35 
455).  As  to  Dennant's  anticipation,  I  submit  it  is  proved  unless  your  Lordship 
disbelieves  Mrs.  and  Miss  Dennant  and  Haekler.  With  regard  to  Rogers,  he  is 
corroborated  when  tested,  and  the  entry  in  his  order  book  is  proved  to  be  in 
Sir  William  LockharVs  handwriting. 

Moulton,  Q.C,  for  the  Plaintiffs. — The  test  .of  invention  is  non-obviousness.  40 
In  a  combination  of  two  old  things  making  a  new  article  the  test  is  :  Was  the 
result  new  and  was  it  obvious  ?    Here  we  have  an  article  of  immense  utility, 
and  there  is  no  stronger  evidence  that  it  was  not  obvious  than  that  those  who 
wanted  it  did  not  think  of  it.     The  alleged  anticipations  merely  show  the 
efforts  of  unsuccessful  people  in  this  direction.     Here  we  have  a  new  combination  45 
producing  a  useful  result  (Vickers  v.  Siddell,  7  R.P.C.  292).    Hilling  did  not 
get  the  Plaintiffs'  result ;  he  used  a  set  screw.    Carter  had  a  lace  back  and 
front  arrangement,  and  the  strap  did  not  go  round  the  ankle.    In  a  case  like 
this  evidence  of  prior  user  is  almost  impossible  to  contradict,  as  these  articles 
can  be  made  obscurely  and  without  plant  or  difficulty.    The  order  in  Rogers'  50 
book  contradicts  an  order  for  our  leggings  ;  for  it  says  "  Indian  putties,"  and 
nobody   who  had   been   in   India  would  have  called  them  puttie  leggings. 
44  Puttie  "  means  a  bandage.     The  drawing  in  the  order  book  adds  nothing  to 
the  credibility  of  Rogers.    He  thought  it  necessary  to  draw  it  to  support  his 
case  ;  for  the  man  who  could  say  that  a  puttie  meant  our  new  legging  would  55 
be  capable  of  making  the  sketch.    If  Rogers  were  impartial,  he  would  have  told 
Shearman  of  his  prior  user,  as  SJiearman  was  a  customer.    [BlGHAM,  J. — Do 
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you  suggest  that  the  drawing  has  been  invented  since  his  interview  with 
Shearman  ?]  Yes,  or  else  he  would  have  told  Sliearman.  Rogers'  mysterious 
and  causeless  behaviour  is  not  to  be  believed.  Coming  to  DennanVs  case, 
Demiant  hit  on  the  same  tale  of  anticipation  by  a  sketch,  and  this  suggested 
5  his  story  to  Rogers.  Dennant  thought  people  were  using  him,  and  so  he  came 
to  Sliearman  and  said  he  wanted  to  confess.  [BiGHAM,  J. — I  am  disposed  to 
reject  the  whole  of  DennanVs  evidence.]  Dennant  got  a  loan  of  KM.,  which 
was  practically  a  gift ;  but  when  he  said  he  was  being  offered  large  sums  by  us 
he  was  saying  what  was  untrue.     Mrs.  Dennant  proves  little.     She  went  to  live 

10  in  Pulteney  Street  in  September  1895.  The  Particulars  of  Objections  say  that  the 
gaiters  G.C.M.  1  were  made  in  Pulteney  Street.  The  alteration  from  Pulteney 
Street  to  East  Street  is  vital.  [T.  Terrell,  Q.C.— I  will  call  Mr.  Lang  ton 
to  explain  the  mistake.]  [Mr.  Langton  was  called  and  said  the  mistake 
was  his ;  he  had  several   interviews  with   Mrs.  Dennant  at  Great  Pulteney 

15  Street,  and  he  never  knew  she  had  previously  lived  in  East  Street.]  It 
is  incredible  that  the  Dennants  did  not  tell  Mr.  Langton  if  they  really 
meant  East  Street.  When  Hackler  came  on  the  scene  it  was  necessary 
to  put  it  back  to  East  Street.  Mrs.  Dennant' s  evidence  is  consistent 
with    G.C.M.    1    being    made    in    Pulteney   Street ;    so    the   only   thing    on 

20  which  the  Dennants  rely  to  fix  the  date  is  that  which  contradicts  the 
Particulars  of  Objections.  Dennant  could  only  cite  Field's  anticipation,  and 
he  would  have  known  had  there  been  others.  Field  is  dead  and  cannot  be 
traced.  If  the  Dennants*  story  is  true,  Field  or  some  other  house  would  have 
possessed  our  convenient  design,  whereas  nobody  has  been  called  who  has  seen 

25  these  things  in  England.  Haekler's  evidence  is  remarkable  because  he  puts  the 
anticipation  back  to  1895,  and  the  interval  is  bridged  over  by  his  story  of 
keeping  G.C.M.  1  in  a  drawer  for  three  years.  For  this  story  there  is  no 
corroboration.  The  story  told  by  the  Dennants  and  by  our  witnesses  is 
consistent  with  the  theory  that  theirs  was  derived  from  ours.    The  long  straps 

80  of  G.C.M.  1  are  new,  and  there  is  nothing  to  fix  the  date  except  Haekler's 
memory.  He  stated  the  date  1895  because  he  wanted  to  go  abroad  with  his 
daughter  then  ;  and  Mrs.  and  Miss  Dennant  think  of  the  same  date  because 
they  were  living  at  East  Street  at  that  time. 

BiGHAM,  J. — This  is  an  action  brought  by  the  Plaintiffs  for  an  injunction  to 

35  restrain  the  Defendants  from  manufacturing  and  selling  gaiters  constructed  in 
infringement  of  the  Plaintiffs'  Letters  Patent  (No.  24,893  of  1896),  and  it  is 
admitted  that,  subject  to  the  question  as  to  the  validity  of  the  Patent  and  the 
question  as  to  anticipation,  the  things  manufactured  by  the  Defendants  are,  in 
fact,  an  infringement  of  the  Patent. 

40  The  Plaintiffs  derive  their  title  to  the  Letters  Patent  from  one  John  Pullman, 
who,  in  November  1896,  filed  a  Provisional  Specification.  That  Provisional 
Specification  declares  the  nature  of  the  invention  to  be  as  follows : — "  My 
"  invention  relates  to  gaiters  or  other  coverings  for  the  legs  used  by  soldiers, 
"  sportsmen,  travellers,  and  others."    The  Provisional  Specification  then  goes 

45  on  to  state  :  "  In  certain  classes  of  military  costume  gaiters  are  used  covering 
"  the  lower  part  of  the  leg,  such  gaiters  being  made  of  leather,  cloth,  or  other 
"  suitable  material,  fitted  round  the  leg  and  buttoned  down  the  front  or  side. 
"  In  other  classes  of  such  costume,  especially  for.  use  in  India,  what  is  known 
"  as  the  '  puttie  *  is  used,  which  consists  of  a  band  of  leather,  cloth,  or  other 

50  "  suitable  flexible  material,  of  sufficient  length  but  of  little  width,  which  is  wound 
"  round  the  leg."  The  Provisional  Specification  then  goes  on  to  say :  "  The 
**  present  invention  consists  of  a  combination  of  the  two  kinds  of  covering 
"  described,  the  gaiter  being  first  fitted  upon  the  leg  without  buckles  or  other 
"  fastenings,  and  the  *  puttie  '  or  strip  being  wound  round  it  in  the  way  already 

55  "  described,  outside  the  gaiter,  and  being  fastened  by  a  strap  and  buckle  or 
"  other  equivalent  fastening  at  its  upper  end."  The  Complete  Specification, 
which  is  dated  the  17th  of  June  1897,  after  describing  the  gaiter,  states  that  by 
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his  invention  the  Patentee  obtains  "  a  very  simple  and  effective  covering  for 
"  the  legs,  which  is  durable,  very  easily  put  on  and  off,  and  not  likely  to  shift  its 
"  position  when  adjusted,  and  readily  adaptable  to  different  sized  legs."  Then 
what  the  Patentee  claims  is :  "  The  combination  of  a  gaiter  "  (a  drawing  of 
which  appears  in  the  drawings  annexed  to  the  Specification)  "  one  vertical  edge  5 
"  of  which  overlaps  the  other,  with  a  band  or  4  puttie  '  which  is  wound  round 
"  the  leg  outside  the  gaiter  and  is  fastened  at  or  near  the  upper  edge  of  the 
44  latter,  substantially  as  described  and  illustrated ."  That  is  the  nature  of  the 
alleged  invention  and  that  is  the  thing  tbat  has  been  patented.  I  have  read  the 
nature  of  the  claim  which  Mr.  Pullman,  the  original  Patentee,  from  whom  the  10 
Plaintiffs  derive  their  title,  made. 

The  first  question  in  the  case  is  whether  the  subject-matter  of  this  Patent  is 
new,  is  useful,  and  is  the  result  of  such  invention  as  would  justify  the  grant 
relied  on  by  the  Plaintiffs.  That  the  gaiter  was,  at  the  time  of  the  grant,  new, 
in  the  sense  that  it  had  not  been  previously  commonly  used,  I  have  no  doubt ;  15 
nor  have  I  any  doubt  that  it  wasiiseful.  Its  advantages  are  well  described  in 
the  Specification,  and  the  large  sale  which  it  has  obtained  is  itself  strong 
evidence  of  its  usefulness ;  but  I  have  great  difficulty  in  finding  in  this  article 
anything  which  can  properly  be  called  invention.  A  strap  or  other  band  to 
fasten  or  adapt  an  article  of  clothing  to  a  part  of  the  body  has  been,  from  all  20 
time,  in  common  use,  and  to  apply  such  a  thing  to  a  gaiter  to  hold  the  gaiter  in 
position  does  not  seem  to  me  to  involve  any  substantial  invention  at  all.  Nor 
does  the  fact  that  the  strap  is  made  adjustable,  so  that  it  can  be  let  out  or  drawn 
in  at  the  will  of  the  wearer,  appear  to  make  any  difference.  This  is  to  do 
nothing  more  than  to  use  the  strap  as  a  strap  is  commonly  used.  It  is  25 
impossible  for  me  to  obtain  assistance  in  the  consideration  of  this  part  of  the 
case  from  the  innumerable  decisions  to  be  found  in  the  reports  upon  the 
question  of  what  is  or  is  not  sufficient  invention  to  justify  the  grant  of  a  Patent. 
I  must  use  my  own  judgment  on  the  matter,  and,  using  my  judgment  as  best  I 
can,  I  come  to  the  conclusion  that,  as  a  matter  of  fact,  there  is  here  no  such  30 
evidence  of  invention  as  to -make  the  combination  of  strap  and  gaiter  the 
subject-matter  of  a  valid  Patent.  I  was  pressed  a  good  deal  during  the 
argument  with  the  decision  of  the  House  of  Lords  in  the  case  of  the  American 
Braided  Wire  Company  v.  Thomson,  and  especially  with  the  dictum,  or 
judgment  rather,  of  Lord  Herschell  in  that  case.  In  his  judgment  Lord  35 
HerscJtell  said  :  **  If  the  demand  of  the  public  for  a  particular  article  of  dress 
"  be  better  met  by  a  new  combination  than  it  has  been  by  articles  previously 
44  in  use,  and  if  this  new  combination,  though  its  component  parts  be  not  new, 
44  required  some  exercise  of  the  inventive  faculty  to  produce  it,  I  think  it  can 
44  be  protected  by  a  Patent,  though  it  may  be  impossible  to  say  that  the  40 
44  invention  is  important  or  necessary  for  the  public  good."  Now  that  case 
went  as  far,  I  think,  as  any  case  that  had  gone  before  it,  or  has  been  decided 
since,  and  if  it  be  necessary  that  I  should  distinguish  that  case  from  the  present 
case,  I  do  distinguish  it  by  saying  that  in  my  opinion  the  gaiter,  the  subject- 
matter  of  the  present  Patent,  required  no  exercise  of  the  inventive  faculty  to  45 
produce  it,  and  in  that  way,  on  a  matter  of  fact,  I  distinguish  this  case  from  the 
American  Braided  Wire  Company  v.  Thomson.  But,  as  I  said  before,  I  do 
not  think  that  other  cases  assist  very  much  in  determining  the  question  in 
this  action.  The  question  must  be  oue  depending  upon  the  circumstances 
of  each  particular  case,  and  the  Judge  must  use  his  judgment  to  the  best  of  his  50 
ability  with  regard  to  the  facts  of  the  case  with  which  he  has  to  deal,  and  I 
repeat  that,  using  my  judgment  as  best  I  can  upon  the  question  of  subject- 
matter,  I  come  to  the  conclusion  that  there  is  here  no  subject-matter  for  the 
grant  of  Letters  Patent. 

This  finding  disposes  of  the  case ;  but  I  think  it  desirable  to  deal  with  the  55 
two  cases  of  anticipation  put  forward  by  the  Defendants.    The  first  of  these 
cases  is  Dennanfs  case.    Now,  I  have  before  me  the  evidence  of  two  women — 


Vol.  XVIIL,  No.  5.]     AND  TRADE  MARK  CASES.  125 

Stohwasser  &  Winter  v.  Humphreys  &  Crook. 

Mrs.  Dennant,  the  widow  of  a  man  named  Dennant,  whose  business  it  was  at 
one  time  to  make  gaiters,  and  the  evidence  of  Miss  Dennant,  the  daughter, 
and  these  two  witnesses  depose  to  having  seen  Dennant,  who  died  in 
December  of  1899,  make  a  pair  of  gaiters,  which,  if  they  were  made  before  the 
5  Patent  relied  on  was  taken  out,  are  admittedly  an  anticii>ation  of  that  Patent. 
One  of  these  two  women — the  mother — saj  s  that  she  assisted  in  the  making  of  the 
gaiters  in  question,  and  the  very  things  have  been  produced  before  me  ;  and  the 
daughter  says  that  she  saw  her  father  engaged  upon  the  making  of  the  particular 
pair  of  gaiters.    She  says  that  she  remembers  the  circumstances  under  which  they 

10  were  made ;  she  states  that  she  remembers  that  the  strap  attached  to  those 
gaiters  was  made  by  the  deceased  man,  in  the  first  instance,  too  short,  and  that 
he  had  to  remedy  that  difficulty  by  adding  a  piece  to  the  strap  on  each  leg. 
The  mother  says  that  she  recognizes  in  the  piece  of  leather  on  which  the 
buckle  is  attached  her  own  handiwork,  and  both  mother  and  daughter  declare 

15  that  these  things  were  produced  when  they  lived  with  the  deceased  man  in  a 
house  in  East  Street,  and  that  it  was  in  that  house  that  this  particular  pair  of 
gaiters  was  produced.  It  is  clear,  and  beyond  all  doubt,  that  the  Dennants 
lived  in  East  Street  in  the  summer  of  1895,  and  that  they  have  lived  from -that 
time  forward  in  other  houses.    Therefore,  if  they  are  right  in  saying  that  this 

20  pair  of  gaiters  was  made  in  East  Street,  it  follows  that  it  was  made  before 
Pullman's  Patent  was  taken  out,  and  it  follows  that  it  is  in  consequence  a 
sufficient  anticipation.  It  is  said  by  the  Plaintiffs  that  these  two  women  are 
probably  mistaken  about  the  date ;  and  indeed  it  is  suggested  that  the  man 
Dennant  made  the   things  fraudulently  in   his  lifetime  for  the   purpose  of 

25  defeating  an  action  which  had  been  brought  against  him,  or  which  was 
threatened  against  him,  by  the  present  Plaintiffs.  In  my  opinion,  the  two 
women  are  telling  the  truth  to  the  best  of  their  ability.  It  is  conceivable  that 
they  are  mistaken  about  the  date,  but  in  my  opinion  they  are  not.  1  believe 
them  when  they  say  that  this  pair  of  gaiters  was  made  in  East  Street,  and  I  am 

30  convinced  that  they  did  not  live  in  East  Street  after  the  summer  of  the  year 
1895.  My  view  of  this  part  of  the  case  is  confirmed  bjf  the  evidence  of  a 
witness  named  Haekler,  for,  according  to  the  testimony  before  me,  Dennant  in 
his  lifetime,  and  in  the  year  1895,  took  this  very  pair  of  gaiters  to  Haekler — 
Haekler  being  a  man  for  whom  he  did  work — and  sold  them  to  Haekler.    This 

35  particular  pair  of  gaiters,  according  to  the  story  put  before  me,  was  made  for  a 
bootmaker  of  the  name  of  Field,  who  bad  a  shop  in  Piccadilly.  He  has  gone. 
Where  he  has  gone  I  am  sure  1  do  not  know.  There  was  some  evidence  adduced 
by  the  Plaintiffs  to  the  effect  that  no  such  pair  of  gaiters  had  ever  been  brought 
to  Fields  shop.    Some  man,  who  was  at  some  time  in  Field's  employment,  was 

40  called,  but  I  do  not  think  that  evidence  would  justify  me  in  rejecting  the  story 
that  is  told  about  this  particular  pair  of  gaiters.  I  say  the  gaiters  were  made  by 
Dennant  for  Mr.  Field,  upon  a  particular  description  given  by  Mr.  Field  of 
the  kind  of  gaiters  which  he  required.  For  some  reason  Field  was  not  satisfied 
with  the  gaiters  when  they  were  made,  and  refused  to  accept  them,  so  that 

45  Dennant  had  them  thrown  upon  his  hands,  and  it  appears  from  the  evidence 
of  Haekler  that  in  the  summer  of  1895,  when  Dennant  was  in  Haekler's  shop, 
Dennant  produced  these  gaiters  from  a  bag,  Hcwkler  having  said  that  he  required 
a  pair  of  gaiters  for  an  intended  journey  to  Switzerland,  and  it  appears  that 
then  Dennant  sold  the  gaiters  to  Haekler.    Now  Haekler  has  been  called,  and 

50  though,  even  in  his  evidence  and  cross-examination  there  appears  some  little 
confusion  about  the  date,  he,  in  his  evidence,  states  that  he  undoubtedly  bought 
the  gaiters  in  the  summer  of  1895,  and  he  gives  his  reason  for  saying  so,  namely, 
that  he  was  then  intending  to  go  to  Switzerland  with  his  daughter,  who  was  ill, 
and  (hat  he  wanted  the  gaiters  for  his  own  personal  use  during  his  visit  to 

55  Switzerland.  He  says  that  he  remembers  that  his  daughter  got  worse  and  died 
within  a  month  or  two  after  he  got  the  gaiters,  so  that  his  intended  visit  to 
Switzerland  never  came  off,  and  he  says  that  from  that  time  forward  the  gaiters 
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have  lain  in  his  drawer  at  his  shop  until  they  were  wanted  and  asked  for  in 
connection  with  the  action  which  the  Plaintiffs  brought  against  Dennant  some 
time  in  the  beginning  of  the  year  1899.  I  believe  Haeklei^s  statement.  I  think 
he  is  right  when  he  says  that  he  did  receive  the  pair  of  gaiters  in  question  ;  that 
he  is  right  when  he  says  that  he  received  them  from  Dennant  in  the  summer  5 
of  the  year  1895 ;  that  he  is  right  when  he  says  that  he  kept  them  on  his 
premises  until  they  were  wanted  in  connection  with  the  action  of  Stohwasser 
v.  Dennant,  and  I  believe  the  gaiters  which  have  been  produced  before  me 
are  the  very  gaiters  which  were  made  and  sold  in  the  manner  described  by 
Haekler.  10 

There  is  another  part  of  the  case  about  this  particular  anticipation  about 
which  I  will  say  a  word  or  two.  Dennant,  the  man  who  actually  made  these 
gaiters  with  the  assistance  of  his  wife,  is  dead.  It  appears  that  he  was  sued  by 
the  present  Plaintiffs  some  time  in  the  beginning  of  1899,  an  injunction  being 
claimed  against  him  similar  to  the  injunction  which  is  now  claimed  against  the  15 
Defendants  in  this  action.  When  he  was  sued,  in  the  first  instance  he  set  up 
this  case  of  anticipation,  and  alleged  that  he  had  made  this  pair  of  gaiters  and 
had  sold  them  to  Haekler ;  that  he  had  made  them  in  the  year  1895,  and  sold 
them  to  Haekler  in  the  year  1895 ;  and  after  be  had  made  these  allegations  the 
Plaintiffs — I  will  not  say  improperly,  because  I  think  they  were  justified  in  20 
doing  the  best  they  could  to  discover  the  truth — employed  one  of  their  own 
servants,  a  man  named  Nutticomb,  to  haunt  Dennant  for  the  purpose  of 
extracting  from  him  admissions  contrary  to  those  which  he  had  made  in 
connection  with  this  pair  of  gaiters ;  and  the  result  of  Nutlicomb's  attempts  to 
obtain  what  is  called  the  truth  was,  that  on  or  about  the  14th  of  August  1899,  25 
Dennant  made  a  statutory  declaration  to  the  effect  that  the  pair  of  gaiters  in 
question  was  made  since  the  date  of  the  Patent,  and  was  not  made  before  the 
Patent,  a  declaration  which,  of  course,  did  away  with  the  anticipation  altogether. 
That  declaration  has  been  put  in  evidence,  but  I  reject  it  altogether,  and  I 
refuse  to  act  upon  it ;  and  I  refuse  to  act  upon  it  because,  in  my  opinion,  the  30 
declaration  was  bought.  It  is  quite  certain  that  on  the  very  day  on  which  it 
was  made,  the  man  Nutticomb  lent,  so  he  says,  a  sum  of  10/.  to  Dennant — that 
is  admitted  by  the  Plaintiffs.  Nutticomb,  for  his  services  in  obtaining  this 
declaration,  or  in  getting  Mr.  Dennant  up  to  the  scratch,  had  obtained  the  sum 
of  50/. — whether  he  had  obtained  more  or  not  1  cannot  tell.  He  certainly,  as  35 
he  says,  lent  10/.  of  the  50/.,  on  the  particular  day  on  which  he  received  the 
50/.  to  Dennant.  There  is  no  direct  evidence  of  it,  but  in  my  opinion  Dennant 
had  been  promised  something  if  he  would  make  the  declaration.  How  much 
he  was  promised  I  do  not  know.  How  much  he  got  I  do  not  know  ;  but  I  do 
know  that  he  did  get  a  loan,  for  that  Nutticomb  tells  me ;  and  I  do  know  that  40 
Nutticomb  never  asked  him  for  the  money  back,  for  that  also  Nutticomb 
tells  me.  The  other  evidence  in  the  case  as  to  this  man,  Dennant,  having, 
the  day  after  he  made  the  statutory  declaration,  gone  to  Boulogne,  and  having 
a  large  sum  of  money  in  gold,  all  leads  to  the  conclusion  that  in  some  way, 
though  how  I  do  not  know,  he,  in  fact,  got  considerably  more  than  the  loan  45 
of  10/.  which  was  made  to  him.  The  whole  of  the  circumstances  under  which 
Dennant  made  the  declaration  satisfy  me  that  the  declaration  was  not,  for  the 
purpose  of  evidence  in  this  case,  worth  the  paper  it  was  written  on,  and 
indeed  Mr.  Afoulton  was  compelled  to  admit  that  it  was  a  document  of  very 
questionable  value.  For  my  part  I  reject  it  altogether.  I  am  satisfied  with  the  50 
evidence  of  the  widow  and  of  the  daughter  and  of  Haekler,  and  I  believe  that  the 
pair  of  gaiters  produced  as  being  an  anticipation,  and  which  are  admitted  to  be 
exactly  similar  to  the  Patent,  were  made  in  the  year  1895,  and  constitute  such 
an  anticipation  as  to  defeat  the  Plaintiffs'  title.  I  do  not  forget  the  evidence  of 
Mr.  Winter — it  can  scarcely  be  called  evidence — the  observations  of  Mr.  Winter.  55 
Mr.  Winter  said,  with,  I  think,  some  force,  that  he  was  of  opinion  that  the  pair 
of  gaiters  in  question  were  a  Chinese  copy  of  the  patented  article — the  things 
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made  by  the  Plaintiffs — and  that  the  only  difference  (an  immaterial  difference) 
was  that  the  pair  of  gaiters  alleged  to  have  been  made  by  the  Dennants  for 
Field  in  1895  were  made  in  canvas,  whereas  the  gaiters  made  by  the  Plaintiffs 
are  made  of  leather.  That  is  an  immaterial  difference,  and  I  was  struck  with 
5  the  great  resemblance  between  the  patented  article  as  produced  by  the  Plaintiffs 
and  the  anticipation  which  is  said  to  have  come  into  existence,  and  which  I 
believe  did  come  into  existence,  in  the  year  1895.  Mr.  Winter  suggested  that 
the  so-called  anticipation  must  have  come  into  existence  after  the  patented 
article  was  in  use,  because  it  was,  as  he  said,  a  Chinese  copy ;    but  I  do  not 

10  think  that  that  is  so.  The  adjustment  of  the  strap  no  doubt  is  similar  to  the 
adjustment  of  the  strap  in  the  patented  article,  and  the  size  of  the  gaiter  is 
similar,  and  the  width  of  the  strap  is  similar ;  but  all  these  matters  appear  to 
me  to  be  common,  ordinary  matters  in  connection  with  the  making  of  the 
article  which  would  naturally  be  as  I  see  them  now  on  the  article.     And 

15  therefore  I  am  not  disposed  to  think  that  that  circumstance  ought  to  prevail  so 

as  to  make  me  disregard  the  clear  evidence  of  the  two  women  and  Mr.  Haekler. 

There  is  another  matter  which  I  ought  to  mention  in  connection  with  this 

part  of  the  case,  and  that  is  the  Particulars.    The  Defendants  in  setting  out  the 

Particulars  of  anticipation  stated  that  this  particular  pair  of  gaiters  was  made 

20  in  Great  Pulteney  Street.  Now  Great  Pulteney  Street  is  the  place  of  business 
to  which  the  Dennants  went  after  they  left  East  Street  some  time  in  July, 
1  think,  of  1895,  and  they  have  practically  been  in  Great  Pulteney  Street  ever 
since  ;  but  the  solicitor  for  the  Defendants  tells  me,  and  I  accept  his  evidence, 
that  it  was  he  who  put  in  the  words  "  Great  Pulteney  Street,"  he  believing  at 

25  the  time  that  he  put  it  in  that  the  Dennants  had  always  lived  in  Great  Pulteney 
Street,  and  he  explains  to  me  that  at  the  time  he  settled  the  Particulars  he  did 
not  know  that  they  had  ever  lived  in  East  Street ;  that  it  was  only  quite  recently 
that  he  discovered  that  they  had  lived  in  East  Street,  and  that  it  was  there  that 
these  gaiters  had  been  made.    That  disposes  of  the  one  case  of  anticipation. 

30  There  is  another  case  ol  anticipation — that  of  Rogers.  Rogers*  story  is  a 
very  simple  one.  He  said  that  in  the  year  1894,  some  time  in  the  summer, 
General  Sir  William  Lockhart  called  upon  him,  he  being  a  tradesman  who 
makes  boots  and  gaiters  and  such  like  things,  and  gave  him  an  order  for 
a  pair  of  gaiters,  and  he  produces  a  book  in  which  he  took  down  the  orders 

35  that  he  received.  The  book  is  not  dated  except  in  this  way,  that  outside  it  is 
described  as  a  book  running  from  1894  to  1896.  He  points  out  that  the  order 
given  to  him  by  Sir  William  Lockhart  is  in  the  early  part  of  the  book.  He 
says  that  he  remembers  that  it  was  given  to  him  in  the  year  1894,  and  he  says 
that  Sir  William  Lockhart  himself  came  to  the  shop  and  gave  the  order.    The 

40  order  was  booked  u  India  Putties  in  Russia  leather."  That,  of  course,  would 
convey  nothing  at  all.  It  is  quite  clear  what  "  India  Putties  "  were  in  those 
days.  "  India  Putties  "  in  those  days  as  a  rule  consisted  of  nothing  but  a  long 
flexible  bandage  wound  round  the  leg  up  to  the  knee,  and  therefore  the  order 
"  India  Putties  in  Russia  leather  "  would,  as  written  in  the  book,  convey  nothing. 

45  But,  says  Mr.  Rogers,  "Sir  William  Lockhart  wanted  a  particular  kind  of 
"  *  puttie.'  He  wanted  the  *  puttie '  made  of  leather  like  a  gaiter,  and  he 
**  wanted  a  single  strap  put  round  the  gaiter  and  brought  up  to  a  point  below 
"  the  knee  and  fastened  there  with  a  buckle."  He  wanted  in  fact,  if  I  am  to 
believe  Mr.  Rogers,  a  gaiter  made  almost  exactly  like  the  Plaintiffs'  patented 

50  gaiters.  And,  says  Mr.  Rogers,  u  Sir  William  Lockhart  drew  in  my  book  with 
44  his  pencil  a  sketch  of  the  thing  which  he  wanted  me  to  make."  Here  I  see 
the  thing  on  page  338  of  the  book,  which  Mr.  Rogers  says  Sir  William  Lockhart 
drew,  and  looking  at  it  I  can  have  very  little  doubt  but  that,  if  Sir  William 
Lockhart  did  draw  this  thing,  and  did  get  a  pair  of  gaiters  made  in  accordance 

55  with  this  drawing,  there  was  an  anticipation  then.  Rogers  says  that  he  had 
seen  things  of  this  kind  in  India  when  he  was  in  the  Navy  some  years  before 
I  do  not  think  it  matters  whether  he  did  or  did  not,  because  I  am  only  going  to 
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consider  whether  he  did  in  fact  make  in  1894  a  pair  of  these  gaiters  for  Sir 
William  Lockhart.  He  swears  that  he  did  ;  that  he  made  them  himself,  and 
that  by  the  direction  of  Sir  William  Lockhart  he  took  them  to  the  place  where 
Sir  William  Lockhart  was  then  residing,  namely,  Members'  Mansions  in 
Westminster.  I  believe  Mr.  Rogers  when  he  tells  me  that  story.  He  gave  his  5 
evidence,  in  my  opinion,  in  a  satisfactory  manner.  After  he  had  given  his 
evidence  an  official  was  called  from  the  Members'  Mansions,  who  stated 
thai  they  keep  books  recording  the  names  of  the  tenants  occupying  the 
different  flats  in  the  building,  and  that  they  could  find  no  record  of  Sir 
William  Lockhart  having  been  there  after  the  year  1890;  but  the  official  10 
called  from  the  Members'  Mansions  Company  admitted  that  it  was  quite  possible 
that  Sir  William  Lockhart  might  have  occupied  a  room  in  the  building  without 
his  name  appearing  as  a  tenant ;  that  is  to  say,  he  might  be  a  sub-tenant  of 
somebody  who  had  rooms  in  the  building,  and  might,  as  such  sub-tenant,  have 
occupied  a  room  in  the  building.  The  Defendants  were  able  to  call  late  in  the  15 
case  a  clerk  from  the  banking  house  of  H.  S.  King  A  Co.,  where  Sir  William 
Lockhart  kept  his  banking  account  when  he  was  in  London,  to  say  that  in  the 
summer  of  the  year  1894  Sir  William  Lockhart  was  in  England,  and  had 
given  them,  the  bankers,  directions  to  forward  his  letters  to  the  Members' 
Mansions — a  fact  which  confirms  the  evidence  of  Mr.  Rogers,  at  all  events  to  20 
this  extent,  that  Sir  William  Lockhart  was  in  fact  at  the  place  receiving  letters 
where  he,  Mr.  Rogers,  says  he  delivered  the  particular  pair  of  "  puttie  "  leggings. 
I  am  asked  by  the  Plaintiffs  in  this  case  to  believe  that  Mr.  Rogers,  for  reasons 
which  it  is  difficult  to  appreciate,  has  fraudulently,  either  by  himself  or  by  some 
other  hands,  inserted  that  sketch  in  that  book,  and  that  he  is  deliberately  telling  25 
what  he  knows  to  be  a  lie  about  this  alleged  anticipation.  I  repeat  that  I  saw  him 
give  his  evidence  ;  I  listened  to  him  attentively,  I  may  be  mistaken,  but  I 
personally  was  satisfied  with  the  way  in  which  he  gave  his  evidence.  I  believe  it, 
and  I  accept  his  statement.  I  know  he  is  alleged  to  have  said  something  different ; 
he  is  alleged  to  have  denied  that  he  knew  anything  about  any  anticipation.  He  30 
is  alleged  to  have  denied  that  to  Mr.  Shearman,  the  solicitor  for  the  Plaintiffs. 
It  may  be  that  he  did.  I  am  sure  I  cannot  tell.  He  himself  flatly  denies  it. 
He  says  he  never  made  any  such  assertion.  Mr.  Shearman  says  that  he  did  ; 
but  I  am  not  disposed  to  place  much  importance  on  the  conversation  which  took 
place  between  Mr.  Shearman  and  Mr.  Rogers.  Mr.  Rogers  was  under  the  35 
impression  that  Mr.  Shearman  was  trying  to  get  the  better  of  him,  and  he 
appears  to  have  been  angry  at  some  attempts  which  he  thinks  Mr.  Slwarman 
was  making  to  use  him  in  connection  with  DennanVs  action  in  a  way  which  he 
did  not  like.  Therefore  I  am  not  disposed  to  place  any  importance  on  the 
conversation  which  is  said  to  have  taken  place  between  Mr.  Shearman  and  Mr.  •  40 
Rogers.  I  believe  Sir  William  Lockhart  gave  an  order  in  the  year  1894  for  a 
pair  of  gaiters' substantially  the  same  as  the  putties  now  made  by  the  Plaintiffs, 
and  that,  in  accordance  with  that  order,  Mr.  Rogers  did  make  a  pair  of  putties 
substantially  the  same  as  the  putties  now  produced  by  the  Plaintiffs.  I  find  in 
fact,  therefore,  that  that  anticipation  has  been  satisfactorily  proved.  45 

I  must,  therefore,  give  judgment  in  this  case  for  the  Defendants,  and  of 
course  I  must  give  judgment  with  costs. 

A  certificate  that  the  Particulars  of  Objections  were  reasonable  and  proper 
was  granted,  except  as  to  the  alleged  prior  users  by  Gr.  H.  Harris  and  Field  A 
Co.,  which  were  not  referred  to  by  the  Defendants  at  the  trial.  50 

An  Order  giving  the  Plaintiffs  the  costs  of  the  issue  of  infringement  was 
refused,  the  Judge  remarking  that  it  was  entirely  a  matter  for  the  Taxing 
Master. 
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Ik  thb   High  Court  of  Justice.— Chancery   Division. 

Before  Mr.   Justice   Kekewich. 

February  4th  and  5th,  1901. 

Alaska  Packers'  Association  v.  Crooks  &  Co. 


5  Trade  Mark. — Alleged  infringement. — Alleged  passing-off  of  Defendants' 
goods  as  Plaintiffs*. — Probability  of  deception. —  When  evidence  necessary.— 
Nature  of  evidence  required. — Action  dismissed. 

The  A.  Association,  an  American  Company,  were  the  registered  owners  of 
two  Trade  Marks  for  canned  salmon,  one  consisting  of  the  head  of  a  moose 

10  and  the  other  a  label  embodying  the  first-mentioned  Trade  Mark  in  a  disc, 
and  the  words  "  Moose  Head  Brand  "  and  the  name  of  a  canning  Company,  with 
other  features,  priiwipally  common  to  the  trade.  Salmon  in  tins  bearing  the 
said  label  had  been  for  many  years  imported  into  and  sold  in  the  United 
Kingdom.    During  the  last  five  years  the  wlwle  of  the  tins  so  imported  had 

15  been  bought  by  a  wholesale  firm  carrying  on  business  in  London.  The 
Association  brought  an  action  against  C.  &  Co.,  of  Liverpool,  who  were 
importing  into  England  salmon  in  tins  which  had  a  red  deer's  head  in  a  disc 
in  the  place  where  the  moose's  head  appeared  on  the  Plaintiffs1  tins  with  the 
words  *•  Deerhead  Brand  "  and  tlie  name  of  the  packers,  with  other  features 

20  which  were  common  to  the  trade.  Tlie  Plaintiffs  relied  both  on  Trade  Mark 
and  passing-off. 

Held,  that  infringement  of  Trade  Mark  was  not  established,  ami  that,putting 
aside  the  common  features  such  as  the  shape  of  the  tins  and  colour  of  the  labels, 
and  tlie  pictures  thereon  of  a  salmon,  and  considering  the  distinctive  ^particulars, 

25  there  was  to  the  eye  no  prolxibility  of  the  Defendants'  tin  deceiving,  and  that 

there  wets  no  evidence  that  it  would  deceive  an  intelligent  customer  who  knew 

the  distinguishing  features  of  the  Plaintiffs'  tin.     The  action  was  dismissed 

with  costs. 

London  General  Omnibus  Company  v.  Lavell  (18  R.P.C.  74)  and  Payton  & 

30  Co.,  Ld.  v.  Snelling  (17  R.P.C.  628)  followed, 


m 


REPORTS  OP.  PATENT*.  DBSJQF,    a   [Mar.  27, 1901. 


Alaska  Packers*  Association  v,  Crooks  <k  Op* 


The  Alaska  Packers'  Association,  an  American  Company,  were  the  registered     " 
owners  of  Trade  Marks  Nos.  86,588  and  86,590,  which  were  registered  in  1889 
in  Class  42  for  canned  salmon  by  the  Nnshagah  Canning  Company,  who,  in 
1892,  transferred  the  goodwill  of  their  business  and  their  Trade  Marks  to  the 
Association,  hereinafter  referred  to  as  the  Plaintiffs.  5 

Trade  Mark  No.  86>590  was  as  follows  : — 


Trade  Mark  No.  86,588  was  as  follows  ;— 


From  1889  continuously  the  Plaintiffs  and  their  predecessors  in  business 
exported  to  the  United  Kingdom  large  quantities  of  tinned  salmon,  which  for 
the  last  five  years  had  been  bought  exclusively  by  a  wholesale  firm  in  London. 
The  tins  bore  a  label  the  front  part  of  which  was  substantially  a  reproduction  in 
colours  of  Trade  Mark  No.  86,590,  the  oblong  blank  being  filled  up  with  a 
salmon.    The  following  is  a  representation  of  this  label  in  black  and  white,  but 


10 


Vol.  X  VIII.,  No.  6.]     AND  TRADE  MARK  OASES. 


131 


Alaska  Packers*  Association  v.  Crooks  &  Co. 


in  use  the  label  was  coloured  red.  The  disc  was  yellow  with  the  band  outside 
it  coloured  blue,  and  the  outer  barred  band  was  yellow  ;  the  type  was  mainly 
white  : — 


In  May  1899  the  Plaintiffs'  agent  in  England  ascertained  that  3,000  tins  of 
5  salmon  were  being  imported  into  England  by  Robert  Crooks  &  Co.,  of  Liverpool, 
by  the  sailing  vessel  "  Eurasia,"  which  had  not  then  arrived.  This  salmon  was 
put  up  by  the  Pacific  Steam  Whaling  Company,  of  Karluk,  Alaska,  and  the 
tins  bore  a  label  of  which  the  following  is  a  representation  in  black  and  white, 
such  label  in  use  being  coloured  red,  with  the  type  in  white  and  the  disc  in 
10  yellow  : — 


g*MH 


FKCKEDatKARLUK.  ALASKA  BY  THE 

PACIFIC  STEAM  WHALING  CO. 


On  the  8th  of  May  1899  the  Plaintiffs  commenced  an  action  against  Robert 
Crooks  &  Co.  for  an  injunction  restraining  the  Defendants,  their  servants  and 
agents,  from  infringing  the  Plaintiffs1  registered  Trade  Marks  Nos.  86,588  and 
86,590,  or  either  of  them,  and  from  selling,  or  offering,  or  exposing,  or  adver-. 
15  tifling  for  sale,  or  procuring  to  be  sold,  any  tins  of  preserved  fish  not  of  the 
Plaintiffs1  manufacture  under  labels  or  wrappers  containing  the  design  of 
a  stag's  head  or   any  other    labels  or    wrappers  so   arranged  or  contrived   or 

N  2 
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expressed  as  by  colourable  imitation  or  otherwise  .to  be  calculated  to  represent 
or  lead  to  the  belief  that  such  tins  of  preserved  fish  are  tins  of  preserved  fish. of 
the  Plaintiffs'  manufacture,  and  from  passing  oft,  or  enabling  or  assisting  others 
to  pass  off,  any  such  tins  of  preserved  fish  as  afcfresaid  as  and  for  tins  of 
preserved  fish  of  the  Plaintiffs'  manufacture,  and  for  other  consequential  relief.  5 

On  the  9th  of  May  the  Plaintiffs  gave  notice  of  motion  for  an  interlocutory 
injunction  in  similar  terms,  and  KBKBWICH,  J.,  granted  the  injunction  except 
so  far  as  it  related  to  infringement  of  Trade  Marks,  but  the  injunction  was 
confined  to  goods  not  already  sold  by  the  Defendants  ;  on  appeal,  on  the 
Defendants  giving  an  undertaking  in  certain  terms,  the  injunction  was  10 
dissolved  (16  R.P.O.  503). 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (1)  that  they  were  a 
Company  incorporated  according  to  the  laws  of  the  State  of  California,  and 
carried  on  the  business  of  fish  preservers  ;  (2)  stated  the  registration  of  the  Trade 
Marks ;  and  (3)  the  assignment  of  the  Trade  Marks  and  goodwill  to  the  Plain-  15 
tiffs,  and  that  they  were  the  registered  proprietors ;  (4)  that  the  Defendants  had 
infringed  the  Trade  Marks  in  manner  following,  that  was  to  say,  they  had  sold  and 
offered  for  sale  canned  salmon  in  tins  wrapped  in  an  ornamental  label  containing 
a  stag's  head  set  in  a  circular  frame  ;  (5)  in  the  alternative  the  Plaintiffs  said  that 
they  and  their  predecessors  in  business  had  for  15  years  last  past  and  upwards  20 
offered  for  sale  and  sold  in  the  United  Kingdom  canned  salmon  of  their  preserving 
under  the  title  of  "  Moose  Head  Brand,"  and  had  always  offered  for  sale  and  sold 
and  still  offered  for  sale  and  sold  such  canned  salmon  as  aforesaid  in  tins  wrapped 
in  an  ornamental  label  containing  a  moose  head  set  in  a  circular  frame,  and, 
previously  to  the  Defendants  commencing  their  wrongful  acts  thereinafter  25 
complained  of,  no  other  person  other  than  the  Plaintiffs  offered  for  sale  or  sold 
tins  of  canned  salmon  wrapped  in  similar  labels,  or  labels  containing  the  head 
of  a  moose  or  stag  deer  ;  (6)  that  the  Plaintiffs  and  their  predecessors  in  business 
had  always  used  their  said  label  and  the  "  Moose  Head  "  to  distinguish  and 
denote  canned  salmon  of  their  preserving,  and  such  label  and  "  Moose  Head  "  30 
had,  ever  since  its  introduction  by  the  Plaintiffs  and  their  predecessors  in 
business  denoted,  and  been  understood  by  the  trade  and  public  to  denote, 
canned  salmon  of  the  Plaintiffs'  or  their  predecessors'  preserving ;  (7)  that  the 
Plaintiffs  had  recently  ascertained,  as  the  fact  was,  that  the  Defendants  had 
offered  for  sale  and  sold  tins  of  canned  salmon  not  of  the  Plaintiffs'  preserving  35 
wrapped  in  an  ornamental  label  similar  to  the  Plaintiffs'  label,  and  containing 
a  stag's  head  set  in  a  circular  frame  ;  (8)  that  the  use  by  the  Defendants  of  the 
said  label  and  stag's  head  was  calculated  and  intended  to  deceive  the  trade  and 
public,  and  to  lead  to  goods  of  the  Defendants  being  sold  and  passed  off  as  and 
for  goods  of  the  Plaintiffs,  and  that  the  Plaintiffs  had  sustained  damage.  49 

The  Defendants,  by  their  Defence,  denied  infringement,  and  did  not  admit 
the  allegations  contained  in  paragraphs  5  and  6  of  the  claim,  and  alleged  (3) 
that  the  red  colour  and  the  size  and  shape  of  the  Plaintiffs'  tins,  and  the  picture 
of  a  salmon  on  such  tins,  were  common  to  the  trade  ;  moreover,  the  retail  sale 
of  canned  or  tinned  salmon  was  by  reference  to  the  quality  and  price  and  not  to  45 
any  particular  brand ;  (4)  that  the  Plaintiffs  had  their  head  Office  at  San 
Francisco,  where  also  was  the  head  office  of  the  Pacific  Steam  Wlialing 
Company,  who  carried  on  a  similar  business  to  the  Plaintiffs' ;  from  the  latter 
Company  the  Defendants,  in  the  early  part  of  the  present  year,  purchased  3,000 
cases  of  canned  or  tinned  salmon  packed  by  that  Company  under  a  brand  50 
known  as  the  "  Deerhead  Brand  "  ;  that  the  said  brand  was  used  in  America 
throughout  the  season  of  1898-1899  without  objection  on  the  part  of  the 
Plaintiffs;  that  the  said  3,000  cases  reached  Liverpool  in  the  sailing  ship 
"  Eurasia  "  in  the  month  of  June  last  (1899),  and  the  canned  or  tinned  salmon 
packed  in  such  cases  was  sold  by  the  Defendants,  as  to  part,  before  the  injunction  55 
was  granted  by  Mr.  Justice  Kekbwich  on  the  7th  of  July  1899,  stopping  the 
sale,  and  as  to  the  remainder,  since  the  Order  of  the  Court  of  Appeal  above 
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mentioned  ;  (5)  that  the  tins  in  which  such  salmon  was  sold  were  wrapped  in 
labels  of  a  red  colour,  with  a  picture  of  a  salmon  and  a  stag's  head,  but  it  was 
denied  that  such  label  was  similar  to  the  Plaintiffs9  label ;  (6)  that  the 
Defendants  had  not,  save  as  aforesaid,  imported  or  sold,  or  offered  for  sale,  any 
5  salmon  in  tins  bearing  a  picture  of  a  stag's  head,  or  under  the  "Deerhead 
"  Brand  "  ;  the  said  Order  of  the  Court  of  Appeal  was  referred  to,  and  the 
allegations  in  paragraph  8  of  the  Statement  of  Claim  and  those  as  to  damage 
denied. 

Warrington*  K.C.,  and  F.  P.  M.  Schiller  (instructed  by  C.  U.  Fisher)  appeared 

10  for  the  Plaintiffs  ;  P.  0.  Lawrence,  K.C.,  and  A.  J.  Walter  (instructed  by 
Sharpe,  Parker \  Pritchards,  Barham,  and  Law  ford,  agents  for  Alsop,  Stevens, 
Harvey*  and  Crooks,  of  Liverpool)  appeared  for  the  Defendants. 

Warrington,  K.C.,  opened  the  Plaintiffs'  case. — The  action  is  brought  for 
infringement  of  the  Trade  Marks  and  also  for  passing  off.     [The  marks  and 

15  labels  were  compared.]  [Kbkbwich,  J.,  referred  to  Pay  ton  A  Co.,  Ld.  v. 
Snelhng  (17  R.P.C.  628),  and  Payton  A  Co.,  Ld.  v.  Titm  Ward  A  Co.,  Ld. 
17  R.P.C.  58).]  There  being  in  each  mark  and  label  items  which  are  common 
to  the  trade,  one  must  consider  what  in  each  case  is  the  distinguishing  feature. 
That  in  the  Plaintiffs'  label  is  the  moose  head,  and  in  the  Defendants'  label  is 

20  the  stag's  head  ;   and  the  latter  is  not  sufficiently  distinguishable  from  the 

Plaintiffs'  distinctive  feature.     [The  Orders  made  on  the  application  for  an 

interlocutory  motion  and  on  the  appeal  were  read.]      [Lawrence,  K.C.,  stated 

that  the  Defendants  wished  to  import  goods  bearing  the  label  complained  of.] 

The  witnesses  called  for  the  Plaintiffs  included  Robert  Balfour,  of  Balfour, 

25  Williamson  A  Co.,  for  five  years  the  sole  consignees  in  the  United  Kingdom  of 
the  Plaintiffs  ;  L.  Oollin,  canned  goods  broker ;  S.  Crosby,  J.  H.  Milltnan,  and 
F.  A.  Lodge,  grocers  and  provision  merchants. 

[Kekewich.  J.,  referred  to  London  General  Omnibus  Company  v.  Lavett 
(18  R.P.C.  74  ;  L.R.  (1901)  1  Ch.  135).] 

30      The  witnesses  called  for  the  Defendants  were  G.  Booth,  a  member  of  the 

Defendant  firm,  and  J.  M.  Shaw,  of  Shaw  Brothers,  Liverpool,  general  grocers. 

The  evidence  showed  that  the  shape  and  size  of  the  tins  was  common,  as  also 

their  red  colour,  and  that  a  picture  of  a  salmon  was  common,  and  that  "  Red 

u  Alaska  Salmon  "  was  descriptive  of  the  fish  ;  also  that  tinned  salmon  was  not 

35  usually  asked  for  by  the  brand,  although  that  was  sometimes  done. 

Lawrence,  K.C.,  for  the  Defendants,  was  not  called  on  as  to  Trade  Mark,  and 
as  to  passing  off  submitted  that  there  was  no  probability  of  deception  and 
referred  to  the  cases  above  mentioned. 
Warrington,  K.C,  replied. 

40  Kekewich,  J. — But  for  some  decisions  which  must  be  noticed,  this  case 
might  have  been  disposed  of  in  a  few  words,  and  it  can  be  so  disposed  of  as 
regards  the  Trade  Mark.  I  have  before  me  the  Plaintiffs'  registered  Trade 
Mark,  which  has  no  description  on  it,  but  is,  we  know,  a  moose  head.  I  have 
also  before  me  the  device  used  by  the  Defendants,  which  is  also  not  described, 

45  but  is  known  to  be  the  head  of  a  different  kind  of  deer — probably  a  red  deer — 
and  the  question  is  whether  the  one  is  a  colourable  imitation  of  the  other. 

Of  course  nothing  depends  on  one  being  a  moose  and  the  other  a  red  deer.  The 
question  is  whether  they  are  sufficiently  alike.  To  my  mind  they  are  distinctly 
different.    Everything  in   the  two  heads  differs.    Except  that  they  are  two 

50  heads,  and  each  is  a  head  of  the  deer  tribe,  with  horns,  there  really  is  nothing 
in  common  between  them.  Professing  for  the  moment  entire  ignorance  of  the 
distinction  between  the  two  classes  of  deer,  and  not  pretending  to  go  through 
their  features  in  detail,  I  nevertheless  observe  that  the  face  of  the  moose  is  very 
different  from  the  face  of  the  other  deer.    The  horns  of  the  moose  are  pal  mated, 

55  which  the  others  are  not.  They  are  shaped  differently.  The  head  is  in  an 
entirely  different  position,  even  to  the  ears,  which  are  as  different  as  different 
can  be  in  the  two  animals.    On  that  I  do  not  think  I  need  say  any  more. 
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Looking  first  on  one  picture  and  then  on  the  other,  I  have  no  doubt  myself 
that  there  is  visible— easily  visible — a  distinction  between  them,  and  that  there 
is  no  infringement  of  the  Trade  Mark. 

It  is  the  other  point  on  which  it  is  necessary  to  make  most  remarks.     In  the 
first  place,  I  think  it  is  necessary  to  call  attention  to  the  Omnibus  case  in  the  5 
Court  of  Appeal.     It  is  unnecessary  to  go  into  the  facts  of  that  case  more  than 
to  say  that  Mr.  Justice  Fanvell,  being  called  upon  to  determine  whether  one 
omnibus  was  an  imitation  of  the  other   so  as  to  deceive  those  who  were 
accustomed  to  ride  in  omnibuses,  was  content  with  a  personal  inspection,  and 
on  that  came  to  the  conclusion  that  one  omnibus  was  calculated  to  deceive  10 
customers — that  is  to  say,  persons  willing  to  ride — into  the  conclusion  that  they 
would   be  taking  the  Plaintiffs'  omnibus  when  really  they  were  taking  the 
Defendant's.    On  that  the  Court  of    Appeal  unhesitatingly,  and  manifestly, 
held  him  to  be  wrong.     They  thought  that  he  ought  not  to  have   been  so 
content ;  that  he  ought  to  have  had  evidence  from  those  who  were  acquainted  15 
with  the  roads  on  which  the  omnibuses  travel,  and  to  know  how  these  omnibuses 
are  regarded  by  persons  accustomed  to  ride  in  omnibuses.    That  really  was  the 
whole  case  as  far  as  the  particular  facts  were  concerned.     But  two  members  at 
least  of  the  Court  of  Appeal  made  remarks  which,  read  by  themselves,  are 
capable  of  a  very   much   more  general  application,  and  so  read  might  be  20 
considered  as  throwing  doubt  upon  what  has  been  laid  down  in  other  cases, 
and  what  has  been  certainly  the  practice  of  most  Judges  as  to  the  reception  of 
evidence  on  this  point.     At  page  i;-W  of  the  current  February  number  of  the 
present  year  of  the   Chancery   Part    of    the    Law    Reports,   Lord   Alverstone 
says  : — "  Of  course  it  may  be   quite   possible  there  may  be  cases  in   which  25 
44  all  the  circumstances  connected  with  the   matter    in    dispute  are   of  such 
44  common    knowledge,    and    are    so    well    known  to    the    tribunal,    that    it 
44  may  be  said  no  evidence  is  necessary ;    as  for  instance,  the  common  case 
44  of  the  make-up*  of  an  article  which  is  intended  to  be  sold  in  shops."     It 
is  not  necessary  to  consider    what  cases   would  fall   within  that  class,  but  30 
I  have  myself  tried  many  cases  with  reference  to  boxes  of  cigars  and  other 
things  which  are  familiar  to  most  men,  in  which  I  certainly  thought  it  quite 
unnecessary  to  hear  any  evidence  at  all,  and,  as  at  present  advised,  in  a  case  of 
that  kind  I  think  it  is  unnecessary.     But  Lord  Alverstone  qualifies  that  by 
saying  : — 44  Though  in  that  case  I  think  that  if  the  Judge,  in  consequence  of  35 
44  there  being  differences  between  the  two  articles,  could  not  say  they  were 
44  identical  " — on  which,  of  course,  there  could  be  no  room  for  argument  at  all — 
44  he  ought  not  to  grant  an  injunction  without  evidence  before  him  that  the  article 
4*  in  dispute  was  so  made  as  to  be  calculated  to  deceive  people."     He  therefore 
expressed  his  opinion,  at  any  rate,  that  unless  the  two  things  are  identical  (and  40 
perhaps  he  did  not  mean  really  logically  the  same,  but  identical  in  the  sense  of 
being  so  nearly  alike  that  you  cannot  distinguish  them — probably  that  is  what 
he  meant)  you  ought  to  have  some  evidence  to  show  that  they  were  calculated 
to  deceive.     The  point  that  I  wish  to  insist  upon  is,  that  he  does  not  tell  us  what 
the  evidence  required  would  be  ;  he  only  says  that  you  must  have  some  evidence.  45 
Lord  Justice  Vaughan  Williams  says  the  same  thing  in  different  language.    He 
says,  at  page  141 :  u  You  must  prove  that  there  is  a  resemblance  which  is  calculated 
4*  to  deceive."  That  is  the  same  thing.  You  must  have  evidence  that  it  is  calculated 
to  deceive.  He  again  does  not  say  what  the  evidence  is,  and  he  points  out  a  possible 
exception — an  exception  which  I  venture  to  think  is  more  than  possible — in  a  50 
case  like  the  Manchester  Brewery  case,  in  regard  to  which  he  says  :  44  In  such  a 
44  case  the  similarity  is  one  which  would  appear  to  the  ear  quite  independently 
44  of  the  proof  of  surrounding  circumstances  "  ;  which  seems  to  me  to  let  in  the 
conclusion  that  if  you  have  a  case  where  the  similarity  is  such  that  it  would 
appear  to  the  eye  quite  independently  of  the  surrounding  circumstances,  then  55 
you  do  not  want  the  proof.    Lord  Justice  Rigby  did  not  go  into  the  question  at 
length,  but  he  expressed  his  entire  concurrence  with  the  judgment  of  the  Lord 


Vol.  XVIII.,  No.  6.]     AND  TRADE  MARK  CASES.  135 


Alaska  Packers'  Association  v.  Crooks  &  Go. 


Chief  Justice.  He  does  say  that  the  ground  of  his  decision  was  that  the  learned 
Judge  of  the  Court  below  had  no  evidence  before  him  that  persons  had  actually 
been  deceived,  and  he  adds  :  "  I  think  myself  that  the  differences  between  the 
"  two  omnibuses  are  palpable  and  important " — from  which  I  gather  that  he 
5  was  prepared  to  decide  on  his  own  eye,  though  he  entirely  agreed  with  the  Lord 
Chief  Justice.  The  difficulty  that  occurred  to  me  on  reading  that  case  was  what 
evidence  I  ought  to  require.  That  I  ought  to  have  some  evidence  is  apparently 
laid  down  very  clearly  ;  but  it  is  not  so  clear  that  I  might  not  in  any  case  be 
content  with  the  verdict  of  my  own  eye,  and  certainly,  but  for  that  case,  1 

10  should  have  thought  it  perfectly  plain  that  I  might.  1  am  not  satisfied  now 
that  the  Court  of  Appeal  intended  at  all  to  say  that  in  u  perfectly  plain  case, 
where  the  two  things  were  identical,  in  the  sense  which  1  have  mentioned,  the 
Court  might  not  be  content  with  the  verdict  of  the  eye.  I  suppose  the  real 
practical  answer  to  that  is  that  it  is  very,  very  seldom — though  I  have  known 

15  such  cases  myself — but  that  it  is  very,  very  seldom  that  identity  comes  into 
Court.  The  Defendant  probably  pauses  before  he  incurs  the  expense  of  a 
Chancery  action,  with  the  risk  of  gome  disagreeable  remarks  from  the  Bench 
when  the  identity  is  fairly  clear.  But  still  the  variations  from  identity  are  of 
course  numerous ;  and  wherever  there  is  a  variation  from  identity,  at  any  rate 

20  a  substantial  variation,  it  appears  that  I  ought  to  have  some  evidence,  and  I 
repeat  that  I  do  not  find  in  the  decision  of  the  Court  of  Appeal  anything  to  tell 
me  what  that  evidence  ought  to  be. 

But  in  the  case  of  Payton  v.  Snelling  in  the  House  of  Lords  I  do  find  some 
extremely  useful  remarks  (which  I  stopped  Mr.  Lawrence  from  reading  because 

25  I  intended  to  quote  them  myself,  and  I  thought  we  need  not  read  them  twice), 
showing,  not  what  the  evidence  ought  to  be,  but  what  it  ought  not  to  be.  This 
is  what  Lord  Macnaghten  says  on  page  635  of  the  17th  volume  of  the  Patent 
Office  Reports : — "  I  think,  as  I  have  said  before,  that  a  great  deal  of  the 
M  evidence  is  absolutely  irrelevant,  and  I  do  not  myself  altogether  approve  of  the 

30  "  way  in  which  the  questions  were  put  to  the  witnesses.  They  were  put  in  the 
"  form  of  leading  questions,  and  the  witnesses  were  asked  whether  a  person 
"  going  into  a  shop  as  a  customer  would  be  likely  to  be  deceived,  and  they  said 
"  they  thought  he  would.  But  that  is  not  a  matter  for  the  witness  ;  it  is  for  the 
44  Judge.    The  Judge,  looking  at  the  exhibits  before  him,  and  also  paying  due 

35  a  attention  to  the  evidence  adduced,  must  not  surrender  his  own  independent 
"  judgment  to  any  witness  whatever."  If  I  had  had  the  good  fortune  to  read 
that  before  I  heard  the  evidence  in  this  case,  I  should  have  shortened  the 
evidence  very  considerably.  I  heard  a  great  many  questions  put  and 
answers  given  in  the  witness-box  which  I  have  reproved  again  and  again,  but 

40  which  I  did  not  reprove  in  the  present  action  because  I  was  not  sure  what 
Lord  Alverstone  intended  by  evidence,  and  I  thought  I  had  better  not  reject 
that  which  was  proper.  I  desire  humbly  and  respectfully  to  express  my  entire 
concurrence  with  what  Lord  Macnaghten  says,  and  I  venture  to  go  further, 
and  to  intimate  that,  in  my  opinion,  after  that  expression  of  opinion  by  Lord 

45  Macnaghten — and  no  learned  Lord  differed  from  him — those  questions  ought 
not  in  future  to  be  put,  and  time  ought  not  to  be  taken  up  with  evidence 
so-called  of  that  kind.  But  he  gives  us  another  illustration  which  is  equally 
useful,  and  might  also,  I  think,  have  been  made  useful  in  this  case  if  it  had 
come  under  my  eye  in  time.    "  Then  there  is  another  remark  I  should  like  to 

50  **  make  on  the  evidence.  The  witnesses  were  over  and  over  again  asked  whether, 
"considering  the  get-up  of  the  *  Royal  Coffee'  and  the  'Flag  Coffee'  was 
"  somewhat  similar,  or  very  similar,  it  would  not  enable  a  dishonest  trader  to 
tt  pass  off  the  one  for  the  other  ;  and  the  witness  said,  *  Oh,  yes,  it  could  be 
u  done  very  easily  ;  he  could  wrap  it  up  in  paper  and  put  his  hand  over  it.' " 

55  Witness  after  witness  here  said  precisely  the  same  thing  in  almost  the  same 
language.  "Now,  in  the  first  place,  I  do  not  see  why  these  wholesale  traders 
*  should  accuse  retail  traders  of  a  fraud  of  that  sort,  or  why  one  retail  trader 
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"  should  impute  to  other  retail  traders  fraud  of  that  kind.  And  for  fraud  of 
"  that  kind  the  Defendants  are  not  responsible.  I  think  the  whole  of  that 
"  evidence  may  be  put  on  one  side,  because  we  know  what  would  happen  if  a 
44  man  came  into  a  shop  and  asked  for  *  Royal  Coffee f  and  the  tradesman  had 
"  no  <  Royal  Coffee '  upon  his  shelf,"  and  so  on.  Undoubtedly  Lord  Macnaghten  5 
has  put  in  his  own  language — better  than  I  could  put  it — remarks  which  I  have 
made  again  and  again  ;  and  I  intimate  my  wish  and  hope  that  I  may  not  have 
occasion  to  make  them  in  any  future  case,  because  I  have  now  the  authority  of 
the  House  of  Lords  that  that  has  really  nothing  whatsoever  to  do  with  the  case. 
Of  course  it  is  the  easiest  thing  possible  to  put  your  hand  over  the  moose  head  10 
or  the  deer  head,  and  pointedly  disclose  **  salmon,"  and  then  the  goods  are  alike 
in  a  red  tin,  and  fraud  may  be  practised.  Of  course  it  may,  and  you  cannot 
interfere  with  that.  You  cannot  possibly  prevent  it.  That  is  really  not  the 
question.    The  question  is  whether  a  customer  is  likely  to  be  deceived. 

Now,  before  I  go  on  to  the  remarks  which  that  suggest— as  to  who  is  the  15 
customer  likely  to  be  deceived — I  will  just  mention  very  shortly  another  case 
which  went  from  myself  to  the.  Court   of   Appeal.     It    was   called    to  my 
attention  by  accident — the  accident,  that  is,  of  its  being  reported  in  the  same 
number  of  the  Patent  Office  Reports  as  the  case  of  Payton  v.  Smiling  in  the 
House  of  Lords.    That  is  the  case  of  Hubback  v.  Brown.    It  is  a  case  which  20 
gave  me  infinitely  more  trouble  than  any  other  case  of  this  class  which  I  have 
ever  had  before  me,  and  I  took  a  very  long  time  and  much  thought  in  arriving 
at  the  conclusion.    There  I  had  a  great  deal  of  evidence,  just  that  evidence 
which  the  Lord  Chief  Justice  points  out  as  regards  the  omnibuses — the  evidence 
of  the  markets.     It  was  a  question  of  foreign  markets,  and  not  only  foreign  25 
markets,  but  foreign  markets  of  a  peculiar  character  and  description ;  and  I 
had  a  deal  of  evidence  to  show  how  they  were  likely  to  regard  the  two  different 
kegs  of  paint  which  were  exhibits  in  that  case.     The  Court  of  Appeal  dealt  with 
that  case  entirely  on  that  evidence,  and  dealt  with  it  as  a  question  of  fact,  going 
into  and  criticising  it  to  a  certain  extent,  but  they  decided  the  case  on  the  ground  30 
that  the  evidence  which  had  satisfied  me  must  satisfy  them,  because  I  had  had 
the  opportunity  of  going  into  it  and  they  had  not — at  any  rate,  that  was  the 
view  of  Lord  Justice  Collins,  who  agreed  with  the  rest  of  the  Court  of  Appeal 
on  that  particular  ground.     There  you  have  got  an  indication  of  what  the 
evidence  may  be  and  ought  to  be.    I  do  not  mean  to  say  that  all  the  evidence  35 
in  that  case  was  such  as  was  worthy  of  attention.    There  was  a  good  deal  of 
verbiage  there,  but  there  was  a  good  deal  that  was  sound  and  thoroughly 
deserving  of  attention.    It  was  of  an  extremely  difficult  character  to  examine 
and  weigh  properly.    That  brings  me  to  this.     Beyond  the  remarks  of  the  Lord 
Chief  Justice  with  reference  to  the  two  omnibuses,  and  such  remarks  as  may  40 
be   found  in  HubbiwHs  case,  I    have  no    distinct  teaching    respecting    the 
evidence    which    was    required,  but    I    have  most  distinct  lines  respecting 
the  evidence  which  will  not  do.     Then  with  that  I  turn  to  the  decision  of  the 
Court  of  Appeal  in  Payton  v.  Snelling,  the  case  which  I  have  just  referred 
to  in  the  House  of  Lords.     In  that  case  Mr.  Justice  Byrne  held  that  the  goods  45 
were  calculated  to  deceive.      The  Court  of  Appeal  differed  from  him  on  the 
ground  that  he  had  not  taken,  as  in  another  action  by  the  same  Plaintiffs  Payton 
v.  Titus  Ward  I  had  not  taken,  sufficient  care  to  distinguish  between  what  was 
common  to  the  trade  and  what  was  new  and  novel  and  peculiar  to  the  particular 
article  in  question.    They  held,  as  I  understand  their  judgment,  that  you  must  50 
first  eliminate  those  things  which  are  common  to  the  trade,  and    then  see 
whether  there  is  a  sufficient  distinction  between  the  two  articles  in  that  which 
is  left.     They  illustrated  that,  and,  deciding  as  they  did,  they  were  bound,  I 
think,  to  go  on  and  s*y  that  a  man  might  properly  and  with  perfect  honesty 
copy  that  which  was  common  to  the  trade.     It  may  or  may  not  be  a  very  high  55 
standard  of  commercial  morality,  but  the  Court  has  nothing  to  do  with  that. 
They  held  that  a  man  may  take  all  the  features  of  a  tin  of  coffee  or  a  tin  of 
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salmon  which  are  common  to  the  trade,  adopt  them  because  they  are  fashionable 
in  the  market  and  he  thinks  them  likely  to  attract  attention  ;  and  as  long  as  he 
does  not  go  beyond  that — that  is  to  say,  as  long  as  he  does  not  copy  that  which 
is  a  peculiarity  of  the  Trade  Mark  which  is  said  to  be  infringed — he  is  not  only 
5  outside  the  law  but  he  is  perfectly  honest.  That  is  consistent  with  a  passage  in 
Lord  Macnaghten's  judgment  in  Payton  v.  SneUlng,  which  I  did  not  call 
attention  to  just  now  because  it  did  not  come  in  at  the  moment.  He  says,  at 
page  634  :  "  The  principle  is  perfectly  clear — no  man  is  entitled  to  sell  his  goods 
4<  as  the  goods  of  another  person.19     So  it  comes  back  to  a  case  with  which  we  so 

10  often  have  to  deal — the  case  in  the  House  of  Lords  about  the  Camel  Hair  Belting. 
Have  you  taken  the  Plaintiff's  goods  ?  If  you  have  taken  the  Plaintiff's 
goods — that  is  to  say,  if  you  are  making  your  goods  *bo  that  you  are  inducing 
people  to  buy  your  goods  as  and  for  the  Plaintiff's  goods — then  you  are  cribbing 
that  which  is  his,  and  you  must  be  enjoined.    If  you  are  not,  you  are  outside  the 

15  law.  You  may  not  be  acting,  as  I  say,  with  regard  to  a  high  standard  or  a  low 
standard,  but  you  are  within  the  law.  That  is  really  the  principle  of  the  whole 
decision  in  Payton  v.  Snelling  and  in  the  other  case.  Mr.  Lawrence  read  one 
or  two  passages.  I  think  it  is  all  summed  up  in  the  Master  of  the  Rolls' 
judgment  at  page  52.    That  is  the  sum  and  substance  of  it.    You  must  look  at 

20  the  two  things  and  see  whether  what  is  not  common  to  the  trade  has  been 
adopted,  and  then  you  must  go  one  step  further  than  that,  and  in  treating  the 
question  whether  a  person  is  likely  to  be  deceived  by  what  has  been  done  in 
the  adoption  of  a  peculiar  mark,  you  must  consider  who  is  the  person  likely  to 
be  deceived.    There  is  a  passage  in  Lord  Justice  Homers  judgment  which  to 

25  my  mind  is  of  very  great  value,  because  I  think  he  rather  corrects  the  views 
expressed  in  many  cases,  that  you  have  only  to  think  of  the  unwary  customer. 
The  unwary  customer  is  extremely  difficult  to  find.  Now,  Lord  Justice  Romer 
says  this,  and.  having  regard  to  what  Lord  Macnaghten  said  in  the  House  of 
Lords  about  that  judgment,  I  think  it  is  not  unfair  to  say  that  it  was  approved 

30  by  the  Hon  so  of  Lords : — "  It  seems  to  be  a  sort  of  popular  notion  of  some 
"  witnesso-  that,  in  considering  whether  customers  are  likely  to  be  deceived, 
u  you  are  to  consider  the  case  of  an  ignorant  customer  who  knows  nothing 
"  abput,  or  very  little  about,  the  subject  of  the  action.  That  is  a  great  mistake. 
**  The  kind  of  customer  that  the  Courts  ought  to  think  of  in  these  cases  is  the 

35  "  customer  who  knows  the  distinguishing  characteristics  of  the  Plaintiff's  goods 
"  — those  characteristics  which  distinguish  his  goods  from  other  goods  on  the 
"  market  so  far  as  relates  to  general  characteristics.  The  customer  must  be  one 
*'  who,  knowing  what  is  fairly  common  to  the  trade,  knows  of  the  Plaintiffs 
"  goods  by  reason  of  these  distinguishing  characteristics.    If  he  does  not  know 

40  **  that,  he  w  not  a  customer  whose  views  can  properly,  or  will  be,  regarded  by 
"  this  Court."  That  will  get  rid  in  many  cases,  I  hope,  in  future,  of  a  great 
deal  of  evidence  which  takes  up  time  and  is  of  a  very  trivial  character 
— evidence  of  young  people — little  girls  out  of  lodging-houses,  who  run 
in  and  want  another  tin  of  what  they  had  yesterday,  and  get  something 

45  quite  different  from  what  they  had  yesterday,  but  do  not  really  know 
the  difference.  They  get,  say,  a  tin  of  salmon,  perhaps  with  a  head 
on  it,  and  they  are  easily  deceived,  and  they  do  not  know  the  difference. 
Customers  of  that  kind  are  not  to  be  regarded.  I  am  grateful  to  the  Lord 
Justice  for  having  laid  down  a  rule  which  I  wish  and  hope  will  enable  me  to 

50  get  rid  of  a  great  deal  of  what  I  have  always  thought  very  trivial  evidence. 

With  those  guides  before  me,  what  have  I  got  to  do  here  ?  I  take  the  two 
tins,  and  I  eliminate  almost  everything.  I  eliminate,  of  course,  the  shape  of  the 
tin,  the  colour  of  the  tin,  and  the  salmon.  I  do  not  mean  to  say  that  is  all ;  but 
surely  those  are  the  things  in  which  the  two  tins  are  common,  or  on  common 

55  ground.  To  those  who  sell  them  the  tins  are  of  course  different.  They  are  both 
called  "  Alaska  Red  Salmon,"  but  as  they  both  purport  to  be  tins  of,  and  I  suppose 
are  tins  of,  Alaska  red  salmon,  nobody  pan  say  that  there  is  anything  wrong  in 
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that.  Then  we  come  to  that  in  which  there  is  said  to  be  resemblance — that  is, 
the  distinctive  parts.  I  have  a  "  Moose  Head,"  on  which  I  have  already 
commented.  It  is  enclosed  in  a  circle  with  a  yellow  ground,  with  a  blue  band 
immediately  outside  it,  and  a  further  yellow-barred  circumference  outside  that, 
and  a  moose  head,  and  it  is  called  the  '•  Moose  Head  Brand,"  which  of  course  5 
properly  describes  it.  On  the  other  we  have  the  "  Deerhead  Brand,"  which  I 
mention  first  only  because  I  have  just  mentioned  "  Moose  Head  Brand,"  and 
which  cannot  be  said  to  have  any  similarity  to  u  Moose  Head  Brand,"  except 
that  they  are  both  brands  and  both  something  to  do  with  heads.  And  then  I 
have  the  deer  head.  It  is  enclosed  in  a  circle,  as  far  as  my  eye  can  tell  me.  It  10 
has  no  band  at  all.  Really  the  only  circumference  of  the  circle  is  this,  that  so 
much  is  cut  out  of  the  surrounding  red  colour  that  the  surrounding  red  colour 
makes  the  circumference.  The  head  is  entirely  different.  To  my  mind,  if  I 
give  my  judgment  simply  by  my  own  eye,  and  remembering  the  sort  of 
customer  I  must  suppose  myself  to  be,  it  is  impossible  to  conceive  anyone  being  15 
deceived  into  thinking  that  when  he  gets  the  "  Deerhead  "  he  has  got  the 
"  Moose  Head,"  or  getting  the  *'  Moose  Head  "  that  he  has  got  the  "  Deerhead." 
There  is  quite  sufficient  distinction  for  any  man  of  ordinary  intelligence. 

But  I  ought  not  to  rest  there,  and  therefore  I  must  think  what  evidence  I 
have  got.    Now  I  put  aside  at  once  all  the  evidence  which  is  excluded  by  Lord  20 
MacnaghterCs  judgment,  and  there  is  very  little-  left  indeed.     It  is  quite  true 
that  I  have  some  evidence,  as  Mr.  Warrington  says — and  I  think  he  is  right  in 
putting  it  in  that  way — not  very  strong,  but  there  is  some  evidence,  that  persons 
occasionally  asked  for  these  goods  by  their  brand.    There  is  evidence  that  there 
is  no  other  animal,  still  less  any  other  deer,  of  which  the  head  alone  is  on  the  25 
label.     I  really  think  that  is  about  all  the  evidence  I  have  got  as  to  the  markets, 
and  persons  who  ask  for  it,  the  customers  for  the  goods.    I  have  got  evidence 
that  some  people  go  by  the  price — most  people  do  apparently.    That  is  rather  in 
favour   of   the    Defendants  than  of   the    Plaintiffs.     I  have   no   evidence  at 
all  to  lead  me  to  the  conclusion  that  what  seems  to  be  extremely  unlikely  is  80 
really  likely.     In  the  case  to  which   I   referred  just  now— Hubbuck's  case — I 
think  an  intelligent  customer  could  not  possibly  have  been  deceived  by  the  two 
different  kegs  of  paint ;  but  then,  as  I  have  said  just  now,  I  had  a  vast  amount 
of  evidence  to  show  that  the  class  of  people  there  might  be  deceived,  and  that 
the  kegs  were  asked  for  in  such  a  way  as  to  lead  to  the  conclusion  that  the  35 
customers  intended  the  Plaintiff's  kegs,  and  did  not  want  anything  else.    Now 
I  have  really  no  evidence  of  that  kind  at  all.     I  think  I  am  right  in  saying 
I  have  not  a  scrap  of  evidence  that  the  "  Moose  Head  Brand  "  is  asked  for  by 
customers  at  all.    The  nearest  approach  to  it  is  that  some  little  boy,  giving  a 
message  which  was  delivered  by  somebody  from  a  lodging  house,  said  that  40 
somebody  asked  for  a  tin  of  salmon  "  with  a  head  on  it."     If  that  really  went 
further  than  it  did,  and  it  stood  alone,  I  could  not  act  upon  it ;  but  it  is  impossible 
to  act  upon  evidence  of  that  kind,  not  brought  home  really  to  anyone. 

My  conclusion  is,  first,  that  there  is  no  deception  to  my  eye  in  the  distinctive 
particulars ;  secondly,  that  I  have  no  evidence  that  induces  me  to  think  that  45 
my  eye  is  wrong.  Therefore,  the  final  conclusion  is  that  the  Plaintiffs  have 
failed  to  make  out  that  the  use  of  the  Deerhead  Brand  is  calculated  to  deceive 
those  whom  I  am  bound  to  regard  and  to  protect  into  the  notion  that  when  they 
buy  that  they  are  buying  the  Moose  Head  Brand. 

The  result  is  that  the  Plaintiffs  fail  throughout,  and  there  must  be  judgment   50 
for  the  Defendants  with  costs. 
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In  the  Court  of  Appeal. 


Before   THE    MASTER    OP    THE    ROLLS   and    LORDS   JUSTICES   COLLINS   and 

Stirling. 


November  28th,  29th,  and  30th,  and  December  13th,  1900. 

5  Wilson  Brothers  Bobbin  Company,  Ld.  v.  Wilson  &  Co. 

(Barnsley),  Ld. 

Patent. — Action  for  infringement. — Validity. — Subject-matter. — Invention. — 
Alleged  prior  user.— Judgment  for  Plaintiffs. — Appeal  allowed. — Patent  Jield 
invalid. 

10  A  Patent  was  granted  in  1895  for  "  Improvements  in  means  for  strengthening 
"  and  protecting  tubes  and  bobbins  used  in  the  preparation  and  spinning  of 
fc€  fibrous  materials"  TJve  invention  related  to  ferrules  for  application  to  such 
tubes  and  bobbins,  and  the  ferrule  described  had  the  edge  away  from  the  end  of 
the  bobbin  folded  completely  over  on  itself,  and  such  edge  on  application  of  the 

15  ferrule  to  the  bobbin  was  described  as  being  pressed  into  the  wood  so  as  to  hold 
the  ferrule  on  securely.  Before  application  the  ferrule  was  of  conoidal  form. 
The  first  claim  was :  "  In  rings,  hoops,  shields,  and  ferrules  for  application 
*•  to  tubes,  bobbins,  pirns,  and  flanges,  for  the  purpose  of  protecting  and 
"  strengthening  the  same,  forming  the  said  rings,  hoops,  shields,  and  ferrules, 

90  **  with  a  folded  or  doubled  over  edge  or  lip  such  as  a  2,  which  is  pressed  into  the 
"  wood  or  material  so  as  to  hold  the  ring  or  lioop  securely  in  conjunction  with 
"  a  flange  or  lip  a1  at  the  other  end  or  edge  of  the  ring  or  ferrule,  substantially 
"  as  described  and  sJiown"  The  second  claim  related  to  rings,  Ac,  with  both 
edges  folded  over.     The  third  claim  was :  "  Tfie  improved  rings  or  ferrules  for 

25  "  application  to  tubes  and  bobbins,  substantially  as  described  and  illustrated" 
Conoidal  ferrules  having  a  flange  at  right  angles  to  be  forced  into  the  wooden 
bobbin  or  a  groove  cut  tJierein  were  known  at  the  date  of  the  Patent.  In  an 
action  for  infringement  tfie  Defendants  alleged  (inter  alia)  anticipation  by 
certain  prior  users,  and  that  tliere  was  no  invention,  and  therefore  no  subject- 

30  matter.  Evidence  was  given  on  behalf  of  tlie  Plaintiffs  of  utility,  and  in 
particular  of  very  large  sales  of  tobbins  alleged  to  be  fitted  with  the  ferrules 
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under  the  Patent.  On  behalf  of  the  Defendants  it  was  contended  tiuti  such 
bobbins  were  mostly  grooved,  whereas  the  Specification  stated  tliat  grooving  was 
not  necessary.  It  was  held,  at  the  trial,  tliat  the  application  of  the  device  of  a 
folded  over  edge  to  a  ring  so  made  as  to  be  capable  of  compression  from  the 
conoidalform  to  a  cylindrical  form,  so  that  such  edge  might  by  compression  be  5 
so  lessened  in  diameter  as  to  lwld  the  ring  in  place,  was  new ;  that  t?iere  was  a 
substantial  exercise  of  inventive  power ;  that  the  Patent  had  not  been  anticipated 
by  the  prior  users  alleged,  and  in  particular  not  by  a  ring  on  a  bobbin  with 
t)ie  upper  edge  of  the  ring  folded  over;  and  that  the  Patent  was  valid;  and 
judgment  was  given  for  the  Plaintiffs.    The  Defendants  appealed.  10 

Held,  on  appeal,  that  the  Patent  was  invalid  on  tlie  ground  that  the  third 
claim  was  for  the  ferrules  per  se,  and  was  bad,  and  also  {the  Master  op  THE 
ROLLS  dissenting  on  this  point)  on  the  ground  that,  leaving  regard  to  the  prior 
Specifications  and  previous  knowledge,  there  was  no  invention  and  no  subject- 
matter  for  Letters  Patent.  15 

The  appeal  was  allowed,  the  Plaintiffs  being  ordered  to  pay  the  costs  of 
the  appeal  and  below,  including  the  costs  of  certain  of  the  Particulars  of 
Objections. 

On  the  16th  of  March  1895  Letters  Patent  (No.  5559  of  1895)  were  granted  to 
Herbert  William  Wilson  for  "  Improvements  in  means  for  strengthening  and  20 
"  protecting  tubes  and  bobbins  used  in  the  preparation  and  spinning  of  fibrous 
"  materials." 

The  Complete  Specification  was  as  follows  : — "  My  said  invention  refers  to 
"  an  improved  method  of  forming  and  applying  the  light  metallic  rings,  hoops, 
"  ferrules  and  shields  which  it  is  now  the  practice  to  place  upon  tubes  and  25 
44  bobbins  used  in  textile  machinery. 

"  Under  an  invention  for  which  I  have  obtained  Her  Majesty's  Letters  Patent 
44  No.  18,790  of  1891,  I  made  such  rings  and  hoops  with  a  projecting  flange, 
44  edge  or  lip  standing  at  about  right  angles  to  the  body  of  the  ring  or  hoop, 
"  the  said  flange  lip  or  edge  being  pressed  into  a  groove  preferably  cut  in  the  30 
44  wooden  tube  or  bobbin  to  receive  it. 

"  My  present  invention  is  for  similar  objects  but  instead  of  forming 
44  the  metallic  hoops  or  rings  with  the  said  penetrating  flange  or  lip  I  fold 
44  or  double  over  the  lower  part  of  the  hoop,  thus  presenting  a  flat  raised 
"  band  at  the  foot  of  the  interior  of  the  hoop.  When  the  hoop  is  applied  35 
"  to  a  tube  or  bobbin  or  flange  I  press  this  raised  folded  edge  into  the  wood 
"  of  the  bobbin  or  tube,  the  pressure  being  sufficient  to  bury  the  folded 
44  edge  in  the  wood,  the  edge  of  the  doubled  over  portion  thus  serving  as  a 
"  confining  ring  to  prevent  the  hoop  from  coming  off.  The  upper  edge  of 
44  the  hoop  is  formed  as  set  forth  in  my  foregoing  Patent  or  in  any  other  40 
44  convenient  or  suitable  manner  so  as  to  engage  with  or  lay  hold  of  the  tube  or 
44  bobbin  or  flange. 

44  In  order  that  my  invention  may  be  more  clearly  understood  I  will  now 
44  proceed  to  describe  the  same  in  greater  detail  with  the  assistance  of  the 
44  annexed  sheet  of  drawings.  *Fig.  1  is  a  sectional  view  of  my  improved  45 
44  metallic  strengthening  ring  or  ferrule  before  application  to  a  tube.  Pig.  2 
44  shows  the  same  applied  to  the  tube  but  before  being  pressed  down  and  fixed. 
_  — - 

*  See  drawings,  post,  page  142. 
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44  Fig.  3  shows  the  ring  or  ferrule  pressed  down  and  fixed  on  the  tube.  Fig.  4 
44  shows  my  improved  ring  applied  to  the  interior  of  the  foot  of  a  ring  spinning 
44  bobbin,  while  Fig.  5  shows  the  same  applied  to  the  exterior  of  a  similar 
44  bobbin.  Figs.  6  and  7  illustrate  the  application  of  my  improved  strengthening 
5  "  ring  to  the  flanges  of  a  bobbin. 

44 1  form  the  metallic  ring  a  as  shown  in  Fig.  I  with  a  downwardly  projecting 

44  flange  or  lip  a1  as  in  my  said  former  Patent  and  intended  to  enter  the  wood 

•4  of  the  tube  at  the  top.    At  the  foot  of  the  ring  I  fold  or  double  over  the 

•  "  margin  inwards  so  as  to  present  a  flat  raised  band  a  2.    The  ring  thus  formed 

;  10  "  is  now  applied  to  the  top  of  the  tube  b  as  shown  in  Fig.  2,  the  flange  a1  being 

44  pressed  into  the  material  of  the  bobbin  at  the  top.    I  then  mill  or  press 

44  inwards  the  lower  part  of  the  ring  a  so  as  to  bury  the  folded  edge  a  2  in  the 

44  wood  of  the  bobbin.     The  ring  a  is  thus  held  at  two  points,  viz.  by  the 

44  flange  a1  and  the  lip  a  2  so  that  it  cannot  come  off.    Instead  however  of  the 

15  "  flange  a1 1  might  provide  the  ring  a  with  any  other  suitable  holding  means  at 

44  the  top. 

44  In  Fig.  4  I  show  the  ring  a  applied  at  the  foot  of  a  ring  spinning  bobbin  b 

44  and  to  the  interior  thereof.     The  upper  edge  a  2  of  the  ring  a  is  folded 

44  over  as  shown   and  is  pressed  or  sunk  into  the  wood  of  the  bobbin   b 

I  20  "  the  lower  flange   a1  having  been  previously  forced  into  the  foot  of  the 

p  "  bobbin.    In  Fig.  5  I  show  a  similar  ring  similarly  applied  to  the  exterior  of 

I  44  the  bobbin  foot. 

44  Figs.  6  and  7  illustrate  the  application  of  my  improved  ring  a  to  a  flanged 
I  "  bobbin  b.    In  this  instance  I  make  both  edges  a  2  folded  over  or  doubled  as 

■  25  "  shown  in  Fig.  6  which  is  a  separate  sectional  view  of  the  ring. 

44  In  applying  the  ring  to  the  flange  &  2  of  the  bobbin,  I  mill,  press  or  force 

i  u  these  folded  edges  a?  into  the  upper  and  inner  sides  of  the  flange  b  2  the  sunk 

44  in  edge  a1  shown  in  the  other  figs,  not  being  required  although  I  do  not  debar 

44  myself  from  using  it  if  I  should  think  fit.    This  double  lipped  ring  might  be 

30  "  applied  to  other  forms  of  tubes  and  bobbins. 

44  1  have  found  that  in  these  and  in  other  similar  applications  of  the  ring  a  to 
44  tubes  and  bobbins  the  folded  over  edge  a  2  of  the  ring  or  hoop  a  gives 
44  a  perfectly  secure  holdfast  to  the  hoop  and  obviates  drawbacks  which 
44  occur  in  applying  the  said  metal  hoops  under  my  aforesaid  former 
35  "  Patent  of  1891.  For  example  it  is  not  necessary  to  groove  or  indent  the 
44  wood  of  the  tube  or  bobbin  to  receive  the  folded  edge  a  2,  as  pressure 
44  alone  suffices  to  sink  the  latter  into  the  solid  wood  where  it  remains  as  a 
44  binding  and  securing  ring.  The  rounded  lower  edge  of  the  folded  over 
44  foot  of  the  hoop  being  smooth  and  polished  there  is  no  sharp  edge  to 
40  "  cut  or  catch  the  yarn  while  the  double  edge  increases  the  strength  and 
44  rigidity  of  the  hoop. 

44  My  improvement  {videlicet  the  folded  over  edge  or  lip)  is  applicable  in 
44  conjunction  with  all  descriptions  of  hoops,  ferrules,  shields  and  rings  of  this 
44  nature  for  application  to  all  types  of  tubes,  bobbins,  bobbin  flanges  and  pirns 
45  "  admitting  of  such  application." 

The  Patentee  claimed : — "  1.  In  rings,  hoops,  shields  and  ferrules  for 
44  application  to  tubes,  bobbins,  pirns,  and  flanges  for  the  purpose  of  protecting 
44  and  strengthening  the  same,  forming  the  said  rings,  hoops,  shields  and 
44  ferrules  with  a  folded  or  doubled  over  edge  or  lip  such  as  a  2  which  is  pressed 
50  "  into  the  wood  or  material  so  as  to  hold  the  ring  or  hoop  securely,  in 
44  conjunction  with  a  flange  or  lip  a1  at  the  other  end  or  edge  of  the  rinr;  or 
44  ferrule  substantially  as  described  and  shown.  2.  In  rings,  hoops,  shields  and 
44  ferrules  for  application  to  tubes,  bobbins,  pirns  and  flanges  for  the  purpose  of 
44  protecting  and  strengthening  the  same,  forming  the  said  rings,  hoops,  shields, 
55  "  or  ferrules  a  with  folded  or  doubled  over  edges  or  lips  a  2  which  are  both 
44  proaed  into  the  wood  or  material  so  as  to  hold  the  ring  or  hoop  securely, 
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4k  sustantially  as  described  and  as  shown.  3.  The  improved  rings  or  ferrules 
u  for  application  to  tubes  and  bobbins  substantially  as  described  and  as 
a  illustrated." 


FIC.2. 


RG.3. 


FIG  6. 


c%^£r 


&VIQ.7. 


*.  3fr 


On  the  7th  of  June  1898  Wilson  Brothers  Bobbin  Company,  Ld.,  commenced 
an  action  against  Wilson  A  Co.  (Barnsley),  Ld.,  for  infringement  of  this  Patent,   5 
claiming  the  usual  relief.    Herbert  William   Wilson  was  subsequently  added 
as  a  co- Plaintiff. 

The  Plaintiffs  by  their  Statement  of  Claim,  as  amended,  alleged  that  the 
Plaintiff  Company  were  the  owners  of  the  Patent ;   that  the  Plaintiff  H.   W. 
Wilson,  by  an  indenture  dated  the  24th  of  May  1898,  assigned  it  to  them ;  that  10 
the  Patent  was  valid,  and  that  the  Defendants  had  infringed. 

The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  infringed  the 
Patent  in  so  far  as  regards  the  subject-matter  specifically  set  forth  in  Claims  1 
and  3  of  the  Specification ;  (2)  that  the  Defendants  had  infringed  the  Patent 
by  manufacturing  at  their  works  in  Barnsley  bobbins  and  tubes  fitted  with  15 
ferrules  made  and  applied  in  accordance  with  or  only  colourably  differing  from 
the  invention  forming  the  subject-matter  of  Claims  1  and  3,  and  alleged  a 
particular  sale  of  such  infringing  bobbins,  tubes,  and  ferrules. 

The  Defendants  by  their  Defence  did  not  admit  that  the  Plaintiffs  were  the 
registered  owners  of  the  Patent,  or  the  assignment  to  them,  and  denied  the  20 
validity  of  the  Patent  and  that  they  had  infringed. 

By  their  Particulars  of  Objections  the  Defendants  alleged  (I)  that  H.  W. 
Wilson  was  not  the  true  and  first  inventor  of  the  alleged  invention  claimed  in 
any  of  the  claiming  clauses  of  the  Specification  ;  (2)  that  the  alleged  invention 
was  not  the  subject-matter  of  valid  Letters  Patent.  The  Defendant  Company  25 
raised  this  objection  to  all  three  claims  in  the  Specification,  and  stated  that  they 
would  under  the  objection  rely  upon  all  the  anticipations  set  out  in  paragraph  4 
thereof,  and  upon  the  common  general  user  and  common  general  knowledge  for 
many  years  prior  to  the  date  of  the  Patent  of  metallic  rings,  hoops,  ferrules,  and 
shields  formed  with  folded  or  beaded  edges  for  the  purpose  of  strengthening  30 
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the  same,  and  forming  a  means  of  attaching  the  same  to  or  upon  tubes  or 
bobbins  or  other  similar  articles  ;  and  that  the  Defendant  Company  would  refer 
to  the  whole  of  the  following  Specifications  with  the  drawings  thereto  as  showing 
the  state  of  the  art  at  the  date  of  the  Patent,  namely  :  Southwell  (No.  2986  of 
5  1880),  John  William  Wilson  (No.  13,215  of  1884) ;  (3)  that  the  alleged  invention 
claimed  in  all  the  three  claiming  clauses  of  the  Specification  was  not  useful ; 
(4)  that  the  alleged  invention  claimed  in  all  the  said  three  claiming  clauses 
was  not  new,  but  had  been  published  and  publicly  used  in  this  realm  prior  to 
the   date  of  the   Patent  by  the  following  persons  at   tjie  times  and  places 

10  following  : — (1)  by  the  Defendant  Company  and  by  Messrs.  Wilson  A  Co.,  their 
predecessors  in  business,  at  Beevor  Works,  Barnsley,  in  the  West  Riding  of  the 
County  of  York,  in  the  years  1884  to  1898  inclusive ;  (2)  by  the  Plaintiff 
Company  and  by  Messrs.  Wilson  Brothers  and  Messrs.  Wilson  Brothers,  Ld,, 
their  predecessors  in  business,  at  the  Cornholme  Works,  Todmorden,  in  the  said 

15  Riding,  in  the  years  1884  to  1898  inclusive.  [Under  (3)  to  (9)  inclusive,  various 
other  users  were  specifically  mentioned.]  By  the  filing  or  leaving  at  the  Patent 
Office  of  the  several  Specifications  hereinafter  mentioned,  that  is  to  say  : — 
(1)  The  Specification  and  drawings  of  Joshua  Henry  Wilson  and  Lawrence 
Wilson  (No.  1772  of  1881),  the  whole  was  relied  on  as  anticipating  Claims  1,  2, 

20  and  3  of  the  Plaintiffs'  said  Specification  ;  (2)  the  Specification  and  drawings  of 
John  William  Wilson  (No.  2296  of  1881),  pages  1  and  2,  lines  1  to  43,  and  Figs. 
1,  2,  3,  and  4  of  the  drawings,  were  relied  on  as  anticipating  the  said  Claims 
1,  2,  and  3  ;  (3)  the  Specification  and  drawings  of  Samuel  Wilson  (No.  2582  of 
1884),  the  whole  Specification,  and  Figs.  1 ,  2,  and  8  of  the  drawings,  were  relied 

25  on  as  anticipating  the  said  Claims  1,  2,  and  3  ;  (4)  the  Specification  and 
drawings  of  Jackson  Coward  (No.  9283  of  1887),  the  whole  was  relied  on  as 
anticipating  the  said  Claims  1,  2,  and  3  ;  (5)  the  Specification  and  drawings  of 
George  Otis  Boynton  and  Frank  Cooper  Johnson  (No.  3468  of  1888),  the  whole 
Specification,  and  Figs.  1  and  3  to  9  of  the  drawings,  were  relied  on  as  antici- 

30  pating  the  said  Claims  1,  2,  and  3  ;  (6)  the  Specification  and  drawings  of  Henry 
Harris  Lake  (No.  12,224  of  1890),  the  whole  was  relied  on  as  anticipating  the 
said  Claims  1,  2,  and  3  ;  (7)  the  Specification  and  drawings  of  Herbert  William 
Wilson  (No.  18,790  of  1891),  the  whole  was  relied  on  as  anticipating  the  said 
Claims  1,  2,  and  3  ;  (8)  the  certified  copy  United  States  Specification  of  Essex  A 

'35  Ball  (No.  363,323),  which  was  open  to  public  inspection  in  the  Patent  Office 
Library  on  and  after  the  17th  of  May  1887,  the  whole  was  relied  on  as 
anticipating  the  said  Claims  1,  2,  and  3.  By  the  communication  of  the 
alleged    invention    by   Tom    Dickson,   of  Station   Road,    Steeton,    aforesaid, 

(1)  to  the  said  Messrs.  John  Dickson  A  Sons,  and  to  Mr.  Lee,  their  manager, 
40  at  Steeton,  aforesaid,  in  the  latter  part  of  1894  and  the  beginning  of  1895  ; 

(2)  to  the  Plaintiffs  at  Cornholme  Works  aforesaid,  in  the  beginning  of  the 
year  1895  ;  (3)  to  Messrs.  John  Clough  A  Sons,  of  Steeton  aforesaid,  in  the 
latter  part  of  1894. 

The  material  parts  and  the  material  figures  of  the  Complete  Specification  of 

45    Wilson  (No.  1772  of  1881)  were  as  follows  :— "  Our  invention  relates  to  the 

44  bobbins  and  tubes  made  of  wood,  paper,  and  other  material,  and  used  in 

44  preparing,  spinning,  doubling,   and  winding    machinery,  and   has   for  its 

44  principal  object  to  improve  and  strengthen  such  parts  of  the  bobbins  and 

14  tubes  as  are  most  liable  to  wear  and  to  become  cracked  or  broken.     Previously 

50  "  to  our  invention  metal  ferulSs  or  rings  have  been  applied  to  the  tubes  used  in 

44  the  treatment  of  fibrous  materials,  but  such  rings  have  usually  been  formed 

44  by  casting,  and  consequently  add  greatly  to  the  weight  of  the  tubes,  besides 

44  being  subject  to  other  serious  objections.     In  our  invention  we  strengthen 

44  the  end,  or  each  end,  of  the  tube  or  bobbin  by  means  of  a  ring,  preferably 

55  "  made  of  tin  plate,  sheet  brass,  or  other  thin  metal,  which  is  stamped,  pressed, 

j*4  or  ppun  into  form.    For  some  purposes  the  ring  is  flanched  at  one  end,  and 
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the  edge  of  the  flanch  is  turned  up  so  that  when  the  ring  is  forced  on  the 
tube  or  bobbin,  the  said  edge  penetrates  into  the  wood  or  other  substance 
composing  the  tube,  or  enters  the  bore  a  short  distance.  The  ring  is  further 
secured  by  spinning,  milling,  or  pressing  down  the  other  edge  over  a  shoulder 
or  into  a  groove  turned  in  the  tube  or  bobbin.  In  the  cases  of  very  thin 
tubes,  such,  for  example,  as  are  used  in  ring  spinning,  we  use  a  very  light 
ring,  which  is  formed  in  a  J,  L,  or  U  shape  in  cross  section,  or  into  other 
suitable  stiff  forms  as  hereinafter  specified.  We  enlarge  the  bore  at  the  end 
of  the  tube  for  a  short  distance  and  force  the  ring  into  this  enlargement,  bore 
from  the  ring  to  the  end  of  the  tube  with  a  wooden  ferule  or  bush.  And,  in 
order  that  our  said  invention  may  be  properly  understood,  we  will  now 
proceed  more  particularly  to  describe  and  ascertain  the  same,  reference  being 
had  to  the  annexed  sbeet  of  drawings,  and  to  the  letters  and  figures  marked 
thereon.  Fig.  1  is  a  sectional  view  of  an  ordinary  press  intermediate  slubbing 
or  roving  tube,  to  which  our  invention  is  shewn  applied.  The  ring  (a)  at  the 
foot  of  the  tube  is  made  of  tin  plate,  sheet  brass,  or  other  light  metal,  and  is 
formed  in  any  suitable  manner  in  the  required  shapes.  In  the  example 
shewn  the  ring  is  flanched  at  the  lower  end,  the  outer  edge  of  the  flanch  being 
turned  up  so  as  to  enter  the  bore  of  the  tube  for  a  short  distance.  To  secure 
the  ring  in  position  the  upper  edge  is  milled  or  pressed  over  a  shoulder  on 
the  tube,  which  prevents  it  from  being  withdrawn.  The  driving  slots  (b) 
may  be  sawn  or  cut  through  both  the  metal  and  the  material  of  the  tube,  or 


10 


15 


FIG.3. 


"  if  preferred,  the  slots  may  be  cut  in  the  tube  previous  to  the  application  of 
u  the  ring,  and  portions  of  the  ring  be  pressed  or  folded  down  into  the  driving 
"  slots.    The  upper  end  of  the  tube  is  or  may  be  provided  with  a  simitar  ring  35 
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41  (c).  Fig.  2  is  a  sectional  view  of  a  similar  tube,  wherein  the  upturned  portion 
"  of  the  flange  on  the  ring  (a)  is  forced  into  the  substance  of  the  tube  end 
"  instead  of  entering  the  bore  as  described  and  shewn  with  reference  to  Fig.  1. 
44  In  both  of  these  examples  a  shoulder  is  shewn  on  the  outside  of  the  lower 

5  "  end  of  the  tube,  over  which  shoulder  the  edge  of  the  ring  can  be  bent  or 
"  milled.  Fig.  3  shews  a  tube  formed  without  such  shoulder  and  having  the 
44  edge  of  the  ring  milled  or  pressed  against  or  into  the  material  of  the  tube,  or 

44  into,  a  groove  formed  for  its  reception " 

The  material  parts  and  material  figures  of  the  Complete  Specification  of 

10  Wilson  (No.  18,790  of  1891)  were  as  follows  :— *4  My  invention  relates  to  the 
"  bobbins  and  tubes  used  to  carry  rovings  and  yarn  as  is  well  understood  and 
'*  consists  of  improvements  in  an  invention  for  which  Letters  Patent  Number 
44 1772  of  the  year  1881  were  granted  to  Joshua  Henry  Wilson  and  Lawrence 
44  Witeon. 

15  44  In  this  earlier  invention  bobbins  and  tubes  were  strengthened  by  means  of 
44  rings  or  hoops  made  of  thin  sheet  metal  stamped  pressed  or  spun  into  form. 
44  A  hoop  which  has  been  largely  used  by  my  firm  since  the  date  of  the  said 
44  Letters  Patent  is  in  the  form  of  a  cylindrical  shell  flanged  inward  at  one  end 
44  and  having  the  margin  of  the  flange  turned  inward  so  as  to  extend  inside  the 

20  "  shell  or  into  a  groove  concentric  with  the  same.  When  this  hoop  is  applied 
44  the  inward  projection  enters  the  bore  of  the  tube  or  bobbin  or  the  groove  cut 
44  therein.  In  practice  these  hoops  answer  their  intended  purpose  very  well 
44  but  it  has  been  considered  advisable  to  render  their  attachment  more  secure 
•4  especially  in  some  of  their  applications  and  this  is  the  principal  Qbject  of  my 

25  "  invention. 

44  In  the  case  of  plain  cylindrical  tubes  not  having  shoulders  to  aid  in  securing 
44  the  hoop  it  has  not  been  possible  to  obtain  as  firm  a  hold  upon  the  tube  as  is 
44  desirable.  To  obviate  this  defect  I  turn  inward  the  edge  of  the  hoop  at  the 
44  opposite  end  to  the  one  which  is  flanged  as  aforesaid.      This  turned-in  edge 

30  "  forms  an  additional  flange.  Without  some  other  change  in  the  formation  of 
44  the  hoop  this  additional  flange  would  prevent  the  hoop  from  being  forced 
44  upon  the  tube.  To  get  over  this  difficulty  I  make  the  hoop  of  a  conoidal  form 
44  instead  of  a  cylindrical  form  as  aforesaid,  the  amount  of  taper  being  sufficient 
44  to  enable  the  inner  edge  of  the  flange  to  pass  on  to  the  tube.    When  the  hoop 

35  A<  is  being  applied  it  is  condensed  or  contracted  by  spinning  or  by  the  pressure 
44  of  dies  or  by  suitable  means  so  as  to  reduce  the  hoop  to  the  cylindrical  form 
44  the  additional  flange  being  forced  into  the  wood  or  material  of  the  tube  or 
44  into  a  groove  cut  therein.  When  so  applied  the  hoops  cannot  come  off  in  use. 
44  In  the  cases  of  hoops  for  shouldered  tubes  I  force  the  additional  flange  over 

40  "  the  shoulder  and  into  the  material  or  into  a  groove  and  in  some  or  in  all  cases 
u  I  propose  to  make  such  flange  of  a  form  which  will  admit  of  its  being  turned 
44  inward  toward  the  tube  in  an  inclined  or  curved  direction  toward  the  other 
44  end  of  the  hoop  so  as  to  form  a  rounded  or  4  beaded  '  shoulder.  I  carry  out 
*•  the  same  principle  in  the  application  of  the  protecting  hoops  rings  or  caps — 

45  "  which  may  not  in  all  cases  be  cylindrical — to  the  other  forms  of  tubes  pirns 
44  or  bobbins  making  them  too  large  in  the  first  instance  and  contracting  them 
44  in  the  application  so  as  to  force  the  additional  flange  or  edge  into  the  material 
44  or  into  a  receiving  groove.  In  the  cases  of  lining  ferrules  I  employ  the 
44  converse  method  by  making  the  ferrules  too  small  and  by  expanding  them  in 

50  "  the  application  so  as  to  force  a  projecting  edge  into  the  material. 

44  In  order  that  the  nature  and  object  of  my  invention  may  be  clearly  under- 
44  stood  I  will  describe  the  same  more  fully  with  reference  to  the  accompanying 
"  drawings.  In  the  said  drawings,  Fig.  1  represents  one  of  my  improved  hoops. 
44  Fig.  2  shows  the  hoop  in  position  upon  the  end  of  a  tube.     Fig.  3  shows  the 

55  "  same  hoop  and  tube  end  when  the  application  is  completed  by  compressing 
44  the  hoop. 
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"  In  Fig.  1  a  is  the  part  of  the  hoop  which  has  hitherto  been  made  cylindrical 
"  but  which  I  make  conical  and  a>  is  the  additional  turned  in  edge  or  flange. 
44  The  parts  a3  and  a8  are  made  as  usual.  The  amount  of  taper  in  the  shell  a  is 
44  such  as  that  the  tube  end  will  pass  through  the  circular  hole  at  a1  a1  as 
44  indicated  in  Fig.  2  in  which  b  represents  the  upper  end  of  a  tube  such  for 
44  example  as  a  stubbing  or  roving  tube.  A  groove  c  is  turned  on  the  outside  of 
44  the  tube  to  receive  the  edge  a1  when  the  hoop  is  contracted  as  hereinafter 
44  described.  Fig.  2  shows  the  hoop  got  into  position  upon  the  tube  but  not 
44  fired.  To  fix  the  tube  I  compress  the  hoop  between  dies  which  are  caused 
44  to  move  radially  towards  the  tubes  so  as  to  press  the  hoop  in  several  directions 
44  upon  the  tube  or  I  adopt  other  suitable  means  which  will  cause  the  hoop  to 
44  contract  in  diameter,  until  it  tightly  fits  the  tube  as  in  Fig.  3.  It  will  be  seen 
44  that  in  this  construction  the  edge  a1  becomes  forced  into  the  groove  at  c. 
44  When  so  applied  the  hoop  is  very  secure  so  that  it  could  not  be  removed 
44  without  cutting  it  or  the  bobbin  in  pieces.  Another  advantage  arises  from 
44  the  fa<*t  that  the  sharp  or  cut  edge  at  a1  is  completely  embedded  in  the  wood 
44  of  the  tube  and  a  smooth  finish  is  obtained  so  that  there  is  no  sharp  edge  to 
44  cut  or  catch  the  yarn.  The  additional  flange  a1  also  increases  the  strength  of 
44  the  hoop.    .    .         .     .•' 
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The  action  was  tried  on  the  22nd,  23rd,  and  27th  of  January  1900,*  before  20 
Mr.  Justice  Bruce,  who  held  that  the  application  of  the  device  of  a  folded  over 


*  Mr.  Swinburne  (called  on  behalf  of  the  Plaintiffs)  gave  evidence  that  the  object  of  the  ferrule 
was  to  strengthen  the  end  o  the  bobbin,  to  prevent  it  splitting,  and  at  the  same  time  not  to 
present  any  rough  edge  that  would  catch  the  fibres  of  the  thread  ;  that  one  of  the  former  methods 
of  holding  a  ferrule  on  was  by  making  dents,  or  centre-punch  pops,  with  a  pointed  tool,  in  the 
ferrule.  This  method  had  defects  which  were  shown  in  the  exhibit  J.  S.  2 — the  brass  was  split, 
the  ferrule  was  made  uneven,  and  it  was  loose.  A  second  method  was  to  turn  the  upper  edge  of 
the  ferrule  in,  and  to  let  it  rest  in  a  groove  made  round  the  wood ;  that  had  the  disadvantage  of 
weakening  the  wood.  None  of  the  previous  methods  were  satisfactory  compared  with  the 
invention  in  question.  In  cross-examination  he  said  that  the  invention  contested  in  doubling  over 
the  bottom  of  the  ferrule  and  applying  it  as  described.  The  doubling  over  was  not  invention  in 
itself— it  was  a  well-known  device  for  making  a  smooth  edge.  Neither  J.  S.  8  (which  was 
admitted  to  have  been  made  before  the  date  of  the  Patent),  nor  J.  S.  9  (not  so  admitted),  nor  the 
Specifications  of  Wilson  of  1881  and  1891,  would  teach  the  public  the  patented  device.  * 

Mr.  Greenwood  said  that  the  Plaintiff  Company  had  sold  over  18  millions  of  bobbins  having,  the  - 
patented  ferrule  applied  to  them,  and  he  and  other  witnesses  gave  evidence  in  favour  of  #ie 
utility  of  the  Patent.  •       »•  *  *'** 
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*  edge  to  a  ring,  so  made  as  to  be  capable  of  compression  from  the  conoidal  to  a 
cylindrical  form,  so  that  such  edge  might,  by  compression,  be  so  lessened  in 
diameter  as  to  hold  the  ring  in  place,  was  new ;  that  there  was  a  substantial  exercise 
of  inventive  power ;  that  the  Patent  had  not  been  anticipated  by  the  prior  users 
5  alleged,  and  in  particular  not  by  J.  S.  8,  a  ring  and  bobbin  with  the  upper  edge 
of  the  ring  folded  over  ;  and  that  the  Patent  was  valid.  Judgment  was  given 
for  the  Plaintiffs,  with  a  certificate  as  to  validity  and  costs.*  The  Defendants 
appealed. 

T.  Terrell,  Q.C.,  and  B.  Wright  Tat/lor  (instructed  by  Booke  A  Sons,  agents 

10 'for  Haley  A  Sons,  of  Barnsley)  appeared  for  the  Appellants;  Moulton,  Q.C., 
C.  A.  Bussrtl,  Q.C.,  and  J.  C  Graham  (instructed  by  W.  J.  and  H.  Tremelleti, 
agents  for  Blair  and  Seddon,  of  Manchester),  appeared  for  the  Respondents. 

Terrell,  Q.C.,  and  Wright  Taylor  for  the  Appellants. — The  decision  below  is, 
we  submit,  wrong  on    infringement,  anticipation,  and  subject-matter.     The 

15  Patent  was  anticipated  by  J.  S.  8  and  J.  S.  9  ;  and,  having  regard  to  prior 
knowledge,  there  was  no  subject-matter.  On  that  construction  of  the  Specifica- 
tion which  is  necessary  to  establish  infringement,  there  is  no  subject-matter ; 
and  .on  any  construction  which  shows  subject-matter  there  is  no  infringement. 
[The  Specification  of  1895  was  read  and  that  of  1891  was  referred  to.]     The 

20  Patentee,  in  the  Specification  of  1895,  substantially  says  that,  whereas  in  the  1891 
Specification  he  had  a  flange  at  right  angles  and  a  groove,  he  doubles  over  the  edge 
and  presses  it  into  the  wood.  Figs.  6  and  7  are  the  most  important — in  them  both 
edges  are  turned  over.  Claim  1  is  for  the  combination  of  the  ferrule  and 
bobbin.    One  edge  is  completely  folded  over  and  pressed  into  the  wood.     The 

25-  second  claim  differs  from  it,  in  both  edges  being  completely  folded  over  and 
pressed  into  the  wood.  Claim  3  is  for  the  ferrule  by  itself,  but  for  a  ferrule 
intended  to  be  applied  to  a  bobbin,  which,  however,  forms  no  part  of  what  is 
there  claimed  ;  otherwise  the  third  claim  would  be  mere  repetition.  Claims  1 
and  2  are  for  forming  and  applying,  and  are  for  making  the  completed  article. 

30  In  the  Specification  of  1891  the  Patentee  had  (1)  the  conical  form  which,  when 
pressed,  became  cylindrical ;  (2)  the  pressure  into  the  wood  as  one  alternative  ; 
and  (3)  a  flange  turned  in,  although  at  right  angles  and  not  folded  quite  over. 
The  only  thing  new  in  the  Specification  of  1895,  having  regard  to  that  of  1891, 
was  the  turning  over  of  the  edge  on  to  itself.     That  was  not  subject-matter. 

35  The  exhibit  J.  S.  8  shews,  moreover,  that  turning  over  the  edge  on  itself  was 
old.  It  may  be  said  that  in  J.  S.  8  the  edge  was  not  turned  over  to  hold  the 
ferrule  on,  but  in  Figs.  6  and  7  the  edges  are  not  turned  over  for  that  purpose, 
because  the  ferrule  there  shewn  holds  on  by  reason  of  its  shape.  As  to  J.  S.  9, 
Bruce,  J.,  held  that,  not  being  proved  to  have  been  made  by  the  Plaintiffs,  it  did 

40  not  fall  within  the  Particulars  of  Objections  {see  Particular  4  (2) ).  The  only 
penalty  under  section  29  of  the  Patents,  &c.  Act,  1883,  would  be  that  the  Defen- 
dants could  not  put  it  in  evidence  except  by  leave.  The  Defendants  did,  in 
fact,  prove  everything  alleged,  except  perhaps  that  it  was  made  by  the  Plaintiffs, 
and  on  the  evidence  it  is  submitted  that  this  also  must  be  taken  as  proved.    As 

45  to  J.  S.  10  it  is  not  denied  that  it  is  like  the  ferrule  of  J.  S.  9.  The*  main 
feature  of  the  Patent  really  is  getting  rid  of  the  groove  in  the  ferrule,  and  there 
might  be  ggeat  utility  in  effecting  that ;  but  the  evidence  shews  that  the  attempt 
to  dispense  with  the  groove  has  been  a  failure.  The  Patentee  missed  the 
invention  of  a  turned-over  edge  with  a  groove.    As  to  infringement,  that  was 

50r  not  admitted  by  the  answers  to  interrogatories — only  the  fact  of  the  Defendants 
making  the  ferrule  was  admitted.  The  Defendants  have  always  used  a  groove. 
[Dick  v.  Ellam,  17  R.P.C.  197,  was  referred  to.] 

Ifouiton,  Q.C.,  and  Bussell,  Q.C.,  for  the  Respondents.— This  case  is  unique 
iti  on*  respect,  for  there  had  been  for  a  long  time  a  very  large  use  of  bobbins 

V7R.P.0. 177. 
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protected  by  shields  and  continual  attempts  to  improve  them,  but  in  1895  there 
were  none  free  from  objection.  Every  one  in  use  developed  a  raw  edge.  Each 
month  thousands  were  sent  back  to  the  manufacturers.  Although  the  invention 
may  now  appear  Bimple,  people  had  been  working  at  the  problem.  The  Plaintiffs 
turn  out  a  thousand  gross  a  week,  and  since  1895  they  have  had  no  complaints.  5 
If  people  wanted  a  result  and  could  not  get  it  previously,  and  the  Patentee 
obtained  it,  that  is  evidence  of  invention  (Riekman  v.  Thierry,  14  R.P.C.  105). 
In  Siddell  v.  Victors  (7  R.P.C.  292)  the  invention  was  for  the  use  in  a 
combination  of  a  ratchet  and  toothed  wheel  for  their  ordinary  purposes.  In 
the  present  case  the  unsuccessful  attempts  in  1881  and  1891  are  im-  10 
portant.  The  question  is  whether  the  solution  was  an  obvious  one.  It  is 
essential  that  the  article  should  be  cheap.  The  doubling  in  of  the  edge  first 
and  the  squeezing  in  afterwards  were  new,  and  not  obvious.  The  Patent  of 
1891  failed  because  buckling  took  place,  and  the  deep  groove  weakened  the 
bobbin.  It  is  true  that  in  practice  the  Plaintiffs  generally  use  a  slight  groove,  15 
but  it  is  merely  a  guiding  groove,  and  in  all  cases  the  edge  is  pressed  into  the 
wood.  Even  if  in  hard  wood  a  groove  is  made  in  the  wood,  the  validity  of  the 
Patent  is  not  affected  ;  an  advantage  is  gained  in  the  case  of  soft  wood.  The 
Patentee  only  says  that  it  is  not  necessary  to  groove  the  wood.  There  is  no 
difficulty  in  carrying  out  the  invention  ;  any  workman  would  know  what  to  do  20 
to  make  it  work.  The  absence  of  grooving  is,  moreover,  not  part  of  the  inven- 
tion, but  is  merely  pointed  out  as  an  advantage.  In  the  1891  Patent  grooving 
was  necessary,  but  it  was  not  in  the  1895  Patent.  Insufficiency  of  description 
or  direction  is  not  pleaded.  Apart  from  J.  S.  10,  the  article  shewn  in  Fig.  1  is 
a  new  article.  As  to  J.  S.  8  it  went  on  as  a  cylinder,  and  it  has  the  bottom  edge  25 
turned  in  ;  the  patented  article  is  conoidal,  and  has  the  other  edge  turned  in. 
It  is  really  the  pressure  into  the  wood  and  not  the  grooving  that  does  the 
holding  on.  [At  this  point  H.  W.  Wilson  was  called  to  give  further  evidence 
as  to  the  proportion  of  bobbins  made  by  the  Plaintiffs  of  soft  wood  to  those 
made  of  hard  wood,  and  as  to  the  proportion  grooved.]  The  exhibit  J.  S.  9  30 
depends  on  a  bead.  Neither  J.  S.  8  nor  J.  S.  9  could  be  put  on  a  cylindrical 
bobbin.  The  fastening  edge  had  all  the  objectipns  of  a  ragged  edge.  In  the 
Patent  it  is  the  fastening  edge  that  is  the  folded  over  edge  ;  that  is  not  so  in 
J.  S.  8  and  J.  S.  9,  and  neither  of  these  anticipate  the  invention.  J.  S.  9  is  not 
within  the  Particulars  of  Objections ;  also,  until  the  ferrule  of  it  was  filed  35 
through  in  1899,  no  one  could  tell  from  external  inspection  that  it  had  a  folded 
over  edge.  On  the  third  claim  Tweedale  v.  Ashworth  (9  R.P.C.)  is  in  the 
Plaintiffs'  favour.  On  the  light  construction  of  the  Specification  and  claim  it 
is  not  for  the  article  per  se.  [The  Master  of  the  Rolls  referred  to  Deeley  v. 
Perkes  (13  R.P.C  581).]  One  must  look  at  the  main  object  of  the  invention  in  40 
construing  the  claims.  If  the  choice  is  between  saying  that  the  claim  is 
redundant  and  giving  to  it  a  meaning  not  in  accord  with  the  whole  Specification, 
the  former  course  will  be  taken.  It  is  submitted  that  the  claim  is  limited  to 
the  application  to  bobbins. 

Terrell,  Q.C.,  in  reply. — The  decision  in  Tweedale  v.  Ashworth  is  really  in  45 
favour  of  the  Defendants,  and  so  also  are  Dick  v.  Ellam  and  Deeley  v.  Perkes. 
The  third  claim  is  for  the  ferrule  as  new.  Claims  1  and  2  are  also  bad.  The 
oonoidal  form  pressed  into  place  was  old,  so  to  compress  one  thickness  of  edge 
was  old,  also  the  doubling  over  the  edge  to  prevent  roughness  or  to  give  strength 
was  old.  It  cannot  be  said  that  there  was  subject-matter  to  so  compress  two  50 
thicknesses  of  edge  instead  of  one.  In  Figs.  6  and  7,  which  illustrate  Claim  2, 
the  folded  over  edge  performs  no  holding  on  function. 

Smith,  M.R. — This  is  an  action  by  the  Plaintiffs,  who  are  bobbin  manu- 
facturers, against  the  Defendants,  who  are  also  bobbin  manufacturers,  for 
Infringing  the  Plaintiffs'  Patent  of  1895  ;  and  the  appeal  is  by  the  Defendants  5i 
against  a  judgment  of  Mr.  Justice  Bfuce,  who  has  held  that  the  Patent  is  good, 
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and  that  'the  Defendants  have  infringed  it.  Although  in  their  Defence  the 
Defendants  denied  that  they  had  infringed  the  Plaintiffs1  Patent,  the  defences 
relied  upon  at  the  trial  were,  firstly,  that  there  was  no  subject-matter — in  other 
words,  that  there  was  no  invention  and  no  utility  in  that  which  was  patented 
5  by  the  Plaintiffs ;  and,  secondly,  that  there  had  been  two  prior  anticipations 
of  that  which  was  covered  by  the  Patent. 

As  regards  the  infringement,  what  took  place  was  this.  Before  trial  the 
Defendants  were  interrogated  by  the  Plaintiffs  as  to  "  whether  they  had 
"  not    manufactured,   and   sold,    bobbins  constructed   with  a  shield  thereto 

10  "  annexed,  or  only  colourably  differing  therefrom  " — that  is,  whether  they  had 
infringed  the  Plaintiffs'  Patent.  The  Defendants  did  not  desire  to  answer 
these  interrogatories,  and  an  Order  was  made  that  the  interrogatories  were  not 
to  be  answered,  the  Defendants  admitting  that  they  had  in  fact  done  these 
things  which  the  draft  interrogatories  suggested.    After  this  I  am  not  surprised 

15  that  Mr.  Justice  Bruce  heard  nothing  at  the  trial  about  infringement ;  for 
although  Mr.  Terrell  for  the  Defendants  before  us  suggested  that  the  admission 
of  the  Defendants  was  only  that  they  had  infringed  the  Plaintiffs'  Patent  if  the 
Patent  were  for  a  groove  in  the  bobbin  (which  it  is  not)  I  can  find  no  such 
limitation  in  the  documents,  and  it  is  clear  that  Mr.  Justice  Bruce  was  not  led 

SO  to  suppose  that  this  admission  was  a  limited  one  as  now  suggested,  for  he 
commences  his  judgment  by  saying,  "The  act  of  infringement  is  not  disputed." 
Since  this  case  was  argued  I  have  taken  the  opportunity  of  reading  the  shorthand 
notes  supplied  to  me,  and  I  can  find  nothing  therein  as  to  this  suggested 
limitation,  nor  indeed  anything  about  infringement;  and  there  is  certainly 

25  nothing  about  it  on  the  Judge's  notes.  In  my  opinion,  the  Defendants  are 
admitted  infringers  of  the  Plaintiffs'  Patent,  and  the  sole  points  left  to  them 
are  (a)  want  of  Bubject-matter ;  (b)  prior  anticipations.  In  considering  the 
question  of  want  of  subject-matter  it  is  necessary  to  see  what  the  evidence  is  as 
to  prior  knowledge,  and  as  to  how,  and  in  what  way,  the  Patent  sued  on  came 

30  into  existence.  What  is  claimed  by  the  Patent  of  1895  may  be  shortly  stated 
thug  :  That  for  the  purpose  of  protecting  and  strengthening  wooden  bobbins 
which  are  hollow,  metal  ferrules' can  be  applied  to  the  noses  of  the  bobbins  by 
folding  the  upper  edge  of  the  metal  ferrule  against  the  inside  of  the  ferrule 
itself  so  as  to  form  a  metal  punch,  which  thickens  and  increases  the  rigidity  of 

35  the  ferrule,  whereby  the  affixing  of  the  ferrule  to  the  wooden  bobbin  is  cheaply, 
speedily,  and  effectively  obtained  by  pressing  the  metal  band  into  the  wood  of 
the  bobbin,  leaving  a  smooth  rim  to  the  upper  edge  of  the  ferrule.  There  can  be 
no  doubt  of  the  great  importance  of  shielding  with  metal  ferrules  wooden 
bobbins  which  are  used  in  mills  in  very  large  quantities  (a  fair  sized  mill  alone 

40  uses  some  80,000  bobbins)  so  that  the  wood  of  the  bobbin  may  be  prevented 
from  splitting. 

As  these  bobbins  are  made  in  enormous  quantities  the  price  at  which,  and 
the  rapidity  at  which,  the  complete  article  can  be  manufactured  are  matters  of 
considerable  moment ;  and  it  is  also  necessary  that  the  upper  edge  of  the  metal 

45  ferrules  should  have  a  smooth  surface,  for  otherwise  it  reaches  the  fibres  of  the 
cotton  in  the  course  of  spinning,  and  it  is  also  necessary  that  the  ferrules  should 
be  firmly  attached  to  the  bobbin. 

The  evidence  shews  that  for  .many  years  past  the  Plaintiffs,  who  are  large 
bobbin  manufacturers,  have  devoted  their  attention  to  making  improvements  in 

50  bobbins,  and  in  the  year  1881  they  took  out  a  Patent  in  that  behalf.  By  this 
Patent  the  mode  of  affixing  the  ferrule  to  the  bobbin  was  by  what  is  called 
punch  marking,  ?.<?.,  by  punching  the  metal  of  the  ferrule  on  to  the  wood  of 
the  bobbin  below.  The  ferrule  so  affixed  had  no  inturned  upper  edge  of 
the  ferrule,  though  the  bottom  edge  of  the  ferrule  was  turned  in  and  the 

55  upper  edge  of  the  ferrule  was  left  with  a  raw  edge  against  the  wood  of  the 
bobbin.    Ferrules  so  affixed  continually  come  off,  and  the  raw  upper  edge 
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of  the  ferrule  caught  tip  the  floating  threads,  to  the  great  detriment  of  the 
spinning. 

This  Patent  not  effecting  what  was  required,  the  Plaintiffs  continued  their 
researches,  and  in  the  year  1891  they  hit  upon  the  device  which  they  then 
patented  for  affixing  the  metal  ferrule  to  the  wooden  bobbin.  To  effect  this  5 
they  cut  down  the  hollow  nose  of  the  wooden  bobbin  so  that  it  might  be 
capable  of  going  within  the  circumference  of  the  metal  ferrule.  They  then  cut 
into  this  hollow  nose  of  the  wooden  bobbin  a  deep  groove,  and  they  then 
turned  in  to  a  right  angle  the  sharp  upper  edge  of  the  ferrule,  and  then  forced 
by  means  of  pressure  this  rectangular  turned-in  sharp  upper  edge  of  the  ferrule  10 
into  the  wooden  groove  cut  to  receive  it.  The  evidence  shews  that,  as  the 
groove  has  to  be  cut  deep  enough  to  take  the  deepest  turned-in  edge  of  the 
ferrule,  this  weakened  the  wood  of  the  bobbin. 

There  was  also  found  in  practice  great  difficulty  in  producing  ferrules  for 
this  purpose  with  sufficient  accuracy,  and  the  rectangular  turned-in  edge  of  the  15 
f  rrule  buckled  when  being  fixed  into  the  groove  and  an  uneven  edge  thereto 
was  thereby  left.    For  month  after  month,  so  the  evidence  shews,  the  Plaintiffs 
endeavoured  to  get  over  these  difficulties. 

It  was  given  in  evidence  that  the  economical  production  of  the  article  made 
under  this  Patent  of  1891  was  not  practicable,  and  nothing  made  under  this  20 
Patent  whs  capable  of  being  placed  upon  the  market,  and  this  evidence  was  not 
contradicted. 

Four  years  afterwards — in  1895 — Mr.  Herbert  Wilson  (one  of  the  Plaintiffs), 
having  again  resumed  his  researches,  discovered  that,  in  order  to  surmount  the 
difficulties  which  up  to  this  time  had  existed,  if  the  top  metal  edge  of  the.  25 
ferrule,  instead  of  being  turned  in  only  to  a  right  angle  and  its  sharp  edge  then 
pressed  into  the  groove  prepared  for  it,  were  turned  inwards  so  that  the  inturned 
metal  became  folded  against  the  inside  of  the  ferrule  itself  a  metal  band 
was  thereby  formed  which  strengthened  the  ferrule  and  could  be  pressed  into 
the  wood  of  the  bobbins ;  every  ferrule  would  thus  be  of  exactly  the  same  30 
diameter  and  easy  of  adjustment,  and  an  even  edge  would  be  obtained.  The 
evidence  shews  that  this  discovery  of  Mr.  Wilson's  got  rid  of  and  solved  the 
prior  difficulties,  and,  in  my  judgment,  it  shews  that  this  method  of  turning  in 
the  metal  edge  of  the  ferrule  until  it  came  against  the  inside  of  the  ferrule 
itself  and  thus  forming  a  metal  band,  and  then  pressing  the  metal  band  so  35 
made  into  the  wood  of  the  bobbin,  got  rid  of  the  necessity  of  the  groove  or  a 
score,  a&  it  was  called,  in  the  bobbins  made  of  soft  wood,  though  a  groove  or 
score  was  necessary  in  bobbins  made  of  hard  wood,  for  into  hard  wood  the 
metal  band  could  not  be  pressed. 

Mr.  Wilson  was  examined  upon  the  point  of  hard  and  soft  wood  bobbins  40 
before  us,  and  it  appeared  from  his  books,  which  he  was  ready  to  produce,  that 
in  one  year  he  made  28  millions  of  bobbins  of  soft  wood  against  10  millions  of 
bobbins  of  hard  wood,  which  shews  what  a  very  large  business  is  done  in  soft 
wood  bobbins,  and  he  stated  that  he  was  then  selling  bobbins  made  of  soft 
wood  neither  grooved  nor  scored,  but  the  bobbins  made  of  hard  wood  were  45 
either  grooved  or  scored. 

It  was  said  on  behalf  of  the  Defendants  that  the  Plaintiffs  have  exercised  no 
invention  ;  in  other  words,  that  what  they  effected  by  what"  they  did  in  1895 
was  obvious.  It  is  said  that  the  turning  over  of  a  metal  rim  so  as  to  get  a 
smooth  edge  was  well  known,  and  this  is  true,  but  it  is  equally  true  that  the  50 
application  of  old  methods  to  the  production  of  new  and  useful  results  is  good 
subject-matter  for  a  Patent,  assuming  that  what  has  been  brought  about  was  not 
obvious  and  required  invention.  The  evidence  of  the  utility  of  the  invention 
I  will  deal  with  in  a  moment.  It  is  always  a  matter  of  degree  whether  there 
has  been  invention  or  not,  and  after  the  event  different  minds  may  well  differ,  55 
and  after  the  event  or  the  giving  out  of  what  was  wanted,  but  never. before 
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attained^  it  is  easy  to  say  there  has  been  no  invention  ;  but  it  seems  to  me  that 
what  the  Plaintiffs  effected  and  patented  was  not  obvious,  and  that  inven- 
tion was  exercised  by  them.  I  will  say  why.  The  evidence  is  clear  that  the 
Plaintiffs  for  years  had  been  trying  to  effect  that  which  was  not  effected  by 
J  anyone — not  even  by  their  rival  bobbin  makers,  the  Defendants — until  Mr. 
Wilson*  one  of  the  Plaintiffs,  hit  upon  the  device  of  turning  over  the  upper 
edge  of  the  metal  ferrule,  so  that  it  came  in  contact  with  the  inside  of  the 
ferrule  itself,  thereby  forming  the  metal  band,  by  which  means  the  ferrule  was 
effectually  affixed  to  the  outside  circumference  of  the  nose  of  the  soft  hollow 
10  wooden  bobbin  without  a  deep  groove  being  cut  in  its  circumference,  and  he 
thereby  brought  about  what  the  trade  had  been  looking  after  for  years,  and  of 
which  the  Defendants  it  must  be  noticed  very  speedily  availed  themselves  when 
they  found  out  what  the  Plaintiffs  had  brought  about  and  covered  by  their 
Patent  of  1895,  and  I  entirely  agree  with  Mr.  Justice  Bruce  when  he  says, 

15  "  The  folding  over  the  edge  of  a  tin  biscuit  box  "  (which  was  one  of  the  matters 
of  common  knowledge  suggested)  "  does  not  seem  to  me  to  offer  any  analogy  to 
"  the  invention  now  under  consideration."  Mr.  Swinburne  in  the  box  stated  that 
"  what  the  Plaintiffs  did  was  not  at  all  obvious,  the  bending  over  trouser  legs 
"  and  all  sorts  of  things  were  perfectly  well  known,  but  that  does  not  lead  up 

JO  "  to  the  invention.  I  do  not  know  of  this  sort  of  device  done  anywhere  else  in 
"  mechanics  at  all."  Not  one  of  the  five  witnesses  called  by  the  Defendants 
ventured  to  contradict  the  most  important  piece  of  evidence  given  by  Mr. 
Swinburne,  one  of  the  most  competent  of  witnesses  on  such  a  point.  He 
added  :  "  When  it  is  done  it  appears  simple,  but  it  is  not  at  all  simple."    How 

25  in  the  face  of  this  uncontradicted  evidence  am  I  on  appeal  to  say  that  the 
matter  was  obvious.  I  cannot  do  so.  The  Plaintiffs'  evidence  shews  that  what 
the  Plaintiffs  have  covered  by  their  Patent  is  cheap,  easy  to  press  on,  is  quite 
firm  when  pressed  on,  requires  no  bead,  and  leaves  no  raw  edge. 

Now   how  is  this  evidence  given  on  behalf  of  the  Plaintiffs  met  by  the 

30  Defendants.  Although  they  called  five  witnesses  there  is  in  reality  no  material 
contradiction  to  the  Plaintiffs'  evidence,  with  the  exception  that  Mr.  Walter 
Wilson,  one  of  the  Defendants,  stated  that  they  invariably  grooved.  "  When 
"  they  did  not  have  a  groove  the  shields  always  came  loose  and  worked  off  the 
"  bobbin  ;  in  fact  unless  you  have  the  softest  class  of  wood  it  is  quite  impossible 

35  u  to  force  them.    You  must  have  a  groove — a  complete  groove."     It  is  true  that 

this  is  opposed  to  the  evidence  of  Mr.  Wilson,  one  of  the  Plaintiffs,  who  was 

called  before  us  ;   but  in  this  conflict  why  is  the  testimony   called  by  the 

Plaintiffs  to  be  discarded  ? 

As  to  the  utility  of  the  Plaintiffs'  invention  the  evidence  is  overwhelming. 

40  It  is  uncontradicted  that  the  Patent  of  1895  turned  out  a  great  success,  that  in 
1898  the  Plaintiffs  sold  18,000,000  of  bobbins  ferrulied  under  that  Patent 
without  a  single  complaint,  and  that  at  the  present  time  they  are  making  1,000 
gross  a  week  of  long  bobbins — all  this  is  uncontradicted.  In  my  judgment  Mr. 
Justice  Bruce  was  right  when  he  held  in  favour  of  the  Plaintiffs  upon  the 

45  question  of  subject-matter,  for  in  my  opinion  both  invention  and  utility  are 
established. 

I  now  come  to  the  alleged  anticipations.  The  first  is  called  J.  S.  8.  It  is 
admitted  that  this  was  in  use  prior  to  the  Plaintiffs'  Patent.  What  does  it 
shew  ?     It  shews  a  doubled-over  edge,  and  it  shews  that  this  edge  is  a  smooth 

50  ©dg®  ;  knt  **  shews  that  this  edge  is  at  the  extreme  lower  end  of  the  bobbin  and 
not  at  the  upper  edge  of  the  ferrule,  which  there  forms  a  band,  and  is  the  pith 
and  marrow  of  the  Plaintiffs'  Patent.  It  also  shews  that  this  edge  could  not  be 
attached  to  the  bobbin  without,  to  use  Mr.  Greenwood ys  words,  "  being  milled 
"  over  the  edge  on  the  head,"  or,  as  he  further  describes  it :  "  If  you  had  not  a 
.  35  "  collar  it  would  drop  off  unless  it  were  indented."  For  myself,  I  cannot  see 
how  J.  8.  8  can  be  called  an  anticipation  of  the  Plaintiffs'  invention,  but  I  loo^ 
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as  I  am  bound  to  do  upon  such  a  subject,  to  see  how  the  evidence  stands  as  to 
this.  I  find  Mr.  Swinburne  stating  that  J.  S.  8  would  not  have  taught  persons 
to  make  the  patented  invention,  and  I  find  Mr.  Dugald  Clerk  stating  that  it 
would  not  teach  the  world  how  to  do  what  is  the  patented  invention,  and  there 
is  no  evidence  to  the  contrary.  On  the  Defendants'  side  no  one  of  their  five  5 
witnesses  contradict  this.  The  truth  is  that  in  J.  S.  8  the  turned  over  edge  at 
the  nose  of  the  bobbin  does  not  act  as  the  fastener  on  of  the  ferrule  as  in  the 
Plaintiffs'  Patent,  and  this  is  the  great  and  radical  distinction.  Iu  my  opinion 
the  Defendants'  defence  as  to  anticipation  by  J.  S.  8  fails. 

I  now  come  to  the  other  alleged  anticipation,  J.  S.  9.      Similar  remarks  to  10 
those  made  to  J.  S  8  may  bo  made  as  to  J.  S.  9,  but  the  point  upon  which  Mr. 
Justice  Bruce  decided  as  to  J.  S.  9  against  the  Defendants  is  fatal,  in  my 
opinion,  to  them — this  alleged  anticipation  the  Defendants  had  not  even  put 
into  their  re-amended  Particulars  of  Objections.    What  they  did  set  up  therein 
as  to  this  was  that  the  Plaintiffs'  alleged  invention  was  not  new,  but  had  been  15 
published  and  publicly  used  prior  to  the  Letters  Patent  by  the  Plaintiffs,  and 
they  sought,  under  this  Particular,  to  shew  that  J.  S.  9  had  been  made  by  the 
Plaintiffs.    There  was  a  conflict  of  evidence  upon  this,  and  the  learned  Judge 
held  that  the  Defendants  had  not  proved  their  allegation,  and  it  seems  to  me, 
upon  the  evidence  which  was  given,  it  was  perfectly  open  to  the  learned  Judge  20 
to  find  as  he  did,  and  for  myself  I  certainly  should  not  overrule  the  decision  at 
which  the  learned  Judge  arrived. 

The  result  is  that,  as  regards  infringement,  want  of  subject-matter,  and 
anticipation,  the  Plaintiffs,  in  my  opinion,  succeed,  and  that  the  judgment  of 
Mr.  Justice  Bruce  as  to  this  should  be  affirmed,  but  as  my  brethren  think  25 
otherwise  it  will  be  reversed. 

But  a  further  point  is  now  taken.     There  is  a  defence  pleaded  that  the 
Defendants  deny  that  the  Plaintiffs'  Letters  Patent  are  new,  or  ever  have  been 
good  and  valid,  or  of  any  force  or  effect,  and  they  assert  before  us  that  the  third 
claim  is  a  bad  claim,  and  that  therefore  the  whole  Patent,  so  long  as  that  30 
claim  remains  in,  is  bad. 

The  first  and  second  claims  are  good  enough,  and  clearly  set  out  the  Plaintiffs' 
claim  for  what  I  will  call  the  completed  article — that  is,  the  ferrule  attached  to 
the  bobbin  by  means  of  pressure. 

But  what  does  the  third  claim  embrace  ?  To  my  mind  certainly  not  the  35 
completed  article,  which  is  properly  claimed  in  Claims  1  and  2.  The  third 
claim  is  only  for  integral  parts  of  the  completed  article,  viz.,  improved  rings  or 
ferrules  for  application  to  bobbins,  substantially  as  described  and  illustrated.  It 
is  not  suggested  that  these  rings  and  ferrules  are  per  se  subject-matters  for  a 
Patent.  They  are  not,  though  the  completed  article  as  claimed  in  Claims  1  and  2  40 
is.  In  my  judgment  the  third  claim  vitiates  the  Patent,  and,  until  it  is  disclaimed, 
the  Patent  must  be  held  to  be  bad.  Judgment  upon  this  ground,  and  in  my 
opinion  upon  this  ground  alone,  must  be  given  for  the  Defendants,  and  with 
co6ts  of  suit  here  and  below — but  as  my  brothers  do  not  agree  with  me, 
judgment  upon  all  points  will  be  for  the  Defendants,  with  costs  here  and  below.  45 

COLLINS,  L.J. — 1  regret  that  I  have  been  unable  to  come  to  the  same  conclusion 
as  the  Master  of  the  Rolls  on  the  first  and  second  claims.  When  the  state 
of  knowledge  at  the  date  of  the  1895  Patent  is  considered  I  am  not  satisfied  that 
it  involves  such  a  degree  of  invention  as  to  constitute  the  subject-matter  of  a 
Patent.  I  will  deal  first  with  Claims  1  and  2,  which  are  as  follows  :— "  (1)  In  50 
"  rings,  hoops,  shields,  and  ferrules  for  application  to  tubes,  bobbins,  pirns,  and 
*'  flanges,  for  the  purpose  of  protecting  and  strengthening  the  same,  forming 
"  the  said  rings,  hoops,  shields,  and  ferrules  with  a  folded  or  doubled  over  edge 
"  or  lip  such  i  s  a  2,  which  is  pressed  into  the  wood  or  material  so  as  to  hold  the 
"  ring  or  hoop  securely,  in  conjunction  with  a  flange  or  lip  a1  at  the  other  end  55 
"  or  edge  of  the  ring  or  ferrule,  substantially  as  described  and  shown."    Then 


Vol.  XVIIL,  No.  6.]     AND  TRADE  MARE  OASES.  153 

Wilson   Brothers  Bobbin   Company,  Ld.  v.  Wilson  A  Co. 
(Barnsley),  Ld. 

Claim  2 : — "  In  rings,  hoops,  shields,  and  ferrules  for  application  to  tubes, 
"  bobbins,  pirns,  and  flanges,  for  the  purpose  of  protecting  and  strengthening 
"  the  same,  forming  the  said  rings,  hoops,  shields,  or  ferrules  a,  with  folded  or 
"  doubled  over  edges  or  lips  a  2,  which  are  both  pressed  into  the  wood  or 
5  "  material  so  as  to  hold  the  ring  or  hoop  securely,  substantially  as  described 
u  and  as  shown."  It  is  to  be  noted  that  these  claims  are  silent  as  to  grooves 
being  necessary  or  desirable,  while  in  the  Provisional  and  Complete  Specifica- 
tion the  Patentee  points  it  out  as  a  merit  of  the  invention  that  it  avoids  the 
necessity  of  grooving  or  indenting  the  wood. 

10  Now  as  far  back  as  1881  Wilson's  Patent  of  that  year,  now  expired,  had  shewn 
how  to  apply  a  ferrule  to  bobbin3,  the  upper  edge  of  which  ferrule  was  bent 
over  just  as  we  find  it  in  the  Plaintiffs1  Patent  of  1895,  and  so  bent  over  was  forced 
down  over  the  end  of  the  bobbin  into  the  wood  or  into  the  tube  of  the  bobbin, 
the  other  edge  of  the  ferrule  when  so  put  on  being  then  subjected  to  circum- 

15  f erential  pressure  by  which  it  was  jammed  down  over  a  shoulder  or  into  a  groove 
turned  in  the  bobbin.  In  Fig.  3  the  Patentee  shewed  the  lower  edge  of  the 
ferrule  pressed  against  or  into  the  material  of  a  cylindrical  bobbin  formed 
without  a  shoulder  and  without  a  groove.  One  objection  to  this  mode  of 
attachment  was  that  the  lower  edge  of  the  ferrule  thus  pressed  in  was  a  ragged 

20  edge,  and  if  and  so  far  as  it  was  not  made  flush  with  the  material  of  the  bobbin 
or  became  loose  therefrom  it  was  liable  to  catch  the  cotton  which  was  being 
unwound  from  the  bobbin.*  A  perfectly  well-known  mode  of  avoiding  a  ragged 
edge  on  thin  metal  such  as  that  of  which  the  ferrules  were  composed  was  to 
turn  it  over  upon  itself  as  is  done  in  biscuit  boxes  and  other  innumerable 

85  instances  where  tin  is  employed.  The  only  difference  between  the  contrivance 
of  1881  and  that  of  1895,  when  the  ferrules  have  been  placed  in  their  final 
position  as  shewn  in  Fig.  3  of  the  Patent  of  1881,  is  that  the  lower  edge  of  the 
1881  ferrule  has  not  been  folded  back  upon  itself.  The  ferrule  shewn  in 
Fig.  3  of  the  1831  Patent  is  cylindrical — that  is  to  say,  in  section  the  two  sides 

80  are  parallel.  The  1895  ferrule,  having  the  lower  edge  doubled  back  upon  itself, 
must  in  order  to  fit  down  on  a  cylindrical  bobbin  be  made  slightly  larger  in  its 
bottom  than  in  its  top  diameter,  so  as  to  admit  of  the  edge  thus  folded  back 
slipping  down  into  position.  To  the  trifling  extent  indicated  the  ferrule  of 
1895  before  being  pressed  into  position  would  be  conical.     I  mention  this 

35  because  Mr.  Justice  Bruce  seems  to  have  relied  upon  it  as  one  of  the  principal 
novelties  in  the  Patent  of  1895,  but  Counsel  before  us  claimed  no  importance 
for  it.  The  Patent  of  1881,  therefore,  had  shewn  how  to  protect  the  ends  of 
tubes  and  bobbins  by  a  contrivance  practically  identical  with  that  of  1895 
f- Ytfoi't  in  the  folded  back  edge.    One  of  the  chief  drawbacks  to  this  contrivance 

40  being,  as  I  have  said,  the  raw  edge  at  the  bottom  of  the  ferrule,  the  next  step 
taken  by  the  Patentee  was,  as  one  might  have  expected,  the  obvious  one  of 
turning  the  lower  edge  inwards.  He  did  not,  however,  turn  it  back  upon  itself 
the  whole  way,  but  in  some  instances  he  turned  it  through  more  than  a  right 
angle  so  as  to  make  it  point  upwards  (see  Specification,  page  3,  line  25)  to  a  right 

45  angle  as  shewn  in  Fig.  1  of  the  J  891  Patent.  This  involved  making  his  ferrule 
more  conical,  so  as  to  admit  of  the  projecting  inner  edge  passing  over  the 
head  of  the  bobbin.  The  upper  edge  was  bent  over  as  in  the  previous 
Patent  and  pressed  down  on  the  top  of  the  bobbin,  and  he  then  applied 
pressure  just  as  in  the   previous   case,  with  the   object  of  forcing  the  pro- 

50  jecting  edge  at  the  bottom  of  the  ferrule  into  the  wood  of  the  bobbin,  or  a 
groove  made  therein  to  receive  it.  This  contrivance  failed  in  practice,  owing  to 
the  nicety  required  in  cutting  the  groove  and  the  tendency  of  the  metal  to 
buckle  under  pressure.  This  latter  difficulty  was  greater  if  it  was  attempted  to 
force  the  edge  into  the  wood  without  a  groove,  as  he  had  suggested  in  his 

55  Specification,  though  he  had  not  mentioned  it  in  his  claim.  We  have  thus  got 
to  the  stage  of  turning  the  lower  edge  of  the  ferrule  half  way  back  and  applying 
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pressure,  which  would  have  the  effect  of  reducing  the  ferrule  from  a  conical  to 
a  cylindrical  shape.  It  is  a  means  of  fastening  the  ferrule  on  by  the  old 
attachment  at  the  top,  and  by  forcing  a  projecting  edge  of  the  ferrule  itself  into 
a  groove  at  the  bottom  by  circumferential  pressure.  The  next  step  taken  by 
the  Patentee  was  that  of  1895.  He  now  folds  the  bottom  edge  back  the  whole  5 
way.  He  thus  recurs  to  his  arrangement  of  1881,  with  the  substitution  of  the 
folded  back  edge  for  the  raw  one  ;  he  also,  to  the  extent  that  the  internal  band 
makes  a  projection  on  the  inside  of  the  bottom  edge  of  the  ferrule,  utilises  it  in 
the  same  way  and  for  the  same  purpose  as  in  that  of  1891,  namely,  to  form  an 
attachment  for  the  lower  end  of  the  ferrule  by  jamming  it  into  the  wood.  So  10 
far  as  the  use  of  a  groove  is  not  ensential  to  either  method,  of  which  I  shall  say 
more  hereafter,  the  sole  difference  is  in  pressing  what  he  calls  a  flat  band  instead 
of  a  sharp  edge  against  the  surface  of  the  bobbin.  So  far,  if  at  all,  as  grooves 
are  a  part  of  both,  the  difference  is  in  pressing  a  flat  band  instead  of  a  cutting 
edge  ;nto  a  groove.  Now  there  is  nothing  whatever  to  define  the  width  of  the  15 
flat  band  in  the  1895  Patent.  In  the  figures  it  appears  to  be  about  one-eighth  of 
an  inch,  but  in  the  actual  exhibits  shewn  to  us  it  was  in  many  cases  very 
much  narrower,  amounting  in  some  cases  merely  to  a  bead  on  the  inner  side  of  the 
bottom  of  the  ferrule.  Is  there  any  substantial  difference  or  any  real  invention 
required  in  pressing  in  this  narrow  bead  instead  of  the  sharp  edge  ?  When  pressed  20 
in  they  both  fulfil  exactly  the  same  purpose  in  the  same  way.  Suppose  the  cutting 
edge  had  been  reduced,  as  it  might  have  been,  to  the  thirty-second  of  an  inch, 
and  then  pressed  in.  I  suppose  that  would  have  been  a  proper  application  of 
the  method  shewn  in  the  Patent  of  1891.  But  if  somebody  had  then  turned 
the  edge  back  and  pressed  it  in,  would  that  have  been  more  than  a  colourable  25 
difference  from  the  arrangement  of  the  former  Patent  ?  It  seems  to  me  that 
the  second  differs  from  the  first  only  to  the  extent  of  utilising  a  perfectly  well- 
known  contrivance  for  avoiding  a  ragged  edge,  namely,  an  edge  wholly  turned 
back  instead  of  one-half  turned  back,  but  the  edge  in  each  case  is  utilised  by 
precisely  the  same  method  for  procuring  the  same  ends.  It  is  true  that  a  30 
turned-up  edge  has  another  incidental  advantage — that  of  strengthening  the 
ferrule  in  the  lower  edge ;  but  this  was  just  as  well  known  as  the  other 
advantage  long  before  the  date  of  the  Patent.  But,  in  addition  to  the  patented 
contrivances  I  have  named,  it  was  clearly  proved  that  ferrules  with  one  edge 
turned  back,  as  in  the  1895  Patent,  had  already  long  before  1895  been  applied  to  35 
bobbins  for  the  purpose  of  avoiding  a  raw  edge,  and  also  to  give  strength,  and, 
further,  to  fulfil  precisely  the  same  purpose  of  attaching  the  ferrule  to  the 
bobbin  as  in  the  present  case.  The  ferrule  in  the  exhibit  J.  S.  8,  as  to  which 
there  is  no  controversy,  and  which  was  admittedly  known  and  used  on 
bobbins  before  1895,  was  admitted  by  the  Plaintiffs'  expert  witnesses  and  40 
Counsel  to  be  the  same,  though  on  a  larger  scale,  as  the  rings  or  ferrules  in 
exhibits  9  and  10.  Now  in  these  ferrules  in  the  exhibits  J.  S.  8  and  J.  S.  9  the 
edge  turned  over  on  itself  is  at  the  top  of  the  bobbin  ;  the  other  edge  forms  the 
bottom,  and  is  pressed  in  over  a  collar  or  ridge.  This  ferrule  is  slipped  on  the 
bobbin  with  the  unturned-over  edge  downwards.  The  upper  end  of  the  bobbin  45 
s  has  been  reduced  in  circumference  by  turning,  leaving  a  little  edge  or  collar, 
which  arrests  the  downward  progress  of  the  ferrule  when  the  turned  over  edge 
comes  in  contact  with  it.  An  abutment  is  thus  formed  against  which  the 
turned  over  edge  is  drawn  when  the  other  edge  of  the  ferrule  is  pressed  into 
the  bobbin.  When  this  ferrule  has  been  attached  the  function  fulfilled  by  the-  50 
turned  over  edge  is  precisely  the  same  as  in  the  Plaintiffs.  It  holds  the  upper 
edge  of  the  ferrule  in  its  place  while  the  other  edge  is  being  fixed  in  its  place. 
The  only  point  of  distinction  made  by  the  Plaintiffs  was  that  the  turned  over 
edge  has  not  been  jammed  against  the  bobbin  by  pressure,  but  that  the  ferrule 
has  been  merely  drawn  over  the  bobbin  till  the  turned  over  edge  was  arrested  55 
by  the  step  or  collar  on  the  bobbin.    It  is, not  clear  nor  were  the  experts  agreed 
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as  to  whether  circumferential  pressure  had  been  applied  to  that  edge  or  not, 
which  certainly  lies  as  close  as  possible  against  the  wood  of  the  bobbin  ;  but  it 
seems  to  me  quite  immaterial  whether  it  has  or  not,  as  pressure  seems  to  be  the 
most  usual  way  of  tightening  the  ferrules  against  the  bobbins,  and  the  method 
5  of  doing  it  had  been  explained  in  the  two  earlier  Patents.  Neither  does  it  seem 
tome  to  make  any  difference  which  edge  of  the  ferrule  is  tightened  first.  Both 
edges  must  be  tightened,  and  each  helps  to  keep  the  other  in  its  place.  In 
J.  S.  8  the  turned  over  edge  is  placed  in  position  first  and  meets  the  strain 
occasioned  by  tightening  the  other  edge.  In  the  Plaintiffs'  Patent  of  1895  this 
10  process  is  reversed,  and  the  turned  over  edge  is  the  one  last  pressed  into  position, 
but  it  fulfils  the  same  function  in  both  cases.  This  is  more  easily  seen  in 
Figs.  6  and  7  of  the  1895  Patent,  which  illustrate  Claim  2.  In  this  variety  of 
the  Plaintiffs'  ferrule  both  edges  are  turned  over  and  pressed  into  position.  It 
can  make  no  difference  which  is  first,  or  whether  both  are  simultaneously 
15  pressed  in. 

In  practice  the  Plaintiffs  had  in  the  case  of  hard  wood  to  abandon  the  attempt 

to  press  in  the  flat  band  made  by  the  turned  over  edge,  which  failed  just  as  the 

attempt  to  press  the  sharp  edge  of  the  earlier  Patent  had  failed.     It  became 

necessary  in  the  case  of  hard  wood  to  make  a  groove  to  avoid  breaking  the 

20  turned  over  edge  by  the  attempt  to  press  it  into  the  wood.    Pressing  the  band 

into  the  groove  is  in  its  mechanical  effect  precisely  the  same  as  pressing  it  down 

behind  a  collar.    The  side  of  the  groove  forms  the  abutment  for  the  turned 

over  edge  to  rest  against  when  the  strain  of  fastening  is  put  on,  just  as  the  side 

of  the  collar  or  ridge  does  in  J.  8.  8  and  J.  S.  9.     Indeed,  in  attempting  to  jam 

<J5  the  flattened  edge  of  the  1891  Patent  against  hard  ungrooved  wood  it  would  be 

difficult  to  avoid  effecting  something  like  the  arrangement  of  1895  ;  for  the 

.  edge  which  failed  to  penetrate  the  hard  wood  would  probably  be  flattened  by 

.  the  external  pressure  up  against  the  surface  of  the  bobbin,  and  thus  the  failure 

of  1891  would  be  the  invention  of  1895. 

30       I  have  pointed  out  that  the  rings  or  ferrules  of  J.  S.  8,  J.  S.  9,  and  J.  S.  10  are 

admitted  to  be  the  same,  and  that  they  were  known  and  used  before  1895,  and 

for  the  reasons  I  have  given  I  think  the  application  of  them  shewn  in  J.  S.  8 

and  J.  S.  9  involved  a  utilization  of  this  so-called  flat   band  for   the  same 

purposes  as  in  the  1895  arrangement.    But,  even  if  this  were  not  so, .it  cannot 

35  be  denied  that  the  ring  itself  before  it  is  put  on  has  one  edge  turned  over  upon 

itself.    It  must  be  admitted  also  that  the  mode  of  turning  over  the  other  edge 

so  as  to  admit  of  its  being  pressed  down  into  the  wood  or  tube  of  the  bobbin,  as 

shewn  in  the  old  expired  Patent  of  1881,  was  common  property.    No  invention 

could  be  claimed  for  the  adoption  of  this  well-known  method  of  fastening  the 

40  t°P  edge.    But  if  this  edge  were  turned  over  in  such  manner  the  ring  becomes 

practically  identical  with  that  of  the  1895  Patent,  the  only  difference  being  the 

slightly  conical  form  of  the  latter,  which  is  now  admitted  to  be  an  immaterial 

distinction.    Any  mechanic,  therefore,  conversant  with  such  matters  had  before 

him  in  1894  one  ring  or  ferrule,  which  only  required  to  be  bent  over  on  the 

45  top  as  shewn  in  the  1881  Patent  to  be  practically  identical  with  the  Plaintiffs 

ferrule  of  1895,  and  he  had  before  him  another,  viz.,  that  of  the  1891  Patent, 

with  the  bottom  edge  already  half  turned  up  and  the  top  edge  already  turned 

over  exactly  as  in  that  of  1895.    The  step  from  that  to  turning  the  bottom  edge 

wholly  up  does  not  appear  to  me  to  involve  invention,  and,  as  I  have  already 

50  8aid,  it  seems  difficult  to  suppose  that  anyone  who  tried  to  carry  out  the  method 

of  1891  upon  hard  ungrooved  bobbins  would  not  have  produced  in  the  process 

ferrules  practically  identical  with  those  of  1895.     But  if  it  be  conceded  that  the 

ring  or  ferrule  used  in  the  1895  Patent  is  thus  old  or  obvious  so  that  no  claim 

coald  be  based  on  it  alone,  what  merit  remains  for  the  mode  of  application 

55  described  in  the  1895  Patent  ?    All  that  is  now  left  is  the  pressing  in  at  the 

top  and  the  clasping  by  pressure  at  the  bottom.     But  these  had  been  fully 
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described  in  the  Patent  of  1881,  and  were  therefore  already  common  property. 
I  am  of  opinion,  therefore,  that  the  amount  of  invention  required  for  the 
improvement  patented  in  1895  was  not  the  subject-matter  of  a  Patent. 

But  it  is  said  that  the  large  sales  under  the  1895  Patent  shew  that  a  real  want 
was  met,  and  that  this  throws  a  reflex  light  on  the  amount  of  invention  involved.  5 
But  it  must  be  remembered  that  the  Plaintiffs  were  already  the  largest  makers 
of  bobbins  in  the  trade  and  that  their  output  was  increasing  yearly,  and  when 
the  returns  of  actual  output  are  given  there  does  not  seem  to  be  such  a  marked 
increase  after  1895  as  to  throw  much  light  on  the  merits  of  the  new  arrange- 
ment. Moreover,  its  success  is  largely  due  to  that  which  is  no  part  of  the  10 
Patent,  namely,  the  grooving,  which  in  hard  wood  bobbins  is  indispensable,  and 
which,  in  his  original  evidence,  Mr.  Green  wood,  of  the  Plaintiffs'  firm,  said  they 
in  practice  adopted  in  soft  wood  bobbins  also,  though  this  latter  statement  was 
modified  on  a  later  occasion.  The  Defendants'  evidence  was  that  grooving  is 
indispensable  both  in  soft  and  hard  woods.  15 

At  the  trial  the  Defendants  were  taken  to  have  technically  admitted  infringe- 
ment and  the  case  wjis  decided  on  this  footing,  and  therefore  it  was  not  necessary 
to  consider  how  far  the  fact  that  from  their  point  of  view  the  Patent  is 
unworkable  without  grooving,  and  that  they  in  every  instance  use  grooves, 
bears  upon  the  case.  But  the  admitted  fact  that  in  the  case  of  hard  wood  the  20 
Patent  cannot  be  worked  without  grooves  is  material  when  the  point  is  made 
that  it  did  not  occur  to  anyone  else  to  adopt  the  method  of  1895. 

It  remains  to  consider  Claim  3.  This  coming  after  1  and  2,  and  read  in  its 
natural  sense,  seems  to  me  to  mean  a  claim  for  the  ring  or  ferrule  alone. 
Counsel  were  unable  to  suggest  any  other  meaning  that  was  not  a  mere  25 
repetition  of  Claims  1  and  2.  Being,  as  1  think  it  is,  a  claim  for  the  ring  only, 
it  seems  to  me  to  be  obviously  bad.  I  need  not  repeat  what  I  have  already  said 
as  to  the  rings  in  exhibits  J.  S.  8,  J.  S.  9,  and  J.  S.  10,  as  well  as  that  of  1891. 
Whatever  view  may  be  taken  of  Claims  1  and  2, 1  think  the  existence  of  these 
rings  or  ferrules  makes  it  impossible  to  support  a  claim  for  the  ferrule  alone.        30 

Indeed  Mr.  Justice  Bruce  seems  to  rely  on  the  conical  form  of  the  1895 
ferrule  as  the  only  distinguishing  feature.  But,  as  already  pointed  out,  this 
ground  of  distinction  was  with  good  reason  abandoned  before  us.  The  third 
claim  therefore  is  bad,  and  the  Patent  is  avoided  on  this  ground  also. 

Stirling,  L.J. — I  agree  with  the  Master  of  the  Rolls  and  Lord  Justice  35 
Collins  that  the  Patent  sued  on  is  invalid  by  reason  of  the  third  claim  being 
bad.    I  agree  with  Lord  Justice  COLLINS  that  the  first  and  second  claims  are 
also  bad.    In  consequence  of  the  difference  of  opinion  I  desire  to  state  very 
briefly  the  main  grounds  on  which  I  have  arrived  at  that  conclusion. 

The  Patentee,  in  his  Specification,  states  that  his  invention  refers  to  an  40 
improved  mode  of  forming  and  applying  the  light  metallic  rings,  &c.  which  it 
was  the  practice,  at  the  date  of  the  Provisional  Specification  (15th  of  March 
1895),  to  place  on  tubes  and  bobbins  used  in  textile  machinery.  He  states  in 
his  Complete  Specification  that  these  metallic  rings  were  to  be  formed  with  the 
lower  part  doubled  over,  aad  were  to  be  applied  by  pressing  this  folded  edge  45 
into  the  wood  of  the  bobbin  or  tube,  the  pressure  being  sufficient  to  bury  the 
folded  edge  in  the  wood  (see  Specification,  page  2,  lines  14  to  20).*  He 
particularly  points  out,  at  page  3,  lines  17  to  19,  of  the  Complete  Specification,! 
that  it  is  not  necessary  to  groove  or  indent  the  wood  of  the  tubes  or  bobbins. 

Now  it  is  admitted  by  Mr.  Swinburne,  the  leading  expert  witness  for  the  50 
Plaintiffs,  that  in  a  Patent,  No.  1772  of  1881,  for  improvements  in  and  applicable 
to  bobbins  and  tubes,  granted  to  the  predecessors  in  business  of  the  Plaintiffs, 
a  very  similar  mode  of  forming  and  applying  metallic  rings  to  bobbins  is 

"  Arte  p.  140,  il.  32  to  39.  \  Ante  p.  141,  11.  35  to  38 
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described.  u  The  only  difference,"  said  Mr.  Swinburne,  "  between  Figure  3  of 
"  the  1881  Patent  and  Figure  2  of  the  1895  Patent  is  that  the  edge  that  goes  in 
"first  on  the  1895  Patent  is  turned  over"  (see  Question  177).  Now  the 
method  adopted  in  the  Patent  of  1881  had  disadvantages  :  in  particular  the  edge 
5  which  was  not  turned  over  was  not  perfectly  smooth,  and  was  apt  to  catch,  and 
collect  on  the  bobbin  the  textile  material.  It  was  admitted  by  Mr.  Swinburne 
that  doubling  over  was  the  well-known  way  of  producing  a  smooth  edge,  and 
it  now  seems  so  obvious  that  it  would  occur  at  once  to  anyone  acquainted  with 
the  subject.    In  point  of  fact,  however,  it  did  not  occur  to  the  Patentee  (who 

10  had  himself,  in  1891,  taken  out  a  Patent  for  improvements  on  the  process 
described  in  the  Patent  of  1881)  until  the  year  1895,  although  in  the  14 
years  between  1881  and  J 895  his  attention  had  constantly  been  directed  to  this 
very  matter,  and  if  the  process  described  in  the  Patent  of  1395  had  been  a 
complete  success,  then,  remembering  the  observations  of  Lord  Herschell  in 

15  Vickers  v.  Siddell  (15  App.  Cas.  501,  502),  and  in  Longbottom  v.  Shaw  (8  R.P.C. 
336),  I  should  strongly  incline  to  support  the  Patent. 

It  appears  to  me,  however,  that  it  is  not  made  out  that  the  process  of  1895 
was  a  success,  and  it  has  to  a  large  extent  been  abandoned  by  the  Plaintiffs 
themselves.    In  cross-examination  Mr.  Greenwood,  the  director  of  the  Plaintiff 

20  Company,  admitted  that  when  they  first  began  manufacturing  under  the  Patent 
they  began  by  pressing  the  rings  in,  but  that  they  gave  that  up  because  when 
they  came  to  put  them  on  harder  wood  they  found  that  the  metal  had  a  tendency 
to  crack,  and  the  folding  over  broke,  and  they  were  obliged  to  cut  a  groove 
(see  Questions  331-347).    Being  asked  how  many  out  of  18,000,000  bobbins  made 

25  in  1898  were  made  without  a  groove  he  said  he  could  not  answer — perhaps  a 
million — and  the  rest  had  a  groove.  The  Patentee  himself  in  his  evidence 
before  this  Court  said  that  a  great  proportion  of  the  soft  wood  bobbins  were 
not  grooved,  but  some  of  those  he  admitted  were  scored ;  he  could  not  tell 
what  proportion  was  neither  scored  nor  grooved.    Mr.  Walter  Bennett  Wilson, 

30  one  of  the  Defendants,  said  that  unless  you  had  the  softest  class  of  wood  a 
groove  is  absolutely  necessary.  The  Specification  of  1895  expressly  states  that 
under  it  it  is  not  necessary  to  groove  or  indent  the  wood  of  the  tubes  or  bobbins. 
I  think  in  this  state  of  the  evidence  it  is  not  made  out  that  the  invention 
patented  in  1895  is  subject-matter  for  a  Patent. 

35  A  long  discussion  then  took  place  as  to  the  Particulars  of  Objections,  which 
resulted  in  a  certificate  being  granted  as  to  certain  of  them. 

The  Order  of  the  Court  of  Appeal  as  entered  was  (omitting  formal  parts)  as 
follows  : — "  It  is  ordered  that  the  Defendants'  appeal  be  allowed  and  that  the 
a  above  mentioned  judgment  be  set  aside,  and  that  instead  thereof  judgment  be 

40  "  entered  for  the  Defendants,  dismissing  the  action  with  costs  here  and  below, 
"  and  this  Court  doth  certify  that  the  following  of  the  re-amended  Particulars 
"  of  Objections  delivered  by  the  Defendants  were  reasonable  and  proper,  vis., 
**  No.  1,  2,  3,  and  4  (except  sub-sections  1,  4,  5,  6,  7,  8,  and  9)  of  prior  users, 
"  and  Nos.  (1)  and  (7)  of  Specifications." 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

January  J  8th,  1901. 

Grierson,  Oldham  &  Co.,  Ld.  v.  Birmingham  Hotel  and  Restaurant 

Company,  Ld.  5 

Trade  name  for  wine.—"  Big  Tree  Brand"— Injunction  against  offering  or 
selling  wine  not  the  Plaintiffs'  under  the  name  "  Big  Tree  Brandt— Liability 
of  a  Corporation  for  the  acts  of  its  servants. 

A  Plaintiff'  Company's  wine  and  no  other  bring  known  as  "Big  Tree  Krand" 
they  brought  an  action  against  an  Hotel  Company  for  an  injunction  to  restrain  10 
them  from  offering  for  sale  or  selling  ot iter  wins  as  "Big  Tree  Brand"  It 
was  proved  that  the  Defendants'  waiters  on  many  occasions  when  "  Big  Tree 
"Brand"  wine  was  ordered  at  the  Defendants1  restaurants  tendered  other 
wines,  and  when  the  question  was  raised  asserted  tliat  they  were  that  bi%and. 

Held,  that  it  was  no  defence  that  the  waiters  had  been  told  tliat  they  should  15 
not  do  anything  of  t?ie  sort,  and  that  they  were  acting  contrary  to  their  order ; 
that  the  Defendant  Corporation  was  responsible  for  t/te  misrepresentations  of  its 
waiters ;  and  an  injunction  was  granted. 

On  the  30th  of  December  1900  Grierson,  Oldliam  A  Co.,  Ld.,  commenced  an- 
action  against  the  Birmingham  Hotel  and  Restaurant  Company,  Ld.v for  an  10 
injunction  to  restrain  the  Defendants,  their  servants  and  agents,  from  offering 
for  sale,  selling,  or  procuring  to  be   sold  any  wine  not  made,   imported,  or 
bottled  by  the  Plaintiffs  as  and  for  or  under  the  name  of  "  Big  Tree  Brand " 
wine,  and  from  in  any  way  representing  or  passing  off  any  wine  not  made, 
imported,  or  bottled  by  the  Plaintiffs  as  being  u  Big  Tree  Brand  "  wine,  and  for  25 
damages  and  costs.     They  gave  notice  of  motion  for  an  interlocutory  injunction 
in  the  above  terms. 

The  Plaintiffs'  case  was  that  in  1890  their  predecessors  in  businwss,  Messrs. 
Grierson,  Oldham  A  Co.  adopted  the  name  "  Big  Tree  Brand  "  to  distinguish 
Californian  wines  imported  and  bottled  by  them  from  other  Californian  wines,  30 
and  that  gince  that  date  these  wines  had  always  been  advertised  and  sold  under 
the  distinguishing  name  of  •*  Big  Tree  "  or  "  Big  Tree  Brand/'  and  that  the 
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term  "  Big  Tree  Brand  "  was  universally  known  to  the  trade  and  to  the  public 
generally  as  applicable  to  the  wines  of  the  Plaintiff  Company  only,  and  that  there 
was  no  wine  which,  either  in  California  or  the  United  Kingdom  or  elsewhere, 
was  known  as  or  called  by  the  name  of  "  Big  Tree  Brand "  or  "  Big  Tree " 
5  wine  except  the  wine  of  the  Plaintiff  Company.  Their  complaint  against  the 
Defendant  Company  was  that  at  various  restaurants  belonging  to  the  Defendant 
Company  other  wine  had  been  supplied  or  offered  when  "  Big  Tree  Brand  " 
was  ordered.  The  other  facts  of  the  case  and  the  nature  of  the  evidence  used 
by   both  parties  on  the  hearing  of  the  motion  sufficiently  appear  from  the 

10  judgment  of  Mr.  Justice  BUCKLEY,  before  whom  the  motion  came  on  the 
18th  of  January  1901. 

Birrell,  Q.C.,  and  Gozens-Hardy  (instructed  by  Davidson  and  Morriss) 
appeared  for  the  Plaintiffs;  and  George  Henderson  (instructed  by  .4.  T.  Lawlen) 
appeared  for  the  Defendants. 

15  Birrell.  Q.C.,  shortly  opened  the  Plaintiffs'  case.  [The  affidavits  on  both 
sides  were  read.] 

Henderson,  for  the  Defendants,  contended  that  the  brand  on  the  bottles  of 
the  Defendants'  wine  was  entirely  different  from  the  u  Big  Tree  Brand,"  and 
that  the  only  representation  as  to  the  wine  for  which  the  Defendants  ought  to 

20  be  held  responsible  was  the  brand  upon  the  bottle,  as  they  had  given  instruc- 
tions to  their  waiters  not  io  represent  the  wine  as  "Big  Tree  Brand."  Even 
if  they  were  responsible  for  everything  that  the  waiters  said,  there  was  not 
sufficient  evidence  that  any  of  their  waiters  had  made  the  representations 
complained   of,  as  the  Plaintiffs'  witnesses  did   not  identify  any  particular 

25  waiter,  and  the  Defendants  had  been  unable  to  find  any  waiter  who  remembered 
anything  about  the  circumstances  referred  to. 

.  BUCKLEY,  J. — It  appears  in  this  case  that  the  Plaintiffs,  Grierson, 
Oldham  A  Co.,  Ld.,  are  entitled  to  the  use  of  the  words  "  Big  Tree  Brand  "  as 
describing  Calif ornian  wine  imported  or  bottled  by  them.    As  to  that  I  do  not 

30  think  there  can  be  a  doubt.  It  appears  that  they,  for  some  time,  down  to  1899 
and  subsequently,  I  think,  till  19(H),  supplied  the  Defendants,  the  Birmingham 
Hotel  and  Restaurant  Comjmny,  Ld.,  with  their  **  Big  Tree  Brand  "  wine.  The 
Defendants,  who  are  the  owners  of  restaurants,  sold  it  in  their  restaurants  and 
put  up  notices  and  sign  boards  that  they  sold  it.     They  put  it  in  their  wine 

35  lists,  and  always  sold  it  as  "Big  Tree  Brand."  For  reasons  which  I  need  not 
go  into,  the  dealings  between  the  Plaintiffs  and  the  Defendants  in  the  purchase 
of  wine  ceased  in  1899  or  1900,  and  the  Defendants  have  since  supplied  them- 
selves with  Californian  wine  through  another  Company  called  Grews,  Ld., 
which  was  incorporated  in  1897,  and  which  in  substance  was  a  reproduction  of 

40  the  Defendant  Company.  Gretas'  wine  is  not  pretended  to  be  the  Plaintiffs' 
wine.  It  may  be  just  as  good,  or  better,  or  worse — I  do  not  know  I  am  sure — but 
it  is  not 4*  Big  Tree  Brand  "  wine.  The  Plaintiffs  have  filed  evidence  to  satisfy 
ine  that  the  Defendants'  waiters  have  on  many  occasions,  extending  from  May 
down  tot  be  6th  of  November  of  last  year,  when  orders  have  been  given  at  some 

45  or  one  of  their  restaurants  for  u  Big  Tree  Brand  "  wine,  brought  that  which 
was  not  "  Big  Tree  Brand  "  wine  ;  that  is  to  say,  was  not  the  Plaintiffs'  wine, 
but  was  Californian  wine  imported  or  bottled  by  Grews,  Ld.,  and  they  tendered 
that  wine  in  response  to  an  order  for  **  Big  Tree  Brand  "  wine  ;  and  also,  when 
a  customer  raised  the  question  as  to  whether  it  was  that  brand,  asserted  that  it 

50  was  that  brand.  It  is  argued  for  the  Defendants,  in  the  first  place,  that, 
assuming  that  has  been  so,  the  waiters  have  all  been  told  that  they  should  not 
do  anything  of  the  sort,  and  that  they  were  doing  something  contrary  to  their 
orders..  It  appears  to  me  that  that  is  not  a  defence.  The  Defendants  are  a 
Corporation,  and  they  necessarily  act  through  their  agents.    Their  agents  for 

55  selling  bottles  of  wine  are,  I  apprehend,  their  waiter.-,  and  if  a  waiter  makes  a 
misrepresentation  by  which  he  passes  off  that  which  is  not  the  Plaintiffs'  wine 


160  REPORTS  OF  PATENT,  DESIGN,        [Mar.  27, 1901. 


Grierson,  Oldlmm  &  Co.,  Ld.  v.  Birmingham  Hotel  and  Restaurant 

Company,  Ld. 

as  the  Plaintiffs'  wine,  they  are  responsible  for  that.  Then  it  is  said  that  the 
evidence  of  the  Plaintiffs  is  not  sufficient  to  sustain  that ;  that  is  to  say,  that 
the  waiters  did  that  which  I  have  described.  The  evidence  which  has  been 
filed  in  answer  amounts  to  this,  that  the  Defendants  say,  "We  gave  our 
"  various  managers  instructions,  since  we  have  ceased  to  deal  with  the  Plaintiffs  5 
u  that  they  were  to  take  care  that  the  mischief  did  not  occur,  and  that  there  was 
"  no  misrepresentation."  So  far  as  I  can  see  they  bond  fide  did  so.  The 
Defendants1  servants  have  not  obeyed  those  directions.  As  to  the  question 
of  fact  whether  the  waiters  did  so  misrepresent  or  not,  the  evidence  only  comes 
to  this,  that  the  Defendants  say  :  "  We  cannot  find  out  that  our  waiters  ever  10 
"  did  it ;  they  all  say  that  they  did  not."  Those  waiters  are  not  called,  and 
though  particular  dates  and  particular  restaurants  are  spoken  to,  there  is  not 
called  a  waiter  who  says,  "  I  remember  that  transaction  quite  well,  and  what 
"  I  said  was  "  so  and  so.    Evidence  is  not  brought  at  all  in  that  way. 

On  the  question  of  fact,  I  arrive  at  the  conclusion  that  the  misrepresentations  15 
were  made,  and  I  think  the  Defendants  were  responsible  for  them.  I  think, 
therefore,  that  the  Plaintiffs  are  entitled  to  an  injunction  in  the  terms  of  the 
Notice  of  Motion,  to  restrain  the  Defendants  from  offering  for  sale,  or  selling, 
or  procuring  to  be  sold,  any  wine  not  imported  or  bottled  by  the  Plaintiffs,  as 
and  for,  or  under  the  name  of  "  Big  Tree  Brand  "  wine,  and  from  in  any  way  2 J 
representing  or  passing  off  any  wine  not  imported  or  bottled  by  the  Plaintiffs 
as  "  Big  Tree  Brand  M  wine. 
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In  the  High  Court  op  Justice.— Chancery  Division, 

Before  Mr.  Justice  Joyce. 

December  10th,  11th,  12th,  Uth,  and  19th,  1900,  and  January  15th,  1901, 

Bradford  Dyers'  Association,  Ld.  v.  Bury. 

5      Patent.— Act  ion  for  infringement— Construction  of  Specification.— Defendant 
held  not  to  infringe. — Action  dismissed. — Costs  on  higher  scale  refused. 

Letters  Patent  having  been  granted  for  a  "  Method  of  producing  a  silky  lustre 
"  upon  fabrics  and  webs  of  all  kinds"  the  owners  of  the  Patent  commenced  an 
action  for  infringement,  in  which  the  Defendant  denied  infringement,  and 

10  alleged  that  the  Patent  was  invalid  on  several  grounds.  The  Patentee,  in  his 
Complete  Specification,  after  giving  a  theory  to  explain  the  lustre  of  silk, 
continued : — "  If,  therefore,  the  lustre  of  silk  is  to  be  given  to  other  parts  (sic) 
"  of  fabric^  it  becomes  requisite  to  provide  the  web  with  a  great  number  of  small 
"  surfaces,  which  are  distributed,  not  on  one  but  on  several  planes  lying  each  in 

15  u  an  angle  to  all  tlie  other,  the  angles  being  different  ones  " ;  and,  after  stating 
that  this  might  be  done  by  means  of  a  stamp  to  which  the  structure  of  a  silk* 
satin  web  liad  hen  transferred  by  a  galvanoplastic  process,  but  that  the 
manufacture  of  such  stamps  was  difficult,  stated  as  follows:—"  I,  therefore, 
u  prefer  to  engrave  a  great  number  of  small  surfaces  of  the  said  kind  into 

20  "a  plate  or  roller  consisting  of  steel  or  any  other  luird  material,  or  I 
"  cut  such  surfaces  into  said  parts  by  means  of  a  suitable  machine.  A 
u  section  through  a  plate  or  roller  provided  with  tfie  differently  inclined  small 
"  surfaces  will  represent  an  appearance  similar  to  that  of  a  fine-toothed  saw, 
u  there  being,  however,  the  difference  that  there  may  be  more  directions  of 

25  u  inclination  than  only  two."  After  saying  that  the  breadth  of  the  surfaces 
should  not  be  so  great  as  for  them  to  be  cognizable  by  a  sound  eye  and  describing 
the  surfaces  as  representing  "  a  sort  of  parallel  grooves  M  and  that  the  direction 
of  the  said  grooves  should  be  parallel  to  the  threads  of  the  fabric ;  the  Specification 
concluded  with  three  'claims,  the  first  being  for  "  the  method  of  producing  a 

30  u  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  (He  latter  with 
"  numerous  small  surfaces  having  different  inclinations  with  regard  to  the 
"plane  of  the  stuff,  substantially  as  described"    The  Defendant  ueed  for  the 
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purpose  of  producing  a  silky  lustre  a  roller  having  on  it  a  large  nutnber  of 
fine  parallel  lines,  about  250  to  the  inch.  Rollers  engraved  with  about  90  such 
lines  to  the  inch  were  knoivnfor  the  same  purpose  previously  to  tl\e  Patent. 

Held,  without  deciding  the  questions  as  to  validity,  that  such  a  roller  as  the 
Defendant  used  was  not  what  tlie  Patentee  intended  to  describe,  and  tl\at  the  5 
Defendant  had  not  infringed.    The  action  was  dismissed  with  costs,    Costs  on 
the  higher  scale  were  refused. 

On  the  16th  of  April  1895  Letters  Patent  (No.  7637  of  1895)  were  granted  to 
Ludwig  Schreiner  for  an  invention  of  a  "  Method  of  producing  a  silky  lustre 
44  upon  fabrios  and  webs  of  all  kinds."    The  Complete  Specification  was  as  10 
follows : — 

44  Silk,  as  is  known,  is  distinguished  from  all  other  sorts  of  fabrics  and  webs 
44  by  its  brilliant  lustre  caused  by  the  peculiar  property  of  the  silk  fibre  strongly 
44  to  reflect  rays  of  light.  That  property  is  due  to  the  particular  shape  of  the 
44  silk-fibre  or  cocoon-thread  respectively,  in  that  the  shape  of  said  fibre  or  15 
44  thread  is  similar  to  that  of  a  band  or  ribbon,  whilst  the  section  of  all  other 
44  sorts  of  fibres  is  a  more  or  less  round  one.  The  rays  of  light  are,  thus,  with 
44  the  common  fibres  reflected  not  by  a  surface,  but  by  a  line  only,  whilst  with 
44  silk  there  is  on  each  of  the  broad  sides  of  the  fibre  or  thread  a  reflecting 
44  surface  having  a  breadth  of  from  001  to  0*015  millimetres.  As,  now,  the  20 
"  cocoon-thread  on  being  spun  and  woven  is  distorted,  there  result  a  great 
"  number  of  surfaces  lying  in  different  angles  to  each  other,  and  producing  the 
44  lustre  by  the  rays  of  light  being  reflected  by  them. 

"  If  a  web  is  exposed  to  a  slight  pressure  by  aid  of  any  known  means,  there 
"  are  produced  small  surfaces  upon  the  fibres,  and  a  certain  slight  lustre  results  25 
44  therefrom ;  if,  however,  the  pressure  is  increased,  for  the  purpose  of 
44  increasing  the  lustre,  then  the  many  small  surfaces  afore  mentioned  are 
44  practically  turned  into  one  large  surface.  There  is  then  produced  no  lustre 
44  proper  at  all,  but  only  that  of  a  mirror,  because  all  the  surfaces  are  in  one 
44  plane,  and  reflect  the  rays  of  light  all  at  a  time.  30 

44  In  contrary  to  the  above,  there  are  in  the  silk-web  the  rays  of  light 
44  reflected  only  by  those  of  the  many  small  surfaces,  which  by  chance  are  in 
44  one  plane,  and  are  situated  in  the  proper  angle  of  reflection  corresponding  to 
44  the  place  of  the  eye ;  said  reflecting  surfaces  are,  however,  separated  by  a 
44  great  many  of  other  surfaces,  which  form  different  angles  with  the  former  35 
44  ones,  and  are  also  caused  in  an  ever- varying  number  to  reflect  the  rays  of 
44  light  as  soon  as  either  the  web  or  the  eye,  or  the  source  of  light  is  moved,  or 
44  the  direction  of  the  glance  of  the  eye  becomes  another  one. 

44  If  therefore,  the  lustre  of  silk  is  to  be  given  to  other  parts*  of  fabric,  it 
44  becomes  requisite  to  provide  the  web  with  a  great  number  of  small  surfaces,  40 
14  which  are  distributed  not  on  one  but  on  several  planes  lying  each  in  an  angle 
44  to  all  the  other,  the  angles  being  different  ones.  This  may  be  made,  for 
44  instance,  by  pressing  the  web  to  be  improved  by  means  of  a  stamp  or  die, 
44  upon  the  working-surface  of  which  the  structure  of  a  silk-satin-web  has  been 
44  transferred  by  a  galvanoplastic  process.  45 

44  The  manufacture  of  stamps  or  dies  of  this  kind  is,  however,  a  very  difficult 
44  one,  and  the  latter,  moreover,  are  of  but  slight  durability.  I  therefore, 
44  prefer  to  engrave  a  great  number  of  small  surfaces  of  the  said  kind  into 
44  <*  plate  or  roller  consisting  of  steel  or  any  other  hard  material,  or  I  cut  such 
44  surfaces  into  said  parts  by  means  of  a  suitable  machine.  A  section  through  50 
*  a  plate  or  roller  provided  with  the  differently  inclined  small  surfaces  will 

*  Sic,  but  treated  by  both  sides  as  "  sorts/' 
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44  represent  an  appearance  similar  to  that  of  a  fine-toothed  saw,  there  bfeing, 
44  however,  the  difference,  that  there  may  be  more  directions  of  inclination 
44  than  only  two. 
44  The  various  surfaces  produced  by  pressing  the  fabric  to  be  improved  in  the 
5  t4  manner  described  may  be  so  small,  that  a  millimeter  may  have  about  from  12 
44  to  30  of  them  ;  said  surfaces  need  not  indispensably  have  a  breadth  equal  to 
44  that  of  a  broad  side  of  a  cocoon-thread,  but  it  is,  in  fact,  of  advantage,  if  that 
44  breadth  is  a  somewhat  greater  one,  provided  the  latter  be  not  so  great  as  to  be 
44  cognizable  by  a  sound  eye.    The  said  small  surfacas  are  arranged  in  parallel 

10  u  Hnes  upon  the  surface  of  the  plate  or  roller,  so  as  to  represent  a  sort  of  parallel 
44  grooves  ;  in  using  said  plate  or  roller  for  the  purpose  in  question,  care  is  to  be 
44  taken,  that  the  direction  of  said  grooves  is  parallel  to  that  of  the  threads  of  the 
44  respective  fabric  or  web.  The  pressure  employed  ought  to  be  at  least  50  kilo- 
44  grammes  per  square  centimeter,  but  may  be  increased  up  to  300  atmospheres, 

15  "  or  even  more.  If  the  fabric  or  web  is  pressed  by  means  of  rollers,  the 
44  pressure  exerted  upon  each  end  of  the  roller-shaft,  or  upon  each  pivot 
44  respectively,  may  amount  to  from  6000  to  30000  kilogrammes. 

44  After  the  operation  has  been  finished,  and  the  stuff  is  taken  out  of  the 
44  press,  the  differently  inclined  surfaces  produced  by  that  operation  subdivide 

20  44  each  into  a  number  of  smaller  ones,  in  that  the  relative  position  of  the  threads 
44  of  the  stuff  becomes  somewhat  altered  by  the  various  movements,  bendings, 
44  formation  of  folds,  and  the  like,  which  the  stuff  is  exposed  to.  The  lustre  of 
44  the  stuff  is  exactly  that  of  silk,  and  even  the  lustre  of  silk  may  greatly  be 
44  improved  by  letting  the  silk  undergo  the  above-described  process. 

25  "  In  order  to  make  the  artificial  lustre  more  durable,  or  to  fix  the  small 
44  surfaces  as  much  as  possible  respectively,  it  is  advisable  to  perform  the  process 
44  at  rather  high  temperatures,  such  as  permitted  by  the  quality  or  condition  of 
44  the  respective  stuff ;  the  latter  may  in  some  oases  be  moreover  exposed  to  the 
44  action  of  steam,  either  before  the  pressing,  or  after  the  same.. 

30       "  The  above  described  method  is  applicable  to  fabrics  and  webs  consisting  of 

44  vegetable  fibres  as  well  as  to  such  consisting  of  animal  ones,  or  of  a  mixture  of 

44  both  the  said  kinds.    Wool  is  especially  adapted  for  being  provided  with  a 

44  lustre." 

The  Patentee  claimed : — "  1.  The  method  of  producing  a  silky  lustre  upon 

35  "fabrics  and  webs,  consisting  in  providing. the  latter  with  numerous  small 
44  surfaces  having  different  inclinations  with  regard  to  the  plane  of  the  stuff, 
44  substantially  as  described.  2.  The  method  of  producing  a  silky  lustre  upon 
44  fabrics  and  webs,  consisting  in  providing  the  latter  with  numerous  small 
44  surfaces  by  means  of  a  plate  or  roller  having  said  surfaces  engraved  or  cut  into 

40  u  it ;  the  latter  having  different  inclinations  with  regard  to  the  plane  of  said 
44  plate,  or  the  mantle  of  said  roller,  substantially  as  described.  3.  The  method 
44  of  producing  a  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the 
44  latter  with  numerous  small  surfaces  having  different  inclinations  with  regard 
44  to  the  plane  of  the  stuff,  and  in  steaming  the  latter  either  before  or  after  the 

45  "  said  operation,  substantially  as  described." 

The  Patent  subsequently  became  vested  in  the  Bradford  Dyers'  Association, 
Ld.,  who  on  the  31st  of  May  1899  commenced  an  action  against  Isaac  Bury  for 
infringement  of  the  same,  claiming  the  usual  relief. 
The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  registered 

50  legal  owners  of  the  Patent,  and  that  the  Defendant  had  infringed  the  same  in 
manner  by  the  Particulars  of  Breaches  therewith  delivered  appearing. 

The  Particulars  of  Breaches  alleged  that  the  Defendant,  at  his  works  at 
Adelphi,  Salford,  in  the  county  of  Lancaster,  had  produced  a  silky  lustre  upon 
fabrics  and  webs  according  to  the  invention  and  by  the. method  described  in  the 

£5  Specification  of  the  Patent,  and  claimed  in  the  first,  second,  and  third  claiming 
clauses  thereof ;  in  particular  the  Defendant,  on  or  about  the  22nd  of  June, 
produced  upon  certain  fabrics  forwarded  to  him  by  the  firm  of  J.  O.  Murray  & 

P  2 


164  REPOBTS  OF  PATENT,  DES1GM,        [April  3, 1901. 


Bradford  Dyers'  Association,  Ld.  v.  Bury. 


Co.,  of  *cM  a  silky  lustre  of  the  character  hereinbefore  referred  to,  which  silky 
lustre  was  produced  by  means  of  the  devices  described  in  the  Plaintiffs' 
Specification,  and  they  reserved  the  right  to  claim  compensation  in  respect  of 
all  infringements. 

The  Defendant  by  his  Defence  denied  infringement,  and  alleged  the  invalidity  5 
of  the  Patent  for  the  reasons  appearing  in  the  Particulars  of  Objections  delivered 
therewith. 

The  Particulars  of  Objections  alleged  (1)  that  the  alleged  invention  for  which  the 
Patent  was  granted  was  not  new  at  the  date  of  the  Patent,  but  had  been  published 
within  the  realm  (A)  by  the  publication  of  the  following  Specifications  ;  (B)  by  i() 
the  use  in  public  of  the  methods  claimed  in  all  the  claims  of  the  Specification  ; 
(C)  by  the  manufacture  and  sale  of  rollers  engraved  with  fine  lines  for  the 
purpose  of  putting  the  said  methods  into  practice  by  the  persons  at  the  places 
and  on  the  dates  set  out  below  : — (A)  (a)  The  Specification  of  Letters  Patent 
(No.  2651  of  1858)  granted  to  Walter  Ralston,  as  amended  and  filed  on  the  15 
28th  of  January  1860,  the  whole  being  relied  upon  ;  (b)  the  Specification  of 
Letters  Patent  (No.  170  of  1860)  granted  to  John  Appleby,  the  whole  being 
relied  upon  ;  (c)  the  Specification  of  Letters  Patent  (No.  2792  of  1862)  granted 
to  G.  T.  H.  Pattison,  the  whole  being  relied  upon  ;  (d)  the  Specification  of 
Letters  Patent  (No.  2793  of  1862)  granted  to  O.  T.  H.  Pattison,  the  whole  20 
being  relied  upon  \{e)  the  Specification  of  Letters  Patent  (No.  4593  of  1885) 
granted  to  George  William  Chambers  KirkJiam,  the  whole  being  relied  upon. 
( B)  (a)  The  Defendants  at  Adelphi,  Salford,  in  the  county  of  Lancaster ; 
(b)  Robert  Williams,  at  Ghatsworth  Mills,  Gorton,  near  Manchester ;  (c)  Samuel 
LawUm  A  Sons,  at  their  works  at  Middleton,  in  the  county  of  Lancaster;  35 
(d)  Robert  Peel  A  Co.,  Ld.,  at  their  works  in  the  city  of  Manchester ;  (e)  the 
Winterbottom  Book  Cloth  Company,  Ld.,  at  their  works  at  Salford,  in  the 
county  of  Lancaster ;  and  that  all  the  above  persons,  firms,  and  companies 
used  the  said  methods  continuously  for   many  years  prior   to  the  Patent. 
(0)  Lockett,  Cropland  A  Co.,  engravers,  Manchester,  and  their  predecessors  in  30 
business,  from  1823  down  to  the  date  of  the  Patent ;  that  the  mills  or  dies  and 
the  rollers  made  therefrom  were  engraved  with  lines  or  grooves.    The  lines  or 
grooves  were  in  some  cases  across  the  roller,  ue.  parallel  to  the  axis,  in 
others  round  the  roller,  i.e.  at   right   angles  to   the   axis,   and   in    others 
diagonally,  and  were  of  the  shape  shown  in  the  drawing  contained  in  the  35 
Particulars,  and  that  the  rollers  were  sold  to  various  embossers  in  and  about 
Manchester  $  that  the  above  Specifications  and  public  users  were  relied  upon  as 
anticipating  all  the  claims  of  the  Patent ;  (2)  that  long  prior  to  the  date  of  the 
Specification  it  was  well  and  commonly  known  that  a  uilky  lustre  could  be 
given  to  ootton  and  other  fabrics  by  embossing  them  with  rollers  engraved  in  40 
substantially  the  same  manner  as  the  rollers  used  by  the  Defendant  in  the 
treatment  of  the  fabric  complained  of  in  the  Particulars  of  Breaches ;  that  such 
rollers  had  been  publicly  used  by  the  Defendant  before  the  date  of  the  Patent 
as  set  out  in  paragraph  B  (a)  thereof ;  (3)  that,  having  regard  to  the  publications 
thereinbefore  mentioned  and  to  the  state  of  knowledge  at  the  date  of  the  Patent,  45 
no  invention  was  required  to  produce  a  silky  lustre  in  the  manner  described 
and  claimed  in  the  Specification  of  the  Patent,  and  that  the  Patent  was  invalid 
for  want  of  subject-matter ;  (4)  that  the  persons,  firms,  and  companies  mentioned 
in  the  Objections,  paragraphs  1  B  (c,  d,  e),  produced  a  silky  lustre  on  fabrics 
prior  to  the  date  of  the  Patent  by  the  ordinary  process  of  embossing,  which  50 
consisted  in  passing  the  fabrics  between  two  rollers,  one  of  which  was  of  metal 
and  had  fine  lines  or  grooves  engraved  upon  it,  the  other  being  of  paper,  cotton, 
or  other  similar  material ;  that  the  metal  roller  was  heated  in  the  manner 
usually  adopted  in  embossing ;  that  no  plates  were  used  by  any  of  the  above 
firms  or  companies  for  the  purpose  of  producing  a  silky  lustre ;  (5)  that  the  55 
shapes  of  the  lines  or  grooves  on  the  rollers  in  the  possession  of  the  persona, 
firms,  and  persons  mentioned  in  the  Objections,  paragraphs  1  B  (c%  <£#),  for 
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producing  a  silky  lustre  prior  to  the  date  of  the  Patent  were  as  indicated  in  the 
sketches  contained  in  the  Particulars;  that  the  said  lines  or  grooves  were 
engraved  either  (1)  across  the  roller  and  parallel  to  the  axis,  (2)  round  the 
roller,  or  (3)  diagonal  to  the  axis  of  the  roller  ;  (6)  that  all  the  rollers  exhibited 
5  by  the  Defendants  except  the  alleged  infringing  roller,  and  except  the  roller 
with  the  diagonal  or  "  slash "  line  engraved  upon  it,  were  original  rollers 
which  were  in  the  possession  of  the  Defendant  prior  to  the  date  of  the 
Specification ;  that  in  the  case  of  the  roller  engraved  with  the  diagonal  or 
"  slash  "  line  this  was  a  reproduction  of  an  exactly  similar  roller  which  the 

10  Defendant  had  in  his  possession  prior  to  the  date  of  the  Specification ;  that 
the  original  engraving  was  turned  off  and  then  the  roller  was  re-engraved ; 
(7)  that  the  Patent  was  also  invalid  by  reason  that  the  Specification  did  not 
particularly  describe  and  ascertain  the  nature  of  the  invention  and  in  what 
manner  it  was  to  be  performed  pursuant  to  section  5  of  the  Patent,  Designs,  and 

15  Trade  Marks  Act,  1883,  and  the  alleged  invention  was  of  no  utility  •;  that  in 
support  of  the  above  Objections  the  Defendant  would  contend  that  no 
sufficient  directions  were  given  whereby  the  sizes  of  the  small  surfaces 
mentioned  in  the  claims  could  be  ascertained,  and  that  some  sices  which  are 
included  in  the  claims  were  of  no  utility ;  that  no  sufficient  directions  were 

20  given  as  to  the  means  of  providing  the  web  with  a  great  number  of  small 
surfaces  which  are  to  be  distribute!  not  on  one  but  on  several  planes  lying 
each  in  an  angle  to  all  the  others,  the  angles  being  different  ones  (see  page  1, 
line  32  of  the  Specification*) ;  that  the  methods  of  forming  and  using  a  stamp  or 
die  described  on  page  1,  lines  34  to  37,f  were  impracticable  and  useless  ;  that  no 

25  sufficient  directions  were  given  as  to  engraving  on  to  or  cutting  into  a  plate  or 
roller  a  great  number  of  small  surfaces  of  the  said  kind  (see  page  1,  lines  39 
to  42)4  By  a  letter  of  the  20th  of  November  1900  the  Defendant's  solicitors 
stated  that  certain  additional  shapes  of  rollers  should  have  been  included 
under  C. 

30  The  roller  used  by  the  Defendant  and  complained  of  by  the  Plaintiffs  was 
admitted  to  have  250  Hues  to  the  inch. 

Moulton,  Q.C.,  Gripps,  Q.C.,  A.  J.  Walter,  and  H.  A.  Colefax  (instructed  by 
H.  E.  Warner  A  Co.,  agents  for  Mumford,  Johnson  A  Co.,  of  Bradford) 
appeared  for  the  Plaintiffs  ;  T.  Terrell,  Q.C.,  Jenkins,  Q.C.,  and  J.  C.  Graham 

35  (instructed  by  Patersons,  Snoiv,  Bloxam,  and  Kinder,  agents  for  Wilson, 
Wright*  and  Wilson,  of  Manchester)  appeared  for  the  Defendant 

Moulton,  Q.C.,  opened  the  Plaintiffs  case. — The  Patent  is  for  an  invention 
relating  to  stuffs,  chiefly  cotton  and  woollen  goods,  whereby  by  a  simple 
operation  a  gloss  of  a  satin  type  can  be  given  to  such  goods.    It  is  of  great 

40  utility,  and  there  has  been  an  enormous  use  of  it.  The  invention  consists  in 
passing  the  cloth,  under  great  pressure,  under  a  roller  lined  with  extremely 
fine  lines,  so  close  that  the  eye  cannot  see  them  ;  there  are  about  150  to  400  to 
the  inch.  No  visible  lines  are  produced  on  the  cloth,  but  a  gloss  is  added.  The 
idea  of  using  rollers  with  lines  on  them  for  the  surface  of  stuffs  was  not  new 

45  [Ralston  v.  Smith  (11  H.L.O.  233)  was  mentioned],  but  no  effect  like  that 
produced  by  Schreiner  was  known.  Under  one  of  the  Ralston  Patents  a 
polish  was  obtained  on  stuff  by  passing  it  between  rollers,  one  of  which  had 
lines  on  it  and  went  at  different  speeds,  so  that  an  ironing  effect  was  produced. 
Also  lines  diagonal  to  the  cloth  producing  a  diagonal  effect  were  known. 

50  Further  lines  fairly  close  had  been  used  for  producing  patterns,  known  as 
moire  patterns ;  these  depended  on  an  interference  of  the  lines  of  the  threads 
and  those  of  the  impression,  the  distanoe  between  the  lines  on  the  roller  being, 
not  equal  to,  but  of  the  s^me  order  of  magnitude  as  the  distance  between 
the  threads.    Schreiner  discovered  that  if  one  passed,  in  the  matter  of  closeness 

55  of  lines,  out  of  the  region  of  what  had  been  done  before,  and  made  the  lines 
close  in  comparison  with  the  distance  between  the  threads,  one  got  no  pattern, 
but  obtained  this  new  effect  of  satin  gloss.    The  closest  lines  before  had  been 

*  Ante,  p.  162, 1.  41.  f  Anie,  p.  16, 11.  43  to  45.  J  Ante,  p>  162,  U.  4T  to  60. 
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^th  of  an  inch,  if  parallel  to  the  threads,  and  y*th  of  an  inch  when  used 
diagonally.  But  there  is  a  broad  belt  of  demarcation  in  which  the  results  got 
are  much  worse,  and  it  is  only  when  one  gets  to  extreme  fineness  that  Schreiner's 
patternless  gloss  is  obtained.  It  will  be  said  for  the  Defendant  that  there  is 
no  subject-matter ;  but  if,  by  taking  this  new  scale  of  fineness,  a  result  is  5 
obtained  which  no  one  could  have  prophesied,  there  is  ample  subject-matter.* 
[The  Specification  was  then  read.]  What  the  Patentee  claims  is  the  method  of 
giving  the  lustre  by  these  exceedingly  fine  surfaces,  which,  as  he  points  out, 
are  best  obtained  by  engraving  or  cutting  into  the  surface  of  the  roller  long 
lines.  The  rough  test  of  a  sound  eye  which  the  Patentee  gives  is  a  good  one.  10 
The  directions  are  quite  sufficient,  and  the  Patent  has  been  largely  used; 
37  million  yards  have  in  the  last  two  years  been  treated  by  the  Plaintiffs.  As 
to  infringement,  the  Defendant's  rollers  are  in  fact  exactly  the  same. 

The  following  witnesses  were  called  for  the  Plaintiffs,  viz. : — Dr.  Liebmannf 
Messrs.  J.  Swinburne,  Dugald  Clerk,  T.  O.  McKie,  F.  Cawley,  and  J.  T.  15 
Hemingway. 

Terrell,  Q.C.,  opened  the  Defendant's  case. — It  is  difficult  to  see  on  wbat 
possible  ground  the  Plaintiffs'  case  can  be  put.  At  the  date  of  the  Patent 
embossing  was  well  known,  and  lines  on  cylinders,  such  lines  being  for 
use  in  the  same  way  as  the  Patentee  is  said  to  have  intended.  It  is  said  that  a  20 
satin  effect  is  produced,  whereas  only  a  silky  effect  was  before  known,  but 
there  is  nothing  in  the  Specification  as  to  that.  Also  there  is  nothing  in  the 
Specification  as  to  making  lines.  The  Patentee's  theory  is  based  on  the  silk 
fibre  having  a  flat  surface,  and  it  is  said  that  when  the  silk  is  twisted  the 
surface  is  distorted  and  broken  up  into  a  number  of  small  surfaces.  The  25 
Patentee  puts  in  the  forefront  of  the  Specification  taking  a  galvanoplastic 
model,  which  reproduces  all  the  details  of  the  surface  to  which  it  is  applied. 
He  meant  to  get  an  exact  reproduction,  because  he  says  that  he  would  so  get 
the  small  surfaces  all  at  different  angles.  Straight  lines  on  rollers  were  old, 
and  also  slashed  lines,  but  the  Patentee  said  that  one  must  imitate  a  silk  30 
surface.  It  is  admitted  that  the  use  of  a  galvanoplastic  surface  for  some 
purposes  was  old  ;  he,  however,  goes  on  to  tell  how  to  produce  the  surface 
mechanically  by  artificial  means.  He  says  that  he  prefers  to  engrave  a  great 
number  of  "  small  surfaces  of  the  said  kind  "  on  a  roller.  Lines  on  rollers 
had  been  made  by  the  ordinary  process  of  milling ;  the  Patentee  must  35 
have  meant  something  different  from  that,  or  he  would  have  put  it  in  lan- 
guage other  than  that  which  he  uses.  Then,  on  the  passage  as  to  the  breadth 
of  the  surfaces,  there  would  be  no  invention  in  merely  increasing  the  number 
of  lines  to  the  inch,  so  it  is  said  there  was  a  zone  in  which  bad  results  are 
got.  But  that  suggestion  is  wrong  in  fact ;  the  lustre  commences  at  40  lines  40 
to  the  inch  and  improves  as  the  lines  increase,  and  the  point  at  which  one  stops 
is  only  a  question  of  fashion.  As  to  the  claims,  they  are  all  for  the  method, 
and  the  matter  must,  therefore,  be  investigated  qua  method  and  not  qua  article. 
The  Patentee's  theory  is  contained  in  the  first  three  paragraphs  of  the  Specifica- 
tion ;  he  then  tells  one  how  to  put  it  into  practice ;  he  gives  two  or  more  45 
ways,  and  states  which  he  prefers.  In  the  claims  the  words  k<  substantially  as 
"described"  refer  to  each  integer.  If  in  the  first  claim  the  Patentee  were 
limited  to  a  plate  or  roller  it  would  be  the  same  as  the  second  ;  but  it  is  meant 
to  be  wider,  although  it  includes  the  second  claim.  The  use  of  a  galvanoplastic 
process  was  admittedly  old,  so  that  if  the  Patent  covers  that  it  is  bad.  A  groove  50 
is  not  a  surface  such  as  described  in  the  Specification.  The  Plaintiffs'  witnesses 
attempt  to  get  out  of  the  difficulty  by  giving  more  than  one  meaning  to  the  word 
"  surface  "  in  the  Specification.  The  Patentee  thought  that  he  had  invented 
small  surfaces  on  rollers  as  distinguished  from  lines.    The  alleged  infringing 

i'i wiiii     ■■■■■       ,  vrv».  -i -■  ■        i  '  i     .  ,. .- 

*  In  the  viBW  which  the  Court  took  it  has  been  thought  unnecessary  to  report  at  any  length 
the  arguments  on  validity. 
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roller  has  the  same  lines  as  the  old  rollers  had,  but  has  250  to  the  inch  ;  the 
effect  of  the  lines  is  the  same.  The  Defendant  has  not  produced  a  silky 
effect  by  providing  the  fabric  with  numerous  small  surfaces.  But  if  the 
Defendant  is  wrong  as  to  the  construction  of  the  Specification,  then  it  is 
5  submitted  that  the  Patent  is  bad  for  want  of  subject-matter  and  for  insufficient 
directions. 

The  witnesses  for  the  Defendant  were  Sir  F.  J.  Bramwell,  Professor  C.  V.  Boys, 
Professor  S.  P.  Thompson,  Messrs.  A.  A.  Crossland,  E.  J.  Bevan,  S.  Williams^ 
P.  Lawton,  and  W.  Cherry. 

10  Terrell,  Q.C.,  and  Jenkins,  Q.C.,  for  the  Defendant.— One  issue  is  what  effect 
150  lines  to  the  inch  has  on  the  cloth,  and  whether  the  effect  is  the  same  as  40, 
60,  or  80  lines  to  the  inch.  The  suggestion  that,  in  the  evidence  for  the 
Defendant,  a  comparison  has  ever  been  made  between  mercerised  goods  and 
unmercerised  goods  is  wrong.    The  substantial  question  is  as  to  the  meaning  of 

15  the  Specification.  Does  it  mean  that  whereas  the  public  had  been  using  rollers 
with  80  lines  to  the  inch,  and  that  above  that  there  is  a  blank  in  which  bad 
effects  are  got,  yet  if  one  gets  to  150  lines  you  get  a  new  effect  ?  Even  if  this 
were  true,  it  is  not  what  the  Patentee  told  the  public.  In  fact  the  fine  lines 
give  no  different  result  from  the  coarser  ones  ;  but  they  are  more  expensive  and 

20  the  effect  is  somewhat  better.  But  Schreiner  really  thought  that  he  had 
discovered  a  new  embossing.  He  had  a  theory  as  to  the  shape  of  a  silk  thread, 
and  he  wanted  to  imitate  a  twisted  silk  thread.  Except  for  three  special 
passages,  the  Specification  is  impossible  to  construe  unless  it  deals  with  small 
facets  about  as  broad  as  they  are  long.     First,  the  mention  of  surfaces  sub- 

25  dividing  into  smaller  ones  (page  2,  line  15*)  is  relied  on  by  the  Plaintiffs.  It  is 
said  that  lines  are  indicated,  for  one  could  not  sub-divide  a  facet.  According 
to  Mr.  Dugald  Clerk  the  word  surface  is  used  in  two  senses  in  the  Specification, 
but  it  is  submitted  that  the  scheme  throughout  the  Specification  is  a  facet  upon 
a  fibre.    What  is  really  meant  in  this  passage  is  that  inasmuch  as  a  thread  is 

30  composed  of  a  number  of  fibres,  when  one  bends  the  stuff  the  fibres  get  out  of 
plane  with  one  another,  and  one  gets  on  each  fibre  the  elementary  facet 
described  in  the  Specification.  Secondly,  the  "  appearance  similar  to  that 
"  of  a  fine-toothed  saw "  is  relied  on  by  the  Plaintiffs  as  indicating  lines. 
But  the  models  put  in  by  Sir  F.  Bramwell  also  give  in  section  a  fine-toothed 

35  saw.  The  reference  to  "  more  directions  of  inclination  than  merely  two  "  does, 
not  point  to  lines.  Thirdly,  it  is  said  that  the  angles  referred  to  in  the 
Specification  are  to  lie  in  one  plane,  but  paragraph  4  of  the  Specification  is  not 
consistent  with  a  line  or  groove.  The  theory  of  the  Specification  is  false  ;  but 
whether  that  is  so  or  not,  the  Patentee  gives  the  galvano-plastic  reproduction  of 

40  the  silk-satin-web  as  the  type  of  his  invention,  but  it  is  not  shown  what  the 
effect  of  a  material  treated  with  a  galvano-plastic  mould  would  be,  or  whether 
it  could  be,  carried  out ;  and,  on  tiie  question  of  infringement,  the  onus  is  on 
the  Plaintiffs  to  show  that  what  the  Defendant  is  doing  is  within  what  is 
claimed  in  the  Specification.     It  is  submitted  also  that  there  is  no  subject- 

45  matter.  [The  arguments  on  this  point  are  omitted.]  The  Patentee  nowhere  in 
the  Specification  confines  his  claim  to  lines  that  are  not  cognizable  by  a  sound 
eye.    No  such  limit  is  contained  in  the  Specification. 

Moulton,  Q.C.,  in  reply. — What  the  Plaintiffs  claim  is  that  rollers  of  an 
exceedingly  high  count  are  within  the  ambit  of  the  Patent.     Assuming  that 

50  Schreiner  taught  the  world  that,  it  is  really  uncontested  that  there  has  been  a 
sudden  change  in  the  trade.  Up  to  the  date  of  the  Patent  embossing  rollers 
were  only  used  to  obtain  a  line  effect,  and  a  certain  silky  effect,  which  was  due 
to  the  visibility  of  the  lines ;  the  trade  kept  themselves  carefully  to  visible 
lines,  but  Schreiner  pointed  to  fineness  for  his  effect ;   he  relied  on  individual 

55  invisibility.  Kirkham  preferred  45  to  the  inch,  and  88  lines  were  the  utmost 
before  the  Patent  and  there  was  still  visibility,  and  a  pattern  or  moir6  effect  was 
produced.    Nothing  was  produced  without  ribs  or  a  moir6  effect.    One  roller  of 

*  Ante  p.  168,  L  19. 
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90  lines  to  the  inch  had  been  used  for  embossing  velvet — a  ribbed  appearance 
was  produced.    There  were  also  certain  methods  of  getting  a  smooth  gloss; 
they  were  by  calendering  or  by  an  ironing  method.    Schreiner  said  that  if  the 
fineness  of  the  lines  were  pushed  to  practical  invisibility  a  patternless  ribless  gloss 
like  that  of  silk  was  obtained.    It  was  a  new  effect,  and  to  get  it,  in  practice,  150  5 
lines  at  least  to  the  inch  are  used.    Assuming,  as  the  invention,  that  Schreiner 
told  the  world  to  take  high  counts  of  lines,  from  150  upwards,  on  •  the  rollers, 
and  that  thereby  the  new  kind  of  silk  gloss  would  be  produced,  that  is  good 
subject-matter.    [This  point  was  then  argued.]    The  contention  that  bad  results 
are  got  between  80  lines  to  the  inch  and  150  lines  to  the  inch  is  fully  proved —  10 
there  is  irregularity  in  result ;  but  when  one  gets  to  150  lines  there  is  certainty 
in  result.  On  the  construction  of  the  Specification,  the  above  mentioned  invention 
is  there  described  and  claimed.    It  is  there  in  the  simple  form  of  regular  grooves, 
but  that  is  only  one  form  of  it;  they  may  be  irregular ;  the  invention  was  in  passing 
to  reflecting  surfaces  so  small  that  there  was  no  individual  visibility.    The  first  15 
part  of  the  Specification  tells  one  how  the  Patentee  came  to  his  invention  ;  and 
if  his  theory  were  wrong  that  would  not  matter.    It  is  not  shown  to  be  wrong, 
and  it  gave  him  the  idea  of  very  small  reflecting  surfaces.    The  Patentee  refers 
to  the  mirror-effect  of  calendering,  and  the  rest  of  the  Specification  is  based  on 
the  contrast  with  that.    "  Distributed  not  on  one  but  several  planes  "  refers  to  20 
that  contrast.    As  to  the  galvano-plastic  process,  he  goes  on  to  show  how  to 
deliver  people  from  the  necessity  of  that — how  to  get  the  small  surfaces  not  in 
the  plane  of  the  web  but  at  angles  to  it.     But  they  are  to  be  surfaces  the 
run  of  which  is  along  the  thread — he  is  imitating  the  surface  of  a  ribbon-like 
fibre.    The  statement  that  the  section  will  represent  an  appearance  similar  to  that  25 
of  a  fine-toothed  saw  shows  that  grooves  were  intended.     The  next  paragraph 
tells  what  the  slanting  lengths  of  the  teeth  may  be — they  may  be  ^  to  T£0  of 
ari  inch.    The  Patentee  says  that  they  need  not  be  as  narrow  as  the  silk  ribbon, 
but  they  may  be  wider,  but  so  that  the  breadth  is  not  cognizable  by  a  sound  eye. 
He  has  discovered  what  is  practically  the  essential  limit.     "  A  sort  of  parallel  30 
"  grooves  "  ought  really  to  be  read  "  a  set  of  parallel  grooves."     The  grooves 
are  to  be  parallel  to  the  threads  and  so  small  that  the  surfaces  are  individually 
invisible ;  but  the  grooves  need  not  be  of  the  same  section  throughout  their 
length.    The  sentence  as  to  the  differently  inclined  surfaces  sub-dividing  bears 
out  the  Plaintiffs1  contention  ;  it  is  the  sides  of  the  grooves  which 'break  up,  not  35 
the  very  small  surfaces,  which  are,  perhaps,  200,000  to  a  square  inch.    In  the 
claims  numerous  small  surfaces,  substantially  as  described,  means  parallel  to  the 
threads.    The  claims  accord  with  the  Specification.    Practically  the  meaning  is, 
do  not  calender  but  impress  small  surfaces  inclined  to  the  plane,  like  the  ridge 
and  furrow,  running  along  the  thread.  40 

Judgment  was  reserved  and  delivered  on  the  15th  of  January  1901. 
JOYCE,  J, — This  is  an  action  for  infringement  of  a  Patent,  granted  to  one 
Schreiner  and  now  vested  in  the   Plaintiff  Association,  for   a  "  Method  of 
"  producing  a  silky  lustre  upon  fabrics  and  webs  of  all  kinds."    It  is  dated 
the  16th  of  April  1895.    At  this  time  the  idea  of  using  rollers  with  lines  on  45 
them  for  the  purpose  of  producing  various  effects  upon  the  surface  of  cotton 
and  other  stuffs  was  by  no  means  new.    The  method  of  obtaining  a  silk-like 
finish  upon  a  cotton  febric  by  subjecting  it  to  pressure  under  a  roller,  ruled 
with  fine  lines  parallel  to  the  axis  of  the  roller,  was  well  known  and  practised. 
Certainly  such  rollers  had  been,  and  were  being,  used  for  this  purpose,  ruled  50 
with  as  many  as  88  or  90  such  lines  within  the  space  of  an  inch.    The  Defen- 
dant has  now  used,  for  the  same  or  a  similar  purpose,  a  roller  ruled  with  as 
many  as  250  such  lines  to  the  inch,  and  it  is  contended  that  by  so  doing  he  has 
infringed  the  Patent  in  question. 

The  Specification  is  a  very  peculiar  document  in  many  ways.    It  appears  to  be  55 
founded  on  a  theory  as  to  the  nature  of  silk  which  is  to  a  great  extent  erroneous. 
It  iSjjn  many  respects,  inaccurately  expressed,  and  in  parts  it  is  obscure,  if  not 
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unintelligible.  The  Plaintiffs  contend  that  the  invention  described  consisted 
in  the  production  of  a  new  and  peculiar  satin  finish  or  gloss,  which  no  one 
could  have  foreseen,  by  increasing  the  number  of  lines  on  the  roller  from  90  to 
150  to  400  to  the  inch,  it  being  alleged  or  suggested  that  when  the  number  of 
5  lines  on  the  roller  is  between  90  and  150  to  the  inch  no  silky  lustre  is  produced, 
or  the  stuff  is  spoiled. 

I  may  remark  in  passing  that  this  last  allegation  or  suggestion  is  not,  in  my 
opinion,  established  by  the  evidence ;  but,  it  being  clear  that  the  practice  of 
embossing  or  pressing  fabrics  with  a  roller  engraved  with  parallel  lines  in 

10  order  to  produce  the  appearance  of  silk  was  old,  it  is  contended  that  Schreiner's 
invention  was,  and  he  told  the  world,  to  take  a  roller  which  had  previously  been 
engraved  with  40  or  60  or  even  90  lines  to  the  inch,  and  to  engrave  it  with 
finer  lines  of  the  same  character  and  so  to  produce  a  satin  finish,  although  this 
is  not  the  phrase  used  by  the  Specification  in  describing  the  invention,  which  is 

15  stated  to  be  a  method  of  producing  a  silky  lustre.  If  this  be  the  true  meaning 
and  construction  of  the  Specification,  I  think  the  most  extraordinary  mode  of 
describing  the  invention  has  been  adopted  that  the  ingenuity  of  man  could  well 
have  devised,  when  a  plain  grooved  roller  was  an  article  in  common  use  in  the 
trade  and  a  satin  finish  well  known  by  that  term. 

20  Rightly  or  wrongly,  I  have  come  to  the  conclusion  that  what  the  Defendant 
is  doing  is  not  using  the  invention  described  in  the  Specification.  I  agree  with 
and  adopt  the  view  of  Sir  Frederick  Bramwell  that  the  Defendant's  roller  is  not 
an  implement  such  as  the  Patentee  has  dire  ted  to  be  used  to  impress  the  stuff. 
A  perusal  of  the  Specification  would  certainly  never  have  suggested  such  a 

25  roller  to  me ;  and  I  also  agree  with  Sir  Frederick  Bramwell  in  thinking  that 
the  Specification  tends  to  divert  the  mind  from  any  idea  of  such  a  roller  as  that 
which  the  Defendant  uses.  I  do  not  believe  the  Specification  ever  did,  or 
could,  suggest  such  a  roller  as  the  Defendant's  to  anyone,  and  even  if  the 
language  of  the  Specification  could  be  so  forced  as  to  describe  such  a  roller  as 

30  the  Defendant's,  I  think  it  is  not  what  the  Patentee  intended  to  describe  or 
ever  thought  of.  It  is  not  possible  to  determine  from  the  Specification  whether 
the  Patentee  knew  of  the  previous  Patent  or  of  what  was  being  done  in  the 
trade  by  the  use  of  rollers  "ruled  with  lines.  Indeed,  some  of  the  expert 
witnesses  for  the  Plaintiffs  seem  to  think  that  the  Patentee  did  not  possess  this 

35  knowledge. 

The  result  is  that,  in  my  opinion,  what  the  Defendant  is  doing,  or  has  done, 
is  not  an  infringement  of  the  Patent,  according  to  the  true  meaning  and 
construction  of  the  Specification,  and  that  the  action  therefore  fails.  Moreover, 
as  at  present  advised,  if  I  be  wrong  in  this,  or,  in  other  words,  if  what  the 

40  Plaintiffs  complain  of  the  Defendant  doing  were  within  the  Specification,  I  am 
of  opinion  that  it  would  be  very  difficult,  and  I  doubt  very  much  whether  it 
would  be  possible  to  support  the  validity  of  the  Patent.  My  opinion,  however, 
being  such  as  it  is  upon  the  question  of  infringement,  I  do  not  consider  it 
necessary  to  enter  upon  the  various  objections  to  the  Patent  if,  according  to 

45  the  true  construction  of  the  Specification,  it  comprised  the  process  used  by  the 
Defendant,  and  I  simply  dismiss  the  action  with  costs. 

A  certificate  that  all  the  Particulars  of  Objections  were  reasonable  and 
proper  was  given,  they  having  all  been  referred  to  at  the  trial.  Costs  on  the 
higher  scale  were  refused. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Cozens-Hardy. 

February  4th,  1901. 


In  the   Matter    op  an  Application   by  the   National   Biscuit 

Company  for  a  Trade  Mark.  -         * 


Trade  Mark. — Application  for  registration. — "  Uneeda." — Rifusal  by  Comp- 
troller.— Appeal. — "  Invented  word." — "  Word  liaving  no  reference  to  character 
"  or  quality  of  goods." — Appeal  dismissed. — Patents,  Ac.  Act,  1888,  section  64  ; 
Patents,  Ac.  Act,  1888,  section  10. 

A  Company  liaving  allied  to  register  the  word  "  Uneeda "  as  a  Trade  |0 
Mark  in  Class  42,  the  Comptroller  refused  tlw  application.  The  Applicants 
appealed,  and  the  appeal  was  referred  to  the  Court.  Tlie  Applicants  alleged 
that  t?ie  word  in  its  inception  was  not  arrived  at  from  the  words  u  You  need  a," 
but  tliey  admitted  that  the  public  Ivad  read  it  with  the  pronunciation  and 
meaning  of  those  words.  15 

Held,  tliat  "  Uneeda  "  was  a  mere  putting  together  of  three  ordinary  English 
words  with  a  misspelling  without  any  cJuinge  of  pronunciation,  and  was 
tJierefore  not  an  invented  wo?%d;  also  that  it  was  not  a  word  liaving  no 
reference  to  the  character  or  quality  of  the  goods.  The  appeal  was  dismissed 
with  costs.\  20 

On  the  24th  of  March  1899,  the  National  Biscuit  Company,  of  Jersey  City,  in 
the  United  States  of  America,  made  an  application  (No.  221,738)  to  the 
Comptroller-General  for  registration  of  the  word  "  Uneeda  "  as  a  Trade  Mark 
for  all  goods  included  in  Class  42.  The  Comptroller  took  objection  to  the 
proposed  Trade  Mark  on  the  grounds  {inter  alia)  that  it  was  Hot  an  invented  25 
worf,  or  a  word  having  no  reference  to  the  character  or  quality  of  the  goods, 
and  on  the  5th  of  June  1899,  the  Comptroller,  after  hearing  the  Applicants, 
wrote  saying  that  in  exercise  of  the  discretionary  power  given  him  by  the 
Patents,  &c.  Acts,  1883  to  1888,  the  application  to  register  was  refused.  The 
Applicants  appealed  to  the  Board  of  Trade,  who  at  their  request  referred  the  30 
appeal  to  the  Court  with  the  usual  directions,  and  the  Applicants  accordingly 
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gave  notice  of  motion  for  an  Order  that  the  Comptroller  should  be  directed 
to  proceed  with  the  registration. 

In  an  affidavit  by  B.  F.  Crawford,  the  president  of  the  National  Biscuit 
Company^  it  was  stated  (inter  alia)  :  "  (1)  The  National  Biscuit  Company,  the 
5  "  Applicants,  are  biscuit  manufacturers  in  a  large  way  of  business  in  the  United 
44  States  of  America,  and  have  become  well-known  in  the  States  in  connection 
44  with  the  sale  of  particular  biscuits  designated  by  them  under  the  name  of 
"  *  Uneeda.1  The  word  4  Uneeda '  has  been  registered  as  the  Applicants1  Trade 
44  Mark  in  the  United  States,  and  repeatedly  supported  as  a  valid  Trade  Mark 

10  "  after  exhaustive  argument  before  the  Judges  of  the  established  Courts  in  those 
"  States.  (3)  In  the  year  1899  proceedings  were  taken  by  the  Applicants  in  the 
"  United  States  Circuit  Court,  Southern  District  of  New  York,  United  States  of 
44  America,  for  an  injunction  against  Baker  and  another,  and  a  certified  copy  of 
44  the  Order  made  in  such  action  is  now  produced  and  shown  to  me,  and 

15  "  marked  B.  F.  C1.*  (4)  The  word  4 Uneeda '  was  first  invented  by  H.  N. 
44  McKinney,  of  Philadelphia,  Pennsylvania,  United  States  of  America,  of  the 
44  advertising  department  of  the  Applicant  Company,  and  was  originally 
44  intended  to  be  associated  with  a  picture  of  an  Indian  maiden,  and  was 
44  therefore  the  name  of  an  aborigine  of  the  North  American  continent.    It  was 

20  44  also  intended  that  a  pathetic  legend  or  story  should  accompany  this  word,  but 
44  the  pictorial  part  was  afterwards  abandoned  and  simply  the  word  used.  The 
44  learned  Registrar  is  quite  mistaken  in  his  view  with  regard  to  this  word.  It 
44  has  no  connection  whatever  with  '  You  need  a '  as  he  supposes,  and  though  it 
44  is  capable  of  a  pronunciation  substantially  idem  sonans  with  those  words,  it 

25  u  may  equally  well  be  pronounced  in  a  variety  of  other  ways." 

An  affidavit  by  Mr.  R.  Griffin,  the  Registrar  of  Designs  and  Trade  Marks, 
referred  to  the  application  and  objection,  and  after  stating  that  at  the  hearing 
before  him  the  Applicants'  agent  did  not  satisfy  him  that  the  word  u  Uneeda  " 
was  an  invented  word,  or  a  word  suitable  for  registration,  and  after  referring  to 

30  the  refusal  to  register,  continued  :  "  (4)  Subsequently  the  Applicants' agent  asked 
44  me  to  re-open  the  matter,  because  he  had  received  from  his  clients  in  America 
44  certain  documents  which,  as  he  stated,  he  had  not  in  his  possession  at  the 
44  hearing  on  the  29th  of  May  1899.  In  consequence  I  saw  the  said  agent  on 
44  the  24th  of  July,  when  he  left  to  me  certain  documents,  which  were  returned 

35  "  to  him  in  a  letter  of  the  28th  of  July  1899.  A  copy  of  such  letter  is  No.  4  of 
4*  the  said  exhibits.  Amongst  the  documents  left  with  me  and  returned  in  the 
44  said  letter  of  the  28th  of  July  1899,  was  an  opinion  of  Lacombe,  C.J.,  in  an 
44  action  brought  by  the  Applicants  against  Henry  D.  Baker  and  another.  A 
44  copy  of  such  opinion  is  No.  5  of  the  said  exhibits.!    (6)  I  have  read  a  copy  of 

40  "  the  affidavit  of  Mr.  Crawford,  filed  in  these  matters.  Until  I  read  such 
"  affidavit  I  was  not  aware  of  its  being  alleged  that  the  word  '  Uneeda '  had  any 
"  other  origin  than  misspelling.  The  agent  for  the  Applicants  never  suggested 
44  to  me  that  it  was  not  a  mere  misspelling  of  the  words  4  You  need  a,'  nor  did 
44  he  suggest  to  me  that i  Uneeda  1  could  be  pronounced  in  any  other  way  other 

45  "  than  so  as  to  have  the  same  sound  as  those  words.  I  have  been  informed  and 
"  believe  that  the  word  •  Uneeda '  has  been  largely  advertised  in  America.  Two 
44  of  such  advertisements  are  No.  6  and  7  of  the  said  exhibits.  In  both  such 
44  advertisements  the  word  4  Uneeda '  is  obviously  used  as  a  mere  misspelling  of 
44  the  three  words, 4  You  need  a.'  "     [Other  advertisements  were  also  referred 

50  to.]     4i  (8)  From  the  exhibits  above  mentioned  it  appears  that  the    word 
*  .  t     .  ,  ■  ■  > 

*  This  Order  was  for  a  preliminary  injunction  until  the  farther  Order  of  the  Court  against  the 
use  in  particular  of  the  words  "  Iwanta  "  or  "  Uneeda." 

f  In  comparing  the  words  "Uneeda"  and  "Iwanta,"  the  learned  Judge saidjthat  both  expressed 
the  same  idea,  namely,  that  the  prospective  purchaser's  personal  comfort  would  be  promoted  by 
the  acquisition  of  a  biscuit.    It  appeared  that  the  style  of  package  had  also  been  copied,  < 
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"  •  Uneeda  '  is  well  recognised  as  an  equivalent  of  the  three  words,  *  You  need 
u  '  a.'  'Uneeda1  has  been  largely  used  in  the  United  Kingdom  in  advertising 
u  in  the  tobacco  trade  as  an  equivalent  for  the  three  words  *  You  need  a.'  No. 
"  12  of  the  said  exhibits  is  a  copy  of  a  handbill  issued  by  a  well-known  firm  of 
"  tobacconists,  and  No.  13  of  the  said  exhibits  is  a  photograph  of  an  advertising  5 
"  hoarding  showing  the  advertisements  of  such  firm.  (9)  It  has  not  been  the 
"  practise  of  the  office,  up  to  the  present  time,  to  accept  such  words  as '  Uneeda ' 
14  for  registration.  Since  this  present  application  was  made,  on  the  24th  of 
"  March  1899,  we  have  had  no  less  than  56  applications  for  the  registration  of 
"  the  word  '  Uneeda,'  three  applications  for  the  word '  Uneedit,'  nine  applications  10 
u  for  the  word  *  Uwanta,'  and  two  for  the  word  *  Uwantit.'  No.  14  of  the  said 
"  exhibits  is  a  list  of  other  words  of  this  class  for  which  application  has  been 
"  made,  none  of  which  have,  up  to  the  present,  been  accepted  for  registration." 

Moulton,  K.C.,  and  E.  F.  Lever  (instructed  by  Burn  and  Berridge)  appeared 
for  the  Applicants  ;  the  Attorney -Genei-al  (Sir  R.  B.  Finlay,  K.C.)  and  R.  J.  15 
Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the 
Comptroller. 

Moulton,  K.C.,  for  the  Applicants. — A  question  has  been  raised  as  to  the  word 
clashing  with  certain  registered  marks,  but  there  is  really  no  possible  confusion. 
The  word  "Uneeda"  has  been  largely  used;   it  was  not  invented  from  the  20 
words  "  You  need  a,"  nor  was  it  intended  to  be  so  pronounced,  but  the  public 
have  no  doubt  so  treated  it.    The  question  is,  therefore,  whether  such  a  sentence 
put  into  the  shape  of  a  single  word  is  registrable.     In  order  that  the  word  may 
be  registered  it  must  be  (1)  an  invented  word  ;  or  (2)  a  word  having  no  reference 
to  the  character  or  quality  of  the  goods.     [The  affidavit  of  B.  F.  Crawford  was  25 
referred  to.]     As  to  the  injunction  granted  in  America,  the  use  of  the  word 
"Iwanta"  would  not  be  an  infringement  according  to  English  law.    The 
American  action  turned  on  the  get-up  of  the  goods  as  well  as  the  word 
"  Iwanta."    The  real  test  to  be  applied  in   this  case  is  whether  or  not,  by 
allowing  the  registration,  the  liberty  of  the  public  to  the  use  of  the  English  30 
language  would  be  abridged.    The  word  "  Uneeda  "  must  be  considered  as  a 
sentence  put  into  a  word,  but  so  changed  that  it  is  only  by  a  kind  of  pun  that  it 
has  any  meaning.    The  word  has  been  largely  advertised  and  used  and  is  an 
effective  Trade  Mark,  and  the  policy  should  be  to  give  registration  to  effective 
marks.    The  test  stated  is  really  the  basis  of  the  judgments  in  the  House  of  35 
Lords   in  the  Solio  case  {Application  of  Eastman  Photographic  Materials 
Company,  Ld.,  15  R.P.C.  476,  L.R.  (1898)  A.C.  571).    I  admit  that  a  mere 
misspelling  of  a  word  is  not  necessarily  sufficient  to  make  it  an  invented  word 
(Ripley's  Application,  15  R.P.C.  151),  and  that  such  a  word  as  "  Cheapandgood" 
would  not  be  capable  of  registration  ;  but  each  case  that  arises  must  be  considered  40 
on  its  own  merits,  and  here  the  wprd  is  not  descriptive  and  it  is  much  disguised 
in  form.    The  invention  in  this  case  consists  in  the  caricature  ;  also  the  liberty 
of  the  public  could  not  be  interfered  with  by  the  registration.    This  condition 
and  invention  are  all  that  is  necessary  ;  that  is  the  one  rule,  and  there  are  ho 
secondary  rules.    [The  judgments  of  the  House  of  Lords  in  the  Solio  case  were  45 
referred  to.]     [Cozens-Hardy,  jr.,  referred  to  the  observations  of  Lord  Herschell 
during  the  argument  in  reference  to  "  Phiteesi."]    The  point  as  to  such  a  word 
was  not  argued.    As  to  Lord  HerschelVs  judgment,  the  word  "Uneeda "  is  not 
a  mere  combination  of  two  words  or  a  mere  misspelling  of  a  word ;  it  is  a 
combination  and  a  disfigurement.    Lord  Herschell  was  not  laying  down  a  rule    50 
but  only  applying  the  general  principle?  nothing  but  a  general  principle  is  laid 
down  in  the  Solio  case.    The  Applicants,  if  obtaining  registration,  could  not 
restrain  the  use  of  the  ordinary  English  words  "  You  need  a.1'    [The  affidavit 
of  the  Registrar  was  read  and  the  American  judgment  referred  to  at  the 
Attorney-General's  request.]    The  question  of  infringement  depends  on  the  5S 
law  of  registration.    A  person  cannot  indirectly  get  protection  for  what  he 
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cannot  directly  register.    But,  of  course,  a  common  law  right  may  be  acquired* 
It  is  submitted  that  there  would  be  no  possible  harm  in  registering  "  Uneeda." 

The  Attorney-General  and  Parker  for  the  Comptroller. — There  are  three 
objections  to  the  application  :  first,  :i  Uneeda "  is  not  an  invented  word ; 
5  secondly,  it  is  really  a  group  of  words  having  reference  to  the  character  or 
quality  of  the  goods ;  and  thirdly,  the  Comptroller  has  a  discretion,  which  he 
has  exercised  in  this  case.  [The  following  sections  of  the  Patents,  &c.  Act, 
1883,  as  amended  by  the  Patents,  &c.  Act,  1888,  were  read,  viz.  :  Sections  62, 
64,  73,  74,  and  86.]    It  is  incredible  that  the  word  in  its  inception  had  no 

10  reference  to  "  You  need  a  "  ;  it  is  simply  a  misspelling  of  those  words.  The 
question  is  really  concluded  by  the  Solio  case  ;  it  is  true  the  judgments  as  to 
such  words  were  obiter,  but  they  were  given  as  guides  to  the  Courts.  The 
formal  judgment  of  Lord  Herscliell  agrees  with  his  observations  as  to  "  Phiteesi "  ; 
he  does  not  distinguish  in  this  respect  between  one  word  and  a  combination  of 

15  words.  "Uneeda11  is  a  mere  misspelling,  as  "Pirle"  was.  Secondly,  the 
word  is  obviously  commendatory  and  not  registrable  (Grossmith's  Trade 
Mark,  6  R.P.C.,  at  page  182).  [Moulton,  K.C.— "  Emollio  "  would  be  registrable 
now.Y  It  is  submitted  that  it  would  not.  The  principle  is  the  same  now  (see 
also  Mipley's  Application  as  to  "  Pirle "  being  commendatory).    Thirdly,  the 

£0  Comptroller  has  a  discretion  in  each  case  (Eno  v.  Dunn,  7  R.P.C.  311, 
L.R.  15  App.  Cas.  252  ;  Australian  Wins  Importers'  Trade  Mark,  6  R.P.C. 
311,  L.R.  41  Ch.  D.  278 ;  GrossmitKs  Trade  Mark,  6  R.P.C.  at  page  182 ; 
Turney's  Trade  Mark,  11  R.P.C.,  at  page  44).  The  discretion  has  in  this  case 
been  properly  exercised.    The  Comptroller  must  have  a  discretion,  for  although 

£5  a  word  satisfies,  64  (1)  (e),  that  is  not  necessarily  sufficient,  otherwise  such 
words  as  "  importers  of  "  might  be  registered  as  Trade  Marks. 

Moulton,  K.C.,  in  reply. — The  Comptroller  has  a  discretion  on  such  a  question 
as  whether  a  mark  is  likely  to  deceive,  and  if  unforeseen  objections  not  tabulated 
in  the  Act  arise.    But  an  applicant  has  a  right  to  appeal,  and  in  a  case  like 

30  the  present  the  question  is  whether  the  word  is  within  the  marks  intended  by 
the  Acts  to  be  capable  of  registration.  The  Comptroller  cannot  add  conditions 
to  those  contained  in  the  Acts,  and  it  is  submitted  that  the  word  applied  for  is 
capable  of  registration  either  as  an  invented  word  or  a  word  having  no  reference 
to  the  character  or  quality  of  the  goods. 

35  Cozkns-Hardy,  J.— This  is  an  appeal  from  the  Registrar,  who  has  refused 
the  registration  of  the  word  "  Uneeda  "  as  applied,  I  think,  to  biscuits,  or  the 
class  of  goods  in  which  biscuits  are  contained.  The  Applicants  seek  to  reverse 
the  decision  of  the  Registrar  mainly  on  the  ground — I  think  I  may  say  entirely 
on  the  ground — that  this  is  an  invented  word  or  words  coming  within  section 

40  64,  subsection  d.  An  affidavit  has  been  made  by  Mr.  Crawford,  who  is  the 
President  of  the  American  Company,  who  seeks  the  registration,  in  which  he 
makes  a  statement  which  is  remarkable.  "The  word  *  Uneeda'  was  first 
"  invented  by  Mr.  McKinney,  of  Philadelphia,  Pennsylvania,  U.S.A.,  of  the 
"  advertising  department  of  the    Applicant    Company,    and    was    originally 

45  "  intended  to  be  associated  with  a  picture  of  an  Indian  maiden,  and  was  there- 
"  fore  the  name  of  an  aborigine."  I  entirely  decline  to  accept  that.  I  have  no 
doubt  whatever  that  the  word  "  Uneeda  "  was  a  very  clever  and  ingenious  idea 
to  put  in  the  form  of  one  word  the  common  expression  properly  comprised  in 
three  words,  "  you  need  a,"  and  although  it  might  be  associated  with  the  picture 

50  of  an  Indian  maiden,  it  would  be  ridiculous  to  say  that  it  was  therefore  the  name 
of  an  aborigine.  The  word  therefore,  I  take  it,  was,  and  was  intended  to  be,  a  mis- 
spelling of  the  words  "  you  need  a  "  made  into  one  word,  the  sound  remaining 
identical.  Now  is  that  an  invented  word  within  the  meaning  of  the  Act  ?  As 
I  read  what  was  said  in  the  House  of  Lords  in  the  Solio  case,  it  is  impossible 

55  for  me  to  hold  that  this  is  an  invented  word.  In  the  course  of  Mr.  Moulton' 8 
argument,  I  pointed  to  what  Lord  Herschell  said  with  regard  to  the  word 
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"  Phiteesi "  :  "  Is  that  an  invented  word  ?  "  Lord  Herschell  said,  in  an  interlo- 
cutory observation,  "  Probably  not,  because  it  is  a  mere  misspelling.    It  suggests 
"  at  once  the  English  words."     Mr.  Moulton  is  quite  entitled  to  say  that  was  a 
mere  interlocutory  observation,  and  that  no  Judge  ought  to  be  bound  by  any 
observation  which  he  makes  in  the  course  of  an  argument ;  but  when  I  come  to  5 
the  considered  judgment  of  Lord  Herschell,  when  he  is  dealing  distinctly  with 
this  question  of  what  is  the  meaning  of  "  invented  word  "  in  this  subsection 
he  says  this  :  "  An  invented  word  is  allowed  to  be  registered  as  a  Trade  Mark, 
"  not  as  a  reward  of  merit,  but  because  its  registration  deprives  no  member  of 
"  the  community  of  the  rights  which  he  possesses  to  use  the  existing  vocabulary  10 
•'  as  he  pleases.    It  may,  no  doubt,  sometimes  be  difficult  to  determine  whether 
"  a  word  is  an  invented  word  or  not.     I  do  not  think  the  combination  of  two 
"  English  words  is  an  invented  word,  even  although  the  combination  may  not 
"  have  been  in  use  before ;    nor  do  I   think  that  a  mere  variation  of  the 
%i  orthography  or  termination  of  a  word  would  be  sufficient  to  constitute  an  15 
"  invented  word,  if  to  the  eye  or  ear  the  same  idea  would  be  conveyed  as  by  the 
"  word  in  its  ordinary  form."    Now  I  take  that  to  be  a  binding  guide  for  me  in 
the  interpretation  of  this  Statute.    If  I  find,  as  I  do  find  here,  that  this  is  merely 
a  putting  together  of  three  of  the  commonest  of  common  English  words,  and  a 
misspelling  of  the  first  of  them  without  any  change  in  the  sound,  I  think  that  20 
I  am  bound  to  hold,  as  Lord  Herschell  did,  that  it  conveys  to  the  ear  precisely 
the  same  idea  as  the  three  words  of  the  English  language  properly  spelt  would 
convey ;    and  that  it  is  not  an   invented  word  within   the    meaning  of  the 
section.     That  being  so,  the  main  ground  upon  which  the  Appellants  rely, 
in  my  judgment,  disappears.  25 

Then  it  was  faintly  argued  that  it  might  come  under  subsection  e — "a  word 
"  or  words  having  no  reference  to  the  character  or  quality  of  the  goods  and  not 
"  being  a  geographical  name."  It  does  seem  to  me  that  these  words  are,  and 
are  intended  to  be,  commendatory  and  suitable  to  describe  something  which  a 
purchaser  would  find  comforting  and  advantageous,  and  are  used  as  being  30 
descriptive  of  the  quality  and  character  which  would  be  suitable  for  his 
wants. 

I,  therefore,  on  every  ground,  think  that  the  decision  of  the  Registrar  was 
right,  and  that  this  application  must  be  refused,  and  refused  with  costs. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

•     Before  Mr.  Justice  Farwell. 

December  7th,  1900,  and  January  11th  and  25th,  1901. 

In  the  Matter  op  the  Trade  Marks  op  the  Valentine  Extract 
5  Company.  Ld. 

Trade  Marks. — Motion  to  expxmge. — Assignment — Goodwill. — Marks  alleged 
to  be  deceptive. — Non-user. — Marks  expunged. 

V.,  in  1897,  registered  three  Trade  Marks,  eoxh  consisting  of  the  word 
"  Valtine,"  for  all  goods  in  Glasses  8  and  42,  and  in  Class  48  far  beer  and 

10  spirits,  and  purported  to  assign  them  to  a  Limited  Company  formed  to  carry 
on  the  business  of  meat  extract  manufacturers,  with  his  goodwill,  if  any. 
Another  Company  obtained  an  injunction  restraining  tlie  Limited  Company 
from  selling  meat  extract  or  meat  juice  under  the  name  "  Valtine,"  and 
subsequently  moved  to  remove  tlie  marks  from  tlie  Register  of  Trade  Marks, 

15  the  grounds  of  the  application  being  that  at  the  date  of  the  assignment  V.  had 
no  goodwill  to  assign,  that  the  marks  were  deceptive,  and  had  not  been  used 
except  for  meat  extract.  An  Order  was  made  removing  the  marks  from  the 
Register  with  costs. 

On  the  14th  of  Mav  1897,  Cliarles  Ricliard  Valentine  registered  as  a  Trade 
20  Mark  (No.  204,929),  for  all  goods  included  in  Class  42,  the  word  "  Valtine,"  and 
on  the  15th  of  May  1897,  he  registered  the  same  word  as  a  Trade  Mark 
(No.  204,948)  for  all  goods  included  in  Class  3,  and  on  the  16th  of  August  1897, 
also  in  Class  43,  for  spirits  and  beer  (No.  206,921).  In  October  1897,  the 
Valentine  Extract  Company,  Ld.  (hereinafter  called  the  Respondents),  was 
25  formed  and  incorporated,  and  by  an  Assignment,  dated  the  15th  of  November 
1897,  and  made  between  the  said  C.  R.  Valentine  of  the  one  part  and  the 
Respondents  of  the  other  part,  supplemental  to  a  previous  agreement,  after 
reciting  that  it  was  the  intention  of  the  vendor  to  use  the  Trade  Marks  (therein 
referred  to)  in  connection  with  the  business  which  he  was  about  to  establish 
30  in  connection  with  the  manufacture  of  articles  and  things  in  the  various  classes 
to  which  they  severally  related,  the  vendor  assigned  {inter  alia)  the  said 
three  Trade  Marks  to  the  Respondents,  and  also  the  benefit  of  all  such  good- 
will (if  any)  as  was  then  vested  in  or  accruing  to  him  in  respect  of  any 
business    ....    done,  conducted,  or  carried  on  by  him  in  relation  to  the 
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said  Trade  Marks,  or  any  of  them.  The  Respondents  were  subsequently 
registered  as  proprietors  of  the  marks.  In  an  action  brought  by  the  Valentine 
Meat  Juice  Company  against  the  Respondents  and  the  vendor,  the  Plaintiffs,  on 
appeal,  obtained  a  perpetual  injunction  restraining  the  Respondents  from  {inter 
alia)  carrying  on  business  as  manufacturers  or  vendors  of  any  preparation  of  5 
extract  of  meat  or  meat  juice  under  any  name  or  title  of  which  the  name 
"  Valentine "  or  "  Valentine's "  formed  part,  and  from  selling,  or  offering,  or 
exposing,  or  advertising  for  sale,  or  procuring  to  be  sold,  any  such  preparation 
as  aforesaid,  not  being  of  the  Plaintiffs'  manufacture,  under  any  name  or 
description  of  which  the  name  "  Valentine,"  or  "  Valentine's,"  or  "  Valtine,"  10 
formed  part  (see  17  R.P.C.,  at  page  688).  On  the  12th  of  October  1900,  the 
Valentine  Meat  Juice  Company  gave  notice  to  move  that  the  Register  of  Trade 
Marks  might  be  rectified  by  removing  therefrom  the  said  three  Trade  Marks  or 
for  alternative  relief,  and  that  the  costs  of  the  application  might  be  paid  by  the 
Respondents.  An  affidavit  was  made  in  support  of  the  motion  by  Mr.  A.  15 
Carpmael,  a  member  of  the  firm  of  Wilson,  Bristows,  and  Carpmael,  the 
Applicants'  solicitors,  in  which,  after  referring  to  the  trial  of  the  said  action  and 
the  report  thereof  (17  R.P.C.  1),  he  stated  :  "  (7)  From  the  evidence  given  at 
"  the  trial  it  appeared,  and  I  believe  it  to  be  the  fact,  (a)  that  prior  to  his  said 
"  assignment  to  the  Respondent  Company,  the  said  C.  K.  Valentine  had  never  go 
"  carried  on  the  business  of  which  he  purported  to  assign  the  goodwill  to  the 
"  said  Company,  but  was  only  preparing  to  establish  such  business,  which  was 
"  to  consist  in  the  sale  of  extract  of  meat  contained  in  capsules  or  in  pots,  and 
"  that  he  had  never  even  begun  to  prepare  to  establish  any  business  in  any  other 
"  goods,  or  (so  far  as  appeared)  even  thought  of  doing  so  ;  and  (b)  that  the  use  25 
"  by  the  Respondent  Company  of  the  names  i  Valentine,'  '  Valentine's,'  and 
"  *  Valtine,'  in  connection  with  the  sale  of  the  said  extract  of  meat,  had  caused 
"  numerous  cases  of  deception.  So  far  as  appeared  from  the  said  evidence, 
"  and  so  far  as  I  am  aware,  the  said  Trade  Marks  have  never  been  used  by 
u  the  Respondent  Company  save  in  connection  with  extract  of  meat,  either  38 
"  alone  or  in  combination  with  other  matters,"  and  he  referred  to  the  Order 
made  on'  appeal  as  above  mentioned. 

The  motion  came  on  on  the  7th  of  December  1900. 

Sebastian  (instructed  by  Wilson,  Bristows,  and  Carpmael)  appeared  for  the 
Applicants  ;  the  Respondents  did  not  appear.  35 

Far  WELL,  J.,  made  the  Order  asked  for  by  the  notice  of  motion. 

On  the  18th  of  December  1900  the  Respondents  gave  notice  to  move  that  the 
said  Order  (which  bad  not  been  drawn  up)  might  be  set  aside,  and  on  the 
11th  of  January  1901  the  matter  came  before  Farwell,  J.,  when  Martelli 
(instructed  by  Poole  and  Robinson)  appeared  for  the  Respondents,  and,  after  a  40 
long  discussion,  the  Judge  being  of  opinion  that  there  had  been  some  mis* 
understanding  as  to  the  practice  of  the  Court  on  the  part  of  the  Respondents, 
and  that  it  would  be  more  satisfactory  that  they  should  be  heard,  an  Order  was 
made  that  the  motion  to  expunge  should  stand  over  for  rehearing  on  the  25th 
of  January  1901,  if — but  not  unless— the  Respondents  complied  with  certain  45 
terms.    The  Respondents  made  default  in  fulfilling  such  conditions,  and  on 
the  25th  of  January  1901,  on  the  application  of  Sebastian  for  the  Applicants, 
FarwblL,  J.,  directed  the  Order  of  the  7th  of  December  1900  to  be  drawn  up 
and  dated  the  25th  of  January  1901,  and  gave  the  Applicants  the  costs  of  their 
motion  and  of  the  motion  to  set  aside  the  Order  of  the  7th  of  December  1900,  50 
and  of  an  application  which  the  Respondents  had  made  for  security  for  costs, 
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British  Mutoscope  and  Biograph  Company,  Ld.  v.  Homer. 


Is  the  High  Court  op  Justick.^Chancery  Division. 

Before    Mr.    Justice    Farwell. 

January  18th  and  24th,  1901. 

British  Mutoscopr  and  Biograph  Company,  Ld.  v.  Homer. 

5     Patent — Action  for  infringement. — Licence  to  use. — Defendant  the  purchaser 
of  article  taken  under  distress  by  landlord  of  licensee. — Judgment  for  Plaintiff^. 

The  owners  of  a  Patent  for  an  invention  relating  to  mutoscopes  granted  a 
licence  to  use.  and  licence  others  to  use  for  exhibition  purposes  the  patented 
invention,  and  the  licensees  delivered  certain  mutoscopes  to  M.  on  certain 

10  conditions,  under  which  the  machines  were  to  remain  the  property  of  the 
licensees  and  to  be  removable  by  them  on  notice.  M?s  landlord  distrained  on 
the  premises  where  M.  exhibited  the  machines  and  seized  the  machines,  and  H. 
at  the  sale  that  followed  purchased  one  of  them  with  notice  of  the  terms  on 
which  M.  held  it.    The  owners  of  the  Patent  commenced  an  action  to  restrain 

15  H.  from  using  or  dealing  with  the  machine  in  infringement  of  the  Patent,  and 
moved  for  an  interlocutory  injunction,  and  by  agreement  the  hearing  of  the 
motion  was  treated  as  the  trial  of  the  action. 

Held,  that,  although  the  machine  passed  to  H.%  in  the  events  which  had 
happened  he  had  no  licence  to  use  it.    An  injunction  to  restrain  infringement 

20  was  granted  with  costs. 

On  the  30th  of  January  1895  Letters  Patent  (No.  14,439  of  1895)  were  granted 
to  Herman  Cosier  for  an  invention  of  u  Devices  for  showing  the  changing 
"  position  of  a  body  or  bodies  in  action."  On  the  8th  of  January  1901  the 
British  Mutoscope  and  Biograph  Company,  Ld.,  in  whom  the  Patent  was 

25  then  vested  subject  to  the  license  agreement  hereinafter  mentioned,  and  the 
London  and  District  Mutoscope  Company*  Ld.,  who,  under  a  license  agreement 
dated  the  31st  of  March  1898,  hereinafter  more  particularly  referred  to,  were 
the  sole  and  exclusive  licensees  for  exhibition  purposes  within  the  county  of 
London,  commenced  an  action  against  Francis  T.  Homer  for  an  injunction  to 

30  restrain  the  Defendant,  his  servants  and  agents,  during  the  continuance  of  the 
Patent  from  using,  selling,  letting,  exhibiting,  or  dealing  with  a  mutoscope 
coin-operating  machine  purchased  by  the  Defendant  on  the  5th  of  January 
}901  at  99>  Wfritecross  ptreet,  in  the  City  of  JJondon,  find  being  a  device  for 
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showing  the  changing  position  of  a  body  or  bodies  in  action,  or  any  other 
device  used  in  infringement  of  the  Patent,  and  for  consequential  relief.  The 
Plaintiffs  moved  for  an  interlocutory  injunction,  which  by  consent  was  treated 
as  the  trial  of  the  action. 

The  following  statement  of  facts  (which  were  agreed  upon  by  the  parties)  is  5 
taken  from  the  judgment  of  FABWBLL,  J.  : — 

"  The  Plaintiffs,  the  British  Mutoscope,  Ac.  Company,  are  the  owners  of 
"  Letters  Patent  for  an  invention  relating  to  mutoscopes.     The  Plaintiffs,  the 
"  London  and  District,  Ac.  Company,  are  the  licensees,  with  the  exclusive  right 
"  to  use,  and  license  others  to  use,  coin-operated  mutoscopes  for  exhibition  10 
"  purposes  within  the  County  of  London.     In  October  1900,  the  last  named 
44  Company  delivered  to  one  Maynard  certain  mutoscopes,  to  which  their  license 
"  applied,  for  exhibition  purposes  on  certain  conditions  contained  in  an  agree- 
"  ment  of  the  23rd  of  October  1900.    These  conditions  were  : — (1)  4  The  money 
"  *  to  be  collected  fortnightly  by  your  own  man,  and  checked  by  me  or  some  one  15 
44  4  in  my  employ.    (2)  I  am  to  receive  25  per  cent,  of  the  gross  takings  by  way 
44  4  of  rent,  payable  when  the  collection  is  made.    (3)  You  are  at  liberty  to  move 
"  *  the  machine  at  any  time,  giving  seven  days'  notice  in  writing.     (4)  The 
"  *  machines  are  to  remain  the  sole  property  of  yourselves.    (5)  In  the  event  of 
"  *  any  machine  ceasing  to  work  I  will  give  you  notice  at  once,  and  the  same  is  £P 
"  4  to  be  rectified  by  you  and  at  your  expense.    (6)  If  at  any  time  these  premises 
"  4  change  hands  I  agree  to  give  you  due  notice,  in  order  that  you  may  remove 
"  '  machine  or  arrange  with  new  tenants.    (7)  I  undertake  to  protect  machine 
"  4  from  wilful  damage  so  far  as  I  am  able.    (8)  All  coins  found  in  the  machine 
"  *  to  be  the  property  of  yourselves,  subject  to  the  percentage  above  mentioned.'  25 
u  These  mutoscopes  were  placed  in  a  shop — 99,  White  Cross  Street,  within  the 
44  City  of  London — held  by  Maynard  as  tenant.    On  the  23rd  of  December  1900, 
4'  Maynard  made  default  in  payment  of  the  rent  of  the  premises,  and  the 
"  landlord  distrained  and  seized  the  10  mutoscopes.    On  the  5th  of  January  the 
"  mutoscopes  were  put  up  for  sale  by  auction,  and  the  Defendant  purchased  one  30 
44  of  them.    It  is  admitted  that  the  notice  required  by  the  Act  of  William  & 
"  Mary,  chapter  5,  was    given,  and  that  the    Defendant    knew,  before  he 
44  purchased,  of   the    terms   and    conditions    on  which  Maynard    held    the 
44  mutoscopes." 

E.  H.  H.  Brydges  (instructed  by  Lloyd-George,  Rob&rts  A  Co.)  appeared  for  35 
the  Plaintiffs  ;  the  Defendant  appeared  in  person. 

The  arguments  sufficiently  appear  from  the  judgment.  In  addition  to  the 
authorities  there  referred  to,  Brydges  for  the  Plaintiffs  referred  to  Incandescent 
Gas  Light  Company,  Ld.  v.  Cantelo  (12  R.P.C.  262). 

Farwell?  J.,  after  stating  the  facts  as  above,  continued. — The  Plaintiffs  40 
claim  an  injunction  to  restrain  the  Defendant  from  "  using,  selling,  letting, 
44  exhibiting,  or  dealing  with  the  mutoscope  coin-operating  machine  during  the    ,. 
"  continuance  of  the  Letters  Patent."    The  Defendant   alleges   that  he  has 
purchased  from  the  landlord  selling  under  the  authority  of  the  2nd  William 
&  Mary,  chapter  5,  and  that  he  is  entitled  to  use  the  machine  as  he  pleases  45 
without  regard  to  the  conditions  on  which  Maynard  held  the  same.    Counsel 
for  the  Plaintiff  and  the  Defendant  in  person  appeared  before  me,  and  asked 
me  to  accept  the  foregoing  as  an  agreed  statement  of  facts,  and  to  treat  this  as 
the  trial  of  the  action,  and  determine  their  rights   under  the  said  statute 
accordingly.    No  point  was  raised  or  argued  on  the  question  whether  the  50 
machine  being  on  the  premises  for  exhibition  purposes  was  within  any  of  the 
common  law  exceptions  to  the  general  right  of  distress,  and  I  accordingly 
express  no  opinion  on  this  point. 

A  Patentee  is  entitled  to  restrain  any  person  in  whose  hands  he  finds  an 
article. which  infringes  his  Patent  from  infringing  such  Patent,  unless  the  55 
Defendant  can  show  a  title  direct  or  derivative  from  the  Patentee  to  use  the 
Patept,  and  it  has  recently  been  held,  in  the  Incandescent  Gas  Company  v. 


tot  iVnt,  No.  1]    ANb  TRAM  tf  ARK  OASBS.  iW 

British  Mutoscope  and  Biograph  Company,  Ld.  v.  Homer. 

Brogden  (16  R.P.C.  179),  that  a  purchaser  who  buys  with  knowledge  of  the 
conditions  under  which  his  vendor  is  authorised  to  use  the  patented  invention, 
is  bound  by  such  conditions,  and  that  such  conditions  are  not  contractual,  but 
are  incident  to  and  a  limitation  of  the  grant  of  the  license  to  use,  so  that  if  the 
5  conditions  are  broken  there  is  no  grant  at  all.  The  Defendant,  therefore,  would 
be  clearly  liable  in  the  present  case,  unless  the  statute  of  William  &  Mary 
protects  him,  and  he  contends  that  the  statute  has  this  effect.  At  common  law 
a  landlord  had  no  right  to  sell  distresses,  but  only  to  detain  them  as  pledges  for 
enforcing  payment.    The  right  of  sale,  therefore,  depends  on  the  construction  of 

10  the  statute.  Section  1  provides  (I  read  it  shortly)  that  where  any  goods  or 
chattels  shall  be  distrained  for  any  rent  reserved  and  due  upon  any  lease,  and 
the  tenant  or  owner  of  the  goods  so  distrained  shall  not,  within  five  days  after 
such  distress  taken  and  notice  thereof  left  at  the  premises  charged  with  the  rent 
distrained  for,  replevy  the  same,  the  person  distraining  may,  in  the  manner 

15  pointed  out  by  the  Act,  appraise  the  goods  and  chattels  seized,  and  after  such 
appraisement  sell  them  for  the  best  price.  The  Act  obviously  extends  to  goods 
and  chattels  belonging  to  persons  other  than  the  owner  of  the  demised  premises, 
and  it  is,  therefore,  impossible  for  the  Plaintiff  to  succeed  on  the  short  ground 
that  the  mutoscope,  and  the  right  to  use  it  free  from  conditions,  Were  not  the 

20  wnant's  property.  In  Lyom  v.  Elliott  (L.R.  1  Q.B.D.  210),  at  page  213,  Lord 
Blackburn  said :  "  The  general  rule  at  common  law  was  that  whatever  was 
"  found  on  the  demised  premises,  whether  belonging  to  a  stranger  or  not,  might 
u  be  seized  by  the  landlord,  and  held  as  a  distress  till  the  rent  was  paid."  But 
it  is  equally  clear  that  the  Act  does  not  extend  the  common  law  right  to  seize, 

25  but  merely  adds  a  power  to  sell  that  which  the  landlord  could  seize  at  common 
law.  The  landlord's  right  to  distrain  is  founded  on  the  principle  that  the  rent 
reserved  by  his  demise  issues  out  of  the  land,  and  he  distrains  by  taking 
possession  in  the  nature  of  a  pledge  of  goods  and  chattels  found  upon  such  land. 
Thus,  in  "  Coke  upon  Littleton,"  at  47a,  Littleton  states  :  "  And  if  the  lessor  in 

30  "  such  case  reserve  to  him  a  yearly  rent  upon  such  lease  he  may  choose  for  to 
**  distrain  for  the  rent,  or  else  he  may  have  an  action  of  debt  for  the  arrearages  "; 
and  then  Coke's  comment  upon  that  is  :  "  First,  it  appeareth  here  by  Littleton 
"  that  a  rent  must  be  reserved  out  of  the  lands  or  tenements  whereunto  the 
"  lessor  may  have  resort  or  recourse  to  distrain,  as  Littleton  here  also  sayeth, 

35  "  and,  therefore,  a  rent  cannot  be  reserved  by  a  common  person  "  (that  means 
excluding  the  Crown)  "out  of  any  incorporeal  inheritance,  as  advowsons, 
M  commons,  offices,  corodi,  mulcture  of  a  mill,  tithes,  fairs,  markets,  liberties, 
"  privileges,  franchises,  and  the  like.  But  if  the  lease  be  made  of  them  by  deed 
**  for  years,  it  may  be  good  by  way  of  contract  to  have  an  action  for  debt,  but 

40  "  distrain  the  lessor  cannot."  To  the  same  effect  is  the  note  at  144a,  also  in 
"  Coke  upon  Littleton,"  and  to  the  same  effect  is  "  Rolle's  Abridgement,"  page 
446,  where  the  Norman-French  is  very  nearly  the  same  as  the  passage  I  have 
just  read  from  Littleton,  and  there  is  further  this  statement :  "  Un  rent  ne  poet 
*  estre  reserve  hors  d'  un  chose  que  gist  solement  en  grant  pur  ceo  que  nul 

45  u  distress  poet  estre."  (See,  too,  Jewel's  case  in  5  Reports,  3.)  In  distraining, 
therefore,  the  landlord  looks  to  the  land  demised,  and  to  the  goods  and  chattels 
found  thereon.  If  the  demise  be  of  an  incorporeal  hereditament  no  entry  can 
be  made  on  it,  and  no  goods  and  chattels  can  be  found  on  it ;  and  in  like 
manner  if  the  goods  and  chattels  be  of  an  incorporeal  nature  they  can  have  no 

50  local  position  upon  the  land  demised,  and  are  incapable  of  seizure  into  the 
possession  of  the  landlord ;  it  is  essential  to  a  distress  that  the  property 
distrained  should  be  capable  of  physical  possession. 

Now  a  Patent  right  is  a  privilege  granted  by  the  Crown  in  the  exercise  of  its 
prerogative  to  a  first  inventor,  and  is  described  in  "  Stephen's  Commentaries," 

55  vol;  2,  page  8,  as  an  incorporeal  chattel.  I  should  be  disposed  to  classify  it 
myself  as  a  chose  in  action  ;  which  has  been  defined  to  be  aright  to  be  asserted, 
or  property  reducible  into  possession  either  by  action  at  law  or  suit  in  equity 
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(see  Fleet  v.  Perrins,  L.R.  4  Q.B.  500).  I  refer  to  the  common  form  of  a  Patent, 
which  I  find  in  Frost's  book  at  page  741,  where  the  material  words  of  the  grant 
are  that,  "We  of  Our  especial  grace,"  and  so  on,  "do  give  and  grant  to  the 
"  Patentee  our  especial  licence,"  and  so  on,  "  that  the  said  Patentee  by  himself, 
u  his  agents,  or  licensees,  and  no  others,  may  at  all  times  exercise,"  and  so  on ;  5 
and  then,  "  We  do  by  these  presents,  for  us  our  heirs  and  successors,  strictly 
"  command  all  our  subjects  that  they  do  not  at  any  time  during  the  continuance 
u  of  the  term  of  14  years,  either  directly  or  indirectly,  make  use  of  or  put  in 
"  practice  the  invention,  or  any  part  of  the  same,  nor  in  anywise  imitate  the 
"  same,"  and  then  follow  other  words  of  a  general  nature.  10 

Now  this  grant  necessarily  confers  a  right  to  bring  an  action  to  restrain 
infringement  and  to  recover  damages.  At  any  rate,  it  is  not  a  chose  in 
possession.  But  a  chose  in  action  cannot  be  found  upon  the  demised 
premises ;  it  has  no  locality,  and  is  incapable  of  manual  seizure,  and  this  is 
borne  out  by  the  fact  that  for  this  reason  choses  in  action  could  not  at  common  15 
law  be  taken  in  execution  under  a  writ  oififa  (see  "  Stephen's  Commentaries," 
Vol.  3,  page  598)  or  of  levari  facias  (Dundas  v.  Dutens,  1  Vesey,  jun.,  196). 
The  landlord  has  seized  a  chattel,  namely,  a  mutoscope,  and  the  Plaintiffs 
raise  no  claim  to  any  property  in  this ;  but  the  Patentee's  right  is  entirely 
distinct  from  the  right  of  property  in  the  chattel — it  is  a  right  of  action  to  20 
prevent  any  dealing  with  that  chattel  in  contravention  of  the  Letters  Patent, 
and  such  right  is  not  part  of  or  capable  of  seizure  with  the  chattel,  but  is 
outside  and  antagonistic  to  the  possessory  title  to  the  chattel.  The  Plaintiffs' 
rights  arise  out  of  a  grant  under  the  Royal  prerogative,  coupled  with  section  16 
of  the  Patent  Act,  1883,  which  enacts  that,  "Every  Patent  when  sealed  shall  25 
"  have  effect  throughout  the  United  Kingdom  and  the  Isle  of  Man."  The 
landlord  has  not  taken  and  could  not  take  possession  of  these  rights,  and  the 
Defendant  has  purchased  only  such  a  chattel  as  the  landlord  could  and  did 
seize.  Having  regard  to  the  decision  in  the  Incandescent  Gas  Company  v. 
Brogden,  referred  to  above,  the  Defendant  is  in  no  better  position  than  if  30 
Maynard  had  been  a  mere  infringer ;  it  is  not  a  question  of  contract  inter 
partes  affecting  a  chattel  seized  and  sold  by  a  landlord,  but  of  the  absence  of 
any  licence,  in  the  event  that  has  happened,  to  use  the  patented  invention. 
If  the  Defendant's  contention  were  correct,  an  infringer  might  fill  his  room 
with  infringing  articles  and  pay  his  rent  by  allowing  the  landlord  to  seize  and  35 
sell  them  free  from  any  right  of  the  Patentee  to  complain  of  the  infringement. 
The  Plaintiffs  are,  therefore,  entitled  to  an  injunction  as  asked,  and  to  the  costs 
of  the  action. 
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In  the  High  Court  of  Justice.—  Chanobry  Division. 

Before  Mr.  Justice  Joyce. 

February  19th,  1901. 


In  the  Matter  op  the  Application  op  Pomril,  Ld.,  for  Registration 
5  op  a  Trade  Mark. 


Trade  Mark. — Application  for  registration. — Refusal. — Appeal. — Conflicting 
mark*.— Appeal  dismissed. — Patents,  Ac.  Act,  1883,  section  72,  subsection  (£). 

A  Company,  who  were  the  registered  proprietors  of  a  Trade  Mark  "Pomril" 
for  cider,  applied  for  registration,  as  a  Trade  Mark  also  for  cider,  of  a  mark 

10  consisting  of  a  representation  of  tlie  cut  side  of  half  an  apple,  cut  vertically, 
with  the  word  "  Pomril "  across  it.  Tlie  Comptroller  required  the  consent  to 
be  obtained  of  the  owners  of  a  Trade  Mark  registered  for  cider,  comprising 
(inter  alia)  the  words  "Apple  Brand"  and  tlie  representation  of  an  apple, 
these  owners  also  being  Uie  registered  proprietors  of  a  mark  consisting  of  the 

15  words  "  The  Apple  Brand,"  and  registered  for  bottled  cider.  The  consent  not 
being  obtained,  the  application  was  refused.  Tlie  Applicants  appealed,  and  the 
appeal  was  referred  to  tlie  Court  with  a  direction  to  serve  the  owners  of  the 
said  registered  marks,  and  tltey  appeared  on  tlie  hearing  to  oppose. 

Held,  that  tits  proposed  mark  was  likely  to  lead  to  the  word  "  Apple "  or 

30  the  words  "Apple  Brand"  being  associated  until  tlie  goods  sold  under  it,  and 
tlierefore  was  likely  to  deceive.     The  application  was  dismissed  ivith  costs. 

On  the  11th  of  May  1900,  an  application  (No.  230,744)  was  made  by 
Pomril,  Ld.,  for  registration  of  a  Trade  Mark,  a  representation  of  which  appears 
below,  in  Class  43,  in  respect  of  cider.     In  reference  to  this  application  the 

26  Comptroller  referred  to  two  Trade  Marks,  No.  21,239  and  No.  40,886,  of  which 
Robert  Porter  <k  Co.,  Ld.,  were  the  registered  proprietors,  and,  after  a  hearing, 
finally  intimated  that  he  would  proceed  with  the  registration  provided  the 
Applicants  obtained  the  consent  of  the  owners  of  the  Trade  Mark  No.  21,239. 
This  consent  not  being  obtained,  the  Comptroller,  in  exercise  of  his  discretionary 

30  power,  refused  the  application.  The  Applicants  thereupon  appealed  to  the 
Board  of  Trade,  who  referred  the  appeal  to  the  Court  with  the  usual  directions, 
and  a  direction  that  notice  of  any  application  made  by  the  Applicants 
should  be  served  upon  Robert  Porter  &  Co*,  Ld.  On  the  15th  of  November 
1909,  the  Applicants  gave  notice  of  motion  for  an  Order  that  the  Comptroller 
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should  proceed  with  the  registration,  and  served  the  same  on  the  Comptroller 
and  on  Robert  Porter  &  Co.,  Ld. 


The  Trade.  Mark  No.  40,886  consisted  of  the  words  "  The  Apple  Brand,"  and 
was  registered  in  Class  43,  for  bottled  cider.  The  Trade  Mark  No.  21,239,  a 
representation  of  which  is  given  below,  was  also  registered  in  the  same  class  for  * 


cider.  ■  An  affidavit  in  support  of  the  motion  was  made  by  J.  W.  Lindsay,  the 
secretary  of  the  Applicants,  in  which  he  alleged  there  was  no  possibility  of 
confusion  arising  between  the  mark  which  the  Applicants  desired  to  register  and 
the  said  Trade  Mark  No.  21,239,  and  alleged  that  the  device  of  an  apple  was  hot 
confined  to  Messrs.  Porter f  and  he  referred  to  Trade  Marks  No.  28,596  and 


10 
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No.  28,597  of  John  Symons  A  Co.,  cider  merchants,  and  to  the  Trade  Mark 
No.  165,982  of  the  Niagara  Cider  Company.  All  of  these  three  Trade  Marks 
contained  representations  of  apples  and  were  registered  in  Class  43,  the  last 
mentioned  mark  for  cider  only.  Other  affidavits  were  also  filed  on  behalf  of  the 
5  Applicants,  and  affidavits  were  filed  on  behalf  of  Robert  Porter  &  Co.,  Ld.,  in 
opposition  to  the  motion,  including  an  affidavit  by  B.  Symons,  the  secretary 
of  the  Company.  These  affidavits  referred  to  the  reputation  of  the  Company's 
cider  as  "  Apple  Brand"  cider,  and  to  the  probability  of  confusion  being 
caused  by  the  proposed  mark  ;  and  the  secretary,  in  his  affidavit,  as  to  the 

10  marks  referred  to  in  the  affidavit  of  J.  W.  Lindsay,  said :  "  I  only  here 
"  state  that  in  my  opinion  the  fact  that  there  are  several  apples,  as 
"  well  as  leaves  and  blossom,  in  the  representation  of  the  mark  of  John 
"  Symons  &  Co.,  makes  it  less  liable  to  be  mistaken  for  our  mark,  and 
44  that  it  appears  to  me  that  the  mark  of  the  Niagara    Cidw  Company, 

15  "  contains,  as  a  small  and  comparatively  unimportant  part  thereof,  a 
44  representation  of  two  apples  under  the  names  4  Albemarle  Pippin '  and 
"  '  Golden  Russet,9  and  I  understand  the  label  to  denote  that  the  cider  sold 
"  under  it  is  made  from  Canadian  or  American  apples,  and  bottled  by  the 
"  manufacturers."     The  Registrar,  in  an  affidavit  filed  in  opposition  to  the 

20  motion,  stated  that  the  Applicants  were  already  registered  as  the  proprietors  of 
a  Trade  Mark  (No.  215,689)  ;  such  Trade  Mark  was  registered  of  the  date  20th 
of  July  1898,  and  consisted  of  the  word  "Pomril"  in  plain  letters.  The 
affidavit  also  contained  the  following  paragraph  : — "  (4)  When  the  application 
"  No.  230,744  came  before  me  it  appeared  to  me  that,  as  the  Applicants  had 

25  "  already  upon  the  Register  the  word  4  Pomril,'  all  that  they  desired  to  get  by 
"  the  present  registration  was  the  device  of  an  apple,  and  I  was  not  satisfied  that 
"  the  device  of  an  apple,  even  though  the  apple  was  cut  in  halves,  would  not 
"  tend  to  cause  the  cider  or  pomril  sold  with  this  mark  upon  it  to  be  known 
44  as  '  Apple  Brand.*    ...    1  was  not  satisfied  at  the  hearing  that  the  mark  was 

30  "  not  calculated  to  deceive  in  view  of  the  marks  already  upon  the  Register 
44  belonging  to  Robert  Porter  &  Co.,  Ld.,  No.  21,239  and  No.  40,886,  and  I 
"  said  to  the  Applicants'  agent  that  unless  he  could  satisfy  me  upon  this  point 
"  by  producing  the  written  consent  of  the  owners,  Robert  Porter  A  Co.,  Ld.,  I 
44  should,  in  the  exercise  of  my  discretion,  refuse  to  proceed  until  they  got  an 

35  "  Order  directing  me  so  to  do.  I  did  not  at  all  agree  to  disregard  mark  No. 
44  40,886,  but  it  was  clear  that  a  consent  by  the  owners  of  one  was  a  consent  by 
"  the  owners  of  the  other  "  ;  and  after  referring  to  an  alteration  of  the  Trade 
Mark  No.  21,239  since  registration  by  the  addition  of  the  word  "  Limited,"  the 
affidavit  continued : — "  (6)    I  have  read  the  evidence  filed  on  behalf  of  the 

40  "  Applicant  by  Messrs.  Lindsay,  Park,  Webster,  MacMillan,  and  Pearce.  I 
"  have  also  read  the  evidence  filed  on  behalf  of  Messrs.  Robert  Porter  is  Co.,  Ld., 
44  by  Messrs.  Symons,  Hawes,  Golebrook,  Ord,  and  Dickery.  Referring  to  the 
"  evidence  of  Mr.  Lindsay,  I  would  say  that  the  marks  No.  28,596  and  No.  28,597 
44  appear  to  have  been  registered  without  the  attention  of  the  Registrar  or  of  the 

45  "  Commissioners  of  Patents  having  been  drawn  by  the  searcher  to  the  existence 
44  on  the  Register  of  the  mark  No.  21,239.  I  do  not  know  by  what  brand  name 
44  the  cider  sold  under  the  marks  of  Messrs.  Symons  is  known.  (7)  As  regards 
44  the  mark  No.  165,982,  it  appears  to  me  that  the  cider  sold  under  that  brand 
44  can  only  be  known  as  44  Niagara  Brand,"  and  though  representations  of  certain 

50  "  special  apples  do  appear,  with  the  name  of  the  apple,  to  the  left  of  the  label, 
44  the  apples  being  partly  hidden  by  the  words  4  Niagara  Bottling,'  I  do  not 
44  consider  there  is  any  danger  of  the  cider  sold  under  that  label  being  known 
44  as  4  Apple  Brand '  cider.  I  see  no  resemblance  between  the  label  and  the 
44  label  of  Messrs.  Robert  Porter  &  Co.,  Ld.,  No.  21,239." 

55  A.  J.  Walter  (instructed  by  Blyth,  Button,  Hartley,  and  Blyth)  appeared  for 
the  Applicants ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade) 
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appeared  for  the  Comptroller ;  J.  F.  Waggett  (instructed  by  Neish,  Howell, 
and  Macfarlane)  appeared  for  the  Respondents,  Robert  Porter  A  Co.,  Ld.   '  .     . 

The  following  cases  were  referred  to  by  Walter  for  the  Applicants  :— 
Payttrn  A  Co.,  Ld.  v.  Smiling,  Lampard  A  Co.,  Ld.  (17  R.P.C.  48  and  628),  and 
Dexter>s  Trade  Mark  (10  R.P.C.  269  ;  L.R.  (1893)  2  Ch.  262^.  5 

Waggett  for  Robert  Porter  A  Co.,  Ld.,  referred  to  Eno  v.  Dunn  (7  R.P.C.S11 ; 
L.R.  15  App.  Cas.  252)  ;  Speer's  Trade  Mark  (4  R.P.C.  521)  ;  Societe  Anonym* 
des  Verreries  de  VEhile  (10  R.P.C.  436;  11  R.P.C.  142;  L.R.  (1894)  1  Ch.  61, 
2  Ch.  26) ;  and  DetvkursVs  Application  (13  R.P.C.  288  ;  L.R.  (1896)  2  Ch.  137). 

JOYCE,  J. — This  is.  an  application  that  the  Comptroller  may  be  directed  to  10 
proceed  with  an  application  for  the  registration  of  a  Trade  Mark  in  a  case  where 
he  has  declined  to  act  by  reason  of  the  provisions  of  subsection  2  of  section  72  of 
the  Act  of  1883,  as  amended  by  the  Act  of  1888,  which  in  effect  provides  that  the 
Comptroller  shall  not,  in  respect  of  the  same  goods,  or  description  of  goods, 
register  a  Trade  Mark  having  such  resemblance  to  a  Trade  Mark  already  on  15 
the  Register  with  respect  to  such  goods,  or  description  of  goods,  as  to  be 
calculated  to  deceive.    Now  I  am  clearly  of  opinion  that  in  all  these  cases  the 
Comptroller  has  a  discretion.    I  agree  that  it  is  subject  to  revision,  but  I  should 
be  unwilling  to  differ  from  the  discretion  of  the  Comptroller  except  in  a  case 
in  which  I  thought  that  he  was  clearly  wrong.    In  this  case  I  am  of  opinion  he  20 
is  dearly  right. 

Messrs.  Porter  A  Co.  have  already  on  the  Register,  in  respect  of  cider, 
two  marks ;  one  consists  of  a  device  or  devices  in  the  centre  of  which  is 
the  figure  of  an  apple,  and  in  part  of  the  border  round  that  device  are  the 
words  "Apple  Brand,"  and  they  have  also  on  the  Register  another  mark  26 
which  simply  consists  of  the  words  "Apple  Brand."  In  that  state  of 
things,  the  Applicants  having  already  the  word  "  Pomril "  on  the  Register, 
come  and  ask  to  have  put  on  the  Register  a  device  which,  it  is  true,  contains 
the  word  "Pomril"  in  the  centre  of  the  mark,  but  the.  prominent  feature 
of  which,  to  my  mind,  is  the  figure  of  an  apple  cut  in  two  pieces,  or  30 
rather  half  an  apple,  within  the  edges  of  which  certain  words  are.  to  be  found, 
including  the  word  "Pomril."  Now  it  is  well  settled  law  that  where  any 
person  has  registered  a  device — for  instance,  the  picture  of  a  star— another 
person  cannot  come,  and  in  respect  of  the  same  goods  register  the  word 
"Star,"  nor  could  he  come  and  register  the  words  "Star  Brand."  I  am  of  * 35 
opinion  also  that,  where  a  person  has  on  the  Register  the  word  "  Star,"  or  any 
other  word,  no  one  else  can  come  and  put  on  the  Register  in  respect  of  the 
same  goods  a  device  being  a  representation  of  a  siar,  if  the  registration  of  that 
device  would  probably  have  the  effect  of  the  word  ":Star"  or  the  name 
"  Star"  becoming  associated  with  the  goods.  Now,  apart  from  any  question  of  40 
resemblance  between  the  device  of  the  half -apple  on  the  proposed  Trade  Mark 
and  the  device  of  the  whole  apple  in  the  Trade  Mark  of  Porter  A  Co.,  I  come  to 
the  conclusion  that  the  Applicants  are  not  entitled  to  have  on  the  Register  a 
device  of  an  apple,  or  a  representation  of  an  apple  in  any  way  which  would  be 
likely  to  lead  to  the  word  "Apple"  or  the  words  "Apple  Brand"  becoming. 45 
in  any  way  identified  or  associated  with  their  goods.  Their  application  is 
to  have  the  device  of  half  an  apple  upon  the  Register  for  cider,  for  the 
very  goods  for  which  the  words  "Apple  Brand"  are  registered.  If  that 
were  allowed,  to  my  mind  nothing  is  more  likely  than  that  the  word 
. "  Apple  "  or  "  Apple  Brand  "  would  be  associated,  or  would  be  attempted  to  be  50 
associated,  with  their  goods,  and  it  would  lead  to  deception.  This  motion 
niust  be  refused  with  costs. 
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Pearks,  Ounston,  and  Tee,  Ld.  v.  Thompson,  Talmey  A  Co. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 

February  8th,  1901. 

In  the  Court  op  Appeal. 

5       Before  Lords  Justices  Rigby,  Vaughan  Williams,  and  Stirling. 

March  6th  and  13th,  1901. 

Fbarks,  Gunston,   and  Tee,   Ld.   v.  Thompson,   Talmey  A   Co. 

Trade   name. — Motion  for  interlocutory  injunction. — Action    by  Limited 
Company. — Non-compliance  with  Companies  Act,  1862,  section  41. — Injunction 
10  granted. 

A  person  named  A.  Talmey,  having  carried  on  business  at  certain  premises 
as  "  Talmey  &  Co.,"  assigned  the  premises  and  goodwill  to  O.,  who  assigned 
them  to  a  Limited  Company,  of  whose  registered  name  "  Talmey  "  formed  no 
part.    The  Company  continued  to  can*y  on  the  business  as  "  Talmey  &  Co.," 

15  although  their  own  name  was  placed  over  the  door  of  the  premises.  The 
Defendants,  having  commenced  to  trade  as  "Thompson,  Talmey  &  Co.," 
the  Company  commenced  proceedings  against  them  to  restrain  them  from 
using  the  name  "Talmey"  without  clearly  distinguishing  their  business 
from  the  Plaintiffs*  business  and  for  otJier  relief,  and  they  moved  for  an 

20  interlocutory  injunction.    The  Defendants  alleged  that,  the  Plaintiffs  having 

used  the  name  "  Talmey  &  Co."  without  their  registered  name  on  their  bills  and 

customers',  weekly  books,  were  precluded  from  suing,  as  they  had  by  so  doing 

contravened  section  41  of  (lie  Companies  Act,  1862. 

Held,  that  (he  contravention  by  the  Plaintiffs  of  section  41  of  tlie  Companies 

g5  Act,  1862,  constituted  no  defence,  and  that  the  Defendants  had  fraudulently 
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attempted  to  get  the  benefit  of  the  name  of  "  Talmey."    An  injunction  was 
granted. 

Wright  v.  Horton  {L.R.  12  App.  Cos.  371)  followed. 

Hie  Defendants  appealed y  but  after  some  argument  the  case  was  settled. 

On  the  21st  of  January  1901,  Pearks,  Gunston,  and  Tee,  Ld.,  commenced  an  5 
action  against  Thompson,  Talmey  A  Go.,  John  TJiompson,  and  Arthur  Runnins, 
claiming  (1)  an  injunction  to  restrain  the  Defendants  and  every  of  them,  and 
their  respective  agents  and    servants,  from    carrying    on   their  business  of 
"  Tlwmpson,  Talmey  A  Go."  under  the  name  of  "  Thompson,  Talmey  A  Co.," 
or  under  any  name  of  which  the  words  "  Talmey  A  Co."  or  "  Talmey  "  formed  10 
part,  without  clearly  distinguishing  any  such  business  from  the  business  then 
and  theretofore  carried  on  by  the  Plaintiffs  at  28,  Sussex  Place,  Queen's  Gate, 
in  the  County  of  London,  under  the  name  of  "  Talmey  A  Go."  and  from  issuing 
or  sending,  and  from  causing  or  procuring  to  be  issued  or  sent,  to  any  person  or 
persons,  corporation  or  firm,  any  advertisement,  circulars,  or  letters,  in  or  under  15 
the  said  name  of  u  Thompson,  Talmey  A  Co.,"  or  any  other  name  of  which  the 
words  "  Talmey   A  Co."  or  "  Talmey,"  formed  part,  without  clearly  distin- 
guishing therein  their  business  from  the  said  business  of  Plaintiffs9,  and  from 
otherwise  representing  in  any  way  that  their  business  was  the  said  business  of,  or 
in  any  way  connected  with,  the  said  business  of  the  Plaintiffs  ;  (2)  an  injunction  JO 
to  restrain  the  Defendants,  and  every  of  them,  and  their  respective  agents  and 
servants,  from  making  any  use  of  any  information  as  to  the  names  and  addresses 
of  the  Plaintiffs'  customers  or  any  other  information  in  their  or  any  of  their 
possession  which  had  been    obtained  by  the  Defendants,  John  Htompson  and 
Arthur  Runnins,  or  one  of  them,  in   breach  of  the  contract  of  employment  25 
lately  existing   with   the   Plaintiffs  and   of  the   confidence  reposed  in  them 
respectively,  and  for    an    order  that    any   documents    containing  any  such 
information  in  the  possession  or  under  the  control  of  the  Defendants,  or  any  of 
them,  be  delivered  up  to  the  Plaintiffs  to  be  destroyed.     The  Plaintiffs  also 
claimed  damages  and  costs.    The  Plaintiffs  gave    notice  of    motion  for  an  30 
interlocutory  injunction  in  terms  of  the  writ. 

In  support  of  the  motion  an  affidavit  was  made  by  J.  Causfleld,  alleging  to  the 
effect  that  he  was  a  director  of  the  Plaintiff  Company,  which  had  a  large 
number  of  shops  in  London  and  at  various  parts  of  the  country,  including  one 
at  28,  Sussex  Place,  Kensington,  at  which  it  carried  on  the  business  of  poulterers  35 
and  provision  dealers,  and  in  respect  of  which  it  had  a  license  to  sell  game  ; 
that  the  Company  were  assignees  of  the  lease  of  28,  Sussex  Place  ;  that  in  1889 
the  lease  and  goodwill  of  the  business  there  carried  on  became  vested  in  Alfred 
Talmey  ;  that  in  1892  the  lease  and  goodwill  were  assigned  by  Talmey  to  Edwin 
Gunston,  and  in  1896  by  him  to  the  Company  ;  that  Talmey  traded  as  u  Talmey  A  40 
"  Co.,"  and  the  business  had  been  ever  since  carried  on  under  that  name  ;  and  the 
affidavit  contained  the  following  paragraphs : — "  (4)  The  Plaintiffs,  having 
"  bought  the  goodwill  of  the  business,  naturally  preferred  to  keep  on  the  old 
"  name.  The  bills  are  sent  out  in  the  name  of  *  Talmey  A  Co.1  and  the  weekly 
"  books  are  in  that  name,  and  the  business  is  spoken  of  among  customers  as  45 
"  *  Talmey  A  Co.'  The  name  of  the  Plaintiff  Company  is,  however,  upon  the 
"  shop  over  the  door,  as  I  understand  is  legally  necessary.  The  Plaintiffs  have 
"  a  large  number  of  customers  in  the  neighbourhood  in  respect  of  the  said  shop, 
"  and  do  a  trade  amounting  to  about  150Z.  a  week  "  ;  and,  after  alleging  (5)  that 
the  Defendants  had  recently  set  up  business  at  30  and  31,  Hornton  Street,  50 
Kensington,  and  there  sold  provisions  and  poultry,  and  that  "  (6)  From  July 
"  1896  to  the  10th  day  of  October  1897,  the  Defendant,  Thompson,  waa  in  the 
"  employ  of  the  Plaintiff  Company  as  poultry  huyer  at  the  said  shop  at  28, 
"  Sussex  Place  ;  from  the  latter  date  to  the  4th  of  February  1899,  he  was 
"  employed  at  the  Plaintiffs'  shop  at  109,  Gloucester  Road,  and  that  before  the  56 
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"  Plaintiffs  took  over  the  said  shop  the  Defendant,  Thompson,  had  bden  in  the 
"  employ  of  the  said  A.  Talmey  and  of  the  said  E.  Qunston  at  28,  Sussex  Place, 
"  and  that  the  Defendant  Runnins  was  formerly  employed  at  the  said  shop, 
"  but  that  he  was  not  there  in  the  Plaintiffs'  time."  The  affidavit  referred 
5  to  certain  letters  of  the  Defendants'  firm  to  customers  of  the  Plaintiffs,  of 
which  they  complained.  Other  evidence  was  also  filed  on  behalf  of  the 
Plaintiffs. 

Affidavits  of  the  Defendants  J.  Thompson,  A.  Runnins,  A.  Talmey,  and 
others  were  filed  in  opposition  to  the  motion,  in  which  the  Defendants  contested 

10  the  right  of  the  Plaintiffs  to  the  name  "  Talmey  A  Co.,"  and  alleged  that 
A.  Talmey  had  only  traded  as  u  A.  Talmey"  that  he  was  brother-in-law  to  the 
Defendant,  J.  Thompson,  and  had  been  willing  that  the  Defendants  should  use 
the  name  of  "  Talmey  "  ;  that  the  Defendant,  J.  Thompson,  had  a  son  named 
Talmey  Thompson.     [The  evidence  will  be  found  more  fully  referred  to  in  the 

15  judgment.] 

Upjohn,  K.C.,  and  J.  F.  W.  Galbraith  (instructed  by  Neve,  Beck  and  Kirby\ 
appeared  for  the  Plaintiffs  ;  Batcher,  K.C.,  and  S.  O.  Buckmaster  (instructed 
by  Godfrey  and  Webb),  appeared  for  the  Defendants. 

Upjohn,  K.C.,  for  the  Plaintiffs,  after  stating  the  facts  on  which  they  relied, 

20  continued. — The  Defendants  justify  the  use  of  the  name  "  Talmey  "  by  certain 
excuses,  but  these  are  quite  insufficient.  [The  letter  written  by  the  Defendants, 
and  referred  to  in  the  judgment,  was  read.]  \Butcher,  K.C. — I  admit  that  this 
letter  cannot  be  justified,  but,  as  a  fact,  one  of  the  Defendants  was  not  aware  of 
it.]    There  is  no  real  dispute  as  to  the  facts. 

25  Butcher,  K.C.,  and  Buckmaster,  for  the  Defendants. — The  Plaintiffs'  proper 
name  is  Pearks,  Ghunston,  and  Tee,  Ld. ;  yet  they  say  that  the  Defendants* 
business  may  be  mistaken  for  theirs.  The  Plaintiffs  are  violating  section  41  of 
the  Companies  Act,  1862.  [Sections  41  and  42  were  read.]  Their  case  is  that 
they  are  trading  under  the  name  of  "  Talmey  A  Go."    [Bills  and  receipts  of  the 

30  Plaintiffs  were  referred  to  as  showing  that  the  only  name  on  these  was 
u  Talmey  A  Co."]  It  is  true  that  under  section  42  there  is  a  penalty  for  what 
the  Plaintiffs  are  doing,  but  their  acts  are  illegal,  and  it  is  not  open  for  them  to 
say  that  they  may  break  the  law  on  being  subject  to  a  penalty.  [Farwbll,  J., 
referred  to  section  43  and  the  note  thereon  in  Buckley  on  the  Companies  Acts, 

35  and  to  Wright  v.  Horton  (L.R.  12  App.  Cas.  371).]  Here  a  different  section  is 
in  question,  and  the  matter  is  one  of  public  policy.  [FARWBLL,  J. — Do  you 
say  that  the  Plaintiffs  could  not  sue  a  customer  ?]  They  might  possibly  sue  as 
"  Talmey  &  Go." ;  it  might  depend  on  how  the  debt  was  incurred.  In  the 
present  case  the  Plaintiffs  must  show  that  they  have  the  right  to  use  the  name 

40  of  "  Talmey  &  Go."  Their  case  is  founded  on  their  having  used  that  name, 
and,  therefore,  on  their  violations  of  the  Act.  Their  interest  in  the  name  has 
been  acquired  in  contravention  of  the  Act.  [The  evidence  was  referred  to.] 
We  submit  also  that  there  is  no  probability  of  deception. 

Upjohn,  K.C.,  in  reply,  referred  to  Robinson  v.    Workington  Corporation 

45  (L.R.  (1897)  1  Q.B.  619),  and  to  the  judgment  of  Lord  Macnaghten  in 
Thompson  v.  Montgomery  (L.R.  (1891)  A.C.  217).  [Farwbll,  J.,  mentioned 
North  Cheshire  and  Manchester  Brewery  Company  v.  Manchester  Brewery 
Company  (L.R.  (1899)  App.  Cas.  83)  in  reference  to  evidence  of  probability  of 
deception.] 

50  Butcher \  K.C. — As  to  the  first  case  quoted,  that  being  a  decision  on  the  Public 
Health  Act  does  not  govern  the  present  case  ;  the  Companies  Act  prescribes  a 
particular  mode  of  carrying  on  business. 

Farwbll,  J. — The  Plaintiffs,  Pearks,  Gunston,  and  Tee,  Ld.,  seek  for  an 
injunction  to  restrain  Mr.  John  Thompson  and  Mr.  Arthur  Runnins  from 

55  trading  under  the  name  of  " Thompson,  Talmey  &  Co."  or  under  any  name 
such  as  "  Talmey  A  Co."  or  under  any  name  of  which  the  words  "  Talmey  A 
**  Co"  or  "  Talmey  "  form  part,  without  distinguishing,  and  so  on. 

B  2 
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The  gist  of  their  complaint  is  that  these  Defendants,  Thompson  and  Runnins, 
have  taken  the  name  "  Talmey  "  nnder  which  the  Plaintiffs  have  carried  on  a 
business  since  1892.  The  Plaintiffs  were  successors  of  persons  who  had  carried 
on  business  since  1889  at  28,  Sussex  Place.  Messrs.  Thompson  and  Running 
apparently  have  no  explanation  to  give  of  their  having  adopted  the  name  of  5 
'*  Talmey "  except  that  Mr.  Thompson  has  a  brother-in-law  of  the  name,  who 
has  no  objection  to  his  using  his  name.  The  brother-in-law  carries  on  business 
at  Horsham,  and  the  brother-in-law  in  1892  sold  the  goodwill  of  this  business 
to  the  persons  through  whom  the  Plaintiffs  claim.  He  has  also  a  son  aged  22 
whose*  name  is  Talmey  Thompson,  and  he  thinks  that  also  is  a  reason  why  this  10 
business  should  be  called  "  Thompson,  Talmey  A  Co"  He  also  thinks  the 
name  is  euphonious.  Now  it  is  not  immaterial  to  observe  that  Messrs. 
Thompson  and  Runnins  were  both  of  them  formerly  in  the  employment  of 
the  Plaintiff  Company  at  the  shop  where  they  carried  on  business  as  "  Talmey 
"  A  Co."— Thompson  from  1891  to  1898,  Runnins  from  1890  to  1894.  15 

First  of  all,  what  motive  have  the  Defendants  in  taking  the  name  of 
"  Talmey  "  as  the  principal  part  of  their  trading  name  or  half  of  their  trading 
name  instead  of  Runnins  *  The  partners  are  Thompson  and  Runnins.  The 
name  under  which  they  elect  to  trade  is  "  Thompson,  Talmey  A  Co"  Why 
"  Talmey  "  *  Considerable  light  is  thrown  upon  their  fraudulent  intention  by  JO 
the  letter  which  they  wrote  to  Miss  Newens,  one  of  the  old  customers  of  the 
former  business,  which  has  been  put  in  evidence  : — **  Dear  Madam, — We  beg 
"  to  apologise  for  encroaching  on  your  time,  but  having  had  the  pleasure  some 
"  years  ago  of  your  kind  patronage  when  in  Sussex  Place  we  should  assume  it 
M  a  favour  if  you  would  kindly  give  us  a  trial  at  the  above  address,  where  we  J5 
"  have  just  bought  the  business,  and,  knowing  exactly  the  class  of  goods  you 
M  require,  we  feel  confident  of  giving  you  every  satisfaction,  and  feel  sure  that 
44  our  goods  will  compare  for  price  and  quality  with  any  first-claee  house. 
"  Thanking  you  in  anticipation,  and  hoping  to  receive  a  call  from  you,  we  beg 
"  to  remain,  yours  very  obediently,  Thompson,  Talmey  A  Co"  So  far,  therefore,  30 
as  fraudulent  intention  goes  in  this  user  and  adoption  of  the  name  of  "  Talmey" 
that  letter  throws  a  very  considerable  light.  It  is  not  the  letter  of  a  honest  man 
at  all,  but  it  is  a  direct  misrepresentation  of  the  facts — because  the  lady  was 
never  a  customer  of  theirs — to  induce  the  lady  to  come  to  them,  and  they  put 
the  name  of  "  Talmey  "  forward  as  a  means  of  corroborating  what  they  stated  35 
there  untruly — "  that  we  had  the  pleasure  of  your  kind  patronage  some  years 
•*  ago  when  in  Sussex  Place." 

I  start,  therefore,  with  this,  that  the  Defendants  certainly  are  attempting  to 
get  something  which  does  not  belong  to  them.    Then  I  have  also  this,  that  there 
is  no  possible  excuse  for  taking  the  name  of  "  Talmey"    The  suggestions  put  40 
forward  are,  to  my  mind,  ludicrous. 

I  therefore  find  one  dishonest  reason  and  no  honest  reason ;  and  I  have  the 
testimony  of  the  two  experts,  I  think  I  may  call  them,  who  say  there  is  a 
probability  of  deception.  It  is  true,  on  the  other  side,  there  are  two  gentlemen 
who  say  there  is  no  probability  of  deception  ;  but  I  judge  for  myself,  and  I  say  45 
there  is  a  probability  of  deception.  So  far,  therefore,  as  I  am  concerned,  I 
think  the  Defendants  are  not  excused  for  taking  the  name  u  Tahfiey,"  and  had 
no  right  to  do  so  with  the  intention  of  acquiring,  if  they  could,  some  goodwill 
from  the  name  of  "  Talmey"  which  belonged  to  another  person. 

Then  comes  the  question  of  law  which  arises.  It  is  said  that  the  Plaintiffs  90 
are  a  limited  Company  with  the  title  of  Pearks,  Onnston,  and  Tee,  Ld.,  and  I 
think  it  is  argued  that  they  cannot  acquire  at  all  the  right  to  trade  under  any 
other  name.  I  think  Mr.  Butcher's  argument  really  went  to  that.  If  that  be 
so  I  do  not  agree  with  him.  In  my  opinion  it  is  competent  for  a  limited 
Company  to  acquire  the  goodwill  of  a  number  of  properties,  and  to  keep  alive  55 
that  goodwill  by  keeping  the  name  in  such  a  position  and  using  it  in  such  a 
way  as  to  show  that  they  are  carrying  on  the  trade  to  which  the  goodwill 
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attached  which  they  had  bought.  It  is  true  that  they  must  also  comply  with 
the  Act  of  Parliament,  and  Mr.  ButcJier's  objection  is  based  on  this,  that  there 
has  been  a  breach  of  the  41st  section  of  the  Act  of  1862,  and  consequently  that 
the  Plaintiffs  do  not  come  into  Court  with  clean  hands,  and  cannot  get  any 
5  assistance  from  a  Court  of  Equity.  That  is,  as  I  understand  it,  the  way  he  puts 
his  caae.  The  fact  about  the  use  of  the  name  in  compliance  with  the  Act  is 
stated  in  Mr.  GausfieWs  first  affidavit,  in  paragraph  4  :  u  The  Plaintiffs,  having 
"  bought  the  goodwill  of  the  business,  naturally  preferred  to  keep  on  the  old 
"  name.    The  bills  were  sent  out  in  the  name  of  "  Talmey  &  Uo."  and  the 

10  "  weekly  books  are  in  that  name,  and  the  business  is  spoken  of  among  customers 
"  as  "  Talmey  and  Co."  The  name  of  the  Plaintiff  Company  is,  however, 
"  upon  the  shop  over  the  door,  as  I  understand  is  legally  necessary.  The 
"  Plaintiffs  have  a  large  number  of  customers  in  the  neighbourhood  of  the  said 
"  shop,  and  do  a  trade  amounting  to  about  150Z.  a  week."     The  Plaintiffs 

15  therefore  comply  with  a  portion  of  the  section,  but  not  with  the  whole  of  it. 

Now,  on  the  construction  of  the  section,  I  have  the  assistance  of  the  decision 
in  the  House  of  Lords  on  the  43rd  section,  which  is  practically  in  words 
identical  with  the  present,  and  on  principle  it  appears  to  me  to  be  clear  that 
when  the  Act  of  Parliament  directs  matters  to  be  done,  such  as  the  painting  of 

20  the  name  on  a  conspicuous  place  of  the  business,  and  using  it  in  legible 
characters  in  notices  and  advertisements  and  so  on,  it  is,  as  the  43rd  section  is, 
directory  only.  The  Act  of  Parliament  has  imposed  a  penalty,  and  I  am  asked 
to  add  an  additional  penalty  which  the  statute  does  not  impose,  and  say  that  it  is 
competent  to  any  dishonest  person  who  chooses,  to  steal  the  goodwill ;  and  that 

25  the  Company  cannot  come  into  this  Court  and  get  an  injunction  to  restrain  that 
theft  because  the  Company  has  rendered  itself  liable  to  pecuniary  penalties  which 
will  very  probably  after  this  be  enforced  against  them.  When  I  turn  to  Wright  v. 
Hortan  (L.R.  12  App.  Cas.  371),  which  dealt  with  the  registration  of  mortgages 
provided  for  by  the  43rd  section,  I  find  that  Lord  Halsbury  said  :  "  The  Act  simply 

30  u  enacted  a  pecuniary  penalty  for  the  non-performance  of  the  statutory  duty 
"  when  that  statutory  duty  is  knowingly  and  wilfully  omitted.  If  the  principle 
"  is  supposed  to  be  that  no  director  can  be  allowed  to  derive  any  benefit  from  a 
"  debenture  which  he  has  obtained  by  lending  money  to  the  Company  of  which 
u  he  is  a  director,  because  he  haa  disobeyed  or  permitted  to  be  disobeyed  the 

35  "  provisions  of  the  Companies  Act  in  some  respect  or  another,  the  proposition 
"  is  so  wide  as  to  become  on  the  face  of  it  absurd."  Lord  Watson  says  : — "  The 
"  principle  affirmed  by  the  judgments  appealed  from  appears  to  be  this  :  that  a 
"  director  or  other  official  who  lends  to  his  Company  on  the  security  of  its 
"  property,  and  then  fails  to  make  an  entry  of  the  charge  in  terms  of  section  43, 

40  u  not  only  incurs  the  statutory  penalty  enacted  by  that  section,  but  in  addition 
"  loses  the  benefit  of  his  mortgage.  There  has  been  no  expression  of  judicial 
"  opinion  in  this  case  with  respect  to  the  soundness  or  unsoundness  of  the 
"  principle,  it  having  been  conceded  on  all  hands  that  the  Courts  below  were 
"  bound  by  two  previous  decisions  of  the  Court  of  Appeal."    That  is  the  pro- 

45  position  which  is  expressly  overruled  by  the  House  of  Lords,  and  is  said  to  be 
unsound,  and  that  really  is  Mr.  Butcher's  argument  in  the  present  case.  His 
argument  is  that  they  not  only  incur  the  statutory  penalty,  but  in  addition  lose 
the  benefit  of  the  goodwill.  Lord  Watson  points  out  that  the  only  penalty 
imposed  by  the  Act  is  the  fine.    Lord  Fitzgerald,  at  page  384,  says  : — "  But  on 

50  "  what  foundation  does  this  forfeiture  rest  if  not  on  the  language  of  the  statute  ? 

**  And  there  it  is  not  to  be  found.    It  seems  to  me  that  the  effect  of  these  prior 

"  decisions  has  been  to  inflict  a  forfeiture  which  the  statute  does  not  impose 

u  in  addition  to  the  penalty." 

It  appears  to  me  that,  if  I  should  refuse  to  grant  an  injunction,  I  should  be 

55  going  in  direct  opposition  to  the  decision  of  the  House  of  Lords,  and  be 
inflicting  a  forfeiture  which  the  Act  does  not  impose.  Therefore  the  injunction 
will  go  in  the  terms  of  the  first  part  of  the  notice  of  motion. 
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The  Defendants  appealed  from  bo  much  of  the  Order  of  Mr.  Justice  Farwbll 
as  directed  that  the  Defendants  should  be  restrained  until  judgment  in  the 
action  or  till  further  Order  from  carrying  on  their  business  of  Thompson, 
Talmey  A  Go.  under  the  name  of  "  TJwmpson,  Talmey  A  Co.,"  or  under  any 
name  in  which  the  words  "  Talmey  A  Go"  or  *'  Talmey "  formed  part, without  5 
clearly  distinguishing  any  such  business  from  the  business  now  and  heretofore 
carried  on  by  the  Plaintiffs  at  28,  Sussex  Place,  Queen's  Gate,  in  the  county  of 
London,  under  the  name  of  u  Talmey  A  Co" 

On  the  hearing  of  the  appeal  the  same  Counsel  appeared  as  at  the  trial. 
Before  the  arguments  were  concluded  the  Defendants  offered  a  perpetual  10 
undertaking  "  not  to  solicit  the  customers  or  persons  who  to  their  knowledge 
"  are  or  have  been  customers  of  the  Plaintiff  Company,  and  not  to  use  the 
"  name  of  *  Talmey '  or  represent  themselves  to  be  the  proprietors  of  the 
<%  business  of  the  Plaintiff  Company  or  as  carried  on  as  successors  of  c  Talmey ' 
"  at  28,  Sussex  Place."  This  undertaking  was  accepted  by  the  Plaintiffs,  and  15 
on  this  undertaking  an  Order  was  made  by  consent  discharging  the  judgment 
of  the  Court  below  and  staying  further  proceedings  in  the  action  except  for  the 
purpose  of  enforcing  the  Order,  and  no  costs  on  either  side. 


yol.  XVIII.,  No.  &]    AND  TRADE  MAR£  CASfiS.  ldl 

In  the  Matter  of  the  Cheseborough  Manufacturing  Company's 

Trade  Marks. 
In  the  Matter  of  Pearson's  Application  to  Register  a  Trade  Mark. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before    Mr.   Justice   Buckley. 

February  9th  and  12th,  1901. 

In  the  Matter  of  the  Cheseborough  Manufacturing  Company's 

Trade  Mares. 

In  the  Matter  of  Pearson's  Application  to  Register  a  Trade  Mark. 


Trade    Mark.— Application  for    registration    of  "  Vasogen" — Refusal.— 

Afrpeal. — Motion    to    remove    "  Vaseline." — Old    mark. — Distinctive    word, — 

Name  of  article  made  according  to  patented  process. — Order  made  to  remove 

*  Vaseline." — Registration  of  u  Vasogen"  refused. — Trade  Marks  Registration 

Act,  1875,  section  10. 

An  application  having  been  made  for  the  registration  of  "  Vasogen"  as  a 
Trade  Mark  in  Class  8  for  chemical  substances  prepared  for  use  in  medicine 
and  pharmacy,  the  Comptroller  required  the  Applicant  to  obtain  the  consent  of 

15  the  registered  proprietors  of  the  Trade  Mark  "  Vaseline"  which  had  been 
registered  as  an  old  mark  in  1877  in  Classes  8,  4,  47,  and  48  for  certain 
goods  including  "  Vaseline,"  six  years1  user  being  claimed,  and,  such  consent 
not  being  obtained,  he  refused  tlie  application.  The  Applicant  appealed,  and 
the  appeal  was  referred  to  the  Court.     The  Applicant  moved  to  remove  the 

20  Trade  Mark  "  Vaseline"  from  the  Register  on  the  ground  that  the  word  at  the 
date  of  registration  denoted  petroleum  jelly  filtered  through  animal  charcoal, 
and  not  the  goods  of  any  particular  firm.  He  relied  particularly  on  the  use  of 
the  words  in  certain  Patents  taken  out  by  the  predecessor  of  t?ie  registered 
proprietors  and  in  the  aj)plication  for  registration.     Tlxe  proprietors  alleged 

25  that  the  word  indicated  goods  of  their  manufacture. 

Held,  that  at  the  date  of  registration  the  word  "  Vaseline  "  indicated  petroleum 
jelly  as  manufactured  by  a  particular  process,  which  ?iad  been  protected  by 
Patents,  and  that  it  accordingly  was  not  distinctive  within  the  meaning  of 
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section   10  of  tlie   Trade  Mark  Regulation    Act,  1875.     The  Register  was 
ordered  to  be  rectified  by  Uie  removal  of  the  Trade  j&ark  "  Vaseline:"    The 
appeal  as  to  "  Vasogen  '  was  refused  for  similar  reasons. 
Linoleum  Manufacturing  Company  v.  Nairn  (L.R.  7  Ch.  D.  834)  followed. 

On  the  3rd  of  August  1898  Edward  Theodore  Pearson,  of  Hamburg,  made  an  5 
application  (No.  216,074)  for  the  registration  of  the  word  "Vasogen"  a9  a  Trade 
Mark  in  Class  3  for  chemical  substances  prepared  for  use  in  medicine  and 
pharmacy.    On  the  23rd  of  February  1899  the  Comptroller  objected  to  register 
the  mark  on  the  ground  of  its  resemblance  to  the  Trade  Mark  "  Vaseline  " 
(No.  12,486),  which  had  on  the  28th  of  July  1877  been  registered  by  R.  A.  iq 
Glieseborough  in  Class  3  in  respect  of  u  Ointments,  cerates,  cold  creams,  and 
"  vaseline  (being  an  essence  prepared  for  use  in  medicine  and  pharmacy),"  as 
well  as  in  Class  4  for  •*  Vaseline  for  currying  and  stuffing  of  leather,"  in  Class  47 
for   "  Lubricants,"  and  in  Class  48  for  "  Toilet  articles   and  preparations  for 
44  the  hair,"  six  years'  user  before  the  8th  of  March  1877  being  claimed,  and  the  15 
Comptroller  subsequently  refused  to  proceed  with  the  registration  of  u  Vasogen  " 
without  the  written  consent  of  the  owners  of  such  Trade  Mark,  the  Cheseborough 
Manufacturing  Company.    Such  consent  being  refused,  the  Comptroller  on 
the  2nd  of  June  1899  refused  to  register  the  Applicant's  Trade  Mark.    The 
Applicant  appealed  to  the  Board  of  Trade,  who  referred  the  appeal  to  the  20 
Court  with  the  usual  directions  ;  and  on  the  20th  of  October  1899  the  Applicant 
gave  notice  of  motion  for  an  Order  that  the  Comptroller  should  proceed  with 
the  registration  of  the  Trade  Mark  44  Vasogen."    On  the  31st  January  1900  the 
Applicant  gave  notice  of  motion  for  an  Order  rectifying  the  Register  by  the 
removal  therefrom  of  the  Trade  Mark  44  Vaseline "  (No.  12,486).    The  Comp-  25 
troller  and  the  Cheseborough  Manufacturing  Company  were  Respondents  to 
these  applications.    An  affidavit  was  made  by  E.  T.  Pearsm  in  support  of  the 
motion  to  proceed,  stating  the  facts  as  to  his  application  and  alleging  facts  to 
show  that  confusion  could  not  arise   between  44  Vaseline "  and  "  Vasogen." 
Affidavits  were  made  in  opposition  by  the  Registrar  of  Trade  Marks  and  by  -jq 
W.  H.  CJieseborough,  a  director  of  the  Respondent  Compauy,  in  which  he 
alleged  that  "  Vasogen "  would  be  misleading,  and  alleged  the  registration  of 
44  Vaseline  "  by  R.  A.  Cheseborough  in  1877,  and  that  this  Trade  Mark  was  subse- 
quently assigned  to  the  said  Company  and  was  registered  in  its  name  in  L891,  and 
stated  that  the  word  44  Vaseline  "  was  invented  by  R.  A.  CheseborougJi,  and  had  jj 
been  the  exclusive  property  of  his  Company  as  a  Trade  Mark  ever  since  the 
year  18/7.    In  an  affidavit  by  E.  T.  Pearson  in  reply  he  alleged  that  the  word 
44  Vaseline  "  according  to  advertisements  of  the  Respondents  denoted  petroleum 
jelly  simply,  and  had  become  a  common  word,  and  was  used  in  many  publica- 
tions to  denote  petroleum  jelly  and  paraffin  molle  or  soft  paraffin,  and  that  the  49 
word  appeared  in  pharmacopoeias  and  in  modern  English  dictionaries,  and  had 
been  for  many  years  past  in  common  use  by  the  public,  and  also  that  the 
entries  from  the  Register  of  Trade  Marks  showed  that  "  Vaseline  "  could  not  have 
been  the  exclusive  property  of  the  Company  ever  since  1877  ;  and  he  referred 
further  to  the  question  of  probable  confusion.    In  a  further  affidavit  (filed  45 
on  the  11th  of  May  1900)   W.  H.  Cheseborough  stated  that  the  Respondeat 
Company  were  successors  in  business  to  R.  A.  Cheseborough,  and  that  he  had 
as  director  managed  for  the  past  23  years  and  still  managed  their  business  in 
England,  and,  after  confirming  the  statements  made  in  two  previous  affidavits, 
alleged  : — 44  (4)  The  word  4  Vaseline '  is  an  arbitrarily  coined  word  not  deacrip-  jq 
"  tive  and  not  known  in  the  English  language   until  invented  by   my  said 
"  brother  R.  A.  Clteseborough,  of  New  York,  in  or  about  the  year  1871,  and 
<4  applied  by  him  for  the  lirst  time  in  this  country  in  the  year  1873  to  his 
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44  preparations  of  petroleum  jelly.  (5)  For  many  years  prior  to  the  registra- 
"  tion  hereinafter  mentioned  of  the  said  word  as  a  Trade  Mark  at  the  date 
"  of  such  registration  and  ever  since  such  registration  the  said  word  has  been 
44  used  by  my  said  brother  and  my  said  Company  in  this  country  as  a  Trade 
5  "  Mark  and  to  distinguish  their  goods  from  those  of  other  manufacturers, 
"  and  has  been  so  understood  in  the  trade,  as  appears  from  the  several  affidavits 
"  sworn  and  filed  in  this  matter.  [A  bundle  of  advertisements,  circulars, 
44  billheads,  &c,  marked  '  W.  H.  C.  1,'  was  referred  to  to  show  how  the 
44  Company  had  used  the  said  word.]     (6)   Prior  to   the   registration  of  the 

10  "  said  word  as  a  Trade  Mark  I  had  many  interviews  and  communications 
"  in  England  with  persons  and  firms  in  the  years  hereinafter  mentioned 
"  in  addition  to  those  referred  to  in  the  affidavits  filed  herein  relating 
44  to  the  sale  of  my  said  brother's  petroleum  jelly  preparations  under 
"  the  name    of    4  Vaseline,'    but  owing  to    the    length    of  time    which    has 

IS  "  elapsed,  to  deaths  which  have  taken  place,  absence  from  business,  &c, 
"  I  have  been  unable  to  obtain  affidavits  from  such  persons  or  gentlemen 
44  representing  such  firms,  amongst  whom  I  may  mention  Joseph  Allen  in  the 
"  year  1873,  and  John  Abercronibie,  J.  Lloyd  Bullock,  William  Martindale9 
"  now  president  of  the  Pharmaceutical  Society  of  Great  Britain,  and  R.  Hovenden 

20  "  A  Sons  in  the  year  1878.  (7)  That  my  said  brother  in  the  years  1874,  1875, 
44  and  1876  obtained  awards  for  his  petroleum  jelly  preparations  under  the 
44  name  of  4  Vaseline  '  from  the  American  Institute  of  New  York  and  from  the 
44  Philadelphia  Centennial  Exposition  respectively,  the  awards  being  given  in 
44  respect  of  the  novelty  of  the  said  compound  and  its  value  in  phanaaacy. 

25  "  (8)  The  word  'Vaseline'  was  registered  by  my  brother  in  this  country  in 
44  Classes  3,  4,  47,  and  48  as  an  old  mark,  having  been  used  six  years  before  the 
44  8th  of  March  1877,  the  applications  for  such  registration  bearing  date  the 
44  28th  of  June  1877.  When  making  the  application  for  registration  of  the  said 
44  word  the  word  4  Vaseline '  was  used  in  the  specification  of  goods  for  the 

30  "  purpose  of  making  it  dear  that  the  Trade  Mark  when  registered  was  to  be 
"  used  in  respect  of  my  said  brother's  goods  only  and  not  because  the  word  was 
44  in  any  sense  a  word  in  common  use,  which  was  not  the  fact.  (9)  Neither 
44  before  the  date  of  application  for  registration  of  the  said  word  as  a  Trade 
44  Mark  nor  at  any  time  since  has  the  word  4  Vaseline '  become  a  common  word, 

35  "  nor  has  it  for  many  years  past,  nor  in  fact  at  all,  been  in  common  use  by  the 
44  public  Whenever  and  wherever  it  has  been  used  in  this  country,  first  by 
"  my  said  brother  and  subsequently  by  my  said  Company,  it  has  been  so  used 
44  to  distinguish,  first  my  said  brother's  and  subsequently  my  said  Company's 
u  goods,  and  not  as  descriptive  of  the  article.    (10)  That  at  different  times  before 

40  "  and  since  the  word  4  Vaseline '  was  registered  as  a  Trade  Mark  many  petro- 
4  leum  jellies  have  been  put  on  the  market — something  like  20  different  fancy 
i4  names — each  such  name  denoting  the  manufacture  of  a  particular  person  or 
44  firm,  such  for  example  as  follows : — 4  Cosmoline,'  4  Unguentum  Petroiei,' 
"  •  Carisma,'  4  Fossoiine,'  4  Mineraline,'   4  Pimerline,'  4  Lucilline,'  4  Snowdrift,' 

45  u  '  Parrafinium  Liquidum,'  &c.  The  two  first  names  were  registered  before 
44  the  word  4  Vaseline,'  namely,  on  the  22nd  of  January  1877.  To  show  how 
44  the  said  words  or  some  of  them  have  been  used  I  refer  to  the  bundle  of 
"  advertisements  now  produced  and  shown  to  me  and  marked  4  W.  H.  C-  2.' 
"  The  word  4  Vaseline '  has  never  been  used  except  as  denoting  the  manufacture 

50  "  of  my  said  brother's  and  my  said  Company's  petroleum  jelly  preparations. 
44  (11)  Extracts  from  the  4  British  Pharmacopoeia '  of  the  issue  ef  1*85  and 
44  lt*98  are  now  produced  and  shown  to  me  and  marked  4  W.  H.  C.  3,'  as  showing 
44  that  the  4  British  Pharmacopoeia '  recognised  the  existence  of  the  various  Teade 
44  Marks,  including  the  word  4  Vaseline,'  registered  in  respect  of  petroleum 

55  "  jellies,  by  leaving  out  the  various  names  registered  as  such  Trade  Marks. 
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44  (12)  Notwithstanding  the  fact  that  the  word  *  Vaseline '  has  been  used  by 
"  my  said  brother  and  by  my  said  Company  as  a  Trade  Mark  during  all  the 
"  time  hereinbefore  mentioned  in  this  country,  no  one  during  the  whole  of 
"  that  time  has  contested  in  a  court  of  law  the  validity  of  that  word  as  a  Trade 
"  Mark."  Several  trade  affidavits  were  filed  on  behalf  of  the  Respondents,  5 
including  affidavits  by  G.  A.  Goswell,  perfumer,  and  J.  F.  Cantwell,  editor  of 
the  "British  and  Colonial  Druggist,"  both  of  which  are  referred  to  in  the 
judgment,  and  affidavits  by  Cornelius  Stanbury,  director  of  Aliens  &  Hanbury, 
Ld.y  and  J.  Moss,  formerly  in  the  employment  of  Corbyn,  Stacey  &  Go. 

Mr.  Stanbury  stated  that  in  1877  he  was  connected  with  the  predecessors  in  10 
business  of  Aliens  &  Hanbury,  Ld.  ;  that  at  that  time  they  sold  a  petroleum 
jelly  under  the  Trade  Mark   "  Unguentum  Petrolei " ;   that  the  article  was 
practically  the  same  as    the  petroleum  jelly  manufactured  first  by   R.  A. 
Cfieseborough  and  subsequently  by  the  Company  and  sold  by  them  in  this 
country  under  their  Trade  Mark  "  Vaseline,"  and  that  he  had  always  considered  15 
and  he  believed  that  the  trade  had  always  considered  the  word  "  Vaseline  "  to 
be  the  exclusive  property  of  the  Company  and  to  denote  goods  of  their  manu- 
facture.   Mr.  Moss  referred  to  interviews  with  W.  H.  Cheseborough  in  1875 
and  said  {inter  alia)  that  the  trade  had  always  recognised  the  word  "  Vaseline  " 
as  indicating  the  goods  first  of  R.  A.  Cheseborough  and  subsequently  of  the  20 
Company,  and  that  some  time  after  there  were  several  other  petroleum  jellies 
on  the  market,  the  names  of  which  he  mentioned. 

E.  T.  Pearson,  in  an  affidavit  in  reply,  stated  : — "  (2)  In  reply  to  paragraph  4 
44  I  deny  that  the  account  of  the  way  or  period  that  the  word  *  Vaseline '  was 
44  applied  by  Robert  Augustus  Cheseborough  is  correct  as  related  in  the  said  25 
"  paragraph.     Investigations  at  the  Patent  Office  Library  have  disclosed  the 
"American  Patent  (No.  127,568  of  June  4th  1872)  in  the  name  of  the  said 
44  Robert  Augustus  Ghesebm^mgh  for  4  Improvements  in  treating  hydrocarbon 
44  *  oils  and  products.'    The  said  United  States  Patent  was  afterwards  open  to 
"  public  inspection  at  the  Patent  Office  Library,  London,  on  the  30th  December  30 
44  1872.    By  such  Patent  the  said  Robert  Augustus  Cheseborough  claims  to  have 
"  invented  4  a  new  and  useful  product  from  petroleum  which  I  have  named 
44  4  Vaseline.'    An  extract  from  such  Patent  is  shown  to  me  at  the  time  of 
44  swearing  this  my  affidavit  and  forms  exhibit  E.  T.  P.  5.    The  said  4  Vaseline ' 
44  subsequently  became  further  known  also  to  the  public  in  connection  with  35 
44  the  application  of  the  said  William  Henry  Cheseborough,  the  deponent  to  the 
44  said  affidavit,  by  his  petition,  declaration,  and  Provisional  Specification  in 
44  connection  with  the  English  Patent  No.  1012  of  1874  for  grant  of  Letters 
44  Patent  for  an  invention  for   4  Improvements  in   treating  hydrocarbon  oils 
44  4  and  products,'  presented  on  the  23rd  of  March  1874,  in  which  the  word  40 
44  '  Vaseline '  occurs  12  times.     The  official  certified  copy  of  an  extract  from 
44  the  Register  of  Patents  shows  such  Patent  to  have  expired  on  the  22nd  of 
44  March  1888.     (3)  In  reply  to  paragraph  5  of  the  said  affidavit,  I  admit  that 
44  for  some  years  now  for  some  time  past  the  word  4  Vaseline  '  was  recognised 
44  in  the  trade  as  denoting  the  Respondents'  petroleum  jelly  manufactured  in  45 
44  their  way,  as  was  well  known  amongst  chemists  for  a  certain  period,  but 
44  upon  the  expiry  of  the  said  Patents  the  word  became  a  word  of  common  use 
44  and  not  only  referable  to  Respondents'  goods."     And  after  referring  to 
certain  works,  all  of  date  subsequent  to  the  registration  of  44  Vaseline,"  the 
deponent  said    44that  the    word  4 Vaseline'  denotes  petroleum  jelly  filtered  50 
44  through  animal  charcoal  and  not  the  goods  of  any  particular  firm." 

A  further  affidavit  by  W.  H.  Cheseborough  (filed  the  1st  of  January  1901) 
stated  : — 44  (2)  With  regard  to  the  Patents  of  Robert  Augustus  Cfieseborough 
44  therein  referred  to,  I  say  that  the  facts  are  as  follows  : — In  the  year 
44 1865  he  obtained  Letters  Patent  for  the  United  States  of  America,  dated  55 
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44  the  22nd  of  August  and  numbered  49,502,  for  the  use  of  bone  black  for 
"  purifying  petroleum  or  coal  oils  by  filtration,  and  a  corresponding  Patent 
"  was  obtained  on  his  behalf  in  England,  dated  the  31st  July  1865,  and 
44  numbered  1980.  In  the  year  1865  he  also .  obtained  Letters  Patent  for 
5  "  the  United  States  of  America,  dated  the  8th  of  August,  and  numbered 
44  49,230,  for  a  steam  filter.  In  the  year  1866  the  said  Robert  Augustus 
44  Cheseborough  obtained  Letters  Patent  for  the  United  States  of  America, 
44  dated  the  10th  of  July,  and  numbered  56,179,  for  purifying  petroleum, 
44  and  claimed   the   heating  of  the   bone   black  by  dry  steam  or  otherwise 

10  "  previous  to  using  the  same  for  filtering  hydrocarbon  oils.  The  word 
44  4  Vaseline,'  not  having  at  this  time  been  invented,  does  not  occur  in 
44  the  Specifications  of  any  of  the  last-mentioned  Patents,  but  under  all  of 
44  them  petroleum  jellies,  to  which  the  Trade  Mark  4  Vaseline '  was  subse- 
44  quently  applied,  could  be  manufactured.     In  the  year  1872  the  said  Robert 

15  "  Augustus  Cheseborough  obtained  Letters  Patent  for  the  United  States  of 
44  America,  dated  the  4th  of  June,  and  numbered  127,568,  referred  to  in  the 
44  Applicant's  said  affidavit.  A  perusal  of  this  Specification  makes  it  clear  that 
44  when  using  the  word  4  Vaseline  '  therein  the  said  JR.  A.  Cheseborough  was  not 
44  particularly  referring  to  the  invention  described  and  claimed  in  the  said 

20  "  Specification,  but  was  referring  to  petroleum  jellies  of  his  manufacture 
u  generally.  (3)  With  reference  to  the  Letters  Patent  taken  out  in  my  name 
44  (No.  1012  of  1874),  it  was  for  improvement  in  the  manufacture  of  the  article 
44  already  known  under  the  Trade  Mark  name,  and  I  was  entitled  to  refer  to 
44  the  said  Trade  Mark  name  as  I  have  therein  done.    (4)  The  word  4  Vaseline ' 

25  "  was  invented  by  the  said  Robert  Augustus  Clwseborough  in  the  year  1871, 
44  and  was  applied  to  articles  made  under  the  previous  Patents  and  otherwise 
44  before  the  Patents  of  1872  and  1874  were  applied  for.  (5)  Since  the  year 
44  1871  the  word  4 Vaseline'  has  continuously  been  used  by  my  said  brother 
44  and    my    Company   as   denoting    my    said   brother's  and   my    Company's 

30  "  manufacture  of  a  variety  of  articles  made  up  from  petroleum  jellies." 

The  above-mentioned  Patents  will  be  found  further  referred  to  in  the 
judgment. 

The  motions  for  the  registration  of  44  Vasogen  "  and  to  remove  "  Vaseline  " 
from  the  Register  were  put  in  the  paper  together,  the  motion  to  rectify  being 

35  heard  first. 

Moulton,  K.C.,  and  E.  F.  Lever  (instructed  by  Burn  and  Berridge)  appeared 
for  the  Applicant ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of 
Trade)  appeared  for  the  Comptroller  ;  Astbury,  K.C.,  and  A.  J.  Walter 
(instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Respondents. 

40  Moullony  K.C.,  and  Lever,  for  the  Applicant. — 44  Vaseline  "  was  a  descriptive 
word  when  registered,  and  has  been  such  ever  since.  The  word  is  not  a  special 
and  distinctive  word  within  section  10  of  the  Trade  Marks  Registration  Act, 
1875.  [The  affidavits  and  the  Specifications  of  1872  and  1874  were  referred  to.] 
44  Vaseline"  was  the  name  of  a  patented  article  and  could  not  be  a  good  Trade 

45  Mark  {Linoleum  Manufacturing  Company  v.  Nairn,  L.R.  7  Ch.  D.  834). 
[Astbury,  K.C. — The  word  there  was  not  a  registered  Trade  Mark,  and  the 
question  :  arose  in  regard  to  passing-off.]  At  the  date  when  the  word 
44  Vaseline "  is  said  to  have  been  first  used  as  a  Trade  Mark  it  was  the  name 
of  a  known  article ;  that  is  sufficient  for  the  purpose  of  the  application,  but 

50  further  it  was  the  name  of  a  patented  article,  the  Patents  for  which  have  since 
expired.  The  Specification  of  1874  shows  that  the  Patentee  introduced  the 
word  as  the  name  of  a  known  article,  having  perhaps  different  degrees  of 
quality.  The  name  of  an  article  cannot  be  indicative  of  origin,  which  is  the 
test  of  a  Trade  Mark.    The  question  with  regard  to  Patents  in  such  cases  only 

55  arose  because  the  sole  use  of  a  word  was  set  up,  but  the  answer  to  that  was  that 
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during  the  Patent  the  article  could  only  be  got  through  the  Patentee.  The 
real  test  is  whether  the  word  is  the  name  of  the  article.  [The  United  States 
Specification  of  1872  was  referred  to,  and  the  Linoleum  case  (reported  also  in 
47  L.J.  Ch.  430  and  38  L.T.  448)  and  Leonard  and  Ellis  Trade  Mark 
(L.R.  26  Ch.  D.  288)  ;  Application  of  the  Formalin  Hygienic  Company,  Ld.  5 
(17  R.P.C.  486)  ;  and  Magnolia  Metal  Company  v.  Atlas  Metal  Company 
(14  R.P.C.  389,  at  page  401),  were  referred  to.] 

Astbury,  K.C.,  and  Walter  for  the  Respondents. — Before  1875  the  word 
u  Vaseline  "  had  been  used  alone  as  a  Trade  Mark,  and  had  come  in  the  trade 
to  mean  the  class  of  petroleum  jelly  made  by  Cheseborough.  The  authorities  ]# 
quoted  do  not  bear  out  the  Contention  in  this  case  on  behalf  of  the  Applicant. 
The  Formalin  case  was  an  application  for  a  new  mark,  and  it  was  held  to  mean 
the  article  itself,  and  therefore  referred  to  the  goods.  The  name  of  a  species 
may  be  a  good  Trade  Mark.  If  the  genus  is  open  to  anyone  to  sell  and  call  by 
its  name,  a  person  may  call  a  particular  species  which  he  makes  by  a  name,  and  15 
that  may  be  his  Trade  Mark.  In  the  Valvoline  case,  Lord  Selkome  said  if 
that  word  had  been  used  in  the  United  Kingdom  as  a  Trade  Mark  before  the 
passing  of  the  Act  it  might  have  been  registered.  "  Vaseline "  was  so  need. 
[Buckley,  ./.,  referred  to  the  registration  of  u  Vaseline." J  u  Vaselme  "  fe  the 
name  of  the  particular  article  which  the  Cheseborough  Company  make.  It  was  39 
and  is  distinctive  of  an  article  made  by  them,  and  refers  to  their  mannfaelwo 
as  distinguished  from  that  of  other  persons.  It  has  been  in  fact  weed  by  them 
for  many  substances  besides  petroleum  jelly.  In  1877  "  Vaseline  "  was  not 
the  name  of  a  patented  article.  The  Patent  of  1874  was  for  doing  sojnethiag 
to  u  Vaseline."  The  phrase  in  it  "  which  I  term  '  Vaseline,' "  means  when  M 
made  by  him,  the  Patentee.  The  Patent  does  act  relate  to  "  Vaseline  "  only. 
As  to  the  Patent  of  L865,  the  name  "  Vaseline  "  was  not  given  nntil  1871,  and 
was  then  given  to  distinguish  GhesebormgKs  manufacture  from  that  of  other 
people.  At  that  date  various  people  were  making  petrotaun  jellies,  mmd 
Cheseborough  made  his  petroleum  jelly  in  a  particular  way  and  gave  it  a  iaaey  9t 
name.  The  Linoleum  case  is  different ;  there  the  artielo  ohagmoos  floor- 
cloth—was quite  a  new  one,  and  no  one  but  the  Patentee  could  make  it  iauag 
the  term  of  the  Patent.  The  test  is  whether  the  public  are  ebli§ed  to  mso  the 
word  to  describe  the  article.  The  name  "  Vaseline  "  was  given  to  petroleaat 
jelly  prepared  by  Cheseborough  whether  under  the  Patent  or  otherwise.  35 
Descriptive  words  may  acquire  a  secondary  meaning  (Reddaway  v.  Bmnhmm, 
13  R.P.C.  218).  All  the  cases  referred  to  by  the  other  side,  except  the  Formalin 
case,  were  of  that  class.  The  Patent  of  1874  was  merely  for  a  atethed  of 
filtration.  The  trade  evidence  is  that  the  word  "Vaseline7  indicates  the 
goods  of  the  Company  without  reference  to  the  mode  of  filtration.  If  a  ward  40 
signifies  the  product  of  a  particular  manufacturer  ae  opposed  to  a  method  of 
manufacture  it  is  good  as  a  Trade  Mark  ;  this  was  recognised  in  the  judgments 
in  Cellular  Clothing  Company  v.  Maxton  and  Murray  (If  RJP.C.  397). 
[Siegert  v.  Findlater  (L.R.  7  Ch.  D.  801)  wae  also  referred  to.]  In  the 
Linoleum  ease  it  was  fonnd  as  a  fact  that  other  persona  wore  not  making  the  45 
article.  The  word  was  used  in  the  Specification  and  had  come  to  describe 
the  patented  article.  In  the  Formalin  ease  also  it  was  fowad  as  a  fact 
that  the  word  described  the  article.  In  the  Magnolia  Metal  Company's 
Trade  Marks  (14  B.P.C.  621)  it  was  found  that  the  article  was  "exclusively 
"  known  "  as  Magnolia  metal.  In  Barloiv  v.  Johnson  (7  R.P.C.  395),  on  the  50 
other  hand,  it  was  found  as  a  fact  that  the  word  MOaman  "  meant  to  customers 
the  Plaintiffs*  manufacture.  The  public  need  not  actually  katow  the  name  of 
the  manufacturer  (Powell  v.  Birmingham  Vinegar  Company,  14  R.P.C.  730). 
[BcCKUfiY,  */*— What  evidence  is  there  of  use  of  a  Vaseline  u  before  1877  as  a 
Trade  Mark  ?]    The  evidence  is  that  to  the  trade  it  denoted  the  mamafaotare  Si 
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of  Cheseborotigh.  [Singer  Manufacturing  Company  v.  Spence  (10  R.P.C.  297) 
its  mentioned.]  It  is  shown  that  there  were  petroleum  jellies  of  other  manu- 
facturers known  by  other  special  names.  After  the  lapse  of  time  it  is  difficult 
to  get  evidence.  The  onus  is  on  the  Applicant  (Patents,  &c.  Act,  1883,  section  90, 
5  and  Trade  Marks  Registration  Act,  1875,  sections  3  and  5). 

Moulton,  K.C.,  in  reply. — There  are  two  fallacies  in  the  arguments  on  the 
other  side,  namely,  first,  that  because  the  word  was  applied  to  what  was  made 
under  the  later  Patents  it  had  no  reference  to  the  Patent  of  1865  ;  but  on  the 
evidence  the  word  was  used  as  the  name  of  things,  all  of  which  were  within 

10  the  Patent  of  1865.  Secondly,  that  "  Vaseline  "  was  not  the  name  of  the  new 
article,  because  it  might  be  called  petroleum  jelly.  Taking  the  time  in  which 
"  Vaseline '  was  used  prior  to  registration  there  was  no  period  in  which  Trade 
Mark  rights  could  have  been  acquired  ;  the  Patent  of  1865  was  in  existence. 
It  is  clear  from  the  statements  in  the  Specifications  that  "  Vaseline  "  was  taken 

15  as  the  name  of  an  article  of  which   Cheseborough  had  a  monopoly   under 

Patents ;  this  is  inconsistent  with  Trade  Mark  rights  (see  the  Formalin  case). 

As  to  the  other  petroleum  jellies,  it  cannot  be  really  suggested  that  they  were 

the  same  as  "  Vaseline." 

Buckley,  J. — This  is  a  motion  by  Mr.  Edward  Theodore  Pearson  to  rectify 

20  the  Register  of  Trade  Marks  by  removing  the  Trade  Mark  "  Vaseline."  The 
mark  in  question  was  registered  in  the  year  1877,  and  therefore  under  the  Act 
of  1875.  The  language  of  section  10  of  that  Act  was  : — "  For  the  purpose  of 
"  this  Act  a  Trade  Mark  consists  of  (inter  alia)  any  special  or  distinctive  word 
"  or  words  "  ;  and  there  are  numerous  authorities  to  show  that  those  words 

25  mean  distinctive  in  the  sense  that  the  Trade  Mark  shall  indicate  the  manufacturer 
or  trader  who  used  the  mark  and  not  indicate  the  goods  which  are  sold  under 
the  mark.  It  must  be  distinctive  of  the  person  who  uses  the  mark  and  not 
distinctive  of  the  goods  which  are  sold  under  it.  The  question,  therefore, 
which  I  have  to  try  is  whether  in  1877  the  word  "Vaseline "  was  distinctive  in 

30  that  sense.  The  great  difficulty  in  the  case  to  my  mind  is  that,  being  purely  a 
question  of  fact,  the  evidence  which  is  before  me  is  meagre  and  unsatisfactory 
to  the  last  degree. 

The  facts  are  these :  that  in  the  year  1865  the  predecessor  in  title  of  the 
Respondents,  by    Mr.  Newton,  to    whom  he    communicated  the   invention, 

35  took  out  certain  Letters  Patent  in  this  country  for  an  improvement  in 
refining  petroleum  and  other  hydrocarbon  oils.  In  his  Specification  he 
describes  the  invention  as  relating  to  the  refining  of  petroleum  and  other 
hydrocarbon  oils  by  filtration  through  animal  charcoal,  sometimes  termed  bone 
black,  wood  charcoal,  charcoal,  or  other  filtering  medium.     What  he  claimed 

40  ™&s  "the  refining  or  purifying  of  petroleum  or  other  hydrocarbon  oils  by 
44  filtration  through  animal  or  wood  charcoal  or  other  filtering  material  or 
u  materials  in  the  manner  substantially  as  herein  described."  In  .1871, 
according  to  the  affidavit  of  Colonel  Cheseborough,  the  Respondents,  or  rather 
their  predecessor  in  title,    coined  the    word    "Vaseline."     Paragraph  4  of 

45  Colonel  Cl*eseb<n*ougKs  affidavit,  filed  on  the  11th  of  May  1900,  is  this :— "  The 
"  word  *  Vaseline '  is  an  arbitrarily  coined  word,  not  descriptive  and  not  known 
"  in  the  English  language  until  invented  by  my  said  brother,  Robert  Augustus 
u  Cheseborough,  of  New  York,  in  or  about  the  year  1871,  and  applied  by  him 
"  for  the  first  time  in  this  country,  in  the  year  1873,  to  his  preparations  of 

50  "  petroleum  jelly."  And  again,  in  paragraphs  4  and  5  of  his  affidavit, 
filed  the  1st  of  January  1901 : — "  The  word  4  Vaseline  '  was  invented  by  the 
"  said  Robert  Augustus  Cheseborough  in  the  year  1871,  and  was  applied  to 
"  articles  made  under  tha  previous  Patents " — which  must  mean,  amongst 
others,  the  Patent  of  1865  to  which  I  have  referred — "  and  otherwise  before  the 

&ft  "  Patents  of  1872  and  1874  were  applied  for,     Since  the  year  1871  the  said 
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"word  'Vaseline'  has  continuously  been  used  by  my  said  brother  and  my  ■ 
44  Company  as  denoting  my  said  brother's  and  my  Company's  manufacture  of 
"  a  variety  of  articles  made  up  from  petroleum  jellies."  That  seems  to  have 
been  the  origin  of  the  term.  I  pause  here  for  the  purpose  of  saying  that  in 
those  paragraphs  and  in  other  paragraphs  of  the  affidavits,  I  find  any  suggestion  5 
that  the  word  was  used  as  a  Trade  Mark  made  in  the  most  hazy  manner.  It 
was  used  somehow  or  other ;  but  how  used,  so  as  to  satisfy  me  it  was  used  as  a 
Trade  Mark,  I  have  great  difficulty  in  ascertaining. 

In  1872  Robert  A.  Ghesebonmgh  took  out  a  Patent  in  America,  and  that  ran 
thus  : — "  Be  it  known  that  I,  Robert  A.  Gheseborough^  of  the  City,  County,  and  iq 
44  State  of  New  York,  have  invented  a  new  and  useful  product  of  petroleum 
"  which  I  have  named  *  Vaseline,  and  I  do  hereby  declare  that  the  following  is 
44  a  full,  clear,  and  exact  description  thereof,  and  will  enable  those  skilled  in  the 
44  art  to  make  and  use  the  same,"  and  so  on.  It  goes  on  to  describe  what  it  is. 
It  is  by  filtering  through  bone  black,  similar  to  the  English  Patent  of  1865.  15 
Then  he  claimed  : — "  The  new  article  of  manufacture  named  by  me  *  Vaseline  ' 
"  substantially  as  herein  described." 

Now,  in  the  opening  of  this  case  this  American  Patent  of  1872  was  relied  on, 
as  I  understood,  as  if  it  had  some  bearing  on  the  question  of  whether  this 
article  was  a  patented  article  in  this  country.  Of  course  it  has  no  bearing  of  39 
that  kind  at  all.  After  the  American  Patent  of  1872  persons  in  this  country 
could  have  manufactured  vaseline  provided  that  they  did  not  infringe  the 
English  Patent  of  1865.  There  was  nothing  in  the  Patent  of  1872  to  affect  the 
question  nor  the  patented  article  at  all.  The  only  relevance  of  this  Patent  is 
that  you  find  Gheseborough  himself  saying  that  44 1  have  invented  a  new  and  25 
44  useful  product  from  petroleum  which  I  have  named  4  Vaseline.'  "  That  is  to 
say,  he  says  the  thing  which  he  has  invented  is  the  thing  which  is  called 
44  Vaseline."  That  was  in  1872.  Then  in  1873  came  the  user  which  I  have 
read  from  the  affidavit.  It  had  also  been  used  in  1871.  Then  in  1874  William 
Henry  Gheseborough  took  out  another  English  Patent.  It  is  an  invention  for  30 
44  Improvements  in  treating  hydrocarbon  oils  and  products,"  and  in  the  final 
Specification,  on  page  4,  line  20,  after  describing  how  he  distils,  he  says  : 
44  This  residuum  " — the  residuum  after  distillation — 44  contains  no  paraffin,  but 
44  appears  to  be  a  concentrated  product  of  the  heavier  parts  of  petroleum,  and 
44  from  it  a  material  which  I  term  4  Vaseline '  is  made  by  filtration  through  35 
44  bone  black  or  animal  charcoal."  I  agree  that  expression  is  ambiguous  in  the 
sense  that  you  may  read  that  to  mean  44  a  material  which  I  term  4  Vaseline,'  " 
meaning  thereby  44  the  article  which  I  produce — my  article  is  the  thing  which 
44 1  call 4  Vaseline,' "  and  not  "  the  particular  thing  which  is  produced  by  the 
44  distillation  of  petroleum  is  called  4  Vaseline.'  "  Then  the  Specification  goes  40 
on  :  44  My  present  invention  is  therefore  adapted  to  so  refining  the  4  Vaseline  ' 
44  as  to  make  it  substantially  free  from  the  taste,  odour,  and  colour  of  petroleum, 
44  and  consists  in  taking  4  Vaseline  '  after  filtration,"  and  treating  it  in  the  way 
he  mentions.  Then  he  goes  on  to  say  that  the  result  will  be  pure  vaseline,  and 
he  ultimately  claims  : — 44  The  manufacture  of  the  material  I  term  4  Vaseline '  45 
44  from  the  residuum  of  petroleum  by  simmering  in  open  kettles  and  filtration 
44  througli  bone  black  as  hereinbefore  described."  I  confess,  reading  that 
Specification  as  a  whole,  I  do  not  find  the  Patentee  is  there  affirming  that  the 
thing  which  he  calls  44  Vaseline  "  is  a  thing  which  everybody  may  manufacture 
provided  they  do  not  manufacture  it  by  the  process  of  filtration  through  bone  50 
black.  He  calls  the  particular  thing,  as  I  understand  it,  the  thing  which  is 
produced  by  filtration  through  bone  black,  44  Vaseline " ;  that  is  to  say  the 
article  he  had  patented  in  1865.    That  was  the  Patent  of  1874. 

Then  he  came  to  register  in  1877.    In  point  of  fact  what  I  have  to  determine 
is :    In  1877  did  the  word    44  Vaseline "  indicate  an  article  which  Colonel  55 
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Cheseborough  was  producing,  identified  by  the  trade  with  the  manufacturer  so 
as  to  be  distinctive  of  the  manufacturer  ;  or  did  it.  indicate  a  class  of  goods — 
petroleum  jelly — which  might  be  arrived  at  by  Colonel  Gheseborough ls  process 
or  might  be  arrived  at  by  another  process— which  did  it  mean  ? 
5  Now  when  he  came  to  register  in  1877  he  had  to  describe  of  course  the 
description  of  goods  to  which  he  was  going  to  apply  his  mark,  and  in  his 
description  of  goods  he  calls  it  "  Vaseline  used  for  currying  and  stuffing  of 
"  leather."  One  cannot  escape  from  the  conclusion  that  he  was  describing  the 
class  of  goods  and  not  indicating  the  manufacturer  of  the  goods.    Those  are 

10  the  several  documents ;  to  all  of  which  documents  the  Respondents  are 
parties.  I  have  to  consider  them  with  reference  to  the  evidence  which  has  been 
given.  Now  the  evidence  seems  to  me  to  amount  to  this  :  there  is  a  great  deal 
of  trade  evidence  to  the  effect  that  persons  who  are  perfectly  skilled  to  speak 
on  the  part  of  the  trade  recognised  the  article  called  "  Vaseline '  as  being  an 

15  article  produced  by  Colonel  Gheseborough  or  Colonel  Cheseborough' s  Company. 
There  is  also  evidence  that  at  times,  which  are  very  uncertainly  indicated  in 
the  evidence,  there  were  a  good  many  other  petroleum  jellies  which  were 
produced.  I  am  able  to  fix  one  date  from  Colonel  Gheseborough' s  affidavit 
filed  on  the  11th  of  May  1900,  paragraph  10,  where  he  names  a  lot  of  these — 

20  "  Cosmoline,"  "  Unguentum  Petrolei,"  "  Chrisma,"  and  a  number  of  others — 
and  says  that  the  two  first  named  were  registered  before  the  word  "  Vaseline," 
namely,  on  the  22nd  January  1877.  So  that  it  is  obvious  that  in  January  1877 
somebody  must  have  been  manufacturing  a  petroleum  jelly  and  calling  it 
"  Cosmoline "  and  "  Unguentum  Petrolei."     That  is  Colonel   Cneseburough's 

25  own  affidavit ;  but  there  are  trade  witnesses,  of  whom  I  may  take  as  a  sample 
Mr.  Gosnell.  He  says  : — "  My  predecessors  in  business  in  or  about  the  month 
"  of  April  1873  purchased  from  Mr.  Robert  A.  Gheseborough  140  lbs.  of 
"  petroleum  jelly  identified  as  their  product  by  the  word  '  Vaseline,'  which 
"  I  have  always  considered  to  be  the  Trade  Mark  and  the  exclusive  property 

30  "  of  Mr.  Robert  A.  Cheseborough."  And  Mr.  Cantwell,  in  paragraph  3,  says 
"  this  : — Several  petroleum  jellies  have  been  advertised  in  the  4  British  and 
"  *  Colonial  Druggist '  by  various  parties  and  under  different  names,  each 
"  of  which  have  been  similar  in  character  to  the  product  of  the  said 
"  Gheseborough  Manufacturing  Company."    I  need  not  read  more  of  the 

35  affidavits.  In  that  paragraph  3  which  I  have  read  last  there  is  no  date  given, 
and  so  it  is  with  most  of  the  affidavits  ;  but  I  think  that  the  result  of  the 
evidence  is  that  there  were  different  preparations  of  petroleum  jelly — some 
made  before  1877,  some  not  identified  in  point  of  date — but  there  were  others 
in  the  market. 

40  Now  in  1877  (I  have  to  ask  myself)  what  did  "  Vaseline  "  mean  ? — of  what 
was  it  distinctive  ?  Mr.  Pearson  says  this  in  paragraph  4  of  his  affidavit,  filed 
on  the  17th  of  January  1901,  in  the  last  words  : — "  I  say  that  the  word  '  Vaseline ' 
"  denotes  petroleum  jelly  filtered  through  animal  charcoal,  and  not  the  goods 
"  of    any   particular  firm."     Colonel    Cheseborough,  on   the   other  hand,   in 

45  paragraph  10  of  his  affidavit  filed  on  the  11th  of  May  1900,  says  :— "  The  word 
"  '  Vaseline '  has  never  been  used  except  as  denoting  the  manufacture  of  my 
"  said  brother's  and  my  said  Company's  petroleum  jelly  preparations."  That 
last  paragraph  is  the  best  I  have  been  able  to  find  to  assist  Colonel  Glieseborough, 
and  I  invited  his  Counsel  to  find  anything  better,  but  I  do  not  think  there  is 

50  anything  better  to  be  found  in  fact.  It  is  obvious  that  that  is  perfectly 
consistent  with  what  Mr.  Pearson  has  said.  He  says  it  has  always  meant 
the  thing  manufactured  under  the  patented  process.  Colonel  Gheseborough 
says  it  has  always  meant  the  manufacture  of  my  brother  and  my  Company — 
theirs  was  the  patented  process.    It  is  perfectly  consistent  with  that  that  it 

55  always  indicated  the  patented  article  and  not  the  article  manufactured  by  a 
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particular  person — Cheseborough— or  a  particular  Company — the  Cheseborough 
Company — howsoever  made. 

I  arrive  therefore  at  the  conclusion  of  fact  that  here  the  word  "  Vaseline," 
as  used  in  1877,  is,  upon  the  language  of  the  documents,  to  which  Colonel 
Cheseborough  was  a  party,  namely,  the  American  Patent  of  1872,  the  English  5 
Patent  of  1874,  the  "  Trade  Marks  Journal  "  of  1877,  used  as  indicating,  not  the 
manufacture  of  a  particular  firm  but  the  petroleum  jelly  as  manufactured  by  a 
particular  process,  and  I  do  not  think  that  there  is  anything  in  the  evidence 
which  assists  me  in  arriving  at  any  other  conclusion. 

Now  if  that  is  a  right  conclusion  of  fact,  then  I  have  to  apply  the  doctrine  of  10 
the  Linoleum  Company  v.  Nairn,  and  other  cases  of  that  kind.     In  the 
Linoleum  case  floorcloth,  of  course,  was  made  and  known  at  that  date,  just  as 
petroleum  jelly  was  known  at  this  date  ;  but  linoleum  floorcloth,  that  is  to  say, 
floorcloth  manufactured  according  to  a  particular  patented  process  by  the  use  of 
oxidised  oil,  was  a  new  thing,  and  could  only  be  made  under  the  Patent.    When   15 
the  Patent  had  expired  anybody  was  at  liberty  to  make  linoleum  floorcloth ; 
and  Mr.  Justice  Fry,  in  the  Linoleum  case,  asked,  what  were  they  to  call  it 
unless  they  called  it "  Linoleum  ?  "  So  here,  the  Patents  under  which  the  filtration 
of  petroleum  jelly  through  animal  charcoal  was  protected  have  expired,  and 
anybody  may  make  petroleum  jelly  prepared  by  that  process.      I  ask  myself  20 
what  could  they  call  it  ?    They  could  only  call  it  "  Vaseline,"  if  I  am  right  in 
thinking  that  "  Vaseline  "  meant  the  thing  made  by  that  process  and  not  the 
thing  made  by  that  person.    It  is  no  doubt  a  serious  matter.    This  Trade  Mark 
has  been  on  the  Register  since  1877,  and  it  is  a  strong  measure,  no  doubt,  to 
remove  it,  and  I  have  hesitated  very  much  about  the  case  ;  but  I  cannot  see  that  25 
the  persons  who  maintain  the  right  to  the  mark  have  satisfied  the  words  of  the 
Act  of  1875  that  the  word  was  distinctive  in  the  sense  in  which  that  word  was 
used.    I  must  therefore  make  an  Order  to  rectify  the  Register  by  taking  off 
"  Vaseline." 

Moulton,  K.C.,  asked  for  costs,  which  were  awarded.  30 

Moulton,  K.C. — As  to  the  motion  to  register  there  is  no  evidence  of  my 
clients  having  used  "  Vasogen  "  before  1893,  the  date  of  their  Patent.  Then 
I  am  bound  to  call  your  Lordship's  attention  to  the  fact  that  the  word 
a  Vasogen  "  appears  in  our  Specification  very  frequently  as  the  name  of  the 
article.    Under  those  circumstances  I  can  only  take  your  Lordship's  ruling.  35 

BUCKLEY,  J. — I  must  treat  your  motion  in  the  same  way  as  I  treated  the 
other — I  dismiss  it  with  costs. 

Parker. — In  each  case,  of  course,  the  Comptroller's  costs  will  follow  the 
event. 

Buoklby,  J.— Certainly.  4  0 
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5      Patent — Action  for  infringement — Construction  of  Specification. — Essential 
element  of  combination. — Defendants  held  not  to  infringe. — Action  dismissed. 

Letters  Patent  for  "A  horizontal  sifting  machine  with  circular  shaped  sieves  " 
were  granledtoB.,  the  claim  in  the  Specification  being : — "In  a  sifting  apparatus, 
44  a  number  of  circular  sieves,  connected  together  and  put  in  rotary  motion  on 

10  "  a  horizontal  plane,  so  that  the  material  fed  by  the  shoot  falls  on  to  cone-shaped 
44  surf  aces  placed  above  each  sieve  and  glides  from  there  over  the  edges  into  the 
••  sieves  where  it  is  evenly  spread  over  the  sifting  bottom,  the  coarser  particles  of 
44  the  material  thereby  agglomerating  automatically  in  the  middle  of  the  sieve 
"and  being  removed  thence  from  the  machine  by  discharging  tubes,  while  the 

15  "  finer  part  passes  through  the  remaining  sieves  and  falls  to  the  ground,  while 
"  rotating  arms  provided  with  brushes  are  fastened  to  the  inner  walls  of  the 
44  sieves  in  such  a  manner  as  to  keep  clean  the  under  surface  of  the  sieve  or 
44  sieves  and  so  prevent  the  perforations  from  being  stopped  up,  constructed  and 
44  arranged  substantially  as  described"    B.,  having  brought  an  action  for 

20  infringement  of  the  Patent,  the  Defendants  relied  mainly  on  noninfringement 
In  their  machine  the  material  was  fed  on  to  aflat  surface  which  was  provided 
with  slots,  and  the  Defendants  relied  on  this  and  other  differences. 

Held,  that  the  Patentee  had  claimed  the  cone  shaped  surfaces  as  an  essential 
element  of  his  combination,  and  that  the  Defendants  had  not  infringed.    The 
25  action  was  dismissed  with  costs,  the  costs  of  certain  of  the  Particulars  of 
Objections  only  being  allowed. 
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On  the  1st  of  March  1894  Letters  Patent  (No.  4338  of  1894)  were  granted  to 
Wilhelm  Bunge  for  an  invention  of  "  A  horizontal  sifting  machine  with 
"  circular  shaped  sieves."    The  Complete  Specification  was  as  follows  : — 

44  The  object  of  the  present  invention  is  a  horizontal  sifting  machine  with 
44  circular  shaped  sieves  which  may  be  easily  taken  apart  from  one  another  for  5 
"  the  purpose  of  cleaning  and  altering  the  shape  and  number  of  sieves  according 
44  to  the  goods  or  material  to  be  sifted  all  this  being  of  great  importance  for 
44  perfecting  the  operation  of  milling. 

44  This  horizontal  sifting  machine  is  represented  in  the  annexed  drawings  in 
44  which  Fig.  1  is  a  section  of  the  shifting  machine.     Fig.  2  a  top  view  of  the  10 
44  same  partly  in  section. 

44  The  present  system  of  sifting  by  hand  is  perfect  as  regards  result ;  but  the 
44  object  of  my  present  invention  is  to  secure  a  similarly  perfect  result  by 
44  mechanical  means  instead  of  hand  labour. 

44  As  the  hands  of  the  worker  holding  a  sieve  are  moved  the  bottom  of  the  15 
44  sieve  loses  the  horizontal  position  and  works  upwards  and  downwards  and 
44  from  right  to  left  and  so  on  thereby  the  material  contained  in  the  sieve  and 
44  undergoing  sifting  works  on  a  spiral  line  from  the  edges  of  the  sieve  bottom 
44  to  the  middle  of  the  same  and  this  is  of  great  advantage  in  the  sifting  process. 

44  The  newly  invented  machine  produces  an  effect  exactly  similar  to  that  20 
44  resulting  from  the  movement  of  the  hands. 

44  A,  B,  C,  D,  are  the  sieves  (see  Fig.  1),  each  sieve  being  totally  independent 
44  of  the  others  and  easily  removable,     a  are   the  outer  walls  of  the  sieves, 
44  preferably   made   of  wood,     a1  are  the   inner  walls,     b   the    posts  between 
44  which  the  sieves  are  placed  one  above  the  other.     The  sieves  are  provided  25 
44  with  flannel  lining  and  afterwards  pressed  together  air  tight  by  a  screw-like 
44  mechanism  c.    d  is  a  shoot  through  which  the  machine  is  fed.     e  are  cone- 
44  shaped  surfaces  of  sheet  iron,  fastened  to  the  walls  of  the  sieves,    ff1  are 
44  discharging  tubes  for  the  coarser  and  /2  for  the  finer  parts  of  the  material 
44  being  shifted.    gl  g*  are  moveable  iron  shafts  on  which  the  apparatus  is  hung.  30 
44  h  is  a  crank  and  *  a  crank  shaft  through  which  motion  is  imparted  to  the 
44  machine,     k  are  arms  provided  with  brushes  fastened  to  a  ring  made  of 
44  angular  shaped  iron  ;  the  interior  width  of  this  ring  is  a  little  greater  than 
44  the  outer  width  of  the  inner  walls  of  the  sieves  C  and  D.    The  ring  is 
44  supported  by  four  flat  iron  pieces,  fastened  to  the  inner  walls  of  the  sieves.  35 
44  The  material  being  sifted  is  fed  into  the  apparatus  by  the  shoot  d  on  to  the 
44  first  cone-shaped  surface  e  and  glides  over  the  edges  of  the  latter  into  the 
44  first  sieve  and  from  there  the  coarser  parts  pass  into  the  first  discharging 
44  tube /and  thence  out  of  the  apparatus.    The  lighter  parts  fall  on  to  the  next 
44  cone-shaped  plate,  pass  over  the  edges  of  the  same  and  so  on,  as  before  40 
"  described. 

44  The  coarser  parts  on  the  second  sieve  pass  out  of  the  apparatus  at  /*,  and  so 
44  on  with  the  other  sieves — the  finest  parts  ultimately  issuing  at  f  from  the 
44  apparatus. 

44  The  movement  of  the  material  undergoing  sifting  is  effected  slowly  in  a  45 
44  spiral  direction  from  the  walls  of  the  sieves  to  the  middle  thereof.  By  the 
44  rotation  of  the  arms  provided  with  brushes  and  fastened  in  such  a  manner  as 
44  to  clean  the  underside  of  the  sieve,  the  latter  is  always  kept  clean  and  the 
44  perforations  in  the  sieve  can  never  be  totally  stopped  up.  In  this  way, 
44  perfect  sifting  is  effected.  The  different  sieves,  being  placed  one  upon  the  50 
44  other,  may  be  easily  taken  apart  and,  therefore,  a  perfect  cleaning  of  the 
44  sieves  is  possible  ;  besides,  by  adding  more  sieves,  the  sifting  process  may  be 
44  further  perfected. 

44  If  less  sifting  be  required,  the  number  of  sieves  may  be  reduced." 

The  Patentee  claimed  : — "  1.  In  a  sifting  apparatus,  a  number  of  circular  55 
44  sieves,  connected  together,  and  put  in  rotary  motion  on  a  horizontal  plane,  so 
44  that  the  material  fed  by  the  shoot  falls  on  to  cone-shaped  surfaces  placed 
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"  above  each  sieve  and  glides  from  there  over  the  edges  into  the  sieves  where 
"  it  is  evenly  spread  over  the  sifting  bottom,  the  coarser  particles"  of  the 
"  material  thereby  agglomerating  automatically  in  the  middle  of  the  sieve  and 
u  being  removed  thence  from  the  machine  by  discharging  tubes,  while  the 
"  finer  part  passes  through  the  remaining  sieves  and  falls  to  the  ground,  while 
'*  rotating  arms  provided  with  brushes  are  fastened  to  the  inner  walls  of  the 
"  sieves  in  such  a  manner  as  to  keep  clean  the  under  surface  of  the  sieve  or 
"  sieves  and  so  prevent  the  perforations  from  being  stopped  up,  constructed 
u  and  arranged  substantially  as  described." 


10  1^  1899  the  Patentee  commenced  an  action  for  infringement  of  the  Patent 
against  Higgiribottom  A  Co.,  Ld.,  and  George  Lewis,  claiming  the  usual  relief. 

The  Plaintiff  by  his  Statement  of  Claim  alleged  that  he  was  the  registered 
legal  owner  of  the  Patent,  and  that  the  Defendants  had  infringed  the  same. 
The  Particulars  of  Breaches  (stating  them  shortly)  alleged  manufacture  and 

15  sale  by  the  Defendant  Company,  and  use  by  the  Defendant  Lewis,  of  machines 

constructed  in  accordance  with  the  invention,  and  referred  in  particular  to  a 

machine  at  the  Defendant  Lewis'  mill  at  Market  Drayton,  in  the  county  of 

Salop. 

The  Defendants  by  their  Defence  denied  (1)  infringement ;  (2)  the  novelty 

20  of  the  invention ;  (3)  the  utility  of  the  invention  ;  (4)  that  it  was  proper 
subject-matter ;  and  (5)  alleged  that  the  Plaintiff  was  not  the  true  and  first 
inventor. 

The  Particulars  of  Objections  alleged  (1)  that  the  Plaintiff  was  not  the  first 
and  true  inventor  of  the  alleged   invention  referred  to  in  the  Statement  of 

25  Claim  ;  (2)  that  the  alleged  invention  was  not  proper  subject-matter  for  Letters 
Patent ;  (3)  that  the  alleged  invention  was  not  useful ;  (4)  that  the  alleged 
invention  was  not  new  at  the  date  of  the  Patent,  having  regard  to  the  common 
knowledge  at  the  date  thereof  ;  (5)  that  the  Specification  of  the  Patent  did  not 
distinguish  what  parts  of  the  alleged  invention  were  new  and  what  parts  thereof 

30  were  old;  (6)  that  if  the   ring  carrying  the   brushes  mentioned  in  the   said 
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Specification  was  intended  to.  rotate  relatively  to  the  sieve  against  which  the 
brashes  bear,  then  the  Specification  was  insufficient  and  misleading,  as  it 
nowhere  described  how  or  by  what  means  such  rotation  was  effected  ;  (7)  that 
the  alleged  invention  was  published  in  this  country  before  the  date  of  the 
Patent  by  the  filing  at  the  Patent  Office  of  the  following  Specifications  of  5 
British  Letters  Patent ; — Carl  Haggcnmacher  (No.  10,644  of  the  2nd  of  August 
1887),  the  whole  of  which  was  relied  on,  and  six  other  Specifications,  not 
material  to  mention  for  the  purposes  of  this  report ;  that  the  alleged  invention 
was  published  in  this  country  prior  to  the  date  of  the  Patent  by  the  filing  at 
the  Patent  Office  of  the  following  United  States  Specifications : — Low  (No.  10 
43,318  of  1864),  accessible  about  the  14th  of  February  1868,  but  certainly  long 
before  the  date  of  the  Plaintiff's  Patent ;  Craik  (No.  255,419  of  1882),  accessible 
on  the  15th  August  1884,  the  whole  of  each  being  relied  on,  and  three  other 
Specifications  not  necessary  to  mention  for  the  purposes  of  this  report. 

A.  J.   Walter  and  J.  H.  Gray  (instructed  by  Mackrell,  Maton,  Godlee,  and  15 
Quincey)  appeared  for  the  Plaintiff;  Moulton,  K.C.,  and  E.  Russell  Clarke 
(instructed    by  Fallows    and  Rider,    agents    for    George   H.   Thompson,  of 
Liverpool)  appeared  for  the  Defendants. 

Walter  opened  the  Plaintiff's  case. 

The  witnesses  called  for  the  Plaintiff  were  Mr.  Dugald  Clerk  and  certain  20 
witnesses  as  to  utility.    {Moulton,  K.C.,  stated  that  the  only  point  as  to  utility 
was  that  radial  brushes  as  shown  in  the  Specification  would  not  workj 

In  his  evidence  in  chief  Mr.  Dugald  Clerk  said  that  the  Defendants'  combi- 
nation was  the  same  as  the  Patentee's  ;  that  the  invention  worked  very  weli, 
and  that  he  did  not  find  it  in  the  alleged  anticipations ;  in  cross-examination  25 
he  said  that  the  invention  was  for  an  improved  series  of  rotary  sieves  ;  as  to 
the  feed  and  cone,  he  said  that  a  feed  in  the  centre  of  a  sifting  machine  was 
old,  and  that  there  were  many  methods  of  distribution  ;  distribution  by  means 
of  a  cone  was  one  of  those  ;  that  circumferential  distribution  was  not  novel, 
but  was  not  common  ;  that  the  cone  in  the  Plaintiff's  machine  did  the  distribu-  30 
tion  ;  the  Defendants'  machine  had  a  flat  plate,  not  a  cone  ;  the  invention  was 
a  combination,  including  as  elements  in  it  the  cone,  the  circumferential  feeding, 
and  the  brush ;  the  special  mode  of  distribution  was  not  common ;  that  the 
circumferential  feed  was  a  peculiarity  both  in  the  Plaintiff's  and  Defendants' 
combinations ;  that  in  Haggenmacher's  Specification*  there  was  a  slat  method  35 
of  distribution  from  the  centre  to  the  circumference  ;  the  slat  method  had  been 
largely  used  ;  one  of  the  objects  of  the  Patentee  was  to  get  rid  of  that  and  he 
substituted  a  cone ;    in  re-examination  he  said  that   the  importance  of  not 
breaking  up  the  material  is  with  regard  to  the  sieve,  not  the  cone. 
*    [Having  regard  to  the  point  on  which  the  case  was  decided,  it  is  not  necessary  40 
to  refer  to  the  evidence  on  other  points  raised.] 

Moultony  K.C.,  opened  the  Defendants'  case. — The  case  for  the  Defendants  is 
mainly  non-infringement ;  but  I  reserve  the  right  to  set  up  the  usual  dilemma. 
The  invention  is  of  a  specific  machine,  which  is  one  of  many  forms.  The  only 
chance  of  claiming  it  successfully  was  by  restricting  the  claims  to  a  narrow  45 
area.  The  Plaintiff  purposely  and  wisely  made  a  narrow  claim.  [The  Cordite 
case  {Nobel  v.  Anderson,  12  R.P.C.  164)  was  referred  to.]  As  to  the  state  of 
knowledge,  there  were  many  and  varied  forms  of  sieves ;  in  some  a  rotary 
action  was  adopted.  A  most  important  step  was  taken  by  Haggenmacher  in 
1887  ;  he  discovered  a  way  to  distribute  by  slats  making  the  material  travel  in  50 
one  direction  ;  he  got  rid  of  the  difficulty  of  distribution  on  a  horizontal  sieve. 
It  was  found  desirable  to  have  sieves  in  series,  and  these  had  been  largely  used. 
Coming  to  the  Plaintiff's  Specification,  he  intended  to  make  a  machine  of  a 
certain  class,  but  it  was  to  be  a  superior  machine.     He  meant  to  imitate  the 

*  See  Haggenmacher *s  Putents  (15  E.P.C.  437). 
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hand  motion  ;  the  effect  intended  is  that  the  material  should  describe  a  spiral. 
Down  to  "e"  there  is  nothing  to  distinguish  the  invention  from  what  had 
been  done  before.    The  cone-shape  is  one  of  the  points  of  differentia  of  his 
machine  according  to  the  Patentee.    The  Patent  is  for  the  machine  ;  there  are 
5  two  stages  in  the  operation — the  distribution  and  the  sieving — and  there  is  also 
the  cleaning  by  the  brush.    The  Patentee  can  only  distinguish  his  machine 
from  existing  ones  by  the  method  of  distributing,  and  possibly  by  the  way 
in  which  the  brushes  brush  the  under  surface.     Where  there  is  no  indica- 
tion in  a  Specification  as  to  what  specially  is  novel,  the  claim  is  the  guide 
10  which  one  must  follow  ;  in  such  a  case  it  is  decisive  of  the  narrownoss  of  the 
Patent.     In    1894    it    was    very   important    to    have    something    outside    of 
Haggenmacher's  Patent ;   and  so  the  Patentee   took  a  cone,  which  was  not 
new,  for  the  purpose,  as  one  element  of  the  combination.    The  distribution  to 
the  edge  of  the  sieve  is  scarcely  referred  to  in  the  body  of  the  Specification. 
15  As  to  infringement,  the  Defendants  have  not  the  cone,  and  as  to  the  brushes 
the  Patentee  limited  himself  to  brushes  fastened  to  the  inner  walls  of  the  sieves. 
There  is  no  case  in  which  a  specific  limitation  in  a  claim  has  not  been  given 
effect  to.    There  is,  I  submit,  no  infringement.    The  Defendants  have  taken 
neither  the  method  of  distributing  nor  the  method  of  driving  the  brushes. 
20  This  case  is  of  the  type  of  Curtis  v.  Piatt,  and  the  doctrine  of  mechanical 
equivalents  does  not  apply.     [The  point  of  utility  was  also  argued.] 

Evidence  was  called  by  the  Defendants  to  show  that  all  the  Defendants' 

machines  had  Haggenmacher  slats  on  the  plate.    This  evidence  was  at  first 

objected  to  by  the  Plaintiff  on  the  ground  of  an  admission  by  the  Defen- 

29  dants  that  the  drawings  J.  H.  2  represented  the  Defendants'  machines,  but  the 

objection  was  afterwards  waived.    Mr.  Thompson,  Patent  Agent,  and  Mr.  R. 

Hopkinson  gave  evidence  for  the  Defendants. 

Moulton,  K.C.,  was  not  further  called  on  for  the  Defendants. 

Waller  in  reply. — The  claim  is  for  a  combination,  and  there  may  be  infringe- 

36  ment  by  taking  some  of  the  competent  parts  and  mechanical  equivalents  for  the 

other  parts  (Clarke  v.  Adie,  L.R.  2  App.  Cas.  315).    Here  the  essential  elements 

of  the  combination  are — the  series  of  horizontal  sieves,  the  feed  at  the  top,  the 

plate  to  distribute  the  material  to  the  periphery  of  the  sieve  and  the  brushes. 

The  function  of  the  top  plate  is  in  combination  with  the  movement  to  distribute 

35  the  material  round  the  edge  of  the  sieve.    Mr.  Thompson  said  that  it  was 

known  one  could  have  a  cone  to  do  this  or  a  plate  with  propelling  slats.    It  is 

a  question  of  fact  whether  the  Patentee's  combination  is  taken.    Looking  at 

the  Defendants'  whole"  combination,  they  have  taken  that  of  the  Plaintiff.    The 

Defendants  have  the  whole  combination,  including  a  part  which  performs  the 

40  function  of  receiving  the  material  at  the  centre  and  distributing  it  oyer  the 

edges.     They  have  in  fact  taken  all  the  parts  except  one,  and  have  an  equivalent 

for  that  one.     In  spite  of  the  wording  of  the  claim,  the  Plaintiff  is  not  tied  down 

to  the  specific  thing.      The  Defendants  have  taken  a  known  equivalent  of  the 

cone,  and  have  the  totality  of  the  combination.    In  the  claim  the  Patentee  has 

45  defined  the  function  of  the  conical  plate,  and  he  is  entitled  to  say  that,  although 

the  Defendants  have  not  the  cone,  they  come  within  the  words  referring  to  the 

function.    A  combination  may  be  taken  as  a  whole,  although  one  element  is 

omitted.     It  is  admitted  that  the  Plaintiff's  combination  is  not  found  in  any  of  the 

anticipations.    In  Incandescent  Oas  Light  Company  v.  De  Mare  Incandescent 

50  Ons  Light  System  (13  R.P.C.  301,  559)  the  Defendants  were  held  to  have 

infringed  the  Patent,  although  they  had  not  impregnated  with  the  "  substances 

"  mentioned,"  those  words  being  in  the  claim. 

KBKBWICH,  J.— About  the  law,  which  it  is  my  duty  to  apply,  there  is  no 

room  for  doubt,  and  Mr.   Walter  has  stated  it  with  his  usual  clearness  and 

55  precision  in  his  reply.    This  is  a  combination  claim ;  that  is  obvious  on  the 

race  of  the  claim,  and  is  admitted.    In  considering  whether  a  combination 

olaim  has  been  infringed,  what  has  to  be  determined  is  whether  the  alleged 


i 
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infringer  has  taken  what  has  been  well  described,  in  more  than  one  case,  as  the 
pith  and  marrow  of  the  alleged  invention.     It  may  be  that  the  alleged  infringer 
.    has  omitted  one,  or  even  more  than  one,  part  of  the  combination,  and  substituted 
for  that  part  or  parts  something  else  which  has  the  same  effect,  as  in  the  case 
to  which  Mr.  Walter  referred  me,  where  the  alleged  infringer  had  adopted  the  5 
same  means  step  by  step  of  making  mantles  for  incandescent  lighting,  but  had 
made  them  out  of  a  different  material.     But  in  order  to  ascertain  whether  any 
part  of  the  combination,  which  is  absent  in  the  alleged  infringement,  can  be 
dispensed  with  so  as  still  to  hold  the  latter  to  be  an  infringement,  one  must  go 
back  to  the  Specification  and  one  must  hear  what  the  Patentee  himself  has  said  10 
about  it.    For  instance,  to  use  the  example  which  Mr.  Walter  has  given  me,  I 
apprehend  that  if  the  Patentee  there  had  made  it  clear  on  the  face  of  his  Specifi- 
cation that  what  he  claimed  was,  not  only  the  steps  by  which  he  made  mantles, 
but  that  he  also  claimed  making  the  mantles  out  of  that  particular  substance, 
and  out  of  that  particular  substance  only,  then  the  result  would  have  been  15 
different.    You  must  find  whether  he  considers  the  one  part  which  has  not 
been  taken  to  be  an  integral  part  of  his  invention— or  perhaps  it  would  be  better 
to  say,  an  essential  part  of  his  invention.     I  am  not  now  dealing  with  any 
other  point— I  am  dealing  simply  with  the  cone-shaped  surface  which  it  is 
admitted  the  Defendant  has  not  taken.     It  is  alleged  of  course  that  he  has  done  20 
something  else  which  is  equivalent.     One  must  come  to  that  by-and-bye.    It  is 
admitted  that  he  has  not  taken  the  cone-shaped  surface  on  which  the  flour  or 
other  material  which  is  intended  to  be  sifted  falls.    Is  that  an  integral  or  an 
essential  part  of  the  invention  as  claimed  ? 

The  Specification  is  not  a  long  one,  and,  though  it  is  open  to  some  difficulties,  85 
it  is  perhaps  rather  easier  of  construction  than  many.     In  the  opening  part, 
where  the  Patentee  gives  the  object  of  the  invention,  nothing  is  said  about  the 
cone-shaped  surface,  and  there  he   does  not   condescend — nor  is  there  any 
reason  why  he  should  condescend— to  details  of  that  kind  ;  but  then,  having 
referred  to  the  drawings,  he  goes  through  them  in  detail,  and  at  line  33  he  says,  30 
"  e  are  cone-shaped  surfaces  of  sheet  iron  fastened  to  the  walls  of  the  sieves.". 
I  only  call  attention  to  that  to  show  that  he  describes  that  as  part  of  his 
invention.    That  alone,  of  course,  would  not  make  it  what  I  have  styled  an 
essential  part.    Then,  again,  he  refers  to  it  in  the  paragraph  which  begins  at 
line  43  :— "  The  material  being  sifted  is  fed  into  the  apparatus  by  the  shoot  d  on  35 
"  to  the  first  cone-shaped  surface  e  and  it  glides  over  the  edges  of  the  latter 
"  into  the  first  sieve,  and  from  there  the  coarser  parts  pass  into  the  first 
|*  discharging  tube /and  thence  out  of  the  apparatus.    The  lighter  parts  fall  on 
"  to  the  next  cone-shaped  plate,  pass  over  the  edges  of  the  same,  and  so  on 
"  as  before  described."     So  that  we  have  now,  not  only  the  cone-shaped  surfaces  40 
described  as  part  of  the  machine,  but  we  have  their  office  described.     It  is  to 
distribute  the  material  so  that  it  shall  glide  over  the  edges  on  to  the  sieve,  and 
that  is  to  be  repeated  sieve  after  sieve  throughout  the  whole  series.     It  looks  to 
me  there  very  much  as  if  the  Patentee  considered  that  cone  to  be  an  important, 
if  not  an  essential,  part  of  his  invention.    I  will  skip  the  rest  of  the  statement  45 
and  come  to  the  claim,  and  of  that  I  need  only  read  the  first  four  lines.    This 
is  what  he  claims  : — "  In  a  sifting  apparatus,  a  number  of  circular  sieves 
"  connected  together  and  put  in  rotary  motion  on  a  horizontal  plane  so  that 
"  the  material  fed  by  the  shoot  falls  on  to  the  cone-shaped  surfaces  placed 
"  above  each  sieve,  and  glides  from  there  over  the  edges  into  the  sieves  where  50 
"  it  is  evenly  spread  over  the  sifting  bottom."    Now,  bearing  in  mind  the 
statement  which  I  have  read  before,  to  my  mind  it  is  impossible  to  doubt  that 
the  Patentee  attributed  importance,  and  essential  importance,  to  those  cone- 
shaped  surfaces.    He  describes  exactly  how  they  are  to  act  ;  that  the  material 
is  gliding  from  there  over  the  edges,  and,  as  was  mentioned  just  now— I  think  55 
by  Mr.  Walter—  the  object  is  brought  forward,  that  it  may  be  evenly  spread 
over  the  sifting  bottom.    Whether  he  was  well  advised  or  not  in  making  sp 
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much  of  the  cone-shaped  surfaces  is  not  necessary  for  me  to  determine.  It  is 
possible  that  he  saw,  or,  thought,  or  was  advised,  that  it  was  important  to  bring 
in  these  to  distinguish  it  from  other  machines  which  were  well  known,  or  at 
any  rate  had  been  invented  before  ;  but  I  can  only  take  his  own  word  for  it  on 
5  the  construction  I  place  upon  this,  that  the  cone-shaped  surface  is  itself  the 
pith  and  marrow,  or  an  essential  part  of  the  pith  and  marrow,  of  his  invention. 
I  assume,  without  of  course  deciding  it,  or  pretending  to  have  an  opinion,  that 
in  all  other  respects  the  Defendants  have  infringed  this  Patent — that  is  to  say, 
taken  the  other  parts  of  the  combination.    They  have  not  taken  that,  but  it  comes 

10  out  in  evidence  that  they  attain  the  same  object,  and,  according  to  the  Defen- 
dants1 evidence,  equally  well,  by  different  means.  They  have  not  the  cone-shaped 
surface  ;  they  have  the  shoot  without  the  cone-shaped  surf  ace.  Really  so  far  that 
tells  the  whole  story.  The  cone-shaped  surface  is  omitted  ;  the  shoot,  which  is 
d  in  the  Plaintiff's  Specification,  is  there,  and  there  is  simply  an  omission  of 

15  that,  which  the  Plaintiff  insisted  upon  putting  in.  Thereby,  but  without  the 
assistance  of  the  cone,  ttie  Defendants  distribute  the  material.  Leaving  it  there 
alone,  Mr.  Walter  had  not  the  courage  to  say  that  is  a  mechanical  equivalent. 
It  is  neither  a  mechanical  equivalent  nor  an  equivalent.  It  is  the  abolition 
of  the  cone-shaped  surface  and  putting  nothing  whatever  in  its  place.     It  is 

20  simply  pouring  the  material  in  through  the  shoot  on  to  the  sieve  without  the 
intervention  of  any  surface  at  all. 

Then  it  is  said  the  Defendants  distribute  in  a  different  way,  which  may  or 
may  not  be  equally  good.  It  is  said  of  course  by  the  Defendants  that  it  is  much 
better — that  is  to  say,  they  have  got  the  divisions  of  their  sieve,  by  which  the 

25  material  is  drifted  to  the  side,  or,  to  use  the  words  of  the  Specification,  "  evenly 
"  spread  over  the  sifting  bottom."  That  seems  to  me  an  entirely  different  way 
of  doing  the  same  thing.  It  is  not  only  not  a  cone-shaped  surface,  but  it  is  a 
means  of  getting  the  same  result  in  an  entirely  different  manner.  I  will  not 
pause  to  consider  how  far  it  may  be  considered  an  equivalent ;  how  far  it  may 

30  be  likened  to  the  other  material  of  which  mantles  were  made  ;  because  I  fall 
back  again  on  this — and  I  wish  to  rest  my  judgment  upon  it — that  the  Patentee 
has  himself  told  the  world  that  an  essential  part  of  his  invention  is  this  cone- 
shaped  surface.  The  Defendants  have  not  taken  that  cone-shaped  surface,  and 
therefore,  on  that  point  alone,  I  propose  to  dispose  of  the  case  and  give  judgment 

35  for  the  Defendants.  All  the  evidence  is  in,  and,  if  that  short  way  of  disposing 
of  the  case  is  not  satisfactory,  there  will  be  nothing  to  prevent  another  Court 
going  into  the  whole  matter.  I  think,  holding  the  opinion  which  I  do,  it  would 
be  a  mere  waste  of  time  to  consider  the  other  points  which  have  been  raised — 
some  of  them  extremely  interesting,  and  some  of  them  rather  difficult. 

40  I  propose,  therefore,  to  give  judgment  for  the  Defendants  with  costs ;  but, 
subject  to  argument,  I  do  not  propose  to  allow  all  the  Objections  as  reasonable 
and  proper.  I  have  endeavoured  on  more  than  one  occasion,  and  I  am  going  to 
endeavour  now,  and  whenever  I  have  the  chance  I  shall  endeavour  again,  to 
restrict  the  license  of  pleaders  in  the  Objections  which  they  put  in.     I  know  it 

45  is  common  form,  but  I  do  not  think  that  makes  it  any  better — in  fact  I  rather 
think  it  makes  it  worse.  I  cannot,  I  am  sorry  to  say,  make  them  pay  the  costs 
of  ever  so  many  Specifications,  which,  of  course,  have  given  a  great  deal  of 
trouble  to  look  up,  upon  which  they  have  not  relied.  I  do  not  think,  according 
to  the  practice,  I  can  do  that,  but  I  can  deprive  them  of  all  the  costs  of  those 

50  Particulars  which  seem  to  me  to  be  not  reasonable  and  not  proper,  and,  I  will 
say,  which  I  think  are  not  reasonable  or  proper. 

The  first  is  :  "  That  the  Plaintiff  was  not  the  first  and  true  inventor  of  the 
"  alleged  invention  referred  to  in  the  Statement  of  Claim."  I  have  not.  heard  a 
word  to  suggest  that  the  Plaintiff  was  not  the  first  and  true  inventor.     It  is  true 

55  it  is  not  an  invention — at  least  I  have  not  decided  that,  but  1  will  assume,  of 
course,  in  favour  of  Defendants  that  it  was  not  an  invention  ;  but,  whatever  it 
is,  it  is  the  product  of  the  Plaintiff,  and  nobody  suggests  the  contrary.    Therefore 
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I  do  not  propose  to  allow  No.  1  as  reasonable  and  proper.  The  next  is  :  "The 
"  alleged  invention  was  not  proper  subject-matter  for  Letters  Patent,"  I  have 
not  decided  that,  but  that  seems  to  me  a  reasonable  and  proper  objection. 
Then  :  "  The  alleged  invention  was  not  useful."  Of  that  I  have  had  some 
evidence,  and  it  may  be  possibly  a  question,  which  I  have  not  to  decide  now,  5 
but  which  is  certainly  open  to  argument,  whether  it  really  has  introduced 
anything  useful.  That  will  be  allowed.  Then  the  next — No.  4 — is  novelty, 
and  that  must  also  be  allowed.  That  is  to  say,  Nos.  2,  3,  and  4  are  allowed. 
The  next  is  :  "  The  Specification  of  the  said  Letters  Patent  does  not  distinguish 
"  what  parts  of  the  alleged  invention  are  new  and  what  parts  thereof  are  old."  10 
I  do  not  know  myself  any  reason  why  it  should.  It  is  a  combination  Patent, 
and  there  is  no  occasion  to  say  what  parts  are  new  and  what  parts  are  old,  and, 
even  assuming  that  there  is,  that  does  not  seem  to  be  a  good  objection  to  the 
Plaintiff's  Patent.  Therefore  I  shall  not  allow  No.  5.  No.  6  deals  with  the 
means  described  of  making  the  brushes  rotate.  I  have  heard  a  good  deal  of  15 
evidence  to  show  that  they  will  not  rotate  at  all ;  that  they  are  a  failure  ;  that 
they  will  not  operate  ;  but  I  have  heard  no  evidence— at  least  I  have  not  been 
able  to  detect  any — to  show  that  the  Specification  is  insufficient  in  telling  you 
how  the  brushes  are  intended  to  rotate.  I  think  No.  6  might  with  advantage 
have  been  omitted.  Then,  as  regards  the  Specifications  which  in  two  classes  20 
are  brought  under  No.  7, 1  shall  allow,  of  course,  that  of  Haggenmacher,  also 
those  of  Low,  and  Craik,  and  not  the  others. 
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Dunlop  Pneumatic.  Tyre  Company,  Ld.%  and  Pneumatic  Tyre  Company,  Ld,  v. 
Excelsior  Tyre  Cement  and  Rubber  Company  and.  J.  F.  Barker.      '     ' 


In  the  High  Court  op  Justice.— King's  Bench  Division. 

Before  Mr.  Justice  Channell. 

March  6th,  1901. 


Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  Pneumatic  Tyre  Company, 
5    Ld.  v.   Excelsior  Tyre  Cement  and  Rubber  Company  and  J.  F. 
Barker. 


Patent. — Infringement. — Repairs  done  to  old  tyres  of  Plaintiff's'  manufacture. 
— Costs. 

In  1891  a  Patent  was  granted  to  W.  for  "  Improvements  in  rubber  tyres 
10  "  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles."  This 
Patent  became  vested  in  the  Plaintiffs,  who  brought  an  action  for  infringement 
against  the  Defendants.  The  infringement  complained  of  consisted  in 
the  repair  of  four  old  Dunlop  tyres;  in  one  case  the  old  wires  only  were 
retained ;  in  the  others  the  old  canvas  and  old  wires  were  kept,  but  the  tyres 
15  were  provided  with  new  canvas  linings  which  completely  covered  the  inside  of 
the  tyres*  surrounded  the  wires,  and  were  sewn  all  round  the  rim. 

Held,  that  what  the  Defendants  had  done  was  an  infringement  of  the 
Plaintiffs1  Patent,  and  the  usual  relief  was  granted  with  costs  as  between 
solicitor  and  client. 

20  In  1891  Letters  Patent  (No.  14>563  of  1890)  were  granted  to  Charles  Kingston 
Welch  for  "  Improvements  in  rubber  tyres  and  metal  rims  or  felloes  of  wheels 
u  for  cycles  and  other  light  vehicles."  The  Provisional  and  Complete  Specifi- 
cations are  set  out  in  the  report  of  the  Pneumatic  Tyre  Company,  Ld.  v. 
Cassivell  (13  R.P.C.  164).  In  this  case  a  certificate  of  validity  of  the  Patent  was 
25  granted  by  Kekewich*  J. 

On  the  21st  of  March  1900  the  Plaintiffs  commenced  an  action  against  the 

Excelsior  Tyre  Cement  and  Rubber  Company  and  J.  F.  Barker,  claiming  the 

usual  relief. 

On  the  4th  of  April   1900  an  interim  injunction  against  the   Defendant 

30  Company  was  granted,  and  it  was  ordered  that,  as  there  was  no  question  of  the 

T 
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validity  of  the  Plaintiffs'  Patent  or  of  their  title  to  it,  the  action  should  be  set 
down  at  once  for  trial  without  pleadings. 

In  his  affidavit  on  the  summons  for  an  interim  injunction,  the  Defendant 
Barker  admitted  that  he  had  repaired  tyres  by  adding  the  canvas,  but  denied 
that  he  had  removed  the  wires  or  that  he  had  infringed  the  Plaintiffs'  Patent.      5 

The  action  now  came  on  for  trial. 

.4.  J.  Walter  and  J.  H.  Cray  (instructed  by  J.  B.  andF.  PurcJiase)  appeared 
for  the  Plaintiffs ;  Crispe,  K.C.,  and  Swanton  (instructed  by  H.  C.  Wisbey) 
appeared  for  the  Defendant  Barker  ;  the  Defendant  Company  did  not  appear. 

Walter  for  the  Plaintiffs.— This  is  a  question  of  infringement  of  the  Welch  \§ 
Patent.     The  Defendant  Barker,  trading  as  the  Excelsior  Company,  called 
upon  the  Minotaur  Tyre  Company,  High  Street,  Windsor,  and,  looking  round 
the  shop,  said,  "  Have  you  any  old  Dunlop  rubber  tyres  to  repair  ?  "    The  man 
in  charge  of  the  shop  handed  him  over  four  old  and  worn-out  Dunlop  tyres, 
which  the  Defendant  Barker  took  away  to  repair.    These  tyres  were  returned  15 
repaired  in  this  way  :  in  one  of  them  the  old  wires  were  used,  everything  else 
was  discarded  ;  the  whole  tyre  was  destroyed  completely,  and  new  canvas  and 
a  new  tread  used  with  the  old  wires  so  as  to  make  it  an  absolutely  new  tyre. 
The  canvas  takes  the  strain  and  resists  the  pressure,  which  amounts  to  half  a 
ton  or  something  like  that  throughout  the  whole  tyre.    In  the  case  of  the  other  20 
tyres  the  old  canvas  was  kept,  but  as  it  was  not  strong  enough  to  resist  the 
strain,  it  was  covered  all  over  with  canvas,  surrounding  the  wires,  and  was 
sewn  all  round  the  edges  of  the  rim,  thereby  giving  a  new  resisting  material 
for  the  tyre.     In  addition  to  that  the  whole  of  the  material  was  covered  with 
new  treads.     So  far  as  new  treads  were  concerned  Plaintiffs  could  not  complain   25 
of  that,  but  the  Defendant  had  made  practically  what  was  a  new  tyre.    That 
has  been  held  to  be  infringement  in  Dunlop  Pneumatic  Tyre  Company  v. 
Neal  (16  R.P.C.  247).    An  agent  of  the  Plaintiffs,  happening  to  call  on  the 
Minotaur  Tyre  Company,  saw  one  of  these  tyres  and  bought  it,  the  result 
being  that  a  writ  was  issued  against  the  Minotaur  Tyre  Company,  but  on  their  30 
disclosure  of  the  history  of  the  tyres  the  action  was  dropped  against  them, 
and  an  action  brought  against  the  present  Defendants. 

The  following  witnesses  gave  evidence  for  the  Plaintiffs : — R.  J.  Davis, 
R.  Wood,  F.  C.  Baisley,  and  —  Laws. 

At  the  conclusion  of  the  evidence  for  the  Plaintiffs,  Crispe,  K.C.,  submitted  35 
that  there  was  a  doubt  as  to  the  identity  of  the  tyres  repaired  and  returned  by 
Barker,  and  pointed  out  that  there  had  been  no  attempt  on  Barker's  part  to 
sell  any  other  tyres. 

Channbll,  J.,  granted  an  injunction  against  both  Defendants ;  an  inquiry 
as  to  damages  ;  and  delivery  up  of  infringing  articles ;  with  costs  as  between  40 
solicitor  and  client. 
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In  the  High  Court  of  Justice.— King's  Bench  Division. 

Before  Mb.  Justice  Channell. 

March  6th,  1901. 

Welsbach    Incandescent    Gas    Light    Company,    Ld,    v.    Kbumm. 


5      Patent. — Action  foi*  infringement. — Certificate  of  validity. — Defendant  not 
appearing  at  the  trial. 

In  1886  a  Patent  was  granted  to  I.  for  "  Improvements  in  illuminant 
"appliances  for  burners" ;  and  in  \189S  a  further  Patent  was  granted 
to   I.  fur    "An  improvement    in    incandescent  gas    burners."      These    two 

10  Patents  became  vested  in  the  Plaintiff  Company,  who  brought  an  action 
against  the  Defendant  for  infringement.  The  1886  Patent  was  subsisting  at 
the  date  of  the  writ,  but  had  lapsed  before  judgment.  The  Defendant  raised 
the  question  of  the  validity  of  the  1893  Patent  in  his  Defence,  but  did  not  appear 
at  the  trial. 

15  Held,  that  the  Defendant  had  infringed  the  Patent  of  1898,  and  an  injunction 
and  a  Certificate  that  the  validity  of  the  Patent  had  come  in  question  were 
granted. 

On  the  21st  of  January  1887  Letters  Patent  (No.  3592  of  1886)  were  granted 
to  Olivet*  Imray  for  an  invention  of  "  Improvements  in  illuminant  appliances 
20  "  f  or  burners." 

On  the  3rd  of  February  1894  Letters  Patent  (No.  124*  of  1893)  were  granted 
to  Oliver  Imray  for  an  invention  of  "  An  improvement  in  incandescent  gas 
44  burners." 

Both  these  Patents  became  vested  in  the  Plaintiff  Company,  who  on 
25  the  27th  of  February  1900  commenced  an  action  against  the  Defendant, 
A.  Krumm,  claiming  the  usual  relief. 

The  Defendant  by  his  Defence  denied  infringement  of  the  1893  Patent,  and 
in  the  alternative  set  up  the  invalidity  of  this  Patent  on  the  ground  (a)  of  the 
prior  grants  of  Patents  No.  15,286  of  1885  to  Carl  Auer  von  Welsbach,  and 
No.  3592  of  1886  to  Oliver  Imray ;  (b)  want  of  subject-matter ;  and  (c) 
anticipation  by  Patent  No.  3592  of  1886. 
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Monlton,  K.C.,  Bousfield,  K.C.,  T.  Terrell,  K.C.,  and  A.  J.  Walter  (instructed 
by  Faithfull  and  Owen)  appeared  for  the  Plaintiffs  ;  but  on  the  action  coming 
on  for  trial  the  Defendant  did  not  appear. 

The  Patent  of  1886  was  subsisting  at  the  date  of  the  writ,  but  had  lapsed 
before  judgment,  so  that  the  Patent  of  1893  was  alone  dealt  with  at  the  trial.         5 

Evidence  of  the  purchase  of  the  mantles  complained  of  from  the  Defendant 
was  given  by  D.  W.  Barnett  and  W.  B.  Few,  and  evidence  of  the  analysis  of 
them  by  Horatio  Ballantyne  and  Professor  Dewar. 

Moulton,  K.C. — Now,  my  Lord,  I  ask  for  judgment — an  injunction,  an  inquiry 
as  to  damages,  and  a  certificate.     I  will  not  ask  for  costs  as  between  solicitor  10 
and  client,  because  it  is  a  Patent  which  is  not  yet  established. 

CHANNELL,  J. — A  Certificate  that  the  Patent  is  established — that  is  what  you 
want,  is  not  it  ? 

Moulton,  K.C. — A  Certificate  that  it  came  in  question.  That  is  the  actual 
form,  but  it  is  the  same  thing.  15 

CHANNELL,  J. — That  it  came  in  question  ? 

Motilton,  K.C. — Yes.  I  am  entitled  to  a  Certificate  also  that  I  have  proved 
my  Breaches. 

Channell,  J. — Yes.    You  must  have  them.    I  do  not  suggest  that  anybody 
else    could    not    in  the    absence    of  cross-examination  find    a  flaw   in  this  20 
evidence,  but  certainly  I  cannot.     It  seems  to  be  perfectly  right. 

The  Associate. — The  injunction  goes  in  the  form  claimed  in  the  writ. 

CHANNELL,  J. — Yes.  Is  there  anything  special  about  the  form  of  the 
injunction  ? 

Walter. — No,  my  Lord,  it  will  be  the  ordinary  form  of  injunction — to  restrain  25 
the  Defendant,  during  the  continuance  of  the  Letters  Patent,  or  any  extension 
of  the  same,  from  infringing  the  Letters  Patent.    It  is  the  ordinary  form. 

An  injunction  was  accordingly  granted  with  costs ;  an  inquiry  as  to  damages 
ordered  ;  and  Certificates  given  that  the  validity  of  the  1893  Patent  had  come 
in  question  and  that  the  Particulars  of  Breaches  had  been  proved.  30 
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J.  and  J.  Cash,  Ld.  v.  Gash. 


In  the  Htgh  Court  op  Justice.— Chancery  Division. 
Be/or*  Mr.  Justice  Kekewich. 
February  27th,  1901. 
J.    and  J.   Cash,   Ld.   v.    Cash. 


5  Trade  name. — Probability  of  deception. — Injunction  granted  to  restrain  a 
person  from  carrying  on  business  in  certain  goods  under  his  own  name. — Leave 
to  Defendant  to  move  for  inquiry  as  to  damages  arising  from  an  interlocutory 
injunction. 

J.  and  J.  Cash,  Ld.,  and  their  predecessors,  Messrs.  J.  and  J.  Cash,  liad  for 
jq  many  years  manufactured  and  sold  at  Coventry  "  Cash's  Frillings,"  "  Cash's 
u  Woven  Names"  and  " Cash's  Woven  Initials"  and  those  terms  meant  their 
goods.    Joseph  Cash  commenced  to  carry  on  business  also  at  Coventry  under  the 
name  of  "  Joseph  Cash  &  Co.,"  and  also  manufactured  and  sold  frillings  and 
woven  names  and  initials,  but  did  not  call  them  u  Cash's  Frillings,"  Ac. 
15  He  had  aha  registered  a  Company  under  the  name  of  "  Joseph  Cash,  Ld.,"  to 
carry  on  a  similar  business.    J.  and  J.  Cash,  Ld.,  brought  an  action  against 
Joseph  Cash  claiming  an  injunction  to  restrain  him  carrying  on  business 
in  the  three  articles  named  under  the  name  of"  Cash,"  and  for  other  relief 
Held,  that  the  Defendant  could  not  carry  on  business  in  the  three  articles 
80  under  the  name  of  "  Joseph  Cash  &  Co."  or  tliat  of"  Cash  "  without  such  articles 
being  called  or  known  by  the  names  by  which  tlie  Plaintiffs'  articles  were 
known.    An  injunction  was  granted  restraining  the  Defendant  from  carrying 
'     on  the  business  of  a  manufacturer  or  seller  of  frillings  or  woven  names  or 
initials  undri*  the  name  of  "  Joseph  Cash  &  Co.,"  or  under  the  name  of  "  Cash," 
25  or  under  any  name  so  as  to  mislead ;  also  from  making  over  any  business  in 
those  articles  to  any  Company  having  a  name  calculated  to  deceive,  and  to 
restrain  the  Defendant  from  soliciting  customers  of  the  Plaintiffs  with  the  costs 
of  the  action.    The  Defendant  contended  that  an   interlocutory  injunction, 
which  had  been  granted,  had  exceeded  the  terms  of  the  injunction  granted  at 
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the  trial,  and  asked  for  an  inquiry  as  to  damages,  but  the  Defendant  having 
become  bankrupt,  and  having  offered  noproof  of  damage,  no  inquiry  was  directed, 
but  an  0)\ler  was  made  giving  him  liberty  to  apply  for  such  an  inquiry. 

On  the  29th  of  March  1900  J.  and  J.  Cash,  Ld.,  commenced  an  action  against 
Joseph  Cash  claiming  "(1)  an  injunction  to  restrain  the  Defendant  from  5 
"  carrying  on  business  under  the  name  '  Joseph  Cash  &  Co.,'  or  under  any 
"  name  in  which  is  included  the  word  *  Cash  '  as  part  thereof,  or  under  or  in 
"  any  other  name  or  manner  calculated  or  likely  to  mislead  or  deceive  the  public 
"  into  the  belief  that  the  business  of  the  Defendant  and  the  frillings  or  other 
"  goods  manufactured  by  him  are  the  business  of  and  goods  manufactured  by  10 
"  the  Plaintiffs,  or  that  the  Defendant  is  carrying  on  the  business  formerly 
"  carried  on  at  Coventry  by  Messrs.  J.  and  J.  Cash,  the  vendors-  to  and  prede- 
"  cessors  in  business  of  the  Plaintiffs ;  (2)  an  injunction  to  restrain  the 
"  Defendant  from  promoting  or  making  over  the  said  business  of  *  Joseph  Cash 
"  *  A  Co?  to  or  acting  as  the  managing  director  of  any  Limited  Company  formed  15 
"  to  carry  on  business  in  frillings  or  other  goods  similar  to  those  manufactured 
"  by  the  Plaintiffs,  and  having  a  name  in  which  is  included  the  word  *  Cash? 
"  or  which  is  otherwise  calculated  or  likely  to  mislead  or  deceive  the  public  into 
"  the  belief  that  the  business,  frillings,  or  goods  of  such  Company  are  the  business, 
"  frillings,  or  goods  of  the  Plaintiffs,  or  that  such  Company  is  carrying  on  the  20 
"  business  formerly  carried  on  at  Coventry  by  the  said  Messrs.  J.  and  J.  Cash, 
"  and  from  otherwise  assisting  any  such  Company  to  so  mislead  or  deceive  the 
"  public  ;  (3)  an  injunction  to  restrain  the  Defendant  from  soliciting,  or 
"  assisting  any  limited  or  other  Company  or  other  person  or  persons  to  solicit, 
"  whether  by  circular  or  otherwise,  any  former  customer  or  customers  of  the  25 
"  aforesaid  old  firm  of  Messrs.  J.  and  J.  Cash,  of  Coventry,  to  deal  with  the 
"  Defendant  or  such  limited  or  other  Company  or  other  person  or  persons,  or 
"  not  to  deal  with  the  Plaintiffs'  successors  in  business  of  the  said  old  firm ; 
"  (4)  damages  ;  and  (5)  costs." 

In  1895  the  Defendant  and  S.  Cash  and  T.  A.  Cash  were  carrying  on  at  30 
Coventry  a  business  which  comprised  the  manufacture  and  sale  of  ribbon 
frillings,  tapes,  and  other  textile  goods.    This  business  had  been  established 
many  years  previously  by  John  Cash  and  Joseph  Cash,  the  elder,  and  had  been 
carried  on  by  them  and  subsequently  by  the  said  8.  Cash  and  T.  A.  Cash,  the 
sons  of  John  Cash,  and  the  Defendant,  the  son  of  Joseph  Cash,  the  elder,  under  35 
the  firm  name  of  J.  and  J.  Cash.    In  1895  the  partners  formed  the  Plaintiff 
Company  to  acquire  the  business,  and  an  agreement  was  entered  into  under 
which  the  partners  agreed  to  sell  the  goodwill  and  Trade  Marks  and  trade 
names  and  the  exclusive  right  to  use  the  names  of  "  J.  and  J.  Cash "  and 
"Cash's  Frillings"  to  the  Company.    This  agreement  contained  clauses  by  40 
which  the  partners  undertook  to  act  as  directors  for  a  certain  period,  and  not 
whilst  directors  to  be  interested  in  similar  businesses  or  to  permit  their  names 
to  be  used  in  connection  therewith.    The  Defendant  was  subsequently  by  a 
deed  poll  of  the  1st  of  December  1895  released  from  his  engagement  to  remain  a 
director.    In  May  1899  the  Defendant  registered  a  Company  "  Joseph  Cash,  Ld."  45 
for  the  purpose  of  carrying  on  a  similar  business  to  that  of  the  Plaintiff 
Company  in  Coventry.    The  Plaintiffs  alleged  in  their  Statement  of  Claim 
and  evidence,  which  was  not   cross-examined  to,  was  given  to  prove  that 
"Cash's  Frillings,"  "Cash's  Woven  Names,"  and  "Cash's  Woven  Initials" 
meant  in  each  case  the  goods  of  the  Plaintiff  Company,  and  the  Defendant  did  50 
not  at  the  trial  claim  the  right  to  use  those  phrases. 

The  Statement  of  Claim,  in  addition  to  the  allegations  which  it  contained  refer- 
ring specially  to  those  phrases,  contained  the  following  passages  : — "  (3)  .  .  .  . 
"  For  a  long  time  prior  to  the  year  1895,  and  indeed  ever  since  the  institution 
"  of  the  said  business,  no  other  person,  firm,  or  Company  had  carried  on  any  55 
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44  similar  business  in  or  near  Coventry  or  in  any  other  part  of  the  United 
"  Kingdom  under  the  name  4  Cash?  or  under  any  name  or  style  including  the 
"  name  4  Cash '  as  part  thereof  ;  nor  in  or  since  the  year  1895  has  any  similar 
44  business  other  than  the  purchased  business  been  carried  on  in  or  near 
5  4i  Coventry  or  in  any  other  part  of  the  United  Kingdom  under  the  name 
u  *  Cash,'  or  under  any  name  or  style  including  the  name  *  Cash '  as  part 
44  thereof,  except  so  far  as  has  been  recently  done  by  the  Defendant  as 
44  hereinafter  stated.  (4)  The  purchased  business  as  established  and  carried 
"  on  as  aforesaid  has,  both  before  and  since  the  sale  thereof  to  the  Plaintiff 

10  "  Company  as  hereinafter  mentioned,  been  and  is  a  very  large,  extensive,  and- 
"  successful  one,  and  the  goods  of  the  purchased  business  have  for  many  years 
44  past   enjoyed,  and  still   enjoy,  a  great  and  valuable  reputation  which  is 
"  associated    with    the    name    4  Cash,    and    particularly  with   that  name   in 
44  connection  with  the  city  of  Coventry.    Goods  of  the  class  manufactured  by 

15  "  the  purchased  business  if  sold  under  the  name  4  Cash,1  and  especially  if  sold 
44  under  that  name  in  connection  with  the  city  of  Coventry,  have  for  many 
44  years  past  been  associated  by  the  trade  and  the  public  with  the  purchased 
44  business,  and  believed  to  be  (as  they  in  fact  were)  the  goods  of  the  purchased 
"  business,  and  any  merchant,  retail  tradesman,  or  other  person  with  knowledge, 

20  "  whether  special  or  ordinary,  of  such  matters  would  when  ordering  4  Cash's 
44  4  Frillings '  or  other  like  goods,  particularly  if  ordering  them  from  or  as 
"  manufactured  at  Coventry,  intend  to  order  and  get  the  frillings  or  other  goods 
"  manufactured  by  the  purchased  business.  (12)  Some  time  after  the  matters  in 
44  the  last  three  paragraphs  stated  (relating  to  Joseph  CasJi,  Ld.)  4  the  Defendant 

25  "  made  preparations  to  carry  on,  and  has  recently  commenced  to  carry  on 
44  at  Coventry  under  the  firm  or  style  of  4  Joseph  Cash  &  Co.J  a  business 
44  similar  in  all  respects  to  the  purchased  business,  and  including  in  addition 
44  to  the  manufacture  and  sale  of  ribbons,  frillings,  tapes,  and  other  textile 
44  goods,  the  production  of  woven  names  and  initials  for  the  purpose  of  marking 

30  "  or  identifying  linen  and  other  garments.  The  Defendant  is  in  fact  the  sole 
44  person  interested  in  the  so-called  firm  of  4  Joseph  Cash  &  Go!  (13)  The  result 
44  of  the  Defendant  carrying  on  business  similar  to  the  purchased  business 
44  under  the  name  ^Joseph  Gash  &  Co.,'  or  under  any  other  name  in  which  is 
*4  included  the  word  4  Cash?  will  necessarily  be  to  create  confusion  between 

35  "  the  business  so  carried  on  and  the  purchased  business,  and  to  represent  the 
44  business  so  carried  on  and  the  goods  thereof  as,  and  to  cause  the  same 
44  respectively  to  be  mistaken  for,  the  purchased  business  and  the  goods 
44  thereof.  Such  confusion,  misrepresentation,  and  mistake  have  already 
4#  been  caused  to  a  considerable  extent  by  the  aforesaid  proceedings  of  the 

40  "  Defendant."     Paragraph   14  alleged  a  deliberate  intention   on  the  part  of 

the  Defendant  to  create  confusion,  and  an  intention  to  transfer  his  business  to 

Joseph   Cash,   Ld.      Paragraph   16  related  to  the  relief  sought  in  respect  of 

soliciting  customers. 

The  Defendant  by  his  Defence  admitted  that  he  carried  on  a  business  at 

45  Coventry  under  the  firm  name  or  style  of  44  Josej)h  Cash  A  Co."  but  substantially 
denied  or  refused  to  admit  the  other  parts  of  the  paragraphs  above  set  out  or 
referred  to,  and  alleged  that  he  had  been  and  was  bond  fide  carrying  on  business 
in  his  own  name  as  he  was  entitled  to  do,  and  denied  that  the  Plaintiffs  were 
entitled  to  any  relief. 

50  On  the  25th  of  May  1900  an  interlocutory  injunction  was  granted  by 
KBKBWICH,  J.,  in  the  terms  of  that  claimed  by  the  writ. 

The  action  came  on  for  trial  before  Kbkbwich,  J.,  on  the  27th  of  February 
1901. 

Warrington,  K.C.,  and  C.  H.  Sargant  (instructed  by  Mackrell  &  Co.,  agents 

55  for  Wragge  &  Co.,  of  Birmingham)  appeared  for  the  Plaintiffs  ;  Hugo  Young, 
K.C.,  and  Leigh  Clare  (instructed  by  Maddocks  and  Colson,  agents  for  H. 
Maddocks)  appeared  for  the  Defendant. 
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Warrington,  K.C.,  opened  the  Plaintiffs'  case,  and  called  Messrs.  S.  Cash, 
R.  Creighton,  and  A.  E.  Binvhill  as  witnesses,  who  gave  evidence  in  support 
of  the  Plaintiffs'  case.  \Young,  K.C.,  stated  that  he  did  not  claim  for  the 
Defendant  the  right  to  sell  "  Cash's  Frillings  "  or  "  Cash's  Woven  Names  or 
"  Initials,"  but  only  the  right  to  trade  under  his  own  name.]  5 

Warrington,  K.C. — I  ask  to  restrain  the  Defendant  from,  carrying  on  business 
in  the  name  of  "  Gash  "  in  those  particular  articles. 

Young,  K.C,  and  Glare  for  the  Defendant. — It  is  contended  that,  because  the 
•  Defendant  has  the  name  of  "  Cash"  he  is  not  entitled  to  make  and  sell  those 
goods.  He  is  careful  not  to  confuse  his  business  or  goods  with  the  Plaintiffs',  10 
but  he  is  entitled  to  trade  as  Joseph  Gash.  The  Plaintiffs  cannot  have  a 
monopoly  so  that  no  one  named  "  Cash  "  can  trade  in  his  own  name  (Turton 
v.  Turton,  L.R.  42  Ch.  D.  128  ;  Jamicson  v.  Jamieson,  15  R.P.C.  169).  A  man 
named  Pears  can  sell  soap,  though  not  perhaps  as  Pears1  soap.  Although 
there  is  confusion,  yet,  if  there  is  no  misrepresentation,  a  person  is  entitled  to  15 
sell  his  goods  under  his  own  name.  [Kbkbwich,  J.,  referred  to  passages  in 
the  judgment  of  Lindley,  M.R.,  in  Powell  v.  Birmingham  Vinegar  Brewery 
Company  (13  R.P.C.  235  ;  L.R.  (1896)  2  Ch.  54).]  That  case  related  to  the 
name  of  the  goods  ;  the  Defendant  has  never  called  his  frillings  "  Cash's 
"  Frillings."  The  distinction  is  drawn  in  the  judgment  of  Vaughan  Williams,  20 
L. J.,  in  Jamieson  v.  Jamieson.  As  to  the  injunction  asked  for,  the  Defendant  is  not 
entitled  perhaps  to  trade  as  **  Joseph  Cash  &  Go"  but  the  part  chiefly  objected 
to  is  that  which  follows — "  or  under  any  name  in  which  is  included  the  word 
"  *  Gash  '  as  part  thereof."  As  to  the  second  injunction  claimed,  that  should 
be  qualified  too  in  a  similar  manner.  The  third  injunction  cannot  be  resisted.  25 
The  fact  that  a  special  bargain  was  made  on  the  sale  to  the  Plaintiff  Company 
as  to  the  use  by  the  Defendant  of  his  own  name  implies  that,  after  the  period 
mentioned,  he  is  to  be  free  to  use  his  name  as  recognised  in  Trego  v.  Hunt 
(L.R.  (1896)  A.C.  7). 

KEKEWICH,  J. — It  is  my  desire  to  deal  with  this  case  on  the  barest  possible  30 
facts.    It  may  be  that  the  connection  of  the  Defendant,  Joseph  Gash,  with  the 
old  firm,  and  with  the  Company  which  was  constructed  on  that  firm,  is  of 
importance.     It  may  be  that  his  having  been  a  director,  his  having" entered  into 
certain  agreements,  his  having  retired,  and  other  facts  of  that  character  are  of 
importance,  and  might  be  so  regarded  by  others.    To  my  mind  they  are  of  35 
little  or  no  importance,  and  I  prefer  to  deal  with  the  case  as  if  they  were  of  no 
importance  at  all.     I  quite  understand  Mr.  Clare's  argument.     He  says  that 
these  agreements,  into  which  he  entered,  and  which  put  a  restriction  upon  Mr. 
Joseph  Cash  to  a  certain  extent,  must  be  taken  as  implying  that  beyond  those 
there  were  no  restrictions  placed  upon  him.     If  my  view  is  right  and  that  40 
part  of  the  history  may  be  rejected,  of  course  that  argument  falls  to  the  ground. 
The  Plaintiffs  are  not  seeking  for  an  injunction  against  the  Defendant  under 
those  covenants,  or  in  any  way  in  consequence  of  those  covenants  or  agreements, 
or  the  position  in  which  he  was,  and  I  do  not  think  that  if  they  were  so 
seeking  they  would  have  any  basis  for  relief.     On  the  other  hand,  I  do  not  45 
m\self  see  how  Joseph  Cash  can  set  up  these  agreements  and  the  position  which 
he  occupied  as  a  defence  to  this  action.    The  Plaintiffs  are  seeking  to  insist 
upon  rights  which  are  quite  independent  of  those  agreements — rights  which 
are  theirs,  or,  to  use  an  expression  which  will  express  what  I  mean,  rights  by 
common  law  and  not  by  express  contract.     They  insist  upon  those,  even  though   50 
they  have  stipulated,  for  a  different  purpose,  and  at  a  different  time,  and  in  a 
different  connection,  for  other  privileges  and  restrictions. 

Now  what  are  the  bare  facts  as  proved  ?     The  Plaintiffs, J.  and  J.  Cash,  Ld., 
as  the  successors  in  business  of  J.  and  J.  Cash,  have  established  in  Coventry  a 
business  well  known  for  the  sale  of,  amongst  other  things,  "  Cash's  Frillings  "  55 
and  "  Cash's  Woven  Names  and  Initials."    They  sell  many  other  things,  which 
are  of  course  sold  by  many  others  in  the  same  town  and  elsewhere,  and  frilling^ 
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and  woven  names  and  initials  are  also  sold  by  many  others  in  the  same  town 
and  elsewhere  ;  but  it  is  proved  in  evidence  conclusively  that  if  anyone  offers 
for  sale  or  buys  "  Cash's  Frillings "  or  "  Cash's  Woven  Names  and  Initials," 
then  it  is  absolutely  understood  in  the  trade  that  what  is  sold  or  bought  is 
5  frillings  manufactured  by  the  Plaintiffs'  firm,  or  woven  names  and  initials 
manufactured  by  the  Plaintiffs'  firm.  They  have  established  that  right,  and 
the  right  to  use  this  phrase  "  Cash's  Frillings  "  and  "  Cash's  Woven  Names  and 
"  Initials  " — whether  it  may  be  properly  described  as  property  or  not  may  be 
open  to  question — is  theirs ;    it  is  a  thing  which  they  own,  and  cannot  be 

10  taken  away  from  them  by  any  other  person  without  what  the  law  regards  as 
fraud.  That  is  the  principle  of  Reddaway  v.  Banham,  and  the  principle  of 
many  other  cases,  both  before  and  since  that  date,  though  perhaps  expounded 
there  more  clearly  and  precisely  than  anywhere  else. 

Now,  that  being  so,  one  Joseph  Cash  appears  on  the  scene.    I  put  it  in  that 

15  way  because  I  have  endeavoured  to  get  rid  of  all  his  antecedents  for  this 
purpose.  They  may  be,  as  I  say,  important  in  the  views  of  others,  but  for  my 
present  purpose  they  are  unimportant.  Joseph  Cash  appears  on  the  scene.  He 
is  minded  to  set  up  business  in  Coventry.  He  has  not  taken  the  name  of 
Joseph  Cash  for  the  purpose.     It  is  important  to  mention  that.    He  has  not 

)0  changed  his  name.  He  has  been  Joseph  Cash  from  boyhood  ;  he  is  Joseph 
Cash  now,  and  he  is  desirous  to  trade  as  Joseph  Gash  or  Joseph  Cash  A  Co. 
Nobody  can  possibly  prevent  his  doing  that ;  and  he  desires  to  trade  in 
such  goods  as  the  Plaintiffs  trade  in.  Subject  to  the  possible  exception  of  the  two 
articles  which  I  have  mentioned,  there  is  nobody  who  can  prevent  him  doing  that ; 

25  but  he  also  desires  to  sell  frillings  and  woven  names  and  initials,  and  the 
question  is  whether  he  can  legally  do  that.  Now  if  he  attempted  to  sell 
"Cash's  Frillings"  or  "Cash's  Woven  Names  and  Initials" — I  will  not 
repeat  the  latter  again  ;  I  will  simply  speak  of  "  Cash's  Frillings " — if  he 
attempted  to  sell  "  Cash's  Frillings  "  by  that  name,  and  advertised  them,  or  in 

30  any  way — to  use  the  trade  phrase — pushed  them  as  "  Cash's  Frillings,"  I  have 
no  doubt  whatever — and  I  do  not  think  it  open  to  doubt — that  he  could  be 
restrained,  and  ought  to  be  restrained.  The  passage  in  Lord  Litidley's 
judgment  in  Jarniemn  v.  Jatnieson  seems  to  me  conclusive  on  the  point.  It 
has  been  read  once  or  twice  before,  but  I  will  read  it  again,  because  it  so 

35  exactly  hits  off  the  position  as  I  wish  to  state  it : — "  The  Court  ought  not  to 
"  restrain  a  man  from  carrying  on  business  in  his  own  najne  simply  because 
"  there  are  other  people  who  are  doing  the  same,  and  who  will  be  injured  by 
"  what  he  is  doing.  It  would  be  intolerable  if  the  Court  were  to  interfere,  and 
"  to  prevent  people  from  carrying  on  business  in  their  own  names  in  rivalry  to 

40  "  others  of  the  same  name.  There  must  be  something  far  more  than  that,  viz., 
"  that  the  person  who  is  carrying  on  business  in  his  own  name  is  doing  it  in 
"  such  a  way  as  to  pass  off  his  goods  as  the  goods  of  somebody  else.  We  must 
"  not  lose  sight  for  a  moment  of  the  real  question  which  we  have  to  try — the 
"  question  of  fact " — that  is  to  say,  the  question  of  fact  whether  he  is  passing 

45  off  or  conducting  his  trade  in  such  a  way  as  to  pass  off  his  goods  as  the  goods 
of  somebody  else.  Although  it  is  not  stated  there  by  Lord  Lindley  as  an 
affirmative  proposition,  and  it  is  only  saying  that  you  must  have  that  in  order 
to  entitle  the  Court  to  grant  relief,  still  his  meaning  is  clear,  and  there  is  no  doubt 
about  it  that,  if  you  find  that,  then  relief  follows  and  the  injunction  must  go. 

50  I  will  not  read  the  passage  from  Lord  Justice  Vaughan  Williams'  judgment 
which  has  been  referred  to  ;  but,  in  addition  to  that,  the  same  learned  Judge 
said  substantially  the  same  thing,  though  in  different  language,  with  reference 
to  different  circumstances,  in  Powell  v.  Birmingham  Vinegar  Company  in  1896, 
2  Chancery.    He  says  at  the  bottom  of  page  69  : — "Again,  if  a  person  uses 

55  "  words  which  simply  describe  the  kind  of  goods  he  makes  or  sells — e.g., 
"  leather  boots— it  would  be  intolerable  to  confer  upon  him  the  right  to  prevent 
"  pther  persons  from  honestly  using  the  same  words  to  describe  what  they 
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44  make  or  sell.  Although,  however,  a  person  by  using  his  own  name,  or  a 
44  merely  descriptive  word,  Jo  denote  a  particular  article,  cannot  prevent  other 
44  bond  fide  traders  of  the  same  name  from  using  it,  or  prevent  other  bond  fide 
"  traders  making  or  selling  the  same  sort  of  goods  from  using  the  same 
"  descriptive  words,  yet,  even  in  such  a  case,  if  the  descriptive  name  is  proved  5 
"  to  mean  the  goods  of  the  Plaintiff,  and  if  deception  is  also  proved,  a  person 
"  may  be  restrained  from  using  such  name  or  word  without  taking  such  steps 
"  as  will  render  mistakes  unlikely  to  occur."  These  remarks  in  that  case  were 
made  by  Lord  Llndley  immediately  after  referring  to  Turton  v.  Turton.  In 
Txirton  v.  Turton,  Lord  Esher,  then  Master  of  the  Rolls,  used  some  very  10 
strong  observations  against  the  impropriety  of  preventing  a  man  trading  in  his 
own  name,  but  the  answer  to  the  citation  of  that  case  on  behalf  of  the  Defen- 
dant here  is,  that  what  the  Plaintiff  there  endeavoured  to  do  was  to  prevent  a 
man  trading  in  his  own  name.  He  was  John  Turton,  and  he  had  sons,  and  the 
Court  held  that  he  was  entitled  to  trade  as  John  Turton,  or  with  his  sons  as  15 
John  Turton  &  Sons ;  and  the  observations  of  the  Master  of  the  Rolls  were 
directed  to  that,  and  to  that  only,  and  not  at  all  to  that  possible  case  of  deception 
with  which  Lord  Lindley  was  dealing,  and  which  he  says  is  essential  to  the 
Plaintiff's  case  in  order  that  he  may  get  reJief. 

Now  the  question  for  me  is  a  question  of  fact,  whether  there  is  deception  in  20 
this  case  ;  and  certainly  this  case,  as  far  as  I  am  aware,  stands  entirely  alone. 
Joseph  Cash,  the  Defendant,  intends  and  desires  to  carry  on  business  in  Coventry 
in  large  classes  of  goods  in  which  the  Plaintiffs  deal.    As  I  have  said,  there  is 
nothing  to  prevent  his  doing  that.     He  proposes  to  deal,  amongst  other  things, 
in  frillings,  and  in  those  goods  which  I  said  I  would  leave  out,  because  one  25 
example  is  as  good  as  two.     Now  is  it  possible  for  Joseph  Cash  to  have  a  shop 
in  Coventry,  and  there  to  sell  frillings,  without  those  frillings  being  sold  and 
known  as  "  Cash's  Frillings  "  ?     It  seems  to  me,  speaking  as  a  Jury,  and  simply 
applying  such  knowledge  of  the  world  generally  as  I  can  to  the  subject,  that  it 
is  impossible  that  that  can  be  done.     I  do  not  see  how  he  can  sell  them.    He  30 
might  of  course — he  is  not  likely  to  do  so — label  his  boxes,  "  Brown's  Frillings." 
He  might,  to  any  person  asking  for  frillings,  say  :  "  Remember  these  are  not 
44  4  Cash's  Frillings,'  but  they  are  *  Brown's  Frillings.'"    What  would  happen  if 
he  did  that  very  unlikely  thing  I  cannot  pretend  to  say,  but  selling  frillings 
over  the  counter,  and  keeping  frillings  as  part  of  his  stock-in-trade,  sending  35 
frillings,   in    obedience    to    orders,  on    his  own   billheads  with  44  Cash,"  or 
u  Cash  &  Co.,"  is,  to  my  mind,  tantamount  to  selling  "  Cash's  Frillings,"  and 
it  seems  to  me,  according  to  the  judgments  I  have  read,  he  is  not  entitled  to 
do  that. 

I  have  mentioned  to  Mr.  Warrington  that  I  think  a  difficulty  might  arise  if  40 
he  took  some  other  person  into  partnership,  and  it  was  Cash,  Brown  A  Co. 
instead  of  Gash  <k  Co.    I  do  not  need  to  decide  that  question  until  it  arises,  but 
as  long  as  he  is  Joseph  Cash  and  Joseph  Cash  only,  I  do  not  think  he  can 
possibly — I    doubt  whether  he  can,  with  all   the  precautions    that    I   have 
suggested,  which  are  unlikely  but  within  the  conception  of  man, — but  certainly,  45 
simply  selling  them  over  the  counter  or    selling  in   obedience    to    orders, 
wholesale  or  retail,  I  do  not  think  he  can   sell  frillings  except  as  "Cash's 
44  Frillings."    He  is  not  entitled  to  sell  as  u  Cash's  Frillings."    To  sell  44  Cash's 
44  Frillings  "  is  to  represent  that  they  are  the  goods  of  the  Plaintiffs,  and  that 
he  is  not  entitled  to  do.    I  grant  an  injunction  on  these  lines,  not  going  beyond  50 
that,  as  regards,  of  course,  both  the  frillings  and  the  woven  names. 

As  regards  the  third  branch  of  the  injunction,  Mr.  Young  has  admitted  that 
it  must  go.  There  is  nothing  to  be  said  against  that.  Though  the  injunction 
is  much  more  limited  than  was  asked  by  the  Statement  of  Claim,  and  is  much 
more  limited  than  the  interlocutory  Order  limited  it,  still  the  Plaintiffs  have  55 
succeeded  in  what  they  came  here  to  insist  upon,  and  they  are  entitled  to  the 
costs  of  the  action. 


Vol.  XVIII.,  No.  8.]     AND  TRADE  MARK  OASES.  219 

J.  and  J.  Cash,  Ld.  v.  Gash. 

Clare. — I  submit  that  the  interlocutory  injunction  granted  was  too  large,  and 
the  effect  of  it  has  been  to  stop  Mr.  Cash  from  carrying  on  business  at  all ;  that 
is  to  say,  it  has  stopped  him  from  carrying  on  business  in  his  own  name  as 
Joseph  Cash,  not  only. with  regard  to  frillings,  woven  names,  and  initials,  but 
5  with  regard  to  anything  else,  and  the  result  has  been  bankruptcy.  I  ask  for  an 
inquiry  as  to  damages. 

Warrington,  Q.C. — There  is  no  evidence  here  that  the  Defendant  ever 
intended  to  start  any  business  whatever  except  in  the  woven  names  and 
initials.    The  only  evidence  of  any  business  actually  carried  on  by  him,  or 

10  intended  to  be  carried  on  by  him,  consists  of  the  woven  names  and  initials 
contained  in  his  price  lists.  Therefore  there  is  no  evidence  before  your 
Lordship  at  all  that  he  has  been  prevented  from  carrying  on  any  businesses 
except  those  which  are  covered  by  the  injunction  your  Lordship  proposes  to 
grant.     There  ought  to  be  some  evidence  of  that  in  order  even  to  found  an 

15  inquiry  as  to  damages. 

Clare. — There  is  the  statement  in  the  Statement  of  Claim  that  he  has  been 
carrying  on  businesses,  not  merely  with  regard  to  frillings  and  names,  but  with 
regard  to  ribbons  and  other  textile  goods. 

Warrington. — That  is  denied  in  the  Defence,  if  we  are  to  go  upon  the 

20  pleadings. 

Kbkewich,  J. — Supposing  damages  ought  to  be  awarded,  to  whom  would  they 
belong  ? 

Clare. — Down  to  the  bankruptcy  they  might  belong  to  the  trustee  in  bank- 
ruptcy, but  since  the  bankruptcy  they  belong  to  the  Defendant ;  and  of  course, 

25  in  assessing  his  damages  now,  the  fact  that  he  has  been  made  a  bankrupt  may 
be  an  element. 

Kbkewich,  J. — The  old  practice  was  perfectly  clear  so  far  as  it  went.  If  an 
interlocutory  Order  for  an  injunction  containing,  as  of  course  it  did,  the  under 
taking  in  damages,  was  not  continued,  when  it  was  granted  for  a  short  time,  and 

30  the  Plaintiff  sought  to  renew  it ;  or,  if  at  the  trial  the  injunction  granted  until 
trial  or  further  Order  dropped,  and  there  was  no  injunction  granted  in  its 
place,  or  nothing  at  all  like  it,  then,  as  I  have  heard  it  laid  down  more  than 
once,  the  inquiry  as  to  damages  was  a  matter  of  course.  You  need  not  allege 
damages,  still  less  prove  it,  but  you  were  entitled  to  your  inquiry.    That  was 

35  the  practice  of  the  Court  on  the  undertaking — of  course  at  the  risk  of  the 
person  applying  for  it.  Therefore,  if  I  had  that  case  here,  I  should  certainly 
not  hesitate  to  give  the  Defendant  this  inquiry  at  once  ;  but  I  have  not  exactly 
that  case  here.  I  have  an  injunction  which  was  certainly  too  large.  The 
Plaintiffs  have  not  attempted  to  hold  it  in  its  large  form ;  it  has  been  con- 

40  siderably  altered,  and  to  that  extent  the  Defendant  has  a  ground  of  complaint, 
because  he  ought  not  to  have  been  restrained  in  such  large  terms.  On  the 
other  hand,  the  damage  suggested  is  bankruptcy  ;  that  is  to  say,  loss  of  trade 
by  reason  of  the  Order  which  made  it  impossible  for  him  to  go  on.  I  have 
no  proof  at  all  that  the  effect  of  the  injunction  produced  the  bankruptcy. 

45  There  is  certainly  more  than  one  question  of  construction  on  the  Order,  and 
I  do  not  think  that  this  is  a  case  in  which  the  Order  is  swept  away,  as  in  the 
instances  to  which  I  was  referring  just  now.  It  does  not  drop  altogether.  It 
is  renewed  in  a  different,  more  precise,  and,  I  hope,  more  happy  form,  but 
it  has  not  gone  altogether.    I  do  not  think  I  can  leave  out  of  consideration 

50  that  the  person  asking  for  the  inquiry,  the  Defendant,  is  an  undischarged 
bankrupt.  Quite  apart  from  the  question,  which  must  be  left  open  for 
argument,  whether  damages,  if  recoverable,  belong  to  the  trustee  in  bankruptcy 
for  the  benefit  of  the  estate  or  to  Mr.  Cash  for  his  own  benefit,  I  think  it  would 
be  extremely  wrong  to  put  the  Plaintiffs  to  the  expense  of  an  inquiry  conducted 

55  by  a  gentleman  from  whom  they  can  get  no  costs,  and,  because  it  is  an 
exceptional  case,  I  think  I  am  justified  in  not  applying  the  general  rule  to 
this  and  saying  that  the  inquiry  ought  to  go.    Still  I  do  not  think  I  ought  to 
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refuse  it.  What  I  propose  to  do  is  to  give  the  Defendant  liberty  to  move  for  an 
inquiry  as  to  damages  upon  some  day,  with  my  sanction.  I  will  give  him 
leave  to  serve  notice  of  motion  for  some  convenient  day,  on  two  days'  notice, 
and  then  the  question  can  be  considered  whether  he  ought  to  have  his  trustee 
in  bankruptcy  here  or  not,  and  also  whether  some  damage  must  be  alleged  and  5 
proved  or  not.  As  at  present  advised,  I  should  not  be  disposed  on  such  a 
motion  to  grant  an  inquiry  as  to  damages  without  some  evidence  that  the  effect 
of  the  Order  has  been  to  produce  the  bankruptcy. 

The  Order  made  was  as  follows  : — "  This  Court  doth  order  that  the  Defen- 
"  dant  be  restrained  from  carrying  on  the  business  of  a  manufacturer  or  seller  10 
"  of  f riilings  or  woven  names  or  initials  under  the  name  of  '  Joseph  Cash  Jk  Co.* 
44  or  under  the  name  of  *  Cash,'  and  from  carrying  on  any  such  business  under 
44  any  name  or  in  any  manner  so  as  to  mislead  or  deceive  the  public  into  the 
"  belief  that  the  business  of  the  Defendant  or  the  f riilings  or  woven  names  or 
"  initials  manufactured  or  sold  by  him  are  the  business  of  or  goods  manu-  15 
"  factured  by  Plaintiffs,  or  that  the  Defendant  is  carrying  on  the  business 
44  formerly  carried  on  at  Coventry  by  Messrs.  J.  and  J.  Cash,  the  vendors  to 
44  and  predecessors  in  business  of  the  Plaintiffs.  And  it  is  ordered,  that  the 
"Defendant  be  also  restrained  from  making  over  his  business  in  f riilings 
"  or  woven  names  or  initials  to  or  acting  as  managing  director  of  any  20 
44  limited  or  other  Company  formed  to  carry  on  business  in  frillings  or  woven 
44  names  or  initials,  and  having  a  name  which  is  calculated  or  likely  to  mislead 
"  or  deceive  the  public  into  the  belief  that  the  business,  frillings,  or  woven 
w  names  or  initials  of  such  Company  are  the  business,  frillings,  or  woven  names 
"  or  initials  of  the  Plaintiffs,  or  that  such  Company  is  carrying  on  the  business  25 
44  formerly  carried  on  at  Coventry  by  the  said  Messrs.  J.  and  J.  Cash,  and  from 
44  otherwise  assisting  any  such  Company  to  so  mislead  or  deceive  the  public, 
"  and  that  the  Defendant  be  also  restrained  from  soliciting  or  assisting  any 
44  limited  or  other  Company  or  other  person  or  persons  to  solicit,  whether  by 
"  circular  or  otherwise,  any  former  customer  or  customers  of  the  aforesaid  old  SO 
"  firm  of  Messrs.  J.  and  J.  Cash,  of  Coventry,  to  deal  with  the  Defendant  or 
44  such  limited  or  other  Company  or  other  person  or  persons  for  goods  of  a  kind 
"  manufactured  by  the  said  old  firm  and  still  manufactured  by  the  Plaintiffs,  or 
"  not  to  deal  with  the  Plaintiffs,  the  successors  in  business  of  the  said  old  firm, 
44  for  goods  of  the  kind  aforesaid.  And  it  is  ordered,  that  the  Defendant  pay  35 
44  to  the  Plaintiffs  their  costs  of  this  action,  to  be  taxed  by  the  Taxing 
44  Master,  and  the  Defendant  is  to  be  at  liberty  to  apply  for  an  inquiry  as  to 
44  damages  sustained  by  reason  of  the  said  interim  Order  upon  giving  to  the 
44  Plaintiffs  two  days'  previous  notice  of  his  intention  so  to  do." 
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In  the  Matter  of  Sachses  Application  for  a  Patent. 


Before  The  Solicitor-General, 

December  18th,  1900. 

In  the  Matter  of  Sachse's  Application  for  a  Patent. 

Opposition  to  grant. — Master  Patent. — Minimum  of  invention. — Specific 
reference. 

In  cases  wliere  the  main  claim  is  shown  to  have  been  anticipated  and  the  very 
minimum  of  invention  is  left,  every  precaution  should  be  taken  to  limit  the 
Letters  Patent  to  so  much  of  the  claim  as  is  in  reality  an  invention,  and  the 
position  of  a  Master  Patent  is  not  to  be  discussed  in  any  narrow  spirit 

10      On  the  14th  of  September  1898  Arthur  Otto  Sachse  applied  for  a  Patent 
(No.  19,565,  A.D.  1898)  for  "Improvements  in  or  relating  to  anti-vibratory 
"  supports  for  incandescent  gas  or  oil  burners  and  mantles." 
.  The  Specification  contained  three  claims,  viz. : — "  (1)  In  an  anti-vibratory 
"  support  for  an  incandescent  burner  the  combination  with  a  Bunsen  tube  of  a 

15  "  heavy  body  such  as  A,  the  bottom  of  which  extends  below  the  air  holes 
"  in  the  Bunsen  tube  and  is  recessed  to  admit  air  thereto  substantially  as 
u  described.  (2)  In  an  anti-vibratory  support  for  an  incandescent  burner  the 
"  combination  with  a  Bunsen  tube  and  a  heavy  body  surrounding  it  of  a  ring  G 
"  of  soft  non-combustible  material  between  the  tube  and  the  body  substantially 

20  "  as  described.  (3)  The  complete  anti-vibratory  support  for  an  incandescent 
"  burner  substantially  as  described  and  illustrated  in  the  accompanying 
"  drawings." 

The  grant  of  a  Patent  was  opposed  by  William  Richard  Clay  on  the  ground 
that  the  invention  had  been  patented  on  an  application  of  prior  date,  viz.,  the 

25  Opponent's  Patent  No.  17,679  of  1897. 

Neill  for  the  Opponent  asked  the  Comptroller  to  strike  out  the  Applicant's 
first  claim  and  to  insert  in  the  Applicant's  Specification  a  reference  by  name 
and  number  to  Clay's  Patent,  which  was  alleged  to  be  a  Master  Patent. 
The  Comptroller,  without  deciding  whether  Clay's  Patent  was  a  Master 

30  Patent,  held  that  the  Applicant's  first  claim  was  not  substantially  different 

from  Claims  1  and  2  of  the  Opponent.    He  ordered  the  insertion  in  the 

Specification  of  a  disclaimer  in  general  terms  and  struck  out  the  first  claim. 

Subject  thereto  he  decided  to  seal  a  Patent  to  the  Applicant. 

The  Opponent  appealed  from  the  Comptroller's  refusal  to  order  a  specific 

35  reference  to  Clay's  Patent. 

Bucknill  appeared  as  Counsel  for  the  Applicant;  and  Neill  appeared  as 
Counsel  for  the  Opponent. 

Sir  E.  Carson,  S.-Q. — In  this  case  the  main  claim  of  the  Applicant  was,  on 
the  hearing  before  the  Comptroller,  disallowed  on  the  ground  of  anticipation, 

40  and  the  claim  was  restricted  to  the  very  minor  invention,  if  it  be  an  invention, 
contained  in  Claim  2  of  the  Specification  as  originally  accepted.  The  Comp- 
troller also  very  properly  ordered  the  Applicant  to  insert  a  disclaimer  m 
reference  to  certain  inventions  which  might  otherwise  be  covered.. by. the 
Specification.    In  cases  where  the  main  claim  is  shown  to  have  been  antici- 

X 
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pated  and  the  very  minimum  of  invention  is  left,  as  in  the  present  case,  I 
think  every  precaution  should  be  taken  to  limit  the  Letters  Patent  to  so  much 
of  the  claim  as  is  in  reality  an  invention. 

In  the  present  case  I  am  not  asked  to  determine,  even  if  I  had  jurisdiction, 
whether  what  has  been  left  under  the  decision  of  the  Comptroller  amounts  to  5 
an  invention  at  all.  But  the  Appellant  claims  that,  in  addition  to  the  disclaimer 
as  framed  under  the  decision  of  the  Comptroller,  the  Letters  Patent  granted  to 
William  Richard  Clay  (No.  17,679  of  1897)  ought  to  be  specifically  referred  to. 
On  the  other  hand,  it  is  contended  by  the  Respondent  that,  as  Clay's  Letters 
Patent  do  not  form  a  Master  Patent,  the  Appellant  has  no  right  to  have  such  a  10 
reference  made.  In  a  case  like  the  present,  where  I  find  a  mere  minimum  of 
invention,  I  am*  not  going  to  discuss  the  position  of  a  Master  Patent  in  any 
narrow  spirit. 

I  have  come  to  the  conclusion  that  Clay's  Patent  is  one  of  very  great 
importance  in  the  manufacture  of  anti-vibratory  supports  for  incandescent  gas  15 
mantles,  and  I  think  he  is  entitled  to  be  protected  from  any  possibility  of 
confusing  his  invention  in  the  disposition  of  the  Letters  Patent  now  under 
consideration.  I  shall  therefore  direct  the  Comptroller,  in  addition  to  the 
disclaimer  already  directed  by  him,  to  insert  a  reference  to  Clay's  Patent. 

With  reference  to  the  general  claim  made  by  Claim  3  in  the  Specification  as  20 
originally  accepted,  I  pointed  out  to  Mr.  Bucknill,  Counsel  for  the  Applicant, 
that  such  a  claim,  having  regard  to  the  decision  of  the  Comptroller  and  to  the 
accompanying  drawings  which  were  applicable  to  the  claim  before  that  decision, 
could  not  be  supported ;  and  I  think  great  care  ought  to  be  taken  that  such 
general  claims  are  restricted  to  the  real  subject-matter  of  the  Patent.  Mr.  25 
Bucknill  agreed  to  the  striking  out  of  this  paragraph,  and  I  shall  therefore 
direct  the  Comptroller  to  further  amend  the  Specification  by  so  striking  it  out. 

As  the  Appellant  has  succeeded  before  me,  the  Respondent  must  pay  six 
guineas  costs. 


In  the  High  Court  of  Justice.— Chancery  Division.  30 

Before  Mr.  Justice  Kekewich. 

March  14th,  15th,  16th,  and  18th,  1901. 

Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Holborn  Tyre  Company,  Ld. 

Patent.  —  Action    for    infringement. — Articles    alleged    to    be    made  for 
a    licensee. — Repair   or  reconstruction  of  patented  articles. — Judgment  for  35 
Plaintiffs. 

The  owners  of  the  Welch  Patent  {the  validity  of  which  was  established  in  the 
House  of  Lords  in  the  Pneumatic  Tyre  Company,  Ld.  v.  Leicester  Pneumatic 
Tyre,  <fcc.  Company,  16  R.P.C.  581),  having  brought  an  action  for  infringe- 


Vol.  XVIlt,  No,  9.]    AND  TRADBl  MAtlK  (JA^ES. 

Dunlop  Pneumatic  Tyre  Company,  Ld,  v.  Holborn  Tyre  Company,  Ld. 

ment,  the  Defendants'  case  as  to  part  of  the  alleged  infringements  ivas  that  the 
tyres  complained  of  had  been  in  substance  made  for  a  licensee,  and  farther,  tlxat 
there  had  been  such  waiver  or  delay  on  the  part  of  the  Plaintiffs  as  to  disentitle 
them  to  relief,  and  also  that,  owing  to  the  circwnstances,  there  was  no  possibility 
5  of  further  infringement,  and  therefore  that  an  injunction  should  not  be  granted ; 
and,  as  to  the  other  alleged  infringements,  that  what  had  been  done  were 
legitimate  repairs. 

Held,  on  tlie  first  part  of  the  case,  that  the  Defences  failed  on  the  facts ;  and, 
on  tlie  second  part  of  the  case,  that  substantially  fietv  articles  were  made  by  the 
10  Defendants,  and  tliat,  wJiether  an  injunction  would  have  been  granted  or  not 
on  the  first  part  of  the  case  alone,  the  Plaintiffs  were  entitled  to  an  injunction 
restraining  infringement  of  the  Patent.  An  injunction  was  accordingly 
granted,  and  an  inquiry  as  to  damages  and  costs  as  between  solicitor  and 
client. 

15  On  the  9th  of  February  1900  the  Dunlop  Pneumatic  Tyre  Company,  Ld., 
and  the  Pneumatic  Tyre  Company,  Ld.,  commenced  an  action  against  the 
Holborn  Tyre  Company,  Ld.,  and  Adolphus  Isidore  Rath  for  infringement  of 
Welch's  Patent  (No.  14,563  of  1890),  granted  for  "  Improvements  in  rubber 
"  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles." 

20  The  Complete  Specification  will  be  found  set  out  in  the  report  of  the 
Pneumatic  Tyre  Company,  Ld.  v.  Leicester  Pneumatic  Tyre  Gompany,  Ld. 
(16  R.P.C.  531),  where  the  Patent  was  upheld  by  the  House  of  Lords. 

No  pleadings  were  delivered  in  the  action,  and  the  only  question  was  that 
of  infringement. 

25  The  Plaintiffs  moved  for  an  interim  injunction,  but  no  injunction  was 
granted.  On  that  motion  the  issue  raised  was  whether  or  not  what  the 
Defendants  were  doing  was  repair  or  substantially  the  construction  of  new 
tyres.  On  an  application  by  the  Defendants  for  further  and  better  Particulars 
of  the  tyres  upon  which  the  Plaintiffs  intended  to  rely,  the  Plaintiffs  stated 

30  that  they  confined  their  case  to  the  tyres  referred  to  in  the  affidavits  filed  on  the 
motion,  and  no  Order  was  made.  Subsequently,  pursuant  to  an  Order  of 
Farwell,  J.,  of  the  13th  of  November  1900,  the  Plaintiffs  delivered  Particulars 
of  further  acts  of  infringement  upon  which  they  intended  to  rely  at  the  trial, 
which  were  as  follows : — "  The  Defendant  Adolphus  Isidore  Bath  from  the 

35  "  month  of  April  1898  continuously  to  the  present  date  and  the  Defendant 
"  Company  from  the  month  of  October  1898  to  the  26th  day  of  June  1900  have 
"  each  manufactured  and  caused  to  be  manufactured  and  sold  large  numbers  of 
"  pneumatic  tyres  made  in  accordance  with  the  Letters  Patent  sued  upon  and 
"  in  infringement  thereof.    Such  tyres  were  made  up  with  treads  beariog  upon 

40  "  them  the  words  *  Scott  Standard  Tyres,'  licensed  under  the  Dunlop  Company's 
"  '  Patent,'  but  such  tyres  were  not  manufactured  under  any  license  from  the 
"  Plaintiff  Companies  or  either  of  them  or  their  predecessors  in  title." 

Moulton,  K.C.,  A.  J.  Walter,  and  J.  A.  Bucknill  (instructed  by  J.  and  F.  B. 
Purchase)  appeared  for  the  Plaintiffs  ;  Rawlinson,  K.O.,  and  Dobb  (instructed 

45  by  White  and  De  Buriatte)  appeared  for  the  Defendants. 

Walter  opened  the  Plaintiffs'  case. — There  is  no  question  of  validity.  There 
are  two  branches  of  the  case — that  relating  to  the  tyres  referred  to  in  the  affidavits 
on  the  motion,  and  that  relating  to  the  tyres  manufactured  and  sold  by  tho 
Defendants  on  which  the  words  mentioned  in  the  further  Particulars  were 

50  impressed.  As  to  the  former,  the  Defendants  say  that  they  only  did  mere 
repairs.    But  on  opening  one  of  the  tyres  it  has  been  found — taking  a  sample 
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of  what  was  done — that  the  outside  cover  of  the  article  as  sold  bears  the  mark 
of  b  tyre  28  in.  in  diameter  by  l^in.  in  cross-section,  and  on  ripping  open  the 
tyre  that  the  materials  which  are  inside  are  28  in.  by  If  in.,  and  that  the 
canvas  has  been  entirely  removed  and  that  the  old  wire  marks  are  in  different 
places  to  what  they  would  be  in  the  tyre  as  at  present,  and  that  the  tyre  5 
has  been  entirely  reconstructed.  In  another  case  the  tyre  as  sold  is  marked 
28  in.  by  If  in.,  and  on  opening  the  tyre  it  is  found  that  the  Defendants 
have  used  the  old  materials  of  a  28  in.  by  2  in.  tyre  as  far  as  they  could, 
and  an  absolutely  new  tyre  has  been  made.  Again,  in  one  tyre  there  is 
one  wire  with  a  right-  and  left-handed  screw,  and  the  other  wire  is  a  10 
brazed  wire.  The  Defendants  have  bought  up  old  tyres  constructed  under 
the  Patent  or  under  licences  ;  the  Plaintiff  Company  being  the  only  persons  who 
make  tyres  with  endless  wires  under  the  Patent.  The  tyres  bought  were  dealt 
with  in  the  following  way — the  canvas  and  old  rubber  tread  were  taken  off 
and  the  wires  were  cut  and  the  ends  joined  by  screws.  Furthermore,  the  15 
canvas  out  of  old  tyres  is  taken,  and  from  the  parts  not  worn  long  strips  of 
fabric  are  made  for  the  purpose  of  being  made  up  into  tyres.  As  to  the  other 
branch  of  the  case,  Mr.  Scott  possessed  a  licence  under  the  Patent ;  subsequently 
all  the  licences,  including  his,  were  bought  by  the  Amalgamated  Tyre  Company. 
Mr.  Rath,  alleging  that  he  had  old  "  Scott's  Standard  Tyres  "  to  repair,  bought  20 
from  Mr.  Scott  treads  with  the  old  licensed  mark  on  them,  and  made  them  up 
in  new  tyres.  Subsequently  through  an  old  foreman  of  Mr.  Scott  he  bought 
new  treads  bearing  the  same  mark  from  certain  rubber  companies. 

The  following  witnesses  were  called  for  the  Plaintiffs,  namely  : — Messrs.  R. 
Scott,  G.  Burton,  H.  Frankenberg,  W.  Smith,  H.  Elvin,  A.  Af.  James,  F.  T.  25 
Swanboroughj  as  to  the  "  Scott's  Standard  Tyres  "  ;  and  Messrs.  W.  J.  Rackham, 
H.  Humpherstone,  F-.  G.  Eaton,  C.  Baker,  F.  C.  Baisley,  manager  of  the 
Plaintiffs'  Patent  department,  T.  W.  Perrott,  C.  H.  Stone,  and  A.  Galley,  as  to 
the  other  part  of  the  case. 

Rawlinson,   K*C,   opened    the  Defendants'    case. — The    Scott   matter    was  30 
admittedly  over  in  1898,  and  the  full  facts  were  known  to  the  Plaintiffs.    In 
February  1899  this  action  was  commenced,  but  was  based  on  the  other  branch 
of  the  case,  and  the  Scott  matter  was  not  brought  forward  until  November 
1900.     It  is  impossible  that  it  could  occur  again,  so  that  it  is  not  a  case  for  an 
injunction,  and  even  if  there  has  been  infringement,  it  is  submitted  that  the  35 
damages  should  be  nominal.    As  to  infringement,  Mr.  Scott  had  the  right  to 
manufacture  tyres  for  the  Amalgamated  Tyre  Company,  who  were  licensees  in 
trust,  and  he  could  employ  anyone  to  manufacture  for  him.    The  evidence  of 
Mr.  Rath  will  be  that  he  was  expressly  authorised  by  Mr.  Scott  to  make  the 
"  Standard  "  tyres ;  upon  that  point  there  will  be  a  conflict.    On  the  other  part  40 
of  the  case,  I  shall  submit  that  the  Defendants  had  the  right  to  repair,  and  that, 
where  new  materials  were  used,  they  were  legitimately  used  for  the  purpose  of 
strengthening  in  repair. 

The  following  witnesses  were  called  for  the   Defendants,  namely  : — The 
Defendant  Mr.  Rath,  Messrs.  J.  Hughes,  E.  Gray,  T.  Maley,   W.   Turner,  45 
formerly  director  and  manager  of  the  Turner  Pneumatic  Tyre  Company,  Ld., 
and  M.  Beyl. 

Rawlinson,  K.C.,  summed  up  the  Defendants'  case. — As  to  the  question  of 
repairs,  the  eight  exhibited  tyres  have  been  picked  out  of  a  large  number,  and 
musjt  be  taken  aa  the  worst  cases  there  can  be  put  against  the  Defendants.  50 
There  is  no  doubt  that  there  is  no  objection  to  taking  off  the  rubber  strip 
or  to  substituting  a  new  strip,  provided  that  the  old  canvas  is  used  or  the 
old  wires  are  vsed ;  nor  to  patching  the  rubber  strip  or  canvas,  provided 
that  it  does  not  necessitate  the  use  of  new  canvas  and  wires  ;  nor  again 
to  brazing*  aa  old  wire,  provided  that  it  forms  part  of  an  old  cover.  There-  55 
fore  the  only  things  which  the  Plaintiffs  can  object  to  are  new  wires  or 
new  canvas  linings*     Mr.    Turner,  an  independent  witness,  took  the  view 
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that  a  man  is  entitled  to  make  a  tyre  last  as  long  as  he  can,  and  is  entitled 
to  use  the  old  wires  and  to  keep  them  together  as  best  he  can,  but  putting  a 
new  wire  would  be  substantially  using  fresh  material.  He  is  entitled  to 
re-solution  and  patch  the  old  fabric,  and  to  strengthen  it  by  a  new  strip  inside. 
5  Broadly,  one  is  entitled  to  keep  a  tyre  alive,  and  to  do  everything  short  of 
using  a  complete  new  cover  or  material.  The  evidence  as  to  what  the  Defen- 
dants did  in  an  ordinary  way  was  that  they  took  the  rubber  off,  and,  if  a  casing 
came  to  pieces,  they  re-solutionised  and  put  the  wires  back  in  their  places.  If  a 
wire  was  broken  it  was  joined  with  a  nipple,  which  is  equivalent  to  re-brazing,  and 

10  perfectly  legitimate.  The  Defendants  were  also  entitled,  if  a  cover  was  in  bad  con- 
dition, to  put  a  substantial  patch  on  it.  The  worst  case  of  patching  that  can  really  be 
put  against  the  Defendants  is  a  patch  of  17  in.*  As  regards  patching,  the  Defen- 
dants might  have  gone  further  than  that.  The  Defendants  have  always  in  fact 
kept  a  considerable  part  of  the  casing.     It  is  suggested  that  they  have  patched 

15  with  old  canvas,  but  they  were  entitled  to  do  so.  In  none  of  the  eight  tyres 
was  a  new  wire  used.  It  is  submitted  that,  on  this  part  of  the  case,  no  infringe- 
ment has  been  made  out.  On  the  Scott  matter,  the  Defendants  had  Mr.  Scott's 
authority.  He  was  not  granting  them  a  licence  in  so  authorising  them,  but  he 
authorised  the  Defendants  to  make  the  tyres  out  of  his  material,  and  he  got  a 

20  profit  on  the  material,  except  that  obtained  from  a  Company,  and  really  the 
tyres  were  thus  made  for  him.    But  at  all  events  no  injunction  should  be . 
granted,  it    is  submitted  {Proctor  v.  Bayley,  L.R.  42  Ch.  D.  390).    As  to 
damages,  there  was  a  practical  waiver  of  their  rights  by  the  Plaintiffs,  and 
moreover  they  have  lain  by  too  long. 

25  KBKBWTCH,  J. — The  interval  between  the  rising  of  the  Court  on  Saturday 
and  the  sitting  on  Monday  morning  has  given  me  an  ample  opportunity  of 
studying  the  evidence  and  thinking  over  the  case  so  far  as  it  was  heard  before 
me.  Having  availed  myself  largely  of  that  opportunity  I  do  not  think  it 
necessary  to  defer  judgment,  or  even  to  ask  Mr.  Walter  to  reply. 

30  I  will  take,  first,  the  second  point  of  the  case — that  which  was  introduced  by 
amendment.  Mr.  Rawlinson  admits  that  which,  of  course,  it  would  be  impos- 
sible to  deny,  that  the  Defendant  Rath  did  manufacture  tyres  which  were  an 
infringement  of  the  Dunlop-  Welch  Patent ;  but  what  he  says  is  that  that  must, 
on  the  facts,  be  taken  to  have  been  done  as  agent  for  or  on  behalf  of  Scott,  who 

35  himself  was  at  liberty  to  manufacture  these  tyres,  but  was  not  at  the  time 
disposed  to  manufacture  them.  It  is  an  ingenious  construction  of  the  facts, 
but  I  think  there  is  no  real  point  in  it.  I  am  not  concerned  to  consider  whether 
Scott  really  knew  at  any  time,  even  if  he  strongly  suspected,  that  Rath 
was  manufacturing  new  tyres,  and  not  repairing.    I  put  that  aside.    Nor  am  I 

40  concerned  to  consider  the  question  whether  Rath  refused  to  split  upon  Scott% 
but  Scott  has  not  refused  to  split  upon  Rath.  I  put  that  aside.  I  have  the 
bare  fact  that  Rath  did  purchase  not  only  from  Scott  but  from  others,  and  as 
regards  some  of  those  others,  no  doubt  with  Scott's  authority,  materials  which 
enabled  him  to  manufacture  tyres  in  infringement  of  the  Ihcnlop-Welch  Patent, 

45  and  unless  I  can  see  my  way  to  the  conclusion  which  is  offered  to  me  on  behalf 
of  the  Defendants,  the  usual  consequences  of  infringement  must  follow.  The 
suggestion  is  that  in  some  way  or  other  (the  facts  really  are  not  worked  out) 
Scott,  though  not  charging  a  royalty,  which  he  could  not  properly  do,  and  not 
otherwise  being  paid  for  the  authority  which  he  gave  to  Rath,  was  paid  in  this 

50  way — that  he  charged  a  price,  and  I  suppose  an  excessive  price,  for  the  materials 
which  he  handed  over  to  Rath.  I  cannot  work  that  out  on  the  evidence  or 
infer  it  from  any  of  the  facts.  It  seems  to  me  to  have  been  an  ordinary  case  of 
purchase  and  sale  ;  on  some  occasions  perhaps  only  a  gift,  but  otherwise  a 
purchase  and  sale,  a  sale  by  Scott  and  a  purchase  by  Rath,  and  then  a  manu- 

55  facture  by  Rath,  and  a  sale  by  him  of  the  manufactured  article  without  any 

*  The  Plaintiffs  alleged  that  one  cover  had  two  patches  of  21  in.  and  16  in.  respectively. 
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account  to  Scott  at  all.    That  seems  to  me  to  dispose  of  the  whole  of  that  part 
of  the  case.    What  the  proper  remedy  is  I  leave  for  the  moment. 

Now  I  pass  to  the  real  question  in  the  case.  The  point,  which  was  the 
original  case  made  under  the  writ  (there  are  no  pleadings),  is  that  Bath  and  hie 
Company,  the  Holborn  Tyre  Company,  while  purporting  to  repair  tyres  which  5 
were  made  under  the  Dunlop- Welch  Patent,  have,  as  a  matter  of  fact,  not 
always,  but  frequently,  converted  old  tyres  into  tyres  in  infringement  of  that 
Patent,  or  if  they  have  not  converted  them  into  tyres  of  that  kind,  have  so 
renewed  them  as  to  make  them  new  articles  ;  so  as  to  put  them  on  the  market, 
not  as  old  tyres  repaired,  but  as  new  tyres ;  not,  of  course,  tyres  of  the  first  10 
class,  but  tyres  made  up  of  old  materials,  but  new  in  the  sense  that  they  were 
taken,  as  they  were  ultimately  sold,  not  as  old  tyres. 

It  seems  to  me  that  there  are  two  tests  which  might  equally  well  be  applied 
to  this  question  on  the  evidence.  The  first  test  would  be  this.  In  the  alleged 
repair  has  the  workman  so  employed  the  Patent  as  that  in  doing  it  he  has  15 
taken  an  essential  part  of  the  Patent  and  infringed  it  ?  That  seems  to  me  a 
fair  way  of  testing  the  question.  My  present  impression  is  that  on  that  test  the 
Plaintiffs  would  be  bound  to  succeed  ;  that  the  Dunlop  Patent  has  in  that  sense 
been  infringed — that  is  to  say,  that  an  essential  part  of  the  Patent,  not  always 
the  same,  has  been  taken  in  order  to  produce  the  manufactured  and  sold  article.  20 
But  there  is  another  test,  which  but  for  the  existence  of  the  Patent  one  would 
employ,  and  which  I  think  is  the  real  and  most  satisfactory  test  to  employ  now, 
and  that  is  this  :— Is  it  substantially,  in  common  parlance,  honestly,  a  new 
article,  or  is  it  an  old  article  repaired  ?  Several  instances  have  occurred  to  me. 
I  have  taken  the  opportunity  of  reflecting  on  several  possible  illustrations.  I  25 
was  tempted  to  use  one  which  comes  under  my  personal  notice  now  and  then 
out  of  Court,  but  I  take  only  the  one  which  is  familiar  to  all  those  who  have 
anything  to  do  with  Administration  business — the  question  whether  farming 
implements  are  really  the  old  farming  implements  which  were  possessed  by 
the  preceding  tenant,  or  are  new  implements  brought  in  by  the  tenant  whose  SO 
position  the  Court  is  for  the  moment  considering.  That  is  the  sort  of  case 
which,  in  one  form  or  another,  is  frequently  turning  up.  Take  the  case  of  an 
ordinary  farm  cart.  A  man  has  at  the  beginning  a  new  cart.  By-aud-bye  the 
wheels,  one  or  both  of  them,  have  worn  out,  and  he  puts  on  a  pair  of  new 
wheels.  Is  it  or  is  it  not  the  old  cart  ?  Few  people  would  doubt  that  it  is  the  35 
old  cart.  You  have  the  body  of  the  cart,  you  have  the  shafts,  and  though,  no 
doubt,  a  cart  is  nothing  without  wheels,  and  the  wheels  are  new  wheels,  I 
do  not  myself  hesitate  to  say  you  have  still  the  old  cart,  though  it  is  very 
substantially  repaired.  But  by-and-bye  the  shafts  fail,  and  for  the  old  shafts 
are  substituted  new  ones.  I  do  not  wish  to  express  a  decided  opinion,  but  it  is  40 
quite  possible  you  have  still  the  old  cart.  But  if  after  that  you  come  to  the 
body  of  the  cart,  and  the  body  of  the  cart  is  either  taken  away  and  a  new  body 
is  put  there,  or  new  wood  is  put  for  a  large  portion  of  the  cart,  surely  it  is 
impossible  to  then  say  that  the  old  cart  still  remains.  One  might  vary  that 
illustration  in  many  ways,  but  the  question  always  is  a  question  for  the  Jury  or  45 
a  question  for  the  Judge  when  he  unfortunately  has  to  decide  as  a  Jury.  Is  it 
or  is  it  not  an  old  article  ?  If  in  common  sense,  in  ordinary  parlance,  in  the 
ordinary  use  of  the  English  language,  it  is  a  new  article,  then  you  decide  in  one 
way.  If,  on  the  other  hand,  you  say  that  notwithstanding  all  these  repairs,  and 
all  the  money  spent  upon  them,  it  is  the  old  artiole  and  not  a  new  article,  then  you  50 
decide  the  other  way.  That  is  the  question  which  it  seems  to  me  I  have  to 
decide  here,  and  the  test  that  I  have  to  apply — the  broad  test — quite  apart  from 
the  fact  that  I  am  dealing  with  a  Patent.  That  is  of  course  a  question  of 
evidence. 

In  the  first  place,  I  quite  agree  with  Mr.  Rawlinson  that  the  evidence  shows,  55 
and  I  think  I  should  have  inferred  it  had  the  evidence  not  shown  it,  that  the 
Plaintiffs  have  selected  the  eight  worst  possible  cases — that  is  to  say,  the  best 
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for  them  and  the  worst  for  the  Defendants — and  that  there  are  many  others 
which  would  not  bear  the  examination  which  has  been  given  to  those.    But  I 
have  to  deal  with  the  eight,  and  if  they  succeed  in  the  eight  there  is  no  cause 
for  me  to  consider  whether  they  cannot  succeed  on  a  score  or  a  hundred  others. 
5  I  have  the  evidence  of  several  men  who  are  engaged  in  the  very  works  which 
were  conducted  by  the  Defendants,  and  they  give  me  positive  evidence  as 
to  what  was  done.     I  have  no  doubt   that   their   evidence  was  a   little  too 
general ;  that  they  treat  as  the  universal  practice  what  probably,  and  I  think 
certainly,  was  not  the  universal  practice,  but  they  do  give  me  in  detail  what 
10  took  place  ;  how  these  tyres  when  they  came  in  were  ripped  to  pieces  ;  how 
other  canvas  which  was  available — and  it  was  available — was  substituted  for 
the  old ;  how  when  the  wires  were  broken  or  in  bad  order  they  took  other 
wires  from  the  stock  ;  and  that  a  large  stock  existed  either  in  one  quarter  or 
another,  either  more    or    less    accessible,  is  beyond  question.    Unless  that 
15  evidence  is  contradicted  by  other  evidence  which  I  can  trust  I  am  bound  to 
conclude  from  that,  standing  alone,  that  the  repairs  were  of  an  extensive 
nature,  and  that  they  really  converted  the  old  tyres,  some  of  which  seem  to 
have  been  exceedingly  bad,  into  new  merchantable  tyres  which  were  put  on 
the  market.    But  I  have  evidence  besides  that.    I  have  a  body  of  evidence  from 
20  men,  competent  to  form  an  opinion,  who  have  carefully  examined  these  tyres — 
one  in  particular,  a  gentleman  of  experience,  who  knows  these  things  thoroughly 
well,  who  tells  me — and  gives  me  good  reasons  for  his  conclusions — that  these 
tyres  have  been  pulled  to  pieces,  and  that  parts  of  the  eight  tyres  which  have 
been  produced  are  new  and  are  not  old — new,  that  is,  in  the  sense  of  being  new 
25  to  that  tyre,  not  that  they  were  new  in  the  sense  of  having  just  been  manu- 
factured, but  taken  from  some  other  tyre  and   added  as  new  work  to  this 
particular  tyre,  and   that  not  in  mere  matters  of  patching,  which  would  be 
allowable,  and  would  not  prevent  their  being  properly  repaired,  but  in  most 
important  matters  and  in  particular  in  the  wires.     I  will  come  to  the  Defen- 
30  dants*  evidence  presently,  but  on  the  evidence  before  me,  on  the  examination, 
on  the  comparison  of  the  particular  sizes  of  the  wires,  and  on  the  inspection 
of  the  rust  marks,  it  seems  beyond  doubt  that  new  wires  must  have  been 
inserted,  and  not  only  new  wires  must  have  been  inserted,  but  that  they  must 
have  been  re-covered  in  the  way  in  which  the  Dunlop- Welch  Patent  requires 
35  that  they  should  be  covered.     On  that  evidence  I  am  forced  to  the  conclusion 
that  I  have  here  a  case  of  a  new  article,  not  an  old  article  repaired,  but  an  old 
article  converted  into  a  new  article  for  sale. 

Then  against  that,  no  doubt,  I  have  evidence  on  the  other  side—the  evidence 

I  have  heard  this  morning  ;  evidence  also  of  workmen,  and  if  they  could  have 

40  spoken  positively  as  against  the  evidence  of  their  fellow-workmen  it  would  have 

been  difficult  perhaps  to  say  which  was  best  to  be  believed  ;  but  those  witnesses  I 

have  had  here  this  morning  are  not  anyone  of  them  capable  of  saying  that  these 

things  were  not  done.    I  think  they  all  admitted — or  I  think  it  was  fair  to  suppose 

they  admitted,  even  although  they  did  not  do  it  in  words — that  these  things 

45  were  done  sometimes,  although  they  were  avoided  as  a  rule  because  they  were 

expensive,  and  also  because  they  were  in  fear  of  the  Dunlop  Company,  whose 

objection  they  very  well  knew.    But  they  none  of  them  Were  able  to  tell  me 

that  they  were  always  superintending  the  work  that  was  going  on.    They  none 

of  them  could  tell  me  that  the  witnesses  whom  I  heard  the  other  day  really  did  not 

50  do  that  which  positively  they  swore  they  did,  and  I  much  prefer  to  contrast 

their  evidence  on  those  lines  rather  than  to  go  into  the  question  whether 

discharged  servants  ought  to  be  believed,  which  after  all  is  not  very  safe,  and 

besides  is  not  agreeable  work.    Then  besides  that  evidence  I  had  the  evidence 

this  morning  of  Mr.  Turner.    Mr.  Thirner,  as  Mr.  Raivlinson  pointed  out,  is 

55  the  only  independent  witness  in  the  case — at  any  rate  so  far  as  I  know  he  is  an 

independent  witness— and  he  is  of  opinion  on  his  inspection  of  the  tyres  that 

they  have  been  repaired  ;  but,  although  I  have  not  gone  into  the  details'of  the 
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evidence,  I  have  taken  pains  to  show  that  the  Plaintiffs'  evidence  consists  of 
two  parts,  and  that  the  evidence  given  by  the  workmen  is  supported  by  the 
evidence  of  those  who  have  examined  the  tyres.  Then  I  have  only  Mr. 
Turner,  who  has  examined  them  and  thinks  that  they  come  within  legitimate 
repair.  It  is  an  opinion  he  is  entitled  to  hold.  I  do  not  say  for  a  moment  5 
that  he  is  not  perfectly  honest  in  holding  the  opinion,  and  that  he  believes  it 
to  be  true  ;  but  it  is  only  his  opinion,  and  the  duty  to  say  whether  it  is  right 
or  wrong  13  cast  upon  me,  and  in  pronouncing  judgment  I  am  bound  to  differ 
from  him. 

That  leaves  the  evidence  of  Mr.  Rath  only,  and  I  have  had  to  consider  bis  10 
evidence  with  reference  to  both  points,  and  I  cannot  help  considering  his 
evidence  on  one  point  with  reference  to  the  other.     I  have  disposed  of  the  case 
as  regards  the  u  Scott's  Standard  Tyres  "  without  reference  to  his  evidence  at 
all ;  but  I  am  obliged  to  consider  it,  and  I  have  done  so  minutely,  in  order 
to  weigh  his  testimony  with  respect  to  the  others.     I  am  bound  unfortunately   15 
to  express  my  opinion,  and   I  do  not  hesitate  to  say  that  Mr.  Rath  was  a 
thoroughly  untruthful  witness.     I  am  perfectly  certain  that  a  great  deal  of 
what  he  has  told  me  cannot  be  relied  upon  at  all,  and  I  had  better  say  no 
more.    It  weighs  as  nothing  in  my  mind  against  the  evidence  which  I  have 
on  the  other  side,  and  therefore  I  have  a  strong  balance  of  evidence  in  favour  20 
of  the  Plaintiffs,  and  I  must  decide  in  their  favour  on  both  points. 

I  said  that  I  would  return  to  the  question  of  the  remedies  as  regards  the 
"  Scott's  Standard  Tyres."  Mr.  Rawlinson  has  urged  on  me,  and  has  quoted 
an  authority  in  support  of  his  argument,  that  this  is  not  a  case  for  an 
injunction ;  that  the  Plaintiffs  well  knew  when  they  amended  that  no  25 
"  Scott's  Standard  Tyres "  could  now  be  manufactured  ;  that  there  could  be 
no  further  infringement  of  the  Patent  on  that  head,  and  that  therefore  this  was 
not  a  case  for  an  injunction.  There  was  a  great  deal  to  bo  said  in  favour  of 
that  view,  and  I  think  if  that  head  stood  alone  I  should  certainly  have  called 
upon  Mr.  Walter  to  reply  upon  that  point,  and  I  have  not  made  up  my  30 
mind  what  I  ought  to  have  done.  But  I  have  held  that  the  Plaintiffs  are 
entitled  to  an  injunction  on  the  other  head,  and  if  they  are  entitled  to  an 
injunction  on  the  other  head  it  is  impossible  to  frame  it,  or  so  it  seems  to  me, 
so  as  not  to  apply  to  the  "  Scott's  Standard  Tyre "  part  of  the  case.  The 
Defendants  must  be  restrained  from  infringing  the  particular  Letters  Patent,  35 
whether  they  do  it  in  one  way  or  the  other.  Whether  they  do  it  by  manu- 
facturing "  Scott's  Standard  Tyres,"  which  is  said  to  be  now  impossible,  or 
whether  they  do  it  by  repairing  so  as  to  make  a  new  article,  as  I  have  explained, 
is  perfectly  immaterial.  The  injunction  must  go  in  one  case,  and  I  do  not  see 
why  it  should  not  be  framed  so  as  to  extend  to  the  other ;  indeed,  as  I  have  40 
already  said,  I  do  not  know  how  it  would  be  possible  to  frame  it  to  cover  one 
case  without  it  extending  to  the  other. 

Therefore  the  injunction  will  go  in  the  ordinary  form  ;  Mr.  Walter  will  tell 
me  whether  he  prefers  damages  or  profits,  and  the  rest  follows  as  a  matter  of 
course.  45 

Walter. — We  will  take  an  inquiry  as  to  damages. 

KBKEWICH,  J. — Then  there  will  be  an  inquiry  as  to  damages.    The  costs,  of 
course,  must  be  paid,  and  in  a  case  of  this  kind,  according  to  the  ordinary  rule, 
between  solicitor  and  client  up  to  and  including  the  trial.    The  costs  of  the 
inquiry  will  as  usual  be  reserved,  and  there  must  be  the  ordinary  Order  for  50 
delivery  up. 

A  Certificate  that  the  Particulars  of  Breaches  had  been  proved  was  then 
applied  for  and  granted. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Joyce. 

February  15tb,  16th,  and  20th,  and  March  12th,  13th,  and  30th,  1901. 

Bradford  Dyers1  Association,  Ld.  v.  Williams. 

5      Patent. — Action  for  infringement. — Const?*uction  of  Specification. — Defendant 
held  not  to  infringe. — Action  dismissed. 

Letters  Patent  having  been  granted  for  a  u  Method  of  producing  a  silky  lustre 
u  upon  fabrics  and  webs  of  all  kinds"  the  owners  of  the  Patent  commenced  an 
action  for  infringement,  in  which  the  Defendant  denied  infringement,  and 

10  alleged  that  the  Patent  was  invalid  on  several  grounds.  The  Patentee,  in  his 
Complete  Specification,  after  giving  a  theory  to  explain  the  lustre  of  silk, 
continued: — "If  therefore,  the  lustre  of  silk  is  to  be  given  to  other  parts  (sic) 
"  of  fabric,  it  becomes  requisite  to  provide  the  web  with  a  great  numher  of  small 
"  surfaces,  which  are  distributed,  not  on  one  but  on  several  planes  lying  each  in 

15  u  an  angle  to  all  the  other,  the  angles  being  different  ones  "  ;  and,  after  stating 
that  this  might  be  done  by  means  of  a  stamp  to  which  the  structure  of  a  silk- 
satin  web  had  been  transferred  by  a  galvanoplastic  process,  but  that  the 
manufacture  of  such  stamps  was  difficult,  stated  as  follows : — "  /,  therefore, 
"  prefer  to  engrave  a  great  number  of  small  surfaces  of  the  said  kind  into 

20  "  a  plate  or  roller  consisting  of  steel  or  any  other  hard  material,  or  I 
u  cut  such  surfaces  into  said  parts  by  means  of  a  suitable  machine.  A 
u  section  through  a  plate  or  roller  provided  with  the  differently  inclined  small 
u  surfaces  will  represent  an  appearance  similar  to  that  of  a  fine-toothed  saw, 
'*  there    being,  however,  the  difference  that  there  may  be  more  directions  of 

25  "  inclination  than  only  two."  After  saying  that  the  breadth  of  the  surfaces 
should  not  be  so  great  as  for  them  to  be  cognizable  by  a  sound  eye,  and  describing 
the  surfaces  as  representing  "  a  sort  of  parallel  grooves"  and  that  the  direction 
of  the  said  grooves  should  be  parallel  to  the  threads  of  the  fabric,  the  Sjjecification 
concluded  with  three  claims,  the  first  being  for  "  the  method  of  producing  a 

30  "  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the  latter  with 
u  numerous  small  surfaces  having  different  inclinations  with  regard  to  the 
"  plane  of  the  stuff ,  substantially  as  described"  The  Defendant  used  for  the 
purpose  of  producing  a  silky  lustre  a  roller  having  on  it  a  large  number  of 
fine  parallel  lines,  about  250  to  the  inch.    Rollers  engraved  with  about  90  such 

35  lines  to  the  inch  were  known  for  the  same  purpose  previously  to  the  Patent. 

T 
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Held,  following  Bradford  Dyers'  Association,  Ld.  v.  Bury  (ante,  page  161),  and 
without  deciding  the  questions  as  to  validity,  that  such  a  roller  as  the  Defen- 
dant used  was  not  what  the  Patentee  intended  to  describe,  and  that  the  Defendant 
had  not  infringed.  The  action  was  dismissed  with  costs.  Costs  on  the  higlier 
scale  were  refused.  5 

On  the  16th  of  April  1895  Letters  Patent  (No.  7637  of  1895)  were  granted  to 
Ludwig  Schreiner  for  an  invention  of  a  "  Method  of  producing  a  silky  lustre 
"  upon  fabrics  and  webs  of  all  kinds."  [The  Complete  Specification  will  be 
found  fully  eet  out  in  the  report  of  Bradford  Dyers'  Association,  Ld.  v.  Bury, 
ante,  page  162.]  In  the  Specification  the  Patentee  claimed  : — "  1.  The  method  10 
"  of  producing  a  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing 
"  the  latter  with  numerous  small  surfaces  having  different  inclinations  with 
"  regard  to  the  plane  of  the  stuff,  substantially  as  described.  2.  The  method 
"  of  producing  a  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing 
"  the  latter  with  numerous  small  surfaces  by  means  of  a  plate  or  roller  having  15 
"  said  surfaces  engraved  or  cut  into  it ;  the  latter  having  different  inclinations 
"  with  regard  to  the  plane  of  said  plate,  or  the  mantle  of  said  roller,  substantially 
"  as  described.  3.  The  method  of  producing  a  silky  lustre  upon  fabrics  and 
"  webs,  consisting  in  providing  the  latter  with  numerous  small  surfaces  having 
"  different  inclinations  with  regard  to  the  plane  of  the  stuff,  and  in  steaming  20 
"  the  latter  either  before  or  after  the  said  operation,  substantially  as  described." 

The  Patent  subsequently  became  vested  in  the  Bradford  Dyers'  Association, 
Ld.,  who  on  the  31st  of  May  1899  commenced  an  action  against  Robert  Williams 
for  infringement  of  the  same,  claiming  the  usual  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  registered   25 
legal  owners  of  the  Patent,  and  that  the  Defendant  had  infringed  the  same  in 
manner  by  the  Particulars  of  Breaches  therewith  delivered  appearing. 

The  Particulars  of  Breaches  alleged  that  the  Defendant,  at  his  premises 
Chatsworth  Mills,  Gorton,  in  the  county  of  Lancaster,  had  produced  a  silky 
lustre  upon  fabrics  and  webs  according  to  the  invention  and  by  the  method  30 
described  in  the  Specification  of  the  Patent,  and  claimed  in  the  first,  second, 
and  third  claiming  clauses  thereof  ;  in  particular  the  Defendant,  on  or  about 
the  22nd  of  June,  produced  upon  certain  fabrics  forwarded  to  him  by  one 
Charles  L.  Mason,  of,  &c,  a  silky  lustre  of  the  character  thereinbefore  referred 
to,  which  silky  lustre  was  produced  by  means  of  the  devices  described  in  the  35 
Plaintiffs1  Specification,  and  they  reserved  the  right  to  claim  compensation  in 
respect  of  all  infringements. 

The  Defendant  by  his  Defence  denied  infringement,  and  alleged  the  invalidity 
of  the  Patent  for  the  reasons  appearing  in  the  Particulars  of  Objections  delivered 
therewith.  40 

The  re-amended  Particulars  of  Objections  were  the  same  as  those  delivered 
in  the  above-mentioned  action  of  Bradford  Dyers'  Association,  Ld.  v.  Bury* 
except  as  follows,  namely  :— (B)  (a)  The  Defendant  at  Chatsworth  Mills,  Gorton, 
near  Manchester  ;  (B)  (b)  Isaac  Bury,  of  Adelphi,  in  the  county  of  Lancaster. 

On  the  12th  of  February  1901  an  application  was  made  on  behalf  of  the  45 
Plaintiffs  to  JOYCE,  J.,  that  the  action  should  not  be  tried  until  after  the 
hearing  of  the  appeal  in  the  above-mentioned  action  of  the  Bradford  Dyers' 
Association,  Ld.  v.  Bury.  The  Defendant  was  willing  to  treat  that  action  as 
a  test  action,  but  the  Plaintiffs  declined  to  do  so.  On  the  15th  of  February 
JOYCE,  J.,  gave  judgment  on  the  application  as  follows  :—  50 

Joyce,  J. — I  have  considered  the  Defendant's  case  and  made  some  little 
inquiry.    I  cannot  stop  the  action  against  him,  he  offering  to  treat  the  other 

*  Ante,  at  page  164. 
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as  a  test  action,  which  is  really  what  he  does,  and  to  abide  the  result  of  that 
action.  If  the  Plaintiffs  do  not  like  to  take  that  offer  I  shall  not  stop  the 
action.  It  will  go  on,  and  as  to  the  costs  of  the  motion,  unless  an  arrangement 
is  made  that  the  other  shall  be  treated  as  a  test  action,  they  must  pay  the  costs 
5  of  the  motion. 

The  evidence  in  the  action  of  the  Plaintiffs  v.  Bury  was  by  agreement 
treated  as  given  in  this  action,  with  liberty  to  either  party  to  adduce  further 
evidence. 

The  roller  used  by  the  Defendant  and  complained  of  by  the  Plaintiffs  was 
10  admitted  to  have  250  lines  to  the  inch. 

Moulton,  K.C.,  Cripps,  K.C.,  A.  J.  Walter,  and  E.  A.  Cole/ax  (instructed  by 

E.  E.    Warner  A   Co.,  agents  for  Mumford,  Johnson  A  Co.,  of  Bradford) 

appeared  for  the  Plaintiffs ;  T.  Terrell,  K.C.,  and  J.  C.  Graham  (instructed 

by  Patersons,  Snow,  Bloxam,  and  Kinder,  agents  for  Wilson,  Wright,  and 

15   Wilson,  of  Manchester)  appeared  for  the  Defendant. 

Moulton,  K.C.,  stated  the  agreement  as  to  the  evidence,  and  called  the 
following  witnesses,  namely  : — Dr.  Ludwig  Schreiner,  the  Patentee ;  Dr. 
Liebmann ;  Mr.  M.  Sharpe,  a  managing  director  of  the  Plaintiff  Company ; 
Mr.  H.  Longbottom,  of  Bradford,  a  stuff  merchant ;  Mr.  W.  Lister,  a  managing 
20  director  of  Lister  A  Co. ;  and  Mr.  E.  E.  Fuller,  an  engraver  for  calico  printers 
and  embossers. 

In  the  course  of  the  examination  of  Dr.  Schreiner,  Terrell,  K.C.,  for  the 

Defendant,  objected  that  a  question  as  to  the  particulars  of  experiments  made 

by  the  witness  before  taking  out  the  Patent  was  irrelevant  to  any  issue  in  the 

25  action.    Joyce,  J.,  allowed  the  question.    Subsequently  Terrell,  K.C.,  took 

objection  to  further  questions,  and  in  particular  to  a  question  asking  what  the 

invention  which  the  Patentee  had  made  was,  and  how  he  carried  it  out.   Joycb,  J., 

said  that  he  would  take  the  answer  subject  to  the  objection.    The  witness  was 

no1  cross-examined. 

30      The  following  witnesses  were  called  for  the  Defendant,  namely : — Mr.  S. 

Williams,  the  Defendant's  son  ;  and  Mr.  E.  H.  Smith,  a  director  of  J.  T. 

Smith  and  J.  E.  Jones,  Ld.,  of  Manchester. 

Terrell,  K.C.,  summed  up  the  Defendant's  case.— I  adopt  the  position  that  the 
evidence  in  the  Bury  case  justified  the  judgment  given,  and  the  only  question 
35  is  whether  the  further  evidence  given  makes  any  difference.     I  submit  that 
Schreiner's  evidence  is  not  admissible.    From  the  fourth  question  onwards  the 
substance  of  it  was  what  the  Patentee  really  invented,  and  whether  he  com- 
municated it  to  someone  in  England  in  order  to  take  out  a  Patent.     [The 
judgment  of  Lord    Westbury  in  Simpson    v.  Holliday  (L.R.  1   H.L.  315), 
40  Higgins"  Digest,  471,  was  quoted,  and  also  Lord  Cairns'  judgment  in  Dudgeon 
v.  Thomson  (L.R.  3  App.  Cas.  34).]     It  is  not  relevant  that  the  Patentee 
intent ed  something  which  is  not  in  the  Specification ;  if  it  is  in  the  Specifica- 
tion   the  evidence  is    immaterial.    As  to  the  rest  of  the  evidence,   it  has 
strengthened  the  Defendant's  position.    There  is    no  new  evidence  which 
45  affects   the    construction   of   the    Specification.    The    Plaintiffs  have  got  to 
overcome  two  difficulties.    First,  they  have  to  establish  that  on  the  construction 
of  the  Specification  it  covers  the  use  of  a  roller  engraved  with  from  150  to  250 
lines  to  the  inch  ;  and,  secondly,  that  there  was  invention  in  increasing  the 
number  of  lines  to  the  inch  from  88  to  250.     Mr.  Longbottom's  evidence  was 
50  to  the  effect  that  the  result  improved  as  the  lines  were  increased  in  number. 
Cripps,  K.C.,  replied. — On  the  question  of  construction  merely,  evidence  on 
technical  points  is  important.    Dr.  Schreiner's  evidence  was  directed  to  the 
state  of  knowledge,  in  order  to  see  whether  or  not  there  was  invention,  and  is 
admissible.    The  evidence  of  all  the  witnesses  strengthens  the  existence  of  a 
55  field  between  88  and  250,  in  which  an  increased  number  of  lines  gives  a  worse 
result.    Mr.  Williams'  evidence  was  that  before  the  Patent  88  lines  to  the  inch 
was  the  most  that  was  used  ;  whereas  now  nothing  below  250  lines  to  the  in<& 
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is  used  by  the  Defendant.    Mr.  Fullers  evidence  is  to  the  effect  that  he  made 
a  roller  with  250  lines  on  it  from  the  Specification. 

JOYCES,  J. — This  is  a  similar  action  to  that  of  the  Bradford  Dyers' Association 
v.  Biiry^  which   was  tried  before  me  in  the  Michaelmas  Sittings.    It  was 
arranged  that  the  evidence  taken  in  that  action  should  be  used  as  if  it  had  been  5 
taken  in  this,  either  party  being  at  liberty  to  adduce  additional  evidence.    The 
Plaintiffs  accordingly  called  several  witnesses,  but  without  first  indicating  to 
the  Court  in  any  way  the  points  to  which  such  additional  evidence  was 
intended  to  be  addressed,  nor  at  the  conclusion  of  the  Plaintiffs'  case  were  any 
observations  thereon  addressed  to  me  by  the  Plaintiffs'  Counsel.    The  Patentee,  1(X 
Mr.  Schreiner,  was  first  called.    Most,  if  not  in  fact  nearly  all,  the  questions 
put  to  him  were  objected  to  on  behalf  of  the  Defendant,  and  there  does  appear 
to  me  to  be  ground  for  supposing  that  he  was  not  bona  fide  called  for  any 
legitimate  purpose,  but  principally  with  a  view  of  influencing  the  Court  on  the 
construction  of  the  Specification,  in  reference  to  which  his  evidence  was,  of  15 
course,  inadmissible.    Consequently,  I  decline  to  regard  it.    A  number  of 
other  witnesses  were    called,  apparently  to  show,  what  I  held   not  to  be 
established  on  the  former  trial,  namely,  that  when  the  number  of  lines  on  the 
rollers  is  between  90  to  150  to  the  inch  no  silky  lustre  is  produced  and  the 
stuff  is  spoilt,  and  also  to  show  that  no  watering  or  moire  effect  is  produced  20 
when  the  piumber  of  lines  to  the  inch  is  150  and  upwards.    In  my  opinion,  the 
evidence  before  me  on  this  occasion  has  not  proved  anything  of  the  kind. 
Again,  an    engraver,  Mr.  Fuller,  was    called   on    behalf  of    the  Plaintiffs, 
apparently  to  show  that,  without  any  instruction  or  other  assistance  than  that 
afforded  by  the  perusal  and  consideration  of  the  Specification  alone,  he  had  25 
engraved  a  roller  with  200  lines  or  more  to  the  inch  parallel  to  the  axis  of  the 
roller.    I  carefully  watched  the  evidence  of  this  witness,  and  I  am  of  opinion 
that    he  had  not  engraved  such  a  roller  simply  from  the  description  and 
directions  contained  in  the  Specification,  and  indeed  he  did  not  say  that  he 
had.    Neither  on  this  nor  on  the  former  trial  was  any  engraver  or  other   30 
person  called  who  could  prove  that,  from  the  directions  contained  in  the 
Specification,  he  had  engraved  such  a  roller  as  is  contended  to  be  the  subject 
of  the  invention  in  question,  or  that  the  Specification  itself  had  ever  suggested 
to  him  such  a  roller.    I  am  of  opinion  the  case  of  the  Plaintiffs  stands  in  no 
better  position  with  the  additional  evidence  than  it  did  without  it — I  am  not   35 
sure  that  it  is  not  in  a  worse  position — and  I  simply  make  the  same  Order  as  I 
did  in  the  former  case,  which  is  to  dismiss  the  action  with  costs. 

Terrell. — The  Certificate  as  to  the  Particulars  of  Objections  will  be  the  same. 
My  friend  and  I  agree  in  that. 

Walter. — Yes,  whatever  Particulars  were  certified  in  the  former  action  ought   40 
to  be  certified  in  this. 
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(n  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Cozens-Hardy. 

March  18th,  19th,  20th,  and  29th,  1901. 

In  the  Court  op  Appeal. 

Before  Lords  Justices  Collins  and  Stirling. 

April  16th  and  26th,  1901. 

Leeds  Forge  Company,  Ld.  v.   Deighton's  Patent  Flue  and  Tube 

Company,  Ld. 


Patent. — Action  for   infringement. — Injunction   granted. — Action    against 
10  directors   of    Defendant  Company  dismissed. — Issue  of  validity  raised   on 
pleadings    but   not   at    trial. — Certificate   of  validity  granted. — Injunction 
stayed  by  Court  of  Appeal  by  consent  pending  the  appeal. 

The  owners  of  a  Patent  for  "  An  improved  boiler  flue"  sited  the  Defendant 
Company  and  its  directors  for  infringement.    The  Patent  claimed :  "  A  boiler 

15  "flue  or  furnace  consisting,  as  to  its  general  form,  of  a  series  of  annular  or 
partially  annular  flutings  connecting  a  corresponding  series  of  sharp  ridges." 
The  Defendants1  flue  had  ridges  and  also  a  subsidiary  corrugation  between 
each  two  of  the  ridges.  It  was  contended  that  the  ridges  in  the  Defendants' 
flue  were  not  similar  to  the  sharp  ridges  claimed  by  the  Patentee,  and  that  the 

op  subsidiary  corrugations  so  altered  the  Defendants*  flue  as  to  take  it  outside  the 
claims  in  the  Plaintiff?  Specification.  m 
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Held,  that  the  Defendants  had  infringed.  No  evidence  having  been  given  as 
to  the  acts  of  the  directors,  the  action  as  against  tliem  was  dismissed.  The  issue 
of  the  validity  of  the  Patent  ivas  raised  on  the  pleadings,  but  was  abandoned 
at  the  trial.  After  some  discussion,  a  Certificate  that  the  validity  had  come 
into  question  was  granted.  The  injunction  was  suspended  until  the  1st  of  5 
May  1901  to  enable  the  Defendants  to  apply  to  the  Court  of  Appeal.  On  such 
application  the  injunction  was  by  consent  stayed  pending  the  appeal. 

On  the  23rd  of  May  1889  Letters  Patent  (No.  8591  of  1889)  were  granted  to 
Edwin  Chambers  John  Devis  for  "  An  improved  boiler  flue.". 

The  Complete  Specification  was  as  follows  : — "  The  object  of  this  invention  is  io 
"  to  provide  a  form  of  internal  boiler  flue  at  the  same  time  capable  of  with- 
44  standing  high  working  pressures  and  of  more  efficiently  transmitting  heat 
44  than  the  flues  generally  used  for  high  pressures. 

44  Flues  formed  of  plain  cylindrical  portions  alternating  with  stiffening  rings, 
"  and  those  of  barrel  section  are  necessarily  of  comparatively  thick  metal  and  \§ 
44  inefficient  in  proportion,  while  those  formed  of  close  pitched  corrugations  are 
"  of  thinner  metal  but,  on  account  of  the  closeness  and  depth  of  the  corruga- 
44  tions,  a  large  part  of  the  surface  is  comparatively  sheltered  from  the  heat, 
44  both  of  radiation  and  conduction,  and  inefficient  in  proportion. 

44  By  my  invention  both  these  objections  are,  to  a  large  extent,  eliminated  by  20 
"  forming  along  the  flue  a  series  of  ridges  of  sharp  section  and  at  a  wider  pitch 
"  than  that  of  the  corrugations  of  an  ordinary  corrugated  flue  and  strengthening 
44  the  metal  between  such  ridges  by  what  may  be  called  suspension  from  them. — 
44  That  is  to  say,  the  flue  is  constricted  in  diameter  between  ridge  and  ridge, 
44  forming  a  series  of  annular  or  circumferential  flutings  whose  depth  is  small  25 
44  compared  with  their  width,  thus  allowing  of  direct  exposure  of  all  parts  to 
44  the  radiant  heat  and  to  contact  of  the  hot  gases. 

44  The  metal  at  the  ridges  may,  if  desired,  be  made  thicker  than  elsewhere, 
44  and  besides  the  advantages  already  mentioned  I  claim  that  these  tubes  will 
44  be  stiffer  longitudinally  than  corrugated  tubes.  30 

44  Fig.  1  of  the  accompanying  drawings  shows  my  invention  as  applied  to  the 
44  flue  tube  of  an  ordinary  land  boiler.  In  this  case  I  do  not  consider  it  necessary 
44  to  incur  the  expense  of  thickening  the  metal  at  the  ridges  and  the  section  is 
44  as  shown  in  the  enlarged  view,  Fig.  2,  the  pitch  or  width  of  the  flutings  being 
44  from  six  to  nine  inches  and  the  depth  about  an  inch  and  a  half.  Fig.  3  shows  35 
44  my  invention  as  applied  to  the  furnace  tube  of  a  marine  boiler  where  the 
4'  ridges  may  be  advantageously  thickened  as  shown  in  Fig.  4,  which  is  an 
44  enlarged  view  of  part  of  the  same.  In  this  case  the  pitch  or  width  of  the 
44  flutings  may  be  made  greater,  say  eight  to  twelve  inches,  and  the  depth  about 
44  two  inches.  40 

44 1  do  not,  however,  limit  myself  to  the  dimensions  stated,  as  the  best 
44  proportions  can  only  be  determined  by  experience  and  careful  trials. 

44  The  flutings  may  be  formed  by  rolling,  by  suaging  by  means  of  a  hydraulic 
44  press  or  steam  hammer,  by  fluid-pressure  direct  on  to  the  plate  pressing  it  on 
44  to  a  single  die,  or  by  the  indirect  fluid-pressure  process  to  which  my  Letters  45 : 
44  Patent  No.  5122  of  1888  relate.  They  may  all  pass  entirely  round  the  tube  or 
44  some  may  be  intersected  by  plain  parts  for  the  attachment  of  cross  tubes, 
"  furnace  bearers,  &c,  and  in  some  cases  there  may  be  partial  flutings  where 
44  the  tube  is  incomplete,  for  instance  under  the  combustion  chamber  of  a 
44  marine  boiler,  as  shown  by  Fig.  3.  In  other  cases  the  flutings  may  be  carried  50 
44  round  the  upper  part  of  the  tube  only,  the  lower  part  being  formed  of  a  plain 
i4  plate  if  a  complete  tube  is  required."  ~ 
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The  claim  was  : — "  A  boiler  flue  or  furnace  consisting,  as  to  its  general  form, 
u  of  a  series  of  annular  or  partially  annular  flutings  connecting  a  corresponding 
a  series  of  sharp  ridges." 
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This  Patent  became  vested  in  the  Leeds  Forge  Company,  Ld.,  who  on  the 
5  8th  of  March  1900  commenced  an  action  for  infringement  thereof  against 
Deightorfs  Patent  Flue  arid  Tube  Company,  Ld.,  and  William  Deighton, 
tiawrence  Clayton*  Joseph  Hartley,  Josefth  Clayton,  and  John  R.  Pickering, 
directors  of  the  Defendant  Company.  At  the  trial  no  evidence  was  given  as  to 
any  acts  of  the  directors. 

10  By  the  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  the  registered 
proprietors  of  the  Patent,  and  that  the  Defendants  had  infringed.  The  usual 
relief  was  claimed. 

The  Particulars  of  Breaches  as  amended  were  as  follows  : — tf  (1)  Prior  to  the 
"  issue  of  the  writ  in  this  action,  and  subsequent  to  the  date  of  the  Letters 

15  "  Patent  in  the- Statement  of  Claim  referred  to,  the  Defendant  Company  have 
u  infringed  the  said  Letters  Patent  by  the  manufacture,  sale,  offer  for  sale,  and 
"  use  of  corrugated  steel  furnaces  or  boiler  flues  constructed  according  to  the 
"  invention  described  in  the  Final  Specification  of  the  said  Letters  Patent  and 
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"  claimed  in  the  claiming  clause  thereof.  The  Defendants  other  than  the 
"  Defendant  Company  are  the  directors  and  officers  of  the  Defendant  Company, 
"  and  take  an  active  part  in  the  management  of  the  Defendant  Company,  and  are 
"  directly  concerned  in  and  about  the  manufacture  and  sale  and  offer  for  sale  of 
"  the  said  furnaces  and  boiler  flues,  and  are  personally  liable  as  infringers  of  the  5 
"  Plaintiff  Company's  said  Patent.  (2)  In  particular  the  Plaintiffs  complain 
"  of  the  manufacture  and  sale  by  the  Defendant  Company  in  or  about  the 
"  month  of  August  1899  to  Messrs.  George  Fletcher  A  Sons,  of  Bowling  Green 
44  Street,  in  the  city  of  Sheffield,  of  a  corrugated  steel  furnace  constructed  as 
44  aforesaid.  The  Defendants  other  than  the  Defendant  Company  are  personally  10 
44  connected  with  the  said  manufacture  and  sale  in  manner  aforesaid." 

By  their  Defence  delivered  on  the  19th  day  of  December  1900  the  Defendants 
(1)  denied  that  the  Plaintiffs  were  owners  of  the  Patent ;  (2)  denied  infringe- 
ment ;  and  (3)  alleged  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  alleged  that — (1)  The  alleged  invention  was  not  15 
new  at  the  date  of  the  Letters  Patent,  but  had  been  published  in  the  following 
Specifications  \— Samson  Fox  (No.  1097  of  1877) ;  Hopkinson  (No.  3258  of 
1880) ;  Hopkinson  (No.  2683  of  1885) ;  Purves  (No.  2974  of  1885) ;  Meredith 
(No.  4834  of  1886)  ;  Adamson  (No.  534  of  1887)  ;  Robertson  (No.  11,666  of 
1887).  (2)  The  invention  had  also  been  published  by  the  public  manufacture  20 
and  exhibition  of  corrugated  boiler  flues  at  the  Leeds  Forge,  Leeds,  in  or  just 
before  the  year  1887  as  follows  (a  description  followed).  (3)  The  alleged 
invention  was  not  useful.  (4)  Having  regard  to  the  state  of  public  knowledge 
at  the  date  no  invention  was  required  to  produce  the  arrangements  described 
and  claimed  in  the  Specification,  and  the  Patent  was  invalid  by  reason  of  want  25 
of  subject-matter.  (5)  The  Complete  Specification  did  not  particularly  describe 
and  ascertain  the  nature  of  the  said  alleged  invention  and  in  what  manner  it 
was  to  be  performed.  No  sufficient  directions  were  given  for  the  formation  of 
a  series  of  annular  flutings  connecting  a  corresponding  series  of  sharp  ridges  as 
described  and  claimed  in  the  said  Specification.  30 

The  subjoined  drawing  shows  a  section  of  the  Defendants*  flue  : — 


A  shows  the  main  outward  corrugations,  the  metal  between  taking  an  inwardly 
curved  sweep  as  indicated  at  B,  and  a  slight  outwardly  curved  sweep  as  shown 
at  C,  so  as  to  form  supplementary  corrugations.* 

The  action  was  tried  before  Mr.  Justice  COZENS-HARDY  on  the  18th,  19th,  « 
and  20th  of  March,  1901.  °° 

Moulton,  K.G.,  Bousfield,  K.C.,  Walter,  and  Cole/ax  (instructed  by  Vincent 
and  Vincent,  agents  for  Day  and  Yewdall,  of  Leeds)  appeared  for  the  Plaintiffs ; 
T.  Terrell,  K.C.,  and  Graham  (instructed  by  Harrison  and  Davies,  agents  for 
Carter,  Ramsden,  and  Carter,  of  Leeds)  appeared  for  the  Defendants.  49 

Moulton,  K.C.,  for  the  Plaintiffs.— This  action  is  brought  to  restrain  the 
infringement  by  the  Defendants  of  a  Patent  for  an  improved  form  of  boiler 
flue  or  furnace,  chiefly  used  in  marine  boilers.    Originally  boiler  flues  were 

*  See  the  Specification  of  William  Brighton's  Patent  for  "  Improvements  in  Boiler  Flue*  and 
«  Fire  Boxes  "  CNo.  15,670  of  1896).  .  ^u 
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made  in  the  form  of  a  plain  cylinder.  Owing  to  the  fact  that  the  flue  did  not 
keep  its  perfectly  cylindrical  shape  they  were  unable  to  resist  the  high  pressures 
which  it  was  desirable  to  have  in  the  boiler  for  reasons  of  economy.  The  first 
great  step  forward  was  made  in  1877,  when  Fox  patented  his  improved  flue. 
5  This  consisted  in  making  a  cylindrical  flue  with  corrugations  running  round  it. 
During  the  continuance  of  the  Patent  the  use  of  Fox1 8  flues  became  almost 
universal.  The  corrugations  were  even — that  is,  the  inward  and  outward  curves 
were  identical.  The  advantage  of  this  form  was  that  corrugations  gave  the  flue 
greater  strength  and  power  to  resist  compression.    The  chief  disadvantages 

10  were  that  the  deep  narrow  depressions  gave  facilities  for  the  scale  in  the 
boiler  to  lodge,  leading  to  overheating  of  the  metal  at  these  points  and 
consequent  collapse  or  pocketing,  and  that  owing  to  the  depth  of  the 
corrugations  the  flames  and  hot  gases  from  the  fire  did  not  come  into  contact 
.with  a  large  part  of  the  surface  of  the  flue.    In  1889  Devis  to  a  great  extent 

15  got  rid  of  these  disadvantages  by  the  furnace  described  in  the  Specification  on 

-  which  the  Plaintiffs  sue.  He  retained  the  system  of  corrugation,  but  made  the 
upward  or  outward  corrugations  sharper,  and  the  spaces  between  these  sharp 
corrugations  broader  and  shallower.  He  found  that  he  could  discard  the  deep 
corrugations  and  yet  retain  the  strength  of  the  Fox  flue,  provided  he  made  the 

20  curve  at  the  top  of  the  outward  corrugation  much  sharper.  The  sole  difference 
between  the  flue  described  in  the  Specification  and  that  made  by  the  Defendants 
is  that  the  Defendants'  has  a  small  extra  corrugation  in  the  shallow  depression 
between  the  two  sharp  ridges.  This  slight  variation  has  no  advantage,  and  the 
Defendants9  flue  is  a  mere  colourable  imitation  of  the  patented  article. 

25       The  following  witnesses  w,ere  called  for  the  Plaintiffs  : — James  Swinburne, 

-  Sir  James  Fortesque  Flannei%y,  Arthur  John  Maginnis,  Oeorge  Watson  Manuel, 
Earnest  George  Gearing,  George.  McFarlane.  Stewart  Cordon  Horsburgh,  and 
James  Bain. 

Bousfield,  K.C.,  summed  up  the  Plaintiffs'  evidence. 

30       Terrell,  K.C.,  in  opening  the  Defendants'  case,  stated  that  the  only  issue 
between  the  parties  was  that  of  infringement,  and  submitted  that  the  Defen- 
dants had  neither  the  sharp  ridges  nor  the  suspension  which  was  claimed  by 
the  Plaintiffs. 
The  following  witnesses  were  called  for  the  Defendants : — William  Worby 

35  Beaumont,  John  Oravell,  Alexander  John  Dudgeon  f  Joseph  Christopher  Joblin, 
Bryan  Donhin,  Philip  M.  Justice,  and  Herbert  Barringer. 

Terrell,  K.C.,  summed  up  the  Defendants'  case. — To  infringe  the  Plaintiffs* 
Patent  the  Defendants  must  take  what  the  Patentee  has  described  in  his  claim. 
The  Patentee  claims  sharp  ridges,  and  is  tied  down  to  the  sharp  ridges  shown 

40  in  his  drawing.  The  Defendants  cannot  be  said  to  have  anything  approaching 
the  kind  of  sharp  ridges  which  the  Patentee  shows.  The  Plaintiffs  in  their 
catalogue  represent  that  they  are  working  under  Morrison *s  Patent,  which  is 
of  later  date  than  Devis\  We  are  therefore  entitled  to  look  at  Morrison's 
Specification,  and  we  find  that  what  the  Plaintiffs  are  making  is  nothing  more 

45  or  less  than  what  Morrison  shows.  Corrugation  in  a  boiler  flue  is  old,  and  the 
Plaintiffs  are  tied  down  to  the  particular  form  of  corrugation  shown  in  the 
Specification.  The  rest  of  the  combination  consists  in  a  series  of  annular 
flutings.  In  their  catalogue  the  Plaintiffs  define  these  flutings  as  being 
suspended  in  the  form  of  a  chain  curve.    No  one  could  apply  this  description 

50  to  the  Defendants'  flue.  The  Plaintiffs'  present  a  large  concave  surface  to  the 
water,  whereas  the  Defendants'  present  a  greater  expanse  of  convex  surface  to 
the  water  than  any  previous  type  of  flue.  It  is  significant  that  the  Patentee 
doesjiot  even  mention  the  advantages  with  reference  to  scale  in  his  Specifica- 
tion.   To  infringe,  the  Defendants  must  take  the  particular  form  of  flue  shown  ; 

55  there  is  no  underlying  principle  to  take. 
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Moulton,  K.C.,  for  the  Plaintiffs,  in  reply. — As  regards  what  appears  in  the 
Plaintiffs'  catalogue  and  the  references  to  Morrison's  Patent,  the  Court  cannot 
look  to  Morrison  when  construing  Devis.    As  to  the  question  of  sharp  ridges, 
the  Court,  in  construing  the  Specification,  must  consider  the  audience  to  whom  - 
it  is  addressed.    The  working  directions  and  the  evidence  of  practical  men  shows  5 
distinctly  that  what  the  Plaintiffs  make  and  what  the  Defendants  have  taken  are 
sharp  ridges.    They  are  as  sharp  as  they  can  be  made  without  so  distressing  the 
metal  as  to  weaken  it.    The  model  of  the  Plaintiffs'  invention  put  in  by  the 
Defendants  has  the  same  section  as  the  exhibit  put  in  by  the  Plaintiffs,  except  - , 
that  the  Defendants  have  an  angle  and  the  Plaintiffs  have  a  curve.     It  would  10 
be  impossible  to  roll  the  Defendants'  model.    As  regards  the  flutings  being  in 
suspension,,  the  Patentee  has  concentrated  the  power  of  resistance  in  the  sharp 
ridges  and  the  weaker  parts  get  their  support  from  the  strong  parts.    Suspension 
is  a  sufficiently  accurate  expression  for  this.    The  drawings  show  diagramatically 
what  the  Patentee  means.    On  the  question  of  infringement,  the  Defendants  15 
have  our  ridges.    Instead  of  taking  our  identical  shallow  valleys  the  Defendants 
have  added  a  small  corrugation  which  is  almost  ludicrous  in  its  lack  of  utility. 
The  strength  of  the  small  ridge  is  about  one  thirty-sixth  of  that  of  the  main 
ridge.    The  substance  of  the  invention  is  the  ability  to  have  shallow  valleys  by 
means  of  the  strong  supporting  ridges.    This  the  Defendants  have  taken.  20 

Judgment  was  reserved,  and  delivered  on  the  29th  of  March  1901. 

Cozens-Hardy,  J. — In  this  action  the  Plaintiffs  claim  relief  in  respect  of  an 
alleged  infringement  of  a  Patent  granted  in  1889  to  Mr.  Devis  and  now  vested 
in  the  Plaintiffs.  The  Patent  is  for  "An  improved  boiler  flue."  On  the 
pleadings  all  the  usual  defences  were  raised,  but  at  the  trial  the  only  issue  was  25 
that  of  infringement,  the  validity  of  the  Patent  not  being  challenged.  It  is 
nevertheless  necessary  to  consider  with  care  what  was  commonly  known  at 
the  date  of  the  Patent,  and  what  is  the  real  invention  protected  by  the  Patent. 

What  I  may  call  the  original  form  of  a  boiler  flue  was  a  plain  cylinder. 
It  sometimes  had  stiffening  rings  to  give  additional  strength.      It  was  apt  30 
to  lose  its  strict  circular  shape,  and  then  it  had  a  tendency  to  collapse.    In 
1877  Fox  hit  upon  the  idea  of  using  a  corrugated  flue  instead  of  a  plain 
cylindrical  flue.    This  form  gave  great  additional  strength  in  resisting  com- 
pression.    It  was  of  special  importance  because  of  the  growing  increase  of 
pressure  under  which  modern  boilers  are  worked.    The  Fox  flue  practically  35 
superseded  the  old  type.    The  corrugations  were  in  the  form  of  a  regular 
sinuous  xmrve,  the  side  of  the  flue  next  the  water  corresponding  precisely  with 
the  side  next  the  fire.    The  Fqx  flue  is  said  to  have  two  defects  ; — (1)  Scale  is 
^pt  to  lodge  in  the  regular  narrow  depressions  on  the  outside  of  the  flue,    (2)     * 
The  flames  do  not  so  readily  reach  the  numerous  depressions  on  the  inside  of  40 
the  flue.    What  is  known  as  a  "  pocketing  "  or  sometimes  a  serious  collapse  was 
the  result,  and  mechanical  means  were  resorted  to  for  the  purpose  of  keeping 
the  shape  of  the  Fox  flue  true. 

Devis  improved  upon  Fox,  his  leading  idea  being  to  have  a  much  wider 
interval  between  any  two  ridges  on  the  water  side,  and  to  effect  this  by  making  45 
those  ridges  more  steep.    The  requisite  strength  is  thus  gained, 

I  have  purposely  used  thus  far  language  which  is  vague  and  general.    It 
remains  to  read  the  Specification,  and  to  see  what  the  Patentee  claimed.    He 
says  :     [The  learned  Judge  then  read  the   Specification,  except   the  passage 
beginning  "They  may  all   pass"  and  ending  "complete  tube  as  required,"  50 
ante,  page  234,  lines  46  to  52.] 

In  construing  this  Specification,  it  must  be  remembered  that  it  is  addressed 
to  men  who  know  that  a  high  pressure  boiler  flue  is  not  made  of  tissue  paper, 
or  even  of  very  thin  plates  of  steel,  and  who  also  know  what  is  reasonably, 
practicable  in  forming  flutings  by  rolling.    "  Constricted  in  diameter  between  55 
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"  ridge  and  ridge  "  seems  to  me  to  indicate  that  the  ridges  give  the  original- 
diameter  of  the  plain  cylinder,  and  that  the  intervening  depressions  are  produced 
by  rolling  from  the  outside.  This  moreover,  according  to  the  evidence,  is  the 
mode  which  any  skilled  workman  would  adopt  with  a  view  to  avoid 
£  weakening  the  metal  by  stretching.  And  indeed  I  doubt  whether  it  would  be 
possible  in  a  business  sense  to  produce  a  flue  from  a  plain  cylinder,  the  diameter 
of  which  is  represented  by  the  bottom  of  the  valleys,  by  rolling  from  the  inside 
outwards.  This  being  so,  what  meaning  must  be  given  to  the  words  "  sharp 
" ridges"?    Certainly  not  sharp  in  the  sense  in  which  a  knife  is  said  to  be 

yy  sharp,  or  even  in  the  sense  in  which  a  wedge  is  said  to  be  sharp.  I  think  the 
meaning  is  this  :  Make  the  ridge  of  iron  corrugation  sharp  or  steep  as  compared 
with  Fox — sharper  or  steeper  than  any  known  form  of  corrugated  flue ;  as 
sharp  as  the  nature  of  the  metal  and  the  rolling  process  to  which  it  is  to  be 
subjected  and  the  purpose  for  which  the  flue  is  to  be  used  will  reasonably- 

15T  allow.  % 

Great  reliance  was  naturally  placed  by  the  Defendants  on  Fig.  2.  But  I 
do  not  think  it  is  sufficient  to  lead  to  another  interpretation  of  the  language 
of  the  Specification.  Moreover,  Fig.  4  shows  ridges  thickened  on  the  water 
side  in  a  manner  which  is  inconsistent  with  a  narrow  meaning  of  the  word 

20. "  sharp."  I  regard  the  figures  as  only  general  indications,  not  drawn  to  scale, 
of  the  nature  of  the  corrugations,  and  they  are  sufficient  for  that  purpose. 

The  next  question  is  :  What  is  the  meaning  of  the  word  "  suspension  "  from 
the  sharp  ridges  ?  It  is  not  a  happy  word,  and  yet  there  is  a  sense  in  which  it 
is  not  incorrect.     Sharp  ridges  of  the  nature  described  give  strength  to  the 

25  whole  flue,  and  support  the  intervening  metal.  If  the  ridges  yield  the  lower 
part  must  go.  If  the  ridges  do  not  yield  it  is  improbable,  if  not  impossible, 
that  the  lower  part  will  go. 

The  Defendants  are  making  and  selling  flues  almost  exactly  alike — except  in 
one  respect — flues  which  the  Plaintiffs  make  and  sell.    But  the  Defendants 

30  assert  that  the  flue  made  by  the  Plaintiffs  is  not  made  in  accordance  with  the 
Deuis  Patent ;  and  if  this  be  so  a  comparison  between  the  two  flues  cannot  be 
of  any  importance.  The  Defendants  are  certainly  entitled  to  hold  the  Plaintiffs 
to  the  language  of  the  Specification,  and  to  insist  that  there  can  be  no  infringe- 
ment except  of  the  invention  which  is  claimed,  which  is,  "  A  boiler  flue  or 

3fi  "  furnace  consisting,  as  to  its  general  form,  of  a  series  of  annular  flu  tings 
"  connecting  a  corresponding  series  of  sharp  ridges." 

The  Defendants9  flue  is  J.  S.  7.  It  is  argued  that  it  is  no  infringement  (1) 
because  there  are  no  "sharp  ridges,"  and  (2)  because  instead  of  having  a 
uniform  curve  concave  towards  the   water,  as  shown  in  the  figures  of  the 

40  Specification,  it  has  a  hump  between  the  two  ridges,  the  effect  of  which  is  that 
the  surface  towards  the  water  is  to  a  large  extent  convex  instead  of  concave. 

If  the  view  which  I  have  expressed  as  to  the  proper  construction  of  the 
claim  is  correct  I  think  the  Defendants  have  adopted  "  sharp  ridges."  Their 
ridges  are  as  steep  as  they  can  practically  be  made.    The  radius  of  the  inside 

45  curve  of  the  ridge  is  as  nearly  as  may  be  equal  to  the  thickness  of  the  plate.  A 
curve  with  a  smaller  radius  could  only  be  produced,  if  at  all,  by  so  "  distressing  " 
the  metal  as  to  render  it  weak  and  unsuitable  for  the  purpose  of  a  flue. 

With  regard  to  the  second  point,  I  think  there  is  precisely  the  same 
"suspension"  as  is  described  in  the  Specification.    Upon  the  evidence  I  am 

50  satisfied  that  the  hump — the  depth  of  which  is  only  three-sixteenths  of  an  inch- 
serves  no  practical  purpose.  I  find  in  J.  S.  7  a  series  of  annular  flutings  whose 
depth  is  small  compared  with  their  width,  and  I  do  not  regard  it  as  essential  that 
the  surface  between  the  ridges,  which  I  may  call  the  valley,  should  be  wholly 
concave  towards  the  water.    The  slight  undulating  line  instead  of  a  continuous 

55  curve  between  the  two  sharp  ridges — there  being  no  difference  in  the  result— 
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does  not  in  my  view  prevent  J.  S.  7  from  being  an  infringement  of  the  Devi$ 
Patent. 

I  must  therefore  hold  that  the  Defendant  Company  have  infringed  the  Devis 
Patent,  and  must  give  the  Plaintiffs  the  proper  relief  on  that  footing. 

Mr.  Moulton,  there  is  one  thing  I  want  to  ask  you.    I  see  you  have  made  not  5 
merely  the  Company  but  the  directors  co-Defendants,  and  I  have  not  had  a 
particle  of  evidence  that  they  have  in  any  way  done  acts  which  make  them 
proper  Defendants. 

Moulton,  K.C. — It  was  only  that  they  were  agents  of  the  Company.  There 
was  no  separate  appearance.  10 

Cozens-Hardy,  J. — I  do  not  mean  to  interfere  with  the  costs,  but  I  propose 
to  dismiss  the  action  against  them  without  costs. 

Moulton,  E.C.,  asked  for  a  Certificate  that  the  validity  of  the  Patent  came 
into  question. 

After  some  discussion,  in  which  the  cases  of  Fahriques  de  Produits  Chemiques  15 
de  Thann,  Ac.  v.  Caspers  (15  R.P.C.  94)  and  Welsbach  Incandescent  Company 
v.  Krumm(ante  p.  211)  were  referred  to,  the  Certificate  was  granted,  and  also 
a  Certificate  as  to  the  Particulars  of  Breaches. 

Terrell,  K.C. — I  ask  your  Lordship  to  stay  the  operation  of  the  injunction 
pending  an  appeal,  notice  of  appeal  being  given  at  once,  on  these  grounds.  I  20 
can  give  evidence  that  we  made  these  tubes  and  pipes  for  three  years — probably 
four  years— before  the  Plaintiffs  took  any  proceedings  at  all,  and  we  have  very 
large  works  employing  something  like  70  men,  and  the  whole  establishment 
will  be  stopped  at  once  and  the  men  will  have  to  be  dismissed.  If  the  Plaintiffs 
had  brought  the  action  promptly,  perhaps  they  ought  to  have  the  injunction,  but  25 
there  is  a  period  of  three  years  during  which  they  do  nothing,  and  a  large 
trade  grows  up,  and  there  is  a  large  competition,  and  then  they  bring  an  action. 

Moulton,  K.C. — I  do  not  remember  a  Patent  case — I  think  it  must  be  extremely 
rare — where  the  injunction  has  been  stayed.  We  will  stay  the  taxation  of  the 
costs.  30 

Terrell,  K.C.— The  injunction  has  been  stayed  several  times. 

Moulton,  K.C. — Very  rarely. 

COZENS-HARDY,  J. — I  propose  to  suspend  the  injunction  for  a  sufficient 
length  of  time  to  enable  the  Defendants  to  present  their  appeal  and  to  apply  to 
the  Court  of  Appeal.  I  certainly  do  not  feel  disposed  to  grant  a  stay  which  35 
which  would  probably,  having  regard  to  the  state  of  business  in  the  Court  of 
Appeal,  suspend  the  injunction  for  a  twelvemonth.  I  do  not  think  that  would 
be  right.  The  Court  of  Appeal  may  think  it  right  to  do  it,  or  they  may  advance 
the  appeal. 

Terrell,  K.C. — Will  your  Lordship  give    us,    say,  a    fortnight   after   the  40 
commencement  of  the  next  sittings  ?     It  is  not  possible  for  us  to  go  to  the 
Court  of  Appeal  this  sittings. 

Cozens-Hardy,  J. — That  is  what  I  meant.  I  think  I  may  suspend  the 
injunction  until  the  1st  of  May,  you  intending  to  appeal. 

Terrell,  K.C. — Notice  of  appeal  will  be  given  at  once.  45 

Moulton,  K.C. — Until  the  1st  of  May.  Then  the  Court  of  Appeal  must  deal 
with  it. 

Cozens-Hardy,  J.— Yes. 

An  injunction  was  granted,  an  inquiry  as  to  damages  ordered,  and  the 
Plaintiffs  were  given  the  costs  of  the  action.  50 

The  case  came  before  the  Court  of  Appeal,  and,  on  the  26th  of  April,  by 
consent  an  Order  was  made  staying  the  injunction  pending  the  appeal  on  terms 
arranged  between  the  parties,  which  terms  were  embodied  in  the  Order, 
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In  the  Matter  of  Justice's  Patent. 


5       Patent.— Petition  for   revocation. — Novelty. — Subject-matter. — Patent  held 
valid  except  as  to  one  claim. — Conditional  Order  fw  revocation. 

In  1895  a  Patent  was  granted  to  J.  for  "Improvements  in  cyclometers, 
"  revolution  counters,  or  indicatqrs."  The  first  claim  was  as  follows : — u  In  a 
"  cyclometer,  revolution  counter,  or  indicator  the  combination  with  a  chambered 

10  *  support  and  an  actuating  shaft  of  index  rings  mounted  to  revolve  on  said 
"  support  and  adapted  to  transmit  movement  from  each  of  said  index  7Hngs  to 
"  the  next  in  order,  the  hubs  of  said  gears  being  flattened,  spring  arms  supported 
"  within  the  chamber  and  bearing  upon  the  opposite  flattened  faces  of  said  gear- 
"  hubs*  and  meemsfor  actuating  the  first  of  said  rings  from  said  actuating 

15  t4  shaft."  There  were  four  other  claims  for  similar  combinations,  expressed 
in  more  detail  and  with  additional  modifications.  In  1900  A.  W.  O.,  Ld., 
presented  a  Petition  for  revocation  of  the  Patent  on  the  grounds  of  want  of 
novelty  and  subject-matter. 

Held,  that  in  the  first  claim  tiie  novelty  depended  on  the  squaring  of  the  hub 
20  and  the  use  of  the  spring  arms  in  the  minor  combination  which  was  the  subject 
of  the  claim,  and  that  such  combination  was  not  neio9  useful,  and  good  subject- 
matter  for  a  Patent.    Held  also,  that  tiu>  Petition  failed  as  to  the  othei*  four 

2  A 
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claims.  Revocation  of  the  Patent  was  ordered  unless  within  three  montJis  tlie 
Patentee  should  obtain  leave  to  amend  his  Specification  by  disclaiming  the  first 
claim. 

Form  of  Order  in  Deeley  v.  Perkes  (13  R.P.C.  58 J)  followed. 

In   1895  a   Patent  was  granted   to  P.  M.  Justice  for  "Improvements  in  5 
"  cyclometers,  revolution  counters,  or  indicators." 

The  Complete  Specification,  bo  far  as  material  for  this  report,  was  as  follows  :  — 
u  This  invention  relates  to  the  general  class  of  revolution  counters  or  indicators, 
"  and  particularly  to  devices  of  this  character  usually  known  as  cyclometers, 
44  which  are  adapted  to  indicate  the  distance  travelled  by  wheeled  vehicles,  10 
44  such  as  velocipedes.  Some  of  the  features  of  the  invention  may  be  found 
44  advantageous  for  adoption  in  other  constructions,  but  the  main  object  of  the 
44  invention  has  been  to  produce  a  cyclometer  which  shall  be  small,  compact 
44  and  light,  and  yet  of  such  simple  construction  as  to  be  easily  made  and  not 
44  liable  to  get  out  of  order.  In  the  construction  which  is  herein  shown  as  15 
44  embodying  the  invention,  the  indicating  figures  are  placed  on  the  peripheries 
44  of  rings  which  are  mounted  side  by  side  on  a  common  axis  and  have  their 
44  peripheries  unbroken  by  gear  teeth,  wherefore  the  indicating  figures  are 
"  Drought  to  view  in  a  straight  line  and  can  be  read  easily.  The  transmitting 
44  and  reducing  mechanism  is  included  within  the  circumference  of  the  cylinder  20 
44  formed  by  the  index  rings,  thereby  permitting  the  shell  or  casing  also  to  be 
44  cylindrical  and  of  but  slightly  greater  diameter  than  the  index  rings  themselves, 
44  and  the  whole  device  to  be  exceedingly  compact  and  small.  Moreover,  only  a 
44  single  rotating  shaft  is  required  and  that  protrudes  through  the  shell  at  one 
44  end  only  and  can  there  be  tightly  packed,  so  that  the  shell  is  practically  both  25 
44  dust  and  waterproof.  The  parts  required  are  few  in  number,  easily  constructed, 
44  and  although  small,  are  not  so  delicate  as  to  be  subject  to  rapid  wear  or  to 
44  danger  of  breakage.  The  improved  construction  will  be  fully  described 
44  hereinafter  with  reference  to  the  accompanying  drawings,  in  which  Figure  1 
44  is  a  view  of  the  cyclometer  embodying  the  invention,  in  central  longitudinal  30 
44  section ;  Figure  2  is  a  transverse  section  on  the  plane  indicated  by  the 
44  line  2 — 2  of  Figure  1  ;  Figure  3  is  a  transverse  section  on  the  plane  indicated 
44  by  the  line  3—3  of  Figure  1 ;  Figure  4  is  a  transverse  section  on  the  plane 
44  indicated  by  the  line  4 — 4  of  Figure  1  a  portion  of  the  bearing  ring  of  the 
44  index  ring  being  broken  away  to  show  the  gear  teeth  beyond  it.     .    .     .    .        35 

44  The  several  operative  parts  of  the  improved  mechanism  may  be  carried  by 
44  a  plate  A,  which  is  preferably  circular  in  outline  and  formed  with  a  hub  or 
44  other  support  a,  hereinafter  referred  to  as  the  hub,  which  affords  a  bearing 
44  for  the  parts  which  are  mounted  thereon,  and  is  hollow  or  chambered  as 
44  at  a1,  or  otherwise  adapted  to  receive  within  it  certain  parts  of  the  transmitting  4() 
.44  and  reducing  mechanism,  whereby  such  parts  may  be  wholly  enclosed  within 
,44  the  circumference  of  the  cylinder  formed  by  the  indicating  rings  hereinafter 
44  referred  to.  The  actuating  shaft  B  preferably  has  a  bearing  in  the  plate  A 
44  and  also  in  a  disc  C,  which  is  held  by  pins  (not  shown)  in  the  end  of  the 
44  hub  a.  A  rod  D,  hereinafter  referred  to,  is  supported  at  one  end  in  the  45 
44  plate  A  and  at  the  other  end  in  the  disc  C.  The  shaft  B  has  fixed  upon  its 
44  outer  end  the  star  wheel  E,  by  which  it  is  actuated,  and  upon  its  inner  end  an 
44  eccentric  F  which  is  preferably  stepped  or  shouldered  as  shown.  A  spring  b 
44  may  be  interposed  between  the  star  wheel  E  and  the  plate  A  to  hold  the 
44  eccentric  F  closely  against  the  abutment  formed  by  the  disc  C,  thereby  50 
44  creating  sufficient  friction  to  prevent  the  star  wheel  from  jarring  out  of 
44  position  or  from  moving  too  far  when  struck  by  the  actuating  pin  carried  by 
44  the  wheel  of  the  vehicle.  A  packing  bl  of  felt  or  other  suitable  material 
44  may  be  placed  around  the  spring  to  exclude  dust  from  the  shaft  bearing  and 
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may  be  held  in  place  by  a  ring  b*.  The  eccentric  F  fits  freely  in  the  centrally 
disposed  apertures  of  two  gears  G  and  G1  which  are  secured  together  by  pins 
or  rivets  g  g  or  otherwise.  It  will  be  understood  that  the  two  parts  of  the 
"•  eccentric  F  have  coincident  axes  and  form  virtually  a  single  eccentric,  which 
5  "  is  stepped  or  shouldered  or  headed  merely  for  the  purpose  of  holding  the 
44  gears  firmly  against  the  face  of  the  disc  C  and  creating  friction  to  prevent 
"  accidental  movement.  The  disc  is  provided  with  gear  teeth  c  cy  near  its 
44  periphery,  to  form  an  internal  fixed  gear  to  mesh  with  the  gear  G,  as  the 
44  latter  is' rolled  round  by  the  eccentric  and  to  occasion  thereby  the  revolution 

10  "  of  said  gear  G  upon  the  eccentric,  and  a  consequent  revolution  of  the  gear  G1 
4'  with  the  gear  G  ;  the  gear  G1  meshes  with  an  internal  gear  formed  by 
44  teeth  h  k,  on  the  inner  surface  of  the  first  index  ring  H,  which  may  be 
44  mounted  to  rotate  on  the  hub  a  or,  as  shown,  on  a  hub  c\  formed  on  the 
44  rear  of  the  disc  C.    The  number  of  the  teeth  7/  h  is  greater  by  one  than  the 

15  "  number  of  the  teeth  c  c9  and  as  a  consequence,  as  the  gears  G  and  G1  are 
44  rolled  together  within  the  two  gears  c  c  and  h  /*,  the  latter  and  the  index 
44  ring  H  therewith  will  be  given  a  very  slow  revolution.  I  prefer  that  the 
4*  several  gears  shall  be  so  proportioned  that  the  index  ring  H  shall  revolve 
44  once  for  each  mile  traversed,  and  therefore  upon  its  periphery  are  indicated 

20  "  successive  fractional  parts  of  a  mile,  the  figures  being  brought  to  view  at  the 
44  sight  opening  in  succession.  It  is  obvious  that  the  gearing  just  described 
44  constitutes  an  ordinary  and  well-known  form  of  differential  gearing,  and 
44  consequently  it  requires  no  further  description  or  explanation  herein.  Upon 
44  the  rod  or  pin  D,  between  the  disc  C  and  the  plate  A,  are  mounted  sleeves  I  I 

25  4t  which  correspond  in  number  and  arrangement  with  the  several  index  rings 
44  beyond  the  first  or  fractional  ring.  Each  sleeve  I  carries  at  one  end  a  toothed 
44  or  star  wheel  f,  and  on  the  other  end  a  pinion  i1,  the  toothed  wheel  and  pinion 
44  being  formed  independently  of  or  integral  with  the  sleeve  as  may  be  most 
44  convenient.    The  hub  in  the  centre  of  the  sleeve  is  flattened,  as  indicated  by 

HO  u  dotted  lines  in  Figure  4,  and  is  embraced  by  the  arms  of  a  spring  fork  J, 
44  which  is  supported  by  a  pin  J1,  fixed  in  the  plate  A  and  disposed  in  the  lower 
44  part  of  the  chamber  a1  of  the  hub  a.  The  object  of  this  arrangement  is  to 
44  prevent  a  movement  of  the  toothed  wheel  and  pinion  through  a  distance 
44  greater  than  from  one  tooth  to.  the  next  at    each    actuation  thereof,  as 

35  "  hereinafter  described.  The  arrangement  of  the  spring  arms  as  shown, 
44  bearing  against  opposite  or  substantially  opposite  faces  of  the  flattened  hub, 
44  secures  a  maximum  of  torsional  effect  with  a  minimum  of  friction,  thereby 
44  preventing  accidental  movement  without  making  the  mechanism  hard  to 
44  move.    The  several  index  rings  H1,  H2,  and  Ha  have  each  a  bearing  ring  or 

40  "  flange  hl  which  rests  upon  the  hub  ay  before  referred  to,  and  supports  the 
44  index  ring  for  revolution.  Each  bearing  ring  also  enters  between  the  wheel  / 
44  and  pinion  il  of  the  corresponding  pair  and  serves  to  retain  them  in  proper 
44  position  in  relation  to  the  index  rings.  Each  index  ring  H1,  H*,  H3  also  has 
44  internal  gear  teeth  A2,  adapted  to  be  engaged  by  the  corresponding  pinion  i1, 

45  "  and  each  index  ring  H1,  H3,  as  well  as  the  fractional  ring  H,  has  a  pin  hl 
44  projecting  from  a  point  near  its  circumference  and  adapted  to  engage  and 
44  actuate  the  toothed  wheel  i,  corresponding  to  the  next  index  ring  beyond  it. 
44  Thus  as  each  index  ring  completes  a  revolution,  it  causes  the  movement  of 
44  the  next  index  ring  one  step  forward.    The  driving  pin  hl  projecting  from 

50  "  the  ring  H  is  shown  in  section  in  Figure  4  and  is  indicated  by  dotted  lines  in 
44  Figure  3  ;  the  remaining  pins  are  exactly  similar  to  this  and  it  is  therefore 
44  unnecessary  to  complicate  the  drawings  by  attempting  to  show  them.  It  will 
44  be  observed  that  the  pin  J1,  the  springs  J  J,  the  rod  or  pin  D  and  the  several 
44  parts  of  the  reducing  and  transmitting  mechanisms  are  all  included  within 

55  "  the  chamber  or  recess  of  the  hub  a,  and  therefore  within  the  circumference 
44  of  the  cylinder  formed  by  the  index  rings.    The  casing  of  the  cyclometer  is 
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u  completed  by  a  cylindrical  shell  L,  which  is  but  slightly  larger  in  diameter 
"  than  the  index  rings  and  is  secured  to  the  plate  A  and  provided  at  I 
44  with  a  sight  opening  which  may  be  closed,  to  prevent  access  of  dust  or 
u  moisture,  by  a  piece  of  glass  or  other  suitable  transparent  material.  The 
44  cyclometer  is  intended  to  be  attached  to  the  frame  of  the  velocipede  or  other  5 
"  vehicle  in  proximity  to  a  wheel,  as  usual,  and  for  this  purpose  the  shell  or 
"  casing  may  be  provided  with  an  arm  M,  which  may  be  clamped  by  a  bolt  m 
"  (see  particularly  Figures  5  and  6).  between  the  two  arms  nn  of  ?i  forked 
"  plate  or  bracket  N  which  may  be  secured  to  the  front  axle  of#a  bicycle  or  to 
"  any  other  convenient  point,  the  two  arms  n  n  being  preferably  slotted,  as  10 
"  indicated  at  n1,  to  permit  of  lateral  adjustment  with  respect  to  the  wheel  or 
"  other  moving  part  of  the  vehicle  which  actuates  the  cyclometer.  As  repre- 
"  sented  in  Figures  5  and  6,  one  of  the  spokes  0  of  the  wheel  of  the  vehicle 
"  may  have  clamped  thereon  a  suitable  actuating  pin  o  which  is  adapted  to 
44  engage  the  star  wheel  E  and  effect  a  step  by  step  rotation  thereof  during  the  15 
4k  successive  revolutions  of  the  vehicle  wheel. 

"  It  will  be  obvious  that  various  modifications  might  be  made  in  details  of 
"  construction  without  departing  from  the  spirit  of  the  invention  [one 
"  modification  was  described]. 

44  Various  other  modifications  in  details  of  construction  and  arrangement  20 
44  might  be  made  without  departing  from  the  spirit  of  the  invention,  and  it  is 
"  not  desired  to  limit  the  invention  to  the  precise  construction  shown." 

The  claims  were  as  follows : — "  1.  In  a  cyclometer,  revolution  counter,  or 
"  indicator  the  combination  with  a  chambered  support  and  an  actuating  shaft 
"  of  index  rings  mounted  to  revolve  on  said  support,  a  series  of  transmitting  25 
"  gears  disposed  within  the  chamber  of  said  support  and  adapted  to  transmit 
44  movement  from  each  of  said  index  rings  to  the  next  in  order,  the  hubs  of  said 
44  gears  being  flattened,  spring  arms  supported  within  the  chamber  and  bearing 
44  upon  the  opposite  flattened  faces  of  said  gear-hubs,  and  means  for  actuating 
44  the  first  of  said  rings  from  said  actuating  shaft.    2.  In  a  cyclometer,  revolution  30 
44  counter,  or  indicator  the  combination  with  a  chambered  support  and  index' 
44  rings  mounted  to  revolve  on  said  support,  of  an  actuating  shaft,  a  series  of 
44  transmitting  gears  disposed  within  the  chamber  of  said  support  and  adapted 
44  to  transmit  movement  from  each  of  said  index  rings  to  the  next  in  order,  a 
44  stationary  internal  gear,  an  eccentric  fixed  on  said  shaft  and  two  differential  35 
44  gear    wheels  mounted    on    said  eccentric  and   meshing  respectively  with 
44  the  aforesaid  stationary  internal  gear  and  with  an  internal  gear  secured 
44  to  the  first  of  said  index  rings.    (3)  In  a  cyclometer,  revolution  counter, 
44  or    indicator    the    combination    with    a    chambered    support    and    index 
44  rings    mounted    to    revolve    on   said    support,    of    an    actuating    shaft,    a  40 
44  series  of  transmitting  gears  disposed  within  the  chamber  of  said  support 
44  adapted  to  transmit  movement  from  each  of  said  index  rings  to  the  next 
44  in  order,  a  disc  fixed  against  the  end  of  said  support,  an  internal  gear 
44  formed  on  said  disc,  an  eccentric  fixed  on  said  shaft  and  two  differential 
44  gear  wheels  fixed  together  and  mounted   on  said   eccentric  and  meshing  45 
44  respectively  with  the  aforesaid  internal  gear    and  with  an  internal  gear 
4i  formed  on  the  first  of  said  index  rings.     (4)  In  a  cyclometer,  revolution 
44  counter,    or  indicator  the    combination    with  a  support  and  index  rings 
44  mounted  to  revolve  on    said  support,  of  an  actuating  shaft,  a  series  of 
44  transmitting  gears  adapted  to  transmit  movement  from  each  of  said  index  50 
44  rings  to  the  next  in  order,  a  shouldered  eccentric  mounted  on  said  shaft,  two 
44  gears  mounted  on  said  eccentric  and  connected  to  move  together,  being 
44  retained  in  place  by  the  head  or  shoulder  of  said  eccentric,  a  fixed  internal 
44  gear  within  which  one  of  said  first-named  gears  is  adapted  to  engage  as  it  is 
44  rolled  by  the  eccentric,  and  an  internal  gear  connected  to  the  first  of  said  55 
44  index  rings  and  adapted  to  be  engaged  by  the  other  of  said  first-named  gears. 


Vol.  XVIII.,  No.  11.]    AND  TRADE  MARK  CASES. 


345 


In  the  Matter  of  Justice's  Patent. 


u  (5)  In  a  cyclometer,  revolution  counter,  or  indicator  the  combination  with  a 
"  support,  a  series  of  index  rings  mounted  to  revolve  on  said  support,  an 
"  actuating  shaft  and  a  series  of  transmitting  gears  to  transmit  movement  from 
"  each  of  said  index  rings  to  the  next  in  order,  of  an  actuating  wheel  secured 

•*>  "  to  said  shaft,  a  spring  interposed  between  said  wheel  and  said  support-,  a 
"  shouldered  eccentric  carried  by  the  other  end  of  the  shaft,  and  differential 
"  gears  mounted  on  said  eccentric  to  transmit  movement  therefrom  to  the  first 
"  of  said  index  rings  and  held  by  said  shouldered  eccentric  and  said  spring 
44  acting  through  said  shaft  against  said  support,  whereby  accidental  movement 

10  u  of  said  actuating  wheel,  shaft  and  gearing  is  prevented." 


FIC.I 


In  1^99  Justice  commenced  an  action  for  infringement  of  the  Patent  againBl 
A.  W.  Qamage,  Ld.  After  delivery  of  Defence  and  Particulars  of  Objections, 
the  action  was  discontinued. 

On  the  28th  of  May  1900  A.  W.  Qamage,  Ld,,  presented  a  Petition  for 
15  revocation  of  the  Patent,  having  obtained  the  authority  of  the  Attorney- 
General  under  section  26  (4)  (&)  of  the  Patents,  &c.  Act,  1883. 

By  their  Particulars  of  Objections  the  Petitioners  stated  that:— (1)  The 
alleged  invention  was  not  new.    The  alleged  invention  had  been  published  in 
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this  realm  prior  to  the  date  of  the  said  Letters  Patent  by  the  Specifications  of  the 
following  Patents  :— Newton  (No.  1988  of  1870) ;  Grimswold  (No.  5048  of 
1880)  ;  Thompson  (No.  5550  of  1881)  ;  Hoster  (No.  950  of  1881)  ;  Davtds 
(U.S.A.  No.  375,804  of  1888) ;  Davids  (No.  103  of  1888).  (2)  The  alleged 
invention  was  not  the  proper  subject-matter  for  Letters  Patent.  5 

T.  Terrell,  Q.C.,  and  A.  J.  Waller  (instructed  by  A.  Pyke)  appeared  for  the 
Petitioners;  Bausfield,  Q.C.,  and  Graham  (instructed  by  Radford  and 
FranJcland)  appeared  for  the  Respondent. 

Bousfield,  Q.C.,  opened  the  Respondent's  case.— There  is  no  question  as  to 
the  success  and  utility  of  my  Patent,  They  say  it  is  not  novel,  and  not  good  10 
subject-matter.  [The  Specification  was  then  read.]  I  admit  that  none  of  the 
parts  are  new,  but  I  say  the  combination  is  novel.  There  were  many  counting 
machines,  and  there  was  one  which  counted  miles,  but  there  was  nothing  in 
such  a  shape  as  this  adapted  for  the  purposes  of  a  cycle.  The  application  of  a 
double  differential  gear  to  a  machine  which  turns  revolutions  into  fractions  of  15 
a  mile  is  new.  Thompson  has  a  differential  gear,  but  his  gear  does  not  give  you 
fractions.    He  gets  those  by  means  of  a  worm-wheel,  which  is  quite  different. 

Messrs.  J.  Swinburne  and  D.  Clerk  gave  evidence  in  support  of  the 
Respondent's  case. 

Terrell,  Q.C.,  called  no  witnesses,  but,  after  claiming  the  right  to  reply,  20 
addressed  the  Court  for  the  Petitioners.— This  is  a  Patent  for  a  combination  for 
two  mechanisms— double  differential  and  internal  transmitting  gear.  The 
Patentee  acknowledges  that  double  differential  gear  was  old.  Now  there  must 
be  invention  in  the  combination,  and  the  combination  when  completed  must 
do  something  that  neither  of  the  parts  alone  can  do  (Wood  v.  Raphael,  13  R.P.C.  25 
730).  Here  there  is  no  new  function.  Claim  1  is  covered  by  Davids'  American 
Specification.  This  is  a  Patent  for  a  combination,  and  there  is  no  invention 
at  all. 

Walter  followed.— The  Specification  draws  no  distinction  betwten  the 
monopoly  sought  for  the  cyclometer,  counter,  or  indicator.  There  is  no  30 
information  as  to  how  to  convert  revolutions  counted  into  miles  run.  It  is 
simply  a  question  of  the  number  of  teeth,  and  is  left  to  the  workman.  The 
first  claim  is  absolutely  anticipated,  if  you  take  the  alternative  which  the 
Specification  offers  you. 

Bousfield,  Q.C.,  in  reply.—  Wood  v.  Raphael  may  be  distinguished.  In  that  6b 
case  there  was  anticipation  of  the  parts.  Here  we  have  a  mutual  inter-relation 
of  the  component  parts  of  the  combination  which  there  was  not  in  Wood  v. 
Raphael.  I  rely  on  Thomson  v.  American  Braided  Wire  Company  (6  R.P.C. 
518).  Unless  the  Petitioners  satisfy  the  Court  that  the  combination  is  so  obvious 
that  it  might  have  occurred  to  anyone  they  must  fail.  ^0 

Judgment  was  reserved,  and  delivered  on  the  2nd  of  April  1901. 
JOYCE,  J.— This  is  a  Petition  under  section  26  of  the  Act  of  1883  for  the 
revocation  of  the  grant  of  Letters  Patent,  dated  the  22nd  of  October  1895,  for 
"  Improvements  in  cyclometers,  revolution  counters,    or    indicators."     The 
Specification  states  on  page  1  :— "  This  invention  relates  to  the  general  class  of  45 
"  revolution  counters  or  indicators,  and  particularly  to  devices  of  this  character 
"  usually  known  as  cyclometers,  which  are  adapted  to  indicate  the  distance 
"  travelled  by  wheeled  vehicles,  such  as  velocipedes.    Some  of  the  features  of 
u  the  invention  may  be  found  advantageous  for  adoption  in  other  constructions, 
"  but  the  main  object  of  the  invention  has  been  to  produce  a  cyclometer  which  50 
"  shall  be  small,  compact,  and  light,  and  yet  of  such  simple  construction  as  to 
"  be  easily  made  and  not  liable  to  get  out  of  order.    In  the  construction  which 
"  is  herein  shown  as  embodying  the  invention,  the  indicating  figures  are  placed    , 
"  on  the  peripheries  of  rings  which  are  mounted  side  by  side  on  a  common  axis 
"  and  have  their  peripheries  unbroken  by  gear  teeth,  wherefore  "th$  indicating  55 
"  figures  are  brought  to  view  in  a  straight  line  and  can  be  read  easily.    The 
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"  transmitting  and  reducing  mechanism  is  included  within  the  circumference 
"  of  the  cylinder  formed  by  the  index  rings,  thereby  permitting  the  shell  or 
"  casing  also  to  be  cylindrical  and  of  but  slightly  greater  diameter  than  the 
u  ii\dex  rings  themselves,  and  the  whole  device  to  be  exceedingly  compact  and 
5  "  small.  Moreover,  only  a  single  rotating  shaft  is  required,  and  that  protrudes 
"  through  the  shell  at  one  end  only  and  can  there  be  tightly  packed,  so  that  the 
"  shell  is  practically  both  dust  and  waterproof.  The  parts  required  are  few  in 
u  number,  easily  constructed,  and,  although  small,  are  not  so  delicate  as  to  be 
"  subject  to  rapid  wear  or  to  danger  of  breakage."    The  Specification  then  goes 

10  on  to  describe  the  invention  fully  with  reference  to  the  accompanying  drawings. 

There  was  produced  at  the  trial  and  there  is  now  before  me  a  cyclometer 

made — with  perhaps  some  immaterial  difference  of  detail — according  to  the 

invention  described  in  the  body  of  the  Specification.     It  is  intended  to  be 

attached  to  the  frame  of  a  velocipede  or  other  vehicle  in  proximity  to  the 

15  wheel.  At  the  outer  end  of  the  cylinder,  through  the  centre  of  which  passes 
a  shaft  called  the  shaft  6  in  the  drawings,  is  what  is  called  the  star  wheel  E, 

-  and  then  one  of  the  spokes  of  the  wheel  of  the  vehicle  may  have  clamped 
thereon  a  suitable  actuating  pin,  which  is  adapted  to  engage  in  the  star  wheel  E 
and  effect  a  step  by  step  rotation  thereof  during  the  successive  revolutions  of 

20  the  vehicle  wheel.  The  first  primary  index  ring  (referred  to  in  the  Specification 
and  drawings  as  the  index  ring  H)  has  its  circumference  graduated,  and  in  this 
particular  specimen  divided  into  ten  equal  parts,  being  so  arranged  as  to 
complete  one  revolution  for  a  certain  number  of  revolutions  of  the  star 
wheel  E  or  of  the  vehicle  wheel.    In  this  one  the  primary  index  ring  is  so 

25  arranged  as  to  complete  one  revolution  for  each  mile  traversed  by  the  vehicle 
wheel  in  connection  with  which  the  cyclometer  is  adapted  to  be  used.  The 
other  index  rings  H1,  H*,  H3,  and  H4  are  so  arranged  as  to  show  up  to  9999  the 
number  of  revolutions  of  the  first  index  ring  H,  the  result  of  the  whole  being 
to  show  up  to  9999  the  number  of  completed  miles  (the  first  or  primary  index 

30  ring  showing  the  additional  tenths  of  a  mile)  traversed  by  the  vehicle  wheel. 
No  separate  part  of  the  invention  taken  by  itself  is  claimed  to  be  new  ;  each 
claim  is  for  a  combination,  none  of  them,  as  1  read  it,  including  the  mode  by 
which  the  star  wheel  E  is  actuated  or  made  to  revolve  by  the  vehicle  wheel. 
Practically  the  invention  appears  to  comprise  and  combine  in  an  enclosed' 

35  cylinder  two  principal  parts — that  is  to  say,  first,  a  double  differential  gearing 
by  which  the  first  index  ring  H  is  made  to  revolve  once  for  a  considerable  but 
certain  number  of  revolutions  of  the  star  wheel  E ;  and,  secondly,  certain 
transmitting  gear  or  machinery  by  which  the  number  of  revolutions  of  the 
first  index  ring  H  are  counted  up  to  9999,  the  result  being  shown  by  one,  two, 

40  three,  or  four  figures  in  the  same  line  upon  the  index  rings  H1,  Hs,  H8,  and 
H4.  This  transmitting  gear  is  uncommonly  like  what  is  described  in  the 
previously  published  American  Patent  of  Charles  H.  Davids. 

As  to  the  double  differential  gearing  which  operates  the  first  index  ring  H1, 
I  am  not  clear  whether  as  a  matter  of  construction  the  remark  at  page  2,  line  43, 

45  of  the  Specification,  "That  the  gearing  just  described  constitutes  an  ordinary 
"  and  well-known  form  of  differential  gearing,  and  consequently  requires  no 
"  further  description  or  explanation,"  is  intended  to  apply  to  the  whole  (that  is 
to  say,  to  the  double  differential  gearing)  as  described  or  only  to. a  differential 
gearing,  but  I  do  not  think  this  is  very  material,  because,  as  I  have  already  said, 

50  nowhere  is  anything  claimed  by  the  Patentee  but  a  combination. 

No  witnesses  were  called  on  behalf  of  the  Petitioners.  The  uncontradicted 
evidence  adduced  on  behalf  of  the  Respondent  shows,  and  I  am  convinced  that 
the  instrument  I  have  attempted  to  describe  does  in  a  neat  and  ingenious 
manner  accomplish,  that  which  is  stated  in  the  passage  which  I  first  read  from 

55  the  Specification  to  be  the  main  object  of  the  invention.  It  very  completely 
fuifils  the  requirements  and  objects  Of  a  cyclometer.    In  my  opinion  it  did 
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require  the  exercise  of  ingenuity  to  invent  it.  There  is  no  question  as  to  its 
utility.  I  oonsider  it  to  be  superior  to  any  other  cyclometer  previously  on  the 
market,  but  its  novelty  is  impugned,  and  it  is  alleged  not  to  be  proper  subject- 
matter  of  a  Patent. 

The  combination  of  which  the  cyclometer  in  question  is  the  result  appears  to  5 
me  to  be  new,  whatever  may  be  the  case  as  to  any  one  or  more  of  its  component 
parts  taken  separately.    But  is  it  igood  subject-matter  for  a  Patent  ?    Is  the 
amount  of  invention,  if  any,  that  was  required  sufficient  to  support  the  grant 
of  a  Patent  ?    I  do  not  find  in  the  authorities  any  definite  rule  which  I  can 
apply  to  determine  what  my  answer  ought  to  be  to  this  question,  but  after  much  10 
consideration,  and  subject  to  what  I  may  have  to  say  concerning  one  of  the 
claims  with  which  the  Specification  concludes,  the  question  I  have  just  stated 
ought,  in  my  judgment,  to  be  answered  in  the  affirmative,  or  in  other  words, 
rightly  or  wrongly,  I  hold  that,  subject  as  above  mentioned,  the  invention  is 
good  subject-matter  for  a  Patent,  and  that  the  several  claims  with  which  the  15 
Specification  concludes  are  good  and  valid,  except  the  first. 

The  consideration  of  these  several  claims— and  in  particular  of  the  first — has 
occasioned  me  considerable  trouble.  In  the  first  no  form  of  transmitting  gear 
is  claimed,  nor  any  means  of  actuating  the  first  index  ring  from  the  actuating 
shaft.  The  novelty,  if  any,  depends  upon  the  squaring  of  the  hub  and  the  use  20 
of  the  spring  arms  in  the  minor  combination,  the  subject  of  this  claim.  Upon 
the  whole  I  am  not  satisfied  that  such  combination  is,  under  the  circumstances, 
new,  useful,  and  good  subject-matter  for  a  Patent,  and  I  think  the  first  claim 
is  bad. 

The  result  is  that,  in  my  opinion,  the  proper  Order  to  be  made  is  such  as  25 
indicated  by  Lord  Herschell  in  the  case  of  Deeley's  Patent,  and  in  a  later  case 
which  follows  it,  and  it  ought  to  be  ordered  that  the  Patent  be  revoked  unless 
within  three  months,  or  such  further  time  as  the  Court  may  allow,  the  Patentee 
obtain  leave  to  amend  his  Specification  by  disclaiming  the  first  claim. 

The  Respondent  was  ordered  to  pay  the  Petitioners'  costs.  30 
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National  Opalite  Glazed  Brick  and  Tile  Company,  Ld.  v.  Grand 

Hotel,  Birmingham,  Ld. 


Patent* — Action  for  infringement — Patent  held  valid  in  previous  action. — 
Infringement  found. 

In  1893  a  Patent  was  granted  to  8.  for  "Improved,  or  improvements  in 
"  connection  with,  fancy  or  orna^nental  bricks,  tiles,  slabs,  waitings,  ceilings, 
10  "  and  the  like."  The  Patent  became  vested  in  the  N.  Company,  who  in  1896 
obtained  in  an  action  for  infringement  against  the  C.  Company  a  judgmetit 
that  the  Patent  was  valid  and  had  been  infringed.  In  1900  they  commenced 
an  action  for  infringement  against  the  G.  Company,  who  denied  the  validity  of 
the  Patent  and  that  they  had  infringed. 

15  Held,  that  as  there  was  no  substantial  difference  between  the  materials  before 
the  Court  and  those  in  the  previous  action,  the  decision  in  the  previous  action 
that  the  Patent  was  valid  would  be  adopted,  and,  further,  that  the  Defendants 
had  infringed.    Judgmentswas  given  for  the  Plaintiffs. 

In   1893  Letters  Patent  (No.  12,472  of  1893)  were  granted  to  Anthony 
90  Shetmerdine  for  "Improved,  or  improvements  in  connection  with*  fancy  or 
"  ornamental  bricks,  tiles,  slabs,  waitings,  ceilings,  and  the  like." 
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The  Complete  Specification  (as  amended  in  1895)  was  as  follows,  the  amend- 
ments being  shown  in  erased  and  italic  type  : — "This  invention  has  mainly  for 
"  its  object  to  produce  improved,  or  improvements  in  connection  with,  fancy  or 
a  ornamental  tiles,  bricks,  slabs,  wallings,  ceilings,  or  other  surfaces,  whereby 
"  such  surfaces,  or  surfaces  made  of  said  bricks,  tiles  or  slabs,  may  be  rendered  5 
"  pleasing  in  effect,  smooth,  cleanly  and  relatively  inexpensive,  as  well  as  being 
u  generally  useful  in  surfacing  material  or  articles. 

"  According  to  this  invention,  I  produce  bricks,  tiles,  or  slabs,  or  surfaces, 
"  such  as  specified,  by  providing  on  that  part  presented  to  view,  a  facing  or  face 
"  consisting  of  a  thin  tablet  or  tablets  or  piece  or  pieces  of  •  opal '  or  coloured,  10 
"  or  partly  coloured,  glass,  or  pot-glass,  6aid  face  or  facing  being  made  to  adhere, 
"  by  cement  or  equivalent  adhesive,  to  its  backing  (that  is,  brick,  stone,  cement, 
"  plaster,  or  other  material,  as  the  case  may  be)  by  having  or  being  provided 
"  with  a  rough  or  granular  back.  This  rough  or  granular  or  sanded  back  I 
"  produce  by  applying  sand  or  granular  material,  as  crushed  or  broken  glass,  on  15 
"  the  back  of  the  tablets  or  pieces  of  glass  or  other  material,  and  fixing  it  thereon 
"  by  a  fluxing  material  (such  as  glass  flux  for  instance)  under  an  artificial 
"  temperature.  This  may  be  done  within  a  suitable  stove,  oven,  or  furnace, 
"  but  below  such  a  temperature  as  will  injuriously  affect  the  nature  of  said 
"  glass  or  tablets,  or  pieces.  20 

"  Thus  under  this  invention,  the  pieces  or  tablets  to  be  applied  to  the  wallings, 
"  ceilings,  or  other  surfaces,  or  to  form  the  surface  of  the  bricks,  slabs,  or  the 
4<  like,  have  the  front  surface  even  or  smooth,  or  of  other  nature  or  formation, 
"  whilst  the  back  surface  is  rough  or  granular. 

u  These  slabs  or  pieces  of  glass  or  other  material  herein  described  may  be  of  25 
"  any  suitable  form  or  shape  ;  and  in  some  cases  the  edges  or  parts  of  same 
"  may  be  bevelled  or  have  other  special  formation. 

"  The  form  or  nature  of  the  bricks  or  the  tablets  or  pieces  render  their 
"  adhesion  to  the  bricks,  blocks,  wallings,  ceilings,  &c,  firm,  and  not  liable  to 
"  fall  off  from  same  through  atmospheric  influences,  or  be  readily  knocked  or  30 
u  otherwise  removed  therefrom. 

"  In  carrying  out  the  invention,  in  the  form  I  at  present  prefer,  I  use,  as  the 
"  backing  to  the  tablets,  broken  glass,  say  which  will  stand  about  ^  of  an  inch, 
"  more  or  less,  out  from  the  back  of  the  tablets,  this  broken  glass  bting  made  to 
"  adhere  thereto  by  a  suitable  fluxing  material,  applied  as  above  described.  35 
"  However,  in  different  sizes  of  tablets  or  pieces  of  glass  used,  the  grains 
"  employed  as  the  backing  may  be  larger  or  smaller,  but  their  size  in  relation 
"  to  the  thickness  of  glass  used,  must  not  be  such  as  to  interfere  with  tJie  projjer 
"  cutting  of  a  sheet  with  granular  back  into  tablets. 

"  The  rough  or  granular  back  constitutes  a  *  key,'  or  is  of  the  nature  of  a  40 
"  *  key,'  by  which  when  applied  to  the  surface  and  adhered  thereto  by  the 
"  cement  used,  a  secure  union  or  adhesion  is  effected. 

"  In  some  cases,  where  surfaces,  as  walls,  are  covered  with  tablets  or  pieces  of 
"  glass,  of  sizes  and  shapes  as  is  at  present  done  with  ornamental  or  fancy  tiles 
u  and  bricks,  I  cut  in  the  edges  of  the  tablets  or  pieces  grooves,  which  when  45 
*'  applied  to  the  surface  are  filled  with  cement ;  whilst  the  other  tablets  adjacent 
"  to  same  have  no  rough  or  granular  backing,  but  are— on  the  edges  at  least 
44  which  .come  up  against  or  upon  the  edges  of  the  said  tablets — similarly 
"  provided  with  grooves,  which  become  filled  with  such  cement  when  being 
"  pressed  into  position :  thus  this  cement  forms  a  key,  so  that  these  tablets  50 
"  or  pieces  are  interlocked,  and  by  this  means  only  some  or  certain  of  the 
"  tablets  or  pieces  used  upon  the  surface  are  provided  with  the  rough  or 
u  granular  back. 

"  The  drawing  annexed  hereto  illustrates  this  feature.  In  this  drawing  a  is 
"  the  tablet  or.  piece  having  the  rough  or  granular  back,  b  being  such  back,  45 
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"  which  may  be  assumed  to  consist  of  broken  glass,  applied  and  held  thereon, 
44  as  described  ;  whilst  c  c  6  are  the  adjacent  tablets  or  pieces  which  abut  against 
44  or  come  in  contact  with  the  edges  of  the  tablet  a.  d  represents  the  keying  of 
44  cement  fitting  in  and  filling  both  the  grooves  formed  in  the  edges  of  the 
44  tablet  a,  and  those  in  the  tablets  c  c  c.  It  will  now  be  plainly  seen  that  by 
44  certain  tiles  a  being  secured  to  the  surface  to  which  they  are  to  be  attached 
44  by  a  suitable  cement — as  Keen's  cement  or  other  suitable  cement — other 
44  tablets,  cy  without  the  backing,  but  with  the  grooves  in  the  edges  thereof,  will 
44  be  firmly  held  thereon. 


10 


15 


44  These  tablets  may  be  applied  to  existing  plaster  or  cement  surfaces,  and 
44  also  to  brick  walls,  as  well  as  to  new  surfaces. 

44  In  some  cases  I  find  that  for  tablets  or  pieces  of  the  size  of  ordinary  tiles, 
"used  on. walls  and  other  surfaces,  about  one-eighth  of  an  inch  will  be  of 
44  sufficient  thickness  in  the  case  of  "  opal "  or  like  glass  being  used. 

"Having  now  particularly  described  and  ascertained  the  nature  of  this 
44  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
44  what  I  claim  is  : — 

"  1.  Tho  hofoin  doooribod  improvement  oonnootod  with  Fancy  or  ornamental 
"  textile  slabs  and  bricks, ■  wallingo^  ooilingoj-ond  the  liko»  eonoioting  of  tho 
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a 


employment  of  a  produced  by  attaching  by  means  of  a  suitable  cement  a  facing 

consisting  of  tablets  or  pieces  of  glass  having  rough  or  a  granular  backing 

provided  thereon  ;  substantially  as  described. 

"  2.  A  tablet  'of  glass,  as  *  opal '  or  coloured  or  partly  coloured  glass,  having  or 
44  being  provided  with  a  *e»gk-e*  granular  back,  consisting  of  broken  glass  fixed  5 
"  thereon  by  a  fluxing  material  and  by  subjecting  same  to  an  artificial  temperature ; 
"  substantially  as  and  for  thepurjwses  described. 

"  3*  In  ornamental  or-fanoy  surfaoingo,  for  wallo  and  analogouo  ourfaooe, 
"  of  the  nature  heroin  referred  to,  tho  employment  of  tabloto  or  pioooo  of  glass 
44  having  a  backing  of  rough  or  granulated-  form  thereon,  as-  described*  and  10 
"  grooves  in  the  edges  thereof  adapted  to  receive  oomont  and  oorvo  ao,  a  koyiag 

vi  ujvuuu  *vi  itvuuug  cKU.IUlLli.Ug  UUUUllslHJ  KJl  UIUwtD  IV  1U11  UU11  UvJLIUUUIlUg  ftlUUHJU 
it     in     ^lin      nA  ,~r\n     4-  V>  s\nr\s\4-    .       ct  II  ltgi  +  r>  *-»4-ir>  11  »t     net     ns\i-     ■A-n.+  k     " 

111    l)ll\J    UllgV/U    Uill/lUUl   ,     UUUUUUlltXU'lXT'   UJU    Ul/L    luruu; 

On  the  21st  of  November  1900  the  National  Opalite  Glazed  Brick  and  Tile 
Syndicate,  Ld.,  issued  a  writ  against  the  Grand  Hotel,  Birmingham,  Ld.,  15 
claiming  an  injunction  to  restrain  infringement  of  the  above  Patent  and  other 
relief. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  the  registered 
owners  of  the  Patent  No.  12,472  of  1893,  and  that  in  an  action  in  1896*  a 
Certificate  that  the  validity  of  the  Patent  had  been  in  issue  was  granted  after  20 
the  trial  of  the  action. 

In  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had  infringed  by  the  use  on  their  premises  at  the  Qrand  Hotel,  Birmingham, 
of  glazed  tiles  constructed  according  to  the  invention  described  in  the  Final 
Specification  of  the  Patent,  and  claimed  in  the  two  claiming  clauses  thereof.  25 

The  Defendants  by  their  Defence  denied  infringement  and  the  validity  of 
the  Patent ;  and  by  their  Particulars  of  Objections  they  alleged  (1)  that 
A.  Shelmerdine  was  not  the  true  and  first  inventor;  (2). that  the  invention 
was  not  useful ;  (3)  that  the  invention  had  been  anticipated  by  the  inventions 
of  Gedge  (No.  1817  of  1881),  Abel  (No.  2964  of  1883),  Bees  (No.  3157  of  1883),  30 
Abel  (No.  3508  of  1883),  Butler  (U.S.A.  No.  372,253),  Brewer  (No.  3532  of 
1891),  Godwin  and  Hewitt  (No.  9220  of  1891),  and  Lewy  (No.  13,583  of  1892)  ; 
(4)  that  the  invention  was  not  proper  subject-matter  for  Letters  Patent  (a)  by 
reason  of  the  knowledge  contained  in  the  several  publications  above  referred 
to ;  (b)  the  common  general  knowledge  of  the  trade,  and  glass,  brick,  and  tile  35 
makers ;  (c)  that  no  invention  was  required  having  regard  to  the  allegations 
aforesaid  ;  (5)  that  the  invention  claimed  in  Claim  2  was  nowhere  described 
or  indicated  in  the  Provisional  Specification  ;  (6)  that  the  Specification  did  not 
distinguish  what  parts  of  the  invention  were  new  and  what  were  old  ;  (7)  that 
no  sufficient  directions  were  given  as  to  how  to  form  a  granular  backing  by  use  40 
of  granular  material  and  fluxing  material  under  an  artificial  temperature. 

The  Plaintiffs  by  their  Reply  joined  issue. 

On  the  26th  of  March  1901  the  action  came  on  for  trial. 

Moulton,  K.C.,  Lord  Robert  Cecil,  K.C.,  and  Walter  (instructed  by  Rowcliffes, 
Rawle,  and  Co.,  agents  for  W.  A.  Jones)  appeared  for  the  Plaintiffs;  and   45 
Cripps,  K.C.,  Bousfield,  K.C.,  and  Hutchinson  (instructed  by  Rose  Innesy  Son, 
and  Crick,  agents  for  Redfern  &  Co.)  for  the  Defendants. 

Walter  opened  the  Plaintiffs'  case. — This  is  a  Patent  for  affixing  a  glass 
facing  to  tiles.    The  Patent  has  already  been  before  the  Courts  and  upheld  in 
1896,  in  which  action  the  validity  of  the  Patent  was  contested  and  a  Certificate   50 
granted  that  it  had  come  in  question.    The  invention  consists  in  fixing  a  rough 

•  National  Opalite  Glazed  Brick  and  Tile  Syndicate,  Ld.  t.  Ceralite  Syndicate.  Ld,  (18  R.P.C. 
64U;. 
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backing  to  a  glass  plate  by  the  use  of  a  glass  flux  in  snch  a  way  as  not  to  melt 
the  glass  plate.  This  granular  backing  is  for  the  purpose  of  enabling  the  glass 
to  be  cemented  to  walls,  ceilings,  &c.  Of  the  anticipations,  the  nearest  is  one 
which  has  large  pieces  of  glass  on  the  back ;  this  has  the  serious  defect  of 
5  hindering  the  cutting  up  of  the  glass  plate,  which  is  of  course  frequently 
necessary,  and  the  large  pieces  have  a  tendency  to  show  through  the  feeing, 
spoiling  the  decorative  effect.  What  the  Defendants  have  done  is  to  cover  the 
back  of  the  glass  plate  with  a  grid,  through  the  interstices  of  which  a  glass- 
making  material  is  caused  to  adhere  to  the  glass,  after  which  the  grid  is  removed 

10  and  the  plate  heated,  leaving  a  number  of  projections  like  glass  on  the  back. 
[The  judgment  in  the  previous  action  was  then  read.*] 

Evidence  was  given  for  the  Plaintiffs  by  Mr.  Swinburne  and  Professor 
Burnand,  who  stated  that  the  glass  facing  constructed  as  described  was  a  useful 
material  and  differed  from  Lewxfs  material  by  the  use  of  powdered  glass  instead 

15  of  comparatively  large  pieces  with  a  flat  side.  The  important  part  of  the  invention 
was  the  use  of  the  granular  backing,  and,  although  the  Patentee  intended  his 
key  to  be  undercut,  such  a  key  was  nevertheless  provided  without  any  under- 
cutting. The  Defendants'  tile  stuck  on  by  having  a  rough  granular  backing, 
and  not  because  it  was  porous. 

20  Cripps,  K.C.,  for  the  Defendants. — It  is  not  open  to  us  on  this  occasion  to 
question  the  construction  of  the  Specification.  In  substance  our  case  is  non- 
infringement, though  there  is  also  the  point  of  disconformity.  The  invention 
is  the  production  of  a  rough  or  granular  back.  What  is  new  is  the  rough  sandy 
back  as  differing  from  the  large  pieces  in  Lewy,  so  as  to  render  the  cutting  up 

25  of  the  sheet  easier  ;  this  difference  was  held  by  Grantham,  J.,  to  be  sufficient 
to  support  the  Patent.  The  essence  of  the  invention  is  not  indicated  in  any 
way  in  the  Provisional  Specification.  If  you  take  Lewy  and  Shelmerdine 
together  you  get  the  invention  of  use  of  fluxing  material.  Shelmerdine  differs 
from  Lewy  by  doing  away  with  the  necessity  of  flat  pieces.    In  Shelmerdine's 

30  invention  you  have  the  principle  of  undercutting.  This  is  a  clear  distinction 
between  his  invention  and  what  we  have  done.  Lewy  has  the  same  under- 
cutting to  key  into  the  plaster  of  Paris  or  other  cement  used.  What  Defen- 
dants do  is  to  attach  a  porous  material  by  means  of  a  flux.  If  our  material 
were  not  porous  our  glass  would  not  adhere  at  all.    It  adheres  in  the  same 

35  manner  as  a  brick  does.  We  rub  through  a  stencil  a  paste  composed  of  a  porous 
material  and  a  flux.  The  projections  thus  formed  are  not  undercut  at  all ;  they 
are  cylindrical  or  conical.  Plaintiffs  deny  that  our  material  is  porous,  or  that 
our  material  does  not  act  by  keying.  If  keying  does  not  imply  undercutting 
Plaintiffs'  Patent  is  bad,  for  without  it  their  material  will  not  hold  to  the  wall. 

40  The  Plaintiffs'  invention  is  putting  on  these  pieces  of  broken  glass  by  means  of 
which  you  get  the  undercutting  principle.  Our  porous  material  acts  on  an 
entirely  different  principle. 

For  the  Defendants  Dugald  Clerk,  J.  E.  Bousfield,  Horatio  Ballantyne,  and 
Gordon  Salumon  were  called  as  witnesses.    They  explained  the  manufacture  of 

45  Defendants'  material,  which  was  made  by  forming  studs  of  a  mixture  of  flux 
and  kaolin  powder  on  the  back  of  the  plate,  which  was  then  subjected  to  heat. 
The  plate  so  made  did  not  adhere  to  cement  by  having  an  undercut  key  but  by 
the  porosity  of  the  studs.  SJietmerdine'*  Specification  implied  undercutting 
throughout 

50  Bousfield,  K.C.,  for  Defendants. — The  meaning  of  key  in  the  Specification  is 
that  there  shall  be  some  sort  of  dovetailing  of  the  cementing  material  with  the 
backing.    The  question  of  infringement  depends  on  the  amount  of  novelty  and 


♦  See  13  R.P.C.I655. 
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the  construction  of  the  claim.  It  is,  therefore,  necessary  to  bring  before  the  Court 
the  prior  knowledge.  In  the  Telephone  case  there  was  a  broad  invention 
infringed  by  all  the  telephones.  After  the  first  Patent  expired  the  genus  was 
open  and  the  Patents  were  for  the  different  species.  This  Patent  is  for  details 
only.  The  only  difference  from  Lewy  is  that  instead  of  large  pieces  small  5 
irregular  pieces  are  used.  Mr.  Justice  Grantham's  decision  is  that  the  Patent 
is  so  limited.  We  cannot  be  said  to  have  infringed  the  first  claim,  which  is 
limited  to  a  complete  brick  faced  with  the  material  claimed  in  Claim  2.  We 
have  used  no  separate  bricks.  We  have  a  room  the  wall  of  which  is  covered 
with  cement,  on  which  are  placed  the  glass  plates.  We  may  take  varieties  of  10 
any  of  these  other  Patents.  We  have  not  taken  what  we  are  not  entitled  to  ; 
we  have  not  small  irregular  fragments  of  glass.  We  obtain  a  flat  wafer  like 
Lewy,  though  obtained  in  another  way.  The  Patent  does  not  include  pieces 
with  no  undercutting  nor  pieces  of  a  definite  shape.  A  Patentee  must  distinctly 
state  in  his  Specification  what  is  the  novelty  (Kynoch  v.  Webb,  17  R.P.C.  100).  15 
The  Patentee  has  not  done  so  anywhere  in  this  Specification  ;  there  is  no  hint 
that  the  plate  made  as  described  is  not  a  wholly  new  thing.  There  is  no  hint 
in  the  Provisional  Specification  of  the  only  novelty  in  the  invention  {Nuttall  v. 
Hargreaves,  8  R.P.C.  454). 

Lord  Robert  Cecil,  K.C.,  in  reply. — This  subject  had  been  much  studied  before  80 
Shelmerdine,  but  his  invention  met  a  want  which  had  not  previously  been  met 
by  Lewy  or  any  other  Patentee.  The  sales  began  in  1895,  and  up  to  the  present 
36,000  square  yards  were  put  up  by  the  London  agency  alone.  The  lines  on  page  2 
on  which  Defendant  relies  are  certainly  not  to  be  found  in  the  Provisional,  but  this 
is  not  an  enlargement  of  the  Provisional,  which  said  you  were  to  put  granules  25 
on  the  back  which  were  essentially  small — the  Patentee  says  one-sixteenth  of 
an  inch  as  a  kind  of  measure  of  the  size — and  that  they  must  not  prevent  easy 
cutting  of  the  sheet.  This  is  a  limitation  which  cannot  be  said  to  enlarge  the 
ambit  of  the  Provisional.  [Cozbns-Hardy,  J. — The  Defendant  does  not  say  it 
enlarges  the  ambit  of  the  Provisional  ;  he  says  it  is  the  essential  feature  of  the  30 
invention,  and  therefore  should  be  in  the  Provisional.]  I  say  it  is  in  the 
Provisional,  but  not  set  out  with  such  minuteness.  Sufficiency  I  will  not  deal 
with,  as  Mr.  Justice  Grantham  has  dealt  with  it.  As  regards  infringement,  the 
Defendants  say  ours  involves  a  key  or  undercutting.  A  key  merely  means  a 
projection,  which  enables  the  glass  to  stick  to  the  wall.  The  Patentee  contem-  35 
plates  sand,  which  he  mentions ;  there  can  be  no  undercutting  when  that  is 
used.  It  is  again  said  that  not  only  have  the  Defendants  no  undercutting  but 
they  have  porosity.  It  is  curious  that  neither  in  their  Patent  or  circular  is  any 
suggestion  of  such  porosity  made.  They  have  not  shown  that  this  porosity  exists. 
The  power  of  holding  on  by  the  minute  hairs,  so  to  speak,  of  cement  which  would  40 
be  present  in  such  a  case  is  insufficient.  Our  invention  is  at  lines  27-32,  page  2, 
of  the  Specification: — "  This  rough  or  granular  or  sanded  back  I  produce  by  .  .  . 
"  below  such  a  temperature  as  will  injuriously  affect,"  &c.  This  is  subject  to 
limitation  that  the  particles  are  small.  [Cozens-Hardy,  J. — Grantham,  J., 
has  said  that  in  Lewy,  there  being  a  plane  surface,  ex  hypothesi  the  pieces  have  45 
an  appreciable  size,  and  your  Patent  is  for  the  small  size.]  I  agree  to  this,  it 
must  be  a  granular  backing.  "  Granule  "  is  defined  in  Murray's  Dictionary  as 
44  a  small  grain,  a  small  particle,  a  pellet."  This  is  exactly .  what  they  have 
done  ;  they  have  produced  a  granular  back.  Our  granules  are  meant  to  be 
scattered  without  order,  but  if  they  are  arranged  this  does  not  alter  their  50 
character.  They  use  china-clay,  which  they  say  is  different,  but  it  is  mixed 
with  a  substance  which  becomes  glass.  If  they  had  made  their  pellets  before- 
hand it  would  clearly  be  the  same.  [Cozens-Hardy,  J. — The  second  claim  is 
apparently  limited  to  broken  glass.]  I  think  not  really ;  it  is  limited  to 
substances  resembling  broken  glass,  which  substances  are  alluded  to  in  the  55 
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body  of  the  Specification.  Claim  1  is  also  infringed  ;  it  makes  no  difference 
whether  the  brick  is  first  built  into  the  wall.  Abel  and  Goodwin  and  Hewitt 
do  not  apply  to  the  case  ;  in  Goodwin  and  Hewitt  the  keying  is  attached  by 
vitreous  cement,  which  must  mean  something  to  be  used  cold.  Lewy  comes 
5  nearest ;  the  differences  are  in  Lewy  no  granules  but  large  pieces ;  he  put  on 
the  pieces  one  by  one.  They  have  taken  our  invention,  and  their  suggestions 
of  differences  break  down. 

Cozens-Hardy,  J. — This  is  an  action  in  which  the  Plaintiffs,  as  assignees  of 

Shelrmrdine>8  Patent  of  1893,  claim  relief  in  respect  of  an  alleged  infringement 

10  by  the  Defendants.    There  has  been  previous  litigation  over  this  Patent,  and  in 

1896  its  validity  was  established  before  Mr.  Justice  Grantham  {see  13  Patent 

Office  Reports,  page  649). 

The  pleadings  in  the  present  action  challenge  the  validity  of  the  Patent  on 
various  grounds,  and  deny  infringement.  So  far  as  validity  is  concerned,  1 
15  intimated  at  an  early  stage  that  I  should  adopt  Mr.  Justice  Grantham's  view, 
without  expressing  any  opinion  of  my  own,  there  being  no  substantial  differenct 
in  the  materials  before  me.  Assuming  then  that  the  validity  of  the  Patent  is 
established,  it  remains  to  consider  whether  the  Defendants  have  infringed  it. 

The  Patent  is  for  "  Improved,  or  improvements  in  connection  with,  fancy  or 

20  "  ornamental  bricks,  tiles,  slabs,  waitings,  ceilings,  and  the  like."    Prior  to 

the  date  of  the  Patent  there  had  been  attempts  made  to  provide  for  firmly 

fixing  glass  to  plaster  or  brick  for  the  purpose  of  giving  a  smooth  and  light 

surface  to  walls.     In  1892  Lewy  had  taken  out  a  Patent  for  this  purpose.    The 

method  he  adopted  was  to  take  pieces  of  broken  glass  and  to  put  them  with 

25  their  fiat  side  on  the  back  of  the  glass  plate,  and  to  connect  this  broken  glass 

with  the  main  glass  plate  by  means  of  any  suitable  flux,  preferably  a  glass  flux. 

The  essence  of  this  invention  was  that  the  pieces  of  glass  should  be  of  a 

reasonable  size,  for  otherwise  they  could  not  be  put  upon  the  plate  with  the 

smooth  side  downwards,  and  next  that  they  should  always  be  put  with  the 

30  smooth  side  downwards.    The  idea    of  Shelmerdhie's  Patent  was  that  the 

pieces  of  glass  should  be  smaller  and   spread  anyhow  on    the   back  of  the 

plate,  and  connected  with  the  plate  by  a  glass  flux.     Mr.  Justice  Grantham 

held  that  this  was  different  from,  and  an  improvement  on,  Lewy  in  the  points 

above  indicated.     [The  learned  Judge  then  read  the  Specification,  omitting  the 

35  passages  ante  page  250,  lines  25  to  31,  and  the  description  of  the  drawing  ante 

page  250,  line  54  to  page  251,  line  9.] 

The  first  claim  deals  with  what  I  may  call  the  completed  article,  namely,  a 

slab  consisting  of  a  facing  of  glass  with  a  granular  backing  attached  by  cement 

to    something   behind.    The    second  claim,   which   is  for  the  tablet    before 

40  attachment,  must,  I  think,  be  construed  in  the  same  way,  although  only  broken 

glass  is  there  mentioned. 

The  Defendants  use  a  mixture  of  china  clay  with  a  glass  flux  in  the  shape  of  a 
paste,  which  is,  by  means  of  a  perforated  piece  of  zinc,  regularly  placed  on  the 
back  of  the  tablet  in  little  columns  or  pellets.  When  this  has  been  done  it  is 
45  heated  to  the  requisite  temperature,  and  the  pellets  become  fastened  by  means 
of  the  glass  flux.  It  is  alleged  that  the  purpose  with  which  this  is  done  is 
identical  with  the  Plaintiffs'  purpose,  and  that  the  effect  produced  is  the  same. 
But  the  Defendants  deny  infringement  on  various  grounds  (1)  because  there  is 
no  undercutting  ;  (2)  because  adhesion  is  produced  by  reason  of  the  porosity  of 
50  the  pellets  and  not  in  the  same  manner  as  it  is  produced  by  the  Plaintiffs  ; 
and  (3)  because  they  do  not  use  broken  glass. 

As  to  the  first  point,  I  think  it  is  not  a  good  point.     In  my  view  the  word 

'*  key  "  does  not  necessarily  imply  undercutting,  although  in  many  cases  it  does 

so.    The  "  rough  or  granular  back  "  is  a  key,  or  in  the  nature  of  a  key,  if  it 

55  secures  adhesion.    As  to  the  second  point,  the  evidence  as  to  poiosity  was  by 
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no  means  satisfactory.  It  is  not  proved  that  in  the  Defendants1  pellets  there  is 
any  material  porosity,  and  certainly  I  see  no  ground  for  holding  that  the  effect 
produced  is  owing  to  the  introduction  of  hairs  or  films  of  hair  into  microscopical 
holes  or  apertures  in  the  pellets.  As  to  the  third  point,  I  do  not  think  it  can 
prevail.  I  have  already  stated  that  in  my  view,  on  the  construction  of  the  5 
Specification,  any  suitable  granular  material,  other  than  broken  glass,  is  within 
the  claim.  But,  further,  I  think  that  the  process  adopted  by  the  Defendants 
constitutes  the  pellets  a  vitreous  mass  which  may  properly  be  regarded  as  glass, 
although  not  translucent. 

I  have  had  my  attention  called  to  several  prior  Specifications,  more  particularly  10 
Abel's,  and  Good-win  and  HewiWa,  but  I  do  not  think  it  necessary  to  refer  to 
them  in  detail.    They  are  rather  relied  upon  to  show  want  of  novelty,  and 
assuming  the  validity  of  the  Patent  on  the  grounds  stated  by  Mr.  Justice 
Grantham,  they  do  not  seem  to  me  to  be  relevant  to  the  issue  of  infringement. 

The  result  is  that  I  must  declare  the  Patent  valid,  and  that  the  Defendants  have  15 
infringed  it,  and  I  must  give  the  Plaintiffs  consequential  relief,  with  the  costs 
of  the  action. 

Moulton,  K.C. — We  will  take  an  injunction,  damages,  and  costs  of  course,  and 
a  Certificate  that  we  have  proved  our  Particulars  of  Breaches. 

Cozens-Hardy,  J.— Yes.      #  30 

Moulton,  K.C. — The  costs  will  be  as  between  solicitor  and  client. 

Cozens-Hardy,  J.— Yes. 

A  stay  of  the  injunction  was  applied  for  and  refused. 
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Before  The  Solicitor-General. 

March  23rd,  1901. 

In  the  Matter  op  Bridge's  Application  for  a  Patent. 

Opposition  to  grant. — Combination  of  old  parts. — No  invention. — Patent 
5  refused. 

B.  applied  for  a  Patent  for  "  A  movable  partition  for  sclwolrooms,  Ac."  The 
grant  was  opposed  by  W.  The  Comptroller  held  that  the  invention  consisted  of 
a  combination  of  parts,  all  of  which,  taken  separately,  had  been  previously 
patented  by  the  Opponent  and  by  others.  He  decided  to  seal  a  Patent  subject  to 
10  amendment  of  tlte  Specification  and  claims.  On  apjteal,  tlie  Law  Officer  held 
that  there  teas  no  invention  in  putting  the  parts  together  in  a  combination 
where  tJiey  were  each  only  applied  to  what  had  been  their  original  object.  He 
reversed  the  Comptroller's  decision,  and  refused  the  Patent,  but  allowed  no 
costs,  as  it  ivas  a  fair  case  to  try. 

15  On  the  1st  of  April  1899  Samuel  Bridge  applied  (No.  6983,  A.D.  1899)  for 
the  grant  of  a  Patent  for  "  Improvements  in  movable  partitions  for  dividing 
"  schoolrooms,  lecture  halls,  and  other  buildings."  The  partitions,  according 
to  the  invention,  were  to  be  made  up  of  a  number  of  shutters,  each  of  which 
was  capable  of  running  endwise  on  rollers  on  suitable  tracks  and  of  being 

20  turned  on  pivots  near  one  vertical  edge  and  packed  against  the  wall  of  the  room 
when  not  in  use.  Additional  rollers  were  provided  to  support  the  shutters 
when  being  turned.  "Cogs"  or  pegs  were  also  provided  in  the  floor  and 
ceiling  for  preventing  the  shutters  from  falling  forward  when  turned  against 
the  wall. 

25  The  claims  were  as  follows  : — "  (1)  The  improved  roller  and  pivot  arrange- 
"  ment  of  the  shutters,  whereby  they  are  maintained  in  their  proper  positions 
"  on  the  track,  and  also  enabled  to  be  turned  against  the  wall,  substantially  as 
"  hereinbefore  described  and  illustrated  in  the  accompanying  drawings.  (2) 
"  The  improved  cog  arrangement  for  holding  the   shutters  in  their  proper 

30  "  position  when  folded  together  alongside  the  wall,  substantially  as  hereinbefore 
"  described  and  illustrated  in  the  accompanying  drawings.'9 

The  grant  was  opposed  by  John  Wilks  on  the  ground  that  the  invention  had 
been  patented  in  this  country  on  applications  of  prior  date,  viz.: — Wilks 
(No.  12,159,  of    1895) ;   Wilks  (No.  28,169,  of  1896) ;  and  Everett  (No.  9680, 

35  of  1897). 

At  the  hearing  before  the  Comptroller  it  was  admitted  by  the  Applicant's 
agent  that. the  Specification  required  amendment  and  the  insertion  of  some 
statement  as  to  the  prior  state  of  the  art,  and  that  the  claims  would  have  to  be 
modified-  and    limited  to  one  single    combination  claim.    The  Comptroller 

40  deferred  his  decision  until  the  agent  had  had  the  opportunity  of  making  the 
suggested  alterations  and  submitting  an  amended  Specification.  Ultimately, 
fitter  receiving  a&  amended  Specification  from  the  Applicant's  agent,  and  the 

2  3 
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observations  of  the  Opponent's  agent  thereon,  he  held  that,  although  all  the 
features  of  the  Applicant's  construction,  taken  separately,  had,  broadly  speaking, 
been  anticipated  by  the  earlier  Specifications  quoted  by  the  Opponent,  the 
precise  arrangement  and  combination  of  parts  described  by  the  Applicant  was 
not  to  be  found  in  any  of  them,  and  he  ordered  (1)  the  amendment  of  the  5 
Specification  with  the  object  of  more  clearly  indicating  the  restricted  scope  of 
the  invention ;  (2)  the  insertion  of  a  disclaimer  in  general  terms  setting  forth 
what  had  been  done  before  the  date  of  the  application  ;  and  (3)  the  substitution 
for  the  two  claims  of  a  new  claim  as  follows  : — "  The  combination  and  arrange- 
"  ment  of  parts  constituting  an  improved  movable  partition,  substantially  as  10 
"  hereinbefore  described  and  shown  in  the  accompanying  drawings."  Subject 
to  these  amendments  he  decided  to  seal  a  Patent  on  the  application. 

The  Opponent  appealed. 

O'Brien  appeared  as  agent  for  the  Appellant,  and  Justice  as  agent  for  the 
Respondent.  -  15 

The  following  cases  were  cited  during  the  arguments  : — Morgan  v.  Windover 
(7  R.P.C.  131)  ;  Thomas  and  Prevost's  Patent  (15  R.P.C.  257)  ;  Crane  v.  Price 
(12  L.J.C.P.  81) ;  Murray  v.  Clayton  (L.R.  7  Ch.  570) ;  Rinks  v.  Safety 
Lighting  Company  (L.R.  4,  CD.  607) ;  and  Maxim  and  Silverman's  Patent 
(11  R.P.C.  314).  20 

,  Sir  Edward  Carson,  S.-G.— The  case  of  Gaulard  and  Gibbs'  Patent  in  the 
House  of  Lords*  I  think  very  clearly  puts  what  has  been  running  in  my  mind. 
This  is  what  Lord  Halsbury,  L.C.,  says  : — "  Now  here  it  is  necessary  to  define 
"  precisely  what  one  means  by  a  combination.  If  the  combination  is  of  the 
"  character  of  the  case  to  which  I  referred  in  the  course  of  the  argument — that  25 
"  is  to  say,  that  it  simply  consists  in  placing  two  known  machines  together  in  a 
"  manner  which  involves  no  invention — it  is  familiar  Patent  law  that  for  a 
"  combination  in  that  sense  you  can  take  out  no  Patent,  and  it  is  to  my  mind 
"  perfectly  manifest  that  that  is  the  condition  of  tilings  to  which  Mr.  Asian's 
"  argument  is  reduced.  Is  there  or  is  there  not  any  invention  in  the  putting  30 
"  together  of  these  different  machines  or  parts  of  machines  which  can  be  the 
44  subject  of  a  Patent "  ?  I  must  say  I  do  not  see  any  invention  here. 
There  is  certainly  no  new  invention  in  putting  any  one  of  these  single 
matters  in  conjunction  with  a  shutter.  I  do  not  see  any  invention  in  putting 
them  together  in  a  combination  where  they  are  each  only  applied  to  what  had  35 
been  their  original  object  in  connection  with  the  shutter.  I  do  not  see,  even  if 
I  come  to  the  further  point,  the  putting  the  whole  three  in  combination,  that 
there  is  produced  any  such  great  result  that  I  might  say  that  the  result  to  the 
public  was  so  great  that  I  ought  even  under  those  circumstances,  as  Sir  George 
Jessel,  M.R.,  said  in  one  of  the  cases  that  has  been  referred  to,f  to  grant  a  40 
Patent. 

I  am  of  opinion  in  this  case  that  the  Comptroller  was  right  in  finding — and 
indeed  that  was  very  fairly  admitted  by  Mr.  Justice — that  all  the  features  of 
the  Applicant's  construction,  taken  separately,  have,  broadly  speaking,  been 
anticipated  by  the  earlier  Patents  cited.  The  Comptroller  then  goes  on  to  say  45 
that  he  does  not  find  the  precise  arrangement  and  combination  of  parts  described 
in  any  of  the  earlier  Specifications  ;  but,  as  I  have  said  before,  where  I  differ 
from  the  Comptroller  is  in  this— that  I  do  not  think  the  combination  is  such  as 
to  create,  in  the  words  I  have  referred  to  in  the  case  of  Gaulard  and  Gibbs' 
Patent,  an  invention.  Therefore,  that  being  so,  to  my  mind  everything  that  50 
was  attempted  to  be  here  patented  is  anticipated  by  the  Specifications  to  which 
I  have  been  referred,  and  I  shall  reverse  the  decision  of  the  Comptroller,  but  I 
shall  give  no  costs.    I  think  it  was  a  very  fair  case  to  try. 

*  7  R.P.O.  367. 

t  Hinh*  v.  Safety  Lighting  Company  (L.R.  4  Oh.  D.  607). 
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5       Trade  Mark.— Printers  supplying  labels  to  retail  traders,  bearing  counterfeit 
Trade  Marks,  to  be  used  on  bottles. — Injunction  granted  with  costs. 

The  Plaintiffs,  distillers  of  whisky  in  Dublin,  were  in  the  habit  of  supplying 
to  their  customers  labels  bearing  their  Trade  Mark,  to  be  placed  on  bottles 
containing  whisky  of  their  manufacture.    The  Defendants,  a  firm  of  printers 

10  in  Belfast,  printed  and  sold  to  a  retail  trader  a  number  of  labels  closely 
imitating  those  of  the  Plaintiffs,  and  bearing  their  Trade  Mark.  The  trader 
sold  some  bottles  of  whisky  bearing  the  counterfeit  label,  but  on  being  threatened 
with  proceedings  returned  the  remaining  labels,  pleaded  poverty,  and  stated  that 
lie  heid  given  up  business.    Tfie  Defendants,  on  being  written  to,  alleged  that  they 

15  were  not  responsible,  that  they  had  supplied  the  labels  to  order,  and  that  the 
party  really  responsible  was  the  fraudulent  bottler ;  and  they  offered  to  pay 
the  Plaintiffs1  costs  up  to  the  date  of  their  letter,  and  to  undertake  that  what 
was  complained  of  should  not  occur  again.  The  Plaintiffs  proceeded  with  tiie 
action,  and  were  granted  a  perpetual  injunction  with  costs. 

20  John  Jamesan  A  Son,  Ld.,  who  were  the  Plaintiffs  in  the  action,  were  in 
1891  registered  as  a  limited  liability  Company  for  the  purpose  {inter  alia)  of 
carrying  on  the  business  of  distillers  of  whisky  as  formerly  carried  on  by  John 
Jameson  A  Son,  in  Bow  Street,  Dublin.  Many  years  ago  the  initial  letters 
44  J.  J.  <fc  S."  were  adopted  by  them  as  their  Trade  Mark,  and  registered  under 

25  the  Act  of  1875,  and  this  mark  was  printed  on  all  their  casks,  and  well  known 
in  the  market.  The  Plaintiffs  did  not  themselves  bottle  whisky,  but  sold  large 
quantities  of  it  for  the  purpose  of  being  bottled  in  bond  ;  and  they  supplied 
labels  free  of  charge  to  customers,  upon  an  undertaking  that  these  should  be 
put  only  upon  bottles  containing  whisky  of  the  Plaintiffs'  manufacture,  and 

30  that  it  should  be  at  least  four  years'  old.  These  labels,  which  were  printed  in 
black,  red,  and  gold,  bore  at  the  top  the  words  "  John  Jameson  A  Son  "  ;  in  the 
centre,  printed  conspicuously  in  red,  the  Trade  Mark  "  J.  J.  &  S." ;  and  at 
the  bottom  the  words,  "  Bow  Street  Distillery,  Dublin  Whisky.'*  The  words 
**  John  Jameson  &  Son  "  were  also  a  Trade  Mark,  and  registered  as  such.    The 

35  Plaintiffs  had  never  authorised  any  person  to  print  their  labels  for  sale,  but 
they  procured  the  labels  to  be  printed  for  themselves  and  supplied  them  to 
their  customers.  jR.  S.  Johnston  A  Co.,  who  were  the  Defendants  in  the  action, 
were  colour  printers  and  lithographers  in  Belfast,  part  of  their  business  consisting 
of  the  manufacture  of  labels  for  traders ;  and  the  Plaintiffs  had  discovered  that 

40  among  the  labels  printed  and  sold  by  the  Defendants  were  a  large  number 
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made  in  imitation  of  the  Plaintiffs9  labels,  having  printed  thereon  in  red 
letters  the  Trade  Mark  "  J.  J.  &  S.,"  also  the  words  "  John  Jameson  &  Son  " 
and  "  Dublin  Whisky,"  the  entire  appearance  of  the  labels  being  closely  similar 
to  those  of  the  Plaintiffs.  It  appeared  that  in  November  1899  a  man  named 
Hamilton,  who  had  opened  a  wine  and  spirit  shop  at  Belfast,  was  called  upon  5 
by  a  traveller  from  the  Defendants  soliciting  orders  for  labels.  He  produced  to 
Hamilton  a  number  of  labels  for  his  inspection,  one  of  which  was  a  copy  of  the 
Plaintiffs9  labels,  bearing  their  registered  Trade  Marks,  and  Hamilton  ordered 
7200  of  them,  which  the  Defendants  printed  and  supplied  to  him.  In  December 
1900  the  Plaintiffs,  having  been  informed  that  Hamilton  was  selling  whisky  10 
not  of  their  manufacture  in  bottles  bearing  labels  similar  to  their  label, 
sent  a  person  to  Belfast,  who  purchased  from  him  a  bottle  of  whisky,  with 
the  counterfeit  label  attached,  and  upon  examination  they  found  that  the 
whisky  was  not  their  manufacture.  Having  written  to  Hamilton  for  an 
explanation,  he  replied  on  the  9th  of  January  1901  : —  15 

"Gentlemen, — I  am  entirely  ignorant  of  the  fact  that  I  was  doing  wrong,  and  am 
"  sorry  for  it.  I  have  only  taken  out  a  spirit  licence  about  11  or  12  months ;  and 
44  when  I  was  granted  the  licence  Mr.  Johnston's  traveller  called  in  with  a  lot  of 
"  samples  of  labels,  and  I  picked  out  the  one  you  are  at  present  in  possession  of, 
44  not  because  '  J.  J.  &  S.'  was  printed  on  it,  but  because  I  thought  it  the  neatest  20 
u  and  nicest  label.  I  send  you  all  the  labels  I  possess ;  and  you  will  see  by  the 
"  invoice,  and  the  quantity  remaining,  that  I  have  not  used  many.  I  am  not 
44  in  a  position  to  bear  any  expenses,  as  I  had  a  meeting  of  creditors  some 
"  four  months  ago  ;  I  am  in  great  difficulties  at  present.  I  hope  you  will  let 
44  the  matter  drop."  25 

The  invoice  which  was  sent  with  the  letter,  which  was  headed  "  R.  S.  Johnston 
"  A  Co.,  Colour  Printers,  Chromo-Lithographers,"  &c,  showed  that  7200  labels 
had  been  supplied,  at  a  cost  of  21.  8s.  bd.  Of  these  Hamilton  returned  to  the 
Plaintiffs  over  6000.  On  this  state  of  facts  the  Plaintiffs  instituted  proceedings 
against  the  Defendants  as  the  printers,  claiming  an  injunction  to  restrain  the  30 
Defendants  from  printing,  making,  selling,  offering  or  exposing  for  sale  or 
supplying  any  labels  made  in  imitation  of  or  resembling  the  Plaintiffs'  label,  or 
any  labels  having  printed  or  depicted  thereon  the  Plaintiffs1  registered  Trade 
Mark  or  the  name  "  John  Jameson  A  Son  "  or  the  letters  "  J.  J.  &  S.,"  or  any 
colourable  imitation  of  the  labels  used  or  authorised  by  the  Plaintiffs  in  con-  35 
nection  with  the  sale  of  their  whisky.  They  also  claimed  an  account  of  profits, 
damages,  and  costs.  The  Defendants  did  not  at  first  enter  any  appearance,  but 
wrote  on  the  25th  of  January  1901  as  follows  : — 

"  Qentlemen, — The  point  of  registered  Trade  Marks  is  a  very  exacting  one 
"  with  us ;  and  as  regards  Messrs.  John  Jameson  A  Son's  particular  water-  40 
14  marked  label,  we  have  not  copied  it,  nor  would  we  attempt  to  do  so,  if  even 
44  our  best  client  approached  us  to  do  so.    We  are  very  well  aware  of  firms 
44  wishing  to  adopt  labels  closely  resembling  proprietary  designs,  and  a  printer 
"  is  sometimes  taken  at  a  disadvantage  when  clients  submit  a  roughly  drafted 
44  drawing  to  be  carried  out  for  him  in  certain  colours,  perhaps  having  seen  45 
44  some  label  which  pleased  him,  and  following  it,  without  any  intent  as  regards 
44  encroaching  on  any  one's  design,  which  may  have  been  registered,  but  through 
44  gross  ignorance,  until  the  printer  draws  attention  to  the  fact.     We  ourselves 
44  retain  in  our  office  any  labels  which  come  across  us  which  may  be  marked 
44  registered,  and  avoid  reproducing  them,  and  also  avoid  copying  even  those   50 
44  labels  which  may  not  be  registered,  but  which  may  be  adopted  by  firms.    We 
44  do  this  on  principle  ;  and,  although  we  supply  large  quantities  of  labels  over 
44  the  Kingdom,  we  never  have  encroached  on  registration  to  our  knowledge. 
44  We  have  supplied  labels  with  many  different  names  thereon  to  bottlers,  &c, 
44  always  following  out  whatever  copy  we  receive,  unless  it  be  to  our  knowledge  55 
44  like  any  other  firm's,  and  in  the  latter  case  we  absolutely  refuse-    Printers 
44  are  not  liable  for  the  ways  and  means  bottlers  may  adopt  to  deceive  the 
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u  public,  and  they  are  not  accountable  for  what  may  be  bottled  up.  They 
"  print  labels  quite  without  any  knowledge  of  their  intended  uses,  A  bottler 
"  might  put  rubbish  into  a  bottle  marked  '  Bushmills '  or  any  other  name ; 
u  but  surely  the  latter  firm  would  have  a  remedy  against  the  bottler  when  the 
5  "  discrepancy  was  detected." 

The  writ  having  been  served,  the  Defendants  still  put  in  no  Defence,  but 
their  solicitor,  Mr.  R.  J.  Porter,  of  Belfast,  wrote  : — "  Please  let  me  know  what 
"  you  want,  as  Defendants  utterly  disclaim  any  intention  of  infringing  any 
"  Trade  Marks  of  the  Plaintiffs.     It  is  certain  labels  were  printed,  which  the 

10  "  Defendants  now  see  were  encroachments,  but  I  understand  that  all  the  labels 
"  have  been  given  up  to  you  by  the  Defendant  Hamilton,  for  whom  they  were 
"  printed,  and  he  has  sold  out  his  premises  and  gone  out  of  trade,  so  that  any 
"  question  as  to  damage  is  very  small.  I  am  directed  to  state  they  will  pay 
u  your  costs  up  to  the  present  properly  and  necessarily  incurred,  and  will  sign 

15  "  a  letter  regretting  that,  through  a  mistake,  they  inadvertently  and  innocently 
"  printed  the  labels  ;  and  they  will  of  course  undertake  that  such  shall  not 
"  occur  again.    What  more  do  your  clients  want  ?  " 

The  Plaintiffs  in  reply  stated  that  they  would  continue  the  proceedings  ;  and 
the  Defendants  then  entered  an  appearance,  but  filed  no  Defence. 

20  Matheson,  K.C.,  and  Leech  (instructed  by  Read  and  Macnab)  appeared  or 
the  Plaintiffs  ;  Jefferson  (instructed  by  R.  J.  Porter)  for  the  Defendants. 

Matheson,  K.C.,  having  stated  the  facts,  submitted  that  there  had  been  a  clear 
infringement  by  the  Defendants  of  the  Plaintiffs'  Trade  Marks ;  and  the  letter 
written  by  Hamilton  showed  that  the  pattern  label  was  produced  to  him  by 

25  the  Defendants'  traveller.  [Porter,  M.R.,  said  that  there  was  no  affidavit  by 
Hamilton  verifying  the  statements  in  the  letter.]  That  is  so  ;  we  endeavoured 
to  get  an  affidavit  from  Hamilton,  but  he  declined  to  make  one.  There  is  no 
affidavit  by  the  traveller  denying  the  statements  in  the  letter.  If  persons  were 
to  be  permitted  to  print  imitations  of  our  labels,  as  the  Defendants  have  done, 

30  and  sell  them  to  traders,  the  labels  would  be  rendered  valueless,  as  persons 
selling  whisky  in  bottle  might  pass  off  as  Plaintiffs'  manufacture  any  stuff  they 
liked. 

Jefferson,  for  the  Defendants,  relied  on  an  affidavit  sworn  by  their  managing 
director,  which  stated  that  what  was  done  was  through  an  oversight,  and  without 

35  any  intention  to  defraud.  They  had  offered  to  make  any  amends  in  their 
power.  He  submitted  that  the  Plaintiffs  were  not  entitled  to  any  costs  beyond 
those  incurred  up  to  the  date  of  Mr.  Porter's  letter. 

Portbr,  M.R.,  having  stated  the  facts,  said  that  in  a  trade  such  as  was  carried 
on  by  the  Defendants  very  great  caution  was  necessary  in  order  to  avoid 

40  infringing  on  the  rights  of  persons  who  were  owners  of  labels,  whether 
registered  or  not,  but  especially  when,  as  in  the  present  case,  the  label  bore  on 
He  face  that  which  was  notoriously  the  Trade  Mark  of  a  well-known  firm. 
Frauds  by  means  of  counterfeit  Trade  Marks  were  now  very  common,  and 
respectable  firms  of  printers  (as  he  assumed  the  Defendants  were)  should 
45  be  careful  not  to  assist  unscrupulous  traders  who  desired  to  palm  off  their 
goods  as  being  what  they  were  not.  The  label  in  this  case  was  got  up  so  as 
closely  to  resemble  the  genuine  label  of  the  Plaintiffs,  and  bore  their  Trade 
Marks  ;  it  was  a  label  that  manifestly  might  be  used  for  fraudulent  purposes, 
and  it  had  been  printed  and  sold  by  the  Defendants  without  taking  any  pre- 
50  caution  whatever.  Nothing  would  have  been  more  easy  than  to  have  communi- 
cated with  the  Plaintiffs  and  asked  them  whether  they  had  any  objection  to  the 
order  given  by  Hamilton  being  carried  out.  The  infringement  was  manifest, 
and  that  the  labels  were  calculated  to  be  used  for  a  fraudulent  purposo  was 
obvious.  It  was  a  plain  and  palpable  fraud,  and  he  would  grant  a  perpetual 
55  injunction  against  the  Defendants  with  costs. 
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In    the   High    Court    op    Justice    (Ireland).— Chancery   Division 

Be/ore  Vice-Chanoellor  Chattebton. 

May  6th,  1901. 

Augusts  Marechal  and  Ferdinand  Kuchon  v.  Neil  M'Colgan, 

trading  as  JOHN  BALDRICK  &  Co.  5 

Trade  Mark. — Colourable  imitation. — Injunction  granted  with  costs. 

The  Plaintiffs ,  in  an  action  for  infringement  of  Trade  Mark,  were  manu- 
facturers of  pipes,  pipe  cases,  and  cigar  and  cigarette  cases  in  Paris.  They 
had  for  many  years  sold  pipes  in  Great  Britain  and  Ireland  stamped  with  Vie 
letters  " G.B.D.,"  enclosed  in  an  oval,  which  they  had  registered  as  a  Trade  10 
Mark  under  the  Act  of  1875.  The  Defendant,  a  tobacconist  in  Londonderry 
sold  pipes  stamped  "  J.B.D.,"  also  enclosed  in  an  oval,  but  denied  infringement 
on  the  grounds  (2)  of  the  difference  in  the  letters;  (2)  that  the  stamp  on  his 
pipes  was  gilt,  whereas  the  Plaintiffs'  Trade  Mark  was  plain  cut  and  ungilt ; 
(8)  that  there  was  no  evidence  that  he  had  sold  them  as  of  the  Plaintiffs'  manu-  15 
facture.  Proceedings  having  been  taken,  the  Defendant  offered  to  discontinue 
using  the  stamp  complained  of  provided  he  was  allowed  to  sell  off  the  few  gross 
of  pipes  in  stock.  This  offer  was  not  accepted,  and  the  proceedings  were  continued. 
The  Plaintiffs  were  granted  a  perpetual  injunction,  delivery  up  of  the  pipes  and 
the  instrument,  if  any,  used  for  stamping  t?ie  same,  and  costs.  20 

This  was  a  motion  in  an  action  for  infringement  of  the  Plaintiffs1  Trade  Mark 
for  an  interlocutory  injunction  to  restrain  the  Defendant,  a  tobacconist  in 
Londonderry,  from  stamping  or  affixing  on  tobacco  pipes,  pipe  cases,  or  cigar 
or  cigarette  holders  or  cases  the  mark  "  J.B.D.,"  or  any  other  colourable 
imitation  of  the  Plaintiffs'  Trade  Mark  UG.B.D."  The  Plaintiffs,  who  were  25 
manufacturers  of  these  articles  in  Paris,  had  for  many  years  stamped  their 
goods  with  the  letters  "G.B.D.,"  enclosed  in  an  oval  ring.  This  mark, 
which  was  stamped  or  engraved  on  the  stem  of  each  pipe,  had  been  registered 
as  a  Trade  Mark  under  the  Act  of  1875  on  the  26th  of  February  1877. 
The  affidavits  in  support  of  the  motion  stated  that  the  Plaintiffs'  goods  30 
commanded  a  large  sale  in  Great  Britain  and  Ireland,  and  that  the  Trade 
Mark  "G.B.D.,"  which  represented  the  initials  of  the  founder  of  the 
firm,  was  well  known  in  the  trade  and  by  the  public  as  indicating  goods 
of  the  Plaintiffs'  manufacture.  An  affidavit  made  by  James  Adler,  the 
Plaintiffs'  agent  in  London,  stated  that,  having  been  informed  that  the  Defen-  35 
dant  was  selling  pipes  stamped  "  J.B.D."  in  an  oval  ring,  and  calculated  to 
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mislead  purchasers  into  supposing  them  to  be  the  Plaintiffs'  goods,  he  on  the 
17th  of  April  1901  went  to  Londonderry,  called  at  the  Defendant's  establish- 
ment, and  saw  in  the  window  some  genuine  "  G.B.D."  pipes,  also  some  boxes 
each  containing  ten  or  twelve  pipes  marked  "  J.B.D.,"  and  priced  6d.  each.  He 
5  went  into  the  shop  and  purchased  eight  of  them,  and  pointed  out  to  the  Defen- 
dant that  the  mark  "  J.B.D."  appeared  to  be  a  fraudulent  imitation  of  the 
Plaintiffs'  Trade  Mark.  The  Defendant  insisted  that  it  was  not  an  infringe- 
ment, and  refused  to  discontinue  selling  the  pipes,  and  also  declined  to  give 
the  name  of  the  person  who  supplied  them  to  him.    Affidavits  were  made  by 

10  H.  E.  Stubbings  and  B.  R.  Arkell,  tobacconists  in  London,  that  the  mark 
"  G.B.D."  was  well  known  in  the  trade  as  that  of  the  Plaintiffs,  and  that  they 
believed,  from  the  similarity  of  the  marks  "  J.B.D."  and  "  G.B.D."  that  one 
would  be  easily  mistaken  for  the  other,  and  that  a  dishonest  retailer  would 
have  no  difficulty  in  passing  them  off.    It  appeared  that  on  receiving  notice  of 

15  the  proceedings  the  solicitor  for  the  Defendant  wrote  : — "  My  clients  will 
"  undertake  not  to  use  the  stamp  again,  provided  you  do  not  object  to  their 
"  clearing  out  the  few  gross  of  pipes  they  have  at  present  in  stock."  This 
offer  was  declined,  and  the  proceedings  went, on  ;  and  on  the  24th  of  April  the 
Defendant's  solicitor  wrote  again,  stating  that  he  had  advised  his  clients  not  to 

20  sell  any  more  of  the  pipes  complained  of,  and  to  deliver  up,  if  necessary,  those 
at  present  in  his  possession — "  the  question  of  costs  will  be  a  matter  for  us  to 
"  settle  hereafter."  An  affidavit  had  been  sworn  by  the  Defendant  stating  that 
the  mark  u  J.B.D."  was  not  intended  as  an  imitation  of  the  Plaintiffs'  Trade 
Mark,  but  denoted  the  initials  of  "  John  Baldrick,  Derry  ;  "  that  he  had  been 

25  for  some  years  selling  pipes  so  marked  without  any  complaint,  never  supposing 
that  he  was  infringing  ;  and  that  in  point  of  fact  no  person  had  ever  been 
deceived  or  misled  into  supposing  them  to  be  the  Plaintiffs'  manufacture — the 
mark  "  J.B.D."  being  larger  than  that  of  the  Plaintiffs,  and  also  being  printed 
in  gold,  whereas  the  Plaintiffs'  was  plain  cut.    However,  to  avoid  litigation,  he 

30  was  ready  to  withdraw  the  pipes  and  to  discontinue  selling  them. 

Ronan,  K.C.,  and  Gerald  Fitzgibbon  (instructed  by  Stannell  &  Son)  appeared 
for  the  Plaintiffs  ;  Moriarty  (instructed  by  W.  O'Doherty)  appeared  for  the 
Defendant. 
Moriarty ',  after  stating  that  the  Defendant  was  willing  to  discontinue  selling 

35  the  pipes  complained  of,  and  also  to  deliver  up  those  in  his  possession,  contended 
that  his  client  should  not  be  condemned  in  costs.  There  was  no  evidence  that 
anyone  had  been  deceived  or  misled.  The  difference  between  the  marks  was 
such  that  no  one  could  mistake  them,  one  being  larger,  and  in  gilt  letters, 
whereas  the  Plaintiffs'  was  plain  cut.    He  cited  the  Leather  Cloth  Company  v. 

40  American  Leather  Cloth  Company  (11  House  of  Lords  Cases,  523). 

Reman,  E.C.,  and  Fitzgibbon. — It  is  not  necessary  that  there  should  be  actual 
deception,  or  to  prove  that  any  person  was  misled  ;  it  is  sufficient  if  the  mark 
was  calculated  to  mislead  (Johnston  v.  Orr-Ewing,  L.R.  7  A.C.  219 ;  Singer 
Manufacturing  Company  v.    Wilson,  L.R.  3  A.C.  376.     See  also  Bayer  v. 

45  Connell  Brothers,  16  R.P.C.  157). 

CHATTBRTON,  V.C. — The  motion  practically  resolves  itself  into  a  question  of 
costs.  It  was  unfortunate  that  when  it  was  pointed  out  to  the  Defendant  that 
these  pipes  marked  "  J.B.D."  were  an  infringement,  instead  of  undertaking  not 
to  sell  any  more  of  them,  he  said  he  would  persist  in  the  sale  ;  and  it  was  only 

SO  when  the  proceedings  had  gone  a  certain  length  that  he  offered  to  discontinue 
the  sale  on  condition  of  being  allowed  to  clear  out  the  pipes  he  had  in  stock. 
[Moriarty. — We  offered  to  discontinue  the  sale,  and  also  to  deliver  up  the 
pipes  if  necessary.]  Yes,  that  was  subsequently  offered.  Why  did  not  the 
Defendant  say  at  once  that  he  would  discontinue  the  sale  and  deliver  up  the 

55  pipes,  and  pay  all  reasonable  costs  incurred  by  the  Plaintiffs  ?  [Moriarty. — 
We  were  ready  to  sign  a  consent  to  do  that  if  the  Plaintiffs  had  sent  it  to  us, 


261  REPORTS  OP  PATENT,  DESIGN,         [June  12, 1901. 

Auguste  Marechal  and  Ferdinand  Rucfwn  v.. Neil  ATOolgan,  trading  as 

John  Baldrick  &  Go: 

but  they  did  not  .do  so.]  I  do  not  think  there  is  any  blame  attachable  to  the 
Plaintiffs  for  not  sending  the  Defendant  a  consent ;  the  Defendant  was  bound 
to  draw  up  the  consent  and  send  it  to  the  Plaintiffs'  solicitors  signed.  He  did 
not  do  that.  The  Order  the  Plaintiffs  are  now  entitled  to  is  that,  on  their  giving 
the  usual  undertaking  as  to  damages,  there  shall  be  an  interlocutory  injunction,  5 
and  that  the  costs  of  the  motion  shall  be  reserved  until  the  hearing  of  the  action. 
If  the  Defendant  thinks  that  it  is  for  his  interest  not  to  insist  on  any  further 
litigation  he  should  come  forward  and  say  so. 

Ronan,  K.C. — If  the  Defendant  wishes  to  have  an  end  put  to  the  proceedings 
the  Plaintiffs  are  quite  prepared  to  treat  this  motion  as  the  trial  of  the  action,   10 
and  to  waive  any  claim  for  damages,  it  being  understood  that  the  Defendant 
shall  deliver  up  the  pipes  and  also. the  stamp. 

Moriarty. — The  Defendant  cannot  give  the  stamp.  It  is  sworn  that  the  pipes 
were  manufactured  in  Manchester. 

Ronan,  K.C. — Then  he  should  give  the  name  of  the  Manchester  manufacturer.  15 

Moriarty. — He  offered  to  do  so  on  condition  of  the  Plaintiffs  letting  him  off 
the  costs  ;  but  they  refused  to  do  that. 

After  some  further  discussion,  Moriarty  said  he  would  accept  the  suggestion 
that  the  hearing  of  the  motion  should  be  treated  as  the  trial  of  the  action,  the 
Plaintiffs  waiving  the  claim  for  damages,  and  the  pipes  would  be  delivered  up.     20 

Ronan,  K.C,  accepted  that  offer.  The  Plaintiffs  did  not  want  to  put  the 
Defendant  to  unnecessary  expense. 

Chattbrton,  V.C. — Very  well.    Counsel  for  the  Defendant  consenting  that 
the  hearing  of  this  motion  shall  be  treated  as  the  trial  of  the  action,  let  a 
perpetual  injunction  he  awarded  to  restrain  the  Defendant,  his  agents,  servants,  2$ 
and  workmen  from  stamping  or  affixing,  or  procuring  or  causing  to  be  stamped 
or  affixed  on  any  pipes,  pipe  cases,  cigar  or  cigarette  cases,  the  mark  "  J.B.D.," 
or  any  other  colourable  imitation  of  the  Plaintiff^  Trade  Mark  "G.B.D.,"  and 
from  selling  or  exposing  for  sale  any  pipes,  &c,  so  marked  other  than  those  of 
the  Plaintiffs'  manufacture  ;  and  that  the  Defendant   shall  deliver  up  to  the  30 
Plaintiffs  or  their  solicitors  all    pipes  in   his   possession   bearing  the  mark 
"  J.B.D.,"  together  with  the  instrument,  if  any,  used  for  stamping  the  said 
mark  thereon  ;   and  the   Plaintiffs  waiving  any  inquiry  as  to  damages,  the 
Court  doth  make  no  Order  in  respect  of  same ;  the  Defendant  to  pay  the 
Plaintiffs  their  costs  of  this  action,  and  the  Plaintiffs  to  be  at  liberty  to  $5 
advertise  this  Order  in  such  manner  as  thev  shall  think  fit. 
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5  Action  for  infringement  of  three  Patents. — Infringement  admitted,  but 
validity  denied. — Case  as  to  each  Patent  heard  separately. — Injunction  granted 
on  each  Patent. 

The  Plaintiffs,  as  the  owners  of  three  Patents  for  improvements  in  various  parts 

of  Vie  mechanism  of  inotor  cars,  sued  the  Defendant  for  infringement.    The 

10  Defendant  admitted  infringement  of  each  of  the  three  Patents,  but  contended 

they  were  invalid  on  various  grounds.    The  case  as  to  each  of  the  Patents 

was  treated  as  a  separate  action.    During  the  hearing  of  the  action  on  the 

third  Patent  the  Defendant  withdrew  his  Defence. 

Held,  that  all  the  three  Patents  were  valid.    The  usual  relief  wets  granted, 

15  including  a  Certificate  that  the  validity  of  each  of  the  Patents  had  come  into 

question. 

On  the  25th  of  August  1893  Letters  Patent  (No.  16,072#  of  1893)  were  granted 
to  Wilhelm  May  bach  for  "Improvements  in  the  method  of  producing  the 
"  explosive  mixture  in  hydrocarbon  engines." 

20  The  Complete  Specification  was  amended  in  accordance  with  the  decision  of 
the  Chief  Examiner,  dated  27th  February  1900,  by  striking  out  nine  claims, 
and  after  amendment  was  as  follows  : — "  My  invention  relates  to  hydrocarbon 
"  engines,  in  which  the  explosive  mixture  is  produced  from  air  and  a  liquid 
"  hydrocarbon,  as  petroleum,  ligroine,  benzine,  naphta,  or  the  like,  and  my 

25  "  improvements  in  the  composing  or  forming  of  this  mixture  relate  to  the 
"  manner  in  which  the  liquid  hydrocarbon  is  moved  and  dispersed  by  and 
"  thoroughly  mixed  with  the  air  sucked  by  the  working-piston  into  the 
"  cylinder  through  a  special  feeding-channel,  into  which  a  nozzle  supplying  the 
**  hydrocarbon  extends  in  any  direction  and  at  any  place,  and  the  object  of  my 

30  "  improvements  is  to  produce  a  mixture  of  never-varying  composition,  irrespective 
"  of  the  speed  of  the  engine  as  well  as  of  that  of  the  piston  in  different  parts  of 
"  the  path  of  this  latter. 

.     "In  order  to  make  my  invention  more  clear,  I  refer  to  the  accompanying 
"  drawing,  in  which  similar  letters  denote  similar  parts,  ancj  in  which  Fig.  1  is 
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but  they  did  not.do  so.]  I  do  not  think  there  is  any  blame  attachable  to  the 
Plaintiffs  for  not  sending  the  Defendant  a  consent ;  the  Defendant  was  bound 
to  draw  up  the  consent  and  send  it  to  the  Plaintiffs'  solicitors  signed.  He  did 
not  do  that.  The  Order  the  Plaintiffs  are  now  entitled  to  is  that,  on  their  giving 
the  usual  undertaking  as  to  damages,  there  shall  be  an  intorlocutory  injunction,  5 
and  that  the  costs  of  the  motion  shall  be  reserved  until  the  hearing  of  the  action. 
If  the  Defendant  thinks  that  it  is  for  his  interest  not  to  insist  on  any  further 
litigation  he  should  come  forward  and  say  so. 

Ronan,  K.C. — If  the  Defendant  wishes  to  have  an  end  put  to  the  proceedinga 
the  Plaintiffs  are  quite  prepared  to  treat  this  motion  as  the  trial  of  the  action,   10 
and  to  waive  any  claim  for  damages,  it  being  understood  that  the  Defendant 
shall  deliver  up  the  pipes  and  also,  the  stamp. 

Mori  arty. — The  Defendant  cannot  give  the  stamp.  It  is  sworn  that  the  pipes 
were  manufactured  in  Manchester. 

Ronan,  K.C. — Then  he  should  give  the  name  of  the  Manchester  manufacturer.   15 

Moriarty. — He  offered  to  do  so  on  condition  of  the  Plaintiffs  letting  him  off 
the  costs  ;  but  they  refused  to  do  that. 

After  some  further  discussion,  Moriarty  said  he  would  accept  the  suggestion 
that  the  hearing  of  the  motion  should  be  treated  as  the  trial  of  the  action,  the 
Plaintiffs  waiving  the  claim  for  damages,  and  the  pipes  would  be  delivered  up.     20 

Ronan,  K.C,  accepted  that  offer.  The  Plaintiffs  did  not  want  to  put  the 
Defendant  to  unnecessary  expense. 

Chattbrton,  V.C. — Very  well.     Counsel  for  the  Defendant  consenting  that 
the  hearing  of  this  motion  shall  be  treated  as  the  trial  of  the  action,  let  a 
perpetual  injunction  be  awarded  to  restrain  the  Defendant,  his  agents,  servants,  25 
and  workmen  from  stamping  or  affixing,  or  procuring  or  causing  to  be  stamped 
or  affixed  on  any  pipes,  pipe  cases,  cigar  or  cigarette  cases,  the  mark  "  J.B.D.," 
or  any  other  colourable  imitation  of  the  Plaintiffs'  Trade  Mark  "G.B.D.,"  and 
from  selling  or  exposing  for  sale  any  pipes,  <fcc,  so  marked  other  than  those  of 
the  Plaintiffs'  manufacture  ;  and  that  the  Defendant   shall  deliver  up  to  the  90 
Plaintiffs  or  their   solicitors  all    pipes  in   his   possession   bearing  the  mark 
"  J.B.D.,"  together  with  the  instrument,  if  any,  used  for  stamping  the  said 
mark  thereon  ;   and  the   Plaintiffs  waiving  any  inquiry  as  to  damages,  the 
Court  doth  make  no  Order  in  respect  of  same ;   the  Defendant  to   pay  the 
Plaintiffs  their  costs  of  this  action,  and  the  Plaintiffs  to  be  at  liberty  to  35 
advertise  this  Order  in  such  manner  as  they  shall  think  fit. 
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5  Action  for  infringement  of  three  Patents. — Infringement  admitted,  but 
validity  denied. — Case  as  to  each  Patent  heard  separately. — Injunction  granted 
on  each  Patent. 

The  Plaintiffs,  as  the  owners  of  three  Patents  for  improvements  in  various  parts 

of  tlie  mechanism  of  motor  cars,  sued  the  Defendant  for  infringement.    The 

10  Defendant  admitted  infringement  of  each  of  the  three  Patents,  but  contended 

they  were  invalid  on  various  grounds.    Hie  case  as  to  each  of  the  Patents 

was  treated  as  a  separate  action.    During  the  hearing  of  the  action  on  the 

third  Patent  the  Defendant  withdretv  hxs  Defence. 

Held,  that  all  the  three  Patents  were  valid.    The  usual  relief  was  granted, 

15  including  a  Certificate  thai  the  validity  of  each  of  the  Patents  had  come  into 

question. 

On  the  25th  of  August  1893  Letters  Patent  (No.  16,072*  of  1893)  were  granted 
to  Wilhelm  Maybach  for  "Improvements  in  the  method  of  producing  the 
"  explosive  mixture  in  hydrocarbon  engines." 

20  The  Complete  Specification  was  amended  in  accordance  with  the  decision  of 
the  Chief  Examiner,  dated  27th  February  1900,  by  striking  out  nine  claims, 
and  after  amendment  was  as  follows  : — "  My  invention  relates  to  hydrocarbon 
"  engines,  in  which  the  explosive  mixture  is  produced  from  air  and  a  liquid 
"  hydrocarbon,  as  petroleum,  ligroine,  benzine,  naphta,  or  the  like,  and  my 

25  "  improvements  in  the  composing  or  forming  of  this  mixture  relate  to  the 
"  manner  in  which  the  liquid  hydrocarbon  is  moved  and  dispersed  by  and 
u  thoroughly  mixed  with  the  air  sucked  by  the  working-piston  into  the 
"  cylinder  through  a  special  feeding-channel,  into  which  a  nozzle  supplying  the 
"  hydrocarbon  extends  in  any  direction  and  at  any  place,  and  the  object  of  my 

30  "  improvements  is  to  produce  a  mixture  of  never-varying  composition,  irrespective 
"  of  the  speed  of  the  engine  as  well  as  of  that  of  the  piston  in  different  parts  of 
"  the  path  of  this  latter. 

"In  order  to  make  my  invention  more  clear,  I  refer  to  the  accompanying 
u  drawing,  in  which  similar  letters  denote  similar  parts,  anc(  in  which  Fig.  1  is 

3c 


266  REPORTS  OP  PATENT,  DESIGN,        [June  26, 1901. 

British  Motor  Traction  Company,  Ld.  v.  J.  Vaughan  Shemn. 

44  a  vertical  section  through  the  mixing-  and  feeding-device  of  a  hydrocarbon 
"  engine  working  according  to  my  invention.  Fig.  2  is  a  modification  of  said 
"  device,  and  Fig.  3  is  a  second  modification  of  the  same. 

"  The  liquid  hydrocarbon  is  contained  in  the  basin  a  and  is  led  from  this 
44  basin  to  the  mixing  channel  ft  by  the  pipe  e,  at  the  end  of  which  latter  a  5 
"  nozzle  c1  is  provided.  The  liquid  in  basin  a  is  kept  in  the  same  height  of 
44  level  by  a  swimmer  d,  which  admits  the  influx  of  fresh  liquid  through  tube  e 
"  in  a  manner  easily  to  be  understood  from  the  drawing.  Thus,  the  level  of 
"  the  liquid  contained  in  pipe  c,  below  nozzle  c1,  is  constantly  kept  in  the  same 
"  or  very  nearly  the  same  height,  which  forms  a  moment  of  utmost  importance,  10 
"  as  will  be  more  clearly  to  be  seen  hereinafter. 

"  The  entrance  of  air  into  the  cylinder  /  takes  place  through  the  inlet-  or 
*  suction- valve  g  and  the  channel  ft  ft1,  the  part  b  of  which  latter  forms  the 
"  mixing-room  already  mentioned,  and  the  entrance  of  hydrocarbon  into  the 
"  mixing-room  b  takes  place  tlirough  the  nozzle  c\  The  communication  ft1  15 
"  between  b  and  bl  is  narrowed,  and  the  dimensions  of  the  communication  ft8  and 
"  the  nozzle  cl  correspond  to  the  ratio  of  mixture  of  the  two  bodies  employed, 
44  air  and  hydrocarbon. 

"  If,  now,  the  engine  is  running,  air  is  sucked  by  the  .piston  into  the  cylinder 
"  through  channel  b  b\  and,  on  account  of  the  narrowed  communication  ft8,  a  20 
"  vacuum  or  partial  vacuum  is  established  within  the  mixing-room  b.  By 
"  reason  of  this  vacuum,  a  certain  quantity  of  the  liquid  hydrocarbon  is  sucked 
44  into  chamber  b  out  of  nozzle  c1,  and  is  squirted  there  at  the  opposite  wall  as 
44  well  as  by  the  air,  the  latter  flowing  in  with  a  velocity  corresponding  to  the 
"  speed  of  the  piston.  Supposed,  this  speed  is  low,  the  rarefaction  of  the  air  25 
"  will  also  be  low,  but  will  last  a  longer  time,  and,  therefore,  the  injection  of 
44  the  liquid  hydrocarbon  will  occur  with  little  force,  but  with  long  duration. 
"  If,  on  the  other  hand,  the  speed  of  the  piston  is  high,  also  the  rarefaction  will 
"  be  high,  and  will  last  but  a  short  time  ;  therefore,  the  injection  of  the  liquid 
"  will  occur  with  great  force,  and  with  short  duration.  .  Just  the  same  accordance  30 
"  is  existing  with  regard  to  the  degree  of  rarefaction  and  the  velocity  of  the 
"  piston  in  different  parts  of  its  path,  and  it  is,  consequently,  the  proportion 
"  between  both  the  bodies  forming  the  explosive  mixture  exactly  the  same 
"  under  all  conditions,  and  this  the  more  as  the  level  of  the  liquid  within 
"  nozzle  c  remains  on  the  same  height.  35 

"  When  employing  heavy  liquid  hydrocarbons  for  the  production  of  the 
"  explosive  mixture,  it  is  necessary  to  heat  the  wall  of  chamber  ft,  against  which 
"  the  former  is  thrown,  or  to  heat  the  whole  of  said  chamber  in  order  to  effect 
u  a  quicker  reduction  into  vapour.  This  may  be  performed  best  by  the  con- 
"  struction  shown  in  Fig.  3,  in  which  the  escaping  hot  combustion-gases  are  40 
"  led  against  or  around  chamber  ft  by  the  channel  h,  at  the  end  of  which  the 
44  outlet-valve  i  is  arranged. 

"  Further,  in  order  to  regulate  the  engine,  the  passage  for  the  air  may  be 
"  altered  in  such  a  manner,  that  either  a  part  or  the  whole  of  the  air  takes 
"  another  way,  than  through  communication  ft',  so  that  but  a  slight  or  no  45 
"  rarefaction  at  all  is  produced  within  the  mixing-chamber,  and,  consequently, 
44  but  little  or  no  hydrocarbon  is  sucked  into  it. 

44  Such  an  arrangement  is  shown  in  Fig.  2,  in  which,  besides  the  connection  ft*, 
44  a  second  connection  ft*  is  established  between  the  parts  ft  and  ft1,  which, 
44  under  normal  conditions,  is  closed  by  a  valve  k.  This  valve  may  be  50 
44  actuated  automatically  from  the  regulator  by  rod  I,  and  also  from  hand  by 
44  screw  m,  so  that,  by  screwing  this  screw  down  into  valve  ft,  the  latter  may 
*4  be  opened. 

44  The  air,  therefore,  will  not  be  rarefied  and  no  liquid  will  be  sucked  into 
44  chamber  ft,  so  that  no  combustible  or  explosive  mixture  can  be  formed,  and  55 
44  the  engine  stops. 
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44  I  wish  it  to  be  understood,  that  I  do  not  confine  myself  to  the  employment  of 
44  bat  one  nozzle,  as  61,  or  but  one  narrowed  inlet  as  &2,  but  I  may  use  also  several 
44  nozzles  and  several  inlets,  and  also  special  inlets  for  air  without  nozzles,  as 
44  for  instance  at  ft4  in  Fig.  3. 

5  "  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
44  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
44  what  I  claim  is  : — 

*    4i  1.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
44  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  &  fed  from  supply 

10  "  basin  a  by  pipe  c  and  extending  into  connection  b*  between  air-inlet-channel  b1 
44  and  mixing-chamber  b,  said  sucking  being  performed  by  the  air  sucked 
44  by  the  working-piston  through  said  channel  b\  connection  b*y  and  mixing- 
44  chamber  b,  and  the  level  of  the  hydrocarbon  within  basin  a  being  kept  on 
44  the  same  height  by  a  swimmer- valve  d,  acting  on  the  main-supply  tube  e9 

15  44  substantially  as  described. 

44  2.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon  engines, 
44  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  &  fed  from  supply- 
44  basin  a  by  pipe  cy  and  extending  into  connection  b*  between  air-inlet- 
44  channel  b1  and  mixing-chamber  b,  said  sucking  being  performed  by  the  air 

20  44  sucked  by  the  working-piston  through  said  channel  b\  connection  &•,  mixing- 
44  chamber  b>  the  level  of  the  hydrocarbon  within  basin  a  being  kept  on  the 
44  same  height  by  a  swimmer-valve  d,  acting  on  the  main-supply  tube  e,  the 
44  mixing-chamber  being  heated  by  the  combustion-gases,  substantially  as 
44  described. 

25      44  3.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 

44  consisting  in  sucking  liquid  hydrocarbon  by,  and  mixing  the  same  with,  the 

44  air  sucked  by  the  working  piston  through  a  mixing-chamber  ft,  the  latter 

44  having  opening  ft8  with  valve  k9  substantially  as  described. 

44  4.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 

30  "  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  c\  extending  into  a 

44  mixing-chamber  b  by  the  air  sucked  by  the  working-piston  through  said 

44  mixing-chamber,  the  latter  having  opening  V  with  valve  k>  substantially  as 

44  described. 

44  5.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 

35  4<  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  c1  forming  end  of 
44  supply-pipe  c,  and  extending  into  connection  b*  between  air-inlet-channel  b1 
44  and  mixing-chamber  b,  said  sucking  being  performed  by  the  air  sucked  by 
44  the  working-piston  through  said  connection  b*,  the  mixing-chamber  having 
44  opening  6s  with  valve  h,  substantially  as  described. 

40  u  6.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
44  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  &  fed  from  supply- 
44  basin  a  by  pipe  c,  fed  from  c,  and  extending  into  connection  b*  between  air- 
44  inlet-channel  hx  and  mixing-chamber  &s,  said  sucking  being  performed  by  the 
44  air  sucked  by  the  working-piston  through  said  channel  &\  connection  &*,  and 

45  "  mixing-chamber  by  the  latter  having  opening  6s  with  valve  &,  substantially 
44  as  described. 

44  7.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
44  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  &  fed  from  supply- 
44  basin  a  by  pipe  c.  and  extending  into  connection  b*  between  air-inlet-channel  bl 

50  u  and  mixing-chamber  &*,  said  sucking  being  performed  by  the  air  sacked  by 
44  the  working-piston  through  said  channel  b\  connection  &',  and  mixing- 
44  chamber  by  the  level  of  the  hydrocarbon  within  basin  a  being  kept  on  the 
44  same  height  by  a  swimmer-valve  d,  acting  on  the  main  supply-tube  ey  the 
44  mixing-chamber  having  opening  ft8  with  valve  k,  substantially  as  described. 

55  "  8.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
44  consisting  in  sucking  liquid  hydrocarbon  by,  and  mixing  the  same  with,  the 
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air  sucked  by  the  working-piston  through  a  mixing-chamber  ft,  the  latter 
being  heated  by  the  combustion-gases,  and  having  opening  ft8  with  valve  k, 
substantially  as  described. 

"  9.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
consisting  in  sucking  liquid  hydrocarbon  out  of  nozzle  c1,  extending  into  a  5 
mixing-chamber  ft  by  the  air  sucked  by  the  working-piston  through  said 
mixing-chamber,  the  latter  being  heated  by  the  combustion-gases,  and  having 
opening  ft*  with  valve  &,  substantially  as  described. 

"  10.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  &  forming  end  of  10 
supply-pipe  c,  and  extending  into  connection  ft*  between  air-inlet-channel  b1 
and  mixing-chamber  ft,  said  sucking  being  performed  by  the  air  sucked  by 
the  working-piston  through  said  connection  ft2,  the  mixing-chamber  being 
heated  by  the  combustion-gases,  and  having  opening  ft*  with  valve  k, 
substantially  as  described.  15 

**  11.  The  method  of  producing  the  explosive  mixture  in  hvdrocarbon -engines, 
consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  &  fed  from  the 
supply-basin  a  by  pipe  c,  and  extending  into  connection  ft*  between  air-inlet- 
channel  ft1  and  mixing-chamber  ft3,  said  sucking  being  performed  by  the  air 
sucked  by  the  working-piston  through  said  channel  ft',  connection  ft1,  and  20 
mixing-chamber  ft,  the  level  of  the  hydrocarbon  within  basin  a  being  kept  on 
the  same  height  by  a  swimmer -valve  dy  acting  on  the  main-supply-tube  the 
mixing-chamber  being  heated  by  the  combustion-gases,  the  latter  having 
opening  ft*  with  valve  \  substantially  as  described. 
Subjoined  is  a  reproduction  of  Fig.  1  of  the  drawings.  25 


On  the  21st  of  October  1895  Letters  Patent  (No.  19,734  of  1895)  were  granted 
to  Count  Albert  De  Dion  and  Charles  Bouton  for  "Improved  means  or 
"  apparatus  for  electrically  igniting  and  governing  petroleum  and  other  like 
"  motors." 

The  Complete  Specification  was  as  follows  :— "  Our  invention  relates  to 
44  improved  means  or  apparatus  for  electrically  igniting  the  explosive  charges 
"  for  working  petroleum  and  other  explosion  engines.  The  said  invention  has 
"  for  its  chief  object  to  so  construct  and  arrange  a  make  and  break  contact 
"  device,  that  instead  of  its  being  operated  magnetically  as  is  the  case  with  the 
"  ordinary  make  and  break  contact  of  an  induction  coil,  it  is  adapted  to  be 
"  brought  into  operation  and  vibrated  mechanically  each  time  a  spark  is  to  be 
**  produced  to  ignite  the  explosive  charge.  The  said  contact  device  can  be 
"  situated  at  any  desired  distance  from  the  induction  coil. 

"  Our  said  contact  device  is  furthermore  so  arranged  that  its  operation  takes 
41  place  only  when  the  engine  is  working  at  or  below  its  normal  speed,  arid 


30 


35 


40 


Vol.  XVltL,  No.  13.]  Atf  D  TRADfe  MAK#  OASE&  2& 

British  Motor  Traction  Company,  Ld.  v.  J.  Vaughan  Sherrin. 

44  remains  inoperative  if  the  engine  increase  its  speed  beyond  the  normal ;  the 
"  apparatus  therefore  also  acts  as  a  speed  regulator. 

44  In  order  that  our  said  invention  may  be  more  clearly  understood  and  readily 
44  carried  into  effect  we  will  proceed  to  describe  the  same  more  fully  with 
5  "  reference  to  the  accompanying  drawing  which  illustrates  a  portion  of  the 
"  induction  coil  and  our  mechanical  make  and  break  device. 

"  A  is  the  induction  coil,  and  B  a  metallic  flexible  blade  or  tongue  such  as 
"  that  employed  in  an  ordinary  make  and  break  device  for  an  induction  coil. 
44  This  flexible  blade  is  fixed  at  one  end  in  a  post  or  standard  b  which  is  provided 

10  "  with  a  binding  screw  b1  for  enabling  the  said  flexible  blade  to  be  electrically 
41  connected  to  the  induction  coil  by  a  wire  b*.  The  opposite  or  free  end  of  the 
44  said  flexible  blade  carries  a  weight  or  rubbing  piece  Bl  which  bears  upon  the 
44  periphery  of  a  disc  C.  This  disc  is  mounted  on  a  shaft  c  driven  by  the 
44  engine,  and  is  formed  with  a  recess  or  peripheral  notch  cl.    At  a  point 

15  "  intermediate  between  the  ends  of  the  flexible  blade  is  the  usual  contact 
44  piece  b>  against  ♦which  the  platinum  tipped  end  of  an  adjusting  contact 
44  screw  D  normally  bears.  This  contact  screw  works  in  a  post  or  standard  d 
44  which  is  furnished  with  a  binding  screw  d1  for  enabling  the  said  contact 
44  screw  to  be  electrically  connected  to  the  induction  coil  by  a  wire  d*. 

20  "  So  long  as  the  free  end  of  the  flexible  blade  B  bears  upon  the  smooth 
44  periphery  of  the  disc  C  no  vibratory  movement  of  the  said  flexible  blade 
44  takes  place  and  consequently  no  sparking  of  the  ignitors  occurs  to  fire  the 
44  explosive  charge,  but  immediately  the  peripheral  notch  cl  arrives  opposite  the 
44  flexible  blade  the  weighted  end  thereof  at  once  enters  the  said  notch  and 

25  44  owing  to  the  flexibility  of  the  blade  and  the  weighted  end,  said  blade  is 

44  momentarily  set  vibrating,  thereby  making  and  breaking  contact  with  the 

44  screw  D  and  causing  the  induction  coil  to  operate  and  produce  the  igniting 

44  spark  or  sparks. 

44  The  flexibility  of  the  contact  blade  B  and  the  shape  of  the  notch  &  in  the 

30  4i  disc  C  are  advantageously  so  arranged  that  when  the  engine  is  working  too 
44  quickly,  the  free  end  of  the  flexible  blade  will  not  have  sufficient  time  to 
44  fully  enter  the  notch,  but  will  be  caught  by  the  curved  portion  &  before  a 
44  vibration  has  been  completed,  and  no  sparking  of  the  ignitors  therefore  takes 
44  place.    Thus,  so  long  as  the  speed  of  the  engine  is  excessive,  the  explosive 

35  u  charges  are  not  fired  by  the  electric  spark  and  consequently  the  speed  of  the 
44  engine  is  soon  reduced.  The  contact  device  then  works  again  in  the  ordinary 
44  manner. 

44  It  will  be  obvious  that  the  wires  &*  d*  can  be  made  of  any  desired  length, 
44  so  that  the  contact  device  can  be  situated  at  any  required  distance  from  the 

40  "  induction  coil. 

44  The  galvanic  battery,  employed  with  the  induction  coil,  may  be  connected 
44  by  wires  to  the  same  terminals  as  those  to  which  the  wires  b*  d*  are 
44  connected. 

"  It  will  be  apparent  that  the  consumption  of  electric  current  takes  place 

45  "  only  at  the  moment  of  ignition. 

44  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
44  invention  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that 
44  what  we  claim  is  : — 

44 1.  In  an  explosion  engine  a  make  and  break  contact  device  acting  in 

50  ,4  conjunction  with  an  induction  coil  and  having  a  flexible  blade  which  is 
44  caused  to  vibrate  mechanically  by  some  moving  part  of  the  engine, 
44  substantially  as  described  and  for  the  purposes  specified. 

44  2.  An  apparatus  or  device  for  controlling  the  electric  ignition  of  the 
44  working  charges  of  an    explosion    engine  and  for   regulating   the    speed 

55  u  thereof,  substantially  as  described  with  reference  to  the  accompanying 
"drawing." 
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Subjoined  is  a  reproduction  of  the  drawing  accompanying  the  Specification. 


On  the  1st  of  July  1899  Letters  Patent  (No.  13,671  of  1899)  were  granted  to 
the  British  Motor  Company,  Ld.,  and  Charles  Jarrott  for  "  Improvements  in 
"and  relating  to  motor  vehicles."  The  Specification  contained  twenty-one 
claims  for  inventions  relating  to  the  speed  gear,  starting  mechanism,  brake  5 
mechanism,  carburettor,  starting  mechanism,  and  ignition  device  common  to 
such  vehicles.  For  the  purposes  of  this  report  it  is  unnecessary  to  set  out  the 
Specification  of  this  Patent. 

The  Statement  of  Claim  originally  also  included  a  claim  for  infringement  of 
Letters  Patent  No.  14,698  of  1894,  granted  to  William  Yates  Johnson  for  an  10 
invention  of  "  Improvements  in  the  driving  gear  and  apparatus  for  operating 
"  the  driving  wheels  of  self-moving  vehicles,"  but  the  action  as  far  as  regarded 
this  Patent  was  discontinued  by  notice  dated  the  11th  of  January  1901. 

The  Plaintiffscommenced  their  action  by  writ  dated  the  18th  day  of  September 
1900.  .  15 

By  their  Statement  of  Claim,  delivered  on  the  15th  of  November  1900,  the 
Plaintiffs  alleged  : — (1)  That  they  were  registered  legal  owners  of  the  Letters 
Patent  above  mentioned.  (2)  That  the  Specification  of  the  said  Letters  Patent 
No.  16,072#  of  1893  was  duly  amended  on  the  27th  of  February  1900.  (3)  That 
the  claims  in  the  original  Specification  No.  16,072  of  1893  were  framed  in  20 
good  faith  and  with  reasonable  skill  and  knowledge.  (4)  That  the  Defendant 
had  infringed  the  said  Letters  Patent  in  manner  by  the  Particulars  of  Breaches 
appearing.  The  Plaintiffs  claimed  an  injunction  and  the  usual  consequential 
relief. 

The  Particulars  of  Breaches  complained  of  by  the  Plaintiffs  were  as  follows  : —  25 
"  (1)  Prior  to  the  issue  of  the  writ  in  this  action  and  subsequent  to  the  dates 
"  of  the  Letters  Patent  in  the  Statement  of  Claim  referred  to,  the  Defendant  has 
"  infringed  the  said  Letters  Patent  by  the  importation  into  this  realm  and  by 
"  the  sale  therein  of  motor  cars  constructed  in  accordance  with  the  inventions 
"  described  in  the  Specifications  of  the  said  Letters  Patent  and  claimed  in  the  30 
"  claiming  clauses  Nos.  1-2  of  Letters  Patent  No.  16,072#  of  1893,  No.  1  of 
"  Letters  Patent  No.  19,734  of  1895,  and  Nos.  1,  2,  3,  12,  13,  14,  20,  and  21  of 
"  Letters  Patent  No.  13,671  of  1899.    (2)  In  particular  the  Plaintiffs  complain 
"  of  the  sale  on  or  about  the  5th  day  of  September  1900  by  the  Defendant 
"  through  Messrs.  Morgan  Jk  Co.,  carriage  builders,  of  Long  Acre,  London,  35 
"  of  a  motor  car  bearing  a  plate  marked  '  Automobiles  de    Dion  Bouton  et 
"  « Cie.,  Type  E,  No.  68,  24,  Quai  National  Puteaux  (Seine).'    Such  motor 
"  car  is  constructed  in  infringement  of  the  said  Letters  Patent  as  aforesaid. 
**^3)  The  Plaintiffs  are  unable  until  they  obtain  discovery  to  give  better 
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"  Particulars  of  infringement  of  their  said  Letters  Patent  by  the  Defendant, 

"  but  they  will  claim  to  recover  full  compensation  in  respect  of  all  such 

"  infringements." 

By  his  Defence,  delivered  on  the  12th  of  December  1900,  the  Defendant  (1) 

5  alleged  that  the   Plaintiffs'  Patents  were  invalid  on   the   grounds  stated    in 

the  Particulars  of  Objections  delivered  therewith  ;  (2)  denied  that  the  claims 

in  the  original  Specification  No.  16,072#  of  1893  were  framed  in  good  faith  and 

with  reasonable  skill  and  knowledge. 

The  Particulars  of  Objections  relied  upon  by  the  Defendant  were  : — A.  As 

10  to  No.  16,072#  of  1893— (1)  that  the  alleged  invention  was  not  new  at  the 
date  of  such  Patent ;  (2)  that  the  alleged  invention  was  not  the  proper 
subject-matter  of  Letters  Patent ;  (3)  that  the  Specification  as  amended  did 
not  sufficiently  distinguish  which  of  the  matters  and  things  therein  described 
the  Patentee   claimed  to  be  new  and  as  being  included  in  the  said  Patent, 

15  and  which  of  the  same  he  did  not  so  claim  and  admitted  to  be  old  ;  (4)  that 
the  alleged  invention  as  claimed  in  the  Specification  was  previously  to  the 
date  of  the  Patent  published  in  this  realm  in  and  by  the  following  publica- 
tions : — (a)  Specification  of  Edward  Butler  and  Butler's  Patent  Petrol  Cycle 
Syndicate,  Ld.  (No.  9203  of  1889),  the  Complete  Specification,  page  7,  line  46, 

20  to  page  8,  line  34,  and  Fig.  4  of  the  drawings  were  relied  upon ;  (b)  the 
Specification  of  Edward  Butler  (No.  6990  of  1890),  the  Complete  Specification, 
page  4,  lines  23-48,  and  page  5,  line  35,  to  page  6,  line  12,  and  Figs.  1,  2,  3,  9, 
and  10  of  the  drawings  were  relied  upon.  C.  As  to  No.  19,734  of  1895— (1)  that 
the  alleged  invention  was  not  new  at  the  date  of  the  Patent ;  (2)  that  the  alleged 

25  invention  was  previously  to  the  date  of  the  Patent  published  within  this  realm 
in  the  following  Specifications : — (a)  The  Specification  of  Eugene  Barsanti 
and  Felix  Matteuci  (No.  1655  of  1857),  the  Complete  Specification,  page  3, 
line  56,  to  page  4,  line  27,  and  Fig.  5  of  the  drawings  were  relied  on  ;  (6)  the 
Specification    of    Charles   Sintry    and    the    Sintry    Oas    Engine    Company 

30  (No.  23,735  of  1893),  Unamended  Specification,  page  2,  line  56,  to  page  3, 
line  27,  and  the  drawings  were  relied  on ;  (c)  the  Specification  of  Edward 
William  Evans  (No.  2788  of  1883),  the  Complete  Specification,  page  2, 
lines  22-31,  and  Fig.  1  of  the  drawings  were  relied  on  ;  (3)  that  Albert 
De  Dion  and  Charles  Bouton  in  their  Specification  pointed  out  and  claimed 

35  no  sufficient  improvement  on  the  then  state  of  public  knowledge  to 
make  their  alleged  invention  good  subject-matter  for  Letters  Patent ;  (4)  that 
the  alleged  invention  was  not  useful.  D.  As  to  No.  13,671  of  1899— (1)  that 
the  alleged  invention  claimed  in  Claims  1,  2,  and  3  was  at  variance  with 
the  Provisional  Specification ;    (2)   that  the  Plaintiffs    and    Charles  Jarrott 

40  in  their  Specification  pointed  out  and  claimed  no  sufficient  improvement  in  the 
then  state  of  public  knowledge  to  make  their  alleged  invention  good  subject- 
matter  for  a  valid  Patent. 

By  further  Particulars  of  Objections,  delivered  on  the  18th  of  February  1901, 
pursuant  to  an  Order  of  Mr.  Justice  Joyce  dated  the  28th  of  January  1901,  the 

45  Defendant,  as  to  paragraph  A  (4)  of  the  Particulars  of  Objections,  alleged  that 
the  first  seven  claims  in  the  Plaintiffs1  Specification  were  anticipated  by  the 
Specification  No.  9203  of  1889.  The  whole  of  the  claims  in  the  said  Specifi- 
cation were  anticipated  by  No.  6990  of  1890,  in  conjunction  with  No.  9203  of 
1889.     As  to  paragraphs  A  (1)  and  C  (1),  the  Defendant  relied  on  the  prior 

50  publications  mentioned  in  A  (4)  and  C  (2)  of  the  Particulars  of  Objections.  As 
to  paragraph  A  (3),  the  Defendant  relied  on  page  1,  lines  22-27,  page  3,  lines  5-7 
and  32-34,  page  4,  lines  3-5  and  26-28.  As  to  paragraphs  A  (2),  C  (3),  and  D  (2), 
the  Defendant  contended  that  the  whole  of  the  claims  in  each  of  the  PJaintifiV 
Specifications  were  bad  for  want  of  subject-matter. 

55  By  Reply,  delivered  on  the  4th  of  March  1901,  the  Plaintiffs  joined  issue  with 
the  Defendants  on  their  Defence. 
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The  action  was  heard  before  Mr.  Justice  Kbkbwich  on  the  8th  of  May,  1901. 

Moulton,  K.C.,  Walter,  and  Hume  (instructed  by  J.  B.  and  F.  Purchase) 
appeared  for  the  Plaintiffs ;  Pitt-Lewis%  K.C.,  and  Stephenson  (instructed  by 
William  T.  Hick)  appeared  for  the  Defendant. 

Moulton,  K.C.,  opened  the  Plaintiffs'  case. — This  is  an  action  on  three  Patents,  5 
all  relating  to  improvements  in  various  parts  of  the  mechanism  of  motor  cars. 
The  first  Patent  relates  to  a  special  form  of  carburettor,  the  second  Patent 
claims  a  particular  mechanism  for  electrically  igniting  the  explosive  charge  in 
the  cylinder,  while  the  third  claims  improvements  in  various  parts  of  the 
mechanism  of  motor  cars.    The  Defendants  admit  infringement  of  all  three  10 
Patents.     [KBKBWICH,  J.— I  will  try  the  case  as  to  each  of  the  three  Patents 
separately.]    As  to  Patent  No.  16,072#  of    1893,  this  Patent  refers  to  the 
carburettor  in  which  the  petroleum  is  mixed  with  the  air  so  as  to  make  an 
explosive  mixture,  and  is  sucked  into    the  cylinder    of    the    motor.     The 
petroleum  is  fed  into  the  basin  a,  where  it  is  kept  at  a  constant  level  by  means  15 
of  a  swimmer  d.    From  this  basin  there  is  a  pipe  ending  with  the  nozzle  c1. 
Owing  to  the  liquid  being  kept  at  a  constant  level  in  the  basin  a  it  follows  that 
the  liquid  in  the  pipe  will  also  be  at  the  same  level,  which  is  arranged  so  as  to 
come  just  below  the  nozzle  c\    Around  this  nozzle  there  is  a  narrow  orifice  &*, 
which  communicates  with  the  atmosphere.    When  the  piston  travels  forward  20 
in  the  cylinder  /air  is  drawn  in  through  the  orifice  ft*,  and  passes  through  the 
mixing-chamber  b  and  the  valve  g  into  the  cylinder.    This  rush  of  air  causes  a 
partial  vacuum  in  the  mixing-chamber  ft,  the  result  of  which  is  that  a  quantity 
of  the  liquid  is  drawn  through  the  nozzle  cx  and  enters  the  cylinder  with  the 
air  in  the  form  of  a  fine  spray,  thus  forming  an  explosive  mixture.    The  great  25 
difficulty  previous  to  the  date  of  this  invention  was  that  when  the  speed  of  the 
engine  fell,  owing,  for  instance,  to  the  motor  climbing  a  hill,  the  charge  drawn 
in  varied  in  its  proportions  of  liquid  and  air,  thus  failing  to  form  an  explosive 
mixture  and  causing  the  engine  to  miss  its  effective  stroke  and  ultimately  to 
stop.    With  the  Patentee's  apparatus,  however,  this  is  very  unlikely  to  happen,  80 
as  the  device  shown  will  work  at  a  much  greater  range  of  speed  than  any  other 
known  carburettor,  the  reason  being  that  when  the  speed  of  the  piston  is  slow 
the  flow  cf  the  explosive  mixture  into  the  cylinder,  though  its  rate  is  diminished, 
takes  place  for  a  longer  period  and  vice  versa.    Fig.  2  shows  the  same  arrange- 
ment with  a  valve  for  regulating  the  amount  of  air  admitted,  and  Fig.  3  a  means  35 
of  heating  the  mixing-chamber  by  means  of  the  products  of  combustion.    If  the 
arrangement  shown  in  Fig.  1  is  held  good  nothing  can  be  said  against  Figs.  2 
and  3.    The  claims  are  detailed,  and  are  for  the  specific  arrangements  shown. 

Dugald  Clerk  and  Selivyn  Francis  Edge  gave  evidence  for  the  Plaintiffs ; 
and  the  Defendant  gave  evidence  against  the  validity  of  the  Patent.  40 

Pitt-Lewis,  K.C.,  for  the  Defendant,  contended  that  the  Patentee  claimed  a 
combination  of  old  ideas,  and  that  there  was  not  sufficient  invention  in  the 
combining  of  these  ideas  to  form  subject-matter  for  the  grant  of  Letters  Patent ; 
also  that  it  was  possible  to  do  with  the  apparatus  shown  in  the  two  Specifications 
of  Butler  (Nos.  9203  of  1889  and  6990  of  1890)  all  that  could  be  done  with  the  45 
Patentee's  invention,  and  that,  although  the  method  varied  somewhat,  the 
differences  were  not  sufficient  to  support  Letters  Patent. 

Counsel  for  the  Plaintiffs  were  not  called  upon  to  reply. 

Kbkbwich,  J.  — This  point   I  may  dispose  of   very  shortly.    The  object 
which  an  inventor  has  in  view  is  of  course  important,  and  the  means  by  which  50 
he  effects  his  object  are  also  important,  but  the  two  things  are  different. 

Now  this  Patentee  describes — it  is  not  always  done,  but  often  it  is  done  in 
Specifications — in  clear,  plain  language  what  his  object  is,  and  it  is  stated  on 
page  1,  beginning  at  line  11 : — "  The  object  of  my  improvements  is  to  produce  a 
u  mixture  of  never- varying  composition,  irrespective  of  the  speed  of  the  engine  as  55 
'4  well  as  of  that  of  the  piston  in  different  parts  of  the  path  of  this  latter/'    That 
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is  his  great  object,  and  he  tells  us  that  if  yon  can  only  effect  that,  then  by  the 
means  which  he  describes  he  can  get  over  the  difficulties  which  we  have  heard 
from  the  witness  Mr.  Dugald  Clerk  were  in  the  way  of  these  motor  engines. 
One  of  the  points  on  which  he  insists,  and  insists  strongly,  is  keeping  the 
5  petroleum  at  the  same  height,  not  only  in  the  vessel  which  contains  it 
originally,  or  where  it  has  been  fed  from  the  reservoir— that  is  to  say,  from 
which  it  goes  and  is  utilised — keeping  that  level  and  the  level  in  the  pipe  really 
for  practical  purposes  the  same.  Now  at  line  24  he  says*  : — **  Thus  the  level  of 
"  the  liquid  contained  in  pipe  c,  below  nozzle  c\  is  constantly  kept  in  the  same 

10  "  or  very  nearly  the  same  height,  which  forms  a  moment  of  utmost  importance, 
"  as  will  be  more  clearly  to  be  seen  hereafter."  Now  the  suggestion  is  that,  he 
having  told  us  in  language,  about  which  there  is  no  doubt  or  difficulty, 
that  keeping  the  liquid  at  the  same  height  in  the  different  places  is  of  the 
utmost  importance,  he  has  not  disclosed  that  in  the  Specification.    When  he 

15  says,  "  as  will  be  more  clearly  seen  hereafter,"  he  does  not  lead  you  to  suppose 
that  elsewhere  he  will  state  that  proposition  over  again ;  there  was  not  the 
slightest  occasion  to  do  so.  What  he  means  to  say  plainly  is  that  if  you  read 
his  Specification  through,  and  understand  what  he  does,  you  will  see  that  it  is 
as  he  asserts  it  to  be — a  matter  of  the  greatest  importance.    But  as  a  matter  of 

30  fact  he  does  refer  to  it  again,  at  least  in  one  place  at  line  10,  page  2.t  Now  you 
have  got  precisely  what  he  had  before  him.  By  his  machine  he  is  to  produce 
a  mixture  of  never-varying  composition,  irrespective  of  the  object  to  which  he 
refers,  and  in  order  to  do  that  he  must  keep  the  liquid  at  the  same  height  in 
the  vessel  from  which  it  proceeds,  and  at  the  nozzle  substantially  the  same. 

25  He  says  by  doing  that  he  will  attain  the  improvements  that  he  claims, 
which  is  his  invention,  and  then  as  far  as  we  are  at  present  concerned  he 
describes  how  that  is  done  by  means  of  the  Fig.  No.  1.  I  agree— there  has 
been  no  suggestion  to  the  contrary — that  if  you  get  Fig.  No.  1  straight,  sound, 
and  valid,  the  other  two  are  only  variations  which  cannot  be  attacked.    He 

30  describes  it — I  will  not  read  it  through — under  the  head  of  1  on  the  top  of 
page  34  And  there  he  describes — what  ?  A  method.  He  does  not  say  that  he 
has  invented  every  distinct  part  of  this  or  indeed  any  part.  He  does  not  say 
that  any  one  part  of  this  is  by  itself  new.  What  he  has  invented,  and 
what    he    claims  to  be  protected,  is  a  method  of   producing  an  explosive 

35  mixture  in  the  engine  by  means  which  are  substantially  described  in  the 
Figure,  and  he  works  that  out  in  the  Figure  point  by  point.  It  is  that 
method  by  which  he  produces  the  object — that  is  to  say,  attains  the 
object — which  he  says  it  is  the  purpose  of  his  invention  to  attain.  It  seems 
to  me  to  be  perfectly  plain,  and  there  is  no  difficulty  about  it,  and  the  mere 

40  feet  that  all  the  elements  he  uses,  and  all  the  materials  are  old,  does  not 
prevent  the  method  from  being  new.  Why  is  it  not  new  ?  We  have  heard 
from  Mr.  Dugald  Clerk,  and  it  has  not  been  contradicted,  on  the  contrary,  it 
has  been  supported  by  Mr.  Sherrin,  that  there  were  very  great  difficulties  in 
the  way  of  those  who  desired  to  produce  these  motor  engines.    There  were 

45  great  difficulties,  and  we  have  heard,  not  only  from  Mr.  Dugald  Clerk,  but 
quite  as  strongly  from  Mr.  Sherrin,  that  May  bach's  method  has  overcome  the 
difficulties.  Of  course  there  will  be  improvements  by-and-bye,  and  I  dare  say 
defects  may  be  found  out  in  this,  but  for  the  moment  it  may  be  taken  to  be, 
I  will  not  say  perfect,  though  one  witness  said  so,  but  as  perfect  as  anyone  can 

50  at  present  devise.  Maybach  has  done  it ;  he  has  overcome  the  difficulties. 
Now  has  anyone  anticipated  it  ?    Two  Specifications  of  Butler  have  been  put 

*  Ante,  page  266,  line  8. 

t  ^"**i  P«ge  366,  line  34. 

J  The  learned  Judge  here  read  the  first  olaim, 
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in,  and  nothing  else— those  alone.  Really  they  are  paper  Specifications. 
Mr.  Clerk  has  never  seen  one  at  work ;  Mr.  SJierrin  has  never  seen  one  at 
work.  Mr.  Sherrin  was  perfectly  sure  it  would  work,  but  in  point  of  fact  they 
have  nt>t  been  worked  to  his  knowledge  or  to  the  knowledge  of  anyone  else. 

We  have  this  very  strong  fact,  from  which  we  may  infer  a  great  deal.  5 
Butler's  first  Specification  was  in  1889  ;  his  second  in  1890.    Ten  years  have 
elapsed.    I  think  I  may,  without  exceeding  my  judicial  functions,  take  notice 
of  the  common  knowledge  that  motor  engines  have  been  greatly  in  demand, 
and  in  fact  I  do  not  know  that  I  need  go  so  far,  because  Mr.  Clerk  told  us  so 
in  his  evidence,  and  yet  from  1889  or  1890  to  the  present  time  it  is  not  pretended  10 
that  Butler's  method  was  working.    The  only  answer  to  that  is  that  for  some 
time  up  to  as  late  as  1896  there  were  restrictions  in  this  country  on  the  use  of 
these  engines  which  made  it  impossible  to  really  turn  them  to  commercial 
advantage.    If  that  is  so  the  nine  or  ten  years  sink  to  four  ;  but  *gain,  I  hope 
without  transgressing  any  proper  limits,  I  may  venture  to  know  that  the  15 
removal  of  the  restrictions  has  produced  a  very  great  impetus,  a  very  active 
trade  in  these  things,  and  if  there  had  been  anything  in  Butler  of  a  practical 
character  I  think  the  fair  inference  from  the  evidence  is  that  engines  would 
have  been  made  and  worked  before  now.    I  cannot  help  myself  inferring— I 
think  a  Jury  would  infer,  and  I  must  infer— that  the  reason  why  the  Butler  20 
engines  have  not  been  worked  is  because  they  could  not  be  worked.     Mr. 
Clerk  has  pointed  out  exactly  what  would  happen,  and  I  do  not  think  Mr. 
Sherrin  doubted  it,  that  they  will  not  work  when  there  is  a  necessary  variation 
of  speed,  which  will  occur,  of  course,  on  a  short  journey  from  obstacles  in  the 
way,  or  from  there  being  on  the  road  hills  to  climb  or  hills  to  descend  ;  there  25 
must  be  variations  of  speed,  and  Butler  does  not  meet  that  difficulty. 

But  if  that  stood  alone  it  might  be  wrong  to  go  so  far  as  to  infer  that  Butler's 
engines  were  useless,  but  we  go  a  great  deal  further  than  that.  We  know  that 
MaybacJis'  method  is  used  very  largely.  I  cannot  resist  the  inference  that  that 
which  is  in  use  and  answers  the  purpose  very  well  is  not  the  same  thing  as  30 
that  which  is  not  in  use,  and,  as  far  as  anyone  knows  to  the  contrary,  does  not  . 
answer  the  purpose.  It  seems  to  me  that  the  reasoning  is  quite  unanswerable. 
All  I  can  do  with  regard  to  this  is  to  find  a  verdict  for  the  Plaintiffs.  What 
follows  from  that  I  will  discuss  when  I  have  heard  the  rest  of  the  case. 

Walter  then  opened  the  Plaintiffs'  case  on  Patent  No.  19,734  of  1895.— This  35 
Patent  refers  to  the  electrical  ignition  of  the  explosive  charge  in  the  cylinder  of 
the  motor.  By  means  of  the  device  shown  the  liability  to  miss  fire  is  reduced  to  a 
minimum,  and  at  the  same  time  the  speed  of  the  engine  is  governed.  If  the 
speed  rises  above  that  for  which  the  engine  is  designed  the  ignition  is 
.automatically  stopped,  and  no  explosion  takes  place  till  the  speed  falls  to  40 
within  its  proper  limits.  All  the  various  parts  of  the  apparatus  are  old,  but 
the  invention  consists  in  the  combination  and  arrangement  of  those  parts  in 
such  a  way  as  to  successfully  accomplish  the  objects  sought  after. 

Dugald  Clerk  having  given  evidence  in  support  of  the  Patent,  the  Defendant 
was  called  and  gave  evidence.  45 

Pitt-Lewis,  K.C.,  contended  that  the  Patent  consisted  of  the  combination  of  a 
well-known  electrical  device  with  an  old  and  known  mechanical  device,  and 
that  there  was  not  sufficient  invention  shown  in  the  combination  to  support 
Letters  Patent. 

Counsel  for  the  Plaintiffs  were  not  called  upon  to  reply,  50 

Kekewich,  J. — It  would  be  useless  to  go  at  any  great  length  into  this 
question.  The  Particulars  of  Objections  raise  one  or  two  different  issues.  The 
first  is  that  the  alleged  invention  was  not  new  at  the  date  of  the  Letters  Patent. 
That  is  the  issue  of  novelty.  If  I  am  right  in  treating  that  as  an  independent 
issue — which  is  probably  not  the  proper  way  of  regarding  it — I  have  no  55 
evidence  whatever  in  support  of  it,  and  I  have  no  evidence  to  show  that  the 
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alleged  invention  was  not  new.  I  have  evidence  to  show  that  a  great  many  other 
things  were  not  new,  but  that  this  alleged  invention  was  not  new  I  have  no 
•  evidence  at  all.  Then  the  fourth  is  : — "That  the  said  alleged  invention  is  not 
**  useful."  I  have  the  Defendant's  own  evidence  that  it  is  useful.  Then  the 
5  third  is  : — "  That  the  Patentees  in  their  Specification  pointed  out  and  claimed 
"  no  sufficient  improvement  on  the  then  state  of  public  knowledge  to  make 
"  their  alleged  invention  good  subject-matter  for  Letters  Patent.'9  So  far  as 
that  is  a  good  plea  it  is  entirely  negatived  by  Mr.  Dugald  Clerk's  evidence. 
He  has  shown  that  this  has  met  a  difficulty  in  the  application  of  public 

10  knowledge  at  the  date  of  the  Patent,  and  the  admission  of  the  Defendant  that 

it  is  useful  shows  that  that  has  been  done.    So  as  to  any  difficulty  about 

subject-matter,  if  you  get  over  the  one  I  have  just  mentioned  it  is  really  out  of 

the  question,  and  no  doubt  it  must  be  subject-matter  of  a  Patent. 

Then  the  case  is  reduced  simply  to  this — that  it  has  been  anticipated  by  three 

15  different  Specifications  which  have  been  relied  upon  in  the  witness-box.  The 
Defendant  admitted  as  to  one  after  the  other  in  answer  to  Mr.  Walter  that  there 
are  essential  distinctions— distinctions  of  detail,  but  distinctions  at  the  same  time 
which  prevent  the  inventions  of  those  Patentees  being  the  same  as  that  of  the 
Patentee  under  this  Patent  of  1895.    That  being  so,  there  is  no  occasion  to  go 

20  into  it  and  discuss  what  it  was  according .  to  those  Figures  which  Mr.  Dugald 
Clerk  has  explained.  I  think  that  there  is  no  doubt  at  all  that  the  Patent  must 
stand. 

As  to  the  Patent  No.  13,671  of  1899,  after  some  argument  and  after  Dugald 
25  Clerk  had  given  evidence  as  to  utility  and  invention,  the  Defence  was  with- 
drawn. 

Walter. — Then  as  to  each  of  three  Letters  Patent,  I  ask  for  an  injunction  and 
for  a  Certificate  of  validity.    I  will  take  an  inquiry  as  to  damages  in  each  case, 
delivery  up  of  any  infringing  articles  in  the  Defendant's  possession,  and  costs. 
80      Kekewjch,  J.— Yes. 

Walter. — There  is  one  other  thing  I  have  to  ask,  and  that  is  for  a  Certificate 

under  the  29th  section  of  the  Act  that  I  have  proved  my  Particulars  of  Breaches. 

There  is  a  letter  in  which  they  have  actually  admitted  the  infringement.    I 

have  given  no  evidence  in  regard  to  it,  but  I  should  not  be  entitled  even  to  the 

35  costs  of  the  pleading  without  the  Certificate. 

Kbkbwioh,  </.,  gave  the  Certificate. 
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[n  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

May  4th,  1901. 


Gandy   Belt   Manufacturing  Company,  Ld.  v.  Fleming,  Birkby,  & 

Goodall,  Ld.  5 


Action  to  restrain  passing-off  and  infringement  of  Trade  Mark. — Defendants 
submitting  and  agreeing  to  minutes  of  Order. — Order  whether  to  be  obtained  in 
Court  or  in  Chambers. — Costs. 

The  Plaintiffs  having  commenced  an  action  to  restrain  the  Defendants  from 
using  the  name  "  Gandy  "  and  from  infringing  their  registered  Trade  Marks,  10 
the  Defendants  agreed  to  submit  and  to  pay  the  costs,  including  the  costs  of 
obtaining  an  Order  of  the  Court  in  the  cheapest  possible  manner,  namely,  by 
summons.  Minutes  of  an  Order  having  been  agreed  upon  the  Plaintiffs  served 
notice  of  motion  for  injunction,  and  the  action  came  on  in  Court  as  a  short 
cause.  The  Defendants  raised  the  point  that  the  Plaintiffs  were  only  entitled  15 
to  the  costs  which  would  have  been  incurred  if  the  Order  had  been  obtained  in 
Chambers. 

Held,  without  laying  down  any  general  rule  on  the  subject,  that  the  Plaintiffs 
were  entitled  to  bring  on  the  matter  in  Court  and  to  the  costs  of  the  action. 

The  Qandy  Bell  Manufacturing  Company,  Ld.,  on  the  16th  of  March  1901  20 
commenced  an  action  against  Fleming,  Birkby,  A  Goodall,  Ld.,  for  an  injunction 
to  restrain  the  Defendants,  their  servants  and  agents,  from  in  any  manner  using 
the  word  "  Gandy  "  in  connection  with  or  in  respect  of  machine  belting,  not  being 
of  the  manufacture  or  merchandise  of  the  Plaintiffs,  so  as  to  be  calculated  to 
represent  or  lead  to  the  belief  that  such  machine  belting  was  of  the  manufacture  25 
or  merchandise  of  the  Plaintiffs  ,and  from  supplying  any  such  jiachine  belting  as 
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aforesaid  in  response  to  orders  for  "Gandy"  belts  or  "Oandy"  beltings  or 
belting  of  the  manufacture  or  merchandise  of  the  Plaintiffs,  and  from  in  any 
manner  infringing  the  Plaintiffs'  registered  Trade  Marks  Nos.  15,524  and  31,208, 
or  either  of  them,  and  for  consequential  relief.    The  Defendants  agreed  to 
5  submit  to  an  Order  and  to  pay  the  costs  of  obtaining  the  Order  of  the  Court  in  the 
cheapest  possible  manner,  namely,  by  summons.  Minutes  of  an  Order  were  agreed 
upon  between  the  parties.    The  Plaintiffs  then  served  notice  of  motion  "  that 
"  an  injunction  might  be  granted  to  restrain  the  Defendants,  their  servants  and 
"  agents,  until  judgment  in  this  action  or  further  Order,  from  in  any  manner 
10  "  using  the  word  *  Gandy '  in  connection  with  or  in  respect  of  machine  belting 
"  not  being  of  the  manufacture  or  merchandise  of  the  Plaintiffs  so  as  to  be 
"  calculated  to  represent  or  lead  to  the  belief  that  such  machine  belting  is  of 
"  the  manufacture  or  merchandise  of  the  Plaintiffs,  and  from  supplying  any 
"  such  machine  belting  as  aforesaid  in  response  to  orders  for  '  Gandy '  belts  or 
15  "  4  Gandy  *  belting  or  belting  of  the  manufacture  or  merchandise  of  the  Plaintiffs, 
"  and  from  in  any  manner  infringing  the  Plaintiffs'  registered  Trade  Marks 
"  Nos.  15,524  and  31,208,  or  either  of  them.    And  take  notice  that  this  action 
^  "  will  be  marked  as  short,  and  that  no  further  notice  thereof  will  be  given." 

The  motion  came  on  before  Mr.  Justice  Byrne. 
!  20      Sebastian   (instructed  by  Pritchard,  Engle field  A  Go.)  appeared  for  the 

Plaintiffs)  ;  Martelli  (instructed  by  Gush,  Phillips,  and  Walters)  appeared  for 
I  the  Defendants. 

!  Sebastian. — This  is  an  action  by  the  Plaintiff  Company  against  the  Defendant 

I  Company  for  an  injunction  to  restrain  the  Defendants  from  selling  belting, 

1  25  which  is  not  the  Plaintiffs',  under  the  name  of  "  Gandy,"  that  being  the  name 

j  under  which  their  belting  is  sold,  and  being  part  of  their  Trade  Marks. 

Minutes  have  been  agreed,  and  the  Defendants  are  prepared  to  submit  to  an 

Order  in  the  terms  of  those  minutes,  but  the  Defendants  wish  to  raise  the 

1  point  that  we  ought  to  take  this  Order  in  Chambers  instead  of  coming  here. 

30  The  Plaintiffs  considered  that  there  was  no  settled  rule  on  the  subject,  and 

>  thought  that  this  was  a  case  in  which  it  was  proper  to  bring  the  matter  on  in 

p  this  way,  but  1  am  prepared  to  leave  it  in  your  Lordship's  hands  to  deal  with, 

as  you  think  proper  under  the  circumstances. 

Martelli. — I  ask  your  Lordship  to  decide  whether  the  costs  should  be  the 

35  costs  of  a  summons  or  the  costs  of  a  motion.    When  the  Defendants  wrote  to  the 

Plaintiffs  offering  to   submit  they  said   that  they  were  "also  prepared  to 

"  pay  the  costs  of  the  action,    to  be  taxed  in  case  of  difference,  such  costs  if 

u  required  to  include  the  costs  of  an  Order  of  the  Court  embodying  this  under- 

"  taking,  to  be  obtained  in  the  cheapest  possible  manner,  namely,  by  summons." 

40  That  was  the  offer  the  Defendants  made.    The  Plaintiffs  wrote  back  and  said 

it  ought  to  be  by  a  motion.    They  then  sent  the  Defendants  the  minutes,  and 

they  sent  back  the  minutes  saying,  "  We  agree  to  the  Order  if  it  is  obtained 

"  on  summons."    Notwithstanding  that  the  Plaintiffs  served    the   notice    of 

motion,  and  the  Defendants  wrote  directly  they  were  served  saying  they  would 

45  take  this  point.    The  difference  in  the  costs  will  be  substantial.    My  clients 

have  made  out  a  difference  of  20/.    This  is  a  case  in  which  the  Defendants 

submitted  at  once. 

Byrne,  J. — I  am  disposed  to  think  in  a  case  of  this  sort,  where  Defendants 
are  charged  with  infringement,  that  the  Plaintiff  is  entitled  to  come  and  say, 
50  *'  I  want  my  right  acknowledged  in  open  Court." 

Martelli. — He  is  entitled  to  do  that  from  his  own  point  of  view.    We  offered 
to  submit  on  the  terms  that  the  Order  should  be  obtained  on  summons. 

BYRNE,  J. — You  having  so  offered  you  may  refuse  to  submit  when  it  comes 
into  Court  and  you  see  what  the  result  will  be. 
55      Martelli. — The  defendants  wrote  $t  once, 
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Byrne,  J.— The  Plaintiffs  do  not  accept  that.  They  prefer  to  take  an  Order  in 
open  Court,  and  I  do  not  think  when  it  is  a  question  of  infringement  of  Trade  Mark 
that  it  is  an  unreasonable  course  to  take.  Do  not  understand  me  as  laying  down 
any  general  rule  by  saying  this,  but  I  think  in  this  case,  having  regard  to  the 
nature  of  the  case,  the  Plaintiflfe  were  justified.  The  Defendant  always  has  a  5 
remedy,  because,  having  offered  to  consent  on  a  particular  footing,  he  need  not 
consent  when  it  comes  into  Court  but  can  let  the  action  take  its  course. 

Martelli. — I  am  not  consenting  to  the  motion.    I  am  only  consenting  to  the 
Order  being  obtained  in  a  particular  manner — in  the  cheapest  manner. 

Byrne,  J. — Very  well;  then  I  do  not  make  any  Order  at  all.    Now  the  10 
action  will  go  on.    I  make  no  Order  if  you  are  not  consenting  to  an  Order.    I 
thought  it  was  simply  left  to  me  to  say  whether  it  ought  to  be  one  set  of  costs 
or  the  other. 

Martelli. — That  is  what  I  intend  to  leave  to  your  Lordship. 

Byrne,  J. — Either  your  clients  consent  to  judgment  now  or  they  do  not.  15 

Martelli. — Yes,  they  do. 

Byrne,  J. — Very  well.    Then  it  must  be  judgment  by  consent.    You  left  it 
to  me  whether  the  costs  of  the  motion  should  be  allowed,  and  I  said  "  Yes." 

The  judgment  provided  for  the  payment  by  the  Defendants  to  the  Plaintiffs 
of  their  costs  of  the  action  (such  costs  to  be  taxed  in  case  the  parties  differed)  20 
up  to  the  date  of  the  judgment,  the  costs  of  taking  the  account  directed  being 
reserved. 
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In  the  Court  op  Appeal. 

Before  Lords  Justices  Collins  and  Stirling. 

May  14th,  1901. 

Welsbach   Incandescent   Gas    Light   Company,   Ld.   v.   Vulcan 
5  Incandescent  Light  Syndicate,  Ld. 

Patent. — Action  for  infringement. — Interlocutory  injunction  granted. — 
Certificate  of  validity  granted  in  prior  action. — Defendant  Company  in 
liquidation. — Appeal  dismissed. 

On  the  6th  of  March  1901  judgment  was  given  for  the  Welsbach  Incandescent 

10  Gas  Light  Company,  Ld.,  in  an  action  against  A.  Krumm  for  infringement  of 
Letters  Patent  No.  124*  of  1893,  granted  to  O.  Imray,  and  a  Certificate  that  the 
validity  of  the  Patent  had  come  in  question  was  granted  {ante,  page  211). 

The  same  Company  subsequently  commenced  an  action  against  the  Vulcan 
Incandescent  Light  Syndicate,  Ld.,  for  infringement  of  the  Patent,  and,  on  an 

15  application  for  an  interlocutory  injunction,  Day,  J.,  granted  the  same.  The 
Defendants  appealed.    The  facts  sufficiently  appear  from  the  judgments. 

W.  Neill  (instructed  by  W.  H.  Hales)  appeared  for  the  Appellants  ;  Moulton, 
K.C.,  and  A.  J.  Walter  (instructed  by  Faithfull  and  Owen)  appeared  for  the 
Respondents. 

20  COLLINS,  L.J. — I  am  clearly  of  opinion  that  there  is  no  ground  here  for  inter- 
fering with  the  discretion  of  the  learned  Judge.  The  Plaintiffs  come  into  Court 
with  a  Certificate  that  the  validity  of  this  Patent  came  in  question,  and  therefore 
they  come  with  a  prima  facie  case  under  the  Order  of  the  Judge  who  heard  the 
evidence  that  this  Patent  is  valid.     It  is  said  that  that  was  decided  in  the 

25  absence  of  the  Defendant,  but  the  issue  was  specifically  raised  on  the  pleadings, 
and  the  action  appears  to  have  been  defended  right  up  to  trial,  when  the 
Defendant  did  not  appear.    That  is  the  Plaintiffs9  prima  facie  case. 

Now  come  the  present  Defendants,  who,  we  are  told,  are  a  Company  which, 
since  the  hearing,  has  been  ordered  to  be  wound  up.    We  are  told— And  it  is 

30  not  denied — that  there  were  only  seven  shareholders  I  think  of  11.  apiece. 

Now,  on  a  mere  question  of  common  sense  and  convenience,  what  use 
would  there  be  in  recalling  this  injunction,  when  it  is  not  possible  that  the 
Defendant  Company  can  ever  seriously  intend  to  really  litigate  the  question 
whether  this  Patent  is  good  or  bad.    It  is  out  of  the  question.    The  Company 

35  is  in  liquidation.    It  has  only  the  shareholders  that  we  have  heard  of,  and 
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therefore  there  is  no  reason  to  suppose  that,  if  we  recall  this  injunction,  this 
question  ever  would  be  determined  at  the  trial.  It  is  quite  obvious  to  me  that 
this  is  a  case  where  the  Judge  properly  exercised  his  discretion  in  adopting  the 
prima  facie  case  of  the  Plaintiffs,  that  the  validity  of  this  Patent  has  been 
established,  and  in  dealing  with  the  action  on  that  footing.  I  think,  therefore,  5 
we  cannot  interfere  with  the  discretion  of  the  learned  Judge  in  granting  the 
injunction. 

Stirling,  LJ. — I  am  of  the  same  opinion,  and  on  the  same  grounds.  In  the 
first  place,  the  Plaintiffs  have  gone  to  trial,  and  have  actually  had  the  case  tried 
in  a  former  action,  and  the  Judge  has  granted  a  Certificate  that  the  validity  of  10 
the  Patent  came  in  question.  Now  it  is  quite  true  that  the  Defendant  in  that 
case  did  not  appear  at  the  trial ;  but,  as  appears  by  the  report,  pleadings  were 
put  in,  and  it  appears  to  me  from  the  report  that  the  point  on  which  the  present 
Defendants  rely  was  raised  by  the  pleadings.  The  fact  that  the  Defendant  did 
not  appear  at  the  trial  is  no  doubt  a  circumstance  of  weight,  and  I  am  not  to  be  15 
understood  as  expressing  an  opinion  that  if  the  question  which  is  raised  upon 
interlocutory  injunction,  and  which  has  to  be  decided  at  the  trial,  is  a  serious 
one,  the  mere  fact  that  the  Plaintiff  has  in  a  former  undefended  action  suoceeded 
in  getting  a  Certificate  is  conclusive,  but  it  is  certainly  a  circumstance  to  which 
some  weight  ought  to  be  given.  20 

On  the  other  hand,  what  is  the  position  of  the  Defendant  Company  in  the 
present  case  ?  It  is  a  Company  with  seven  shareholders,  and  it  has  been  ordered 
to  be  wound  up.  It  seems  to  me  that,  under  those  circumstances,  the  injunction 
which  has  been  granted  by  the  learned  Judge  ought  not  to  be  set  aside. 

Walter. — Your  Lordships  dismiss  the  appeal  with  costs  ?  •  25 

Collins,  L../.— Yes. 
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Atkins  and  Applegarth  v.  TJie  Castner-Kellncr  Alkali  Company,  Ld. 


In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Buckley. 


May  2nd,  3rd,  4th,  6th,  7th,  8th,  9th,  10th,  and  1.6th,  1901. 


Atkins  and  Applegarth  v.  The  Castner-Kbllner  Alkali  Company,  hih 


5  Patent.  —  Infringement. —  Validity.  —  A nticipation.  —  Utility.  —  Essence  of 
invention. — Economy  and  practical  method. — Patent  held  bad  for  want  of 
novelty  and  utility. — No  infringement. 

In  1890  Letters  Patent  were  granted  to  A.  and  A.  for  "  Improved  meqns  and 
*'  apparatus  for  separating  alkaline  and  earthy  metals  from  the  salts  of  such 

jQ  u  metals  or  from  other  substances  containing  them."  The  object  of  the  invention  was 
to  obtain  by  electrolysis  that  which  they  admitted  had  been  already  so  obtained, 
but  to  obtain  it  on  a  practical  scale,  and  with  a  saving  of  energy,  by  reducing  tin 
amount  of  counter  electromotive  force  set  up  by  the  reaction.  They  used  a  con- 
tinuoiisly  flowing  mercury  cathode  with  a  metal  basis  upon  which  the  mercury 

15  was  taflow.  The  mercury  was  to  remove  the  product  from  the  electrolytic  cell, 
but  the  speed  or  rate  of  flow  was  not  specified  or  relied  on  as  essential.  They  did 
not  say  whether  in  the  electrolysis  of  common  salt  their  princijxil  product 
was  sodium  or  caustic  soda,  though  they  expected  to  get  both.  In  1897  they 
commenced  an  action  for  infringement  of  their  Patent  against  the  C.-K.  A. 

20  Company.  The  Defendants  denied  infringement,  and  attacked  the  Patent  onf 
the  grounds  of  want  of  novelty  and  want  of  utility.  They  claimed  to  be 
ivorking  under  Patents  granted  to  their  predecessors  in  title  in  1892  and  189$. 

Held,  that  though  the  Plaintiffs  were  wrong  in  thinking  that  counter  electro- 
motive force  ivas  the  obstacle  tliey  had  to  contend  with,  this  did  not  per  te 

35  invalidate  their  Patent,  but  that  neve?%thele$$  their  Patent  was  invalid  for  want 

2D 
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f  novelty  and  want  of  utility,  and  also  that  tlie  Defendant*  had  not  infringed  t 
as  in  their  apparatus  the  cathode  was  of  mercury  only  and  tlie  base  of  non- 
conducting material. 

In  1890  Letters  Patent  (No.  20,768  of  1890)  were  granted  to  George  Jones 
Atkins  and  Edward  Applegarth  for  "  Improved  means  and  apparatus  for  5 
4%  separating  alkaline  and  earthy  metals  and  other  products  from  the  salts  of 
u  such  metals  or  from  other  substances  containing  them." 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to 
"  improved  means  and  apparatus  for  separating  alkaline  and  earthy  metals  and 
"  other  products  from  the  salts  of  such  metals  or  from  other  substances  contain-  jq 
"  ing  them,  as  for  example  for  the  separation  of  sodium  and  sodium  hydrate 
"  from  sodium  chloride,  or  from  the  soda  waste  of  paper  works  technically 
4k  called  4  black  liquor.' 

"  It  is  well  known  that  when  a  solution  of  the  chloride  of  an  alkline  or  earthy 
"  metal  is  subjected  to  electrolysis  it  is  split  up,  chlorine  and  oxygen  being  15 
"  liberated  at  the  anode  or  positive  pole,  while  the  metal  and  hydrogen  are 
u  liberated  at  the  cathode  or  negative  pole  of  the  chamber  or  cell  in  which  the 
44  decomposition  takes  place.      It  is  further  known  that    if  the  cathode  is 
44  composed  of  mercury,  the  metal  and  hydrogen  deposited  therein  form  an 
44  amalgam  with  the  mercury,  but  heretofore,  so  far  as  we  are  aware,  it  has  not  20 
"  been  found  possible  to  apply  the  electrolytic  process  to   the  purpose  of 
"  separating  the  said  metals  from  their  salts,  or  from  other  substances  containing 
"  them,  because  the  counter  electro-motive  force,  set  up  at  the  cathode  by  the 
u  metal  and  hydrogen  has  been  so  great  that  the  electro-motive  force  required 
"  to  effect  the  decomposition  of  the    solutions  and  to  deposit  the  metal  in  25 
"  opposition  to  the  said    counter  electro-motive   force   has   been  out  of  all 
"  proportion  to  the  industrial  result  obtained. 

"  The  object  of  the  present  invention  is  to  provide  means  and  apparatus 
44  whereby  electrolysis  can  be  utilized  for  obtaining  on  a  practical  scale  the  said 
44  metals,  or  compounds  thereof  with  other  bodies,  from  substances  containing  30 
"  them  without  requiring  the  expenditure  of  so  great  an  amount  of  power  as 
"  would  be  required  by  the  use  of  ordinary  electrolytic  apparatus. 

"  For  this  purpose  we  employ  a  novel  method  of  using  the  mercury  into  which 
4  the  metal  and  hydrogen  are  deposited  at  the  cathode.  This  method  consists 
*'  in  causing  the  mercury  to  flow  in  a  thin  continuous  stream  or  lamina  over  the  35 
"  surface  of  the  cathode  (which  may  or  may  not  be  itself  amalgamated  with 
44  mercury)  while  the  electrolytic  process  is  going  on,  that  is  to  say,  while  the 
44  metal  i^being  deposited  in  the  moving  mercurial  cathode.  The  mercury  and 
44  the  metal  thus  combined,  form  an  amalgam  which  flows  or  moves  away  while 
44  still  forming  a  part  of  the  cathode,  and  while  still  subjected  to  the  action  of  40 
44  the  electric  current  into  a  separate  chamber  or  reservoir,  from  which  the  said 
44  amalgam  may  be  removed  continuously,  or  from  time  to  time,  to  be  treated 
44  for  the  separation  of  the  metal,  or  metal  and  hydrogen  from  the  mercury, 
44  which  can  then  be  used  again  and  again  indefinitely  as  the  flowing  or  moving 
44  cathode.  The  hydrate  of  the  metal  formed  and  held  in  solution  in  the  45 
44  decomposition  chamber  or  cell,  can  also  be  continuously  or  periodically 
4;  removed  along  with  the  hydrogen  gas  given  off.  By  this  means  the  metal  is 
4i  removed  continuously  from  the  surface  of  the  cathode,  and  the  resistance  set 
44  up  by  the  gaseous  hydrogen  and  the  abovementioned  counter  electro-motive 
4;  force  of  the  metal  are  so  much  reduced  that  the  power  required  to  effect  the  50 
4<  decomposition  and  to  overcome  the  said  resistance  and  counter  electro-motive 
u  force  is  so  materially  reduced  as  compared  with  what  is  required  in  the 
44  ordinary  arrangements  above  referred  to,  that  the  application  of  the  electrolytic 
44  process  is  not  only  made  possible,  but  can  be  made  to  produce  highly 
44  economical  result*,  55 
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"  The  apparatus  for  utilizing  the  above  described  flowing  or  moving  cathode 
44  may  be  varied  according  to  circumstances.  One  arrangement  that  we  have 
44  found  suitable  and  convenient  is  shown  in  the  accompanying  sheet  of  drawings, 
"  in  which  Figure  1  is  a  vertical  section  of  the  electrolytic  apparatus,  Figure  2 
5  "  a  plan  of  same,  Figure  3  a  section  taken  on  line  1—1  of  Figure  1,  and  Figures  4 
"  and  5  views  of  modified  arrangements.  A  vertical  cylinder  of  metal  A, 
"  preferably  amalgamated  on  its  internal  surface  with  mercury  in  the  usual 
44  way,  is  provided  at  its  lower  end  with  an  outlet  passage  B,  governed  by  a  stop 
"  cock  or  valve  or  provided  with  a  syphon  Bl  which  communicates  with  a 

10  "  suitable  vessel  or  reservoir,  not  shown  in  the  drawings,  to  receive  the  mercury 
"  and  amalgam  as  above  described.  The  upper  end  of  the  said  cylinder  is 
"  shaped  as  a  funnel  or  hopper  C,  and  has  inserted  into  it  the  lower  end  of  a 
"  second  cylinder  D.  A  narrow  annular  space  is  left  between  the  outside  of 
"  the  inner  cylinder  D  and  the  inside  of  the  outer  one  A,  so  that  when  mercury 

15  "is  allowed  to  run  from  an  overhead  tank  through  the  pipe  E  into  the  said  funnel 
"  or  hopper  it  finds  its  way  through  the  annular  space  and  coming  in  contact 
"  with  the  amalgamated  surface  of  the  outer  cylinder  A,  flows  comparatively 
44  slowly  down  over  the  said  amalgamated  surface  and  through  the  aforesaid 
44  outlet  passage  B  to  the  receiving  vessel  or  reservoir.    The  aforesaid  vertical 

20  "  metallic  cylinder  A  forms  a  stationary  cathode  chamber,  connected  by  a 
44  conductor  A1  with  a  dynamo  or  other  suitable  source  of  electricity.  This 
"  cathode  chamber  contains  a  suitable  solution  such  as  that  of  sodium  chloride 
"  for  example.  In  the  centre  of  this  cathode  cylinder  is  inserted  or  suspended 
"  an  anode  pole  F  of  carbon,  for  example,  surrounded  by  a  hose  pipe  G  such  as 

25  "  that  used  for  fire  hose  made  of  closely  woven  hemp  or  other  textile  material 
"  preferably  closed  at  the  lower  end.  This  hose  pipe  G  of  textile  material 
44  is  preferably  treated  with  silicate  of  soda  in  order  to  preserve  it,  more  or  less, 
"  from  the  rotting  action  of  the  solution.  The  carbon  or  other  suitable  anode  F 
"  is  placed  in  the  said  hose  pipe  G  and  is  connected  by  a  conductor  F1  with  the 

30  "  dynamo  or  other  suitable  source  of  electricity.  The  anode  may  consist  of  a 
"  hollow  stem  or  pipe  H  having  rings  of  carbon  threaded  thereon  or  being 
44  otherwise  surrounded  with  the  carbon  F.  The  material  to  be  decomposed, 
"  chloride  of  sodium  solution  for  example,  is  passed  through  this  pipe  H  to  the 
"  bottom  of  the  hose  pipe  G,  and  while  gradually  rising  to  the  top  thereof  round 

35  *  the  external  surface  of  the  anode  F,  is  subjected  to  electrolytic  action, 
"the  bulk  of  the  sodium  passing  through  the  sides  of  the  hose  pipe  to  the 
"  cathode  A  and  the  solution,  more  or  less  deprived  of  its  sodium,  overflows  at 
"  the  pipe  I  near  the  top  of  the  hose  pipe  G  and  passes  off,  together  with  the 
"  liberated  chlorine  gas,  either  to  waste  or  to  be  utilized  for  any  purpose  to 

40  "  which  the  said  solution  or  gas  may  be  applicable  ;  for  example  the  solution 
"  may,  after  being  strengthened,  be  again  used  in  the  electrolytic  apparatus. 
"  The  solution  in  the  cathode  cylinder  A  external  to  the  hose  pipe  G  gradually 
44  becomes  charged  with  sodium  hydrate  and  may  be  withdrawn  continuously  or 
"  periodically,  along  with  the  liberated  hydrogen  gas  by  the  pipe  J  from  the 

45  "  top  of  the  cathode  cylinder,  water  being  admitted  through  the  pipe  K  at  the 
"  opposite  end  of  the  cathode  cylinder  to  take  the  place  of  the  sodium  hydrate 
44  solution  drawn  off. 

"  To  facilitate  the  collection  and  removal  of  chlorine  and  hydrogen  gases 
14  from  the  cathode  and  anode  chambers  respectively,  these  may  be  furnished 

50  "  with  covers  provided  with  outlet  pipes  leading  to  suitable  chambers  or  gas 
"holders. 

"  We  sometimes  separate  the  cathode  from  the  anode  by  means  of  ordinary 
"  porous  material  instead  of  the  woven  hose  pipe  above  described,  and  when 
44  such  porous  separating  material  is  of  such  a  depth  that  it  is  not  practicable  to 

55  "  make  it  in  one  piece,  it  may  be  made  of  several  separate  lengths  placed  one 
44  on  the  other  and  jointed  together  by  india-rubber  bands  placed  over  the 
44  joints,  or  otherwise, 
'  2  P2 
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"  In  order  to  retard  the  descent  of  the  mercury  over  the  surface  of  the 
41  cathode  A  and  to  assist  in  maintaining  the  latter  in  a  constantly  amalgamated 
44  condition,  the  said  cathode  may  be  made  with  horizontal  corrugations  as 
"  shown  in  Figure  4,  for  example,  each  corrugation  A2  forming  a  gutter  or  ledge 
44  containing  a  small  portion  of  mercury  which  is  gradually  washed  down  by  5 
"  the  mercury  trickling  over  the  edge  of  each  gutter.  The  time  of  descent  of 
44  the  mercury  and  amalgam  from  the  top  to  the  bottom  of  the  cathode  is  by  this 
u  means  considerably  prolonged. 

"  It  will  be  understood  that  the  cathode  chamber  A  may  be  of  rectangular 
44  or  other  suitable  shape  instead  of  round  as  shown  in  Figures  2  and  3,  and   10 
44  that  instead   of  being  placed  in  a  vertical  position  the  apparatus  may  be 
44  inclined  at  any  desired  angle,  and  instead  of  the  mercury  being  supplied  at 
44  the  upper  end  of  the  cathode  and  caused  to  flow  by  its  gravity  over  the  acting 
44  surface  thereof,  the  cathode  itself  may  be  moved  by  any  suitable  mechanical 
44  means  so  as  to  cause  a  film  or  lamina  of  mercury  to  move  with  it  as  for  15 
44  example  in  the  arrangements  shown  diagrammatically  in  Figure  5,  in  which 
44  A*  represents  an  electrolytic  cell  constructed  of  any  suitable  material  and 
44  having  at  bottom  a  tank  containing  mercury  A4.    This  tank  may  be  provided 
44  with  a  syphon  Bl  for  removing  the  mercury   and  amalgam  as  in  the  appa- 
44  ratus  shown  in  Figure  1.    F  is  the  anode  pole  and  G  a  porous  partition.    The  20 
44  cathode  A  consists  of  an  endless  band  of  sheet  copper  for  instance,  which 
44  passes  over  the  roller  A5  and  under  the  roller  A6,  the  lower  part  of  the  said 
44  band  or  sheet  of  copper  being  immersed  in  the  mercury  A4.    Rotary  motion 
44  being  imparted  to  the  roller  A6,  the  band  A,  the  surface  of  which  is  amal- 
44  gamated,  is  caused  to  pass  through  the  said  mercury  A4  and  a  thin  film  or  25 
44  lamina  thereof  is  carried  up  by  the  band  and  receives  the  metal  and  hydrogen 
44  in  the  same  manner  as  the  flowing  mercury  in  Figure  1.     Any  suitable 
44  arrangement  of  scraper  or  brush  may  be  employed  to  remove  superfluous 
44  mercury  or  amalgam  from  the  band  as  the  latter  moves.    The  said  band  A 
44  may  be  corrugated  as  illustrated  in  Figure  4,  and  the  electric  connection  30 
44  thereof  with  the  dynamo  or  other  source  of  electricity  may  be  effected  by  a 
44  contact  brush  or  any  other  suitable  means. 

44  The    above    arrangement   of    apparatus   are    mentioned  merely   by  way 
44  of    example ;    it    is  obvious    that  any  arrangements    of   apparatus    which 
44  will  allow  of  the  use  of  a  flowing  or  moving  mercurial  cathode  may  be  35 
44  employed. 

44  By  the  above  arrangements  we  are  enabled  to  bring  the  cathode  and  anode 
44  very  near  to  each  other,  so  that  the  stratum  of  solution  between  them  is  eom- 
44  paratively  thin,  therefore  the  resistance  of  the  liquid  to  the  passage  of  the 
44  electric  current  is  reduced  to  a  minimum ;  further  by  the  immediate  with-  40 
44  drawal  of  the  weakened  solution  from  the  anode  cell,  the  resistance  to  the 
44  passage  of  the  current  through  the  liquid  is  maintained  at  a  minimum.  And 
44  by  the  use  of  the  flowing  mercurial  cathode,  the  counter  electro-motive  force, 
44  due  to  the  metal  and  hydrogen  deposited  therein,  is  also  reduced  to  a 
44  minimum."  45 

The  claims  were  : — 44  First :  The  improved  means  for  separating  alkaline  and 
44  earthy  metals,  and  other  products  from  the  salts  of  such  metals,  or  from  other 
44  substances  containing  them,  which  consist  in  subjecting  a  solution  of  such 
44  salt  or  other  substance  to  electrolysis  in  electrolytic  apparatus,  the  cathode 
44  pole  of  which  is  composed  more  or  less  of  a  flowing  or  moving  surface  or  50 
4fc  body  of  mercury,  substantially  as  hereinbefore  described. 

44  Second  :  In  electrolytic  apparatus  for  separating  alkaline  and  earthy  metals, 
44  and  other  products  from  the  salts  of  such  metals,  or  from  other  substances 
44  containing  them,  the  method  of  employing  mercury  at  the  cathode  pole  of 
*4  such  apparatus,  which  consists  in  causing  the  mercury  to  flow  or  move  over,  55 
44  on,  or  with  the  surface  of  the  cathode  pole,  substantially  as  hereinbefore 
44  described. 
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"  Third  :  In  electrolytic  apparatus  for  separating  alkaline  and  earthy  metals, 
"  and  other  products  from  the  salts  of  such  metals  or  from  other  substances 
"  containing  them,  constructing  the  cathode  pole  with  means  for  causing  a  thin 


"  stream  or  lamina  of  mercury  to  flow  or  move  over,  on,  or  with,  the  acting 
5  "  surface  of  the  said  cathode  pole,  substantially  as  hereinbefore  described  and 
"  illustrated  in  the  drawings." 
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In  November  1897  the  Patentees  commenced  an  action  against  the  Caslner- 
Kellner  Alkali  Company,  Ld.%  for  infringement  of  the  Patent,  claiming  the  usual 
relief. 

By  their  amended  Particulars  of  Breaches  the  Plaintiffs  alleged  that  (1)  the 
Defendant  Company,  by  their  solicitors,  on  the  20th  of  March  1897  had  admitted  5 
that  they  had  commenced  to  work  the  Castner-Kellner  process ;  (2)  the  Castner- 
Kellner  process  was  one  whereby  caustic  soda  and  other  products  were  produced 
by  the  electrical  decomposition  of  alkaline  salts,  which  the  Defendants  claimed 
to  be  protected  under  Letters  Patent  taken  out  by  H.  Y.  Ca&tner  (No.  16,046  of 
1892,  and  No.  10,584  of  1893),  and  by  C  Kellner  (No.  17,169  of  1892),  but  which  10 
were  anticipated  by  the  Plaintiffs1  invention  before  mentioned.  The  Plaintiffs 
were  unable  to  state  by  which  of  the  said  Patents,  or  by  what  combination  of 
the  said  Patents  or  any  of  them,  the  process  called  by  the  Defendants  the 
Castner-Kellner  process  was  claimed  to  be  covered,  or  what  the  process  as  used 
exactly  was,  and  they  required  inspection  of  such  process,  but  in  any  case  they  15 
said  the  Castner-Kellner  process  was  anticipated  by  their  Patent  above- 
mentioned  ;  (3)  the  Defendants  were  the  owners  of  the  above-mentioned  three 
Patents,  and  had  erected  and  fitted  up  large  works  at  Weston  Point,  Cheshire, 
and  had  been  continuously  since  the  completion  of  the  said  works,  and  still  were, 
producing  caustic  soda  and  other  products  for  commercial  purposes  by  use  of  20 
the  Castner-Kellner  process  and  selling  and  dealing  with  the  same.  The  Plaintiffs 
said  the  Defendants  had  been  using  in  such  process  machinery,  apparatus,  and 
appliances  covered  by  the  Specification  of  the  Plaintiffs.  In  the  use  of  such 
process  the  Defendant  Company  had  committed  breaches  of  all  the  three  claims 
in  the  Plaintiffs1  Specification.  25 

The  Defendants  denied  that  they  had  infringed,  and  did  not  admit  the  title 
of  the  Plaintiffs  to  their  Patent.  (This  latter  point  was  not  insisted  on  at  the 
trial.)    They  also  attacked  the  validity  of  the  Plaintiffs1  Patent. 

By  their  Particulars  of  Objections" they  alleged  that  (1)  the  Plaintiffs1  alleged 
invention  was  not  new  or  the  proper  subject-matter  of  Letters  Patent,  having  30 
regard  to  the  state  of  public  knowledge  at  the  date  of  the  Patent ;  (2)  the  alleged 
invention  was  not  of  any  public  utility  ;  (3)  the  Specification  did  not  sufficiently 
distinguish  which  of  the  matters  therein  described  the  Plaintiffs  claimed  to 
have  invented,  and  which  they  admitted  to  be  old  ;   (4)  the  Specification  was 
insufficient  and  misleading,  inasmuch  as  it  did  not  describe  process  and  apparatus  35 
whereby  alkaline  and  earthy  metals  might  be  separated  from  the  salts  of  such 
metals,  or  from  other  substances  containing  them.    (These  two  last-mentioned 
objections  were  not  relied  on  at  the  trial.)    The  Defendants  also  alleged  that  the 
Plaintiffs1  invention  as  to  so  much  of  it  as  consisted  of  a  flowing  or  moving 
mercury  cathode  was  void  for  prior  publication  by  the  following  Specifica-  40 
tions  i—Nolf  (No.  4349  of  1882)  ;  Nolf  (U.S.A.  No.  271,906  of  1882) ;  Petri 
(No.  7426  of  1886)  ;  and  Donkin  (No.  8303  of  1888). 

The  Castner-Kellner  process  used   by  the  Defendants  was  conducted  in  a 
modification  of  the  apparatus  described  and  indicated  by  Fig.  3  of  the  drawings 
in  Cashier's  Specification  (No.  16,046  of  1892),  and  the  letterpress  relating  45 
thereto. 

Castner's  Complete  Specification  of  1892  (so  far  as  material  for  this  report) 
with  Fig.  3  of  the  drawings  was  as  follows  : — "  This  invention  has  for  its  object 
"  the  economical  electrical  decomposition  of  alkaline  salts  in  solution  or  other- 
"  wise  and  is  particularly  applicable  to  the  production  of  pure  alkaline  hydrates,  50 
"  and  chlorine  or  hypochlorites  from  alkaline  chlorides. 

"  The  present  invention  consists  of  a  process  of  and  apparatus  for  producing 
"  electrolytically  from  chloride  of  sodium,  pure  caustic  soda  and  chlorine  or 
44  hypochlorites  or  when  treating  other  materials  obtaining  analogous  products. 
44  Briefly  stated  the  invention  may  be  said  to  consist  in  the  employment  of  a  55 
44  mechanically  moving  body  of  mercury  or  other  liquid  metal  or  alloy  between 
w  the  anode   and   cathode  compartments  of  a  decomposing  cell  completely 
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separating  the  materials  therein  and  so  placed  that  the  current  in  its  passage 
through  the  cell,  from  the  actual  anode  to  the  actual  cathode  must  pass  into  and 
through  the  moving  metal.  Thus  while  the  alkaline  metal  is  being  deposited 
"  in  such  liquid  metal  in  the  anode  compartment  a  like  amount  of  the  alkali 
5  "  metal  is  being  set  free  in  the  cathode  compartment  thereby  reducing  the 
44  counter  electromotive  force,  rendering  it  possible  to  carry  on  the  electrical 
M  action  continuously  with  a  very  high  current  efficiency  and  yielding  at  the 
k<  same  time  where  water  is  used  in  the  cathode  compartment  a  solution  of  pure 
"  caustic  of  any  desired  strength.    Practically  the  moving  liquid  metal  takes 

10  "  the  place  of  a  diaphragm  and  without  interposing  any  appreciable  resistance 
"  to  the  passage  of  the  current  it  completely  separates  the  products  of  the 
44  electrolysis.  At  the  same  time  it  allows  the  intervening  space  between  the 
44  positive  and  negative  electrodes  to  be  reduced  to  a  minimum  and  yet  to  have 
44  such  space  effectively  occupied  by  salt  and  caustic  solution 

15  "  Figs.  3  and  4  illustrate  by  sectional  elevation  and  plan  a  three  compartment 
44  apparatus  or  cell  which  will  be  found  most  suitable  for  carrying  out  the 

44  process  on  a  commercial  scale 

44  In  Pigs.  3  and  4  of  the  drawings  the  cell  A  has  two  partitions  B  B  making  three 
44  chambers  A1  A3  A3  communicating  at  the  bottom  which  is  closed  with  metal 

20  "  casting  C  having  channels  D1  D2.  In  the  metal  bottom  E  are  three  barrels  or 
44  cylinders  having  pistons  I  moved  by  rod  I1  in  any  convenient  way.  Mercury 
44  is  drawn  into  and  expelled  from  alternate  ends  of  the  cylinders  causing 
44  circulation  from  cell  A2  to  A1  and  from  A1  to  A3  or  from  A3  to  A1  and  from 
44  A1  to  A2  alternately.     Bottom  plate  C  has  the  connection  E1  fastened  on  it 

25  "  and  a  hollow  water  jacket  F  is  provided  for  cooling  purposes,  the  water  for 
44  which  enters  and  leaves  by  pipes  G  G1.  Plates  L  are  clamped  together  and 
44  supported  in  chamber  A1  and  are  in  connection  with  wire  M.  The  positive 
44  electrodes  N  N  project  into  chambers  A2  A3  and  are  joined  to  connections  Nl 
44  having  branches  N2  N3.    The  partition  walls  B  B  have  metal  shoes  B1  B1  along 

30  "  the  bottom  edge  dipping  into  mercury  in  channels  Dl  D2  in  which  the  mercury 
44  level  is  shown  at  0.  The  outlet  from  A1  is  provided  with  a  tap  at  P  while  the 
44  outlet  from  A2  and  A3  for  liquid  is  indicated  by  Q  and  for  gas  by  R  while  the 
44  liquid  inlet  is  indicated  by  S  the  chambers  having  glass  or  other  suitable 
44  covers  T. 

35  "  The  operations  of  the  process  as  carried  on  in  the  cell  illustrated  by  Figs.  1 
44  and  2  being  most  easily  understood  are  first  described.  The  cell  being  charged 
44  with  mercury  up  to  the  level  0  as  shown,  this  forms  with  the  aid  of  the 
44  partition  B  and  the  metal  shoe  Bl  which  is  directly  amalgamated  by  the 
44  mercury  a  complete  means  of  separating  the  solutions  placed  therein.    Com- 

40  44  partment  A1  is  charged  with  water  and  A2  with  a  saturated  solution  of  salt. 
44  The  stirrer  I  is  started  slowly  revolving  and  water  is  passed  through  compart- 
44  ment  F  by  means  of  pipes  G  and  Gl.  In  carrying  on  the  process  it  is  necessary 
44  that  the  mercury  should  always  contain  a  certain  proportion  of  sodium.  Should 
44  sodium  not  be  present  in  the  mercury,  on  the  passage  of  the  current  through 

45  44  the  cell,  in  the  compartment  A1,  hydrogen  and  oxygen  will  be  set  free,  the 
44  hydrogen  passing  off,  the  oxygen  combining  with  the  mercury.  In  the 
44  presence  of  sodium  however  no  mercury  is  oxidised  but  the  contained  sodium 
44  being  oxidised  goes  in  solution  as  caustic.  Thus  to  prevent  the  oxidation  of  the 
44  mercury  and  maintain  the  proper  electrical  and  chemical  action  it  is  absolutely 

50  "  necessary  that  the  alkali  metal  must  always  be  present  in  the  mercury  ;  the 
44  fixed  quantity  being  more  or  less  regulated  by  the  means  employed  for 
44  stirring.  If  the  electrical  efficiency  of  the  passing  current  through  this  cell 
44  could  be  maintained  at  100  per  cent,  in  both  compartments  then  starting  with 
44  mercury  containing  a  small  proportion  of  sodium,  the  quantity  would  remain 

55  "  constant,  the  chloride  would  be  decomposed  in  A2,  chlorine  being  liberated 
44  and  amalgam  forming,  while  in  A1  hydrogen  is  set  free,  the  sodium  going  in 
44  solution  as  caustic.     From  experiment  I  judge  that  it  will  be  impossible  to 
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"  obtain  100  per  cent  efficiency  in  the  passing  of  the  current  through  Aa  owing 

*  to  the  partial  decomposition  of  water  or  what  amounts  to  the  same  thing 
"  owing  to  the  deposited  sodium  recombining  with  the  chlorine  present  to  form 
<ft  chloride,  or  with  the  water  to  form  caustic  and  consequently  hypochlorite. 

*  This  loss  in  efficiency  will  increase  relatively  with  the  percentage  of  sodium  5 
44  in  the  amalgam  being  used  and  also  with  any  rise  in  temperature  during   the 

"  electrolysis.    With  proper  stirring  and  regulated  electrical  action  the  amalgam 
"  can  be  kept  at  a  uniform  strength  containing  a  minimum  amount  of  sodium, 
"  and  any  increase  of  temperature  due  to  the  passage  of  the  current  may  be 
"  prevented  by  the  cold  water  flowing  through  F.     Practically  by  this  process  10 
"  and  similar  apparatus  an  efficiency  of  90  per  cent,  can  be  obtained. 

44  As  the  electrical  efficiency  in  compartment  A1  is  always  100  per  cent,  to 
"  ensure  the  presence  of  sodium  in  the  mercury  I  proceed  as  follows,  best 
"  explained  by  the  following  examples.  The  wires  N1  and  E1  are  connected 
"  with  the  terminals  of  a  dynamo,  and  the  current  passed  therefrom  causes  15 
"  sodium  to  be  deposited  in  the  mercury  and  this  is  continued  until  an  amalgam 
44  containing  about  *2%  (two  tenths  of  one  ner  cent)  of  sodium  is  obtained. 
"  Then  N8  and  M  are  made  the  connecting  wires  between  the  dynamo  and  the 
"  anode  N  and  cathode  L,  the  current  passing  for  example  being  90  amperes. 

*  N1  and  E1  are  also  connected  with  the  positive  and  negative  poles  respectively  20 
"  of  a  second  dynamo  which  supplies  a  current  of  10  amperes.     Thus  while 

"  100  amperes  are  passing  through  N1  only  90  are  passing  through  M  and  the 
"  amalgam  will  remain  at  '2%  (two  tenths  of  one  per  cent)  of  sodium  while  90 
44  per  cent  of  the  theoretical  yield  for  the  combined  or  total  current  will  be 
"  ebtained  as  caustic  in  A1  and  a  corresponding  amount  of  chlorine  will  be  25 
44  produced  in  A1.  Without  employing  two  sources  of  current  the  same  result 
"  tnay  be  obtained  by  passing  the  current  say  for  one  hour  using  the  wires  E1 
"  and  N1  and  then  changing  and  for  nine  hours  using  N1  and  M  as  the  con- 
41  nections  for  the  supply  of  the  same  current.  Thus  cells  coupled  in  series 
44  have  their  connections  so  arranged  as  to  allow  this  change  to  be  made  in  turn  30 
"  and  so  allow  a  number  of  cells  to  be  worked  without  varying  the  total 
"  difference  of  potential  in  the  dynamo  terminal.  It  is  evident  that  cells 
"  coupled  in  parallel  necessitate  the  use  of  two  currents  to  maintain  the  presence 
44  of  sodium  in  the  mercury  ;  the  efficiency  yield  determining  the  proportion 
"  existing  between  the  two  currents.  With  cells  coupled  in  series  a  single  35 
44  current  only  is  required,  the  direction  of  passage  through  the  cell  being 
44  changed  by  time  as  fixed  also  by  the  efficiency. 

44  After  charging  and  starting  the  apparatus  as  before  mentioned  the  current 
44  being  passed  as  described  in  either  of  the  foregoing  examples,  chlorine  is 
44  given  off  in  compartment  A2  and  escapes  through  the  opening  II  into  any  40 
44  suitable  collecting  apparatus.  The  solution  which  is  kept  at  saturation,  by 
44  the  addition  of  salt  from  time  to  time,  may  be  removed  and  replaced  by  a 
44  fresh  solution  free  from  hypochlorites  when  necessary,  while  the  solution  so 
44  removed  is  treated  either  to  separate  or  decompose  the  hypochlorite  and  then 
4*  again  returned  to  the  cell,  or  if  desired  this  operation  may  be  made  continuous.  45 
44  Some  advantage  is  also  gained  by  employing  salt  solutions  free  of  calcic 
44  sulphate  an  impurity  always  occurring  in  common  salt.  Unless  it  is  removed 
44  from  the  solutions  the  proportion  of  this  impurity  gradually  increases  to  such 
44  ag  extent  as  to  materially  decrease  the  current  efficiency. 

"  The  oxidation  and  solution  of  the  sodium  in  the  cell  generates  a  certain  50 
44  amount  of  electrical  energy  or  practically  the  electromotive  force  necessary  to 
44  decompose  sodium  chloride  into  its  elements  less  the  electromotive  force 
44  gained  by  the  oxidation  and  solution  of  the  metal  to  caustic  and  represents 
44  the  actual  counter  electromotive  force  of  the  cell.  A  result  being  equivalent 
44  to  the  direct  electrolysis  of  sodium  chloride  solution  into  caustic  soda,  55 
44  hydrogen,  and  chlorine,  with  the  advantage  of  separating  the  products  com- 
44  pletely  by  the  interposition  of  a  substance  that  offers  no  appreciable  electrical 
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44  resistance  and  allows  the  electrodes  to  be  brought  almost  in  direct  contact. 

44  At  the  commencement  of  the  operation  owing  to  the  weak  caustic  solution  in 

44  A1  being  a  poor  electrical  conductor  the  resistance  will  be  high  but  as  this 

44  solution  becomes  concentrated  the  electrical  resistance  will  fall  considerably. 

5  "  In  running  continuously  after  the  solution  in  A1  reaches  a  certain  strength  it 

44  is  kept  so  by  allowing  water  to  flow  slowly  into  the  compartment,  in  propor- 

44  tion  to  the  caustic  being  produced,  while  a  uniform  stength  caustic  solution  is 

44  being  drawn  off  at  P.     In  this  way  without  disturbing  the  liquid  level  of  the 

44  compartment  a  continuous  flow  of  caustic  solution  is  maintained. 

10      44  In  Figs.  3  and  4  which  represent  a  larger  and  more  economical  apparatus 

44  the  same  principle  is  employed  the  advantages  being  in  the  double  compart- 

44  ment  for  salt  solution,  the  comparatively  small  quantity  of  mercury  needed 

i%  and  the  improved  method  of  keeping  the  mercury  in  motion.     The  three 

44  compartments  shown  are  the  same  size  the  depth  of  mercury  being  about  £th 

15  *4  of  an  inch.    Thus  the  same  weight  of  mercury  is  in  each  compartment  and 

44  the  combined  capacity  of  the  three  small  piston  pumps  I  is  made  equal  at  a 

44  single  stroke  to  the  space  occupied  by  the  mercury  in  each  compartment.    For 

44  example,  if  the  size  of  a  cell  requires  for  a  depth  of  £th  of  an  inch  30  lbs.  of 

44  mercury  or  10  lbs.  per  compartment  then  the  combined  capacity  of  the  three 

20  4i  small  pumps  per  stroke  is  made  10  lbs.  and  in  reality  40  lbs.  of  mercury  is 

44  used  in  each  complete  cell.    At  each  stroke  of  the  three  pumps  which  move 

44  very  slowly  the  mercury  or  amalgam  completely  changes  its  position  and  as 

44  the  pumps  are  moving  constantly   during  the  electrolysis  the  mercury  is 

44  continuously  flowing  from  an  anode  compartment  into  a  cathode  compartment 

25  44  and  vice  versa.     The  carbons  which  are  used  as  anodes  slowly  disintegrate 

44  and  may  be  moved  inwards  as  required,  new  ones  being  substituted  from  time 

44  to  time.    The  solutions  are  treated  as  before  mentioned.    The  strong  caustic 

44  liquor  being  evaporated  produces  pure  caustic  soda,  a  product  at  present 

44  unknown  in  commercial  quantities.    The  above  arrangement  of  apparatus  and 

30  44  parts  thereto  are  described  merely  to  fully  illustrate  the  process  and  the 

44  character  of  the  apparatus  necessary  to  carry  out  the  idea  of  a  moving  body  of 

44  liquid  metal  as  the  means  of  separating  the  two  solutions  in  an  electrolytic 

44  cell  during  electrolysis,  completely  doing  away  with  a  porous  diaphragm 

44  of   any  kind    heretofore    always    thought    necessary    in    similar    electrical 

35  4<  processes. 

44  Since  the  date  of  this  application  I  have  also  ascertained  that  the  mercury 

44  or  amalgam  can  be  satisfactorily  caused  to  flow  from  compartment  to  compart- 

44  ment  by  imparting  a  slight  tilting  or  rocking  movement  to  the  cell  and  an 

44  arrangement  of  apparatus  for  this  purpose  forms  the  subject  of  a  separate 

40  44  application  for  Letters  Patent  No.  10,584  dated  30  May  1893. 

44  In  the  foregoing  when  mention  of  sodium  chloride  is  made  it  is  apparent 
44  that  potassium  chloride  could  be  substituted.  It  is  also  apparent  that  the 
44  process  and  apparatus  is  adapted  to  the  formation  of  other  salts  as  well  as 
44  hydrate  according  to  the  treatment  in  the  cathode  compartment,  that  instead 
45  "  of  chloride  of  the  alkali  metals  being  used,  other  salts  of  the  alkali  metals 
44  may  be  substituted  in  the  anode  compartment,  that  hypochlorites  may  be 
44  formed  directly  in  the  anode  compartment  instead  of  allowing  the  chloride  to 
44  escape.  That  in  place  of  carbon  anodes  any  other  suitable  material  capable  of 
44  resisting  the  action  of  chlorine  may  be  substituted  and  that  the  same  principle 
50  "  may  be  applied  to  the  electrolysis  of  fused  salts  using  a  molten  metal  such  as 
44  lead,  tin  or  the  like  or  an  alloy  of  various  metals  in  place  of  mercury.  It  has 
44  long  been  known  that  sodium  amalgam  can  be  made  by  electrolizing  a  solution 
44  of  the  hydrate  or  chloride  using  mercury  as  a  cathode.  It  is  also  evident  that 
44  to  produce  a  rich  amalgam  (say  \  to  1  per  cent.)  the  mercury  must  be  stirred 
55  "  else  a  large  part  of  the  sodium  deposited  on  the  surface  of  the  mercury 
"would  be  oxidized  and  return  to  the  solution  actually  meaning  a  loss  in 
u  efficiency. 
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"  1  am  aware  that  various  and  special  means  have  been  suggested  for  producing 
"  amalgams  and  then  by  subsequent  and  separate  treatment  to  produce  caustic 
"  and  mercury  for  re-use,  but  such  suggestions  can  only  refer  to  a  distinct 
"  form  of  apparatus  to  carry  out  a  process  long  known  of  using  mercury  as  a 
u  cathode."  5 


The  modification  incorporated  was  the  mechanical  rocking  apparatus  referred 
to,  the  subject  of  Letters  Patent  (No.  10,584  of  1893)  granted  to  Castner. 

The  action  came  on  for  trial  on  the  2nd  of  May  1901. 

T.  Terrell,  K.C.,  Astbury,  K.C.,  MacConkey,  and  J.  H.  Gray  (instructed  by 
Van  Sattdau  &  Co.,  agents  for  Wright,  Becket,  &  Co.,  Liverpool)  appeared  for  10 
the  Plaintiffs  ;  Moulton,  K.C.,  Bousfield,  K.C.,  J.  G.  Graham,  and  A.  J.  Waller 
(instructed  by  Baker,  Blaker,  arid  Hawes)  appeared  for  the  Defendants. 

T.  Terrell,  K.C.,  opened  the  case  for  the  Plaintiffs. — Before  the  date  of  our 
Patent  it  was  known  that  if  you  had  the  cathode  pole  of  an  electrolytic  apparatus 
in  mercury  you  got  an  amalgam  of  metallic  sodium  and  mercury.  The  electric  15 
energy  is  the  most  expensive  part  of  the  apparatus.  The  first  difficulty  was  the 
waste  of  energy  caused  by  the  counter  electromotive  force,  which  increased 
with  the  increase  of  sodium  in  the  mercury.  There  is  a  local  action  quite 
independent  of  the  electric  current.  The  flowing  mercury  cathode  is  the  most 
important  part  both  of  our  invention  and  of  their  process.  The  mercury  itself  20 
is  the  cathode  in  their  cell  ;  there  is  one  continuous  movement  round  and 
round.  This  produces  a  flow  right  through  the  apparatus.  Ours  was  the  first 
apparatus  which  involved  the  idea  of  a  thin  layer  of  mercury,  continuously 
flowing,  and  always  operating  in  every  part.  The  flowing  mercury  cathode  was 
an  entirely  new  departure,  and  they  have  infringed  it.  25 

M.  A.  Adam,  Dngald  Clerk,  and  Edward  Bevan  gave  evidence  in  support  of 
the  Plaintiffs'  case.  They  said  the  Plaintiffs  intended  to  get  caustic  soda  by 
means  of  a  moving  mercury  cathode,  and  admitted  in  cross-examination  that 
one  of  their  objects  was  to  produce  sodium  amalgam. 

After  some  discussion  as  to  the  title  to  Atkins'  and  Applegarth' s  Patent,  30 

Astbury,  K.C. — It  is  impossible  to  produce  caustic  soda  commercially  with  any 
success  by  using  a  stationary  mercury  cathode.  The  stirring  of  the  mercury 
causes  the  diffusion  to  be  constant,  which  is  necessary  to  success.  The  two 
vital  things  are  the  removal  of  the  charged  mercury  and  the  mechanical 
diffusion  by  mixing.  Both  these  are  necessitated  by  using  our  Patent.  Our  35 
apparatus  is  one  for  producing  caustic  soda.  The  Patentees  say  the  reason  of 
previous  non-success  is  the  counter  electromotive  force.  In  this  they  are  only 
partly  right ;  there  were  in  fact  other  reasons.  The  main  thing  is  that  they 
obtain  caustic  soda.    It  does  not  matter  if  they  make  a  mistake  in  theory,  so 
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long  as  they  state  the  problem  that  they  set  out  to  solve  ;  that  is,  if  they  do  not 
mislead  people  as  to  the  process  (Dellwik's  Patent,  15  R.P.C.  682).  A  Patentee 
need,  in  fact,  put  forward  no  theory  at  all  (Badische  Anilin  v.  Levinstein, 
4  R.P.C.  449).  A  man  has  a  far  wider  protection  as  regards  infringement  for 
5  what  is  commonly  called  a  Master  Patent,  such  as  ours,  than  for  a  mere  Patent 
for  detail.  On  the  question  of  utility,  it  need  not  be  shown  that  a  Patent  must 
be  commercially  useful  {Incandescent  Gas  Light  Company  v.  De  Mare,  13  R.P.C. 
301 ;  Edison  v.  Holland,  6  R.P.C.  243 ;  Automatic  Weighing  Machine  v. 
Knight,  6  R.P.C.  304 ;  Procter  v.  Bennis,  4  R.P.C.  333).    The  principle  here 

|()  is  a  moving  mercurial  cathode,  consisting  of  a  thin  stream  or  lamina  of  mercury, 
which  either  may  be  itself  the  cathode  or  which  is  flowing  upon  a  metal  in 
which  the  current  is  passing,  and  therefore  gives  to  the  mercury  the  essence  of 
a  cathode.  The  real  pith  of  our  invention  is  the  first  application  of  a  moving 
body  of  mercury,  which  is  so  thin  that  in  fact  the  movement  will  be  sufficient 

15  to  give  complete  diffusion.  No  mercury  gets  to  the  bottom  of  the  apparatus  in 
its  pure  state.  [BUCKLEY,  J. — It  must  do  so  at  the  commencement  of  the 
operation.]  Yes,  but  only  very  slightly.  [BUCKLEY,  J. — There  is  nothing  in 
the  Plaintiffs'  Specification  relating  to  mechanical  diffusion.]  The  use  of  the 
apparatus  necessitates  it.    There  is  no  difference  in  principle  between  what 

20  they  do  and  our  invention.  On  the  question  of  anticipation,  if  the  only 
documents  alleged  as  anticipations  are  mere  paper  anticipations  they  will  be 
construed  much  more  leniently  to  the  Patentee  than  if  they  had  been  useful 
inventions.  Nolf,  Petri,  and  Donkin  are  all  paper  anticipations.  There  is 
nothing  like  our  invention  in  any  of  them.    Nolfs  problem  was  the  same  as 

25  ours,  but  he  did  not  solve  it.  Our  mercury  is  not  moving  in  bulk.  [BUCKLEY,/. 
— Does  your  Specification  say  anything  about  the  depth  of  mercury  ?]  We 
should  only  be  using  a  very  small  quantity  at  a  time,  because  you  cannot 
charge  more  than  a  little.  As  to  prior  knowledge,  we  rely  on  Hills  v.  Evans 
(4  D.  G.  P.  &  J.  288).    There  is  no  flowing  cathode  in  any  of  the  alleged 

30  anticipations,  in  which  all  of  the  mercury  is  used  at  once.  As  to  utility,  in 
this  case  the  vast  utility  of  the  moving  cathode  is  demonstrated  by  the  use  of 
it  by  the  Defendants,  who  have  a  right  to  use  the  stationary  cathode.  The 
moving  mercurial  cathode  was  an  absolutely  new  idea,  and  the  fact  that  the 
Patentees  did  not  at  first  see  the  full  force  of  it  is  immaterial.    There  is  no 

35  question  as  to  what  our  Patent  is  lor.  It  is  for  producing  caustic  soda,  and  it 
does  it  in  such  a  way  that  there  is  a  saving  of  current.  The  more  caustic  you 
get  in  your  solution  the  less  your  current  will  go  to  produce  the  soda  which  is 
the  object  of  the  process.  There  is  no  electrolytic  apparatus  which  prevents 
the  accumulation  of  caustic  in  the  decomposing  cell,  but  the  more  quickly  you 

40  get  it  away  the  better  it  is  for  your  process.  [BUCKLEY,  «7. — Suppose  your 
vertical  cylinder  were  made  of  slate  and  not  of  metal,  that  cannot  be  a  cathode. 
The  Patentees  say  that  the  mercury  is  moving  over  the  surface  of  the  cathode. 
That  means  that  what  the  mercury  is  moving  over  is  meant  to  be  part  of  the 
cathode.]    It  is  obvious  that  cathode  there  only  means  something  which  will 

45  conduct  electricity.  As  soon  as  the  mercury  is  on  it  the  surface  ceases  to  be  a 
cathode.    They  use  the  word  "  cathode  "  in  two  senses. 

Moulton,  K.C.,  for  the  Defendants. — The  Plaintiffs  have  failed  to  make  out 
a  case  on  the  question  of  validity,  and  also  on  the  question  of  infringement. 
The  Plaintiffs'  Patent  is  utterly  unpractical.  The  process  was  not  used  com- 
50  mercially  till  our  inventions,  and  then  they  said  we  were  infringing.  We  do 
not  infringe.  It  is  only  a  purely  superficial  similarity,  which  disappears  on 
inspection.  If  you  use  mercury  you  require  an  extra  electromotive  force  ;  this 
helps  to  produce  the  soda  quickly  from  the  amalgam  in  a  pure  form — that  is 
without  any  salt.  Nolf  gives  the  only  really  practical  direction  as  to  the  flow 
55  of  mercury.  Ours  is  an  intermittent  movement ;  the  mercury  is  poured  right 
out  of  the  decomposing  cell  into  the  disgorging  cell.  The  essence  of  the 
Plaintiffs'  invention  is  having  a  conducting  support  to  a  film  of  mercury.     In 
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the  formation  of  sodium  amalgam  you  want  to  avoid,  as  far  as  possible,  the 
formation  of  caustic  soda,  which  arises  from  local  action.  The  Plaintiffs  con- 
template the  manufacture  of  amalgam,  as  well  as  caustic  soda,  contemporaneously. 
It  is  merely  the  suggestion  of  an  invention,  which  does  not  work  as  they  describe 
it.  They  meant  to  indicate  nothing  more  than  a  film  of  mercury  moving  over  5 
a  conducting  cathode.  They  evidently  contemplated  that  they  would  not 
always  be  able  to  cover  the  cathode  pole.  It  never  was  a  practical  success  ;  the 
yield  at  most  was  30  per  cent.    iVoZ/'and  Donkin  give  about  70  or  80  per  cent. 

J.    Swinburne,    Lord    Kelvin,  and    A.   T.  Smith  gave  evidence    for  the 
Defendants.  10 

Mmltim,  K.C. — The  Plaintiffs'  Patent  is  not  for  anything  new,  but  for  a 
better  way  of  putting  into  practice  an  old  method.  One  must  not  read  into  the 
Patent  knowledge  gained  since  the  date  of  it.  It  is  anticipated  by  Donkin, 
Nolf,  and  Petri.  They  used  the  process,  though  to  obtain  different  results. 
The  Plaintiffs  only  intended  to  get  the  amalgam  for  the  purpose  of  obtaining  15 
the  metal.  They  never  touched  the  question  of  the  production  of  caustic 
through  the  metal.  Our  process  is  for  obtaining  caustic.  Any  we  get  in  the 
decomposing  cell  is  waste,  and  we  try  to  avoid  it.  [BUCKLEY,  J. — Suppose 
they  do  show  something  new  and  useful,  though  it  is  not  quite  what  they  say, 
is  not  that  good  ?]  They  say  that  they  will  make  it  with  less  counter  electromotive  20 
force,  and  they  do  not  do  so.  They  have  in  mind  a  fictitious  defect  which  they 
do  not  remedy,  though  they  say  they  will  remedy  it.  The  utility  suggested  is  a 
saving  of  power,  the  process  being  old.  That  makes  the  Patent  bad  for  non- 
utility.  They  contemplate  for  their  terminal  metals  which  do  not  amalgamate, 
and  which  would  therefore  be  partly  uncovered  by  mercury.  They  knew  that  25 
sodium  would  be  formed  where  the  mercury  was,  and  they  also  knew  that 
caustic  would  be  formed  when  there  was  no  mercury  in  the  decomposing  cell. 
The  motion  in  their  Specification  is  all  for  removal  and  not  for  mixture  at  all. 
Ours  is  for  mixture.  In  Claim  3  the  Patentees '  claim  what  they  show  in  the 
drawings.  Those  will  not  work,  and  therefore  the  Patent  is  bad.  To  prove  30 
infringement  of  their  first  two  claims  there  must  be  a  composite  cathode,  the 
isolation  of  the  film  during  the  process,  and  intensity  of  action  during  that 
period.  There  is  nothing  about  flux  and  reflux  of  acted-upon  mercury,  and 
nothing  about  poorness  of  amalgam.  We  borrow  nothing  whatever  from  their 
Patent  for  our  pouring  in  and  out  of  mercury.  We  have  a  disgorging  apparatus  35 
under  our  control  which  enables  us  just  to  take  out  what  we  put  in.  Our 
process  does  not  depend  on  its  being  continuous.  Our  three  necessary  elements 
are  a  composite  cathode,  isolation  of  the  film,  and  intensity  of  action.  They 
have  none  of  these,  and  therefore  there  is  no  infringement.  The  three 
Specifications  are  anticipations  of  their  Patent.  They  say  that  these  are  mere  paper  40 
anticipations.  That  does  not  matter  ;  their  own  Patent  has  never  been  worked. 
Anticipation  means  knowledge,  not  user,  though  user  strengthens  the  case. 

T.  Terrell,  K.C,  in  reply. — Our  invention  is  new  and  useful.  The  essence  of 
our  invention  is  to  take  the  mercury  out  of  the  sphere  of  action  directly  it  is 
charged.  The  essence  is  not  to  do  it  more  cheaply ;  therefore  commercial  45 
success  is  not  necessary  for  us.  There  is  an  obvious  infringement.  Their 
mercury  is  moving  all  the  time.  The  rocking  apparatus  works  on  an  eccentric, 
and  practically  there  is  no  pause. 

Judgment  was  reserved,  and  delivered  on  the  16th  of  May. 

BUCKLEY,  J.— This  action  relates  to  a  Patent  (No.  20,768  of  1890)  granted  to  50 
the  Plaintiffs  for  "  Improved  means  and  apparatus  for  separating  alkaline  and 
"  earthy  metals  and  other  products  from  the  salts  of  such  metals,  or  from  other 
"  substances  containing  them." 

The  questions  I  have  to  determine  are  :  first,  whether  these  Letters  Patent 
are  valid  ;  and,  secondly,  if  they  are  valid,  whether  the  Defendants  have  55 
infringed  them.    The  question  of  validity  sub-divides  itself  into  questions  of 
anticipation  and  utility. 
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The  process  with  which  I  have  to  deal  is  one  in  which  a  solution  of  sodium 
chloride  or  common  salt  in  water  is  subjected  to  an  electric  current  while  in 
contact  with  mercury,  with  the  result  that  the  sodium  in  solution  is  precipitated 
into  the  mercury  and  forms  an  amalgam  while  the  chlorine  is  driven  off  in  the 
5  form  of  gas.  At  the  date  of  the  Plaintiffs'  Patent  it  was  well  known  that  when 
such  a  solution  is  subjected  to  electrolysis  it  is  split  up,  the  chlorine  being 
liberated  at  the  anode  pole,  while  the  metal  is  liberated  at  the  ca  hode  pole  of 
the  cell  in  which  the  decomposition  takes  place.  And  it  was  also  known  that 
if  the  cathode  was  composed  of  mercury,  the  sodium  was  driven  into  the 

10  mercury  so  as  to  form  an  amalgam.  Further,  it  was  lfnown  that  by  treating 
the  sodium  amalgam  with  water,  or  preferably  (although  this  is  to  some  extent 
in  question  between  the  parties)  by  further  subjecting  the  amalgam  in  water  to 
electricity,  the  sodium  might  be  separated  from  the  amalgam  in  the  form  of 
caustic. 

15  At  the  date  of  the  Plaintiffs1  Patent  there  existed  Patents  of  three  persons 
which  are  pleaded  by  the  Defendants  as  anticipations.  First,  those  of  a  man 
named  Nolf  in  1882  and  1883.  His  process,  shortly  stated,  was  to  use  as  a 
cathode  a  layer  of  mercury  one  centimetre  in  thickness  lying  at  the  bottom  of 
the  apparatus,  and  pass  from  carbon  anodes  a  current  of  electricity  through  a 

20  salt  solution  so  as  to  drive  the  sodium  into  and  amalgamate  it  with  the  mercury, 
and  periodically  to  remove  the  sodium  amalgam  by  opening  the  cock  of  a  small 
tube  at  the  bottom  of  the  apparatus.  He  knew  that  it  was  necessary  to  remove 
the  amalgam  before  it  had  become  charged  with  too  much  sodium,  and  he  tells 
you  so  to  remove  it.    It  was  a  process  of  electrolysis  with  a  mercury  cathode  of 

25  one  centimetre  in  thickness,  with  periodic  removal  of  the  mercury  when 
charged,  and  not  too  highly  charged,  with  amalgam.  He  gives  some  details  as 
to  stirring  the  solution  into  which  I  need  not  enter. 

The  next  was  that  of  Petri  of  1886.  His  object  was  lo  obtain  ferri cyanide  of 
potassium  from  ferrocyanide  by  electrolysis  with  a  mercury  cathode.    The 

30  material  point  as  regards  this  Patent  is  that  the  flow  was  to  be,  or  might  be, 
not  intermittent  as  in  Nolf,  but  continuous.  The  third  was  a  Patent  of  Donkin 
of  1888.  His  object  was  to  obtain  an  amalgam  of  sodium  and  quicksilver  for 
the  purpose  of  using  it  in  the  amalgamation  of  gold  and  other  ores.  He  used 
an  electrolytic  cell  of  some  non-conducting  material  with  a  layer  of  quicksilver 

35  at  the  bottom  as  a  cathode.  Above  was  a  saturated  solution  of  chloride  of 
sodium  and  a  carbon  anode,  and  by  electrolysis  he  caused  the  sodium  to  be 
absorbed  by  the  mercury  cathode.  He  described  how  by  making  holes  and 
fixing  pipes  in  the  side  of  the  cell  below  the  upper  surface  of  the  quicksilver 
he  could  directly  connect  the  main  body  of  it  to  the  quicksilver  in  an  amalga- 

40  mater,  and  cause  a  circulation  of  the  quicksilver  to  and  from  the  cell  and  the 
amalgamating  device  by  means  of  gravity  or  a  suitable  pump. 

In  this  state  of  knowledge  the  Plaintiffs'  Patent  was  granted  in  1890.  At 
page  3,  lines  22  to  28,*  of  their  Specification,  they  state  the  knowledge  which 
they  admit  to  have  existed  at  that  time,  and  go  on  to  say  that  heretofore  it  has 

45  not  been  found  possible,  by  which  they  mean,  as  appears  by  what  follows, 
industrially  or  commercially  possible,  to  apply  the  electrolytic  process  to  the 
purpose  of  separating  metals  from  their  salts,  because,  as  they  say  (but  I  think 
erroneously),  counter  electromotive  force  has  been  set  up  at  the  cathode  by  the 
metal  and  hydrogen  to  such  an  extent  that  the  electromotive  force  required  to 

50  effect  the  decomposition  and  deposit  the  metal,  in  opposition  to  the  counter 
electromotive  force,  has  been  out  of  proportion  to  the  industrial  result  obtained. 
This  statement  of  the  reason  for  the  impossibility  or  difficulty  which  they 
allege  theretofore  to  have  existed,  is,  I  am  satisfied,  erroneous.  The  counter 
electromotive  force  is  not  the  source  of  difficulty.     It  is  constant  or  nearly 
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constant,  being  3*2  of  a  volt  at  starting  the  process,  and  increasing  by  no  more 
than  *02  of  a  volt  for  every  additional  one-tenth  of  one  per  cent,  of  sodium 
forced  into  the  mercury.  But  the  fact  that  the  Patentees  misconceive  and 
misstate  their  theory  does  not,  I  think,  invalidate  their  Patent.  Their  theory 
may  be  wrong,  but  if  their  process  and  apparatus  are  right  their  Patent  may  be  5 
supported  notwithstanding  their  faulty  theory.  I  pass  on,  then,  to  consider 
what,  upon  the  true  construction  of  their  Specification,  is  the  invention  which 
they  claim  to  have  made. 

At  the  outset  it  is,  I  think,  necessary  to  determine  with  exactness  the  meaning 
in  which  these  Patentees  use  the  word  "cathode."     By  derivation  "cathode"  10 
means  simply  "  way  out,"  but  in  the  language  of  electricians  it  has  come  in 
strictness  to  mean  the  first  or  earliest  point  of  the  way  out  at  which  the  electricity 
gets  access  to  the  way  out.    According  to  this  strict  definition  the  cathode  would 
be  a  point  or  superficies,  but  electricians  do  not  always  use  the  word,  and  I  am 
satisfied  that  these  Patentees  do  not  use  the  word,  in  that  strict  sense.    What  15 
they  mean  by  their  cathode  is  not  the  superficies  of  the  mercury  or  any  super- 
ficies, nor  is  it  the  mercury  apart  from  anything  else.     It  is,  in  their  language,  a 
body  of  definite  thickness  and  of  composite  character,  composed  partly  of 
mercury  and  partly  of  a  metal  chamber  or  band  supporting  the  mercury,  or  over 
which  the  mercury  flows.    To  show  that  this  is  so  I  refer  to  a  few  places  in  the  20 
Specification.    Thus,  at  page  3,  line  43,  they  speak  of  the  mercury  flowing  over 
the  surface  of  the  cathode,  which  may  or  may  not  be  itself  amalgamated  with 
mercury.    At  line  47  they  speak  of  the  amalgam  as  moving  away  while  still 
forming  "  a  part "  of  the  cathode.    At  page  4,  line  1,  they  speak  of  the  metal 
being  removed  continuously  from  the  surface  of  the  cathode.     At  page  5,  line  25 
4,  they  speak  of  retarding  the  descent  of  the  mercury  over  the  surface  of  the 
cathode  A.     Other  like  passages  might  be  referred  to.    That  upon  which  the 
mercury  is  supported  is  always  to  be  metal.    At  page  4,  line  13,  the  vertical 
cylinder  is  to  be  of  metal,  and  at  page  5,  line  23,  the  cathode  A  is  to  consist  of 
"  an  endless  band  of  sheet  copper  for  instance."    The  cathode  in  this  Patent  is  30 
always  either  metal  or  mercury  supported  by  metal.    With  a  cathode,  therefore, 
such  as  I  have  described,  the  Patentees'  object  is,  as  stated  at  page  3,  line  36,*  to 
provide  means  and  apparatus  for  obtaining,  "  on  a  practical  scale,"  the  metals 
without  requiring  "  so  great  an  amount  of  power  "  as  would  be  required  by  the 
use  of  ordinary  electrolytic  apparatus.     The  emphatic  words  here  are  u  on  a  35 
"  practical  scale,"  and  "  without  requiring  so  great  an  amount  of  power."     The 
object  is  to  get,  on  a  practical  scale,  that  which  they  admit  could  already  be 
obtained  on  a  scale  not  practical,  and  to  obtain  that  with  a  saving  of  power. 
The  essential  points  are  a  practical  scale  and  economy,  and  If  the  Patentees  do 
not  achieve  these  two  results  in  a  new  way,  or  in  fact,  it  appears  to  me  that  the*  40 
Patent  fails. 

Shortly  stated,  then,  what  is  the  process  which  they  indicate  ?  The  process 
is  one  by  which,  with  the  use  of  such  apparatus  as  they  point  out,  the  mercury, 
while  exposed  to  electrolytic  action,  is  to  flow  continuously.  I  cannot  find  that 
they  say  that  the  process  requires  that  it  should  flow  rapidly,  or  that  the  flow  45 
should  be  of  such  speed  as  that  the  amalgam  shall  leave  the  electrolytic  chamber 
when  it  has  attained  a  defined  richness.  Beyond  the  fact  that  the  mercury  is  to 
flow  at  an  undefined  rate,  there  is  nothing  to  indicate  that  it  is  to  leave  the  cell 
while  the  percentage  of  sodium  is  still  very  small  or  of  any  defined  amount.  I 
can  find  only  that  it  is  to  flow,  and  that  it  is  to  flow  over  metal.  The  Patentees  50 
do  not  rely  on  stirring  or  mixing  with  a  view  to  homogeneity.  Their  point  is 
continuous  movement  of  the  mercury  cathode  with  a  view,  not  to  mixing,  but 
to  removal  from  the  electrolytic  cell.  And  upon  the  question  of  rapidity  of 
flow  1  find  that,  so  far  from  the  Patentees  emphasising  the  necessity  of  speed, 
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they  speak,  at  page  4,  line  24,  of  the  mercury  flowing  "  comparatively  slowly," 
and  they  indicate  means  which  are  to  be,  or  may  be,  taken  for  the  purpose  of 
retardation.  Thus,  for  instance,  at  page  5,  line  4,  they  .tell  ns  that  to  retard  the 
descent  of  the  mercury  the  cathode  may  be  made  with  horizontal  corrugations, 

5  as  shown  in  Fig.  4,  and  that  by  this  means  the  time  of  the  descent  may  be 
considerably  prolonged.  Again,  at  page  5,  line  13,  they  tell  us  that  in  place  of 
keeping  Fig.  J  in  a  vertical  position  you  may  incline  it  at  any  desired  angle. 
This  would,  of  course,  diminish  the  effective  force  of  gravity,  and  produce  some 
retardation.    There  is  another  consideration  which  points  in  the  same  direction. 

10  The  Plaintiffs  provide  for  a  porous  partition,  whose  function  is  to  prevent 
caustic,  whose  formation  they  contemplate  on  the  cathode  side  of  the  partition, 
from  reaching  the  anode.  From  this  it  is  plain  that  they  do  not  contemplate 
that  the  flow  shall  be  so  rapid  as  that  caustic  shall  not  have  had  time  to  form 
before  the  flowing  mercury  and  amalgam  leave  the  cell. 

15  The  conclusions  I  draw  are  that  the  Patentees  did  not  know,  and  left  the 
public  to  find  out,  whether  speed  was  advantageous  or  injurious  for  the  process 
which  they  describe.  They  sum  up  the  matter  at  page  5,  line  35,#  by  saying 
that  any  arrangements  of  apparatus  which  will  allow  of  the  use  of  a  flowing  or 
moving  mercurial  cathode  may  be  employed.    Their  claims  then  are  :  First, 

20  for  the  improved  means  which  consist  of  using  electrolysis  in  an  apparatus,  the 
cathode  pole  of  which  is  composed  more  or  less  of  a  flowing  or  moving  surface 
or  body  of  mercury,  substantially  as  described.  Secondly,  the  method  of 
employing  mercury  at  the  cathode  pole,  which  consists  in  causing  the  mercury 
to  flow  or  move  over,  on,  or  with  the  surface  of  the  cathode  pole,  substantially 

25  as  described  ;  and,  Thirdly,  constructing  the  cathode  pole  with  means  for 
causing  a  thin  stream  of  mercury  to  flow  over,  on,  or  with  the  acting  surface  of 
the  cathode  pole,  substantially  as  described  and  illustrated  in  the  drawings. 
1  think  this  is  a  claim  for  a  process  by  which  the  Patentees  assert  that  you 
will  on  a  practical  scale  and  with  greater  economy  obtain  the  desired  metals  if 

30  flowing  mercury  is  employed  as  the  surface  of  the  cathode,  but  I  do  not  find 
that  they  knew  or  described  the  rate  of  discharge  of  the  flowing  mercury  from 
the  electrolytic  cell  which  was  necessary  for  success,  either  by  indicating  the 
speed  at  which  it  is  to  be  caused  to  flow,  or  by  indicating  at  what  point  of 
richness  of  the  amalgam  the  flowing  cathode  must  be  made  to  leave  the  cell. 

35  Pausing  here,  I  ask  myself  what  in  the  process  thus  described  was  new  to 
anything  which  Nolf,  Petri,  and  Donkin  had  done  ?  They  had  all  by  electro- 
lysis formed  amalgam  of  sodium  and  mercury,  and  they  had  all  removed  it,  as 
of  course  everybody  must  remove  it,  from  the  cell  in  which  it  was  obtained. 
Nolf  had  removed  it  intermittently,  Petri  had  removed  it  continuously,  Donkin 

40  had  removed  it  either  intermittently  or  continuously.    He  does  not  say  which. 

The  Plaintiffs  remove  it  continuously,  but  they  do  not  say  with  what  speed  of 

continuity.    I  fail  to  find  in  the  process  which  the  Plaintiffs  claim  any  new 

invention  which  is  not  found  in  the  process  previously  described. 

I  pass  next  to  the  question  of  utility.    On  this  point  I  do  not  forget  that 

45  which  I  learned  in  the  WeUboch  Incandescent  Gas  Light  Company  v.  New 
Sunlight  Incandescent  Company  (L.R.  1900, 1  Ch.  843  ;  17  R.P.C.  237),  and  there 
endeavoured  to  express,  that  the  utility  I  have  to  investigate  is  not  necessarily 
commercial  utility  or  competitive  utility,  but  utility  for  the  purposes  of  the 
Patent  law.     As  regards    this  Patent  the  essential  utility  consists,  in  my 

50  judgment,  of  two  things.  First,  that  the  Patentees,  adopting  a  known  process, 
undertake  to  show  the  public  how  to  effect  on  a  practical  scale  that  which  could 
be  effected  before,  but  not  on  a  practical  scale  ;  and,  secondly,  that  the  way 
they  indicate  shall  be  one  which  effects  an  economy  of  power.  First,  then,  did 
the  Patentees  show  how  to  effect  the  object  on  a  practical  scale  ?    Their  object  is 
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(taking  the  relevant  instance  of  separation  of  sodium)  to  separate — see  page  3, 
line  20# — sodium  (that  is  metal)  and  sodium  hydrate  (that  is  caustic)  from 
sodium  chloride  (that  is  salt).  They  leave  it  in  doubt  whether  sodium  or 
caustic  is  their  principal  product.  It  is  plain  they  intended  to  get  a  sodium 
amalgam,  and  they  expected  to  get  caustic.  But  I  will  assume  that  they  5 
intended  to  get  the  latter  as  well  as  the  former,  and  not  merely  to  get  the 
former  with  a  view  to  subsequently  obtaining  the  latter  from  it.  Do  they 
obtain  one  or  both  on  a  practical  scale,  or  to  an  extent  greater  than  was 
attainable  by  methods  previously  described  ?  The  answer  is  in  the  negative. 
The  efficiency  of  the  Plaintiffs'  apparatus  is  about  50  per  cent.,  and  of  this  10 
about  one-half  consists  of  caustic,  but  caustic  so  mixed  with  brine  as  to  be 
commercially  of  little  or  no  value.  The  process  of  Donkin  has  an  efficiency  of 
about  90  per  cent.  It  is  plain  that  the  Patentees  expected  to  get  caustic  in 
their  electrolyte,  for  the  very  object  of  the  porous  partition  was  to  prevent  the 
caustic  reaching  the  anode  and  from  doing  mischief.  They  provide  on  page  3,  15 
lines  52  to  54f,  for  the  removal  of  the  caustic  from  the  decomposition  cell.  The 
formation  of  caustic  in  that  cell  is  injurious  in  the  process,  and  the  product  is 
by  reason  of  the  intermixture  with  brine  commercially  of  little  value.  The 
Plaintiffs'  process  was  therefore,  in  my  judgment,  not  useful  as  indicating  any 
way  of  conducting  the  known  process  of  formation  of  sodium  amalgam  and  20 
caustic  so  as  to  attain  an  efficiency  greater  than  that  attained  by  previous 
methods.  The  fact  is  that  the  invention  required  to  conduct  the  process  on  a 
practical  scale  was  not  one  for  the  gorging  of  the  mercury  with  the  amalgam, 
for  that  was  known  already,  but  one  for  disgorging  the  sodium  again  and 
forming  the  caustic  without  interfering  with  the  gorging  process.  The  Plaintiffs  25 
did  not  supply  that — the  Defendants  did — and  the  success  of  the  Defendants1 
process  rests,  not  upon  anything  which  they  took  from  the  Plaintiffs,  and 
which  Nol/j  Petri,  and  Donkin  had  not  offered  before,  but  the  disgorging 
process  which  the  Defendants  for  the  first  time  supplied.  Secondly,  did  the 
Patentees  effect  that  which  they  promised  at  page  3,  line  39,  namely,  economy  30 
of  power.  Now,  I  do  not  fall  into  the  trap  that  a  new  mode  of  performing  a  known 
process  is  necessarily  wanting  in  utility  because  it  happens  to  be  more  expensive ; 
but  in  the  language  of  Lord  Halsbury  in  Badische  Anilin  und  Soda  Fabrik 
v.  Levinstein  (L.R.  12  App.  Cas.  712),$  while  the  element  of  commercial  pecuniary 
success  has  no  relation  to  the  question  of  utility  in  Patent  law  generally,  yet  35 
"  where  the  question  is  of  improvement  by  reason  of  cheaper  production,  such 
44  a  consideration  is  of  the  very  essence  of  the  Patent  itself,  and  the  thing  claimed 
44  has  not  really  been  invented  unless  that  condition  is  fulfilled."  The  Patentees 
say  that  they  are  going  to  save  power  by  reducing  the  counter  electromotive 
force.  This  was  wrong  theory,  but  I  disregard  the  fact  that  the  difficulty  40 
which  they  said  they  were  going  to  remove  was  attributed  to  a  wrong  source, 
and  I  look  to  see  whether  they  do  in  fact  reduce  the  expenditure  of  power 
required.  Upon  the  evidence  they  do  not.  The  continuous  flow  of  the 
amalgam  is  not  necessary  for  attaining  this  economy.  You  may  leave  the 
amalgam  in  the  cathode  chamber  and  discharge  it  intermittently  with  a  better  45 
result  for  the  same  expenditure  of  power  than  if  you  discharge  it  continuously. 
The  experiment  has  been  tried  with  one  of  the  Defendants1  decomposition 
cells,  so  closed  with  wax  as  that  the  mercury  shall  not  flow  out,  and  that  result 
has  been  attained.  The  fact  that  an  efficiency  of  no  more  than  68  per  cent,  is 
thus  attained,  while  the  Defendants  in  their  complete  process  attain  a  higher  50 
efficiency,  is  no  answer  to  this  experiment.  The  last-mentioned  higher 
efficiency  is  due  to  other  improvements  in  the  Defendants1  process  with  which 
the  Plaintiffs  have  nothing  to  do — namely,  the  Defendants1  improvement  in 
disgorging  the  sodium  from  the  amalgam.    The  efficiency  of  68  per  cent,  is 
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better  than  the  Plaintiffs1  50  per  cent.,  of  which  one  moiety  is  caustic  so  mixed 
with  brine  as  to  be  of  little  value.  The  Plaintiffs  therefore,  in  my  judgment, 
fail  upon  utility. 
Lastly,  as  to  infringement.  Here  it  is  necessary  to  describe  the  Defendants' 
5  apparatus.  The  Defendants  use  a  rectangular  box  or  tray,-  measuring  3  feet  by 
6  feet,  divided  into  three  partitions,  each  measuring  3  feet  by  2  feet.  The  tray 
has  a  slate  bed.  For  the  Defendants'  apparatus  it  is  of  the  essence  that  the  bed 
upon  which  the  mercury  moves  shall  be,  not  as  in  the  Plaintiffs'  Specification, 
of  metal,  but  of  a  non-conducting  material.     The  partitions  extend  nearly,  but 

10  not  quite,  to  the  bottom  of  the  box.  A  layer  of  mercury,  about  one-eighth  of 
an  inch  thick,  lies  at  the  bottom  of  the  box,  and  extends  up  to  and  slightly 
above  the  lower  edge  of  the  partitions,  thus  forming  a  seal  of  mercury  between 
the  partitions,  effectually  preventing  any  of  the  electrolyte  from  passing  out  of 
the  two  outer  cells.    These  outer  cells  contain  carbon  anodes,  and  in  them  salt 

15  solution  is  treated  electrolytically,  and  sodium  amalgam  thus  formed  on  the 
surface  of  the  mercury.  The  centre  cell  is  a  water  celi  for  forming  the  caustic. 
The  box  or  tray  is  so  set  as  to  be  capable  of  oscillating  about  an  axis  at  right 
angles  to  its  greater  length,  and  this  axis  is  situate  not  quite  at  the  centre  of  the 
length,  so  that,  under  gravity,  the  tray  tends  to  fall  towards  one  end.     At  that 

20  end  it  is  sustained  and  operated  by  a  cam,  which  revolves  once  in  24  seconds, 
and  which,  by  an  excentric  movement,  causes  the  tray  periodically  to  rise  and 
fall,  so  that  each  complete  oscillation  occupies  24  seconds.  The  result  of  this 
movement  is  that  the  mercury  and  amalgam  contained  in  each  of  the  outer  or 
chloride  cells  is,  once  in  12  seconds,  caused  to  flow  into  the  middle  or  caustic 

25  cell,  and  in  the  next  12  seconds,  to  flow  back  again  into  the  outer  or  chloride 
cell.  In  the  centre  cell  the  Defendants  have  adopted  a  very  ingenious  device 
for  accelerating  the  decomposition  of  the  sodium  from  the  sodium  amalgam.  A 
short  circuit  is  provided  from  the  mercury  in  this  centre  cell  back  to  the 
dynamo,  and  an  iron  cathode  is  suspended  over  the  surface  of  the  mercury,  by 

30  which  the  current  can  return  by  a  longer  circuit.  The  result  is  that  if  a  current 
of,  for  instance,  500. amperes  is  passing  into  the  water  cell  it  is  split  up  into  two 
currents,  one  of  70  amperes  which  returns  by  the  short  circuit  to  the  dynamo, 
and  the  other  of  430  amperes  which  passes  from  the  charged  mercury  as  an 
anode  to  the  iron  as  a  cathode,  and  accelerates  the  formation  of  the  caustic  soda. 

35  The  great  merit  of  the  Defendants'  process  lies  in  this  ingenious  device,  by 
which  a  reverse  battery  is  created  In  the  water  cell,  with  the  result  that  the 
additional  electromotive  force  which  was  required  to  drive  the  sodium  into  the 
mercury  is  made  to  assist  the  process  in  the  water  cell,  so  that  any  increase  in 
the  counter  electromotive  force  occasioned  by  the  use  of  a  mercury  cathode 

40  ceases  to  be  as  to  the  whole,  or  the  greater  part  of  it,  any  disadvantage  in  the 
complete  process.  But  with  this  the  Plaintiffs  have  nothing  to  do.  Their 
Patent  does  not  extend  to  any  process  for  disgorging  the  sodium  from  the 
amalgam.  It  is  confined  to  the  formation  of  the  sodium  amalgam,  and  of  such 
caustic  as  is  formed  in  the  electrolytic  cell  in  so  doing.    What  I  have  to  decide 

45  is  whether  the  Defendants'  process,  as  regards  the  chlorine  cell,  is  an 
infringement  of  the  Plaintiffs'  Patent. 

The  effect  of  the  Defendants'  process  is  that  when  the  operation  is  fairly  at 
work  the  sodium  amalgam  never  drops  in  either  cell  below  about  '02  per  cent, 
of  sodium  in  the  amalgam.     Taking  any  one  oscillation  of  the  apparatus  the 

50  mercury  leaves  the  water  cell  with  a  percentage  of  about  "02.  It  is  charged  in 
the  chlorine  cell  to  an  extent  which  brings  it  up  to  a  percentage  of  -021  per  cent, 
and  on  its  return  to  the  water  cell  it  is  disgorged  to  the  extent  of  about  '001  per 
cent.  The  operation  is  then  repeated.  The  mercury  might  be  gorged  with 
sodium  to  an  extent  largely  exceeding  -021  without  increasing  to  any  substantial 

55  extent  the  expenditure  of  power.  In  fact,  the  Plaintiffs  opened  their 
case  upon  the  footing  that  in  their  process,  for  which  they  claim  such 
utility,  you  may  go  as  high  as  '2  per  cent,  of  sodium.     The  percentage 
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of    sodium   in   the   amalgam    increases   very  slowly.     In    20   minutes  the 
percentage  does  not  probably  rise  above  about  "1  per  cent.    The  success  of  the 
Defendants'  process  depends,  not  upon  any  continuous  flow  of  the  mercury,  but 
upon  the  periodic  discharge  of  a  certain  very  small  proportion  of  the  sodium 
from  the  amalgam  by  the  ingenious  device  in  the  water  cell.    The  operation  5 
would  succeed  equally  well  if  the  oscillation  were  periodic  and  were  not 
continuous.    Moreover,  the  flow  of  the  mercury  in  the  Defendants'  process  is 
continuous  in  the  sense  in  which  the  movement  of  the  tide  is  continuous,  but 
not  in  the  sense  in  which  the  Plaintiffs'  flow  of  mercury  is  continuous.    It 
is  a  continuous  motion,  of  flux  and  reflux.    Every  particle  of  the  mercury  is   10 
once  in  every  12  seconds  at  rest.    The  flow  is  not  as  in  the  Plaintiffs'  apparatus 
a  continuous  flow  in  one  direction,  but  is  a  flux  and  reflux  with  periodic  checks ; 
further,  it  is  for  the  Defendants'  process  essential  that  there  should  be  absent 
that  which  in  the  Plaintiffs'  Patent  is  insisted  upon  as  essential,  namely,  a  metal 
basis  upon  which  the  mercury  flows.    If  the  Defendants  used  a  metal  base  the  15 
disastrous  results  would  probably  be  two  ;»  first,  that  amalgam  might  be  formed 
so  rapidly  that  there  would  be  a  tendency  to  solidity;  and,  secondly,  that 
caustic  would  be  formed  in  the  electrolytic  cell.    A  non-conducting  base  is  to 
them  essential.    Assumin  g,  therefore,  in  the  Plaintiffs'  favour  that  a  Patent  for 
the  continual  flow  in  one  direction  of  mercury  over  a  metal  base,  which  metal  20 
base  forms  part  of  the  cathode,  was  valid,  the  Defendants  do  not  adopt  a 
continuous  flow  in  one  direction— do  not  adopt  a  compound  cathode  of  which 
some  part  is  a  metal  base — but  use  an  apparatus  of  which  it  is  of  the  essence 
that  the  cathode  shall  be  mercury  only,  and  that  the  base  shall  be  of  a  non- 
conducting material.    In  my  judgment  there  is  no  infringement.  25 

For  these  reasons  I  think  that  the  Plaintiffs'  action  fails,  and  I  dismiss  it 
with  costs. 

A  Certificate  that  the  Particulars  of  Objections  were  reasonable  and  proper 
was  given. 
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In  thk  High  Court  op  Justice. — Chancery  Division. 

Befwe  Mr.  Justice   Farwell. 

May  8th,  9th,  and  10th,  1901. 

Parker  and  Smith  v.  Satohwell  &  Co.,  Ld. 

5  Patent. — Infringement. —  Validity  of  Patent  for  a  combination  of  old  parts. — 
Alleged  anticipation  by  previous  Patents. — Subsidiary  claims. — Amount  of 
invention. — Patent  held  valid. — Infringement  found. — "  Passing-off" — Goods 
mounted  on  show-cards. — Similarity  of  get-up. — Injunction  granted.— Stay  of 
delivery  up. — Costs. 

10  In  1895  a  Patent  was  granted  for  "  An  improved  device  for  holding  or 
"  retaining  ladies*  hair."  The  device  was  a  combination  of  a  hinged  binder  as 
a  means  of  making  a  secure  foundation  for  the  coiffure,  with  arms  or  wings  as 
a  means  of  ceiling  or  arranging  the  hair  so  as  to  form  a  complete  edifice.  TJie 
Plaintiffs,  who  in  1898  became  the  registered  proprietors  of  the  Patent,  in  that 

15  year  commenced  large  sales  of  the  devices,  each  mounted  for  the  purposes  of  sale 
on  a  show-card,  the  goods  so  mounted  coming  to  be  known  in  the  trade  as  the 
Plaintiffs*.  In  1900  the  Defendants,  having  been  customers  of  the  Plaintiffs, 
themselves  offered  for  sale  a  similar  device  mounted  in  a  similar  manner,  but 
not  made  by  or  for  the  Plaintiffs.     TJie  Plaintiffs  brought  an  action  for 

20  injunctions  to  restrain  the  infringement  of  their  Patent  and  "passing-off" 
with  other  relief.  The  Defendants,  at  the  tt  ial,  abandoned  their  Defence  as  to 
"passing-off,"  but  contended  that  the  Plaintiffs*  Patent  was  invalid  for  want 
of  novelty  and  lack  of  invention,  and  that  it  had  been  anticipated  by  certain 
prior  Specifications. 

25  Held,  that4he  interim  injunction  as  to  "passing-off,''  which  had  been  granted 
by  the  Court  of  Appeal  *  should  be  made  perpetual,  with  the  addition  of  words 
applicable  to  the  expiration  of  the  Plaintiffs'  Patent;  that  the  Plaintiffs*  Patent 
was  valid  as  claiming  protection  for  a  new  and  useful  combination  having  the 
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merit  of  ingenuity  and  invention,  and  was  not  vitiated  either  by  the  fact  that 
two  of  its  claims,  which  were  clearly  appendant  to  the  "improved  device"  of  the 
Patent^  were  for  old  devices,  or  by  the  alleged  anticipations ;  that  the  Defendants 
had  infringed  the  Patent  of  the  Plaintiffs,  who  were  therefore  also  entitled  to 
an  injunction  restraining  infringement  and  to  the  usual  Certificates,  as  well  5 
as  to  an  Order  for  delivery  up  of  the  infringing  articles  and  a  direction  for 
an  account  of  profits. 

On  the  25th  of  January  1895  Letters  Patent  (No.  1815  of  1895)  were  granted 
to  Andreas  Stockinger  for  "  An  improved  device  for  holding  or  retaining  ladies' 
"  hair."  10 

The  Complete  Specification  was  as  follows : — u  My  invention  relates  to  an 
"  improved  device  for  holding  or  retaining  ladies'  hair. 

"  In  order  that  my  invention  may  be  clearly  understood  I  will  now  describe 
"  the  same  with  reference  to  the  accompanying  drawings,  which  show  various 
"  constructional  forms  of  my  improved  device.  15 

"  My  improved  device  comprises  two  jaws  a  a1  jointed  together  and  having 
"  comb-shaped  teeth  c  on  the  sides  turned  towards  each  other.  Arms  b  are 
"  provided  either  on  the  jaws  themselves  (Figures  1  to  4)  or  on  a  ring  A 
"  carrying  such  jaws  (Figure  5).  The  jaws  are  opened  for  placing  the  hair 
"  between  them,  then  they  are  closed  and  the  lock  of  hair  thus  held  is  wound  20 
"  around  the  arms  b  in  any  desired  manner.  Various  means  for  locking  the 
"  jaws  when  closed  may  be  adopted.  In  one  arrangement  shown  in  Figure  1 
"  the  jaws  a  a1  are  held  by  a  ring  or  clamp  e  which  is  placed  over  the  parts  or 
"  wings  b1  &*  of  the  jaws  the  said  parts  bl  b1  each  forming  one  of  the  arms  b  and 
"  having  teeth  d  with  which  the  ring  e  engages  thereby  preventing  the  acci-  25 
"  dental  opening  of  the  jaws.  The  said  teeth  d  may  also  be  cut  obliquely  to 
"  form  parts  of  a  screw-thread,  while  the  ring  e  is  provided  interiorly  with  a 
"  corresponding  female  thread  so  that  the  ring  may  be  screwed  up  and  down  on 
"  the  wings. 

44  In  the  arrangement  illustrated  in  Figure  2  the  jaws  are  held  together  by  a  30 
"  pin  g  secured  to  the  hinge  or  pivot  of  the  jaws  and  adapted  to  pass  into  holes 
"  in  spring  projections//  fixed  to  the  wings  b1  b*  of  the  jaws  a  a1,  the  said 
"  spring  projections  being  pressed  up  to  enable  the  jaws  to  be  opened  and 
"  released  and  thus  allowed  to  spring  back  on  to  the  pin^r  on  closing  the  jaws. 

"  I  may  also  pass  a  pin  h  through  the  holes  in  the  projections  in  order  to  hold  35 
"  the  jaws  closed,  /,  /  as  shown  in  Figures  3  and  4,  Figure  4  being  a  side 
"  elevation  of  Figure  3. 

"  The  hereinbefore  described  locking  devices  enable  the  size  of  the  opening 
"  between  the  jaws  a  a1  to  be  adjusted  at  will,  for  example  by  screwing  or 
"  placing  the  ring  or  clamp  e  higher  or  lower  on  the  parts  bl  6*  as  shown  in  40 
"  Figure  1,  or  by  suitably  choosing  the  holes  in  the  parts  //through  which  the 
"  pin  g  or  h  is  passed  (Figures  2  or  Figures  3  and  4). 

"  In  the  arrangement  shown  in  Figure  5  the  locking  of  the  jaws  is  effected 
"  by  the  wings  b1  V  which  are  arranged  at  the  upper  ends  of  the  jaws  a  a1  the 
"  wings  b1  V  being  elastic  or  springy  and  so  shaped  that  they  may  be  caused  to  45 
"  engage  with  each  other  as  shown.  It  will  be  seen  that  in  the  modification 
"  shown  in  Figure  5  the  jaws  a  a1  are  not  pivoted  to  one  anotherbut  are  formed 
"  in  one  piece,  the  whole  piece  being  fastened  at  a0  to  the  ring  from  a.  In  this 
"  form  of  device  the  size  of  the  opening  between  the  jaws  cannot  be  adjusted.'9 

The  Patentee  claimed  : — "  1.  An  improved  device  for  holding  and  retaining  50 
"  ladies'  hair,  having  pivotally  connected  toothed  jaws  a  a1  for  the  insertion  of 
"  the  hair,  and  arms  b  b  around  which  the  hair  is  wound.    2.  In  an  improved 
"  device  for  holding  and  retaining  ladies'  hair,  the  arrangement  for  holding  the 
"  jaws  a  a1  closed,  the  characteristic  feature  of  such  arrangement  being  tlwt  the 


Vol.  XVIII.,  No.  14.]    AND  TRADE  MARK  CASES. 


301 


Parker  and  Smith  v.  Satchwell  A  Co.,  Ld. 


wings  b1  6*  arranged  on  the  npper  extremity  of  the  said  jaws  are  springy  or 
elastic  so  that  they  can  be  hooked  into  one  another,  as  shown  in  Figure  5. 
3.  In  the  device  described  in  Claim  1  the  arrangement  for  holding  the  jaws 
a  a1  closed  and  for  adjusting  the  size  of  the  opening  between  the  jaws,  the 
characteristic  features  of  such  arrangement  being,  either  the  provision  of  teeth 
d  on  the  wings  b1  b*>  over  which  teeth  a  clamp  or  ring  e  is  passed  or  screwed 
(Figure  1),  or  the  provision  of  perforated  elastic  projections/  /  on  the  wings 

jure  2)  or 
a  ™  "       "  "         -     -         - 


Va  igmo  xy,  \jl  Mim  provision  oj.  penoraiuu  eiHHiiu  projections y  j  oil  u 
&  &*,  forming  one  of  the  arms  b  into  which  perforations  a  pin  g  (Figr 
a  pin  h  (Figures  3  and  4)  can  be  introduced." 


10  This  Patent  became  vested  in  the  Plaintiffs  (who  were  warehousemen  in 
London)  by  an  indenture  dated  the  1st  of  March  1898,  and  duly  registered  on 
the  10th  of  March  1898,  the  Plaintiffs  having  for  a  few  months  prior  to  that 
date  acted  as  agents  for  the  sale  in  England  of  articles  made  in  accordance  with 
the  Patent.     Immediately  upon  acquiring  the  Patent  the  Plaintiffs  settled  on 

15  the  particular  form  of  device  shown  in  Fig.  A,  and  also  at  their  own  expense  had 
a  special  show-card  prepared  for  the  purpose  of  displaying  and  giving  instruc- 
tions for  the  use  of  the  device  as  shown  in  Fig.  A  (p.  302).  By  means  of 
advertising  and  public  demonstrations  of  the  mode  of  user  of  their  device  the 
Plaintiffs  obtained  a  large  notoriety  for  their  article  in  1898,  and  effected  large 

>0  sales  in  London  and  the  provinces ;  in  1898  the  sales  averaged  about  16  gross 
per  month,  and  in  1899  averaged  37  gross  per  month.  In  September  and 
October  1899  the  Defendants  (who  traded  in  Birmingham  as  fancy  goods 
merchants  and  factors)  purchased,  in  different  orders,  over  two  gross  of  the 

25  Plaintiffs*  devices,  and  the  bulk  of  these  was  delivered  to  them  mounted  on  the 
show-cards.  In  May  1900  a  traveller  of  the  Plaintiffs,  calling  on  the  Defendants 
for  further  orders,  found  that  they  were  offering  for  sale  the  device  mounted 
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By   Roy»i  Letter*      * 
P»te«jt. 

No.  1815-22. 


The  Fin  de  Siecle 


Hair-Mounting  Device. 


Prevents   i-oyy  of  Hair* 
No  Tyit?gs  Required. 


<d^U«  IF*  N.>  l„t„  t««  p*rtt,  I*i»  th«  |«ft 
VXl  twlvl  fnm  f«n  to  FlfM,  Porm-ri*  m  tftOO 
i  fll-  1.  »fMl  pi  At.  tN#  #D[f  und«^  tri„  H«ht 


OMda  ttn  r»r«a:nlr(  KkIp  Info  two  »*»*■* 
t*>*  rh*  l*f|  *Pto  t-lftt  fnsm  l«ft  to  iHftn, 
p«H  rt  dndef  t*e  r<ht  profit  Mtiyrni  t*i 
KmalArfti-  uf  «Sh»  H«>r  und*#  ih*  |#rt  tpp*»t 
•e.ttdlftj  round  th»  Coi%iC«  Lh|ll  th«  «n4«  u* 
hidJt:r    jfoii  tNvi  mm  •  *r*1t*  Hilr  oroHUV. 


The  Hair  cannot  become  disarranged. 

IMPORTANT,  CAUTION  J  -Ladlea   are   earnestly    warned    against    baying   or   using 
infringement*  of  thlg  Patent.    iJl  genuine  Combe  and  Binders  are  stamped  PATENT  d815 *>    h 
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on  a  show-card  as  shown  in  Fig.  B.  (page  304).    The  price  of  the  Plaintiffs9  article 
was  Is.  6d.  and  that  of  the  Defendants1  6d. 

On  the  1st  of  Jnne  1900  the  Plaintiffs  commenced  this  action,  and  their 
Statement  of  Claim,  after  stating  their  title  to  the  Patent  and  that  the  Patent 
5  was  valid,  continued  : — "  (3)  The  Plaintiffs  have  long  been  in  the  habit  of  selling 
*'  and  offering  for  sale  hair-retaining  devices  manufactured  in  a  particular  and 
'*  distinctive  style  and  get-up,  and  mounted  on  certain  special  and  distinctive 
44  show-cards  bearing  illustrations  and  other  matter  distributed  over  each  card 
"  in  a  particular  manner,  and  the  Plaintiffs*  said  devices  are  recognised  by  such 

10  "  style  and  get-up,  and  also  by  the  said  cards  on  which  they  are  mounted,  and 
"  anyone  who  purchases  devices  intended  for  the  purpose  aforesaid  manufac- 
"  tured  in  the  style  and  get-up  of  the  Plaintiffs'  devices  or  mounted  on  such  cards 
"  as  aforesaid  purchases  the  same  believing  them  to  be  the  manufacture  of  the 
"  Plaintiffs  and  intending  to  purchase  the  Plaintiffs'  articles  and  none  other. 

15  "  (4)  Since  the  said  10th  day  of  March  1898  and  prior  to  the  issue  of  the*writ  in 
"  this  action  the  Defendants  have  infringed  the  Plaintiffs1  said  Letters  Patent, 
"  and  have  offered  for  sale,  sold,  supplied  and  used  hair-retaining  devices 
"  manufactured  according  to  the  invention  in  respect  of  which  the  said  Letters 
44  Patent  were  granted,  and  they  threaten,  and  intend  to  continue  so  to  do, 

30  "  unless  restrained  by  the  Order  of  the  Court.  (5)  The  Defendants  have 
44  further  offered  for  sale,  sold,  and  supplied  such  devices  as  aforesaid  of  very 
u  inferior  quality  to  the  Plaintiffs1  said  devices,  but  manufactured  in  the  same 
44  particular  and  distinctive  style  and  get-up  as  the  Plaintiffs1  said  devices,  and 
44  mounted  on  illustrated  show-cards  obviously  copied  from  the  Plaintiffs1  said 

25  *4  special  and  distinctive  show-cards,  and  the  sale  of  such  devices  so  manu- 
44  factured  and  mounted  is  calculated  to  represent  or  lead  to  the  belief  that 
"  such  devices  are  manufactured  by  or  for  the  Plaintiffs,  and  the  Defendants 
44  threaten  and  intend  to  continue  to  offer  for  sale,  sell,  and  supply  such  devices 
44  as  aforesaid,  manufactured  and  mounted  as  aforesaid,  unless  restrained  by  the 

30  "  Order  of  the  Court.  (6)  The  Defendants  have  by  their  wrongful  acts  afore- 
44  said  caused  to  the  Plaintiffs  serious  loss  and  damage,  and  received  considerable 
44  profit  intended  for  the  Plaintiffs,  and  which  ought  to  belong  to  them.  The 
44  Plaintiffs  therefore  claim  as  follows  : — (1)  An  injunction  to  restrain  the 
44  Defendants,  their  servants  and  agents,  during  the  continuance  of  the  said 

35  "  Letters  Patent  from  offering  for  sale,  selling,  supplying,  or  using  any  hair- 
44  retaining  devices  manufactured  according  to  or  in  the  manner  described  in 
u  the  Specification  filed  in  pursuance  of  the  Plaintiffs1  said  Letters  Patent 
44  No.  1815  of  1895,  and  generally  from  infringing  the  Plaintiffs1  rights  in 
44  respect  of  such  Letters  Patent.    (2)  An  injunction  to  restrain  the  Defendants, 

40  "  their  servants  and  agents,  from  selling  or  offering  or  exposing  or  advertising 
44  for  sale  or  procuring  to  be  sold  any  hair-retaining  devices  not  of  the  Plaintiffs1 
44  manufacture  or  merchandise,  manufactured  in  such  style  or  get-up  or  mounted 
u  upon  such  show-cards  or  otherwise  in  such  a  manner  as  by  colourable  imitation 
44  of  the  Plaintiffs1  devices  or  show-cards  or  otherwise  to  be  calculated  to  repre- 

45  "  sent  or  lead  to  the  belief  that  such  devices  are  devices  of  the  Plaintiffs1 
44  manufacture  or  merchandise.  (3)  And  from  in  manner  aforesaid  or  in  any 
44  other  manner  passing  off  or  enabling  or  assisting  others  to  pass  off  any  such 
44  devices  as  aforesaid  as  or  for  devices  of  the  Plaintiffs1  manufacture  or 
44  merchandise."     The  Plaintiffs  further  claimed  delivery  up  of    offending 

50  articles  and  also  costs. 

The  Particulars  of  Breaches  stated :— •*  (1)  The  Defendants  have  at  divers 
44  times  since  the  10th  day  of  March,  1898,  and  prior  to  the  issue  of  the  writ  in 
44  this  action,  offered  for  sale,  sold,  and  supplied  hair  retaining  devices  manu- 
44  factured  according  to  the  invention  comprised  in  the  Letters  Patent  dated  the 

55  u  25th  day  of  January  1895,  and  numbered  1815  of  1895.  In  particular  the 
44  Defendants  sold  one  of  such  devices  on  the  25th  day  of  May  1900  to  one 
44  Arthur  William  Watoon." 
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The  Defendants,  by  their  Statement  of  Defence,  alleged  :— "  (1)  The  Defen- 
"  dants  do  not  admit  that  the  Plaintiffs  are  the  registered  owners  of  the  Letters 
"  Patent  No.  1815  of  1895.  (2)  They  deny  that  they  have  infringed  the  said 
u  Letters  Patent  as  alleged,  or  at  all.     (3)  The  alleged  invention  contained  in 

5  '*  the  said  Letters  Patent  is  not  useful.  (4)  The  alleged  invention  is  not  new. 
u  (5)  The  alleged  invention  is  not  proper  subject-matter  of  a  Patent.  (6)  The 
"  Defendants  deny  that  the  Plaintiffs  have  for  a  long  time,  as  alleged,  sold  or 
"  offered  for  sale  hair-retaining  devices  manufactured  in  the  particular  style  or 
"  get-up,  or  mounted  on  the  special  cards  mentioned  in  paragraph  3  of  the 

10  w  statement  of  Claim,  or  at  all.  (7)  They  deny  that  the  said  devices  are 
"  recognised  by  reason  of  such  style  or  get-up,  or  by  the  cards  on  which  they 
"  are  mounted,  or  that  anyone  who  purchases  hair-retaining  devices  manufactured 
"  in  such  style  or  get-up,  or  mounted  on  such  cards,  purchases  the  same  believing 
"  them  to  be  of  the  manufacture  of  the  Plaintiffs,  or  intending  to  purchase  the 

15  "  Plaintiffs'  articles  and  none  other.  (8)  As  to  paragraph  5  of  the  Statement 
"  of  Claim,  they  deny  that  they  have  offered  for  sale,  sold,  or  supplied,  or  that 
**  they  threaten  or  intend  to  offer  for  sale,  sell,  or  supply  hair-retaining  devices 
"  so  manufactured  or  mounted  that  their  sale  is  calculated  to  represent  or  lead 
**  to  the  belief  that  they  are  manufactured  by  or  for  the  Plaintiffs." 

20  The  following  Particulars  of  Objections  were  delivered  : — "  The  Letters  Patent 
"  mentioned  in  the  Statement  of  Claim  are  invalid  for  the  reasons  and  on  the 
"  ground  following  : — (1)  The  alleged  invention  comprised  in  the  said  Letters 
"  Patent  is  not  useful.  (2)  The  alleged  invention,  having  regard  to  the  Speci- 
"  fications  in  the  next  paragraph  referred  to,  and  to  the  common  general 

25  "  knowledge  at  the  date  of  the  said  Letters  Patent,  was  not  the  proper  subject- 
"  matter  for  a  Patent.  (3)  The  alleged  invention  was  not  new  inasmuch  as  the 
"  same  had,  at  the  date  of  the  said  Letters  Patent,  already  been  published  or 
"  anticipated  in  this  realm  in  manner  following : — (a)  By  the  Provisional 
"  Specification  of  Moore,  left  at  the  Patent  Office  on  the  23rd  of  September  1879, 

30  *v  and  numbered  3820  of  1879.  (b)  By  the  Provisional  Specification  of  De 
"  Bysterveld,  left  at  the  Patent  Office  on  the  19th  of  January  1883,  and 
"  numbered  323  of  1883.  (c)  By  the  whole  of  the  Provisional  and  Complete 
44  Specifications  relating  to  Patent  No.  16,487  of  1894,  of  Shields,  (d)  The 
"  alleged  invention  was  a  matter  of  common  public  knowledge  at  the  date  of 

35  "  the  said  Patent." 

On  the  3rd  of  August  1900,  the  Plaintiffs  moved  for  an  interlocutory  injunc- 
tion before  Mr.  Justice  Cozens-Hardy,  who  held  that  it  was  not  a  case  for  an 
interlocutory  injunction,  and  that  he  did  not  believe  the  Defendants'  article 
would  be  taken  for  the  Plaintiffs1.    This  decision  was,  on  the  9th  of  August 

40  1900,  reversed  by  the  Court  of  Appeal,  which  held  that  the  Plaintiffs  were 

entitled  to  an  interlocutory  injunction  in  the  terms  of  the  second  paragraph  of 

the  claiming  portion  of  the  Statement  of  Claim,  restraining  the  sale  of  the 

Defendants'  goods  upon  the  cards  complained  of.# 

On  the  30th  of  October  190J,  the  Plaintiffs  delivered  their  reply,  joining  issue 

45  with  the  Defendants  upon  their  defenoe. 

The  action  came  on  for  trial  on  the  8th  of  May  1900. 

Upjohn,  K.C.,  and  Sebastian  (instructed  by  Plunkett  and  Leader)  appeared 
for  the  Plaintiffs  ;  Butcher,  K.C.,  and  Miclclethwait  (instructed  by  Gamlen, 
Burdetiy  and  Gamlen,  agents  for  Cottrell  &  Son,  of  Birmingham)  appeared  for 
50  the  Defendants. 

Upjohn,  K.C.,  opened  the  case  for  the  Plaintiffs. 

Evidence  was  given  by  S.  Boyes,  J.  W.  Rose,  J.  K.  Muirhead,  A.  G.  Higgs, 
W.  Button,  and  others  engaged  in  the  fancy  goods  and  comb  trade,  to  the  effect 
that  the  Plaintiffs'  article  mounted  on  the  show-cards  had  obtained  a  reputation 
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and  supplied  a  demand,  and  four  at  least  of  such  witnesses  deposed  that  on 
being  shown  the  Defendants*  device  for  the  first  time  they  had  taken  it  "to  be 
the  Plaintiffs'  produced  in  an  inferior  quality.  Evidence  was  also  given  by 
Frederick  Parker,  one  of  the  Plaintiffs ;  by  Mrs.  Lowden,  who  exhibited  a 
"  binder  "  or  clasp  used  in  lieu  of  ribbon  for  holding  a  tress  of  hair  together,  5 
made  in  accordance  with  the  Specification  No.  3820  of  1879  of  her  late  uncle, 
Henry  Moore,  which  the  Defendants  relied  upon  as  anticipating  Stockinger's 
Patent ;  and  by  Henry  Edward  Newton,  Fellow  of  the  Chartered  Institute  of 
Patent  Agents,  who  deposed  that  BysterveUfs  Specification  was  so  vague  as  to 
be  perfectly  unintelligible,  and  that  Moore's  Specification  was,  in  his  opinion,  10 
for  a  "  binder "  only  ;  he  further  said  that  it  would  require  invention  and 
ingenuity  on  the  part  of  an  intelligent  workman  to  combine  a  hinged  "  binder  " 
with  a  pronged  comb  so  as  to  produce  the  Plaintiffs'  device. 

Butcher,  K.C.,  for  the  Defendants,  admitted  that  he  could  not  use  Shields' 
Specification  as  an  anticipation  of  Stockinger's  by  reason  of  the  dates.    As  to  15 
the  passing-off  and  get-up  of  the  show-cards,  the  names  given  to  the  articles  and 
the  letterpress  are  different ;  no  customers  were  called  to  speak  to  actual 
deception  (Edge  &  Sons,  Ld.  v.   Gallon  &  Son,   16  R.P.C.  509,  516,  519; 
17  R.P.C.  557,  563,  568  ;  and  Lever  v.  BedingfieU,  16  R.P.C.  3, 11)  ;  and,  even 
though  a  man  may  have  taken  part  of  a  wrapper,  a  Plaintiff  to  succeed  must  20 
not  only  prove  the  copying,  but  also  that  the  copy  is  calculated  to  deceive 
(Payton  &  Co.,  Ld.  v.  Snelling,  Lampard  &  Co.,  Ld.,  17  R.P.C.  48,  53,  56,  57)  ; 
there  was  not  the  slightest  idea  of  intention  to  deceive  in  the  Defendants'  mind. 
[Farwbll,  J. — But,  assuming  the  Defendants'  innocence,  directly  they  knew 
their  sale  was  wrong  it  was  wrong.]    The  Plaintiffs  were  oppressive  in  asking  25 
for  excessive  damages,  besides  undertakings  and  for  liberty  to  publish  the 
latter.     [Far WELL,  J. — If  the  Defendants  had  not  justified  their  action  this 
discussion  might  have  been  relevant  on  the  question  of  costs  ;  but  they  justified 
it.]     As  to  the  Patent,  the   Plaintiffs'  claim  for  a  combination  of  a  hinged 
"  binder "  with  a  pronged  comb  is  bad,  because  (1)  hinged  "  binders  "  were  30 
commonly  known  and  described  by  Moore  and  others  ;    (2)  pronged  combs 
were  also  old  and  clearly  described  by  Bysterveld ;  and  (3)  such  an  amount  of 
skill  and  clear,  active  invention  is  requisite  in  law  in  the  combination  of 
the  old  elements  as  is  not  found  here  (Saxby  v.  Gloucester  Waggon  Company, 
L.R.  7  Q.B.D.  305,  312  ;  Lane-Fox  v.  Kensington  and  Knightsbridge  Electric  35 
Lighting  Company,  9  R.P.C.  413  ;  L.R.  (1892)  3  Ch.  424).    Further,  as  to  the 
alleged  infringement,  neither  the  Plaintiffs'  nor  the  Defendants'  article  is  made 
in  accordance  with  Claim  1  of  Stockinger ;   that  Specification  only  shows,  in 
Figs.  1,  2,  and  3,  methods  by  which  the  size  of  the  opening  ia  made  to  be 
adjustable,  and  the  only  case  where  the  opening  is  not  made  thus  variable  is  40 
Fig.  5,  which  does  not  describe  a  hinged  comb  at  all,  but  shows  the  jaws  in  one 
fixed  piece.     We  admit  that  the  Defendants'  article   is   extremely  like  the 
Plaintiffs',  but  the  latter  is  not  covered  by  Stockinger's  Patent. 

For  the  Defendants  evidence  was  given  by  Frank  Satchwell,  one  of  their 
managing  directors,  who  stated  that  their  comb  was  first  introduced  to  them  by  45 
a  French  traveller,  who  sold  them  a  stock  of  the  articles  mounted  on  the  show- 
cards  ready  for  sale  ;  this  witness  admitting  in  examination-in-chief  that  "  the 
4*  use  of  the  show-cards  with  the  combs  might  lead  quite  a  few,  but  not  the 
"  majority  of  people,  to  take  the  Defendants'  for  the  Plaintiffs'  article  " ;  the 
Defendants'  Counsel  then  said  that  he  could  not  further  contest  the  passing-  50 
off  part  of  the  case.  As  to  the  Patent,  evidence  was  given  by  Edward 
Charles  Roberts  Marks,  a  Fellow  of  the  Chartered  Institute  of  Patent 
Agents,  and  William  Dyce  Stewart,  a  comb  manufacturer  of  Aberdeen. 
No  evidence  was  given  under  clause  (D)  of  the  Defendants'  Particulars  of 
Objections.  55 

FARWBLL,  J. — I   think  that  the  only  question  I  have  to  decide  is  that  of 
special  combination 
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Micklethwait. — The  evidence  adduced  on  behalf  of  the  Defendants 
shows  that  no  calculable  amount  of  inventive  ingenuity  is  requisite  for  the 
combination  of  the  two  ideas  found  in  Moore's  and  BysterveWs  Specificai  ions, 
which  were  admittedly  published  before  Stockinger's.  [Farwbll,  J.,  referred 
5  to  the  judgment  of  Lord  Alverstone,  M.R.,  at  page  712  of  Beavix  v.  Rytonds 
Glass  and  Engineering  Company,  Ld.  (17  R.P.C.  704)].  The  question  is  not 
as  to  to  the  extent,  but  as  to  the  quality  of  the  ingenuity  required  from  an 
intelligent  workman.  As  to  Claim  2,  the  elasp  claimed  there  is  shown  on  the 
evidence  to  be  an  old  invention ;  therefore  the  whole  Patent  is  bad  for  the 

10  part  being  bad.  [FARWELL,  J. — The  part  is  a  subsidiary  claim,  a  want  of  novelty 
in  which  would  not  invalidate  the  whole  Patent.]  If  the  Plaintiffs'  claim  for  a 
combination  is  good  then  there  is  no  infringement  by  the  Defendants,  for  the 
Plaintiffs'  article  is  not  covered  by  Stockinged*  Patent,  the  characteristic  of 
which  is  the  adjustability  shown  in  the  drawings  which  accompany  it. 

15  Upjohn,  K.C.,  in  reply. — Claim  2  of  Stockinger  is  wholly  subsidiary  to  the 
principal  invention,  and  in  no  way  independent  of  Claim  1  (Plimpton  v.  Spiller, 
L.R.  6  Ch.  D.  412).  The  principle  of  construing  such  a  Specification  is 
explained  by  Lord  Cairns  at  page  193  of  British  Dynamite  Company  v.  Krebs 
(13  R.P.C.  190).    As  to  the  amount  of  invention  required,  the  Defendants'  own 

20  card  puts  the  article  forth  as  "  a  boon  to  ladies  "  and  a  novelty.  The  Plaintiffs' 
sales  have  amounted  to  100,000,  and  the  Defendants  ordered  20  gross  in  one 
order  from  France  of  a  successful  article  of  commerce  which  no  intelligent 
workman  had  produced  before.  Mooters  mere  binder  is  a  different  article  ;  and 
Bysterveld's  article,  if  indeed  it  is  covered  by  his  Provisional  Specification,  is  a 

25  device  for  holding  a  false  coiffure,  and  serves  quite  a  different  purpose  from 

that  of  the  Plaintiffs'  Patent,  in  preparing  which  Stockinger  showed  invention. 

As  to  infringement,  the  Specification  of  Stockinger  cannot  be  limited,  in  the 

construction  of  it,  to  the  drawings,  where  the  Patentee  does  not  so  limit  it. 

FARWELL,  J. — The  first  part  of  this  action  I  am  relieved  by  Mr.  Butcher's 

30  discretion  from  giving  judgment  upon.  The  injunction  as  to  the  passing-off 
will  be  continued  as  granted  by  the  Court  of  Appeal,  but  I  will  consider  in  a 
moment  whether  any  variation  is  required  or  not. 

The  question  of  infringement  of  the  Patent  is  not  altogether  free  from 
difficulty.    As  is  always  the  case  in  improvements  of  this  nature — I  use  the 

35  word  "  improvements  "  as  a  neutral  term — the  simpler  things  are,  and  the  more 
useful  they  are,  the  more  obvious  it  seems  to  the  people  who  come  and  give 
evidence  afterwards  that  any  intelligent  person  could  have  seen  it,  and  it  could 
not  have  required  invention.  Mr.  Upjohn  makes  the  natural  retort  to  that,  that 
nobody  ever  did  discover  it  till  this  particular  Plaintiff,  or  Stockinger,  whose 

40  assignee  he  is,  did.  The  claim  first  of  all,  as  appears  in  the  Specification,  is  for 
a  combination — a  perfectly  good  claim  for  a  combination  of  old  devices.  The 
first  point  to  which  I  will  advert  is  the  objection  that  the  whole  Patent  is  bad 
because  of  Claims  2  and  3.  In  my  opinion,  those  two  claims  are  subsidiary 
within  the  meaning  of  the  phrase  used  by  Lord  Cairns  in  the  British  Dynamite 

45  Company  v.  Krebs.  The  Patent  does  not,  as  it  seems  to  me,  claim  2  and  3  as 
claims  in  gross,  but  only  as  appendant  to  the  improved  device  described  in 
Claim  1.  That  being  so,  it  appears  to  me  that  the  fact  that  what  is  mentioned 
there  are  old  devices  does  not  vitiate  the  Patent  as  being  a  claim  for  such  old 
devices  as  something  independently  claimed  by  the  Patentee  in  the  particular 

50  Patent. 

Then  what  is  the  invention  ?  To  my  mind  the  Plaintiffs'  invention  consists 
in  the  combination  of  the  binder  as  a  means  of  making  a  secure  foundation  for 
the  coiffure,  with  arms  or  wings,  as  a  means  of  coiling  or  arranging  the  hair,  so 
as  to  form  a  complete  edifice.    Now  that  appears  to  me  to  be  a  combination 

55  which  has  the  merit  of  ingenuity  and  invention.  It  is  exceedingly  difficult  in 
these  cases  to  say  where  the  inventor  comes  in,  as  distinguished  from  the  mere 
ingenious  manufacturer.     I  refer  to  the  case  that  was  recently  before  the  Court 
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of  Appeal,  namely,  Beavis  v.  Rylands  Glass  and  Engineering  Company,  Ld. 
(17  R.P.C.  704),  where  a  very  similar  question  arose,  whether  the  slight  altera- 
tion there  in  the  indent  in  a  glass  stoppered  bottle,  namely,  the  alteration  from 
the  straight  to  the  curved,  was  sufficient  to  support  the  Patent,  and  it  was  held 
that  it  was  not.  Lord  Alverstone  says  at  page  712  of  the  Report : — "  Everybody  5 
"  who  has  experience  in  Patent  cases,  knows  that  cases  of  this  kind  do  not  rest 
44  upon  mere  authority.  It  is  perfectly  possible  that  a  very  small  alteration 
"  which  is  the  result  of  experiment,  or  which  may  be  the  result  of  a  happy 
■  "  thought,  yet  still  does  work  such  a  complete  revolution  that  it  may  be 
"  perfectly  good  subject-matter."  Now,  I  have  here  the  fact  that  this  particular  10 
combination  of  the  binders  as  a  means  of  making  a  secure  foundation,  and  the 
wings  or  arms  as  the  means  of  making  the  coils  forming  the  edifice,  supplied  a 
want.  They  have  been  successful,  and  they  have  been  largely  sold.  To  my 
mind,  there  is  a  sufficient  ingenuity  to  support  the  claim  for  invention  here. 

That  really  disposes  of  the  chief  question  in  the  action.    As  to  the  other  15 
matters  suggested,  the  claim  that  Moore*s  Patent  was  an  anticipation  appears  to 
me  to  be  almost  ludicrous.    I  feel  constrained  to  say  something  about  the 
evidence  that  has  been  called  on  the  part  of  the  Defendants.    One  of  course 
discounts  to  some  extent  on  both  sides  the  evidence  of  experts  who  are  called 
to  give  the  Court  assistance,  but  one  does  expect  the  experts  to  give  one  some  20 
assistance, and  not  to  be  advocates  arguing  the  case,  irrespective,  or  forgetful,  of 
the  fact  that  they  are  on  oath,  and  ought  not  to  answer  anything  which  seems 
to  them  to  serve  the  side  on  which  they  are  called,  whether  it  may  or  may  not 
be  in  accordance  with  the  facts.    I  must  say  that  I  am  wholly  unable  to  put  any 
reliance  on  Mr.  Marks1  evidence,  or  on  the  other  witness,  Mr.  Stewart,  who  was  25 
called  this  morning.    They  were  both  most  unsatisfactory  witnesses,  and  gave 
me  no  assistance  whatever,  but  rather  the  reverse. 

As  regards  Bysterveld  it  seems  to  me  that,  if  it  ever  could  have  served  a  useful 
purpose  at  all  (as  to  which  I  have  very  considerable  doubt),  there  is  no  binder 
at  all  that  I  can  find  in  it,  and  it  seems  to  me  to  be  something  first  of  all  from  30 
which  no  useful  article  could  be  made,  and  secondly  that  no  article  forming  the 
combination  which  the  Plaintiffs9  article  forms  could  possibly  be  made. 

Then  the  other  objection  is  that  neither  the  Plaintiffs'  nor  the  Defendants' 
comb  is  made  according  to  the  Specification.    It  is  not  argued,  and  it  could  not 
be  argued,  that  the  Plaintiffs'  and  the  Defendants'  are  not  practically  identical,  35 
but  it  is  said  that  neither  is  made  according  to  the  Specification.    That  appears 
to  me  to  depend  upon  the  argument  (which  I  am  bound  to  say  was  disclaimed 
by  the  Defendant),  that  the  drawings  limited  the  Specification.    They  certainly 
do  not.    "  Various  means  of  locking  the  jaws  when  closed  may  be  adopted,"  is 
the  statement  of  the  Specification,  and  the  illustrations  simply  show  certain  40 
instances.    Amongst  the  instances  there  is  the  particular  locking  adopted  in  the 
article  before  the  Court.    As  regards  the  other  forms  they  show  different  means 
of  locking,  but  to  say  that  because  the  particular  means  of  locking  used  in  this 
particular  article  is  not  shown  upon  the  drawing  itself  seems  to  me  to  be  an 
attempt  to  limit  the  generality  of  the  statement  that  "  various  means  of  locking  45 
•c  the  jaws  when  closed  may  be  adopted  "  by  reference  to  the  drawing,  which  I 
consider  is  not  proper. 

Certain  drawings  were  put  in  which  were  made  by  divers  witnesses.  They 
seem  to  me  to  be  absolutely  valueless.  Anyone  who,  after  hearing  the  case,  and 
after  considering  the  various  Patents,  and  knowing  all  the  matter  which  has  50 
been  discovered — which,  as  I  say,  is  of  great  simplicity  when  it  is  once  shown 
to  you — now,  in  the  year  1901,  sits  down  to  draw  with  all  that  knowledge  from 
a  Patent  of  1883  of  course  cannot  denude  himself  of  the  subsequent  knowledge 
that  he  has  obtained ;  and  as  regards  the  drawings  they  seem  to  me  to  be 
perfectly  worthless.  55 

That,  I  think,  disposes  of  the  whole  question  on  the  Patent.    The  only  point 
on  which  I  want  now  to  look  at  the  judgment  of  the  Court  of  Appeal  in  granting 
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the  injunction  is  this.    I  want  the  injunction  as  regards  the  passing  off  to  be  ho 

limited  that  it  will  not  prevent  the  Defendants,  when  the  Patent  expires,  from 

using  the  article  which  will  then  be  free  to  all  the  world.    Have  you  got  a  copy 

of  the  injunction  ? 

5       Upjohn,  K.C. — It  is  in  a  form  which  is  usual  where  there  is  no  Patent,  to 

restrain  the  Defendants  "  from  selling,  or  offering,  or  exposing,  or  advertising 

"  for  sale,  or  procuring  to  be  sold,  any  hair-retaining  devices  not  of  the  Plaintiffs' 

"  manufacture  or  merchandise,  mounted  upon  such  show-cards  or  otherwise,  in 

"  such  a  manner  as  by  colourable  imitation  of  the  Plaintiffs1  devices  or  show- 

10  "  cards,  or  otherwise  to  be  calculated  to  represent  or  lead  to  the  belief  that  such 

"  devices  are  devices  of  the  Plaintiffs'  manufacture  or  merchandise."     I  think 

that  is  in  the  usual  form  when  there  is  no  question  of  a  Patent. 

FARWBLL,  «7. — It  was  suggested  by  Mr.  Butcher,  as  I  followed  him,  that  it 

r  might  be  said  to  give  you  protection  for  a  design  when  you  had  not  got  it, 

15  assuming  the  Patent  is  bad,  or  assuming  the  Patent  has  expired.     I  do  not  at 

present  see  that  it  has  that  effect. 

Upjohn,  K.C. — I  am  quite  willing  to  leave  out  the  word  "  devices  "  and  let  it 
be  "  by  colourable  imitation  of  the  Plaintiffs'  show-cards  or  otherwise." 

FARWBLL,  «7. — Something  of  this  sort  would  probably  serve  the  purpose : 

80  "  But  this  is  not  to  prevent  the  Defendants,  after  the  expiration  of  the  Plaintiffs' 

"  Patent,  from  selling  the  patented  articles."    That  is  really  what  it  comes  to. 

It  might  be  said  that  the  word  "  device  "  included  the  particular  form  or  shape 

of  the  comb.    I  do  not  think  the  Court  of  Appeal  could  have  meant  that. 

Upjohn,  K.C. — We  should  be  quite  willing  to  accept  that.    I  think  that 
25  expresses  the  position. 

FARWBLL,  J. — I  am  not  quite  sure  that  it  does  not  go  without  saying,  but 
inasmuch  as  the  word  "  devices  "  might  possibly  be  held  to  include  device  or 
conformation,  I  think,  perhaps,  it  would  be  better  to  qualify  it. 
Upjohn,  K.C. — If  your  Lordship  pleases. 
30       FAR  WELL,  «7. — Then   the   Plaintiffs   of  course  must  have  the  costs  of  the 
action ;    and    there    will    be    an    Order   for  the  delivery  up  of    all    hair- 
retaining  devices  in  the  possession  of  the  Defendants,  and  show-cards,  and  other 
documents  in  the  usual  way ;  also  a  direction  for  an  account  of  profits  and  a 
I  Certificate  as  to  the  validity  of  the  Patent  and  that  the  Breaches  have  been 

\  35  proved. 

*  Micklethwait. — My  Lord,  it  is  possible  that  my  clients  will  desire  to  consider 

their  position  at  any  rate,  and  I  should  ask  for  a  stay.   Under  the  circumstances 
it  seems  to  be  almost  a  formal  request. 
FARWBLL,  J. — Yes,  if  you  appeal  within  14  days  I  will  stay  the  delivery  up 
I  40  of  the  infringing  articles,  but  I  will  not  stay  the  injunction. 
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Clarke  and  Others  v.  Executors  of  Thomas  Hudson. 


In    the    High    Court    of    Justice.— Chancery  Division. 

Before   Mr.    Justice    Farwbll. 

March  22nd  and  29th,  1901. 

Clarke  and  Others  v.  Executors  of  Thomas  Hudson. 


Action  to  restrain  infringement  of  registered  Trade  Mark. — Application  for  5 
interlocutory  injunction  treated  as  trial. — Sotice  of  motion  claiming  relief  not 
asked  for  by  the  writ  as  to  advertisements. — Failure  of  Plaintiffs  as  to  relief 
asked  by  writ. — Offer  by  Defendants. — Action  dismissed,  Defendants  ordered 
to  pay  the  costs  down  to  and  including  writ,  the  Plaintiffs  to  pay  the  subsequent 
costs  with  a  set-off.  10 

On  the  2nd  of  February  1901  William  Clarke,  Thomas  Clarke  and  Joshua 
Parker,  executors  of  the  will  of  Henry  Clarice,  deceased,  commenced  an  action 
against  the  executors  of  the  will  of  Thomas  Hudson,  deceased,  claiming  an 
injunction  to  restrain  the  Defendants  from  infringing  the  registered  Trade 
Mark  "  Cogent "  (No.  52,594  in  Class  22)  and  other  incidental  relief.  i& 

The  Plaintiffs  gave  notice  of  motion  for  an  interlocutory  injunction,  such 
notice,  in  addition  to  asking  for  an  injunction  in  the  terms  of  the  writ,  asked 
also  for  an  injunction  to  restrain  the  Defendants  from  issuing,  publishing  or 
circulating,  or  causing  to  be  issued,  published  or  circulated,  any  circular,  adver- 
tisement or  notice  representing  or  inducing  the  public  to  believe  that  the  £0- 
Def endants  were  the  manufacturers  of  "  Cogent "  cycles. 

Affidavits  were  filed  on  both  sides.  It  appeared  that  the  writ  was  not  served 
until  February  27th.  On  the  14th  of  February  the  Plaintiffs*  solicitors  wrote  to 
the  Defendants  a  letter  of  that  date  complaining  of  certain  alleged  representations, 
made  by  the  Defendants  by  means  of  advertisements,  that  they  were  manufac-  25- 
turers  of  "  Cogent "  cycles,  and  asking  for  an  apology  for  having  appropriated 
the  Plaintiffs1  Trade  Mark,  such  apology  to  be  published  at  the  expense  of  the 
Defendants  in  such  papers  as  the  Plaintiffs  might  consider  necessary,  with- 
drawal of  the  advertisements  referred  to,  delivery  up  of  price  lists,  and  payment 
of  costs.  After  some  correspondence  and  an  interview,  the  Defendants1  solicitors,  30 
on  the  22nd  February,  wrote  to  the  Plaintiffs'  solicitors  as  follows  : — 

"  The  Defendants  have  consulted  us  upon  your  letter  to  them  of  the  14th  inst. 
44  Owing  to  the  blundering  of  the  proprietors  of  the  Cycle  Directory  our  clients 
"  have  been  described  therein  as  makers  of  the  Cogent  cycle,  and  owing  to  the 
44  carelessness  of  their  manager  of  the  hardware  department  the  blunder  has  not  35 
44  been  detected  and  corrected,  but  you  are  quite  in  error  in  asserting  that  any 
44  fuch  4«*cription  }g  contained  in  our  clients1  circulars  and  price  lists,    Our 
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•*  clients  will  notify  the  proprietors  of  the  Directory  to  correct  the  mistake,  and 
"  will  sign  any  reasonable  form  of  apology  and  undertaking  to  pay  your  costs  to 
44  date.  They  will  also  pay  for  the  insertion  of  the  apology  once  in  any  two 
44  papers  you  may  select.  You  must,  however,  distinctly  understand  that  our 
i  "  clients  have  not  appropriated,  or  attempted  to  appropriate,  the  Trade  Mark,  and 
44  that  they  only  offer  the  terms  set  out  above  because  they  feel  that  they  have 
44  been  careless  in  not  detecting  the  mistake  in  the  Directory.  If  these  terms 
44  are  not  accepted  our  clients  reserve  the  right  to  use  this  letter  as  they  may 
44  think  fit.    We  shall  be  glad  to  receive  form  of  apology  and  undertaking  for 

10  u  approval." 

This  letter  was  replied  to  by  a  letter  written  44  without  prejudice." 
Fulton  (instructed  by  H.  A.  Simsy  agent  for  Rhodes  &  Son,  of  Wolverhampton) 
appeared  for  the  Plaintiffs ;    Cozens-Hardy  (instructed  by  Wheatley,  Son  and 
Daniel,  agents  for  Cobbett,    Wheeler   and   Cobbett9  of   Manchester)  appeared 

U  for  the  Defendants. 

Fulton  asked  for  and  obtained  leave  to  amend  the  writ  so  as  to  be  in  accordance 
with  the  notice  of  motion,  and  it  was  agreed  that  the  hearing  of  the  motion 
should  be  treated  as  the  trial  of  the  action. 

(Jozens-Hardy. — There  is  no  case  made  by  the  evidence  of  infringement 

20  of  Trade  Mark The  Plaintiffs'  application  is  simply  to   restrain 

the  Defendants  from  circulating  in  a  Directory  not  compiled  by  them,  certain 
statements  which  are  alleged  to  be  untrue.  The  affidavits  are  filed  on  this 
point.    The  action  is  misconceived. 

Fabwbll,  /. — You  have  to  pay  the  costs  according  to  the  offer— that  is  costs 

25  to  the  date  of  the  writ.  Then  you  say  that  the  rest  of  the  action  is  misconceived 
against  you,  so  that  all  the  evidence  was  filed  on  a  misconceived  action,  but  the 
proper  Order  is  now  asked  for  at  the  Bar,  which  is  after  all  the  costs  have  been 
incurred.    What  do  you  say  to  that  ? 

Cozens-Hardy. — My  first  point  is,  I  submit,  good  :  but  even  supposing  this 

30  was  a  proper  action,  there  are  cases  to  show  that  where  there  is  a  threat  of 
proceedings  and  the  Defendant,  through  his  solicitors,  writes  a  letter  to  the 
Plaintiff  offering  him  everything  he  could  obtain  on  an  interlocutory  motion — 
and  there  is  no  suggestion  that  the  terms  of  the  letter  will  not  be  carried  out — 
and  notwithstanding  such  letter,  the  Plaintiff  commences  proceedings  and  moves 

35  for  an  injunction,  such  motion  will  be  refused  with  costs. 

Fulton. — The  Plaintiffs  did  not  receive  the  Defendants'  offer  until  after  the 
writ  had  been  issued. 

Cozens-Hardy. — I  do  not  object  to  pay  the  costs  up  to  and  including  the 
writ. 

40      Fulton. — I  suggest  that  the  Plaintiffs  are  entitled  to  the  whole  of  the  costs. 

All  the  cases  which  I  have  been  able  to  find 

FARWELL,  J. — They  do  not  touch  the  point  that  the  Plaintiffs'  action  is 
hopelessly  wrong.  You  have  not  a  tittle  of  evidence  in  support  of  the  claim 
made  on  your  writ. 

45  Fulton. — The  Defendants  have  admittedly  been  guilty  of  the  very  gravest 
misconduct,  and  I  do  not  know  why  the  Plaintiffs  should  be  deprived  of  their 
costs  when  the  Defendants  themselves  admit  that  it  has  been  owing  to  their 
carelessness  that  this  thing  has  arisen.  As  to  damages,  it  should  be  taken  into 
consideration  that  the  issue  of  this  advertisement  has  very  probably  caused  the 

50  Plaintiffs  damage.  The  advertisement,  if  unchecked,  might  lead  to  the  Plaintiffs' 
Trade  Mark  being  struck  off  the  Register.  Of  course  the  giving  of  costs  is 
entirely  within  the  discretion  of  the  Court,  but  all  the  cases  go  to  show  that  in 
such  a  case  as  this  the  discretion  of  the  Court  has  been  exercised  in  favour  of 
a  successful  Plaintiff,  and  where  he  has  obtained  his  decree  then  he  gets  his 

55  costs.  I  submit  that  the  principle  is,  as  I  have  said,  that  where  the  Defendant 
makes  an  offer  which  falls  short  of  what  the  Plaintiff  seeks — not  what  the  Court 
thinks  be  is  entitled  to  get — or,  if  after  the  issue  of  the  writ  the  Defendant  make* 
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an  offer  which  falls  short  of  the  terms  of  the  writ,  then  the  costs  are,  and  ought 
to  be,  given  to  the  successful  Plaintiff, 

Cozens-Hardy. — There  is  the  case  of  Jenkins  v.  Hope  (L.R.  1896, 1  Ch.  278). 
Farwell,  J. — I  do  not  want  cases.  * 

After  some  further  discussion,  judgment  was  given  as  follows  : — 
Fab  WELL,  J. — The  Plaintiffs  in  this  case  issue  a  writ  in  which  they  seek  to 
restrain  the  Defendants  from  infringing  their  registered  Trade  Mark.     The 
notice  of  motion,  after  following  the  writ,  proceeds  to  add  to  It  a  claim  to 
restrain  the  Defendants  from  circulating  or  issuing  circulars,  advertisements,  or   -ft 
notices  representing  or  inducing  people  to  believe  that  the  Defendants  are 
manufacturers  of  "  Cogent "  cycles,  a  claim  entirely  outside  the  writ,  and  the 
evidence  is  filed  in  the  action  as  it  exists  at  present.    There  is  nothing  whatever 
in  the  evidence  to  support  the  claim  on  the  writ,  nor  has  any  such  case  been 
attempted  to  be  made.    The  Plaintiffs  at  the  Bar  asked  for  liberty  to  amend 
their  writ  by  making  it  accord  with  their  notice  of  motion,  and  both  the   15 
Plaintiffs  and  Defendants  desire  to  make  an  end  of  the  action  now.     The  only 
question  is  that  of  costs.   What  has  happened  is  this.    The  Defendants,  by 
their  manager,  for  whom  of  course  they  are  responsible,  insert  an  advertise 
ment  in  a  certain  publication  called  "Porter's  Cycle  and  Motor-car  Trades 
"  Directory  for  1900-1,"  and  there  it  appears  in  this  form  :  "  Hudson,  Thomas  20 
u  (Exors.  of),  cycle  makers,  agents,  and  factors ;  makers  of  the  *  Venus '  (built 
"  with  all-round  tubes)  and  the  *  Cogent,1  and  agents  for "  so  and  so.    The 
evidence  of  the  manager,  for  whom,  as  I  say,  the  Defendants  are  responsible,  is 
that  he  simply  sent  an  order  which  he  has  exhibited,  saying,  "  insert  advertise- 
"  ment  as  before,"  and  if  he  did  not  settle  it  he  left  it  to  the  publishers  of  the  25 
Directory  to  settle  it  for  him,  and  they  put  in  those  words.    Of  course  that  is 
no  justification  so  far  as  the  Defendants  are  concerned.    They  cannot  justify 
that  advertisement,  nor  do  they  seek  to  do  so ;  but  on  the  day  the  writ  was 
issued  they  wrote  the  letter  of  the  22nd  February,  saying,  "  Our  clients  will 
"  notify  the  proprietors  of  the  Directory  to  correct  the  mistake,  and  will  sign  30 
"  any  reasonable  form  of  apology  and  undertake  to  pay  your  costs  to  date.  They 
"  will  also  pay  for  the  insertion  of  the  apology  once  in  any  two  papers  you  may 
"  select."    It  seems  to  me  that  is  a  most  reasonable  offer.    I  am  convinced,  on 
the  evidence  which  I  have  got,  that  the  Defendants  knew  nothing  about  it,  and 
did  not  desire  to  do  it.     They  have  exhibited  their  own  circulars  and  price  35 
lists,  and  there  is  not  a  word  about  these  "  Cogent "  cycles  anywhere  in  them. 
They  were  at  one  time,  years  ago,  agents  for  the  sale  of  the  "  Cogent."    They 
are  not  manufacturers  of  cycles  at  all,  and  so  far  as  I  can  see  it  was  the  merest 
blunder,  and  they  have  offered  to  pay  for  it  in  accordance  with  their  own 
letter.    But,  then,  what  justification  have  the  Plaintiffs  for  bringing  on  this  40 
action  now,  on  a  writ  which  does  not  claim  the  only  relief  to  which  the 
evidence  is  addressed,  and  asking  for  costs,  because  they  have  obtained  leave 
to  amend  at  the  Bar,  when  the  matter  comes  on  for  hearing,  by  adding  another 
paragraph,  to  the  writ  ?     It  seems  to  me  that  their  action  is  misconceived ; 
that  it  is,  so  far  as  I  can  see,  simply  to  make  costs ;  and  that  they  ought  to   45 
have  accepted  that  offer.    The  Defendants  must  abide  by  the  offer  to  pay  the 
costs  down  to  and  including  the  writ,  but  they  will  get  the  costs  of  the  action — 
•the  Plaintiffs  will  pay  them,  and  there  will  be  a  set-off. 
Gozens-Hardy. — The  action  will  be  dismissed  ? 
Fabwbll,  J.— Yes.  50 
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Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  the  Pneumatic  Tyre  Company,  LA. 

v.  British  and  Colonial  Motor  Car  Company,  Ld.,  and  Another. 

-  Same  v.  M.  de  Breyne. 


In  the  High  Court  of  Justicb.— King's  Bbnoh  Division. 

Be/ore  Thb  Lord  Chief  Justice  of  England. 

i 

Friday,  June  Hth,  1901. 

Dunlop    Pneumatic    Tyre    Companv,    Ld.,     and    Pneumatic    Tyre 
5         Company,  Ld.  v..  British  and  Colonial  Motor  Car  Company,  Ld., 
and  Another. 

Same  v.  M.  de  Breyne. 


Patent. — Action  for  infringement. ^-Validity  of  Patent  not  contested. — 
Importation  of  infringing  articles  manufactured  abroad. — Exhibition  of 
10  infringing  articles  without  sale  or  intention  of  sale. — Infringing  articles 
exhibited  whilst  performing  the  function  indicated  in  the  Specification  of  the 
Letters  Patent  sued  upon. — User. — Injunction. — Damages  of  a  nominal 
character. 

The  Plaintiffs  were  the  registered  owners  of  Letters  Patent  No.  16,783  of 

15  1890,  granted  to  William  Erskine  Bartlett.#r  "Improvements  in  tyres  or  rims 

ufor  cycles  or  other  vehicles."    The  validity  of  these  Letters  Patent  had  been 

established  in  a  previous  action,  and  was  not  in  dispute  in  either  of  these  actions, 

in  both  of  which  the  feats  and  matters  in  issue  were  identical.    The  Defendants 

were  manufacturers  of  motor  cars,  and  at  the  Stanley  Cycle  Show  held  at  (he 

70  Agricultural  Hall,  Islington,  exhibited  a  number  of  motor  cars.    These  motor 

cars  had  fitted  to  and  fully  inflated  upon  their  wheels  tyres  manufactured 

abroad  in  accordance  with  the  Specification  of  the  Letters  Patent  sued  upon 

and  imported  by  the  Defendants  into  this  country.    The  motor  cars  themselves 

were  on  exhibition  for  sale,  but  the  Defendants  contended,  and  it  appeared  upon 

25  the  evidence  to  be  the  fact,  that  there  was  no  intention  of  selling  the  tyres  or 

offering  them  for  sale  together  with  the  cars,  but  that  if  a  car  was  sold  the 

imported  tyres  would  have  been  taken  off  and  other  tyres  manufactured  by 

licensees  of  the  Plaintiffs  under  the  Letters  Patent  sited  upon  placed  upon 

the  car  wheels  prior  to  delivery  to  a  purchaser.    On  this  ground  the  Defendants 

2f 
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Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  the  Pneumatic  Tyre  Company,  Ld. 

v.  British  and  Colonial  Motor  Car  Company,  Ld.,  and  Another. 

Same  v.  M.  de  Breyne. 

contended  that  there  was  no  infringement,  there  being  no  sale  or  offer  for  sale 
or  user  within  the  meaning  of  the  words  of  the  grant  of  the  Letters  Patent. 

Held,  that,  even  altlwugh  the  Defendants  had  not  any  intention  of  selling  the 
tyres  complained  of,  the?*e  had  been  such  a  user  of  the  invention  as  to  amount 
to  an  infringement,  and  that  the  Plaintiffs  were  entitled  to  an  injunction.  5 
Damages  were  assessed  at  the  nominal  amount  of  40s.,  and  the  Plaintiffs  were 
awarded  costs,  but  not  solicitor  and  client  costs. 

The  action  against  the  British  and  Colonial  Motor  Car  Company  and  Adams 
was  taken  first. 

In  the  year  1890  Letters  Patent  No.  16,783  were  granted  to  one  William  \Q 
Erskine  Bartlett  for  an  invention  entitled  "  Improvements  in  tyres  or  rims  for 
"  cycles  or  other  vehicles."  This  Patent  was  subsequently  assigned  to  the 
Plaintiffs,  who  were,  at  all  times  material  to  this  action,  the  registered  proprietors 
thereof.  On  the  30th  of  November  1900,  the  Plaintiffs  commenced  an  action 
against  the  Defendants  claiming  in  their  writ  the  usual  relief  against  infringe-  \$ 
ment.  An  interim  injunction  restraining  the  Defendants  from  infringing  the 
said  Letters  Patent  was  applied  for,  ex  parte,  on  the  same  day  and  was  granted 
over  the  4th  of  December,  and  on  that  later  date  was  continued,  after  hearing  both 
parties,  until  the  trial  of  the  action. 

The  Statement  of  Claim,  after  setting  forth  that  the  Plaintiffs  were  the  owners  20 
of  the  Patent,  and  that  its  validity  had  been  established  in  a  previous  action, 
alleged  infringement  by  the  Defendants  and  claimed  the  usual  relief. 

The  Particulars  of  Breaches  alleged  : — 1.  That  the  Defendants  had  infringed 
the  Patent  by  importing,  selling  and  offering  for  sale,  exhibiting,  and  soliciting 
orders  for  and  using  pneumatic  tyres,  and  parts  of  pneumatic  tyres,  which  were  25 
infringements  of  the  said  Letters  Patent.  2.  In  particular,  that  the  Defendants 
had  imported  and  exhibited,  sold,  offered  for  sale,  and  solicited  orders  for  and 
used,  infringing  pneumatic  tyres  affixed  to  motor  vehicles,  which  were  exhibited 
and  offered  for  sale  and  sold  at  the  Stanley  Cycle  Show,  held  at  the  Agricultural 
Hall,  Islington,  from  the  23rd  of  November  to  the  1st  of  December  1900.  30 

The  Defendants,  by  their  Defence,  admitted  the  Plaintiffs'  title  to  and  the 
validity  of  the  Patent,  but  denied  infringement. 

The  reply  was  a  joinder  of  issue. 

Prior  to  the  hearing  of  the  action  the  Defendants  admitted  that  they  had,  in 
fact,  imported  from  abroad  and  exhibited  at  the  Stanley  Show,  on  the  dates  35 
mentioned,  certain  motor  cars  to  the  wheels  of  which   were  affixed  certain 
pneumatic  tyres  known  as  "  Continental  thickened  edged  tyres,"  and  "  Englebert 
"  thickened  edged  tyres." 

The  issues  were  thus  reduced  to  one,  namely,  that  of  infringement. 

On  the  action  now  coming  on  for  trial,  Walter  (instructed  by  J.  B.  and  F.  40 
Purchase)  appeared  for  the  Plaintiffs  ;  T.  Terrell,  K.C.,  and  Statham  (instructed 
by  Beyfus  and  Beyfus)  for  the  Defendants. 

Walter,  for  the  Plaintiffs. — It  is  not  now  disputed  that  the  tyres  complained 
of  were  manufactured  abroad  in  accordance  with  the  Plaintiffs'  Specification. 
Whether  mere  importation  is  an  infringement  or  not,  there  has  clearly  been  a  45 
user,  as  the  tyres  were  inflated  and  served  the  purpose  of  the  invention  when  on 
the  wheels  of  the  cars.  Nor  was  there  any  indication  that  the  tyres  were  not 
for  sale. 

Baisley  and  Tees  gave  evidence  to  show  that  at  the  Show  the  tyres  were  fully 
inflated,  and  that  no  notice  of  the  Defendants'  intention  not  to  sell  the  tyres  as  50 
they  stood  with  the  cars  was  exhibited  by  them. 
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Terrell,  KC,  called  the  managing  director  of  the  Defendant  Company  to 
prove  that  the  tyres  were  not  sold  or  offered  for  sale  by  the  Defendants  at  the 
Show ;  that  the  motor  cars  were  purchased  abroad  without  the  tyres,  which 
were  not  the  property  of  the  Defendants,  but  had  been  placed  on  the  wheels  by 
5  the  foreign  manufacturers  by  mistake.  There  was  no  intention  of  selling  these 
tyres,  and  if  a  car  was  sold  "Grappler"  tyres,  i.e.,  tyres  manufactured  under 
license  from  the  Plaintiff  Company,  would  be  substituted  before  delivery. 

Terrell,  K.C.,  then  summed  up  the  Defendants'  case. — The  Defendants  never 
had  any  property  in  the  tyres,  which,  in  fact,  belonged  to  the  German  manufac- 

10  turers;  there  is  no  evidence  of  any  intention  to  sell  or  offer  for  sale.  [The  LORD 
CHIEF  JUSTICE.— What  about  user  ?]  What  is  user— a  question  of  fact  ?  [The 
Lord  Chief  Justice. — Mere  possession  may  not  be  user  but  it  may  be — it  might 
not  be  user  in  a  case  where  a  carrier  was  carrying  a  trre,  per  se,  from  one  place 
to  another.]    The  function  of  a  tyre  is  to  run.     [The  Lord  Chief  Justice. — I 

15  thought  it  was  also  to  support  the  carriage  when  at  rest.]  There  was  no  intention 
to  use — what  is  objected  to  is  exposure  for  sale,  but  there  was,  in  fact,  no 
exposure  for  sale ;  it  was  a  mere  accident  that  these  tyres  were  exhibited  at  all ; 
where  there  is  only  a  mere  technical  user  there  should  be  no  injunction  and  no 
damages  at  all,  or  only  one  farthing  at  most ;  the  case  of  the  British  Motor 

20  Syndicate  v.  Taylor  (17  R.P.C.  723)  is  different. 

Walter,  for  Plaintiffs,  in  reply. — There  has  been,  in  fact,  a  user,  and  the 
Plaintiffs  are  entitled  to  both  damages  and  injunction. 

The  action  against  De  Breyne  was  then  called  on,  and  Counsel  stated  that  the 
facts  were  similar  to  those  in  the  other  action. 

25  Lord  ALVERSTONE,  L.C.J. — In  these  cases  actions  have  been  brought  for 
infringement  against  the  Defendants,  who  have,  J  will  assume  innocently, 
exposed  motor  cars  at  the  Agricultural  Hall  having  upon  them  intringing  tyres. 
It  is  not  disputed  that  the  motor  cars  were  exposed  for  sale.  It  is  not  disputed 
that  they  would,  as  a  rule,  be  quoted  with  the  tyres  and  sold  with  the  tyres,  but 

30  it  may  be  taken  in  favour  of  the  Defendants  that  they  would  not  have  sold  the 
motor  cars,  even  if  they  effected  a  sale,  with  these  tyres,  but  would  have  changed 
them  before  the  actual  delivery  for  "  Grapplers"  which  they  were  entitled  to 
use.  Therefore,  when  I  say  the  tyres  were  exposed  for  sale,  and  that  a  price 
was  quoted  for  the  machine  with  the  tyres,  I  have  not  overlooked  the  fact  that 

35  undoubtedly  the  Defendants  honestly  intended  to  change  the  tyres  before  any 
actual  sale  took  place ;  but  for  a  period  of  five  or  six  days  these  machines  were 
supported  on  these  tyres,  which  were  fully  inflated,  and  presented  to  the  possible 
customer  or  spectator  who  came  to  the  Show  the  appearance  of  a  motor  car  as  it 
would  appear  with  pneumatic  tyres  upon  it,  the  weight  being  taken  off  by  the 

40  pressure  of  the  air  acting  upon  the  rubber.  I  cannot  think  that  it  would  be  the 
same  thing  to  show  motor  cars  without  any  tyres.  I  could  well  imagine  that 
people  would  want  to  know  whether  the  weight  of  the  vehicle  was  such  that  it 
could  be  properly  supported  by  pneumatic  tyres. 

I  am  clearly  of  opinion,  and  all  the  authorities  that  I  know  of  support  me  in 

45  that  view,  that  this  was  a  use  by  the  Defendants  of  the  invention-  within  the 
United  Kingdom  within  the  terms  of  the  Patent.  1  do  not  want  to  put  my 
judgment  (and  I  do  not  want  to  put  it  any  further  than  I  ought)  upon  any 
attempt  to  sell  the  tyres,  but  I  do  say  if  a  person  uses  an  invention  to  present  his 
goods  for  sale,  and  intending  the  thing  exhibited  to  represent  what  he  is  going 

50  to  sell,  and  if  part  of  that  thing  is  an  article  which  is  an  infringement  and  is 
serving  a  useful  purpose  during  that  time  by  being  exhibited  as  part  of  the 
machine,  I  think  it  is  a  user  of  the  invention.  1  said,  in  the  judgment  that  I 
delivered  in  the  British  Motor  case  last  year,  that  in  my  opinion  there  certainly 
might  be  cases  in  which — I  think  the  words  I  used  were  *•  mere  possession  " ;  I 

55  am  not  quite  sure — mere  possession  might  not  amount  to  infringement.     Of 
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course  I  should  always  consider  the  facts  of  a  particular  case.  In  this  case  I 
find,  as  a  fact,  that  the  invention  was  being  used,  and  used  for  the  purposes  for 
which  the  patented  article  would  be  useful  during  the  time  it  was  exhibited. 
Of  course  no  ignorance  would  be  any  defence.  The  real  question  is,  has  or  has 
it  not  been  used  ?  I  think  one  ought  to  remember  that  in  these  cases  it  is  no  5 
doubt  impossible  to  stop  every  case  in  whi  h  there  is  an  actual  infringement, 
and  1  think  that  it  is  a  proper  step  to  have  taken  to  warn  people  who  are  using 
an  infringing  article  for  a  purpose  which  I  think  is  a  use  of  the  invention,  that 
they  ought  not  to  do  so. 

I  do  not  think  it  can  be  seriously  contended  here  that  the  Plaintiffs  have  10 
suffered  any  substantial  damage,  because,  although  it  is  quite  true  that  these 
motor  cars  were  exhibited  with  tyres,  and  if  they  had  not  had  these  tyres  on 
they,  ex  hypothesi,  would  have  had  the  Patentees'  tyres  on  them,  yet  inasmuch 
as  it  appears  to  have  happened  by   inadvertence,   and  the  Defendants  were 
prepared  to,  or  would  have,  if  necessary,  put  "  Grappler  "  tyres  on  afterwards,  it  15 
cannot  be  said  that  there  has  been  any  damage  caused  to  the  Plaintiffs  by  these 
four  or  five  sets  of  tyres  being  in  England  instead  of  tyres  of  their  manufacture. 
I  think,  therefore,  as  far  as  damages  are  concerned,  the  Plaintiffs  are  entitled  to 
40s.  and  no  more.    I  think  they  are  entitled  to  an  injunction  because  the 
Defendants  have  pleaded  that  this  which  they  did  did  not  amount  to  an  infringe-  go 
ment.    If  I  were  to  say  that  there  should  be  no  injunction  it  might  be  construed 
into  a  decision  that  what  the  Defendants  have  done  is  something  which  I 
thought  ought  not  to  be  restrained.    I  therefore  give  judgment  for  the  Plaintiffs 
in  each  case,  with  40s.  damages. 

-    Walter. — As  regards  the  tyres  that  are  in  this  country,  what  is  to  be  done  ?       25 
.   Terrell,  K.C. — They  have  to  be  sent  out  of  the  country.     We  are  under 
.contract  to  send  them  out. 

The  Lord  Chief  Justice. — I  understand  that  the  tyres  are  going  out  of  the 
country. 

Terrell,  K.C.— Yes.  30 

Walter. — As  long  as  that  is  understood  that  is  all  I  want.    There  will  be 
judgment,  with  costs,  for  the  Plaintiffs. 

The  Lord  Chief  Justice. — This  is  not  a  case  in  which  you  ought  to  have 
solicitor  and  client  costs. 

Walter. — I  do  not  ask  for  solicitor  and  client  costs.  35 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  MR.  JUSTICE  JOYCE. 

May  13th,  1901. 

Pegamoid,  Ld.  v.  British  Leather  Cloth  Manufacturing  Company,  Ld. 

5  Patent.  —Action  for  infringement —  Validity. — Novelty  and  subject-matter. — 
Anticijtation.— Patent  held  invalid. — Certificate  as  to  Particulars  of  Objection. 

The  owners  of  a  Patent  for  4  Improvements  in  tlie  treatment  of  paper,  linen, 
"  and  other  textile  fabrics,'  sued  the  Defendants  for  infringement.  The  Defen- 
dants alleged  that  the  Patent  was  invalid,  and  cited  in  their  Particulars  of 
10  Objections  a  number  of  Specifications. 

Held,  that  the  Patent  was  invalid  by  reason  of  anticipation.  The  action 
was  dismissed  with  costs.  A  Certificate  that  the  Particulars  of  Objections  were 
reasonable  and  proper  ivas  granted  on  the  evidence  of  Plaintiffs1  witness,  who 
was  recalled  for  fur titer  cross-examination. 

15      In  1891  Letters  Patent  (No.  19,710  of  1891)  were  granted  to  Frederick  George 

Annison  for  "  Improvements  in  the  treatment  of  paper,  linen,  and  other  textile 

"  fabrics  applicable  to  the  manufacture  of  show  bills,  show  cards,  posters, 

"  tablets,  wall  decorations,  and  other  purposes." 

The  Complete  Specification,  so  far  as  material  for  this  Report,  was  as  follows : — 

20  "  The  object  of  this  invention  is  to  treat  paper  linen  and  other  textile  fabrics  in 
"  such  a  way  or  ways  to  enable  black  or  coloured  designs  or  matter  to  be  printed 
"  thereon  so  as  to  produce  durable  waterproof  show  bills,  posters  and  tablets  for 
"  advertising  purposes  instead  of  printing  the  matter  on  paper  and  then  sticking 
"  it  on  canvas  as  commonly  practised  which  is  easily  destroyed  by  wet  or 

25  "  otherwise  ;  fabrics  so  treated  being  also  applicable  for  wall  decorations  and 
"  other  purposes. 

"  According  to  this  invention  in  order  to  waterproof  the  material  I  take 
"  strong  linen  or  other  suitable  material  of  a  fine  texture  and  impregnate  it 
"  with  an  opaque  or  white  solution  of  xylonite  known  also  as  celluloid  and 

30  "  ivoryine  or  if  the  material  is  required  to  be  used  for  transparencies  1  employ 
"  in  a  similar  manner  a  transparent  solution  of  xylonite  and  then  pass  it  through 
"  a  heated  chamber  to  dry  and  also  to  evaporate  the  alcohol  and  camphor,  I  then 
"  press  it  between  rollers  in  order  to  make  the  surface  very  smooth  and  by 
"  these  means  I  am  able  to  print  direct  the  required  design  on  the  material  so 

35  "  prepared  in  the  usual  way  as  practised  for  printing  on  paper  without  the 
"  colours  being  affected.  I  finally  coat  it  with  a  suitable  varnish.  The  xylonite 
"  used  as  above  being  opaque  white  must  be  applied  before  printing  or  it  would 
"  entirely  obliterate  the  design. 
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44  On  account  of  the  xylonite  solution  being  of  such  a  quick  drying  nature 
"  large  surfaces  cannot  be  impregnated  therewith  with  a  sponge  or  brush  as  the 
"  surface  would  not  be  sufficiently  even,  it  is,  therefore  necessary  to  employ 
44  machinery  for  this  purpose,  and  in  order  to  enable  my  invention  to  be  carried 
"into  effect  I  will  proceed  to  describe  the  machinery  with  reference  to  the  5 
44  accompanying  drawings  that  will  answer  well  although  I  do  not  intend  to 
"  limit  myself  to  the  use  of  this  machinery  as  other  machinery  might  be 
"  designed  to  answer  the  purpose."  [The  Specification  then  described  the 
drawings.] 

"  I  am  aware  that  fabrics  have  hithertof ore  been  coated  with  sheets  of  xylonite  10 
"  and  the  like  for  making  playing  cards  and  the  like  having  small  surfaces." 

The  Patentee  claimed  u  The  improvement  in  the  process  of  treating  fabrics 
44  which  consists  in  impregnating  such  fabrics  with  liquid  xylonite  or  celluloid 
"  substantially  as  described." 

The  Patent  was  assigned  to  Pegamoid,  Ld.,  who  in  1900  commenced  an  action  15 
against  the  British  Leather  Cloth  Manufacturing  Company,  Ld.,  alleging  that 
they  had  infringed  it  by  manufacturing,  selling,  and  offering  for  sale,  prior  to 
the  date  of  the  issue  of  the  writ,  leather  and   other  cloth  stuffs  treated  in 
infringement  of  the  Plaintiffs1  Patent. 

The  Defendants  denied  infringement,  and  also  alleged  that  the  Plaintiffs  20 
were  not  the  registered  owners  of  the  Patent,  and  that  the  Patent  was  invalid 
on    the  grounds    set  forth   in  the    following    Particulars    of    Objections : — 
44  1.  Frederick  George  Annison,  referred  to  in  the  Statement  of  Claim,  was  not 
44  the  true  and  first  inventor  of  the  alleged  invention.    2.  The  alleged  invention 
*'  was  not  new  at  the  date  of  the  said  Letters  Patent,  and  was  not  subject-  25 
44  matter  for  valid  Letters  Patent,  having  regard  to  the  common  and  public 
44  knowledge  at  the  date  thereof,  and  the  Defendants  propose  to  refer  to  all  the 
44  prior  publications  set  out  in  paragraph  4  hereof  as  disclosing  part  of  the 
44  common  general  knowledge,  and  to  allege  that  it  was  common  knowledge 
44  that — (a)  linen,  leather,  or  other  suitable  material  could  be  impregnated  and  30 
44  coated  with  solutions  of  xylonite  or  other  like  substances  ;  (b)  the  surface  of 
44  the  material  coated  with  xylonite  or  like  substances  could  after  drying  be 

44  made  by  pressure  a^    rubbing  sufficiently  smooth  to  allow  of  being  printed 

44  upon  ;  and  (c)  the  surface,  printed  or  otherwise,  could  be  coated  with  suitable  35 
44  varnish.    The  Defendants  will  contend  that  the  alleged  invention  is  a  mere 
44  particular  application  involving  no  invention  of  such  common  knowledge. 
44  3.  The   alleged  invention  was  not   useful.    4.  The  alleged  invention  was 
44  published  within  this  realm  prior  to  the  date  of  the  said  Letters  Patent  by 
44  the  filing  at  the   Patent    Offico  of  the  following    Specifications:—    [The  40 
44  Specifications  of  fifteen  persons  were  then  referred  to  by  names,  dates,  Ac] 
44  5.  The  alleged  invention  was  published  within  this  realm  prior  to  the  date 
44  of  the  said  Letters  Patent  by  the  manufacture  and  sale  of  goods  produced  by 
44  the  use  of  the  materials  and  process  described  and  claimed  in  the  Plaintiffs' 
44  Complete  Specification  at  the  places  and  in  the  years  hereinafter  mentioned —  45 
44  (a)  by  the  Parkesine  Company,  Ld.,  and  subsequently  by  Mr.  Daniel  Spill, 
44  Daniel  Spill  A  Co.,  and  the  British  Xylonite  Company,  Ld.  [at  the  places 
44  stated],  during  the  years  1866  to  1887  inclusive;  {b)  by  the  Queen's  Mill 
44  Company,  at  Queen's  Mill,  Lancaster,  during  the  years  1884  to  1889  inclusive. 
44  6.  The  Provisional  Specification  of  the  alleged  invention  does  not  describe  50 
44  the  nature  thereof,  and  the  invention  claimed  in  the  Complete  Specification 
44  is  an  invention  differing  from  and  larger  than  that  described  in  the  said 
44  Provisional  Specification,  and  differs  therefrom  in  the  following  particulars, 
44  that  is  to  say  "  : —    [Certain  alleged  differences  were  stated.] 
The  action  came  on  for  trial  on  the  13th  of  May  1901.  55 

J.  F.  Moulton,  K.C.,  T.  Terrell,  K.C.,  and  A.  J.  Walter  (instructed  by 
S.  J.  R-  Stammers)  appeared  for  the  Plaintiffs;   and  C.  A.  Cripps,  K.C., 
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T.  R.  Hughes,  K.C.,  and  R.  Frost  (instructed  by  Peacock  and  Goddard,  agents 
for  Higson  A  Son,  of  Manchester)  for  the  Defendants. 

Moulton,  ICC,  for  the  Plaintiffs,  said  the  Patent  differed  from  the  previous 
Patents  in  that  it  proposed  to  impregnate  the  textile  fabrics  with  a  liquid 
5  solution  of  xylonite  instead  of  coating  them  with  a  paste. 

Edward  Bevan,  consulting  chemist,  was  called  as  a  witness  for  the  Plaintiffs. 
He  said  that  the  gist  of  the  Patent  was  the  impregnation  with  a  thin  solution- 
of  nitrocellulose,  as  opposed  to  the  previous  thickened  doughy  mass.  In  cross- 
examination  he  admitted  that  the  stuffs  produced  to  him  as  the  manufacture  of 
10  the  Plaintiffs  and  of  the  Defendants  were  in  each  case  only  coated  with  xylonite 
and  not  impregnated. 

Moulton,  K.C. — I  cannot  carry  it  any  further.     If  impregnation  does  not 
produce  the  distinct  effects  then  there  is  nothing  to  support  the  Patent. 
Joyce,  J. — It  appears  to  me  that  there  is  no  infringement  and  that  there  is 
L5  not  sufficient  to  support  the  Patent.    The  action  will  be  dismissed  with  costs. 
Cripps,  K.C,  applied  for  a  Certificate  that  the  Particulars  of  Objections  were 
reasonable  and  proper.    By  permission  of  the  learned  Judge  he  continued  his 
cross-examination  of  the  witness,  who  said  that  all  the  Specifications  set  forth  in 
the  Particulars  as  anticipations  indicated  some  form  of  coating  with  xylonite, 
20  and  that,  taking  the  case  as  it  stood,  they  would  all  have  been  anticipations  of 
the  coating  principle. 
JOYCE,  </.,  granted  the  Certificate  in  the  ordinary  form. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Cozens-Hardy. 

25  April  16th  and  26th,  1901. 

Parker  Manufacturing  Company,  Ld.  v.  Cooper. 

Action  to  restrain  j[)assi?ig-off  and  infringement  of  Trade  Marks. — Order 

made  by  consent  for  injunction  to  restrain  passing-off  and  infringetnent. — 

Motion  to  commit  for  breach  of  this  Order. — Advertisement. — Sale  of  goods 

30  during  Defendant's  absence  and  without  his  knowledge. — No  Order  on  motion. — 

No  costs  given  to  Defendant. 

In  an  action    brought  by  the  Parker  Manufacturing  Company  against 

Guthbert  Cooper  and  the  Standard  Button  Fastener  Company  (which  was  the 

trading  style  of  Cooper)  an  Order  was  on  the  9th  of  November  1900  by  consent 

35  made  on  the  hearing  of  a  motion  for  an  interlocutory  injunction,  which  by 

consent  was  treated  as  the  trial  of   the  action,  perpetually  restraining  the 
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Defendants  from  passing  off  their  goods  as  and  for  the  goods  of  the  Plaintiffs, 
and  from  infringing  certain  Trade  Marks  (No.  81,482  and  No.  75,861).    This 
Order  was  served  on  the  Defendant  on  the  28th  of  February  1901.    On  the  26th 
of  March  1901  the  Plaintiffs  gave  notice  to  move  for  an  Order  committing  the 
Defendant  Cooper  to  prison  "  for  breach  of  the  "  above-mentioned  Order,  and  5 
that  he  might  be  ordered  to  pay  the  costs  of  the  application  as  between  solicitor 
and  client.    Adolph  Rickmann,  the  agent  in  this  country  of  the  Plaintiff 
Company,  made  an  affidavit  in  support  of  the  motion,  alleging  {inter  alia)  that 
"  Peninsular  "  button  fasteners  meant  the  Plaintiffs'  button  fasteners,  and  that 
button  fastening  machines  manufactured   by  the  Plaintiffs  were  known  as  10 
"  Peninsular  "  machines  ;  that  the  Defendant  had  recently  inserted  an  adver- 
tisement in  the  u  Shoe  and  Leather  Record  "  of  the  8th  of  February  1901,  and 
subsequent  issues,  which  was  as  follows  : — "  Cuthbert  Cooper,  the  Standard 
"  Button  Works,  Staniforth  Road,  Attercliffe,  Sheffield.    Manufacturer  of  every 
"  description  of  Buttons  and  Button  Fasteners  for  the  Boot  and  Shoe  Trade.  15 
"  One  Great  Gross  of  our  '  Standard '  Button  Fasteners  on  the  *  Peninsular ' 
"  principle  will  be  sent  Post  Paid  on  receipt  of  2s.  9d.    These  Fasteners  will 
"  work  and  may  be  used  in  any  American  4  Peninsular  *  Machines  without  any 
"  infringement  whatever,  either  by  the  user  or  the  seller.    These  Fasteners  are 
"  usually  sold  at  As.  per  box.    Special  quotations  for  large  quantities  on  appli-  20 
"  cation.    These  Fasteners  are  in  use  in  some  of  the  largest  Boot  and  Shoe 
•*  establishments  in  the  country,  and  give  every  satisfaction.    Every  other 
u  kind  of  Button  Fasteners  at  the  lowest  prices.    Repairing  Button  Fastening 
"  Machines  a  Specialty."     Representations  of  the  fasteners  appeared  in  the 
margin ;    he    also    alleged    that    the    use  by    the    Defendant    of    the    word  25 
"Peninsular"  in  connection  with  his  fasteners  in  his  advertisements  or  other- 
wise would  mislead    purchasers;    that  the  reference    to   use    in    American 
"  Peninsular "  machines  would  mislead  purchasers ;  also  that  4s.  a  box  was 
the  price  charged  by  the  Plaintiffs  for  their  "  Peninsular "  fasteners,  and  that 
the  fasteners  exhibited  to  the  affidavit  of  8.  Erridge  were  not  of  the  Plaintiffs1  80 
manufacture.    S.  Erridge,  boot  and  shoe  manufacturer,  alleged  in  an  affidavit 
that  on  the  6th  of  March  1901  he  wrote  to  the  Defendant  Cooper  as  follows  : — 
"  Noticing  your  advertisement  in  the  '  Shoe  and  Leather  Record,1  I  shall  be 
"  obliged   if  you  will  send  me  a    great  gross  of    the   *  Peninsular 1   button 
"  fasteners,  for  which  I  enclose  P.O.  2s.  9d."  and  that  in  reply  he  received  35 
the  box  of  fasteners  exhibited  thereto. 

In  answer  to  these  affidavits  the  Defendant,  Cooper,  in  an  affidavit,  alleged 
{inter  alia)  that  he  was  the  sole  person  trading  as  the  Standard  Button  Fastener 
Company,  and  had  sold  "  Standard  "  button  fasteners  for  two  years ;  that  with 
reference  to  the  order  sent  to  his  works  by  S.  Erridge,  which  came  and  was  40 
executed  in  his  absence,  he  was  informed  by  his  son,  Charles  Cooper,  who  was 
in  his  employment,  that  he  sent  a  great  gross  of  his  "  Standard  "  button  fasteners 
made  up  and  labelled  in  a  box  similar  to  one  exhibited,  together  with  a 
receipted  invoice  for  one  great  gross  of  "Standard11  button  fasteners  of  his 
make,  and  therefore  the  said  S.  Erridge,  was  not  misled  into  the  belief  that  he  45 
was  buying  the  Plaintiffs1  goods.  C.  Cooper,  the  Defendants  son,  also  made  an 
affidavit  alleging  that  he  sent  the  fasteners  whilst  the  Defendant  was  away 
travelling. 

The  Plaintiffs  filed  several  affidavits  in  reply,  including  one  by  Charles  Hinde, 
in  which  he  stated  that  after  reading  the  Defendant's  advertisement  of  the  8th  50 
of  February  he,  on  or  about  the  9th  of  February,  wrote  to  him  a  letter  asking 
for  a  gross  of  "  Peninsular  "  fasteners  and  received  from  the  Defendant  a  box 
of  his  "  Standard  "  button  fasteners,  and  that  on  the  6th  of  March  he  wrote  to 
the  Defendant  for  another  box  of  "  Peninsular  "  fasteners  and  again  received  a 
box  of  "  Standard  "  fasteners.  <.£5 

Eve,  K.C.,  and  J.  C.  Ghraham  (instructed  by  Lawrence  and  Webster)  appeared 
for  the  Plaintiffs ;  Macnaghten,  K.C.,  and  E.  8.  Ford  (instructed  by  Johnson, 
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Weatherall  and  Sturt,  agents  for  Broomhead,  Wrightman  and  Moore)  appeared 
for  the  Defendant. 

Eve,  E.C. — The  Plaintiffs*  fasteners  are  made  under  a  Patent,  and  are  adapted 

only  for  use  with  particular  patented  machines  of  which  the  Plaintiffs  are  sole 

5  manufacturers,  and  only  license  them  to  be  used  for  attaching  the  said  fasteners. 

These  fasteners  are  known  as  "  Peninsular  "  button  fasteners.    Before  the  action 

the  Defendant  was  offering  button  fasteners  for  sale  made,   as  we  say,  in 

infringement  of  our  Patent,*  and  in  boxes  got  up  to  imitate  the  Plaintiffs'  goods. 

The  Defendant  conceded  by  submitting  that  down  to  the  date  o£  the  Order  of 

10  the  9th  of  November  he  had  been  guilty  of  attempting  to  pass  off  his  goods  as 

the  Plaintiffs9.    His  case  is  that  after  that  Order  he  destroyed  the  boxes  and 

labels  complained  of,  and  he  then  advertised  in  a  way  to  which  we  could  take 

no  legal  exception.    The  Plaintiffs  having  advertised  the  Order,  the  Defendant 

became  very  irate,  and  altered  the  wording  of  his  advertisement,  and  his  present 

15  advertisement,  coupled   with   the   specific  acts  of  passing-off  of  which  we 

complain,  constitute  a  breach  of  the  injunction. 

Macnaghten,  K.C.— The  Defendant  is  entitled  to  say  that  he  sells  fasteners 
the  same  as  the  "  Peninsular  "  article,  although  he  sells  them  cheaper.     If  the 
Defendant  fails  in  the  Patent  action  he  will  have  to  pay  for  them. 
80      Eve,  K.C.,  then  began  reading  the  affidavit  of  Hinde  in  reply. 

MacnagTUen,  K.C.,  objected.    The  notice  of  motion  is  not  a  proper  one.     It 

does  not  indicate  to  which  breach  of  the  Order  it  is  directed.     Even  if  it  is 

sufficient  the  Plaintiffs  cannot  go  outside  it,  and  cannot  go  into  other  matters 

afterwards.    On  committal  you  must  make  your  case  by  your  evidence  in  chief. 

25  Here  no  fresh  case  of  passing-off  can  be  introduced  by  affidavits  in  reply. 

Eve,  K.C. — The  Defendant  never  asked  to  be  allowed  to  answer  Hinde's 
affidavit. 

Macnaghten,  K.C. — We  only  had  it  last  Wednesday.    The  two  instances  given 
are  on  the  9th  of  February  and  the  6th  of  March.     They  were  both  known  to 
30  the  Plaintiffs  when  the  motion  was  launched. 

Eve,  K.C. — The  Defendant  knew  of  the  Order  on  the  8th  of  February,  and 
notice  of  an  order  is  as  good  as  service.  At  all  events,  for  the  purpose  of 
discrediting  the  Defendant's  story  that  he  is  an  innocent  person,  and  that  the 
Erridge  incident  is  not  an  isolated  instance,  Hinde's  affidavit  is  admissible.  It 
35  shows  what  was  the  Defendant's  usual  practice.  I  do  not  say  that  he  can  be 
committed  in  respect  of  what  is  stated  in  Hinde's  affidavit. 

The  learned  Judge  allowed  the  affidavit  to  be  read. 

Cozens-Hardy,  J. — I  think  this  motion  is  misconceived  in  so  far  as  it  asks 
for  the  committal  or  attachment  of  the  Defendant.    The  Defendant  was  restrained 
40  from  passing  off  his  goods  as  and  for  the  goods  of  the  Plaintiffs.    I  do-  not  deal 
with  the  rest  of  the  Order  because  that  is  not  material. 

Now,  it  is  said  that  there  are  two  breaches.  First  of  all,  it  is  said  that  the 
advertisement  which  he  has  issued  is  a  passing-off  of  the  goods.  It  seems  to 
me  not  to  be  a  passing-off  of  the  goods  at  all.  I  do  not  mean  to  say  that,  after 
45  this  discussion,  the  Defendant  may  not  be  well  advised  in  altering  a  word  or 
two,  but  the  view  I  take  is  that  it  is  not  a  matter  which  I  can  regard  as 
in  any  way  a  breach  of  the  injunction  restraining  him  from  passing  off  his 
goods  as  and  for  the  goods  of  the  Plaintiffs. 

Then  it  is  said  that  there  was  a  clear  breach  in  respect  of  the  Erridge 
50  order,  and  I  think  there  was  a  breach  in  respect  of  that  order.  Mr.  Erridge 
ordered  a  great  gross  of  "  Peninsular  "  button  fasteners,  "  for  which,"  he  said, 
"  I  enclose  postal  order,  28.  9d."  In  answer  to  that  request  a  box  of  the 
"  Standard "  fasteners  was  sent.  So  far  as  civil  liability  goes  that  would  be 
quite  enough  to  establish  the  liability  of  the  Defendant ;  but  it  is  sworn,  and  I 

•  An  action  for  infringement  of  Patent,  brought  by  the  Plaintiffs  against  the  Defendant,  was 
pending. 

2  G 
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■am  bound  to  say  I  Bee  no  reason  to  doubt  it,  that  that  was  an  order  received  at 
a  time  when  the  Defendant  himself  was  away  travelling,  and  was  executed 
by  his  son,  a  boy  of  about  eighteen,  who  was  left  in  charge.  Under  these 
-circumstances,  I  think  it  would  be  altogether  wrong  to  commit  a  principal  for 
the  breach  of  an  injunction,  not  by  himself,  but  by  his  agent,  without  hie  5 
knowledge ;  and  no  authority  has  been  cited  to  me  to  justify  such  an  Order. 

Then  I  am  asked  to  hold,  in  spite  of  the  express  oath  both  of  the  Defendant 
and  of  his  son,  to  the  effect  I  have  stated,  that  the  father  must  have  known  it, 
because  a  letter  is  produced,  dated  the  9th  of  March,  and  signed  "  Cuthberi 
4i  Cooper"  referring  to  the  order  and  returning  the  postal  note,  as  to  which  10 
there  was  some  technical  defect.  Nobody  swears  that  that  letter  is  in  the 
handwriting  of  the  Respondent,  and,  on  a  motion  to  commit,  I  certainly  am  not 
prepared  to  say,  either  that  that  is  a  document  which  is  signed  by  him,  or,  even 
if  signed  by  him,  was  a  document  which  brought  to  his  notice  the  terms  of  the 
order  for  which  the  2s.  9d.  was  paid.  15 

On  the  whole  I  think  this  motion  is  wrong  ;  but  the  Defendant  was  civilly 
liable  for  the  act  of  his  son  as  his  agent,  and  therefore  this  is  not  a  case  in 
which  I  can  give  costs.    I  make  no  Order  on  the  motion. 

MacnagMen,  K.C. — The  motion  to  commit  fails. 

COZBNS-HARDY,  J.— I  think  you  are  civilly  liable.  20 

Macnaghten,  E.C. — Your  Lordship  does  not  forget  that  the  motion  to  commit 
was  avowedly  entirely  based  on  the  circular  which  your  Lordship  has  held  not 
to  be  a  breach  at  all. 
•    Cozbns-Hardy,  J. — No.    I  make  no  Order  on  the  motion. 


Before  The  Solicitor-General.  25 

April  25th,  1901. 
In  the  Matter  of  Mills's  Application  for  a  Patent. 

Opposition  to  grant  of  Patent  on  the  ground  thai  the  invention  had  been 
already  patented  on  an  application  of  prior  date. — Application  to  amend  at  a 
tearing  before  the  Comptroller. — The  Comptroller  refused  leave  to  amend,  and  30 
refused  to  seal  a  Patent 

Held,  on  appeal,  by  the  Law  Officer,  affirming  the  Comptroller -GeneraTs 
decision,  that  as  the  Specification  stood  the  Applicant's  process  was  anticipated, 
and  thai  the  amendments  asked  for  ought  not  to  be  allowed. 

An  Applicant  whose  claim  as  originally  drawn  is  anticipated  by  the  Patent  3& 
relied  on  by  the  Opponent,  but  whose  Specification  contains  something  that  may 
distinguish  his  alleged  invention  from  such  Patent,  will  not  be  allowed  to 
amend  his  claim  by  substituting  such  distinctive  matter. 
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On  the  6th  of  October  1899  Claude  Kennedy  Mills  applied  for  the  grant  of  a 
Patent  (No.  20,102  of  1899)  for  "  Manufacture  of  a  derivative  of  phenyl-1 : 2- 
•*  methanoylsulphonimide,"  the  invention  being  communicated  from  abroad  by 
Leon  Cerf  of  Lyons.  The  invention  consisted  in  causing  ammonia  gas  to  pass 
5  through  water  containing  phenyl-1  : 2-methanoylsulphonimide  in  suspension 
until  the  suspended  matter  was  dissolved  and  then  evaporating  the  solution 
slowly  and  crystallizing  out  the  product.  The  claim  was :  "  The  herein 
"  described  manufacture  of  a  derivative  of  phenyl-1 : 2-methanoylsulphonimide 
"  by  causing  ammonia  gas  to  pass  through  a  mixture  of  phenyl-1 : 2-methanoyL* 

10  M  sulphonimide  with  water  and  concentrating  the  product  by  evaporating  under 
«  1000  C." 

The  grant  was  opposed  on  the  ground  that  the  invention  had  already  been 
patented  on  Application,  No.  13,839  of  J  887,  for  a  Patent  granted  to  Alfred 
Gordon  Salomon  for  "  Improvements  in  the  treatment  of  benzoyl-sulphonic 

15  u  imide  (commonly  known  as  '  saccharine ')." 

At  the  hearing  before  the  Comptroller- General  the  Applicant  desired  to 
amend  his  Specification  with  a  view  to  meeting  the  grounds  of  opposition. 
The  Comptroller-General  refused  to  allow  the  proposed  amendments,  and 
refused  to  seal  a  Patent  upon  the  application. 

"30      The  Applicant  appealed. 

Cordon  (instructed  by  Harris  and  Mills)  appeared  as  Counsel  for  the 
Appellant ;  and  OHraham  (instructed  by  Johnsons  and  Wilcox)  as  Counsel  for 
the  Respondent, 
Sir  Edward  Carson,  S.-Q.— In  this  case  the  claim  is  in  reality  for  an 

25  improvement  in  the  manufacture  pf  a  derivative  of  this  phenyl-1 : 2,  as  it 
is  called,  which  means,  as  I  understand  it,  a  purified  saccharin.  This  is  to  be 
carried  out  by  causing  ammonia  gas  to  pass  through  a  mixture  of  this  saccharin 
with  water,  and,  by  certain  evaporating  processes,  bringing  out  crystals.  The 
claims  specifically  state  that  the  operation  is  to  be  performed  upon  a  mixture  of 

30  the  phenyl-1: 2,  or  in  other  words  upon  the  purified  saccharin,  called  also 
ortho,  and  various  other  names  in  the  chemical  world.  It  is  admitted  that  as 
that  claim  stands  the  Patent  is  practically  anticipated  by  Salamon's  Patent, 
No.  13,839/87.  It  is  said  that  the  phrase  "  mixture  of  phenyl-1 : 2,"  Ac,  is  not  a 
true  description  of  what  is  to  be  operated  upon  ;  and  that  in  point  of  fact  some* 

•35  thing  exactly  the  contrary  was  meant  to  be  stated,  namely,  the  impure  anhydride 
as  it  is  called  in  one  of  the  other  paragraphs,  or,  in  other  words,  the  crude 
saccharin  of  commerce  ;  and  I  am  asked  upon  the  materials  before  me  to  alter 
the  claim  by  inserting,  instead  of  those  words  "  mixture  of  phenyl-1 : 2,  Ac.,19 
the  words  either  " crude  saccharin"  or  "  the  saccharin  of  commerce."  I  under- 

-40  stand  it  does  not  matter  which  words  are  put  in.  Now,  I  must  say,  using  the 
beet  judgment  I  can  upon  the  materials  before  me,  that  I  am  not  at  all  satisfied 
th%t  the  original  intention  of  title  Applicant  was  to  claim  anything  else  than 
what  he  has  claimed,  namely,  a  process  upon  the  pure  saccharin,  or  the  ortho, 
or  the  phenyl-1 :2,  out  of  which  an  ammoniated  derivative  could  be  obtained. 

-45  When  I  look  at  the  Provisional  Specification  I  do  not  find,  as  was  remarked  by 
the  Comptroller,  the  use  of  crude  saccharin  for  the  preparation  of  a  pure 
derivative  anywhere  foreshadowed.  In  point  of  fact,  while  the  process  is  set 
out,  and  the  merits  of  it  are  distinctly  stated  as  being,  for  instance,  "  soluble  in 
u  TOter,  boiling  water  dissolving  twice  its  own  weight ; "  "  slightly  soluble  in 

40  "  cold  alcohol ; "  and  "  greater  sweetness  than  ordinary  sugar,"  and  so  on,  while 
all  these  matters  are  specifically  set  out,  I  do  not  find  from  beginning  to  end 
of  the  Provisional  Specification  any  indication  of  such  a  claim  as  that  by 
applying  this  process  to  the  crude  saccharin  a  purer  product  is  obtained  by  the 
evaporating  process,  which  brings  out  the  crystals  which  have  been  so  much 

£5  referred  to.    When  I  come  to  the  Complete  Specification  I  find  that  this 

Sienyl-1  : 2  is  specifically  described,  and  the  formula  for  it  is  given.    I  find, 
en,  that  in  the  process  of  preparation  it  is  specifically  stated  as  being  the 
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f  onndation  of  the  operation  in  which  the  ammonia  gas  is  to  be  applied  ;  and 
I  find  in  the  same  way  that  the  properties  being  described  as  pointed  out  by 
Mr.  Graham,  while  it  goes  through  almost  everything  that  can  possibly  be 
conceived  as  a  result  of  the  process  which  has  been  previously  mentioned,  it 
does  not  from  beginning  to  end  state  as  one  of  the  results  the  purity  which  is  $ 
now  stated  to  be  the  real  matter  for  which  the  invention  is  useful,  and  for 
which  the  Patent  is  being  claimed. 

Now,  under  these  circumstances,  ought  I  to  make  such  an  amendment  as  is 
here  asked  for  ?  My  own  opinion  is  that  Mr.  Graham  is  right  when  he  says 
that  the  Applicant  thought  that  he  had  produced  an  ammoniated  derivative.  10 
I  think  that  is  the  real  meaning  of  the  title  of  the  Specification ;  I.  think  it 
is  the' meaning  of  the  Provisional  Specification  ;  I  think  it  is  the  reason  why 
the  Applicant  describes  the  process  in  the  way  he  has  done,  not  through 
any  mistake  at  all,  but  as  being  a  perfectly  accurate  description  of  the 
process.  If  I  am  right  in  the  conclusion  I  have  come  to,  that  what  he  wanted  1& 
to  claim  was  an  ammoniated  derivative,  I  think  that  his  claim  in  that  respect 
would  then  have  been  perfectly  accurate.  Under  these  circumstances,  if  I  made 
an  amendment  I  think  what  I  would  be  practically  doing  would  be  this; 
I  would  be  laying  down  that  an  Applicant  having  ascertained  that  his  process, 
as  really  claimed,  was  anticipated,  finding  that  he  had  something  else  that  he  20 
can  fall  back  upon,  which  may  or  may  not  be  useful,  but  which  may  distin- 
guish it  at  all  events  from  the  previous  Patent  which  is  alleged  to  anticipate  his, 
can  then  come  in  before  the  Law  Officer,  or  before  the  Comptroller,  and  say  : — 
"  True  what  I  have  originally  claimed,  if  you  take  it  as  it  is  stated,  is  anticipated, 
"  but  I  can  show  you  that  there  is  something  else  in  addition,  which  is  not  25 
"  anticipated,  and  I  ask  you,  now  that  I  have  found  out  that  I  have  been  antici- 
"  pated  in  the  main  claim,  to  allow  the  necessary  changes  in  the  Specification 
"  to  put  forward  the  distinctive  matter."  I  have  laid  it  down  for  myself,  and 
I  think  it  is  laid  down  in  all  the  cases  which  have  been  referred  to#  that  that 
is  not  a  proper  matter  for  amendment ;  and  in  my  opinion  if  such  an  amendment  30 
was  made,  it  might  lead  to  the  very  gravest  injustice.  For  instance,  take  the 
present  case  :  if  the  question  of  producting  pure  saccharin  is  the  real  subject- 
matter  of  the  Applicant's  proposed  Patent  the  question  of  utility,  and  of  the 
condition  of  the  trade  in  relation  to  the  purifying,  is  the  sole  one  that  ought  to 
have  been  fought  before  me,  and  is  the  sole  one  to  which  the  trade's  attention  35 
would  have  been  directed,  assuming  that  the  Comptroller  had  allowed  this 
Patent,  and  this  amendment.  I  have  not  at  the  present  moment  before  me 
even  the  materials,  nor  onght  I  to  have  before  me  the  materials,  upon  which 
I  could  test  the  right  of  this  gentleman  to  get  a  Patent,  having  regard  to  the 
existing  Patents  upon  this  question  of  purity,  at  all.  The  real  fight  here,  And  40 
the  proper  fight,  upon  the  Specification  as  it  at  present  stands,  is  as  to  whether 
this  process  of  obtaining  an  ammoniated  derivative  starting  with  the  mixture 
of  phenyl-1 :  2  has  been  anticipated.  I  am  of  opinion  that  it  has,  and  that 
under  the  circumstances  I  ought  not  to  allow  such  an  amendment  as  will,  in 
my  judgment,  raise  some  other  totally  different  question.  Having  come  to  that  45 
conclusion  I  think  I  ought  to  affirm  the  decision  of  the  Comptroller,  and  I  shall, 
as  I  always  do,  unless  there  are  some  special  circumstances,  give  the  successful 
party  the  costs  of  appearing  before  me,  which  in  this  case  I  fix  at  six  guineas, 

*  WMttaker's  Application  (13  RJP.C.  580) ;  Lupton  and  Place's  Application  (14  ILP.C.  261) ; 
•nd  Thomas  and  PrevosVt  Application  (16  B.P.C.  69). 
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In  the  High  Court  of  Justice.— Chancery  Division. 
Before  Mr.  Justice  Byrne. 
February  5th,  6th,  7th,  8th,  9th,  11th,  May  16th,  17th,  and  June  21st,  1901. 
Kane  and  Pattison  v.  J.  Boyle  &  Co. 

5  Patent. — Infringement. — Prior  publication.  — Subject-matter. — Misleading 
and  untrue  statements  in  Specification. — Insufficiency. — Amended  Specifi- 
cation.— Damages  prior  to  amendment — Patents,  Ac.  Act,  1883,  section  20. 

The  owners  of  a  Patent  for  "  Improvements  in  and  appertaining  to.  the 

u  manufacture  of  candy  "  brought  an  action  for  infringement.    The  invention 

10  consisted  in  making  candy  technically  known  as  "hard  crack"  or  "stick" 

"  candy  in  a  vacuum  pan.    The  Specification  had  been  amended  prior  to  the 

■  action.    The  Defendant  did  not  deny  infringement,  but  contended  that  the 

Patent    was    bad    because  of  prior   publication,    want   of   subject-matter, 

misleading  and  untrue  statements  in  the  Specification,  and  insufficiency. 

15      Held,  that  the  Patent  was  valid.    The  Plaintiffs  were  given  damages ;  but, 

as  the  Patent  had  expired  before  the  date  of  the  judgment,  an  injunction  was 

not  granted.    The  Plaintiffs  moved  for  an  Order  that  the  damages  be  assessed 

in  respect  of  the  use  of  the  invention  prior  to  the  amendment  of  the  Specification 

as  well  as  subsequent  thereto.    The  motion  was  refused  with  costs. 

on      On  the  18th  of  January  1887  Letters  Patent  (No.  785  of  1887)  were  granted 

to  William  Phillips  Thompson  for  "  Improvements  in  or  appertaining  to  the 

"  manufacture  of  candy,"  as  a  communication  from  abroad  by  Thomas  Kane,  of 

Chicago,  in  the  United  States  of  America. 

The  Complete  Specification,  as  amended  in  accordance  with  the  decision  of 

95  the  Comptroller-General,  dated  the  4th  day  of  December  1899,  was  as  follows, 
the  amendments  being  shown  in  erased  and  italic  type  : — "  The  objects  of  this 
"  invention  are  to  produce  candy,  moro  particularly  stick  hard  crack  candy,  of 
"  a  quality  superior  to  that  resulting  from  the  ordinary  process  as  regards  its 
"  clearness  or  brilliancy,  its  strength,  and  its  resistance  to  atmospheric  ihfluences, 

30  "  and  at  the  same  time  to  lessen  the  cost  of  manufacture. 

"  In  the  manufacture  of  stick  candy  as  heretofore  practised,  it  has  been 
"  customary  to  boil  the  cane  sugar  or  syrup  either  alone,  or  with  a  small 
<S  percentage  of  glucose,  in  open  kettles  or  pans  until  it  acquires  a  proper 
"  consistency.    This  method  of  treating  the  sugar  necessitates  the  employment 

35  "  of  very  high  temperatures,  which  commonly  resulted  in  the  carbonization 
"  and  discoloration  of  the  sugar,  and  in  the  production  of  a  candy  of  dark 
«  appearance,    Tbe  c^ndy  produced  by  this  process  is  exceedingly  brittle,  so 

3H 
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44  that  in  being  handled  and  transported  there  is  a  heavy  deterioration  and  loss 
"  from  breakage.  It  is  also  objectionable  in  that  it  is  peculiarly  susceptible  to 
44  the  influence  of  moisture  and  increased  temperatures,  which  render  it  adhesive 
"  and  otherwise  troublesome  to  carry  in  stock  for  any  considerable  length  of 
44  time.  5 

"  The  inventor  has  discovered  that  by  the  addition  of  a  large  percentage  of 
u  glucose  he  is  enabled  to  produce  a  candy  which  possesses  an  increased 
"  strength,  greater  brilliancy  and  clearness,  and  a  greater  power  of  resisting 
"  the  influence  of  moisture. 

"  Under  the  methods  heretofore  practised  it  was  impossible  or  impracticable  10 
"  to  incorporate  with  the  cane  sugar  a  sufficient  amount  of  glucose  to  secure  the  I 

"  ends  which  the  inventor  has  in  view.  He  has  discovered,  however,  that  by 
"  making  use  of  a  vacuum  pan  or  other  equivalent  apparatus  for  boiling  the 
"  materials  in  vacuo,  he  can  combine  with  the  cane  sugar  from  25  to  35 per  cent^ 
14  or  even  a  greater  percentage  of  glucose,  and  that  this  compound  may  be  cooked  15 
44  to  a  consistency  suitable  for  stick  candy  without  discoloration,  and  without 
44  injuriously  affecting  the  ingredients. 

44  The  inventor  has  also  discovered  that  the  compound  of  cane  sugar  and  ] 

44  glucose  may  be  thus  brought  to  the  required  consistency  at  comparatively  ! 

44  low  temperatures,  so  that  when  delivered  from  the  pan  or  kettle,  it  may  20  j 

44  be  immediately  handled  by  the  workmen  and  finished  into  the  required 
44  forms,  without  undergoing  the  usual  cooling  treatment. 

44  The  essence  of  this  invention  consists  in  subjecting  a  compound  of  cane 
44  sugar  and  glucose  or  grape  sugar  to  a  cooking  or  boiling  action  in  vacuo.  I 

41  And  it  is  to  be  distinctly  understood  that  the  apparatus  for  carrying  out  this  25 
".  process  may  be  modified  in  form  and  construction  at  will ;  that  the  tempera-  j 

44  ture  may  be  regulated,  and  the  period  of  the  cooking  operation  lengthened  or 
"  shortened  according  to  the  nature  of  the  sugar  employed,  and  the  character  j 

44  of  the  candy  required.  I 

44  Ao  this  process  io  directed  chiefly  to  tho  manufacture  of  stiok  oandy»  the  30  j 

u  The  inventor  commonly  proceeds  by  dissolving  cane  sugar  and  glucose  in  water  1 

44  in  the  proportions  above  indicated.  In  dissolving  the  cane  sugar  particular 
44  care  is  to  be  observed  that  all  evidences  of  crystallization  disappear,  it  being 
44  well  known  to  those  familiar  with  the  art  of  sugar-making  that  the  presence 
44  of  sugar  crystals  in  small  quantity  is  frequently  followed  by  crystallization  of  35 
44  the  whole  mass.  This  crystallization,  the  end  in  view  in  sugar  manufacture, 
44  is  to  be  carefully  avoided  in  the  manufacture  of  candy. 

44  The  compound  of  cane  sugar  and  glucose  is  placed  in  the  vacuum  pan  or 
44  kettle,  and  the  same  boiled  or  cooked,  commonly  at  a  temperature  of  about 
44  212  degrees  Fahrenheit  until  the  mass  assumes  that  particular  condition  40 
44  known  in  the  art  as  a  4  hard  crack  *  or  stick  candy  consistency,  whereupon  it 
44  is  removed  from  the  pan,  and  treated  in  the  ordinary  manner. 

u  In  practice  it  is  found  that  the  addition  of  glucose  to  the  cane  sugar  is  a 
44  matter  of  great  advantage  as  it  permits  the  compound  to  be  brought  in  the 
"  vacuum  pan  to  a  condition  not  otherwise  attainable,  and  also  for  the  reason  45 
"  that  the  resulting  product  possesses  greater  strength,  durability  and  brilliancy 
44  than  ty  would  otherwise  have.  In  practice  it  is  found  that  candy  manufactured 
44  in  accordance  with  this  invention  possesses  a  peculiar  appearance  by  which  it 
44  may  be  readily  distinguished,  on  inspection,  from  candy  manufactured  in  the 
44  ordinary  manner.  50 

44  The  inventor  is  aware  that  vacuum  pans  are  in  use  for  the  evaporation  of 
"  saccharine  juices  in  the  production  of  sugar,  the  object  being  to  bring  the 
44  material  to  a  granular  condition.  He  is  also  aware  that  it  has  been  proposed 
44  to  boil  a  solution  of  cane  sugar  and  other  materials  in  a  vacuum  pan  to  prepare 
44  the  same  for  the  production  of  what  is  commonly  known  as  4  rook  candy,9  a  55 
44  crystalline  product  which  is  not,  strictly  speaking,  a  candy.    He  is  also  aware 
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44  that  compounds  of  glucose  and  grope  cane  sugar  have  been  cooked  in  open 
"  pans  for  the  production  of  candy,  but  believes  himself  to  be  the  first  to  cook 
44  a  compound  of  grape  cane  sugar  in  glucose  in  vacuo  for  the  purpose  of 
44  bringing  the  same  to  the  proper  consistency  for  the  production  of  stick  candy 
5  "  or  aealogouo  hard  crack  candy.  The  essence  of  this  invention  in  this  regard 
"  resides  not  merely  in  the  substitution  of  one  means  of  evaporation  in  place  of 
u  another,  but  in  the  fact  that  the  particular  compound  treated,  that  is  to  say,  a 
"  compound  of  glucose  and  cane  sugar,  in  the  proportions  above  indicated  will, 
"  when  cookpd  in  vacuo,  form  a  product,  differing  in  its  nature  from  any  candy 

10  "  heretofore  known  in  the  art,  and  unobtainable  by  the  use  of  the  open  pan. 

"  It  is  to  be  noted  that  the  cooking  of  this  compound  to  a  candy  consistency 

"  is  clearly  distinguishable  from  the  cooking  of  cane  juices  alone,  for  the 

44  production  of  sugar,  the  operation  of  candy-making  commencing  after  the 

"  formation  of  sugar  is  completed,  and  the  results  aimed  at  in  the  two  cases 

15  "  being  widely  dissimilar. 

"  In  the  accompanying  drawing  is  illustrated  in  outline  an  apparatus  suitable 
44  for  carrying  this  invention  into  effect-  A  represents  an  ordinary  vacuum  pan 
"  provided  with  an  overflow  chamber  B,  and  with  a  tube  0  for  returning  the 
44  overflowing  material  to  the  pan.    D  represents  an  exhaust  pipe  leading  from 

20  "  the  pan  to  a  condenser,  pump,  or  other  apparatus,  by  which  the  vapors  are 
"  withdrawn,  and  the  necessary  vacuum  maintained  within  the  pan. 


"  While  the  inventor  has  described  herein  the  use  of  cane  sugar  with  glucose, 

44  it  is  to  be  understood  that  beet  sugar,  the  equivalent  of  cane  sugar,  may  be 

'4  used  as  a  substitute  therefor  in  connection  with  glucose,  and  that  such 

25  "  combination  of  beet  sugar,  and  glucose,  is  embraced  within  the  scope  of  this 

M  invention." 

The  claims  were : — "  1.  The  improved  method  of  manufacturing  oandy, 
"  consisting  in  cooking  a  compound  as  described  of  cane  sugar  or  beet  sugar, 
"and  glucose  in  vacuof  until  it  acquires  a  consistency  appropriate  for  the 
30  4'  production  of  the  hard  crack  candy  domandod.  2.  The  improved  method  of 
« manufacturing  candy,  consisting  in  cooking  as  described  cane  sugar  and 
44  glucose  in  vacuo  until  it  arrives  at  a  4  hard  crack '  or  stick  candy  consistency. 
44  3i  The  now  prodnotf  the  candy  poduood  by  boiling  oano  ougw  and  glnoooo 
u  togothoj  in  vacuo," 
^  MS 
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In  a  previous  action  of  Kane  v.  Ghiest?  the  Plaintiffs*  Patent  was  held  to  be 
invalid,  but  subsequent  to  the  decision  in  that  case  (on  the  4th  erf  December 
1899)  leave  was  given  by  the  Comptroller-General  to  amend  the  Specification. 

The  Plaintiffs  commenced  this  action  by  writ,  dated  the  3rd  of  April  1900, 
claiming  the  usual  relief.  5 

By  the  Statement  of  Claim,  delivered  the  23rd  of  May  1900,  the  Plaintiffs 
alleged  that  (1)  they  were  the  registered  legal  owners  of  the  Patent ;  (2)  the 
Specification  of  the  Patent  was  by  leave  of  the  Comptroller-General  duly 
amended  on  the  4th  of  December  1899 ;  (3)  the  Defendants  had  infringed  the 
Patent.  The  Plaintiffs  claimed  (1)  an  injunction  ;  (2)  damages  or  an  account  10 
of  profits ;  (3)  delivery  up  of  all  articles  in  the  Defendants'  possession  made  or 
used  in  infringement  of  the  said  Letters  Patent;  (4)  such  further  or  other 
relief  as  might  be  necessary  ;  (5)  costs. 

The  Particulars  of  Breaches  complained  of  were  that  the  Defendants  had  for 
several  years  immediately  preceding  the  issue  of  the  writ  in  this  action  at  their  15 
works  at  Blackburn,  in  the  county  of  Lancaster,  infringed  the  Plaintiffs'  Letters 
Patent  by  manufacturing  and  selling  u  hard  crack  "  or  a  stick  "  candy  made  in  the 
manner  and  according  to  the  method  described  and  claimed  in  the  Specification 
of  the  Patent. 

By  their  Defence  the  Defendants  (1)  denied  infringement ;  (2)  alleged  that  20 
the  Patent  was  invalid  by  reason  of  the  matters  set  out  in  the  Particulars  of 
Objections. 

The  Particulars  of  Objections  were  as  follows : — "  (1)  The  said  alleged  inven- 
"  tion  was  not  new.  The  said  alleged  invention  had  been  published  in  this  realm 
"  prior  to  the  date  of  the  said  Letters  Patent  (A)  by  the  deposit  at  the  Patent  25 
44  Office  Library  of  the  following  Specifications . — (a)  Howard  (No.  3754  of 
"  1813) ;  (b)  Chase  (U.S.A.  No.  100,375  of  1870) ;  (c)  Nossian  (U.S.A.  No. 
"  153,721  of  1874) ;  (rf)  Kirchhoff  (U.S.A.  No.  309,720  of  1884)  ;  (B)  by  the 
"  public  use  of  the  method  of  manufacturing  *  hard  crack  *  candy  described  in 
"  the  Plaintiffs'  Specification  by  Mr.  J.  —.  Damiral  at  his  works  at  24  and  26,  30 
44  Church  Street,  Greenwich,  in  and  since  the  year  1883 ;  (C)  by  the  public 
"  general  manufacture  and  sale  by  the  trade  of  candy  prepared  by  evaporating 
"  in  an  open  pan  by  superheated  steam  or  by  open  fire  heat  mixed  solutions  of 
"  cane  sugar  and  glucose,  the  products  being  identical  with  the  alleged  new 
"  product  of  the  Patentee.  2.  The  said  alleged  invention  is  not  the  proper  35 
44  subject-matter  for  valid  Letters  Patent.  The  Defendants  will  rely  hereunder 
44  upon  the  matters  set  out  in  paragraph  1  hereof,  and  upon  common  knowledge 
44  in  regard  to  the  manufacture  of  candy  and  use  of  glucose  and  of  vacuum  pans. 
"  3.  The  statements  in  the  Specification  as  to  the  prior  state  of  the  art  are 
44  misleading  and  untrue,  and  the  Specification  is  insufficient  in  the  following  40 
44  respects  :— (a)  Not  only  small  but  large  percentages  of  glucose,  up  to  as  much 
44  as  50  per  cent.,  can  be  and  were  in  fact  boiled  in  open  pans  with  cane  sugar  or 
44  syrup  until  the  4  hard  crack  •  consistency  was  reached,  (b)  The  4  hard  crack  • 
44  candy  produced  by  the  open  pan  process  had  not  a  dark  appearance,  was  not 
44  brittle  nor  susceptible  to  moisture  or  increase  in  temperature,  (c)  It  was  no  45 
44  discovery  of  the  Patentee  that,  by  adding  a  large  percentage  of  glucose  to  the 
44  sugar  in  the  manufacture  of  '  hard  crack 9  candy,  a  candy  possessing  increased 
44  strength,  greater  brilliancy  and  clearness,  and  greater  power  of  resisting  the 
44  influence  of  moisture  could  be  obtained.  All  such  qualities  were  present  in 
44  candy  made  with  high  percentage  of  glucose  by  the  open  pan  process,  (d)  A  50 
44 '  hard  crack '  candy  possessing  the  qualities  set  out  in  the  Specification  cannot 
44  be  obtained  by  following  the  instructions  set  out  in  the  Specification  with 
44  25  or  35  per  cent,  of  glucose  and  at  the  temperature  indicated  in  the  Speeifi- 
44  cation.  (0)  It  was  no  discovery  that  the  described  or  any  compound  el  cane 
44  sugar  and  glucose  oould  be  brought  to  a  consistency  suitable  fer  the  ptoduction  55 

•  16  RP.O.  483. 
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u  of  'hard  crack 9  candy  at  comparatively  low  temperatures  in  a  vacuum  pan 
"  so  that  when  delivered  it  could  be  immediately  handled  by  the  workmen 
u  without  cooling.  Such  features  were  perfectly  well  known  and  the  necessary 
"  results  of  the  nse  of  the  common  and  well-known  vacuum  pan.  (/)  It  is 
5  "  wholly  untrue  that,  as  stated  in  the  Specification,  a  compound  of  glucose  and 
"  cane  sugar  in  the  proportions  indicated  will  when  cooked  in  vacuo  give  a 
"  product  differing  in  nature  from  any  candy  heretofore  known  in  the  art  and 
44  unobtainable  by  the  use  of  the  open  pan,  and  candy  so  manufactured  has  no 
"  particular  appearance  by  which  it  can  be  distinguished  from  candy  manu- 

10  "  factured  in  the  ordinary  manner.  4.  The  said  W.  P.  Thompson  was  not 
"  nor  was  Thomas  Kane,  the  person  referred  to  in  the  Complete  Specification, 
"  the  first  and  true  inventor  of  the  said  alleged  invention." 

The  action  was  heard  by  Mr.  Justice  Byrne  on  the  5th,  6th,  7th,  8th,  9th, 
and  11th  of  February  1901. 

15  Moulton,  K.C.,  Shaw,  and  Paget  (instructed  by  James,  MeUor,  and  Coleman) 
appeared  for  the  Plaintiffs ;  Bousfield,  E.O.,  and  Walter  (instructed  by  Shaw, 
TremeUm  is  Co.)  appeared  for  the  Defendants. 

Moulton,  E.G.,  opened  the  Plaintiffs9  case. — The  invention  described  in  the 
Specification  of  the  Patent  on  which  the  Plaintiffs  sue  relates  to  the  manu- 

20  facture  of  candy  of  the  kind  technically  known  as  u  hard  crack "  or  "  stick  " 
candy.  The  original  method  of  manufacture  was  to  dissolve  sugar  and  water 
and  then  boil  in  an  open  pan.  It  was  necessary  by  some  means  or  other  to 
produce  a  certain  amount  of  glucose,  and  this  was  done  in  the  first  instance  by 
the  addition  of  sour  barley  water ;  hence  the  name  "  Barley  sugar."     Later  on 

85  vinegar  took  the  place  of  the  sour  barley  water,  and  this  in  its  turn  was 
supplanted  by  cream  of  tartar.  Latterly  the  glucose  was  added  before  boiling, 
the  ordinary  percentage  being  6  to  8  per  cent.  The  boiling  always  took  place 
in  an  open  pan,  and  the  Patentee's  invention  lay  in  discovering  how  the  process 
could  be  carried  out  in  a  vacuum  pan.    The  advantages  of  the  Patentee's  system 

30  are — the  use  of  a  much  larger  percentage  of  glucose  than  formerly,  thus  greatly 
reducing  the  cost  of  manufacture ;  the  possibility  of  making  a  much  larger  quantity 
at  a  time ;  the  production  of  an  article  of  greater  brilliancy,  clearness,  and 
freedom  from  discoloration,  owing  to  partial  caramelisation,  and  of  greater  power 
to  resist  the  effects  of  moisture  and  atmosphere.    He  had  however  to  discover  by 

85  experiment  that  it  was  absolutely  necessary  to  use  a  much  larger  percentage  of 
glucose  and  to  completely  dissolve  the  sugar  before  commencing  to  boil. 
Previous  to  this  invention  boiling  in  vacuo  was  regarded  as  a  means  of 
obtaining  crystallisation,  which  would  be  fatal  in  the  manufacture  of 
"hard  crack"  candy,  which  is  a  vitreous  substance.    The  Specification  was 

40  before  the  Courts  in  a  previous  case  of  Kane  v.  Guest*  which  was  tried  before 
Mr.  Justice  Stirling.  In  that  case  the  Plaintiff  failed  on  a  question  of  construc- 
tion. It  was  held  that  the  Patent  was  bad  for  want  of  subject-matter  owing  to 
the  wideness  of  the  claims.  The  Specification  has  since  been  amended,  and  it 
is  now,  it  is  submitted,  perfectly  valid.    There  is  no  question  here  of  infringe- 

45  ment ;  validity  is  the  only  issue.  The  only  serious  prior  publication  alleged  is 
the  United  States  Specification  of  Kirchhoff.  The  Patentee  in  America,  Mr. 
Moffat,  experimented  at  the  Kirchhoff?  factory,  and  their  Patent  was  an 
attempt  to  forestall  the  real  inventor  by  people  who  did  not  understand  the 
subject.    The  apparatus  shown  and  described  is  quite  useless  for  the  manu- 

50  facture  of  "  hard  crack "  candy.  The  Specification  does  not  even  warn  the 
public  of  the  necessity  of  using  a  greater  percentage  of  glucose. 

The  following  witnesses  were  called  on  behalf  of  the  Plaintiffs :— Dr.  John 
Attflebd,  George  Duncan  Moffat  (the  inventor  in  America),  George  Edmund 
Dnvies,  Benjamin  Bullock,  and  Alfred  Jones. 
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Bousfield,  K.C.,  opened  the  Defendants'  case.— The  points  on  which  the 
Defendants  rely  are  subject-matter,-  prior  publication,  and  insufficiency  of 
description,  and  they  say  that  the  Applicant  has  misled  the  Court  by  making 
misleading  and  untrue  statements.  With  regard  to  subject-matter,  the  vacuum 
pan  has  been  a  well-known  appliance  for  boiling  sugar  for  crystallisation  since  5 
1813.  The  main  purpose  of  the  vacuum  pan  is  to  drive  off  the  water  at  a  low 
temperature  so  as  to  prevent  discoloration.  There  can  be  no  subject-matter  to 
support  a  Patent  in  the  application  of  a  vacuum  pan  to  boiling  sugar  unless 
something  remained  to  be  discovered,  and  this  discovery  is  the  essence  of  the 
invention.  Kirchhoff's.  Specification  strengthens  the  Defendants'  case  on  this*  10 
point.  The  vacuum  pan  was  used  before  the  date  of  the  Patent  for  the  manu- 
facture of  jams  and  preserves.  At  the  highest  the  application  of  a  vacuum  pan 
to  the  manufacture  of  candy  is  a  new  use  for  an  old  tool.  You  cannot  deprive  a 
trade  of  the  free  use  of  its  tools  (Dredge  v.  Parnell,  16  R.P.C.  625).  It  is  admitted 
that  with  the  vacuum  pan  you  must  use  at  least  twice  as  much  glucose  as  15 
with  the  open  pan.  This  is  the  only  point  on  which  experiment  was  necessary, 
and  the  Plaintiffs'  Specification  does  not  tell  you  this.  If  this  information  is 
to  be  found  in  the  Plaintiffs*  Specification  it  is  also  to  be  found  in  Kirchhoff** 
Specification.  KirchJioffis  quite  as  explicit  on  this  point  as  the  Plaintiffs.  The 
Patentee  did  not  realise  that  you  must  use  more  glucose  in  the  vacuum  pan  20 
process  ;  he  thought  he  was  only  enabling  the  manufacturer  to  use  more  if  he 
should  desire  .to  do  so.  There  is  here  merely  an  adaptation  of  an  old  device  to 
a  new  purpose  without  invention,  which  is  not  subject-matter  (Morgan  v. 
Windover,  7  R.P.C.  131).  •  As  to  prior  publication,  Kirchhoff  without  the  third 
pan  is  an  exact  anticipation  of  the  patented  process.  Kirchhoff°s  Specification  25 
includes  the  manufacture  of  jams,  jellies,  and  preserves  in  which  the  third  pan 
would  be  beneficial.  It  would  be  apparent  to  any  sugar-boiler  that  the  third 
pan  was  not  meant  to  be  used  in  the  manufacture  of  "  hard  crack  "  candy.  The 
statements  as  to  temperature  are  misleading;  the  temperature  given  in  the 
Specification  is  212  degrees,  whereas  the  necessary  temperature  is  250  degrees.     30 

For  the  Defendants  Horatio  Ballantyne,  J.  Boyle,  Alexander  Horn,  S. 
Mocking,  William  Fullerton,  and  F.  W.  Ohilders  gave  evidence. 

Walter  summed  up  the  Defendants'  case.— The  state  of  the  art  at  the  date  of 
the  Specification  was  as  follows : — It  was  known  that  the  melting  point  of 
glucose  was  low  and  that  of  sugar  was  high,  and  therefore  that  the  melting  35 
point  of  the  mixture  depended  on  the  proportions  of  sugar  and  glucose.    It  was 
known  that  you  could  add  trade  glucose,  and  that  you  must  have  total  absence 
of  crystals.    It  was  known  that  you  could  get  vitreous  candy  of  varying  degrees  of 
crack  according  to  the  temperature.    The  refiner  used  a  vacuum  pan  to  drive 
off  the  water,  but  only  went  to  such  a  temperature  as  would  leave  in  sufficient  for  40 
suitable  crystallisation.    It  is  now  said  that  there  is  invention  in  continuing  the 
boiling  up  to  a  higher  temperature.     It  was  known  that  by  going  to  a  higher 
temperature  you  could  get  a  vitreous  product,  and  this  the  refiner  took  care  to 
avoid.    The  alleged  invention  consists  in  the  use  of  an  old  pan  in  an  old  way  with 
an  old  solution,  the  only  difference  being  that  the  boiling  is  carried  to  a  higher  45 
.  temperature,  which  previously  it  was  desired  to  avoid.  The  Specification  distinctly 
tells  the  world  to  boil  it  at  212  degrees.    The  Plaintiffs  now  say  that  means  com- 
mence at  212  degrees.    The  language  of  the  Specification  will  not  bear  that  inter- 
pretation. There  are  no  directions  to  use  more  glucose,  only  an  intimation  that  you 
can.    In  practice  the  Defendants  use  a  third  pan  having  a  double  bottom  and  a  50 
jacket.    Apart  from  the  exact  form  of  the  third  pan,  the  Defendants  follow 
Kirclihojgr.s  Specification  in  detail.    The  Plaintiffs'  experiments  to  test  this 
third  pan  were  unfair.    It  is  suggested  that  KircMiojgPs  Specification  does  not 
apply  to  a  hard  crack,"  but  the  references  to  discoloration  from  long  boiling 
and  to  the  high  temperature  must  apply  to  "  hard  crack"  and  "  hard  crack  "  55 
only.    The  only  information  in  Kane's  Specification  which  is  not  in  Kirchhoff?* 
IP  that  Kane  gives  the  proportion  of  <  glucose  as  25  to  30  per  cent.,  the  lower  of 
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which  is  wrong,  and  that  he  gives  the  temperature  as  212  degrees,  which  also  is 
wrong. 

Moulton,  K.C.,  replied. — The  invention  is  founded  on  the  discovery  that,  by 

the  use  of  a  larger  proportion  of  glucose  and  by  cooking  in  vacuo,  the  consistency 

5  of  "  hard  crack  "  could  be  obtained  before  the  temperature  at  which  caramelisa- 

tion  set  in  was  reached.    The  fact  that  you  could  not  succeed  by  merely  using 

a  vacuum  pan  proves  the  existence  of  subject-matter.    As  to  prior  publication, 

KirchhajJFs  Specification  is  not  explicit.    The  third  pan  shown  in  Kirchhoff** 

drawing  would  be  fatal  to   M  hard  crack "  candy.    The  rule  is  that  a  prior 

10  publication  must  be  full  and  detailed  (Hills  v.  Evans,  4  De  6.  F.  &  J.  288). 

The  distinctions  in  our  Specification  are  sufficiently  full  for  the  production  of 

good  "  hard  crack  "  candy.   As  for  the  temperature  given,  212  degrees  is  in  practi  ce 

the  temperature  at  which  they  put  it  in.    It  is  either  only  a  commencing 

temperature  or  it  is  a  mistake.    In  any  case  it  would  not  cause  a  man  who 

15  wanted  to  succeed  to  fail. 

Judgment  was  reserved,  and  was  delivered  on  the  16th  of  May  1901. 

Byrnh,  J. — In  this  case  the  Plaintiffs  sue  for  relief  in  respect  of  alleged 

infringements  of  their  Patent  No.  785  of  1887,  as  amended  by  leave  of  the 

Comptroller-General  of  Patents  on  the  4th  of  December  1899.    Assuming  the 

20  amended  Patent  to  be  valid,  the  Defendants  do  not  deny  infringement,  but 

their  Defences  are  :  First,  prior  publication  ;  secondly,  want  of  subject-matter ; 

and  thirdly,  misleading  and  untrue  statements  in  the  Specification  as  to  the 

prior  state  of  the  art,  and  insufficiency  of  the  Specification  in  various  respects. 

The  Plaintiffs9  Patent  prior  to  the  amendment  was  the  subject  of  an  action, 

25  Kane  v.  Guest  A  Co.,  before  Mr.  Justice  Stirling  (reported  in  16  R.P.C.,  page 

433),  in  which  it  was  held  that  the  Patent  was  invalid,  and  the  question  now 

arises  whether  the  Patent  can  be  supported  in  its  amended  form.    The  invention 

claimed  is  in  respect  of  the  manufacture  of  a  particular  kind  of  candy,  commonly 

known  as  "  hani  crack "  or  4<  stick  "  candy.     The  original   Patent  was  not 

30  confined  to  the  manufacture  of  this  one  class  of  candy,  but,  as  was  held  by 

Mr.  Justice  Stirling,  extended  to  "  subjecting  any  compound  oC  cane  sugar  and 

"  glucose  to  a  cooking  or  boiling  action  in  vacuo."    As  so  extended,  it  was  held 

that  the  Patent  was  bad  by  reason  both  of  want  of  subject-matter  and  by  reason 

of  the  American  Specification  of  W.  T.  and  W.  J.  Kirchhoff  having  disclosed 

35  the  invention  as  applied  to  candies  other  than  "  stick  "  candy.    A  passage  from 

the  judgment  of  Mr.  Justice  Stirling  was  accepted  by  both  sides  as  an  accurate 

statement  of  fact.    After  reading  the  statement  of  the  object  of  the  invention 

from  the  Specification,  he  proceeds  as  follows  : — "  Stick  candy  which  is  there 

44  more  particularly  referred  to,  and  one  form  of  which  is  commonly  known  in 

40  "  this  country  as  barley  sugar,  was  prior  to  the  date  of  the  Patent  obtained,  and 

44  still  is  obtained,  by  kneading  together  a  mixture  of  cane  sugar,  grape  sugar, 

44  or  glucose  and  a  little  water.    According  to  the  evidence  it  was  originally 

44  prepared  by  heating  together  cane  sugar,  water,  and  a  little  acid  of  some  kind. 

44  The  acid  first  employed  was  barley  water  " — that  would  be  sour  barley  water, 

45  of  course — "  from   which  the  name  4  barley  sugar '   is  derived  ;   afterwards, 

44  vinegar  and  subsequently  cream  of  tartar  was  made  use  of,  and,  lastly,  glucose 

"  was  occasionally  employed,  as  I  have  already  stated.    The  object  of  the  acid 

44  is  to  convert  a  little  of  the  cane  sugar  into  glucose,  which  is  now  mixed  with 

44  the  cane  sugar  at  once  instead  of  being  developed  indirectly  in  the  course  of 

SO  "the  process.    The  method  of  manufacturing  was  this:  About  40  lbs.  of  the 

44  mixture  was  boiled  in  an  open  copper  pan  over  a  furnace,  and  heated  slowly 

44  to  a  temperature  of  over  300  degrees — somewhere  about  310  degrees — and  the 

44  application  of  heat  was  continued  till  a  small  sample  taken  out  and  tested 

44  between  the  fingers  became  a  hard,  brittle  thread,  when  the  process  was 

55  "  completed ;   the  contents  of  the  pan  were  emptied  on  to  a  cold  slab  and 

44  moulded  into  the  required  form.    The  product  is  not  crystalline  like  sugar, 

44  bat  vitreous  or  in  the  nature  of  glass.    This  condition  is  unstable,  and  the 
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44  stick  candy  has  a  tendency  to  assume  the  crystalline  form.  The  result  is 
"  that  small  crystals  are  formed  by  degrees  at  the  surface  of  the  candy,  causing 
44  it  to  lose  its  clear,  glassy  appearance,  and,  as  it  is  termed,  to  granulate.  The 
"  high  temperature  to  which  the  sugar  is  exposed  during  the  manufacture 
"  causes  carbonisation  and  the  formation  of  caramel,  the  consequence  being  that  5 
44  the  candy  becomes  more  or  less  discoloured.  A  little  difficulty  occurs  in  the 
44  manufacture  of  crystalline  sugar,  and  is  overcome  by  the  use  of  the  vacuum 
"  pan,  in  which  the  material  can  be  boiled  at  low  temperatures.**  Mr.  George 
Duncan  Moffat,  after  experimenting  at  the  works  of  Kirchlwff  and  Kirchhoff 
sugar  refiners  in  New  Orleans,  discovered  that  he  could  make  44  hard  crack  **  in  10 
a  vacuum  pan,  a  thing  which  had  never  been  done  before,  but  that  to  do  so  it 
was  necessary  to  use  a  larger  proportion  of  glucose  than  was  usual  or  ordinarily 
proper  in  the  case  of  the  employment  of  the  open  pan,  and  I  agree,  on  the 
evidence  before  me,  with  the  finding  of  Mr.  Justice  Stirling  on  the  evidence 
before  him,  that  the  "  hard  crack  *'  as  produced  is  a  better  colour— or  perhaps  15 
I  should  say  has  more  absence  of  colour — than  that  produced  by  the  open  pan 
process,  the  main  reason  for  this  appearing  to  be  the  higher  temperature  required 
for  production  by  the  latter  method.  Turning  to  the  amended  Specification, 
which  is  throughout  confined  to  the  production  of  "  hard  crack  '*  candy,  I  find 
that  the  first  paragraph,  page  1,  lines  1  to  4,  stating  the  objects  of  the  invention,  20 
mentions  making  "  hard  crack  "  superior  to  that  resulting  from  the  ordinary 
process  as  regards,  first,  clearness  or  brilliancy  ;  secondly,  strength  of  resistance 
to  atmospheric  influences ;  thirdly,  lessened  cost  of  manufacture.  The  first  and 
third  of  these  objects  are,  in  my  opinion,  effected.  As  to  the  second,  I  think 
that  the  power  of  resistance  to  atmospheric  influences  is  not  proved  to  be  greater  25 
in  the  case  of  carefully  prepared  open  pan  "  hard  crack  "  of  high  quality ;  but 
I  think  that,  taking  all  kinds  of  "  hard  crack  "  made  by  the  open  pan  process, 
there  is  a  better  average  of  resistance  in  the  "  hard  crack  "  made  in  vacuo. 

Mr.  Davies,  one  of  the  Plaintiffs'  trade  witnesses,  says  : — "  Frankly,  I  should 
"say  there  was  very  little  difference  as  to  keeping  properties  (lasting  aa  30 
14  marketable)  between  well  cooked  open  pan  and  well  cooked  vacuum  goods.'* 
Mr.  Alfred  Jones*  a  practical  confectioner,  whose  view  is,  I  think,  to  be  accepted, 
says : — "  Vacuum  goods  I  have  found  that  they  keep  better  than  open  fire 
"  because  slow  boiling  on  fire  makes  them  to  run.    There  is  more  certainty  in 
44  results  in  vacuum  process.    With  equally  well  made  goods  on  fire  and  in  35 
44  vacuum  they  would  wear  as  well  as  the  other.    You  cannot  depend  upon  fire 
14  with  the  same  certainty."    This  witness  admits  that  there  are  differences  of 
opinion  about  this  question  of  the  relative  keeping  qualities  of  the  two  products. 
On  page  1,  lines  11  to  21,  the  Patentee  states  what  he  considers  to  be  the  defect 
of  the  old  process  as  follows  : — 44  In  the  manufacture  of  stick  candy  as  heretofore  40 
44  practised  it  has  been  customary  to  boil  the  cane  sugar  or  syrup  either  alone  or 
44  with  a  small  percentage  of  glucose  in  open  kettles  or  pans  until  it  acquires  a 
44  proper  consistency.    This  method  of  treating  the   sugar   necessitates   the 
44  employment  of  very  high  temperatures,  which  commonly  resulted  in  the 
44  carbonisation  and  discoloration  of  the  sugar  and  in  the  production  of  a  candy  45 
44  of  dark  appearance.    The  candy  produced  by  this  process  is  exceedingly 
44  brittle,  so  that  in  being  handled  and  transported  there  is  a  heavy  deterioration 
44  and  loss  from  breakage.    It  is  also  objectionable  in  that  it  is  peculiarly 
44  susceptible  to  the  influence  of  moisture  and  increased  temperatures,  which 
44  render  it  adhesive  and  otherwise  troublesome  to  carry  in  stock  for  any  con-  50 
44  siderable  length  of  time."    I  may  mention  that  I  think  that  is  substantially 
correct  as  to  the  important  portion  of  it.    As  to  the  statement  that  it  has  been 
customary  to  boil  with  a  small  percentage  of  glucose,  I  think  that  he  is  right, 
although   the  evidence  does  show  that  on  occasions  a  considerably  larger 
quantity  of  glucose  was  used.    With  reference  to  the  candy  produced  by  the  55 
process  being  exceedingly  brittle,  the  inventor  explains  that  he  was  referring 
to  the  case  of  candies  which  were  used  and  transported  in  New  Orleans.    I  do 
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not  regard  that  as  a  very  material  matter  in  the  consideration  of  the  Specifica- 
tion. Now  I  come  to  what  he  alleges  to  be  his  discovery.  "  The  inventor  has 
44  discovered  that  by  the  addition  of  a  large  percentage  of  glucose  he  is  enabled 
44  to  produce  a  candy  which  possesses  an  increased  strength,  greater  brilliancy 

5  "  and  clearness,  and  a  greater  power  of  resisting  the  influence  of  moisture. 
"  Under  the  methods  heretofore  practised  it  was  impossible  or  impracticable  to 
44  incorporate  with  the  cane  sugar  a  sufficient  amount  of  glucose  to  secure  the 
*  ends  which  the  inventor  has  in  view.  He  has  discovered,  however,  that  by 
"  making  use  of  a  vacuum  pan  or  other  equivalent  apparatus  for  boiling  the 

10  "  materials  in  vacuo,  he  can  combine  with  the  cane  sugar  from  25  to  35  per 
"  cent,  or  even  a  greater  percentage  of  glucose,  and  that  this  compound  may  be 
"  cooked  to  a  consistency  suitable  for  stick  candy  without  discoloration  and 
"  without  injuriously  affecting  the  ingredients.  The  inventor  has  also  discovered 
"  that  the  compound  of  cane  sugar  and  glucose  may  be  thus  brought  to  the 

15  "  required  consistency  at  comparatively  low  temperatures,  so  that  when 
"  delivered  from  the  pan  or  kettle  it  may  be  immediately  handled  by  the 
44  workmen  and  finished  into  the  required  forms  without  undergoing  the 
"  usual  cooling  treatment.*'  Next  on  page  2,  line  3,  he  proceeds  to  state  what 
is  the  essence  of  the  invention.    "  The  essence  of  this  invention  consists  in 

20  "  subjecting  a  compound  of  cane  sugar  and  glucose  or  grape  sugar  to  a  cooking 
44  or  boiling  action  in  vacuo.  And  it  is  to  be  distinctly  understood  that  the 
44  apparatus  for  carrying  out  this  process  may  be  modified  in  form  and  con- 
"  struction  at  will ;  that  the  temperature  may  be  regulated,  and  the  period  of 
44  the  cooling  operation  lengthened  or  shortened  according  to  the  nature  of  the 

25  u  sugar  employed  and  the  character  of  the  candy  required."  With  regard  to 
those  last  words,  "  and  the  character  of  the  candy  required/9  I  think  they  are 
rather  a  relic  of  what  the  Specification  was  before  its  amendment ;  but  with 
reference  to  the  rest  it  will  be  observed  he  points  out  that  the  temperature  may  be 
regulated  and  the  period  of  the  cooking  operation  lengthened  or  shortened 

30  according  to  the  nature  of  the  sugar  employed.  Then  he  gives  his  method  of 
procedure,  and  after  saying  that  "the  inventor  proceeds  by  dissolving  cane 
44  sugar  and  glucose  in  water  in  the  proportions  above  indicated  " — that  is,  the 
proportion  of  glucose  being  25  to  35  per  cent,  or  even  a  greater  percentage — he 
points  out  that  it  is  necessary  to  see  that  all  evidences  of  crystallisation  disappear. 

35  That  is  a  well-known  thing.  Then  he  proceeds,  at  line  17  :— u  The  compound 
44  of  cane  sugar  and  glucose  is  placed  in  the  vacuum  pan  or  kettle,  and  the  same 
**  boiled  or  cooked,  commonly  at  a  temperature  of  about  212  degrees  Fahrenheit, 
u  until  the  mass  assumes  that  particular  condition  known  in  the  art  as  a  *  hard 
44  4  crack  *  or  4  stick '  candy  consistency,  whereupon  it  is  removed  from  the  pan 

40  a  and  treated  in  the  ordinary  manner."  Then  I  can  leave  out  the  next  paragraph, 
where  he  says  that  in  practice  it  is  found  to  be  of  great  advantage.  Then  I  pass 
on  to  line  37,  page  2,  where  the  inventor  further  defines  what  he  considers  to  be 
the  essence  of  the  invention.  There  he  begins  by  stating  that, "  He  is  also  aware 
44  that  compounds  of  glucose  and  cane  sugar  have  been  cooked  in  open  pans 

45  u  for  the  production  of  candy,  but  believes  himself  to  be  the  first  to  cook  a 
44  compound  of  cane  sugar  and  glucose  in  vacuo  for  the  purpose  of  bringing 
44  the  same  to  the  proper  consistency  for  the  production  of  4  stick '  candy  or 
44  4  hard  crack '  candy.  The  essence  of  this  invention  in  this  regard  resides  not. 
44  merely  in  the  substitution  of  one  means  of  evaporation  in  place  of  another, 

50  "  but  in  the  fact  that  the  particular  compound  treated — that  is  to  say,  a 
44  compound  of  glucose  and  cane  sugar  in  the  proportions  above  indicated— will, 
44  when  cooked  in  vacuo,  form  a  product  differing  in  its  nature  from  any  candy 
44  heretofore  known  in  the  art  and  obtainable  by  the  use  of  the  open  pan  " ;  and 
finally,  he  claims  (I  pass  over  certain  portions  which  I  consider  immaterial), 

55  a  First,  the  improved  method  of  manufacturing  candy,  consisting  in  cooking  a 
"  compound  as  described  of  cane  sugar  or  beet  sugar  and  glueeoe  m  vacuo 
M  until  it  acquires  a  consistency  appropriate  for  the  production  Of  *hartl  crack9 
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"  candy  ;  second,  the  improved  method  of  manufacturing  candy,  consisting  in 
"  cooking  as  described  cane  sugar  and  glucose  in  vacuo  until  it  arrives  at  a 
"  '  hard  crack '  or  '  stick '  candy  consistency/'  I  am  unable  to  see  any  real 
distinction  between  those  two  claims,  and  I  think  they  are  different  forms  of 
claiming  the  same  thing.  5 

It  will  be  convenient  now  to  deal  with  the  alleged  case  of  prior  publication 
by  Kirchhoff*8  American  Specification  No.  309,720,  which,  although  as  the 
result  of  some  proceedings  in  America  postponed  to  the  Plaintiffs9  Patent,  was 
published  in  England  prior  to  the  date  of  the  Plaintiffs'  English  Patent  This 
Specification  states  at  line  13  : — "Our  invention  relates  to  processes  for  manu-  10 
"  facturing  candies,  jellies,  preserves,  and  confectioneries  generally,  and  it 
"  consists  of  a  process  embracing  the  following  steps,  to  wit :  first,  dissolving 
"  the  cane  sugar  and  grape  sugar  separately  or  together  in  a  vessel  having  a 
"  steam  jacket,  a  steam  coil,  and  a  stirrer  for  mixing  the  contents ;  second, 
"  boiling  the  dissolved  cane  sugars  or  syrup  and  grape  sugar  or  glucose  into.  15 
44  candy  by  means  of  a  vacuum  pan  or  any  other  vessel  from  which  the  air  and 
"  vapours  are  extracted,  either  by  air  pump,  by  condensation,  by  water  spray 
44  surface  condenser,  or  any  other  combination  of  either  two  or  all  three 
44  methods  combined  ;  third,  cooling  or  heating  the  boiled  product  in  a  vessel 
44  constructed  with  a  double  bottom  and  jacket,  by  which  either  water  or  steam  20 
"  can  be  circulated,  so  as  to  cool  or  heat  the  contents  to  a  desired  temperature 
"  or  keep  it  at  any  desired  temperature  by  regulating  the  steam  or  water  supply." 
Then  he  describes  the  essence  of  his  process  as  being  as  follows  : — "  By  using 
"  the  above  described  process  we  will  be  enabled  to  use  sugars  and  molasses  or 
44  syrups  of  lower  grades  than  are  used  by  the  present  process  of  manufacturing  25 
44  candies  and  other  confectioneries.  Candies  and  other  confectioneries  can  be 
44  manufactured  at  a  saving  of  time  and  labour,  thus  reducing  the  first  cost  of 
44  same.  The  sugars  and  syrups  used  in  the  manufacture  of  candies  are  not 
44  discoloured  by  long  boiling  and  exposed  to  high  temperatures.  The  syrups 
44  and  sugars  used  in  the  manufacture  of  candies  and  other  confectioneries  are  30 
44  not  converted  into  grape  sugar,  thus  enabling  the  manufacturer  to  use  a  much 
44  larger  percentage  of  grape  sugar  or  glucose  in  making  candies  and  other 
44  confectioneries."  Then  he  points  out  certain  other  advantages.  In  Kane  v. 
Ghuest  Mr.  Justice  Stirling,  after  reading  Kirchhoff*  s  Specification,  so  far  as  I 
have  read  it,  proceeds  to  deal  with  it  as  follows.  The  passage  will  be  found  at  35 
page  440  of  the  Report,  line  46  : — 4<  Now,  it  is  to  be  observed  that  it  was  here 
44  pointed  out  that  by  the  use  of  this  apparatus  discoloration  is  avoided,  and  also 
44  that  the  syrups  and  sugars  used  in  the  manufacture  of  candies  are  not  converted 
44  into  grape  sugar,  thus  enabling  the  manufacturer  to  use  a  much  larger  per- 
44  centage  of  grape  sugar  to  glucose  in  making  candies  and  other  confectioneries.  40 
44  So  that  clearly  this  is  a  Patent  which  extends  to  confectioneries  generally, 
u  and  is  not  limited  to  stick  candy.  The  first  two  steps  in  the  Kirchhoff 
44  process  are  identical  with  those  of  the  Plaintiffs,  but  the  third  step  forms  no 
44  part  of  the  process  described  in  the  Plaintiffs'  Patent,  and  according  to  the 
44  evidence  the  use  of  it  would  be  detrimental  in  the  manufacture  of  stick  45 
44  candy."  In  showing  the  machine  Kirchhoff  depicts  he  refers  to  a  third  pan, 
which  I  agree  would  be  absolutely  detrimental  in  the  manufacture  of  "  stick  " 
candy.  I  consider  that  the  evidence  in  the  present  case  shows  that  the 
use  of  the  third  vessel  would  be  detrimental  in  the  manufacture  of  "hard 
44  crack."  90 

Although  I  do  find  in  Kirchhoff  Js  Specification  a  disclosure  of  the  use  of  a 
vacuum  pan  in  making  candies  generally,  and  of  the  power  of  the  manufacturer 
to  use  a  much  larger  percentage  of  grape  sugar  or  glucose  in  making  candies, 
I  do  not  find  any  direction  for  making  "  hard  crack  "  as  distinguished  from 
other  candies,  and,  having  regard  to  the  proposed  use  of  the  third  vessel,  I  do  5o 
not  think  that  the  Plaintiffs'  invention,  assuming  good  sub ject-matter,  id  invalid 
by  reason  of  the  prior  publication  of  Kirchhoff*8  Specification. 
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Mr.  Moulton  in  reply  put  his  case  on  subject-matter  thus  :  the  invention  was 
that  the  Plaintiffs  taught  the  world  how  to  make  uncaramelised  stick  candy  by 
the  use  of  the  vacuum  pan ;  this  invention  was  based  on  the  discovery  that  by 
the  use  of  larger  than  the  normal  proportions  of  glucose,  and  cooking  in  vacuo, 
5  the  consistency  of  "hard  crack "  was  obtained  before  reaching  the temperatur j 
at  which  partial  caramelisation  set  in.  I  think  it  is  proved  that  prior  to  the 
Plaintiffs9  discovery  it  never  had  occurred  to  anyone  that  in  order  to  obtain  the 
advantage  of  the  use  of  the  vacuum  pan,  and  thus  the  avoidance  of  discoloration 
in  making  "  hard  crack,"  it  was  necessary  (not  merely  advantageous)  to  use  a 

10  much  larger  proportion  of  glucose  than  was  commonly  used  in  the  open  pan 
process. 

A  considerable  amount  of  expensive  experimenting  was  gone  through  by 
Moffat  before  he  hit  upon  the  true  secret.  As  to  the  practical  utility  of  the 
Plaintiffs'  process  there  can  be  no  doubt,  a  considerable  number  of  licences 

15  having  been  taken  out  in  this  country  besides  a  very  large  number  in  America. 
There  is  one  passage  I  will  read  from  the  judgment  of  Mr.  Justice  Stirling* 
He  says  at  page  441  : — "  I  am  not  persuaded  that  if  the  Patent  had  been 
"  confined  to  the  manufacture  of  stick  candy  by  boiling  or  cooking  in  a 
"  vacuum  pan  a  mixture  of  cane  sugar  with  not  less  than  25  per  cent,  of 

20  "  glucose  there  would  not  have  been  sufficient  subject-matter  to  support  it ; 
"  but  it  appears  to  me  the  Specification  is  not  confined  to  stick  candy  nor  to 
"  such  mixture.'1  I  read,  this  as  a  very  strong  expression,  of  opinion  as  to 
subject-matter  confined  as  mentioned,  and  as  such,  although  not  necessary  for 
the  decision  and  not  affirmative  in  form,  I  regard  it  as  important  in  considering 

25  this  part  of  the  case.  Notwithstanding  the  extent  of  existing  knowledge,  and 
notwithstanding  the  fact  that  no  new  appliance  or  ingredient  was  required  to 
produce  the  result  attained,  I  think  that  such  result  could  not  have  been 
arrived  at  without  invention,  and  that  the  objection  for  want  of  subject-matter 
fails.    It  was  argued  that  although  there  was  something  to  be  discovered, 

30  namely,  that  which  is  claimed  by  Mr.  Moulton  as  being  the  invention,  yet 
that  discovery  is  not  what  is  disclosed  by  the  Specification,  and  it  was  said 
that  what  the  inventor  thought  he  had  discovered  and  what  he  had  really 
sought  to  claim  is  that  more  glucose  could  be  used  if  a  vacuum  pan  were 
employed  than  could  be  used  with  the  open  pan  process,  not  that  it  was 

35  necessary  to  use  at  least  the  percentage  he  mentions  in  order  to  utilise  the 
vacuum  pan,  and  it  was  I  think  established  in  evidence  that  it  was  not  impos- 
sible or  even  impracticable  to  incorporate  as  large  a  percentage  of  glucose  as 
25  to  35  per  cent,  and  even  more  in  the  open  pan  process,  although  a  smaller 
proportion  is  customary.   Nevertheless,  I  think  the  Specification  does  sufficiently 

40  disclose  the  discovery  of  the  fact  that  it  is  necessary  to  use  at  least  the  propor- 
tions given  in  the  Specification,  and,  without  reading  them  again,  I  will  refer 
especially  to  page  1,  line  22*,  lines  28  to  32|,  and  page  2,  lines  3  and  41,  and 
41  to  46§. 
Certain  objections  to  the  Specification  remain  to  be  considered.    It  was  said 

45  that  sufficient  directions  are  not  given;  that  the  conditions  under  which  a 
successful  result  can  be  obtained  are  not  sufficiently  defined;  and  it  was 
particularly  pointed  out  that  the  necessary  temperature  and  the  amount  of 
steam  required  to  produce  that  temperature  are  most  important  matters  for 
obtaining  a  successful  result,  and  it  was  said  that  no  guide,  or,  if  any,  a 

50  misleading  guide,  is  afforded  in  this  respect  by  the  Specification.  The 
Patentee  tells  the  public  that  the  compound  of  cane  sugar  and  glucose,  must 
be  subjected  to  a  cooking  or  boiling  action  in  vacuo,  and  he  says  the  tempera- 
ture may  be  regulated,  and.  the  period  of  the  cooking  lengthened  or  shortened 

*j|*to,page826,line6.     .      f  Art*  page  826,  line*  ]»to  17.  t.4*fe,  page  326,  lines  23  *  2*. 

§  Ante,  page  327,  lines  6  to  Id  i 
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according  to  the  nature  of  the  sugar  employed  and  the  character  of  the  candy 
required.  He  also  says  that  the  compound  is  to  be  boiled  or  cooked  commonly 
at  a  temperature  of  about  212  degrees  until  the  mass  assumed  the  "  hard  crack  " 
consistency.  The  introduction  of  the  words  "  commonly  at  a  temperature  of 
"  about  212  degrees "  creates  a  great  difficulty.  Read  literally  it  would  seem  5 
to  contemplate  a  continuous  boiling  at  one  temperature — namely,  212  degrees. 
The  inventor  and  Dr.  Attfield  invited  me  to  read  it  as  meaning  a  commencing 
temperature,  and  finally,  in  reply,  Mr.  MouUon  says  : — "  It  is  at  worst  a  mere 
"  blunder,  which  could  have  no  operation  in  preventing  a  successful  working 
"  of  the  inventions.19  I  think  the  suggestion  that  it  is  a  blunder  is  correct ;  10 
but,  having  regard  to  what  was  common  knowledge  amongst  confectioners  and 
sugar  boilers,  I  do  not  think  that  anyone  acquainted  with  the  business  could  be 
misled,  assuming  that  there  are  to  be  found  in  the  Specification,  without  those 
words,  sufficient  directions  to  lead  to  a  successful  result  I  do  not  believe  that 
any  sugar  boiler  or  confectioner  would  have  thought  that  "  hard  crack  "  candy  15 
could  be  boiled  at  a  temperature  of  212  degrees. 

In  considering  the  question  of  sufficiency,  it  is  not  enough  to  show  that  an 
operator  may  go  wrong  through  stupidity  or  perversity  or  under  singular  or 
special  conditions.    Reading  the  directions  fairly,  and  having  regard  to  the 
general  knowledge  at  the  date  of  the  Patent,  I  ought  to  try  to  discover  whether,  20 
under  ordinary  and  normal  conditions,  and  assuming  a  desire  to  succeed,  success 
would  be  obtained  by  following  the  directions  given.    Mr.  Ballantyne  says  it 
was  a  common  practice  at  the  date  of  the  application  for  this  Patent  to  use 
vacuum  pans  with  steam  of  temperatures  from  225  to  230  degrees,  which  could 
not  have  been  made  to  produce  "  hard  crack,"  but  I  think  he  was  speaking  of  25 
pans  used  for  sugar  refining  and  not  of  those  used  for  making  boiled  sugar 
goods  or  candies,  and  it  was  common  knowledge  that  much  higher  temperatures 
were  required  for  some  of  these.    The  temperature  required  for  "  hard  crack  " 
made  by  the  open  pan  process  is  about  310  degrees  Fahrenheit,  while  that 
required  by  the  vacuum  process  is  about  250  degrees.    Dr.  Attfield  considers  30 
that  the  Specification  gives  sufficient  directions  to  carry  out  the  invention 
successfully.    Moffat,  the  inventor,  says  it  would  be  impossible  to  indicate  the 
temperature  and  pressure  exactly  so  as  to  suit  the  various  differing  conditions, 
and  he  said  any  practical  man  would  know  what  to  do.    I  may  pause  here  a 
moment  to  point  out  that,  as  I  gather,  the  men  who  actually  make  these  goods  35 
do  not  so  much  rely  upon  their  thermometers  as  upon  the  specimens  they  take 
out  from  time  to  time ;  they  know  when  they  arrive  at  "hard  crack  "  by  the 
feel  between  the  fingers.    Mr.  Daviee,  a  partner  in  the  firm  of  Champion  A  Co., 
and  who  has  been  engaged  in  the  wholesale  confectionery  trade  nearly  30  years, 
gave  evidence  for  the  Plaintiffs,  from  whom  his  firm  took  a  licence,  and  who  40 
have  used  the  invention  for  about  nine  years.    He  explains  that  if  a  powerful 
boiler  is  used,  or  if  the  pressure  is  100  lbs.  to  the  square  inch,  "  hard  crack  " 
will  be  obtained  at  from  230  to  235  degrees ;  but  if  the  pressure  is  only  60  lbs. 
he  thinks  it  would  require  about  250  degrees  to  get  "  hard  crack.**    I  think  a 
practical  confectioner  would  know  that  the  mention  of  212  degrees  was  a  45 
blunder,  and  would  have  gone  on  boiling  until  he  reached  "  hard  crack."    Had 
he  employed  too  low  a  pressure  I  think  he  would  have  come  to  the  conclusion 
that  his  vacuum  pan  would  not  produce  the  required  temperature,  and  would 
have  taken  steps  to  procure  such  a  pressure  as  would  give  him  a  vacuum 
with  a  sufficiently  high  temperature  to  enable  the  boiling  referred  to  in  the  50 
Specification  to  be  carried  out. 

There  is  one  other  objection  of  substance  requiring  consideration.  I  mean 
that  which  refers  to  the  percentage  of  25  per  cent,  to  35  per  cent  of  glucose 
mentioned  in  the  Specification.  It  is  said  that  a  percentage  of  25  per  cent,  is 
not  sufficient  to  secure  a  successful  result.  I  think  that  the  evidence  shows  55 
that  with  a  very  low  grade  sugar  25  per  cent,  is  sufficient.  With  the  sugar 
usually  amployed  about  33}  per  cent,  appears  to  be  the  most  satisfactory 
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percentage  of  glucose  to  be  used,  and  I  think  the  Patentee  has  given  the  range 
of  percentage  covering  all  the  grades  of  sugar  employed  or  likely  to  be  employed 
by  practical  men  in  the  manufacture  of  "  hard  crack."  I  do  not  disguise  from 
myself  that  there  are  great  difficulties  in  the  case,  but  upon  a  consideration  of 

5  all  the  points  raised  I  think  the  Specification  is  sufficient,  and  that  the  Plaintiff 
is  entitled  to  succeed.  You  do  not  want  any  injunction  ?  Your  Patent  has 
expired. 

Shaw.—Yee,  the  Plaintiff  cannot  get  an  injunction ;  but  I  ask  for  damages  or 
an  account  of  profits. 

10      Byrnb,  J.— Very  well. 

On  the  17th  of  May  the  case  came  on  again  before  Byrne  J. 
Shaw,  for  the  Plaintiffs,  applied  for  a  Certificate  that  the  validity  of  the 
Patent  had  come  in  question  in  the  action,  and  he  cited  the  Sunlight  Incandes- 
cent Qas  Lamp  Company,  Ld.  v.  Incandescent    Gas  Light  Company ;  Ld. 

15  (14  B.P.C.  776),  where  Mr.  Justice  Wills  granted  a  Certificate  of  validity 
although  the  Patent  had  expired. 

.  Walter ,  for  the  Defendants,  contended  that  the  question  had  not  been  argued 
in  that  case,  and  that  the  Court  ought  not,  by  an  ex  post  facto  decision  after  the 
expiration  of  the  Patent,  to  grant  a  Certificate  of  validity. 

20      After  further  discussion,  Byrne,  J~,  granted  the  Certificate  asked  for. 

Shaw  then  raised  the  question  of  damages  prior  to  the  date  of  the  amendment 
of  the  Specification. 

After  some  argument  Byrne,  J.,  directed  that  the  matter  should  be  brought 
forward  by  motion.    Accordingly,  on  the  21st  of  June  1901,  a  motion  was  made. 

25  The  same  counsel  appeared  as  at  the  trial.  The  notice  of  motion  asked  for  an 
Order  that  the  damages  to  be  recovered  by  the  Plaintiffs  be  assessed  in  respect  of 
the  use  of  the  invention  by  the  Defendants  during  the  period  prior  to  the  4th  day 
of  December  1899  (the  date  of  the  amendment  of  the  Plaintiffs'  Letters  Patent), 
as  well  as  during  the  period  subsequent  thereto. 

30  Moulton,  E.C.,  for  the  Plaintiffs.— The  Plaintiffs  here  ask  for  damages  for 
atts  of  infringement  prior  to  as  well  as  subsequent  to  the  date  of  the  amend- 
ment of  the  Specification.  By  section  18,  subsection  9,  of  the  Act  of  1883,  the 
amendment  is  in  all  courts  and  for  all  purposes  to  be  deemed  to  form  part  of  the 
Specification,  therefore  damages  can  be  recovered  as  if  the  Specification  had, 

35  from  its  inception,  been  in  the  amended  form,  subject  to  the  restrictions  created 
by  section  20  in  cases  of  negligence  and  bad  faith.  An  Order  similar  to  that 
now  asked  for  was  made  in  Hopkinson  v.  St.  James  Electric  Light  Company 
(10  R.P.C.  46).  In  the  present  case  there  is  no  lack  of  good  faith  and  reasonable 
skill  and  knowledge.    Section  20  is  directed  against  Patentees  who  knowingly 

40  attempt  to  claim  more  than  they  are  entitled  to.  This  was  not  the  case  here. 
The  invention  was  not,  it  is  true,  limited  to  "  hard  crack  candy  "  eo  nomine,  but 
the  Patentee  undoubtedly  wished  to  limit  it  to  "  hard  crack  candy  "  and  other 
substances  closely  analogous.  The  fringe  was  a  very  narrow  one,  and  not 
sufficiently  wide  to  debar  the  Plaintiff  from  the  benefit  of  section  20.    It  is  not 

45  necessary  to  plead  this  (Hopkinson  v.  St.  James  Electric  Light  Company,  ubi 
supra).  [Byrne,  J.— Where  you  ask  for  damages  on  a  special  footing  it  is 
better  to  plead  it.]  The  Patentee  has  substantially  claimed  the  invention  in  a 
fair  way  and  so  the  Plaintiffs  are  entitled  to  recover  damages  prior  to  the 
amendment. 

50  BousfiOd,  E.C.,  and  Walter,  for  the  Defendants.— Before  the  Act  of  1883,  the 
Plaintiff  in  all  cases  got  damages  for  acts  prior  to  the  amendment  unless  con- 
ditions were  imposed  at  the  time  of  the  disclaimer.  Now,  however,  the  law  is 
the  opposite,  and  no  damages  are  recoverable  prior  to  the  amendment  unless 
specially  allowed.    This  is  a  matter  which  used  generally  to  be  pleaded,  and 

55  ought  to  be  now,  under  Order  XIX.,  rule  4»  In  only  one  case  have  such 
damages  been  granted  (Hopkinson  v.  St.  Jqrnes  Electric  Light  Company,  ubi 
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supra),  and  they  have  never  been  granted  in  a  case  where  the  Patent  has 
already  been  held  bad  by  the  Court.  The  Specification  undoubtedly  claimed 
more  than  "  hard  crack  candy,"  and  it  is  not  fair  to  say  that  it  claimed  "  hard 
"  crack  candy  "  and  "  a  fringe."  In  Kane  v.  Ghuest,*  Mr.  Justice  Stirling,  after 
careful  inquiry,  held  that  the  Patent  did  in  fact  make  a  much  wider  claim.  5 

Moulton,  K.C.,  replied. 

BYRNE,  J. — In  this  case  the  inventor  has  invented  something,  and  that 
something  was  a  different  method  of  manufacturing  the  particular  kind  of 
candy  known  as  "hard  crack"  or  "stick"  candy.    He  took  out  a  Patent,  and 
that  Patent  had  certain  claims  in  it,  and  a  very  full  description  of  what  he' 10 
meant  and  intended  to  claim.    It  became  the  subject  of  litigation  in  the  case  of 
Kane  v.   Quest,  before  Mr.  Justice  Stirling,  and  after  going  very  carefully 
through  the  Specification  Mr.  Justice  Stirling,  on  page  441  of  the  report  in  the 
16th  Reports  of  Patent  Cases,  says  : — "  On  the  whole,  I  come  to  the  conclusion 
"  that  the  Patent  extends  to  *  subjecting  any  compound  of  cane  sugar  and  15 
ut glucose  to  a  cooking  or  boiling  action  in  vacuo.% "t    If  I  may  respectfully* 
say  so,  I  entirely  agree,  and  I  think,  having  had  the  full  discussion  which  1 
have  heard,  I  should  have  called  it  a  clear  case  as  it  stood  on  the  original  Specifi- 
cation.   Then  the  Patentee  amended  his  Specification,  and  the  Plaintiffs  have 
brought  an  action  upon  the  amended  Specification ;  I  have  held  in  their  favour  20 
that,  as  amended  the  Specification  being  confined  to  "hard  crack,"  they  have  a 
valid  Patent  and  are  entitled  to  an  injunction.  I  am  now  asked  to  say  that  in  giving 
damages  those  damages  ought  to  be  given  in  respect  of  the  use  of  the  invention 
before  the  disclaimer  as  well  as  since,  and  for  the  full  period  of  six  yean.    The 
disclaimer  took  place  in  1899.    In  the  first  place,  I  wish  to  say  that  that  point  25 
was  not  taken  in  the  opening  ;  it  is  not  mentioned  in  the  pleadings,  and  so  far   ' 
as  I  know  no  portion  of  the  evidence  was  directed  towards  this  question.    It 
was  mentioned,  and  mentioned  rather  in  a  perfunctory  way,  in  reply  for  the 
first  time,  and  when  I  gave  judgment  on  the  main  issues  in  the  case  I  did  not 
deal  with  this  point  because  it  was  not  sufficiently  in  my  mind  as  being  a  point  30 
to  be  dealt  with,  it  never  having  been  argued  at  all. 

The  question  idl  turns  on  the  true  meaning  to  be  placed  on  section  20  of  the 
Act  of  1883,  which  provides  that,  "  Where  an  amendment  by  way  of  disclaimer, 
"  correction,  or  explanation  has  been  allowed  under  this  Act,  no  damages  shall 
"  be  given  in  any  action  in  respect  of  the  use  of  the  invention  before  the  35 
"  disclaimer,  correction,  or  explanation,  unless  the  Patentee  establishes  to  the 
"  satisfaction  of  the  Court  that  his  original  claim  was  framed  in  good  faith  and 
a  with  reasonable  skill  and  knowledge."  I  think  that  what  the  Patentee  has 
to  establish  is  that  in  his  original  Specification  he  meant  and  intended  to  claim  that 
which  he  had  invented  and  no  more.  I  will  not  say  that  that  is  an  exclusive  40 
definition,  but  that  is  an  illustration  of  the  section.  If  the  inventor  has 
knowingly  sought  to  include  a  field  of  subject-matter  beyond  that  which  he 
knows  he  has  invented,  I  think  he  cannot  be  regarded  as  having  framed  his 
claim  in  good  faith  within  the  meaning  of  this  particular  section,  and  I  am 
of  opinion  in  the  present  case  that  he  meant  and  intended  that  which  his  original  45 
Specification  says,  namely,  to  make  a  larger  claim  than  that  which  he  knew  he 
was  entitled  to ;  and,  secondly,  I  think  he  has  failed  to  establish  to  my  satis- 
faction that  his  original  claim  was  framed  in  good  faith  and  with  reasonable 
skill  and  knowledge  within  the  meaning  of  that  expression  in  the  section.  I 
believe — and  the  research  of  the  Counsel  bears  me  out  in  it — that  the  power  50 
given  by  this  section  of  the  Act  to  award  further  damages  has  been  exercised 
in  one  case  only  in  the  immense  number  of  cases  in  which,  since  the  passing 
of  this  section,  amendments  must  have  been  allowed  and  actions  have  been  brought 


•  16  R.P.C.  433. 

t  Id  &.P.C.,  page  441,  line  51. 
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upon  the  amended  Patents.  It  is  simply  this — that  the  Patentee  is  only  entitled  to 
damages  as  from  the  date  of  his  amendment  or  disclaimer  unless  some  special 
Order  is  made  to  the  contrary.  I  do  not  see  my  way  in  this  case  to  make  any 
such  special  Order. 

Bousfield,  K.C. — Your  Lordship  dismisses  the  motion  with  costs  ? 

Byrne,  J. — Yes ;  these  costs  had  better  be  set  off  against  the  others. 


In  thb  Court  of  Appeal. 

Before   Lords   Justices    Rigby,    Vaughan    Williams,  and   Stirling, 

March  7th,  8th,  and  12th,  and  June  11th,  1901. 

10  Tubes,  Ld.  v.  Pbrfbota  Seamless  Steel  Tube  Company,  Ld. 

Patent. — Action  for  infringement. — Construction  of  Specification. — Extent 
of  claim. — Novelty. — Patent  held  invalid  for  want  of  novelty  in  first  claim. 

In  1891  Letters  Patent  were  granted  to  R.  for  u  Improvements  in  the  com- 
"  pressing,  shaping,  and  drawing  of  metal  tubes,  and  in  means  and  apparatus 

15  "  therefor."  These,  with  two  previous  Patents  granted  for  similar  inventions 
by  B.,  became  vested  in  T.  L.  In  1899  T.  L.  brought  an  action  for  infringement 
against  the  P.  Company,  claiming  the  usuai  relief.  The  P.  Company  attacked 
the  validity  of  the  Patent  on  the  ground  that  the  first  claim  extended  to  matters 
which  were  not  novel,  and  denied  infringement  on  the  ground  that  as  regards 

20  the  second  claim,  under  which  infringement  was  particularly  alleged,  they  did 

not  use  a  sliding  die,  which,  on  the  true  construction  of  the  claim,  was  an 

essential  part  of  the  invention.    There  wets  no  dispute  as  to  the  material 

questions  of  fact.  - 

Held,  by  Buckley,  J.,  that  on  the  true  construction  of  the  Specification  the 

25  water-cooling  and  expelling  apparatus  was  an  integral  part  of  the  invention  ; 
that  the  first  claim  was  for  the  whole  process  of  compressing,  shaping,  and 
ejecting  the  manufactured  article,  and  cooling  the  apparatus  and  making  the 
die  ready  for  a  fresh  operation ;  that  the  Patent  was  valid ;  and  that  the 
Defendants  had  infringed. 

30  The  Defendants  appealed,  The  appeal  ww  allowed  and  the  action  was 
dismissed  mth  costs. 
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Held,  by  Rigby,  LJ^  and  Stirling,  LJ.,  that  in  the  first  claim  there  was 
no  ground  for  inferring  that  the  water-cooling  and  expelling  apparatus  was 
intended  to  be  included,  and  the  invention  failed  for  want  of  novelty. 

Held,  by  Vaughan  Williams,  LJ~>  that  there  were  considerable  grounds 
for  the  argument  that  water-cooling  and  expelling  were  intended  to  be  included  5 
in  the  first  claim,  but  that  the  Patent  was  bad  for  want  of  a  distinct  statement 
of  the  invention  claimed. 

Electric  Construction  Company,  Ld.  v.  Imperial  Tramways  Company,  Ld. 
(11  B.P.O.  681)  followed. 

In  1891  Letters  Patent  were  granted  to  James  Robertson  for  "  Improvements  10 
"  in  and  relating-  to  the  compressing,  shaping,  and  drawing  of  metal  tabes, 
"  tubular,  hollow,  and  solid  articles,  and  in  means  and  apparatus  therefor." 
This  invention  was  an  improvement  on  other  inventions  for  which  he  had 
previously  taken  out  Letters  Patent— Nos.  5018  of  1888  and  1627  of  1890.  The 
improvement  of  the  1890  Patent  over  that  of  1888  was  substantially  the  use  of  15 
a  sliding  instead  of  a  fixed  die  to  hold  the  billet.  A  substantial  improvement 
of  the  1891  Patent  was  a  plate  or  bar  to  hold  up  the  soft  metal.  The  Complete 
Specification  (No.  11,486  of  1891)  and  the  drawings,  so  far  as  they  are  material 
for  this  report,  were  as  follows : — 

"  My  invention  relates  mainly  to  compressing  and  shaping  metals  such  as  20 
"  iron,  steel,  and  copper  made  soft  by  heat,  shaping  or  forming  masses  or  billets 
"  of  metal  in  this  soft  state  into  tubes,  tubular,  hollow  or  solid  articles  by 
"  pressing,  piercing,  or  expanding  these  by  great  force  into  or  through  shaping 
"  dies  or  matrices  by  mandrels  or  shaping  tools  for  tubes,  tubular,  and  hollow 
"  articles,  or  by  rams  or  shaping  heads  for  shaping  solid  articles  and  bars.  My  25 
"  said  invention  consisting  mainly  in  new  and  improved  means  and  apparatus 
"  for  fixing  and  operating  the  dies,  matrices,  mandrels,  and  metal  billets  during 
"  these  shaping  operations. 

"  New  and  improved  means  and  apparatus  for  expelling  metal  articles  while 
"  in  a  hot  and  plastic  state  from  shaping  dies  or  matrices  and  also  for  cooling  30 
"  the  matrices,  mandrels,  or  other  shaping  tools  so  used  quickly  after  they 
"  perform  their  shaping  operations  to  avoid  their  being  injured  by  heat. 

"  This  invention  being  mainly  a  further  development,  and  further  new  and 
"  improved  applications  of  my  inventions  for  which  Letters  Patent  of  the 
44  United  Kingdom  were  granted  to  me,  namely  : — No.  5018  dated  the  4th  day  35 
"  of  April  1888  entitled  '  Improvements  in  and  relating  to  the  manufacture  of 
"  *  meted  tubes,  tubular  or  hollow  articles,  and  in  shaping  and  finishing  of  same, 
44 '  and  in  apparatus  therefor '  and  No.  1627  dated  the  30th  day  of  January  1890 
u  entitled  '  Improvements  in  and  relating  to  the  manufacture  of  metal  tubes, 
"  '  tubular  and  hollow  articles  and  in  means  and  apparatus  therefor9  and  which  40 
"  inventions  in  all  the  suitable  forms  of  the  main  parts  of  same  and  actuating 
"  gear  therein  shown  used,  it  is  part  of  my  invention  to  combine  and  apply 
"  with  these  improvements.    It  is  no  part  of  my  invention  to  use  any  of  these 
"  new  and  improved  modes  and  means  of  making  tubes  or  other  hollow  or  solid 
"  articles  out  of  what  is  usually  designated  '  soft  metals '  such  as  lead  or  tin  45 
•4  which  have  the  distinguishing  feature  from  other  metals  of  not  hardening 
"  under  pressure  or  by  being  hammered  in  a  cold  state. 

"  I  use  throughout  the  following  description  the  same  letters  and  numerals 
u  of  reference  to  indicate  like  parts  in  all  the  figures  where  like  parts  are  shown 
"  in  order  as  far  as  possible  to  avoid  needless  repetition  in  describing  the  various  50 
"  modifications  shown.  Throughout  my  explanation  I  designate  a  solid  or 
u  hollow  piece  of  metal  as  taken  from  a  heating  furnace  to  be  operated  upon 
«  either  far  being  formed  into  *  tube,  tubular,  or  solid  article,  a  *  billet9    The 
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"  arrows  indicate  the*  directions  of  the  motions  of  the  moving  parts  of  the 
"  apparatus  shown  used,  and  of  the  motions  of  the  billets  and  finished  articles 
"  being  operated  upon  when  in  motion. 
"  For  the  purpose  of  showing  and  describing  the  parts  of  my  invention,  that 
5  "  part  of  my  invention  for  holding  up  the  metal  billet  in  the  die  to  be  operated 
44  upon  against  the  piercing  action  of  the  mandrel  and  of  cooling  and  expelling 
"  the  tube  or  tubular  article  formed  in  same,  I  show  a  long  tube  forming  die 
44  and  connecting  parts,  with  mass  or  billet  of  hot  metal  being  operated  upon 
44  of  my  most  improved  form  of  these,  all  being  of  the  general  form  described 

10  "  in  my  older  inventions  hereinbefore  referred  to. 

44  Fig.  1  is  a  rear  end  elevation,  and  Fig.  2  a  plan  showing  this  die  and  all 
44  connections  in  section,  the  die  A  A1  being  shown  in  halves,  the  billet  B  in 
44  the  die  A  A1  being  held  from  motion  endwise  in  its  place  by  the  after  billet 
44  holding  up  stem  rod  C,  against  the  piercing  action  of  the  mandrel  D.     The 

!.">  44  billet  B  being  shown  in  section  in  Fig.  2  nearly  pierced  through  by  the 
44  mandrel  D.  The  mandrel  D,  stem  rod  D1,  after  holding  up  stem  rod  C,  and 
44  its  stem  rod  head  C1,  and  after  holding  up  ferrule  piece  C2  which  is  placed 
44  between  the  billet  of  metal  B  being  shown  operated  upon  and  for  receiving 
44  the  mandrel  after  it  is  forced  through  same  (all  of  which,  so  far  being  part  of 

20  44  my  older  inventions  referred  to)  but  to  prevent  the  hot  metal  of  the  billet  B 
44  being  operated  upon,  from  passing  by  the  force  from  the  mandrel  D  into  this 
44  abutting  and  receiving  receptical  for  the  mandrel  C2,  a  piece  of  metal  plate  E 
44  in  a  cold  state,  by  preference  formed  of  copper,  iron,  or  steel,  its  employment 
44  therein  being  part  of  my  said  new  improvements,  is  shown  in  Fig.  2  placed 

25  "  over  the  mouth  of  this  abutting  ferrule  piece  and  receiving  receptical  C2  for 
44  the  mandrel  D,  and  shown  interposed  between  the  hot  billet  B  and  the 
44  ferrule  C2. 

44 1  call  this  plate  E  a  service  plate  and  it  is  used  of  such  a  thickness  or 
44  strength  as  to  by  its  shearing  resistance  to  the  advancing  mandrel  D  and  to 

30  "  the  advance  of  the  central  part  or  mass  of  the  billet  B  as  to  prevent  the  metal 
44  of  same  flowing  into  the  ferrule  C2,  this  plate  E  being  generally  of  a  thickness 
44  from  about  a  quarter  of  an  inch  to  one  inch,  being  increased  in  thickness  as 
44  the  diameter  of  the  tube  being  formed  is  increased  or  proportioned  in  thick- 
44  ness  to  keep  the  billet  B  up  to  the  piercing  action  of  the  mandrel  D,  yet  to 

35  44  give  way  or  be  shorn  through  when  the  mandrel  D  reaches  the  end  of  the 
44  billet  B  as  is  shown  in  Fig.  2  nearly  passed  through  the  billet  or  close  to  this 
44  plate  E. 

44  Fig.  3  shows  the  position  of  the  mandrel  D  after  it  has  been  wholly  forced 
"through  the  billet  of  metal  B,  with  a  small  portion  of   the  metal  of  the 

40  "  billet  B2  forced  out  before  the  mandrel  and  portion  of  the  plate  E1  in  the 
44  form  it  gives  way  or  is  shorn  out  in  its  central  part  before  the  small  portion 
44  of  metal  of  the  billet  or  barb  B2  which  comes  out  before  the  point  of  the 
44  mandrel.  At  which  position  the  piercing  operation  of  the  mandrel  is  com- 
44  pleted  and  its  motion  forward  stopped.    Leaving  of  this  plate  E  as  shown  a 

45  4*  small  annular  piece  or  ring  E2,  held  fast  between  the  forward  end  of  the 
44  tube  B1  just  formed,  and  the  end  of  the  ferrule  C2  the  shearing  strength  of 
44  the  cold  metal  plate  E  to  be  forced  off  the  billet  B  being.thus  so  proportioned 
44  as  to  allow  little  of  the  heated  soft  metal  of  the  billet  B  to  pass  it,  but  to  give 
44  way  and  allow  the  mandrel  D  to  pass  it. 

50  u  My  new  and  improved  means  and  apparatus  for  expelling  tubes  and  other 
44  articles  so  formed  in  dies  and  matrices  of  heated  soft  metal  in  a  plastic  state, 
44  as  also  for  cooling  the  matrices,  dies,  mandrels,  and  other  shaping  tools  after* 
44  the  metal  shaping  operation  is  completed  is  also  shown  by  the  figures  just 
44  described,  as  also  my  new  and  improved  mode  of  cooling  articles  of  this  kind 

*  Page  5  of  the  printed  copy  of  the  Specification  begins  here. 
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44  so  formed,  is  also  shown  by  the  same  figures  just  described,  and  for  fixing 
"  the  metal  in  same  and  shaping  it.  This  expelling  and  cooling  action  is  effected 
44  by  injecting  water  or  other  fluid  at  a  high  pressure  into  the  dies  or  matrices 
44  at  or  near  the  inner  end  surfaces  of  the  article  that  has  been  formed  in  dies  or 
44  matrices,  using  by  preference  water  in  a  cold  state  for  this  purpose,  as  by  its  5 
44  ready  cooling  action  it  cools  and  slightly  contracts  the  hot  metal  and  releases  the 
44  hold  of  the  die  on  the  hot  metal  #article  just  formed  in  it,  it  also  affords  very 
"  steady  force  for  its  removal  out  of  it.  Fig.  1  in  rear  end  elevation  has  shown 
44  the  after  billet  holding  stem  rod  C  removed,  showing  the  ferrule  receiving 
44  piece  C*  into  which  the  mandred  D  is  forced  after  it  has  performed  its  piercing  10 
44  work,  and  into  which  in  the  die  A  A1  the  cooling  water  is  forced  at  a  great 
"  pressure.  The  channel  through  which  the  water  is  led  in  this  example  into 
44  the  die  A  A1  to  cool  and  expel  the  tube  B1  and  cool  the  die  and  mandrel,  is 
44  shown  formed  in  the  after  billet  holding  up  stem  rod  C,  having  this  water 
44  channel  C8  shown  in  Figs.  2  and  3.  Fig.  2  showing  a  pipe  connection  C4  to  be  15 
"  connected  to  water  forcing  pumps,  water  accumulator,  or  any  means  affording 
"  water  at  a  high  pressure.  Fig.  3  in  which  the  after  stem  rod  C  is  shown 
44  broken  off,  showing  in  section  also  the  mandrel  D,  end  ferrule  piece  C*,  barb 
44  of  the  copper  billet  B*  broken  off  before  the  mandrel  D,  off  the  billet  B,  and 
44  central  shorn  out  piece  of  the  plate  E1,  ring  piece  of  this  plate  E*,  left  in  at  20 
"  the  end  of  the  tube  B1,  all  in  their  several  positions  immediately  after  the 
44  mandrel  D  has  been  passed  through  the  billet,  and  when  the  water  is  admitted 
44  through  the  channel  C8  in  the  after  stem  rod  C,  into  the  die  A  A1.  To  make 
44  the  after  stem  rod  head  C1  water  tight  it  is  provided  with  a  cord  or  leather 
44  packing  ring  C5  shown  in  Figs.  2  and  3.  In  this  state  the  water  is  admitted  25 
14  and  by  preference  at  a  pressure  of  about  a  ton  to  the  square  inch,  forcing 
"  back  the  mandrel  head  D  into  the  hot  tube  B1  just  formed  almost  water  tight, 
44  generating  steam  also  largely  and  at  a  high  pressure,  and  cooling  the  tube  B1 
"  so  formed,  and  by  contracting  it  by  cooling  releases  same  in  the  die,  and 
44  cooling  the  mandrel  D  and  all  parts  exposed  to  it,  forcing  the  mandrel  head  D  30 
44  into  the  tube  makes  it  for  the  instant  about  water  tight  and  quickly  forces  out 
44  tube  and  mandrel  leaving  no  time  for  the  hot  metal  to  do  the  die,  mandrel, 
44  or  any  of  the  working  parts  of  same  any  injury,  and  makes  the  die  ready  for 
44  a  fresh  operation.  The  die  A  A1  is  shown  in  halves  and  placed  in  a 
44  container  AJ  which  is  shown  placed  in  a  sliding  guide  A8  and  provided  with  35 
44  a  mandrel  entering  guide  G  which  is  of  a  form  used  in  my  older  inventions 
44  referred  to. 

44  Fig.  4  is  a  rear  end  elevation  and  Fig.  5  a  sectional  plan  of  a  similar  die  to 
44  that  just  described  and  the  same  letters  of  reference  referring  to  like  parts, 
44  and  the  after  holding  up  stem  rod  in  Fig.  5  being  also  shown  removed,  but  40 
44  showing  in  this  example  a  surface  plate  E  resting  underneath  the  ferrule  C* 
44  which  receives  the  mandrel  after  it  has  passed  entirely  through  the  billet  B. 
44  The  internal  space  of  the  ferrule  C*  having  placed  in  it  a  filling  up  pad 
44  metal  piece  E8  an  easy  sliding  fit  for  same  which  as  shown  fills  up  entirely 
44  the  internal  space  of  the  ferrule  C*  presenting  nearly  a  flush  surface  at  its  45 
44  inner  end  for  the  soft  metal  of  the  billet  B  resting  on.  The  mandrel  D  is 
44  shown  at  the  point  of  just  passing  out  of  the  billet  B,  at  about  which  point  it 
44  forces  forward  the  pad  piece  E8,  and  shearing  through  the  plate  E  allows  this 
44  pad  E3  to  enter  into  the  hollow  part  C8  of  the  stem  rod  C,  and  the  mandrel 
44  head  D  to  enter  into  the  ferrule  C*.  50 

44  This  arrangement  of  working  the  plate  E  tends  to  detach  less  metal  as  an 
44  end  barb  from  the  billet  B  when  the  mandrel  passes  out  of  it,  than  in  the 
44  foregoing  modification  described. 

44  Fig.  6  is  a  rear  end  elevation  and  Fig.  7  a  sectional  plan  of  a  die  A  A1  and 
44  connections  fitted  with  another  modification  of  an  after  piece  to  give  way  55 
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44  before  the  billet  piercing  mandrel.  Fig.  6  showing  also  the  sliding  piece  A8 
44  of  the  container  A2  broken  off,  as  also  the  after  stem  rod  C  in  Fig.  7 
"removed.  As  shown  in  sectional  plan  there  is  in  this  example  no 
44  bottom  billet  holding  up  service  plate,  but  the  ferrule  piece  C2  has  cut  in  it  a 
5  "  series  of  annular  grooves  C6  and  the  filling  up  pad  piece  E3  which  is  about 
44  half  an  inch  smaller  in  external  diameter  than  the  internal  diameter  of  the 
44  ferrule  piece  C2,  has  shown  formed  in  it  a  series  of  grooves  in  its  periphery 
44  E4  corresponding  in  pitch  with  the  internal  grooves  C6,  shown  in  the  ferrule 
44  piece  C2,  one  groove  in  each  part  would  do,  but  a  series  is  preferred.  To  bind 
10  "  these  two  parts  together  the  ferrule  piece  C2  and  its  filling  up  pad  piece  E8  with 
44  a  known  and  requisite  resistance  to  the  central  pad  E8  to  be  displaced  by  the 
44  mandrel  these  two  parts  are  set  on  end  and  centrally  to  each  other  and  the 
44  •intervening  internal  annular  space  between  these  and  grooves  Cfl  in  the  ferrule 
44  piece  C2  and  grooves  E4  formed  in  the  periphery  of  the  pad  piece  E*  is  filled  up 
15  44  with  soft  metal  E  (by  preference  with  tin)  and  in  this  way  with  binding 
44  threads  of  same  to  both  parts,  which  when  the  mandrel  comes  to  the  end  of 
44  the  billet  B  and  to  press  to  the  requisite  degree  on  the  pad  piece  EB  one  or 
44  the  other  thread  or  threads  or  collars  of  soft  metal  threads  or  collars  E4  or  Cfl 
44  gives  way  by  shearing  off  the  collar  or  collars  (as  shown)  off  either  the 
20  4I  ferrule  piece  C2  or  off  the  pad  piece  E8  thereby  allowing  it  to  be  pushed  by 
44  the  mandrel  D  into  the  hollow  part  of  the  after  holding  up  billet  stem  rod  0* 
44  without  injury  to  the  mandrel. 

44  The  resistance  of  the  soft  metal  collars  C6  and  E4  on  the  soft  metal  ring  E 

44  being  formed  of  sufficient  strength  to  resist  the  soft  metal  of  the  billet  B  from 

25  44  flowing  through  the  ferrule  Cf  to  sustain  the  piercing  force  of  the  mandrel. 

44  The  resisting  shearing  strength  of  a  bar  of  cold  metal  is  also  suitable  for 

44  this  purpose  (by  preference  of  iron  or  steel)  of  a  strength  proportioned  to 

*4  shear  through  or  give  way  at  a  resisting  strength  that  will  not  destroy  a 

44  billet  piercing  mandrel.    Instead  of  a  flat  bar   or   plate  laid   or   under  a 

30  4'  receiving  ferrule  for  the  billet  piercing  mandrel  as  described  in  connection 

44  with  Figs.  2  and  3  and  Figs.  6  and  7  a  bar  of  any  form  of  cross  section  by 

44  preference  a  square  bar  or  pin  also  serves  this  purpose  and  Fig.  8  in  after  end 

44  elevation  (with  the  after  stem  rod  C  removed)  and  Fig.  9  in  sectional  plan 

44  shows  a  ferrule  piece  Cf  for  the  billet  B  resting  upon  fitted  with  a  filling  up 

35  44  piece  E8  similar  in  general  form  to  that  described  in  connection  with  Figs.  4 

44  and  5  having  shown  passed  through  both  the  ferrule  piece  C*  and  its  central 

44  metal  filling  up  piece  E8  a  square  metal  pin  E  being  shown  in  sectional  elevation 

44  in  Fig.  8  and  in  sectional  plan  in  Fig.  9  passed  through  these,  which  on  being 

44  shorn  through  by  the  force  of  the  mandrel  D  at  or  near  the  position  it  is 

40  44  shown  placed,  forces  the  filling  up  piece  E8  before  it  into  the  hollow  part  C8 

44  of  the  stem  rod  C  and  thus  allows  the  mandrel  D  itself  to  get  freely  out  of 

44  the  billet  B  and  to  be  brought  to  rest  in  the  ferrule  piece  C*. 

44  Water  or  other  suitable  liquid  or  by  soft  metal  such  as  lead,  placed  in  a 

44  suitable  ferrule  piece  in  a  confined  way,  may  also  be  made  to  give  way  at  a 

45  "  suitable  pressure  to  give  sufficient  resistance  to  enable  the  mandrel  to  get 

44  through  the  soft  hot  metal  of  the  billet,  though  mainly  practicable  only  for 

44  being  used  in  the  piercing  of  billets  of  large  diameters. 

44  Fig.  10  is  a  rear  end  elevation  of  a  long  tube  forming  die  with  the  after 
44  billet  holding  stem  rod  removed  and  Fig.  11  a  sectional  plan  of  same  generally 
50  u  of  the  foregoing  form  described  but  in  which  a  long  closed  ended  vessel  C* 
44  turned  a  working  fit  for  the  die  A  A1  also  formed  in  halves  the  receiving 
44  piece  C*  is  also  bored  out  to  a  requisite  diameter  to  be  an  easy  fit  for  the 
44  mandrel  D  and  to  pass  down  freely  into  it  with  only  the  pad  piece  E*  before 
44  it,  to  nearly  its  internal  bottom.    This  pad  piece  E8  serves  the  same  end  to  the 
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"  mandrel  D  and  the  metal  of  the  billet  as  described  in  connection  with  Figs.  4 
"  and  5  and  Figs.  8  and  9,  but  it  is  shown  packed  with  a  piston  E8  fastened  to 
"  its  forward  end  shown  leather  packed  to  suit  water  or  lead.  In  the  state  it  is 
"  shown  this  close  ended  mandrel  receiving  piece  C*  is  suited  to  aot  with  either 
"  water  or  lead  but  by  preference  is  shown  filled  with  water.  The  bottom  end  5 
u  of  it  has  sho^n  a  hole  bored  and  tapped  with  a  cross  threaded  screw  which 
"  has  screwed  into  it  a  corresponding  plug  of  lead  water  tight  and  the  screw 
"  threads  of  this  plug  being  proportioned  in  strength  to  resist  as  much  pressure 
"  in  proportion  to  its  area  as  serve  the  piercing  action  of  the  hot  billet  of  metal  B, 
"  but  weak  enough  to  give  way  when  the  mandrel  D  comes  in  contact  with  its  10 
"  filling  piston  fitting  piece  Efl  which  it  does  by  forcing  out  the  bottom  water 
41  relieving  plug  E  by  the  water  shearing  off  the  screw  threads  of  this  lead  plug  E, 
"  thereafter  the  contained  water  flowing  out  allowing  the  mandrel  D  free  access 
"  into  its  receiving  ferrule  or  "cylinder  C*.  In  making  tubes  and  tubular  articles 
"  in  this  way  of  large  diameters  the  mandrel  receiving  piece  C*  when  being  15 
"  wrought  with  water  may  be  fitted  with  a  small  conical  safety  valve  instead  of 
"  this  lead  plug  *safety  valve  E.  Instead  of  the  cooling  and  expelling  water 
"  being  as  shown  admitted  to  the  die  or  matrice  through  an  after  billet  holding 
"  up  stem  rod  or  at  its  end  as  here  shown  and  described,  it  may  be  admitted 
"  through  any  part  of  the  walls  of  the  die  though  generally  most  advantageous  20 
44  to  be  admitted  at  its  end.  When  used  at  a  pressure  of  a  ton  to  the  square 
"  inch  area,  a  channel  of  about  half  an  inch  diameter  is  for  most  purposes 
"  sufficiently  large  and  may  be  readily  bored  in  at  any  suitable  point  in  the 
"  walls  of  the  matrice  or  die. 

44  A  new  and  improved  water  entering  chamber  formed  in  the  inside  of  the  25 
44  die  having  some  considerable  area  which  enables  the   water  to  produce 
k4  cooling  and  expelling  effect  more  quickly  than  one  of  small  area,  and  to 
44  prevent  the  metal  being  shaped  or  compressed  entering  it.     Suitable  also  for 
44  most  parts  of  a  matrice  or  die,  and  for  obtaining  a  continuous  service  in  the 
44  parts  where  the  metal  must  overlap,  consists  in  forming  a  hole  of  the  same  30 
44  cross  area  of  water  chamber  required  in  the  die,  and  fitting  in  a  bar  a  sliding 
44  fit  into  it  with  means  to  secure  the  end  of  this  bar  flash  to  the  inside  surface 
44  of  the  die  and  with  means  to  draw  it  back  again  a  short  distance  and  secure 
44  it  there  again  to  form  a  water  entering  cavity  or  chamber  in  the  inside 
44  surface  of  the  die.    To  which  cavity  the  water  at  a  high  pressure  can  be  35 
44  forced  after  the  hot  metal  in  the  die  is  shaped.    The  water  may  be  admitted 
44  sideways  by  a  small  channel  into  the  hole  in  which  this  bar  is  made  to  move 
44  back  a  short  distance  from  its  inside  end. 

44  One  way  of  carrying  this  object  out  is  shown  by  Fig.  12  in  external  plan 
44  and  Fig.  13  in  sectional  side  elevation  by  which  a  portion  of  the  walls  of  a  40 
44  die  A  is  shown  in  which  a  round  hole  is  shown  bored,  and  a  turned  pin  A* 
44  fitted  into  same  a  tight  working  fit,  which  turned  pin  A4  is  shown  projecting 
44  out  to  the  outside  of  the  wall  of  the  die,  and  a  screw  formed  on  it  adapted  to 
44  work  in  a  nut  A5  shown  fixed  to  the  wall  of  the  die  A.  The  end  of  this 
44  pin  A4  is  shown  extended  still  further  out  and  a  handle  A6  fitted  on  it  45 
44  by  which  this  pin  A4  can  be  turned  round  and  screwed  back,  which 
44  when  the  metal  is  compressed  on  the  surface  A7  of  the  die,  and  flush 
44  over  the  point  of  the  pin  this  pin  A4  is  drawn  back  as  far  as  take  it 
44  past  the  small  water  channel  Cs  which  allows  the  water  to  be  forced  in 
44  freely  in  to  the  die.  50 

44  Another  new  and  improved  way  of  effecting  a  closing  means  against  the 
44  entrance  of  the  metal  into  the  water  entering  orifice  in  the  inside  surface  of 
44  a  matrice  or  die,  consists  in  inserting  into  the  inner  surface  of  same  an  over- 
46  lapping  metal  covering  pad  plate  which  may  be  left  loose  over  the  water 
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44  orifice  allowing  room  for  the  water  to  pass  at  its  edges  or  through  small  holes 
"  formed  in  its  mass  to  the  hot  compressed  metal. 

44  Fig.  14  is  a  front  end  plan,  and  Fig.  15  a  side  sectional  elevation  of  a  closed 

"  ended  matrice  A  bored  out    internally  suited  for  forming  closed    ended 

5  "  cylinders  of    hot  metal  for    being  united  endwise   such   as  are  used   for 

"  containing  compressed  gas,  volatile   substances  and  like  purposes  requiring 

"  great  strength.    A  water  channel  C8  being  shown  formed  in  the  centre  of 

44  the  bottom  end  of  the  matrice  and  a  water  pipe  C4  connected  to  it.     The 

"  inside  orifice  of  this  water  channel  C*  is  shown  covered  over  with  a  thiek 

10  "  round  pad  plate  E  loosely  placed  in  the  bottom  of  the  die  A  of  a  shape  next 

"  to  the  hot  metal  to  assist  in  shaping  the  article  to  be  shaped  in  the  die,  and 

44  with  a  number  of  holes  E6  of  so  small  diameter  formed  in  it  as  will  not 

"  allow  the  hot  metal  to  enter  far  into  them  Bhown  in  plan  by  Fig.  14,  which 

"  small  holes  may  have  small  gutter  channels  E8  formed  in  the  inner  surface 

15  "  of  the  plate  E  from  the  central  water  orifice  C3  to  allow  the  water  freely  to 

"  these  holes. 

44  A  billet  B  of  hot  metal  is  shown  by  Fig.  15  placed  in  the  die  A,  and 
44  mandrel  D  shown  broken  off  short  placed  on  top  of  same  held  centrally  on  the 
44  hot  metal  by  the  guide  G  all  in  a  state  ready  for  the  mandrel  head  D  being 
20  «  forced  down  into  the  billet  of  metal  B.  At  the  completion  of  the  stroke,  the 
44  form  of  the  article  B1  shown  formed,  and  the  altered  position  of  the  mandrel 
44  head  and  guide  of  same  G,  and  thereafter  on  the  water  being  admitted  all  the 
44  contents  of  the  die  A  is  by  it  *quickly  forced  out.  The  bottom  pad  covering 
44  plate  E  is  by  preference  made  of  considerable  thickness  or  mass  and  partially 
25  «  heated  at  every  fresh  operation,  in  order  to  make  the  hot  metal  resting  on  it 
44  flow  more  readily. 

44  A  new  and  improved  means  of  entering  in  water  into  a  matrice  or  die  when 

44  filled  with  compressed  hot  metal,  affording  a  means  of  doing  this  without 

44  any  loose  or  moving  pieces  or  apparatus,  and  easily  inserted  into  a  matrice 

30  «  or  die — consists  of  a  piece  of  strong  metal  tube  sufficiently  long  to  be  passed 

44  through  a  wall  of  a  matrice  or  die  and  couple  by  a  pipe  for  conveying  water 

44  to  it,  and  fill  this  pipe  longitudinally  and  tightly  with  metal  wire  by  pre- 

[  "'ference  of  steel  round  wire  about  an  eighth  part  of  inch  m  diameter.     The 

i  "  wires  to  be  compressed  into  the  tube  sufficiently  as  by  their  frictional  hold 

35  «  on  the  internal  surface  of  the  tube  and  on  each  other  as  form  a  mass  at  their 

44  ends  as  will  resist  sufficient  pressure  on  end  from  the  compressed  hot  metal 

|  44  in  the  die  and  enable  the  end  of  the  tube  and  wires  in  it  to  be  shaped  to  suit 

44  the  shape  of  the  inside  of  the  die  or  matrice. 

44  Fig.  17  is  a  front  end  plan,  Fig.  18  a  side  elevation,  and  Fig.  19  an  end 

40  «  elevation  of  a  die  shown  fitted  with  a  water  channel  piece  C3  of  this  form, 

j  44  shown  fixed  into  the  bottom  of  the  die  A  which  is  shown  adapted  for  making 

I  "  military  shells.    This  piece  of  strong  water  way  tube  Cs  shown,  is  packed 

|  44  with  small  wires  as  above  described  and  shown  shaped  at  its  inner  end  to  the 

i  "  form  of  the  point  of  the  military  shell  B1  shown  in  section  by  Fig.  19  and  is 

45  *<  further  shown  in  side  sectional  elevation  by  Fig.  18  in  which  it  is  shown 

44  connected  to  a  water  pipe  at  its  outside  end  to  a  bent  pipe  C4.     The  water 

44  channel  part  with  the  position  of  the  wire  C7  in  it  being  also  shown  in  section. 

44  By  this  means  the  water  passes  through  the  interstices  between  the  wire,  the 

i  *  ends  of  which  is  shown  dressed  into  the  shape  required,  affords  a  shaping 

50  «  surface  for  the  metal,  and  by  reason  of  the  smallness  of  the  openings  between 

44  the  wires,  the  metal  enters  but  a  short  distance  into  same,  and  though  the 

44  surface  of  the  metal  of    the  article  compressed  and  shaped   at  the   part 

44  opposite  this  water  channel  C3  is  left  a  little  rough,  this  roughness  is  easily 

44  dressed  off. 
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"  The  general  mode  of  operating  this  die  is  the  same  as  just  described  in 
44  connection  with  Figs.  14, 15  and  16,  and  the  same  letters  of  reference  refer  to 
44  like  parts. 

44  A  new  and  improved  mode  of  imparting  rigidity  to  mandrel  stem  rods  for 
44  forming  tubes,  tubular,  and  hollow  articles,  and  part  of  my  invention  consists  5 
44  in  placing  the  parallel  mandrel  stem  rod  in  a  tubular  guide  piece  formed  or 
44  bored  out  a  sliding  fit  to  the  diameter  of  the  stem  rod  and  stroke  of  same, 
44  having  one  or  more  slots  cut  in  this  stem  rod  guide.  This  guide  by  pre- 
44  ference  to  be  formed  or  turned  parallel  and  placed  in  a  correspondingly 
44  shaped  out  or  bored  out  propelling  ram  head  with  a  cotter  projecting  into  the  10 
44  guide  through  a  slot  or  slots  and  overlaying  the  end  of  the  mandrel  stem  rod. 
44  This  form  of  mandrel  guide  being  mainly  serviceable  for  mandrels  of  small 
44  diameters. 

44  Fig.  20  is  a  sectional  plan  of  a  long  die  A,  A1  formed  in  halves,  after 
44  stem  rod  for  same  C,  mandrel  receiving  ferrule   C2,    billet    B,    mandrel    15 
44  guide  G  and  mandrel  D  all  placed  in  position  ready  for  taking  a  piercing 
44  stroke. 

44  There  is  no  difference  of  this  form  of  die  and  connections  for  same,  than 
44  the  die  and  connections  described  in  connection  with  Figs.  1,  2  and  3  on 
44  Sheet  one  of  my  drawings,  and  the  same  letters  of  reference  refer  to  like   20 
44  parts  in  both  figures. 

44  Fig.  21  shows  the  same  form  of  die  and  like  connecting  parts  and  the  same 
44  letters  of  reference  referring  to  like  parts,  but  this  Fig.  21  shows  the  stroke 
44  of  the  mandrel  D  and  its  stem  rod  D1  completed.     The  mandrel  head  being 
44  shown  passed  through  the  tube  B1,  and  the  mandrel  D  resting  in  its  receiving  .25 
44  ferrule  C*  at  the  inside  end  of  the  tube  B1  formed. 

44  Fig.  22  is  an  external  plan  of  my  new  and  improved  mandrel  stem  rod 
44  guide  H  which  is  bored  out  a  sliding  fit  for  the  mandrel  stem  rod  D1  shown 
44  placed  in  it.  This  guide  H  placed  to  be  actuated  by  the  driving  head  I  and 
44  its  bush  piece  I1  is  also  turned  all  over  parallel  and  also  fitted  a  sliding  fit  30 
44  into  the  driver  bush  I1  of  the  driver  I,  which  driver  bush  I1  is  shown  fitted 
44  and  bolted  to  the  *driver  I  shown  in  section  in  Fig.  22  and  in  elevation  by 
44  Fig.  23  and  may  be  actuated  with  a  hydraulic  ram  or  otherwise.  The  stem 
41  rod  guide  H  has  shown  formed  in  its  top  side  the  slot  H1  which  extends  to 
44  nearly  its  whole  length,  and  in  this  example  cut  through  on  its  top  side,  only,  35 
44  its  bush  holder  I1  and  mandrel  propeller  I  being  shown  in  elevation  by 
44  Fig.  23,  and  in  cross  section  through  the  mandrel  driving  cotter  I3,  this  driving 
44  cotter  I2  by  preference  is  formed  of  steel  and  fixed  firmly  in  the  upper  part 
44 18  of  its  bush  driver  I1,  shown  extending  down,  and  overlapping  the  end  of 
44  the  mandrel  stem  rod  D1  shown  in  elevation  by  Fig.  23  and  in  sectional  plan  40 
44  in  Figs.  20  and  21,  and  by  this  arrangement  when  the  driving  head  I  and  bush 
44  mandrel  end  holder  placed  in  same  advances  and  propels  in  the  mandrel  stem 
44  rod  D1  and  mandrel  D,  while  the  guide  H  which  keeps  the  mandrel  stem  rod 
44  from  deflecting  remains  throughout  the  stroke  stationary  embracing  the 
44  mandrel  stem  rod  D1,  while  the  guide  H  itself  is  allowed  to  pass  through  the  45 
44  driving  head  I  and  its  bush  piece  I1.  The  positions  of  the  driving  ram,  cross- 
"  head  I  at  the  commencement  of  the  stroke  being  shown  in  Figs.  20  and  22, 
44  and  when  the  tube  forming  stroke  is  completed  the  position  of  the  driving 
44  crosshead  I  and  all  parts  of  the  die  and  moving  parts  of  same,  and  tube  being 
44  shown  by  Fig.  21.  The  arrows  on  the  moving  parts  indicating  the  motion  50 
44  that  takes  place  during  the  stroke.  Instead  of  the  cotter  being  fixed  in  one 
44  side  of  the  bush  I1  only  as  shown,  it  may  be  riveted  in  on  both  sides,  but  in 
44  that  case  a  slot  requires  to  be  cut  in  the  other  side  of  the  mandrel  stem  rod 
44  guide  H  to  suit  this  arrangement. 
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"  A  new  and  improved  mode  of  shaping  and  drawing  tubes  from  billets  of 
"  metal  such  as  of  steel  and  copper  and  of  diminshing  the  external  diameter  of 
44  the  tube  formed  below  that  of  the  tube  blank  or  billet  of  metal  operated 
"  upon,  consists  in  pushing  the  metal  out  of  a  long  tube  forming  die  ovefr  a 
5  M  mandrel  and  through  a  short  die  of  smaller  diameter  placed  in  the  larger  die 
44  and  thus  forming  a  die  of  a  larger  diameter  for  the  reception  of  the  tube  blank 
44  with  a  smaller  shaping  die  end  for  effecting  this  reduction  of  diameter.  The 
"  after  small  end  of  the  die  held  in  its  position  by  an  after  holding  up  stem 
"  rod  against  the  pushing  action  of  the  actuating  ram,  the  larger  die  being  also 

10  "  placed  in  a  sliding  guide  as  described  in  my  invention  referred  to  No.  1627 
44  of  date  1890  which  imparts  to  the  metal  contained  in  a  long  die  the  same 
44  degree  of  compressing  and  squirting  pressure  at  both  ends  of  same.  This 
44  new  and  improved  form,  combination,  or  arrangement  of  die,  together  with 
44  my  water  cooling  process  inside  the  die,  and  quick  mode  of  expelling  the 

15  4k  tube  or  other  article  formed  in  it,  rendering  this  mode  of  forming  seamless 
44  tubes  practicable. 

44  Fig.  24  is  a  front  end  elevation  and  Fig.  25  a  plan,  showing  a  tube  forming 
44  die  A  placed  in  a  sliding  guide  A3,  mandrel  D,  tube  billet  forcing  ram  J,  and 
44  after  billet  holding  up  stem  rod  C,  small  die  A8,  and  mandrel  guide  G.    The 

20  "  billet  B  which  is  in  this  example  of  a  tube  blank  form,  being  shown  contained 
u  in  the  large  part  of  the  die  A  all  in  position  for  taking  a  tube  forming  stroke. 
44  All  parts  being  shown  in  section  except  the  metal  forcing  ram  J,  the  sliding 
44  guide  A8  being  shown  broken  off.  The  hole  shown  in  the  billet  B  is  formed 
44  before  it  is  placed  in  the  die,  and  formed  an  easy  fit  for  the  short  mandrel  D 

25  "  shown  placed  in  it.  The  after  die  and  billet  holding  stem  rod  C  is  formed 
44  hollow  as  large  diameter  as  freely  allow  the  tube  B1  to  be  formed  to  pass 
44  along  it,  and  as  long  as  take  in  its  full  length. 

44  Fig.  26  showing  the  stroke  of  the  ram  J  completed  and  the  tube  B1  formed. 
44  The  tube  B1  being  shown  broken  short,  and  the  after  stem  rod  C,  also  in  both 

30  44  Figs.  25  and  26  shown  broken  off  short.    The  cooling  and  expelling  water  is 

44  admitted  by  the  pipe  O  which  forces  back  the  ram  J,  and  with  it  the  die  A 

44  as  far  as  allow  the  tube  B1  and  the  small  end  die  A8  to  be  removed  and  all 

44  made  ready  for  a  fresh  operation. 

44  Instead  of  the  mandrel  being  pushed  along  with  the  metal  of  the  billet  as 

35  "  in  the  modification  of  die  of  two  diameters  just  described,  the  mandrel  D 
4#  may  be  entered  in  through  a  hollow  billet  forcing  ram,  and  through  a 
44  hollow  metal  billet,  and  held  *stationary  endwise  in  an  ordinary  tube 
44  mandrel  carrier  or  otherwise,  and  otherwise  actuated  as  in  the  modification 
4%  just  described. 

40  "  Fig.  27  is  an  end  elevation  and  Fig.  28  a  sectional  plan  of  a  die  A,  sliding 
44  guide  A3  for  same,  with  an  after  die  and  billet  holding  up  stem  rod  0,  and 
44  billet  forcing  ram  J  and  all  parts  shown  in  position  of  a  nearly  completed 
44  stroke,  showing  most  of  the  billet  B  squirted  out  through  the  smaller  end  die 
44  piece  A8  of  the  die  A  into  a  tube  Bl,  the  long  mandrel  stem  rod  D1  is  shown 

45  4*  made  fast  in  the  mandrel  dog  K.  The  motions  of  all  the  working  parts,  and 
44  of  the  billet  and  tube,  being  as  indicated  by  the  arrows  marked  thereon.  The 
44  motion  on  the  main  die  A  is  as  the'  arrows  b  b  for  a  short  distance  at  the  com- 
44  mencement  of  the  stroke  until  both  ends  of  the  billet  B  gets  compressed 
44  alike,  and  when  near  the  completion  of  its  stroke  by  the  movement  of  the 

50  **  metal  flowing  out  through  the  small  die  A8,  the  main  die  reverses  its  motion 
44  endwise  for  a  short  way  back  through  its  sliding  guide  A8  as  indicated  by  the 
44  arrows  c  c. 

44  In  a  similar  way  to  that  just  described  the  mandrel  may  be  placed  and  held 
44  in  a  short  bottom  die  of  a  larger  diameter  than  its  tensional  holding  stem,  the 
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"  mandrel  head  being  also  placed  in  a  short  bottom  die,  and  passed  up  through 
"  both  the  billet  and  its  forcing  ram. 

"  Fig.  29  is  an  after  end  elevation  of  a  long  tube  forming  die  and  mandrel, 
"and 

"  Fig.  30  a  sectional  plan  of  a  die  of  this  kind,  shown  by  Fig.  29  with  portion  5 
44  of  its  guide  A8  broken  off,  and  by  Fig.  30  with  the  mandrel  stem  rod  Dl  broken 
"  off  short.    The  action  of  this  modification  of  die  and  mandrel  is  the  same  and 
44  the  motions  of  the  die  A  and  ram  J  also  as  indicated  by  the  arrows  placed  on 
44  the  figures  as  just  described,  and  the  same  letters  of  reference  referring  to  like 
"  parts — but  in  this  example  the  after  billet  and  small  die  A8  is  shown  held  by   10 
44  the  plate  A9.    The  stem  rod  C  shown  used  in  the  figures  last  described  being 
"  in  this  example  removed.    The  mandrel  D  shown  formed  in  one  piece  with 
44  its  stem  rod  D1,  and  fixed  in  the  stationary  mandrel  carrier  K,  serving  at  the 
"  same  time  the  purpose  of  the  after  stem  rod  shown  by  Figs.  27  and  28  thereby 
"  serving  to  compact  the  metal  of  the  billet  B  shown  in  the  die  A  being  squirted    15 
"  out  into  the  tube  B1  alike  at  the  die  end  of  the  billet  as  at  the  ram  end  J,  same 
"  as  when  the  after  holding  up  stem  rod  C  is  used. 

u  Fig.  31  is  a  rear  end  elevation,  Fig.  32  a  plan  of  a  die  A  A8  of  different 
44  diameters  adapted  to  expand  a  solid  billet  of  hot  metal  B  out  into  a  tube  B1  of 
"  larger  external  diameter  than  the  billet  B  from  which  it  is  made.    In  this  20 
44  modification  also  the  mandrel  D  and  its  stem  rod  Dl  serves  the  purpose  of  an 
"  after  billet  holding  up  stem  rod  against  the  forcing  action  on  the  billet  to 
"  squirt  the  metal  of  the  billet  B  over  the  mandrel  D  and  also  produces  about 
"  equal  pressure  at  the  after  end  of  the  die,  and  on  the  mandrel  D,  as  on  the 
"  front  end  of  the  metal  of  the  billet  B  in  direct  contact  with  the  forward  end   25 
"  of  the  ram  J  by  the  f rictional  contact  of  the  surface  of  the  billet  B  with  the 
"  internal  surface  of  the  die  A,  and  by  its  sliding  action  through  its  endwise 
44  sliding  guide  A3  at  the  commencement  of  the  stroke  of  the  ram  J  as  indicated 
"  by  the  arrows  b  b  for  a  short  distance  until  all  the  metal  of  the  billet  B  or 
44  nearly  so  becomes  under  equal  pressure  as  described  in  connection  with  the  30 
"  foregoing  figures,  which  effect  is  necessary  to  produce  tubes  in  this  way, 
"  particularly  tubes  of  great  length.    Fig.  32  shows  the  die  A  A8,  and  the  ram  J 
"  in  section  and  in  their  positions  at  the  commencement  of  the  stroke  of  the 
"  ram  J,  with  the  billet  B  shown  in  the  die  A.    There  is  also  shown  in  the 
"  die  A  a  short  piece  of  metal  of  the  same  kind  as  the  billet  B,  B8  and  also  in  a  35 
"  hot  state  placed  in  the  die. 

"  Fig.  33  shows  the  positions  assumed  of  the  ram  J,  die  A  A8  and  mandrel 
"  guide  G,  and  the  form  and  position  of  the  metal  of  the  billet  formed  into  a 
"  tube  B1  shown  broken  off  short.  When  the  stroke  is  completed  the  portion 
"  of  hot  metal  B3  is  shown  in  Fig.  33  formed  into  a  hollow  cap  B4  enveloping  40 
44  the  mandrel  D,  and  separate  from  the  tube  B1  which  when  the  tube  B1  and 
44  mandrel  D  is  expelled  by  the  water  passed  through  a  flexible  pipe  C4  and 
44  through  the  channel  C3  in  the  ram  J,  leaves  the  die  A  A8  ready  for  a  fresh 
44  operation.  The  motions  of  these  are  indicated  by  the  arrows  placed  on 
44  same.  45 

*"  A  new  and  improved  mode  of  compressing  and  shaping  metals  such  as  of 
44  iron,  steel  and  copper  in  a  heated  soft  state  in  combination  with  my  shaping 
"  dies  and  matrices  placed  in  sliding  guides  so  as  by  the  action  of  one  ram  and 
44  a  fixed  after  holding  stem  rod,  equal  pressure  can  be  imparted  to  both  ends  or 
44  both  sides  of  the  article  being  compressed,  anil  shaped,  and  also  in  combination  50 
"  with  my  new  and  improved  mode  of  contracting  and  cooling  the  articles 
44  shaped  and  dies  for  same,  and  of  expelling  the  articles  from  the  dies  herein- 
44  before  described  in  connection  with  Figs.  1  to  11  on  Sheet  one  of  my 
44  drawings. 
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44  Fig.  34  is  a  rear  end  elevation  and  Fig.  35  a  sectional  plan  of  a  die  A  A1  in 
"  halves,  placed  in  a  container  A\  and  set  in  a  sliding  guide  A8  in  which  a  fixed 
44  after  holding  up  stem  rod  C  with  water  channel  Ca  and  water  pipe  C4  con- 
44  nected  to  same  is  shown  placed  in  the  internal  after  end  of  the  die  A  A1  which 

5  "  is  of  a  round  form. 

44  Placed  before  the  front  end  of  this  stem  rod  C  is  a  thick  perforated  plate  E 
44  of  the  form  described  in  connection  with  Figs.  15  and  16  to  prevent  the  hot 
44  metal  from  getting  into  the  mouth  of  the  water  orifice  Cs  formed  in  the  stem 
44  rod  C.    A  billet  B  is  shown  placed  in  the  die  A  A1  before  the  perforated  plate 

10  "  and  after  that  a  ram  J  is  set.  To  be  by  preference  actuated  by  a  hydraulic 
44  ram  which  is  caused  to  give  to  the  ram  J  the  force  requisite  to  compress  and 
44  shape  the  billet  B,  after  which  the  ram  J  is  drawn  back  and  on  the  water 
44  being  introduced  into  the  channel  C8  formed  as  shown  in  the  after  holding  up 
44  stem  rod  C,  at  a  high  pressure  quickly  expels  from  the  die  A  A1  the  shaped 

15  "  and  compressed  billet  B.  The  substitution  of  the  ram  J  for  the  mandrel  D 
44  (shown  in  Figs.  1,  2,  and  3  on  Sheet  one  of  my  drawings  is  all  the  difference 
44  of  these  Figs.  34  and  35)  from  Figs.  1,  2,  and  3  and  the  same  letters  of 
44  reference  referring  to  like  parts,  all  except  that  of  the  ram  J,  and  need  not  be 
44  further  described.    The  internal  form  of  the  die  may  be  round  (as  shown)  or 

20  "  square  or  any  other  shape.  The  motion  on  the  die  A  A1  is  as  shown  by  the 
44  arrow  b  until  the  metal  B  is  compressed  alike  at  both  ends.  Two  or  more 
(4  pieces  or  blanks  of  heated  soft  metal  can  be  compressed  and  shaped  in  long 
44  dies  of  the  form  just  described,  set  in  a  container  and  in  a  sliding  guide  to 
"  equalize  the  pressure  throughout  the  die,  which  thus  by  diminishing  the  loss 

25  "  of  pressure  at  the  far  end  of  the  die  by  the  friction  of  the  billets  of  metal 
44  on  its  walls  compressed  in  it  allows  of  a  long  die  being  used  for  this  and  like 
44  purposes. 

44  Fig.  36  is  a  rear  end  elevation,  Fig.  37  a  sectional  plan  of  a  long  die  of  a 
44  round  form,  after  billet  holding  up  stem  rod  C,  and  forcing  ram  J,  all  to 

30  "  correspond  of  the  same  forms  as  just  described  and  the  same  letters  of 
44  reference  referring  to  like  parts,  but  instead  of  only  one  billet  of  metal  being 
44  shown  operated  upon,  as  just  shown  and  described,  there  is  in  this  example 
"  three  billets  of  metal  B.  B.  B.  shown  in  section  by  Fig.  37  to  be  operated 
"  upon,  and  each  of  these  billets  B  to  be  compressed  into  a  web  or  disc  pulley. 

35  "  There  being  also  shown  inserted  into  the  long  die  A  A1  a  sliding  fit,  four 
"  round  disc  shaped  metal  pieces  L.  L.  L.  L.  in  a  cold  state  with  suitable 
"  devices  on  their  sides,  to  form  the  sides,  rims,  and  bosses  of  the  pulleys 
44  all  as  shown  in  section  by  Fig.  37.  When  the  ram  J  is  forced  up  as 
"  shown  by  Fig.  38  these  round  flat  sided  blanks  B.  B.  B.  as  shown  in  Fig.  37 

40  "  assume  the  disc  pulley  shape  shown  in  Fig.  38,  and  at  the  completion  of  the 
"  stroke  of  the  ram  J,  these  pulleys  B1  B1  B1  forged  in  this  way  with 
44  their  side  shaping  piece  L.  L.  L.  L.  are  all  forced  out  by  the  water  entered 
44  into  the  die  A  A1  through  the  channel  C3  and  the  die  made  ready  for  a 
44  fresh  operation. 

45      "  Metals  such  as  of  iron  or  steel  and  of  copper  and  its  alloys  can  be  forged 

44  quickly  in  this  way,  and  of  almost  any  shape  as  the  dies  and  shaping  pieces 

44  may  be  of  a  square,  oblong,  or  any  other  shape  instead  of  the  round  form 

44  shown. 

44  In  matrices  and  dies  suited  for  compressing  and  shaping  heated  soft  metal 

50  "  into  short  articles  where  there  is  not  much  diminution  of  the  pressure  by 
44  friction  by  great  length  of  surface  on  the  side  walls  of  the  matrices  and  dies, 
*4  the  sliding  guide  and  after  holding  up  stem  rod  can  be  dispensed  with  and  in 
44  that  form  my  new  and  *improved  form  of  matrice  and  die  is  mainly  limited 
44  to  the  use  of  my  new  and  improved  water  cooling  and  expelling  means  and 
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41  apparatus  but  this  for  the  preservation  of  the  die  from  injurious  duration  of 
"  contact  with  the  heated  metal,  and  quickness  of  action  obtained  by  my  water 
"  expelling  action  of  the  article  compressed  and  shaped  from  hot  metal  in  this 
44  way  is  of  itself  important. 

"  As  an  example  of  this  form  of  die  Fig.  39  is  a  front  end  elevation,  Fig.  40  a  5 
*'  Bide  sectional  elevation  of  a  die  A  adapted  to  compress  and  shape  a  billet  B  of 
"  heated  soft  metal  shown  placed  in  same  into  a  cog  wheel.    The  die  A  being 
"  shown  placed  in  the  container  A3  which  has  to  be  made  very  strong  and  by 
u  preference  of  steel  and  here  shown  broken  off.    This  die  A  which  is  of  an 
"  annular  form  having  shown  formed  in  it  the  recesses  A10  into  which  the  10 
44  metal  of  the  plain  cylindrical  billet  B  is  forced  by  the  pressure  of  the  ram  J 
"  to  form  the  cogsB5  of  the  wheel  B1.     The  ram  J  the  after  end  of  which  is 
"  shown  of  a  round  form,   and  shown   broken  off,  has  its  front  end  on  its 
"  periphery  shown  formed  into  cogs  J1  for  a  somewhat  greater  length  than  the 
"  depth  of  the   die  A,  these  cogs  being  made  an   easy  sliding  fit  for  the  15 
44  corresponding  internal  cogs  recesses  A10  of  the  die  A. 

"  Fig.  40  shows  the  billet  B  placed  in  the  die,  and  the  ram  J  entered  into  the 
"  die  a  short  distance  ready  for  being  forced  in  on  the  billet  B  to  compress  and 
"  shape  it,  and  causes  the  metal  of  same  to  squirt  into  the  wheel  cog  shaped 
"  recesses  in  the  die  A10.  20 

"  Fig.  41  which  is  a  sectional  plan  showing  the  stroke  completed  and  the  cog 
"  wheel  B1  formed. 

"  A  perforated  plate  E  of  the  form  described  in  connection  with  Figs.  15  and 
"  16  for  preventing  the  hot  soft  metal  entering  the  water  orifice  C8  and  on  the 
44  water  being  admitted  through  the  pipe  C4  shown,  the  wheel  Bl  is  forced  out  25 
"  and  the  die  made  ready  for  a  fresh  operation.  Dies  shaped  to  various  devices 
44  can  be  made  to  fit  the  container. A2  and  in  this  way  articles  of  various  shapes 
44  can  in  this  way  be  formed  very  solidly  and  very  quickly.  This  water 
44  expelling  process  being  capable  of  being  suited  for  most  forms  of  dies  for 
44  shaping  or  forging  heated  soft  metals.  30 

"  A  new  and  improved  apparatus  for  compressing  and  shaping  or  drawing  or 
44  compressing  down  masses,  billets,  or  bars  of  heated  soft  metal  of  a  round 
44  or  other  form  of  cross  section  from  a  larger  cross  section  to  a  smaller  cross 
44  section  or  larger  diameter  to  a  smaller  diameter — consists  in  two  loDg  dies 
*k  of  different  diameters  set  in  line  with  each  other,  or  of  one  long.die  of  large  35 
4*  size  cross  section  or  large  diameter  and  a  short  die  of  smaller  cross  section 
44  or  smaller  diameter  placed  in  the  larged  sized  one.  In  the  larger  diameter 
44  of  which  the  mass,  billet,  or  bar  of  hot  metal  is  placed,  and  into  the  bottom 
"  end  of  which  the  smaller  diameter  short  forming  or  drawing  die  is  placed  of 
44  the  size  the  billet  of  metal  is  wished  to  be  reduced.  40 

44  Fig.  42  is  a  rear  end  elevation,  and  Fig.  43  a  sectional  plan  of  a  die  A  A1 
44  formed  in  halves  a  container  for  same  A2,  and  a  fixed  sliding  guide  A3  for 
44  the  die  container  A2  which  sliding  guide  A3  is  shown  broken  off  in  both 
44  these  figures.  Into  the  after  end  of  the  die  A  is  shown  placed  the  after 
44  billet  and  short  die  holding  up  stem  rod  C,  and  into  the  die  A  A1  (which  is  45 
44  bored  out  of  a  round  form)  is  shown  placed  the  short  die  A8,  billet  B  to 
44  be  reduced  in  diameter,  and  ram  J  entered  into  the  front  end  of  the  die  A  A1 
44  and  set  against  the  billet  B  shown  in  position  ready  to  take  its  billet  or  bar 
44  reducing  stroke.  The  die  A  A1  has  shown  in  it  a  water  channel  C3  for 
44  leading  in  the  cooling  and  bar  expelling  water  near  the  end  of  the  billet  B.  50 
44  The  after  holding  up  stem  rod  has  shown  formed  in  it  centrally  a  hole 
"  somewhat  larger  in  diameter  than  the  bar  to  be  formed,  shown  in  Fig.  44. 
"  The  metal  forcing  ram  J  has  shown  formed  into  it  a  hole  throughout  its 
44  length,  slightly  enlarged  at  its  inner  end  for  a  short  distance  outwards  into 
*'  which  is  placed  a  ram  M  a  sliding  fit,  and  with  a  head  M1  formed  on  it  at  55 
44  its  inner  end  placed  in  this  inside  recess  which  prevents  the  metal  under 
44  pressure  pressing  outwards  this  ram  M. 


Vol.  XVIII.,  No.  16.]    AND  TRADE  MARK  CASES.  351 

Tubes,  Ld.  v.  Perfecta  Seamless  Steel  Tube  Company \  Ld. 

44  The  whole  arrangement  of  the  die  is  generally  similar  to  that  described  in 
44  connection  with  Figs.  1  to  3  on  Sheet  one  of  my  drawings  and  by  the  action  of 
44  *the  sliding  guide  the  ram  J  imparts  to  the  metal  of  the  billet  pressure  about 
44  alike  at  both  ends  of  the  billet  B  as  explained  in  connection  with  Figs.  34  to 
5  "  38  and  other  foregoing  figures.  When  the  stroke  is  completed  and  the  billet 
44  B  forced  out  into  the  round  bar  B1  (shown  broken  off  short)  the  ram  J  is  in 
44  the  position  shown  in  Fig.  44. 

44  To  push  the  metal  out  of  the  short  die  A8  the  ram  M  is  pushed  in  a  short 
44  distance  after  the  completion  of  the  stroke  of  the  large  ram  J  until  it  pushes 
10  u  out  the  metal  out  of  this  small  die  A8  thereafter  the  cooling  and  expelling 
44  water  is  admitted  to  the  die  through  the  pipe  C4  and  channel  C3  shown  in  the 
44  die  A,  expelling  the  finished  bar  B1,  which  after  the  rams  J  and  M  are  drawn 
44  back,  the  die  is  again  ready  for  a  fresh  operation. 

44  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
15  u  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
44  what  I  claim  is : — First.  The  method  of  and  appliances,  and  apparatus  for 
44  compressing  and  shaping  metals  such  as  wrought-iron,  steel,  and  copper  made 
44  soft  by  heat,  shaping  or  forming  masses  or  billets  of  metal  in  this  soft  state 
44  into  tubes,  tubular,  hollow,  and  solid  articles  substantially  as  herein  described 
20  "  in  reference  to  and  shown  in  the  accompanying  drawings. 

44  Second.  The  mode  of  and  means  for  holding  up  endwise  a  metal  billet 
44  made  soft  by  heat  in  a  tube  forming  die  against  the  piercing  action  of  a 
44  mandrel  by  inserted  pieces  of  metal  in  a  cold  state  as  a  plate,  bar,  bolt,  or  ring 
44  or  like  form  of  such  a  limited  shearing  or  breaking  strength,  and  apparatus 
25  4<  for  holding  and  regulating  same  as  to  prevent  the  billet  of  metal  passing 
44  unpierced  endwise  before  the  mandrel  along  the  die  but  to  give  way  as  the 
44  mandrel  approaches  to,  or  reaches  the  far  end  of  the  billet,  so  as  to  cause  the 
44  mandrel  to  pass  entirely  through  the  billet  without  breaking  off  any  material 
44  amount  of  the  metal  at  the  far  end  of  the  billet  and  without  injury  to  the 
30  4<  mandrel  substantially  as  described  in  reference  to  Figs.  1  to  9  of  the 
44  accompanying  drawings. 

44  Third.  The  mode  of   and  means  for  holding  up    endwise  a  metal  billet 

44  made   soft  by  heat  in  a. tube  forming  die   against  the  piercing  action  of  a 

44  mandrel  by  an  inserted  vessel  containing  a  liquid  or  soft  metal,  and  piston 

\\b  44  fitted  in  same  in  such  a  mode  as  can  be  regulated  to  resist  the  pressure  and 

44  flow  of  the  metal  of  the  billet  from  passing  into  the  cylinder  but  when  the 

44  mandrel  approaches  near  to,  or  reaches  the  far  end  of  the  billet,  the  greater 

44  pressure   caused   by  its  presence  to  the  piston  of   the  vessel  the  contained 

44  liquid  or  soft  metal  is  caused  to  flow  out  and  allows  the  mandrel  head  to 

40  "  pass  into  the  vessel  after  the  receding  piston,  without  breaking  off  any 

44  material  amount  of  the   metal  off  the  far   end   of  the  billet  and  without 

44  injuring  the  mandrel  substantially  as  described  in  reference  to  and  shown 

*4  by  Figs.  10  and  11  of  the  accompanying  drawings. 

44  Fourth.  The  mode  of  and  means  for  introducing  fluids  at  a  high  pressure 

45  "  (by  preference  water  in  a  cold  state)  into  matrices  and  dies  used  for  shaping 

44  metals  in  a  hot  plastic  state  operated  by  mandrels,  rams,  shaping  heads  or 

44  pieces  for  cooling  the  articles  compressed,  formed,  or  shaped  in  such  dies  and 

44  matrices,  and  also  for  cooling   the   matrices,  die,  mandrel  or  shaping  tools 

44  used  as  described  in  reference  to  and  shown  in  connection  with  Figs.  1  to  44 

50  "  ot  the  accompanying  drawings. 

44  Fifth.  The  mode  of  and  means  for  forcing  out  quickly,  or  expelling  tubes, 
44  tubular,  or  hollow  articles,  compressed,  formed,  or  drawn  in  matrices  or  dies 
44  from  metal  in  a  heated  plastic  state  by  fluids  at  a  high  pressure  (by  preference 
11  water)  and  expelled  while  still  in  a  hot  state  as  described  in  reference  to  and 
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44  shown  in  connection  with  Figs.  1  to  19  and  Figs.  24  to  33  of  the  accompanying 
44  drawings. 

44  Sixth.  The  mode  of  and  means  for  forcing  out  quickly  or  expelling  metal 
"  solid  articles  out  of  matrices  or  dies,  compressed,  or  formed  in  same  in  a 
"  heated  plastic  state  and  forced  or  expelled  out  of  the  matrice  and  dies  while  5 
°  still  in  a  hot  state  by  fluids,  as  described  in  reference  to  and  in  connection 
44  with  Figs.  34  to  44  of  the  accompanying  drawings. 


fl*    W3 


4*  Seventh.  The  mode  of  and  means  for  compressing  and  shaping  of  closed 
"  ended  tubular  articles  of  metal  in  a  heated  plastic  state  in  matrices  and  dies 
k*  in  combination  with  my  fluid  or  liquid  expelling  means  and  apparatus  as  10 
41  described  in  reference  to  and  shown  in  connection  with  Figs.  14  to  19  of  the 
"  accompanying  drawings. 

44  Eighth.  The  mode  of  and  means  for  squirting  out  tubes  out  of  long  dies, 
44  out  of  metals  such  as  of  iron,  steel,  and  copper  in  a  heated  plastic  state  out  of 
u  long  containing  dies,  through  a  second  smaller  die  and  in  combination  with  15 
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"  my  water  cooling  and  expelling  means  and  apparatus  as  described  in  reference 
"  to  and  in  connection  with  Figs.  24  to  30  of  the  accompanying  drawings. 

44  Ninth.  The  mode  of  and  means  for  squirting  out  tubes  out  of  metals  such 

44  as  of  iron,  steel,  or  copper  in  a  hot  plastic  state  out  of  long  billet  containing 

5  "  dies  through  larger  after  dies  in  combination  with  my  water  cooling  and 

u  expelling  means  and  apparatus  as  described  in  reference  to,  and  in  connection 

44  with  Figs.  31  to  33  of  the  accompanying  drawings. 

"  Tenth.  The  mode  of  and  means  for  protecting  the  stem  rods  of  metal 
"  piercing  mandrels  and  metal  compressing  rams  in  endwise  motion,  or  under 

10  "  pressure  from  deflecting  by  guides  with  a  longitudinal  slot  or  slots  through 
44  which  the  stem  rod  or  ram  is  propelled  by  a  propelling  piece  or  cotter  as 
u  described  in  reference  to  and  shown  in  connection  with  Figs.  20  to  23  of 
"  the  accompanying  drawings. 

"  Eleventh.  The  mode  of  and  means  for  the  compressing  and  shaping  of 

15  "  billets  of  heated  metal  in  a  Iieated  plastic  state  in  a  die  having  an  after  billet 
"  holding  up  stem  rod  over  which  the  die  is  left  free  to  move  endwise  in  a 
44  sliding  bush  or  other  sliding  means  by  motion  and  force  endwise  from  the 
44  compressing  ram  transmitted  to  the  die  by  the  contact  of  the  metal  in  the  die, 
u  the  die  thereby  moving  endwise  until  the  metal  in  the  die  becomes  compressed 

20  "  as  much  as  at  the  after  end,  or  end  next  to  the  stem  rod,  as  at  the  end  next 
44  to  the  forcing  ram  as  described  in  reference  to  and  shown  more  particularly 
44  in  connection  with  Figs.  34  to  38  of  the  accompanying  drawings. 

"  Twelfth.  The  mode  of  and  means  for  compressing  and  shaping  of  billets 
44  of  heated  metal  in  a  plastic  state  in  a  die  set  in  a  sliding  bush  or  sliding  guides 

25  "  to  allow  of  its  motion  endwise  and  fitted  with  a  metal  billet  fixed  after  billet 
"  holding  up  stem  rod  over  which  the  die  is  left  free  to  move  on  end  combined 
44  with  a  means  of  cooling  and  expelling  the  billet  from  the  die  after  it  is  shaped 
44  and  compressed  as  described  in  reference  to  and  shown  in  connection  with 
44  Figs.  34  to  38  of  the  accompanying  drawings. 

30  "  Thirteenth.  The  mode  of  and  means  for  compressing  and  shaping  metal 
44  articles  in  a  heated  soft  plastic  state  in  matrices  and  of  cooling  and  expelling 
44  the  same  by  water  at  a  high  degree  of  pressure  as  described  in  reference  to 
44  and  shown  in  connection  with  Figs.  39  to  41  of  the  accompanying  drawings. 


FIG.I4 
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44  Fourteenth.  The  mode  of  and  means  for  compressing  and  shaping  two  or 
44  more  billets  of  metal  together  in  a  die  at  one  thrust  of  a  compressing  ram  of 
44  heated  metal  in  a  heated  soft  plastic  state  into  articles  in  internal  dies.  The 
44  die  being  placed  in  a  sliding  guide  and  left  free  to  move  on  end,  and,  fitted  a 
||  sliding  fit  internally  with  a  fixed  billet  holding  up  after  stem  rod  over  which 
44  the  die  is  left  free  to  move  on  end  in  combination  with  a  means  of  cooling  in 
44  the  die  by  water  and  of  expelling  them  by  water  as  described  in  reference  to 
44  and  shown  in  connection  with  Figs.  36  to  38  of  the  accompanying  drawings. 
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t/ "  Fifteenth.  The  mode  of  and  means  for  compressing  and  shaping  two  or 
"  more  billets  of  metal  in  a  heated  soft  plastic  state  in  a  matrice  by  internal 
"  shaping  dies  combined  with  a  means  of  cooling  the  articles  inside  the  die  by 
"  water,  and  of  expelling  them  by  water  as  described  in  reference  to  and  shown 
"  in  connection  with  Figs.  36  to  38  of  the  accompanying  drawings. 

"  Sixteenth.  The  mode  of  and  means  for  squirting  out  bars  of  metal  of  a 
"  round  or  other  form  of  cross  section  out  of  a  metal  billet  placed  in  a  die  in  a 
"  heated  soft  plastic  state  such  as  of  iron,  steel  and  copper  forced  out  of  a  main 


h^   a? 
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"  die  by  a  ram  through  a  small  die  of  a  round,  square,  or  other  form  of  cross 
"  section,  set  against  an  after  shaping  die  and  billet  holding  up  fixed  stem  rod. 
"  The  die  being  placed  in  or  on  a  sliding  guide,  and  left  free  to  move  on  end  so 
"  as  to  impart  about  equal  pressure  on  the  metal  by  a  ram  at  both  ends  of  the 
"  metal  billet,  and  provided  with  a  small  ram  for  pushing  out  the  bar  out  of  the 
"  small  shaping  die  as  described  in  reference  to  and  in  connection  with  Figs. 
"  42  to  44  of  the  accompanying  drawings. 
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44  Seventeenth.  The  mode  of  and  means  for  squirting  ont  metal  rods  of  a. 
44  round  or  other  form  of  cross  section  out  of  a  billet  of  hot  metal  in  a  hot 
44  plastic  state  placed  in  a  long  die  of  a  round  or  other  form  of  cross  section, 
"  placed  in  a  sliding  guide  and  free  to  move  on  end,  and  with  a  fixed  after 
5  "  shaping  die  and  billet  holding  up  stem  rod,  placed  a  sliding  fit  in  the  billet 
44  containing  die  provided  with  a  small  ram  for  pushing  out  the  after  end  of 
44  the  drawn  bar  out  of  the  shaping  die,  and  provided  also  with  means  for 
44  cooling  the  die  with  water  and  of  expelling  the  bar  by  water  as  described  in 
44  reference  to  and  in  connection  with  Figs.  42  to  44  of  the  accompanying 

10  "drawings." 

Tubes,  Ld.,  became  entitled  to  the  three  Patents  granted  to  Robertson,  and  in 
1899  they  brought  an  action  for  infringement  of  the  Patent  of  1891  against  the 
Perfecta  Seamless  Steel  Tube  Company,  Ld.,  who  were  manufacturing  steel 
tubes  by  means  of  a  mandrel,  but  did  not  use  a  sliding  die,  although  they 

15  admitted  the  use  of  a  holding-up  plate  and  ferrule. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the 
registered  proprietors  of  the  Patent  of  1891,  and  that  the  Defendants  had 
infringed.  They  claimed  (1)  an  injunction  to  restrain  the  Defendants,  their 
servants  and  agents,  from  manufacturing,  selling,  or  otherwise  dealing  with 

20  tubes  or  other  articles  constructed  in  infringement  of  the  Patent ;  (2)  damages, 
or  at  the  Plaintiffs'  option  an  account  of  profits  ;  (3)  delivery  up  of  all  tubes  or 
other  articles  in  the  Defendants'  possession  constructed  in  infringement  of  the 
Patent ;  costs  ;  and  (4)  such  further  or  other  relief  as  the  circumstances  of  the 
case  might  require.    By  their  Particulars  of  Breaches  they  alleged  that  the 

25  Defendants  had  used  and  were  using  for  the  purpose  of  tube-making  at  their 
works  at  Birmingham  modes  of  and  means  for  holding  up  endwise  a  metal 
billet  made  soft  by  heat  in  a  tube-forming  die  against  the  piercing  action  of  a 
mandrel,  substantially  as  described  in  the  Final  Specification  of  the  Letters 
Patent  in  the   Statement  of  Claim  referred  to,  and  claimed  in  the  second 

30  claiming  clause  thereof. 

The  Defendants  denied  infringement,  and  attacked  the  validity  of  the 
Patent  on  the  following  grounds: — (1)  James  Robertson  was  not  the  true 
and  first  inventor ;  (2)  the  alleged  invention  claimed  in  Claims  1  and  2  was 
not  subject-matter  for  Letters  Patent,  having  regard  to  what  was  common 

35  knowledge  at  the  date  of  the  Letters  Patent;  (3)  the  Specification  did  not 
sufficiently  describe  the  nature  of  the  said  invention,  or  the  manner  in  which 
the  same  was  to  be  performed,  and  the  language  of  the  Specification  and  all 
the  claims  therein  was  so  uncertain  and  vague  that  it  was  impossible  to  say 
what  the  invention  was,  or  what  it  was  that  the  Patentee  intended  to  claim  ; 

40  (4)  the  alleged  invention  as  claimed  in  the  claims  referred  to  below  was  not 
new  at  the  date  of  the  Plaintiffs'  said  Letters  Patent,  but  had  been  published  in 
the  following  Specifications  respectively  : — As  to  Claim  1  by  the  following 
Specifications :—  Ward  (No.  548  of  1858) ;  Thompson  (No.  139  of  1864)  ; 
Johnson  (No.  284  of  1869)  ;  Scott  (No.  231  of  1878)  ;  Stiff  (No.  5340  of  1878) ; 

45  Gledhill  (No.  13,277  of  1889)  ;  Crawford  (No.  18,471  of  1889).    As  to  Claim  2 

by  the  following  Specifications  :—  Ward  (No.  548  of  1858)  ;  Thompson  (No.  139 

of  1864)  ;  Johnson  (No.  284  of  1869)  ;  Scott  (No.  231  of  1878)  ;  Stiff  (No.  5340 

of  1878) ;  Gledhill  (No.  13,277  of  1889).    As  to  Claims  4,  8,  and  9  by  the 

Specification  of  Crawford  (No.  18,471  of  1889).    (5)  The  said  alleged  invention 

50  claimed  in  Claim  2  was  also  published  within  this  realm  before  the  date  of  the 

Plaintiffs'  said  Letters  Patent  by  the  use  in  piercing  brass  and  other  metals  of 

metal  blanks  placed  between  the  die  and  the  metal  to  be  pierced,  so  as  to  hold 

up  the  metal  against  the  pressure  of  the  piercing  tool.    The  above  method  of 

using  metal  blanks  was  used  by  Messrs.  J.  E.  and  H.  Player,  of  Broad  Street, 

55  Birmingham,  for  many  years  before  the  date  of  Plaintiffs'  said  Letters  Patent. 

The  action  was  tried  before  Buckley,  J.,  who  held  that  the  water-cooling  and 

expelling  apparatus  was  an  integral  part  of  the  invention ;  that  the  first  claim  was 
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for  the  whole  process  of  compressing,  shaping,  and  ejecting  the  finished  article, 
and  cooling  the  apparatus  and  making  ready  for  a  fresh  operation  ;  that  the 
Patent  was  valid  and  the  Defendants  had  infringed.* 

From  this  decision  the  Defendants  appealed. 

The  appeal  was  heard  in  March  1901.  5 

T  Terrell,  K.C.,  and  Graham  (instructed  by  Blyth,  Button,  Hartley,  and 
Blyth,  agents  for  Fallows  and  Cochrane,  Birmingham)  appeared  for  the 
Appellants  ;  J.  F.  Moulton,  K.C.,  and  A.  J.  Walter  (instructed  by  Field, 
Roscoe  A  Co.,  agents  for  Pinsent  A  Co.,  Birmingham)  appeared  for  the 
Respondents.  10 

Terrell,  K.C.,  for  the  Appellants. — Our  contention  is  that  we  do  not  infringe 
Claim  2,  and  that  Claim  1  is  bad.    The  learned  Judge  below  construed  Claim  2 
in  such  a  way  as  to  make  us  infringers.   .He  also  construed  Claim  1  in  such  a 
way  as  not  to  invalidate  the   Patent.     The  three   Patents  were  progressive 
improvements.  In  that  of  1888  the  mandrel  advances  and  the  billet  is  held  up  and  15 
regulated  by  the  after  holding  up  stem  rod  G.    In  1890  the  difference  was  that 
there  was  a  fixed  resistance  and  a  sliding  die  ;  the  tube  was  formed  backwards 
and  the  whole  die  was  moved  back.    In  1891  one  of  the  improvements  is  a  disc 
of  metal  between  the  billet  and  the  ferrule.     The  soft  metal  which  is  being 
operated  upon  is  pushed  against  the  disc,  but  does  not  go  through  it ;  when  the  20 
mandrel  reaches  the  plate  it  cuts  its  way  through,  leaving  the  end  of  the  tube 
unbroken  and  not  with  ragged  edges.     The  stem  rod  is  fixed,  and  there  is  a 
sliding  die.     We  admit  that  we  use  the  disc,  but  not  in  conjunction  with  the 
apparatus,  and  it  is  only  claimed  in  conjunction  with  the  apparatus.    They  say 
that  when  the  Patentee  mentions  "apparatus  for  holding  up  and  regulating  25 
"  same,"  he  means  regulating  the  thickness  of  the  plate ;   but  I  contend  he 
means  apparatus  for  holding  up  the  billet  and  regulating  the  movement  of  the- 
same.     It  depends  partly  on  the  meaning  of  "  regulating,"  but  largely  on  what 
is  the  antecedent  of  "same."     [Vaughan  Williams,  L.J. — It  seems  to  me, 
grammatically,  that  it  is  "  plate,  bar,  bolt,  or  ring."]     Even  assuming  that  to  be  30 
so,  it  is  the  movement  and  not  the  thickness  of  the  "  plate,  bar,  bolt,  or  ring  " 
which  is  to  be  regulated.     The  apparatus  for  holding  the  plate  is  the  die, 
ferrule,  and  stem  rod.     The  Patent  is  bad  because  the  first  claim  is  anticipated. 
So  far  as  the  compressing  and  shaping  is  concerned  the  process  is  old.    But  the 
Plaintiffs  say  that  the  hydraulic  pressure  expelling  and  cooling  apparatus  is  a  35 
part  of  the  claim.     Now  expelling  is  a  separate  and  independent  operation. 
You  can  gather  what  the   Patentee  means  by  compressing  and  shaping ;    he 
does    not  mean    anything  more  than    simply  compressing    and   shaping  all 
through   the    Specification.      The  expelling  and  water  cooling  is  a  distinct 
and  separate  invention  (Electric  Construction  Company  v.  Imperial  Tramways  40 
Company,  17  R.P.C.  537).     The  Patentee   says  his  invention  relates  mainly 
to  compressing  and   shaping.       The    learned   Judge   has   not    laid  sufficient 
weight  on  the  word  "mainly."      You  cannot  limit  his  claim  by  saying  he 
could  not  have  meant  what  he  said,  taking  the  rest  of  the  Specification  into 
consideration.  45 

Moulton,.  K.C.,  for  the  Respondents. — With  regard  to  the  second  claim,  the 
whole  point  of  the  invention  is  the  plate  of  cold  metal  between  the  billet  and 
the  ferrule  which  does  the  actual  holding  up.  "  Regulating  "  means  regulating 
the  thickness  of  the  plate,  and  on  the  construction  of  the  Specification  it  can 
mean  nothing  else.  The  whole  confusion  arises  from  this,  the  Patentee  meant  50 
to  say  "  holding  same  and  regulating  same,"  but  he  only  used  the  word  "  same  " 
once.  You  can  see  from  the  figures  what  is  to  regulate ;  nothing  but  that 
which  regulates  the  thickness  of  the  plate.  As  to  validity,  the  first  claim  is 
good.    It  is  a  claim  to  the  arrangement  shown  in  the  drawings.    The  freeing  of 
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the  mould  was  a  most  important  part  of  the  invention  ;  bat  although  a  large 
portion  of  the  invention  related  to  ejecting  and  cooling,  yet  the  whole  process 
was  one  for  compressing  and  shaping,  and  that  is  the  name  he  gives  to  the 
invention.  "  Compressing  and  shaping "  means  the  totality  of  the  invention. 
5  Then,  afterwards,  he  comes  to  speak  of  the  separate  parts. 

A.  J.  Walter  followed. — The  three  parts  of  the  invention  are  (1)  fixing  and 
operating,  (2)  expulsion,  and  (3)  cooling,  but  they  are  all  included  in  the  term 
"  compressing  and  shaping."  The  first  claim  is  one  for  producing  the  finished 
article.  The  second  claim  merely  relates  to  various  alternative  ways  of  .  regu- 
10  lating  the  moment  when  the  holding  up  piece  will  give  way  ;  but  these  are  all 
done  by  regulating  its  strength.  Our  Patent  is  good,  and  they  have  infringed  it. 
T.  Terrell,  K.C.,  replied. 

Judgment  was  reserved,  and  delivered  on  the  11th  of  June. 
STIRLING,  L.J. — The  judgment  which  I  am  about  to  read  has  been  prepared 
15  by  Lord  Justice  RlGBY,  and  is  the  judgment  of  the  Court. 

This  is  an  action  by  the  assignees  of  a  Patent  of  1891  against  the  Defendants 

for  infringement.     The  Defences  set  up  were  two  :  First,  that  the  inventor 

claimed  what  was  old,  and  that  this  made  his  Patent  invalid.     This  Defence 

rested  on  the  construction  of  Claim  1  of  the  Patent.     Secondly,  that  there  was 

20  no  infringement.    This  Defence  rested  on  the  construction  given  to  Claim  2. 

The  inventor  was  entitled  also  to  a  Patent  of  the  year  1888  and  another  of 
the  year  1890,  which  Patents  are  referred  to  in  the  Specification  of  the  1891 
Patent  in  the  following  manner  : — "  This  invention  being  mainly  a  further 
44  development  and  further  new  and  improved  applications  of  my  inventions  " 
25  (giving  an  exact  reference  to  them),  "  and  which  inventions  in  all  the  suitable 
*'  forms  of  the  main  parts  of  same  and  actuating  gear  therein  shown  used,  it  is 
"  part  of  my  invention  to  combine  and  apply  with  these  improvements." 
Further,  before  entering  upon  a  detailed  description  of  the  figures  referred  to 
in  the  Specification,  the  Patentee  says : — "  For  the  purpose  of  showing  and 
30  u  describing  the  parts  of  my  invention,  that  part  of  my  invention  for  holding 
44  up  the  metal  billet  in  the  die  to  be  operated  upon  against  the  piercing  action 
44  of  the  mandril  and  of  cooling  and  expelling  the  tube  or  tubular  article  formed 
44  in  same,  I  show  a  long  tube  forming  die  and  connecting  parts  with  mass  or 
"  billet  of  hot  metal  being  operated  upon,  of  my  most  improved  form  of  these, 
35  "  all  being  of  the  general  form  described  in  my  older  inventions  hereinbefore 
44  referred  to." 

The  first  question — the  question  of  the  validity  or  invalidity  of  the  Patent — 
depends,  as  before  stated,  on  the  construction  of  Claim  1,  and  particularly  on 
the  words  u  compressing  and  shaping  "  which  occur  therein.  If  these  words 
40  must,  upon  a  fair  construction  of  the  Specification,  be  treated  as  comprising  the 
whole  of  the  invention,  as  Mr.  Justice  Buckley  holds,  the  Plaintiffs  would 
succeed.  If,  on  the  other  hand,  they  comprise  only  a  part  of  the  invention, 
however  important,  excluding  another  substantial  part,  hereafter  called  the 
14  cooling  and  expelling  "  part,  it  will  turn  out  that  with  reference  to  Figs.  15 
45  and  16,  and  39,  40,  and  41,  the  claim  is  merely  for  matters  that  are  old,  and 
therefore  that  the  Patent  is  for  present  purposes  to  be  held  bad,  though  possibly 
it  might  be  rendered  good  for  future  purposes  by  a  proper  disclaimer. 

I  agree  with  Mr.  Justice  Buckley  that  there  are  three  parts  of  the  invention, 
which  I  should  describe  shortly  as  the  compressing  and   shaping  part,  the 
50  cooling  part,  and  the  expelling  part.     This,  indeed,  has  not  been  called  in 
question  before  us. 

But  the  learned  Judge,  in  the  desire  probably  to  limit  the  claim  of  the 
inventor  to  the  actual  invention  made  by  him — a  desire  which  I  should 
sympathise  with  and  be  glad  to  give  effect  to  if  it  were  possible — has,  in  my 
•55  judgment,  failed  to  give  adequate  weight  to  the  objections  which  exist  to  the 
Plaintiffs'  construction  of  the  words  44  compressing  and  shaping "  in  the  first 
claim.    And,  first,  as  to  the  title  of  the  Patent, "  Improvements  in  and  relating 

2  K 
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"  to  the  compressing,  shaping,  and  drawing  of  metal  tubes,  tubular,  hollow,  and 
"  solid  articles,  and  in  means  and  apparatus  therefor,"  I  do  not  think  the  learned 
Judge  has  given  adequate  weight  to  the  words  "and  relating  to"  therein 
contained.  The  cooling  and  expelling  parts  of  the  invention  may  well  be 
called  improvements  in  relation  to  compressing  and  shaping,  and  in  my  5 
judgment  were  intended  to  be  included  under  those  words.  Next,  I  do  not 
think  that  the  learned  Judge  has  given  proper  weight  to  the  word  "  mainly  "  in 
the  sentence  beginning,  "My  invention  relates  mainly  to  compressing  and 
"  shaping,"  down  to  the  words  "  during  these  shaping  operations,"  on  page  4, 
lines  23  to  30,  of  the  Specification.*  10 

In  the  following  paragraph,  lines  30  to  34  (which  ought,  I  think,  to  be  read  as 
if  the  words  "  my  invention  consists  "  were  incorporated  into  it),  the  Patentee 
makes  a  general  reference  to  the  cooling  and  expelling  parts  of  the  invention, 
and  this  makes  it  quite  impossible  to  consider  the  prior  words  "  compressing  and 
"  shaping  "  in  the  preceding  paragraph  as  including  those  parts.  In  short  it  will  15 
in  my  judgment  appear,  from  a  consideration  of  the  whole  Specification,  that 
there  is  no  single  instance  in  which  the  cooling  or  expelling  parts  are  treated  as 
comprised  within  the  words  "  compressing  and  shaping." 

To  make  this  out  I  proceed  to  examine  what  remains  of  the  Specification. 
The  inventor,  after  the  references  to  his  earlier  Patents  already  noticed,  goes  on  80 
at  page  5,  line  11,  to  describe  his  invention  in  detail  with  reference  to  the 
drawings.  It  will  be  convenient  with  a  view  to  the  better  understanding  of 
the  claims  to  consider  the  figures  (so  far  as  it  is  necessary  to  consider  them  at 
all)  in  groups  corresponding  as  nearly  as  may  be  to  the  divisions  made  by  the 
inventor  himself.  And,  first,  as  to  Figs.  1  to  9.  The  inventor  describes —  25 
page  5,  lines  11  to  19 — the  sliding  die  and  other  parts  of  the  apparatus  adopted 
by  him  from  the  Patent  of  1890,  all  of  which  he  notices  to  be  part  of  his  older 
inventions.  This  adopted  portion  is  plainly  apparatus  for  holding  and  regu- 
lating. He  then  goes  on  to  describe  the  metal  plate  E,  shown  in  Fig.  2,  which 
he  states  to  be  part  of  his  new  invention — page  5,  lines  19  to  25.  This  plate  he  30 
calls  a  service  plate,  and  says  that  it  is  generally  of  a  thickness  from  about  a 
quarter  of  an  inch  to  one  inch,  being  increased  in  thickness  as  the  diameter  of 
the  tube  is  increased  so  as  to  keep  the  billet  up,  and  yet  to  be  shorn  through 
as  the  mandrel  reaches  the  end  of  the  billet — page  5,  lines  25  to  35.  In  Fig.  3 
he  shows  the  same  apparatus  at  a  more  advanced  state  of  the  operation,  and  35 
describes  in  considerable  detail  the  cooling  and  expelling  part  of  his  invention 
as  shown  in  Figs.  1  to  3,  with  some  further  details  as  to  the  operation — page  5, 
line  47,  to  end,  and  page  6,  lines  1  to  26,  of  the  Specification.  In  the  following 
lines  26  to  29  he  further  describes  the  sliding  die  apparatus.  The  remaining 
figures  of  the  group  all  show  the  same  parts  adopted  from  the  former  inven-  40 
tions,  but  they  are  devoted  to  explaining  alternatives  to  the  service  plate  E ; 
that  is  to  say  (page  6,  lines  34  to  38),  a  filling -up  pad — E3 ;  Figs.  4  and  5 
(page  6,  line  50,  and  page  7,  lines  1  and  2)  a  series  of  annular  grooves  ;  and 
Figs.  8  and  9  (page  7,  lines  19  to  34)  a  square  metal  pin.  Figs.  10  and  11  are 
concerned  (page  7,  line  35,  to  page  8,  lines  1  to  20)  with  the  case  of  an  apparatus  45 
for  producing  long  tubes  in  which  the  sliding  die  and  other  regulating  apparatus 
appear  in  connection  with  the  pad  which  takes  the  place  of  the  metal  plate  E. 
The  Specification  (pages  8  and  9  down  to  line  41)  contains  with  reference  to 
figures  from  12  to  19  details  as  to  the  cooling  and  expelling  and  certain  minor 
improvements  not  material  to  be  mentioned.  The  description  of  Figs.  20  and  23  50 
(including  page  9.  line  42,  to  page  10,  line  36)  does  not  appear  to  be  material 
for  the  purposes  of  this  action.  Figs.  24  to  33  describe  the  invention  as  applied 
to  hollow  tubular  billets  in  combination  with  the  cooling  and  expelling  parts 
of  the  invention  (page  10,  line  37,  to  page  12,  line  8).    At  page  12,  lines  1  to  8, 


*  Ante,  page  340,  lines  20  to  28. 
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is  a  passage  important  for  the  construction  of  Claim  1,  that  is  to  say,  "  A  new 
"  and  improved  mode  of  compressing  and  shaping  metals  such  as  of  iron,  steel, 
"  and  copper,  in  a  heated  soft  state  in  combination  with  my  shaping  dies  and 
"  matrices  placed  in  sliding  guides,  so  as  by  the  action  of  one  ram  and  a  fixed 
5  "  after  holding  up  stem  rod  eqnal  pressure  can  be  imparted  to  both  ends  or  both 
"  sides  of  the  article  being  compressed  and  shaped,  and  also  in  combination 
"  with  my  new  and  improved  mode  of  contracting  and  cooling  the  articles 
"  shaped  and  dies  for  same,  and  of  expelling  the  articles  from  the  dies  herein- 
"  before  described  in  connection  with  Figs.  1  to  11  on  Sheet  1  of  my  drawings." 

10  This  contains  the    first  instance  of    an   expressed   statement   in  the  letter- 
press of    a  combination  of  the    cooling  and    expelling  parts  with  shaping 
parts,  though  such  a  combination  has  been  shown  in  all  the  figures  down  to 
this  point. 
Pigs.  34  to  38  show  an  application  of  the  invention  to  the  forging  of  metal 

15  pulleys  or  other  short  articles. 

As  to  Figs.  39,  40,  and  41,  these  figures  show  the  invention  as  applied  to 
compression  and  shaping  by  a  ram  for  the  purpose  of  forming  solid  articles 
such  as  cog  wheels. 
So  far  as  the  compression  and  shaping  is  concerned,  it  is  admitted  by  the 

20  Plaintiffs'  witnesses  that  what  is  here  shown  is  old,  and  a  similar  admission 
was  made  as  to  Figs.  15  and  16. 

As  to  Figs.  42  to  44  (see  page  13,  line  40,  to  end,  and  page  14,  lines  1  to  14), 
no  observation  need  be  made. 

This  brings  us  down  to  the  claims.      Before  proceeding  further  to  the 

25  construction  of  Claims  1  and  2,  it  will  be  not  immaterial  to  devote  a  small  space 
to  the  consideration  of  the  general  scheme  of  all  the  claims  taken  together. 
Not  only  Claim  1,  but  also  Claims  2  and  3,  deal,  on  the  face  of  them,  with 
compressing  and  shaping  only,  and  not  at  all  with  cooling  or  expelling.  Claim 
4  deals,  on  the  face  of  it,  with  cooling  only.     Claim  5  refers,  on  the  face  of  it, 

30  to  expelling  only,  as  shown  in  Figs.  1  to  19  and  Figs.  24  to  33.  Claim  6  deals 
with  expelling  only,  as  shown  in  Figs.  34  to  44.  The  separation  in  these  six 
claims  respectively  of  compressing  and  shaping  from,  first,  cooling  and,  secondly, 
expelling,  would  appear  to  be  not  accidental,  but  deliberate  and  intentional. 
Claim  7  is  a  claim  for  compressing  and  shaping  in  combination  with  expelling, 

35  as  shown  in  Figs.  14  to  19.  This  is  the  first  claim  for  compressing  and  shaping 
in  combination  with  expelling.  Claim  8  is  a  claim  for  compressing  and  shaping 
in  combination  with  cooling  and  expelling,  as  shown  in  Figs.  24  to  30.  Claim  9 
claims  a  modified  form  of  compressing  and  shaping  in  combination  with  cooling 
and   expelling,  as  shown   in   Figs.  31  to  33.     Claim   10  is  a  claim  for  the 

40  application  of  a  ram,  as  shown  in  Figs.  20  to  23.  Claim  11  is  for  the  mode  of 
compressing  and  shaping  in  connection  with  a  sliding  die,  left  free  to  move 
endwise  so  that  the  metal  in  the  die  becomes  compressed  equally  at  both  ends, 
as  shown  in  Figs.  34  to  38.  Claim  12  is  for  the  same  mode  of  compressing  and 
shaping  combined  with  cooling  and  expelling,  as  shown  in  the  same  figures. 

45  Claim  13  is  for  the  mode  of  compressing  and  shaping  combined  with  cooling 
and  expelling,  as  shown  in  Figs.  39  to  41.  And  it  ie  to  be  observed  that  this 
very  claim  is  contended  by  the  Plaintiffs  to  be  made  by  Claim  1.  Claim  14  is 
for  a  very  special  mode  of  compression  and  shaping  in  connection  with  a  sliding 
die,  and  in  combination  with  cooling  and  expelling,  as  shown  in  Figs.  36  to  38. 

50  Claim  15  is  for  a  similar  combination,  as  shown  in  Figs.  30  to  38,  expressed  in 

more  general  terms.    Claims  16  and  17  need  not  be  explained,  except  that  a 

sliding  die  is  an  essential  part  thereof.    The  above  explanation  of  the  claims  is 

sufficiently  correct  in  all  material  points. 

It  follows  therefrom  that  the  inventor  knew  perfectly  well  how  to  claim  any 

55  particular  mode  of  compressing  and  shaping,  either  alone  or  in  combination  with 
cooling  and  expelling,  and  that  he  chose,  again  and  again,  to  claim  the  particular 
invention,  as  well  singly  as  in  combination,  by  separate  claims. 
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To  sum  up  the  case  as  to  the  construction  of  Claim  1.  The  examination 
hereinbefore  contained  of  the  describing  and  claiming  parts  of  the  Specification 
shows  that  there  is  not  the  slightest  ground  for  inferring  that  the  words 
"  compressing  and  shaping "  were  ever  intended  to  be  used  as  including  the 
cooling  and  expelling  parts,  or  otherwise  than  in  their  primary  and  natural  5 
signification. 

The  result  of  course  would  be  that  as  to  Figs.  15  and  16,  and  39  to  41,  Claim  1 
applies  to  what  is  proved  to  be  old,  and  to  that  only,  and  that  the  Patent  is  bad. 

A  comparison  of  Claims  1  and  13  would  show  that  the  case  of  the  Electric 
Const )%urti on   Company,    Ld.    v.    T?ie    Imperial    Tramways    Company,  Ld.  10 
(17  R.P.C.  631),  on  appeal,  is  applicable. 

It  is,  moreover,  a  statutory  requisite  that  a  distinct  statement  of  the  invention 
claimed  is  to  be  made  by  the  inventor ;  so  that  even  if  there  were  some  ground 
(which  I  think  there  is  not)  for  supposing  that  under  the  words  "  compressing 
"  and  shaping "  the  cooling  and  expelling  parts  of   the   invention   might  be  15 
included,  the  case  would  have  to  be  a  very  strong  one  to  enable  us  to  say  that 
Claim  1  contained  a  distinct  statement  of  claim  applicable  to  those  parts. 
-  ■-  For  these  reasons  I  am  of  opinion  that  the  Patent  must  be  held  to  be  bad  on 
the  ground  of  its  claiming  something  that  the  Patentee  had  no  right  to  claim  ; 
and  it  is  consequently  unnecessary,  and  I  think  it  would  be  wrong,  to  go  into  20 
anything  that  is  not  really  raised,  though  it  might  be  raised  if  the  1'atent  wTere 
made  jtrima  facie  valid.     I  decline  therefore  to  consider  whether  the  Patent,  if 
made  good  by  an  appropriate  disclaimer,  which  it  never  may  be,  could  be  held 
to  be  valid. 

I  therefore  express  no  opinion  on  the  question  whether  or  not  there  was  an  25 
infringement  of  the  Patent  on  the  part  of  the  Defendants. 

Vaugtian  Williams,  L.J.— As  Lord  Justice  Stirling  has  already  said,  that 
is  the  judgment  of  the  Court.  I  think  it  is  right  to  say,  on  my  part,  that  I 
concur  in  that  judgment  on  the  ground  of  the  want  of  a  distinct  statement  of 
the  invention  claimed,  because  I  think  there  are  very  considerable  grounds  for  30 
the  argument  that  the  words  "  compressing  and  shaping  "  include  the  cooling 
and  expelling  part*  of  the  invention. 

The  appeal  was  allowed  ;  the  action  was  dismissed  with  costs,  and  the 
Defendants  were  (after  discussion)  given  a  Certificate  as  to  No.  3  only  of  their 
Particulars  of  Objections.  35 
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In  thb  High  Court  op  Justicb  (Ireland).— Chancery  Division. 

Before  The  Master  of  the  Rolls. 

June  12th,  1901. 

Grant,  trading  as  the  "  Globe  Furnishing  Company,"  v.  Levitt. 

5  Trade  name. — "  Globe  Furnishing  Company" — Injunction  against  Defen- 
dant in  Dublin  using  name  of  Plaintiff's  business  in  Liverpool. — Proof  of 
actual  fraud  or  of  customers  having  actuu'ly  been  misled  not  necessary. — Delay 
in  taking  proceedings. — Stay  of  six  weeks  to  enable  Defendant  to  make  necessary 
arrangements. 

10  G.,  who  had  carried  on  business  at  Liverpool  as  the  "  Globe  Furnishing 
"  Company"  which  business  had  been  carried  on  under  that  name  for  over 
14  years,  brought  an  action  against  L.,  who  had  been  for  at  least  18  months 
carrying  on  a  similar  Jmsiness  in  Dublin  under  tlie  name  of  "  Globe  Furnishing 
"  Company"  to  restrain  his  use  of  that  name.    G.  advertised  extensively  in 

15  newspapers,  Ac,  some  of  which  circulated  in  Ireland.  Tliere  was  no  evidence 
of  actual  deception  beyond  that  of  certain  persons  who  had  mistaken  the 
Defendant's  business  for  a  branch  of  the  Plaintiff's  business.  It  was  not 
proved  that  the  Defendant  was  aware  of  the  Plaintiff's  use  of  "  Globe 
" Furnishing  Company"  when  he  adopted  the  natne;  but  the  Court  inferred 

20  that  he  was  aware  that  there  was  a  concern  in  Liverpool  called  the  "  Globe 
"  Furnishing  Company" 

Held,  that  the  Plaintiff  was  entitled  to  an  injunction  with  costs;  but  that, 
having  regard  to  the  unexplained  delay  of  the  Plaintiff  in  commencing  pro- 
ceedings, the  injunction  should  be  stayed  for  six  weeks  to  enable  the  Defendant 

25  to  make  the  necessary  alterations  in  his  way  of  carrying  on  busi)iess. 

Jacob  Reuben  Grant,  trading  as  the  Globe  Furnishing  Company,  at  Liverpool, 

commenced  an  action  against  Joseph  Levitt%  carrying  on  business  at  Dublin,  for 

an    injunction    to    restrain  him  from  using  the  name    "Globe    Furnishing 

"  Company,"  and  from  carrying  on  a  house  furnishing  business  under  that  or 

30  any  other  name  calculated  to  lead  to  the  belief  that  his  business  was  that  of  the 

2h 
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Plaintiff  ;  and  for  costs.    The  Plaintiff  gave  notice  of  motion  for  an  interlocutory 
injunction. 

Charles  O'Connor,  K.C.,  Molony,  K.C.,  and  F.  Nolan  (instructed  by  V.  B. 
Dillon  A  Co.)  appeared  for  the  Plaintiff  ;  Blood,  K.C.,  and  Qaussen  (instructed 
by  Ernest  W.  Harris)  appeared  for  the  Defendant.  5 

O'Connor,  K.C. — This  is  a  motion  for  an  interlocutory  injunction  that  the 
Defendant  may  be  restrained  from  using  the  name  of  the  "  Globe  Furnishing 
"  Company,"  and  from  carrying  on  a  house  furnishing  business  under  that  or 
any  other  name  calculated  to  lead  to  the  belief  that  his  business  was  that  of  the 
Plaintiff.  The  parties  had  agreed  that  the  hearing  of  the  motion  should  be  10 
treated  as  the  trial  of  the  action.  The  Plaintiff  was  proprietor  of  an  extensive 
house  furnishing  establishment  at  Pembroke  Place,  Liverpool,  under  the  name 
of  the  "Globe  Furnishing  Company."  He  had  acquired  the  business  in  1887  ; 
but  for  some  time  previously,  and  from  that  date  to  the  present,  it  had  been 
carried  on  under  that  name.  The  Plaintiff  had  advertised  largely  in  English  15 
magazines  and  newspapers  having  a  circulation  in  Ireland,  and  the  name 
"  Globe  Furnishing  Company  "  had  become  well  known  as  that  of  his  business. 
He  had  paid  about  3000J.  a  year  for  advertising,  and  his  turnover  now  averaged 
about  40,000/.  a  year.  He  had  a  considerable  number  of  customers  in  Ireland. 
Recently  he  had  ascertained  that  the  Defendant,  Joseph  Levitt,  was  carrying  on  20 
the  same  class  of  business  in  Camden  Street,  Dublin,  under  a  similar  name  ; 
and  his  case  was  that  the  use  by  the  Defendant  of  the  name  "  Globe  Furnishing 
"  Company "  had  the  effect  of  misleading  the  public,  and  that,  whether  the 
Defendant  intended  to  commit  a  fraud  or  not,  the  result  had  been  to  do  serious 
injury  to  the  Plaintiff's  business  in  Ireland.  The  Plaintiff  had  issued  illustrated  25 
catalogues  of  the  articles  supplied  by  him,  all  the  designs  in  which  had  been 
obtained  by  photographic  and  other  processes,  in  order  that  customers  might 
rely  that  the  articles  sold  to  them  should  be  as  represented.  The  Defendant 
had  also  issued  catalogues,  containing  facsimiles  of  several  of  the  illustrations 
ia  the  Plaintiff's  catalogue.  The  Plaintiff  was  at  first  under  the  impression  30 
that  these  were  copied  from  his  catalogue  ;  but  on  inquiry  it  was  explained 
that,  to  a  great  extent,  the  similarity  was  due  to  the  fact  that  they  both  dealt 
with  the  same  printers.  In  the  year  1899  the  Plaintiff  first  became  aware  of  the 
fact  that  the  Defendant  was  carrying  on  business  in  Dublin  under  the  name  of 
the  "  Globe  Furnishing  Company,"  and  on  inquiry  he  discovered  that  he  had  35 
commenced  the  trading  in  1898.  Not  only  did  the  Plaintiff  contend  that  the 
use  of  the  name  by  the  Defendant  of  the  "  Globe  Furnishing  Company  "  was 
calculated  to  mislead,  but  he  would  show  that  the  public  had  actually  been 
misled  in  a  number  of  instances.  On  the  14th  of  July  1899  the  Plaintiff 
received  a  letter  from  S.  F.  Turner,  Ld.,  of  Dudley,  England,  asking  payment  40 
of  an  account  of  12Z.  11*.  for  goods  supplied  to  the  Globe  Furnishing  Company. 
These  goods  had  never  been  supplied  to  the  Plaintiff,  and  Messrs.  isomer 
afterwards  wrote  stating  there  had  been  a  mistake.  In  November  1899  the 
Plaintiff  received  a  letter  from  Wale  A  Son,  of  Birmingham,  asking  payment  of 
an  account  for  goods  supplied  to  the  Defendant.  In  March  1900  the  Plaintiff  45 
was  written  to  by  Wells  and  Holohan,  of  Dublin,  relative  to  an  article  of 
furniture  about  which  there  appeared  to  have  been  some  dispute,  and  enclosing 
a  railway  docket  headed  "  Globe  Furnishing  Company,  Camden  Street,  Dublin." 
Subsequently  Wells  and  Holohan  explained  that  they  had  written  to  the 
Plaintiff  by  mistake,  supposing  that  the  Camden  Street  house  was  a  branch  of  50 
the  Plaintiff's  establishment.  In  February  1900  the  Plaintiff  received  an 
invoice  from  Arrnes  A  Son,  of  Sudbury,  claiming  payment  of  an  account  due 
by  the  "  Globe  Furnishing  Company,  Dublin."  There  were  a  number  of  other 
letters  showing  that  similar  mistakes  had  occurred  owing  to  the  identity  of 
names.  In  March  1901  the  Plaintiff  was  written  to  by  the  Nev.  Charles  Ganly,  55 
of  Castledermot,  county  Kildare,  asking  if  the  house  in  Camden  Street,  Dublin, 
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was  a  branch  of  the  Plaintiff's  firm,  as,  if  so,  he  would  call  there  when  in  town. 
In  April  1901  the  Plaintiff  received  a  letter  from  Mr.  G.  F.  Beside,  of  Mill 
Bank,  Dnndalk,  asking,  "  Have  yon  not  recently  established  a  branch  house  in 
"  Dublin,  where,  if  I  decide  to  give  you  the  order,  I  can  obtain  any  furniture 
5  "  I  require  ?  "  There  was  also  an  affidavit  from  a  lady  named  Mrs.  Marguerite 
Robertson,  stating  that  in  the  month  of  July  1900  she  was  staying  at  Skerries, 
in  the  county  of  Dublin  ;  that  while  at  Skerries  she  saw  in  an  Irish  newspaper 
an  advertisement  of  the  Globe  Furnishing  Company,  at  Camden  Street,  Dublin ; 
that  she  knew  that  the  Plaintiff  carried  on  business  under  that  name  in  Liverpool, 

10  and  that,  believing  that  the  Globe  Furnishing  Company  in  Dublin  was  a  branch 
of  the  Plaintiff's  firm,  she  advised  a  Mrs.  Vernon,  of  Skerries,  to  make  purchases 
from  the  Defendant's  house,  under  the  belief  that  in  so  doing  she  would  be 
dealing  with  the  Plaintiff.  The  case  the  Defendant  sought  to  make  was  that 
he  made  use  of  the  name  innocently,  not  knowing  that  it  had  been  adopted  by 

15  the  Plaintiff  ;  that  it  was  a  mere  coincidence.  But  it  was  a  strange  circumstance 
that  the  Defendant  was  intimately  connected  with  other  people  in  the  same 
trade  in  Liverpool,  that  he  had  more  than  once  been  in  Liverpool,  and  unless 
he  was  blind  he  could  scarcely  have  avoided  seeing  the  Plaintiff's  establish- 
ment.   With  regard  to  the  catalogues,  the  Defendant  said  he  had  been  recom- 

20  mended  to  procure  them  from  Petty  &  Son,  of  Leeds ;  that  they  had  furnished 
him  with  a  number  of  designs  which  they  kept  in  stock,  and  that  he  selected 
those  which  he  thought  the  best,  without  any  intention  of  imitating  the  Plaintiff's 
catalogue,  which  he  had  never  seen.  Of  course  that  was  quite  possible ;  but  it 
showed  the  greater  necessity  there  was,  in  this  class  of  business,  that  the  pro- 

25  prietors  of  furniture  establishments  should  be  careful  not  to  infringe  on  each 
other's  names  ;  because,  owing  to  the  similarity  in  the  catalogues,  the  use  of 
the  same  name  was  all  the  more  likely  to  mislead  the  public.  The  Defendant 
said  he  did  no  business  in  England,  Scotland,  or  Wales ;  that  he  did  not 
advertise  in  those  countries ;  that  he  was  spending  between  700/.  and  800/.  a 

30  year  in  advertising  in  Irish  newspapers  ;  that  his  catering  for  business  was 
confined  to  Ireland ;  and  that  the  Plaintiff's  business  was  substantially  confined 
to  England  and  Wales.  But,  as  a  matter  of  fact,  the  Plaintiff  did  business  in 
Ireland,  and  the  amount  of  that  business  would  probably  have  been  greater 
were  it  not  for  the  course  the  Defendant  had  adopted.    The  Defendant  alleged 

35  that  the  present  proceeding  was  an  attempt  by  the  Plaintiff  to  establish  a 
monopoly  in  the  use  of  the  name  "  Olobe " ;  and  that  the  Plaintiff  was  not 
entitled  to  the  exclusive  use  of  the  name.  It  should  be  mentioned  that  there 
were  other  persons  who  had  attempted  to  use  the  name  "  Globe  "  in  connection 
with  the  furnishing  business,  and  the  Plaintiff  had  restrained  them.     [The 

40  Master  of  thb  Rolls. — I  suppose  you  would  not  object  to  the  Defendant 
calling  his  establishment  the  "  Globular  Furnishing  Company "  ?]  He  may 
call  it  by  any  name  he  likes,  so  long  as  he  does  not  interfere  with  the  name  of 
the  Plaintiff's  establishment.  He  may  call  it  the  "  Sphere,"  or  the  "  Hemisphere," 
or  the  "  Universal,"  or  the  "  Hibernian  Furnishing  Company,"  if  he  wishes  to 

45  give  it  an  Irish  name  ;  but  why  adopt  the  very  name  that  the  Plaintiff  has  for  so 
many  years  been  using  ?  The  Plaintiff,  in  his  affidavit  in  reply,  stated  that  the 
Defendant  had  a  brother-in-law  who  carried  on  the  furnishing  business  in 
Liverpool,  and  lived  within  a  few  hundred  yards  of  the  Plaintiff's  place  of 
business ;  that  the  Defendant  was  in  Liverpool  some  time  since,  and  stayed 

50  with  his  brother- in-law,  and  must  have  seen  the  Plaintiff's  establishment. 
[Counsel  handed  up  photographs  of  the  Plaintiff's  establishment,  showing  the 
name  "  Globe  Furnishing  Company  "  conspicuously  displayed,  and  that  it  was 
also  printed  in  "  sky  advertisements  "  visible  for  a  considerable  distance  ;  and 
he  pointed  out  that  it  was  scarcely  possible  for  the  Defendant  to  have  been  in 

55  Liverpool  and  to  have  escaped  seeing  it.  There  were  affidavits  from  Charles 
Kauffman  and  Robert  Lipkin,  of  Liverpool,  to  the  same  effect.    The  Plaintiff's 
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i 

right  to  the  injunction  did  not  depend  upon  establishing  a  fraudulent  use  of 
the  name  by  the  Defendant.  Proof  of  actual  fraud  was  not  necessary  ;  it  was 
sufficient  to  show  that  the  Defendant  was  using  a  name  which  was  calculated 
to  mislead,  and  to  injure  the  Plaintiff's  business  (Singer  Manufacturing 
Company  v.  Wilson,  L.R.  3  App.  Cas.  376  ;  Same  v.  Loog,  L.R.  8  App.  Cas.  15  ;  5 
Hendriks  v.  Montagu,  L.R.  17  Ch.  D.  638).  If  the  natural  and  probable 
consequence  of  what  the  Defendant  has  done  is  to  mislead  the  public  into 
supposing  that  his  business  is  that  of  the  Plaintiff  it  is  wrongful,  and  becomes 
a  legal  fraud  if  he  has  continued  to  do  so  after  the  circumstances  have  been 
brought  to  his  knowledge.  The  Defendant  may  say  his  business  is  carried  on  10 
in  another  country,  but  that  makes  no  difference.  The  Plaintiff  does  business 
in  Ireland  ;  and  the  authorities  go  the  length  of  extending  the  principle  even 
to  the  case  of  a  business  carried  on  in  a  foreign  country. 

Blood,  K.C.,  for  the  Defendant,  said  his  client  was  entitled  to  complain  of  the 
way  the  case  had  been  brought  into  Court.     It  was  difficult  to  know  whether  15 
the  Plaintiff  still  maintained  the  charges  brought  against  the  Defendant  in 
connection  with  his  visit  to  Liverpool  in  1898,  or  in  connection  with  the 
catalogues  which  he  had  charged  the  Defendant  with  pirating.    The  affidavit, 
as  originally  filed  by  the  Plaintiff,  based  his  case  chiefly  on  the  similarity  of  the 
illustrations  in  the  catalogues-^a  matter  which  Mr.  O'Connor  had  said  he  did  20 
not  now  rely  upon.    It  appeared  that  both  the  Plaintiff  and  the  Defendant  had 
procured  the  catalogues  from  Petty  A  Son,  containing  a  number  of  illustrations 
which  they  kept  in  stock,  and  which  were  the  property,  not  of  the  Plaintiff,  but 
of  the  printer.    The  Plaintiff's  case  was  founded  on  trivialities ;   the  evidence, 
when  analysed,  entirely  failed  to  show  that  any  customer  had  been  misled  into  25 
purchasing  goods  from  the  Defendant  under  the  belief  that  he  was  dealing  with 
the  Plaintiff ;   and,  taking  into  consideration  all  the  facts,  especially  that  the 
Plaintiff's  was  a  Liverpool  firm,  and  that  the  Defendant  carried  on  business  in 
Dublin,  it  was  submitted  that  no  person  of  common  sense  could  be  misled.    The 
Plaintiff's  business  was  substantially   in  England;    the  Defendant's  was  in  30 
Ireland.    It  would  appear  from  the  affidavits  that,  while  the  Plaintiff  said  his 
turn-over  was  40,000/.  a  year,  his  transactions  in  Ireland  amounted  to  only 
86/.  18s.  Gd.    He  gave  the  names  of  persons  who  had  dealt  with  him  in  Ireland, 
and  the  amount  of  each  person's  dealing,  and  the  total  was  only  86/.  18s.  6d. 
[Molony,  K.C. — That  was  only  a  month's  dealing.]     At  all  events  it  was  35 
manifest  that  the  Plaintiff's  business  was  substantially  in  England ;  and  there 
was  no  evidence  that  any  customer  had  been  misled,  or  had  dealt  with  the 
Defendant  in  the  belief  that  he  was  dealing  with  the  Plaintiff.     [The  MASTER 
OP  THE  ROLLS. — It  would  be  difficult  for  the  Plaintiff  to  give  evidence  of  that. 
How  could  he  know  of  it  ?]     Surely,  if  anybody  who  intended  to  purchase  from  40 
the  Liverpool  firm  had  sent  his  order  to  the  Defendant  in  Dublin  by  mistake, 
that  person,  on  finding  out  the  mistake,  would  have  let  the  Plaintiff  know  of  it. 
[The  Master  op  the  Rolls.— That  does  not  follow.    A  customer  might  not 
discover  it ;  or  even  if  he  did,  he  might  not  inform  the  Plaintiff  of  it.]     At  all 
events,  the  Plaintiff  has  not  established  a  single  instance  of  it.    Now,  the  name  45 
of  "  Globe  "  is  a  very  common  one ;  it  has  been  adopted  by  a  great  many  firms 
in  various  places,  and  in  many  businesses.     We  have  the  "Globe    Parcel 
"  Express,"  the  "  Globe  Insurance  Company,"  and  many  other  establishments 
have  adopted  the  word  "  Globe  "  as  the  title  of  their  business.    The  Defendant 
swears  that  he  adopted  the  word  innocently,  without  knowing  that  it  was  used  50 
by  the  Plaintiff.     Assuming  that  he  acted  innocently  in  adopting  the  name,  it 
then  becomes  a  question  whether,  having  regard  to  the  localities,  having  regard 
to  the  actual  amount  of  business  done  by  the  Plaintiff  in  Ireland,  to  the  fact  that 
the   Plaintiff    has  never  advertised  in    the  Irish  newspapers,  and  that  the 
Defendant  has  never  advertised  in  any  English  newspaper,  and  has   never  55 
catered  for  business  in  England — above  all,  having  regard  to  the  absence  of 
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evidence  that  any  customer  was  misled,  the  question  is  whether  the  Court  can 
come  to  the  conclusion  that  there  is  any  reason  to  fear  that  the  Defendant  can 
appropriate  one  atom  of  the  business  of  the  Plaintiff.    As  regards  the  Defendant's 
visit  to  Liverpool,  upon  which  so  much  reliance  has  been  placed,  what  are  the 
5  facts  ?     In  September  1898,  the  Defendant  went  to  Liverpool  on  the  occasion  of 
a  wedding,  saw  his  brother-in-law,  remained  one  day,  and  left  without  trans- 
acting any  business  whatever.    That  was  the  only  time  the  Defendant  was  ever 
in  Liverpool  previous  to  setting  up  in  business ;   and  up  to  that  time  he  had 
never  seen  the  Plaintiff's  establishment,  and  was  unaware  that  the  Plaintiff  had 
10  adopted  the  name.    There  has  been  great  delay  on  the  part  of  the  Plaintiff  in 
his  proceedings  in  this  matter.    He  admits  that  it  came  to  his  knowledge  early 
in  1899  that  the  Defendant  was  trading  under  the  name  of  the  "  Globe  Furnishing 
Company  "  ;  he  communicated  with  the  Defendant  on  the  subject ;  and  on  the 
21st  of  April  1899  the  Defendant  wrote,  "  I  have  been  trading  under  this  name 
15  "  for  a  long  time,  and  intend  to  continue  to  do  so."    That  was  a  direct  challenge 
thrown  down  by  the  Defendant ;  but  the  Plaintiff  took  no  step  until  September 
1900,  so  that  he  had  slept  on  his  alleged  rights  for  a  year  and  a  half.    Delay  is 
always  regarded  as  important  in  cases  of  this  description.     We  submit  that  the 
Court  must  be  satisfied  that  there  is   substantial  ground  for  believing  that 
20  customers  may  be  misled ;  and  with  regard  to  that  the  question  of  locality  is 
important.    In  almost  all  the  cases  where  injunctions  have  been  granted,  the 
parties  carried  on  business  in  the  same  town.     The  case  which,  perhaps,  most 
nearly  approaches  the  present  is  that  of  the  " Guinea  Coal  Company  "  (Lee  v. 
Haley,   L.R. .  5   Ch.  App.  155) ;   but  in  that  case  the  injunction  was  only  to 
25  restrain  the  Defendant  from  carrying  on  business  under  the  name  in  a  particular 
part  of  London,  namely,  Pall  Mall.     In  the  present  case,  the   Plaintiff  and 
Defendant  carry  on  business  in  different  countries.     This  is  not  one  of  those 
cases  in  which  a  person's  name  has  been  adopted.     I  admit  that  if,  for  instance, 
the  Defendant  set  up  the  furnishing  business,  even  in  Dublin,  under  the  name 
30  of  "  Maple  &  Co.,"  or  any  other  well  known  furnisher,  he  would,  of  course,  at 
once  be  stopped.     But  that  is  a  different  thing  from  a  person  adopting  a  fancy 
name,  such  as  "  Globe,"  which  is,  prima  facie,  the  property  of  everybody.      In 
such  a  case  as  that  the  Court  must  have  evidence,  either  of  fraudulent  intention, 
or  at  all  events  that  customers  have  actually  been  misled.     Here  there  is  nothing 
35  of  the  kind.    The  case  of  fraudulent  intention  has  broken  down.     No  instance 
has  been  shown  of  any  customer  being  misled ;   and  I  submit  that,  taking  all 
the  facts  into  consideration,  the  injunction  should  be  refused. 

PORTER,  M.R. — This  is  an  interlocutory  application,  which  by  consent  has 

been  treated  as  the  trial  of  the  action.    There  has  unquestionably  been  some 

40  delay,  which  has  not  been  adequately  explained,  in  bringing  the  proceedings  ; 

but,  while  that  would  be  of  great  importance  in  considering  an  application  for 

an  interlocutory  injunction,  it  is  not  in  itself  sufficient  to  defeat  the  rights  of 

the   Plaintiff,  unless  accompanied  by  circumstances  which  would  show  that 

there  had  been  acquiescence  ;  and  the  evidence  does  not  show  anything  of  the 

45  sort.    The  action  is  not  founded  upon  actual  fraud  ;  it  is  brought  to  restrain 

the  Defendant  from  carrying  on  business  under  the  name  of  the  "Globe 

"Furnishing  Company,"  or  under  any  other  name  calculated  to  mislead  the 

public  into  the  belief  that  the  business  of  the  Defendant  is  the  business  of  the 

Plaintiff.    As  I  have  said,  actual  fraud  on  the  part  of  the  Defendant  has  not 

50  been  alleged.    If  it  had  been  alleged,  and  if  that  allegation  had  been  sustained 

by  the  affidavits,  it  would  of  course  have  strengthened  the  Plaintiff's  case  very 

much,  and  indeed  made  it  absolutely  conclusive,  having  regard  to  the  identity 

of  the  name  adopted  by  the  Defendant  with  that  under  which  the  Plaintiff  has 

carried  on  his  business.     It  appears  that  in  the  year  1888  the  Plaintiff  bought 

55  the  business  in  Liverpool,  in  which  he  has  since  carried   on  the  trade  of 

supplying  house  furniture  ;  that  his  business  is  not,  as  a  rule,  merely  carried 
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on  by  selling  articles  of  furniture  across  the  counter,  or  the  floor  of  the  shop, 
but  largely  by  correspondence  ;   and  it  appears  from  the  affidavits  that  the 
Plaintiff  does    a  considerable  amount  of  business  with  customers  in  other 
localities  than  Liverpool.     It  also  appears  that  since  he  acquired  the  business  in 
1888  the  Plaintiff  has  expended  large  sums  in  advertising  ;  that  he  has  laid  out  5 
about  2000Z.  a  year  in  that  way,  advertising  his  business  under  the  title  of  the 
"  Globe  Furnishing  Company  "  ;  and  though  it  has  not  been  shown  that  the 
Irish  newspapers  have  come  in  for  a  share  of  the  advertising,  the  business  of 
the  Plaintiff  has,  at  any  rate,  been  advertised  in  this  country  through  the  medium 
of  English  magazines  and  newspapers  which  circulate  in  Ireland.    Now,  what  10 
the  Plaintiff  complains  is  that,  in  the  year  1898,  the  Defendant,  Mr.  Levitt,  who 
of  course  had  a  right  to  start  in  the  same  identical  business,  either  in  Dublin 
or  in  England  or  anywhere  he  liked,  started  in  this  business  in  Dublin  under 
the  same  identical  name — he  does  not  appear  to  have  used  the  name  of  Grant, 
but  the  name  he  has  used  is  that  of  the  "  Globe  Furnishing  Company,"  the  15 
identical  name  under  which  the  Plaintiff  has  been  carrying  on  his  business  for 
the  last  twelve  years.    Now,  why  was  that  done  ?    I  admit  that  that  is  not 
exactly  the  question  upon  which  the  case  depends ;  but  it  is  difficult  to  avoid 
asking  oneself  the  question :  Why  did  the  Plaintiff  adopt  that  name  ?    Mr. 
Blood  (the  Defendant's  Counsel)  has  said  that  the  word  "  Globe "  is  used  in  20 
connection  with  many  other  businesses,  and  that  is  true.  The  word  "  Furnishing  " 
is,  of  course,  innocent  and  proper ;  and  so  is  the  word  "  Company  "  ;  but  it  is 
the  collocation  of  those  three  words  that  suggests  the  inquiry  :  Why  on  earth 
did  Mr.  Levitt,  instead  of  calling  it  the  "  Universal  Furnishing  Company,"  or 
the  "  Cube  Furnishing  Company,"  or  the  "  World  Furnishing  Company,"  or  25 
the  "Globe  Furniture  Company,"  hit  on   the  very  identical    name    under 
which  the  Plaintiff  had  been  carrying  on  business,  and  in  advertising  which, 
under  that  name,  he  had  expended  large  sums  of  money  ?    It  is  not  incumbent 
on  the  Plaintiff  to  prove  that  the  Defendant  adopted  it  with  a  design  to  mislead 
the  public,  or  to  appropriate  to  himself  the  benefit  of  those  costly  advertise-  30 
ments  ;  but  it  appears  that  Mr,  Levitt,  at  or  about  the  time  when  he  started  this 
business,  was  over  in  Liverpool  on  a  visit  to  his  brother-in-law,  and  it  is 
suggested  that  during  that  visit  he  must  have  seen  the  Plaintiff's  establishment, 
which  had  the  words  "Globe  Furnishing  Company"  conspicuously  painted 
over  the  shop,  and  displayed  in  various  places  in  what  are  called    "sky  35 
"  advertisements."    It  was  not  necessary  for  the  Plaintiff  to  prove — and  I  am 
disposed  to  hold  that  it  is  not  conclusively  proved — that  Mr.  Levitt  did  see 
those  words  on  the  occasion  of  that  visit  to  Liverpool.    The  Defendant  says  he 
did  not,  and  that  his  visit  was  a  short  one,  and  only  of  a  domestic  character ; 
but  when  I  am  asked  to  believe  that  the  Defendant,  who  was  himself  engaged  40 
in  that  business,  and  having  his  eyes  open,  did  not,  for  the  ten  years  preceding 
1898,  know  that  there  was  such  an  establishment  in  existence  as  the  Globe 
Furnishing  Company,  it  is  a  draft  upon  my  imagination  which  must  be 
returned  dishonoured.    It  is  right  to  say  that  the  affidavit  of  the  Defendant 
does  not  say  this  ;  but  he  says,  in  guarded  language,  that  he  had  never  heard,  45 
at  the  time  he  started  his  establishment,  that  there  was  a  person  in  Liverpool 
carrying  on  the  house  furnishing  business  under  that  style.    To  ask  me  to  infer 
from  that  that  he  was  unaware,  during  the  ten  years,  that  there  was  a  concern 
in  Liverpool  called  the  "Globe  Furnishing  Company"  is  an  absurdity.     He 
must  have  known  it  perfectly  well ;  and  if  he  knew  that  he  was  adopting  a  50 
name  which  was  actually  in  use  he  did  it  at  his  peril.    I  quite  adopt  what  was 
said  in  the  "  Guinea  Coal "  case,  that  in  certain  classes  of  business  locality  is 
important ;  but  in  this  case  the  business  is  carried  on  over  the  whole  country, 
and  the  advertisements  were  scattered  broadcast  over  the  country.     Is  it 
necessary  to  show  that  customers  were  actually  misled  ?     In  my  opinion  it  is  55 
not.    But  there  is  a  mass  of  evidence,  quite  as  much  as  could  be  expected  to  be 
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given,  showing  that  persons  were  misled.  The  case  of  Turner  and  Company, 
that  of  the  Kev.  Mr.  Ganly,  and  that  of  Mr.  Beside,  all  show  that  persons  not 
only  might  make  the  mistake  of  supposing  that  the  Defendant's  establishment 
was  the  same  as,  or  was  a  branch  of,  that  of  the  Plaintiff,  but  that  they  actually 
5  did.  But  proof  that  people  were  actually  misled  is  not  necessary.  The  question 
is,  was  the  use  of  the  name  calculated  to  mislead  ?  I  am  of  opinion  that  it  was. 
Though  it  may  not  have  been  designed  to  mislead  it  was  calculated  to  do  so. 
If  it  misled  commercial  gentlemen,  country  gentlemen,  commercial  travellers, 
carriers,  and  others,  why  should  it  not  mislead  customers ;   for  instance,  a 

10  a  lodging-house  keener  who  wanted  to  buy  furniture  ?  There  is  no  reason  why 
that  which  misled  one  class  of  the  community  might  not  also  mislead  the 
remainder.  Then  it  is  said  that  the  injunction  ought  not  to  go  because  the 
Defendant's  business  is  confined  to  Ireland,  and  the  Plaintiff's  business  is  chiefly 
in  England,  and  that  his  Irish  business  is  very  small ;  and  it  was  said  he  was 

15  only  able  to  show  86/.  worth  of  dealings  in  Ireland.  [Molony,  K.C. — That  was 
only  a  month's  business.]  Whether  it  was  86/.  or  lOOOZ.  does  not  matter.  If  it 
was  only  86/.  a  year,  instead  of  86/.  a  month,  whose  fault  was  that  ?  I  do  not 
know  how  much  it  would  have  been  if  a  portion  of  the  Plaintiff's  trade  had  not 
been,  by  the  course  adopted  by  the  Defendant,  diverted  from  his  establishment 

20  into  that  of  the  Defendant.  In  my  opinion  the  Plaintiff  is  entitled  to  prevent 
any  person  from  carrying  on  business  of  the  same  character,  and  using  his 
trade  name,  in  a  manner  calculated  to  mislead  the  public.  I  shall  grant  the 
injunction  asked  for  in  the  Statement  of  Claim.  I  shall  not  grant  any  inquiry 
as  to  damages ;  and  inasmuch  as  there  has  been  considerable  delay  on  the  part 

25  of  the  Plaintiff  in  bringing  the  proceeding,  I  think  the  Defendant  ought  to  be 
allowed  some  reasonable  time  for  making  such  alterations  and  arrangements  as 
may  be  necessary  in  the  way  of  his  business  for  the  purpose  of  carrying  out  the 
Order  I  make.  I  will  give  him  six  weeks.  I  will  grant  the  injunction,  but  will 
put  a  stay  upon  it  of  six  weeks.     I  grant  the  injunction  with  costs.     The 

30  Defendant  has  been  saved  a  good  deal  of  expense  by  the  case  having  been 
treated  as  the  trial  of  the  action. 


In    the    High    Court    of    Justice.— Chancery  Division. 

Be/ore  Mr.  JUSTICE  JOYCE. 

May  1st,  2nd,  3rd,  and  6th,  and  June  22nd,  1901. 

35  Ashworth  v.  English  Card  Clothing  Company,  Ld. 

Patent*— Action  for  infringement. — Construction. — Subject-matter. — Defen* 
dants  held  not  to  have  infringed. 
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Action  for  infringing  a  Patent  for  4*  Improvements  in  apparatus  for 
44  hardening  and  tempeHng  steel  wire  and  tape"  The  improvement  consisted 
in  a  method  of  keeping  the  wire  bright,  after  passing  through  the  tempering 
flame,  by  passing  the  wire  direct  from  the  flame  into  a  tube  or  chamber 
"from  which  oxygen  is  excluded  as  much  as  is  conveniently  possible,  and  which  5 
44  is  long  enough  to  permit  the  wire  to  become  sufficiently  cooled."  The  Specifi- 
cation described  a  chamber  supplied  by  means  of  a  pipe  "  with  a  gets  or  with  a 
44  mixture  of  gases  which  is  as  near  as  conveniently  possible  free  from  admix- 
44  ture  with  oxygen"  The  Defendants  passed  their  wire  into  a  tube  which  was 
not  supplied  with  gas,  but  which  was  seated  against  the  admission  of  air  by  10 
dipping  under  molten  lead  at  its  mouth. 

Held,  that  this  was  not  an  infringement,  the  Plaintiff's  method  involving  an 
artificial  supply  of  gas.  If  the  construction  of  the  Plaintiff's  Specification  did  not 
imply  an  artificial  supply,  then  there  was  want  of  subject-matter.    The  action 
was  dismissed  with  costs,  and  a  Certificate  was  given  that  certain  of  the  15 
Particulars  of  Objections  were  reasonable  and  proper. 

On  the  8th  of  December  1886  Letters  Patent  (No.  16,047  of  1886)  were 
granted  to  George  Ashworth  and  Elijah  Ashworth  for  "  Improvements  in 
44  apparatus  for  hardening  and  tempering  steel  wire  and  tape." 

The  Complete  Specification,  so  far  as  material,  was  as  follows  : — "  Our  inven-  20 
44  tion  relates  to  the  apparatus  principally  employed  in  the  hardening  and 
44  tempering  of  steel  wire  wherein  the  wire  is  drawn  through  a  heating  flame, 
44  a  quenching  or  hardening  bath  and  a  softening  or  tempering  flame,  or  is 
44  otherwise  heated  quenched  and  re-heated  or  tempered  in  immediate  succes- 
44  sion.    We  have  for  a  long  time  studied  to  perfect  the  process  in  order  to  25 
44  obtain  the  wire  in  as  perfect  a  condition  as  possible  for  use  in  the  manufac- 
44  ture  of  wire  cards  and  Letters  Patent  bearing  date  the  fifth  day  of  September 
44  in  the  year  1878  and  numbered  3513,  and  third  day  of  April  1884  No.  5856 
44  were  granted  to  us  for  the  improvements  which  we  had  then  effected  in  such 
44  wire.    In  the  hardening  and  tempering  of  the  wire  we  kept  the  wire  as  much  30 
44  as  possible  from  exposure  to  the  air  in  order  to  lessen  the  tendency  to  scaling 
44  but  we  have  found  that  scaling  and  discoloration  take  place  to  some  extent 
44  after  the  wire  has  left  the  tempering  flame.    One  of  the  objects  of  our  present 
44  invention  is  to  keep  the  wire  as  much  as  possible  from  exposure  to  the  oxygen 
44  of  the  atmosphere  until  the  wire  is  sufficiently  cool  to  be  in  a  condition  which  35 
44  will  not  be  conducive  to  injury  from  exposure  to  the  air.     To  this  end 
44  we  cause  the  wire  to  pass  immediately  from  the  tempering  flame  or  heat  into 
44  a  tube  or  tubular  passage  or  into  a  passage  or  chamber  from  which  oxygen  is 
44  excluded  as  much  as  is  conveniently  possible  and  which  is  long  enough  to 
44  permit  the  wire  to  become  sufficiently  cooled.     To  increase  the  efficiency  of  40 
••  the  flame  and  to  lessen  the  consumption  of  gas  in  apparatus  wherein  gas 
44  flames  are  used  we  heat  the  air  which  we  mix  with  the  inflammable  gas. 

44  Our  invention  can  be  best  described  with  reference  to  the  accompanying 
44  drawings  which  exhibit  so  much  of  the  complete  machine  as  is  necessary  to 
44  the  proper  understanding  of  our  invention  the  parts  which  do  not  appear  in  45 
44  the  drawing  being  as  represented  in  the  drawings  attached  to  our  said  former 
44  inventions  or  being  of  suitable  construction.  In  the  said  drawings  Fig.  1 
44  represents  a  plan  view  of  the  gas  burner  and  of  the  chamber  into  which  the 
44  wire  is  passed  as  aforesaid.  Fig.  2  being  an  enlarged  plan  view  of  the  said 
44  chamber  with  the  cover  removed.    Fig.  3  is  partly  a  cross  section  on  the  50 
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"  line  A  in  Fig.  2.  In  Fig.  1  a  a1  is  the  gas  burner  the  part  a  being  used  for 
"  hardening  and  the  part  a1  for  tempering  as  in  the  ordinary  machine.  The 
44  wires  pass  from  the  flame  of  the  burner  a1  immediately  into  the  chamber  B 
44  which  in  the  example  is  made  large  enough  to  contain  a  carrier  wheel  c  seen 
44  in  Fig.  2  wherein  the  wires  are  indicated  by  d.  The  said  chamber  is  made  in 
44  the  form  of  a  shallow  box  which  is  provided  with  a  lid  b  which  is  made  gas 
44  tight  in  any  suitable  manner.     In  the  example  the  lid  is  formed  with  a 


FIC.I. 


saaal 


FIG. 2 


44  projecting  bead  which  enters  a  groove  at  e  this  groove  containing  asbestos  or 

44  fine  sand  or  other  suitable  packing  material  which  will  prevent  the  escape  of 

10  "  gas  at  the  joint  between  the  lid  and  the  box.    This  construction  enables  the 

44  operator  to  lift  off  the  lid  at  any  time  when  access  to  the  wires  is  required. 

44  The  wire3  enter  the  chamber  through  a  slit  or  through  perforations  at  /  and 

44  leave  through  a  slit  or  through  perforations  at  g.    The  chamber  is  supplied 

44  by  means  of  a  pipe  h  with  a  gas  or  with  a  mixture  of  gases  which  is  as  near 

15  "  as  conveniently  possible  free  from  admixture  with  oxygen.    This  gas  may  be 

44  carbonic  acid  or  hydrogen  or  a  mixture  of  gases  such  as  are  products  of 

44  combustion  or  be  any  gas  or  gases  suitable  to  our  indicated  purpose.     In 

44  practice  we  use  ordinary  carburetted  hydrogen.     The  gas  is  supplied  to  the 

44  passage  at  such  a  rate  as  that  there  shall  be  a  slight  leakage  through  the 

20  "  small  apertures  at/  and  g.    The  chamber  is  carried  by  the  shaft  *  which  is 

44  the  shaft  marked  a)  in  the  drawings  attached  to  the  Specification  of  a  former 

44  invention  for  which  Letters  Patent  number  5856  of  the  year  1884  have  been 

44  granted  to  us.    When  the  said  shaft  is  turned  in  its  bearings  to  withdraw  the 

44  wires  from  the  flames  the  chamber  B  moves  with  the  wires.    As  the  wires 

25  *"  pass  through  the  chamber  they  are  cooled  by  the  gas  with  which  the  chamber 

44  is  supplied  the  cooling  being  expedited  by  the  transmission  of  heat  to  the 

44  walls  of  the  chamber  so  that  when  the  wires  leave  the  chamber  they  are 

41  sufficiently  cool  to  bear  exposure  to  the  oxygen  of  the  atmosphere  without 

44  injury.    We  may  vary  the  shape  of  the  chamber  as  for  example  we  may 

30  "  plane  a  channel  in  a  metal  bar  and  plane  a  second  bar  to  fit  in  the  said 

44  channel  and  arrange  for  it  to  be  supported  so  as  to  leave  a  passage  sufficiently 

44  large  for  the  wires  or  if  preferred  each  wire  might  have  a  separate  passage  as 

44  indicated  in  Fig.  4 Our  improvements  are  applicable  to  apparatus 

44  used  in  the  treatment  of  steel  tapes  or  ribands  as  well  as  of  wires  of  various 
35  "  sections.1* 
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The  Patentees  claimed  : — "  (1)  The  combination  of  the  chamber  B  with  the 
"  parts  of  a  machine  for  hardening  and  tempering  steel  wires  or  ribands  for 
"  the  purpose  set  forth.  (2)  In  apparatus  for  hardening  and  tempering  steel 
"  wire  or  ribands  a  chamber  or  covered  channel  into  which  the  wires  or  each 
"  wire  is  passed  immediately  from  the  tempering  flame  the  said  chamber  or  5 
"  channel  being  supplied  with  a  gas  or  mixture  of  gases  free  or  nearly  free 
"  from  oxygen  substantially  as  and  for  the  purpose  set  forth  and  indicated. 
"  (3)  In  apparatus  for  the  specified  uses  air  heating  pipes  or  chambers  applied 
"  above  the  gas  burners  and  the  passages  for  the  flow  of  the  heated  air  into  a 
"  casing  wherein  it  mingles  with  the  gas  to  constitute  the  mixture  to  be  burnt  10 
"  substantially  as  and  for  the  purpose  set  forth  and  indicated.  (4)  In  apparatus 
"  for  the  specified  uses  forcing  the  air  which  is  to  be  mingled  with  the  inflam- 
"  mable  gas  through  air  heating  pipes  or  chambers  or  through  an  air  heating 
"  chamber  such  air  heating  appliances  being  mounted  above  the  flames  so  as  to 
u  utilise  the  waste  heat  to  some  extent  substantially  as  set  forth  and  indicated.  15 
"  (5)  The  combination  of  parts  substantially  as  and  for  the  purpose  set 
"  forth  and  indicated  with  reference  to  Figs.  5  and  6  of  the  attached 
"  drawings." 

On  the  14th  of  August  1899  Elijah  Ashworth,  in   whom  the  Patent  was  then 
vested,  commenced  an  action  against  the  English  Card  Clothing  Company,  Ld.,  20 
claiming  an  injunction  restraining  the  Defendants,  their  servants  and  agents, 
from  infringing  the  Patent,  and  other  incidental  relief. 

By  his  Statement  of  Claim  and  Particulars  of  Breaches  the  Plaintiff  alleged 
that  the  Defendants  had  infringed  the  Patent  by  hardening  and  tempering  steel 
wire  in  the  manner  shown  to  the  Plaintiff's  solicitor  on  the  30th  of  March  1899.  25 

By  their  Defence  the  Defendants  denied  infringement  and  the  validity  of  the 
Patent ;  and  by  their  Particulars  of  Objections  they  alleged  that  the  Patent  was 
invalid  (inter  alia)  because  the  invention  was  not  useful,  not  the  proper  subject- 
matter  for  valid  Letters  Patent,  did  not  sufficiently  disclose  the  manner  in  which 
the  invention  was  to  be  performed,  in  that  the  Specification  did  not  show  any  30 
apparatus  or  mention  any  of  the  precautions  which  had  to  be  observed  to  prevent 
scaling  and  discoloration  of  the  wire,  and  that  the  alleged  invention  was  not 
new,  being  matter  of  common  general  knowledge  and  practice  in  the  trade,  and 
being  published  previously  (a)  in  the  Specifications  of  Fox  (No.  1039  of  1861), 
Ashworth  and  Ashworth  (No.  3513  of  1878),  Bateman  (No.  3911  of  1878),  35 
Law  and  Law  (No.  162  of  1880),  Scholes  fNo.  2015  of  1880),  Bateman  (No. 
1065  of  1881),  Whitley,  Hoyle,  and  Thomson  (No.  3898  of  1883),  Morris 
(No.  1062  of  1884),  Fenwick  (No.  2983  of  1884),  Ashworth  and  Ashworth 
(No.  5886  of  1884),  Thornton  and  Ellison  (No.  8618  of  1884),  and  Qoreham 
and  Hewitt  (No.  11,905  of  1885)  ;  (&)  by  the  delivery  of  a  lecture  on  "  Coal  40 
"Gas  as  a  labour-saving  agent  in  mechanical  trades"  before  the  Society  of 
Arts  on  the  30th  of  January  1884,  and  by  the  publication  of  the  same  lecture 
in  the  Journal  of  the  Society  of  Arts  of  the  1st  of  February  1884  ;  (c)  by  prior 
public  user  of  the  invention  by  Samuel  Fox  and  others. 

The  Plaintiff  joined  issue,  and  the  action   came  on  for  trial  before  Mr.  45 
Justice  Joyce  on  the  1st  of  May  1901. 

For  the  Plaintiff  there  appeared  Moulton,    K.C.,    T.    Terrell,    K.C.,    and 
J.  C.  Graham  (instructed  by  W.  J.  and  E.  H.  Tremellen,  agente  for  Blair  and 
Seddon,     of    Manchester) ;     and    for    the    Defendants    Cripps,    K.C.,    M.P., 
Younger,  K.C.,  Wright-Taylor,  and  A.  J.   Walter  (instructed  by  Rowcliffes%  50 
Rawle  &  Co.,  agents  for  Ramsden,  Sykes,  and  Ramsden,  of  Huddersfield). 

Moulton,  E.G.,  opened  the  Plaintiff's  case. — This  invention  relates  to  hardening 
and  tempering  steel  wire.    The  wire  is  used  for  making  cards  for  the  purpose 
of  combing  wool  or  other  fibres.    For  this  purpose  a  uniform  degree  of  temper 
is  highly  important,  and  in  the  card-making  machine  the  presence  of  any  scale  55 
on  the  wire  is  very  detrimental  to  the  working  of  the  machine.    The  Plaintiff's 
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invention  is  to  bo  protect  the  wire  throughout  the  process  of  hardening  and 
tempering  as  to  prevent  the  access  of  oxygen  to  the  wire  while  hot,  and  there- 
fore to  keep  the  wire  bright  and  free  from  any  scale.  The  process  adopted  is  to 
heat  the  wire  and  harden  it  as  had  been  done  before,  and  then  to  re-heat  the 
5  wire  in  a  gas  flame  and  to  allow  it  to  cool  in  a  box  which  is  filled  with  a  gas 
free  from  uncombined  oxygen.  As  to  infringement  the  Defendants  have  used 
two  forms  of  apparatus.  In  one  an  electric-heating  device  is  adopted,  the  wire 
passing  over  two  sets  of  electric  contacts  and  then  immediately  into  a  cooling 
tube,  gas  being  supplied  to  this  tube  and  leaking  out  so  as  to  prevent  any  influx 

10  of  oxygen.  In  the  other  molten  lead  is  used  for  heating,  and  the  wire  is  passed 
into  a  tube  having  its  end  dipping  under  the  lead  ;  the  tube  being  very  small 
there  is  no  room  for  any  gas  to  get  in  at  the  end  from  which  the  wire  issues. 
The  first  few  yards  of  hot  wire  passed  through  the  apparatus  take  up  all  the 
oxygen,  and  after  that  there  is  no  more  discolouration.     As  to  the  anticipations, 

15  none  of  them  propose  to  do  what  the  Patentees  do,  namely,  protect  the  wire 
after  tempering.    It  is  true  that  Scholes  does  protect  the  wire  in  the  hardening 
part  of  the  process,  but  that  is  not  claimed  by  the  Patentees. 
Evidence  was  then  called  on  behalf  of  the  Plaintiff : — 
Swinburne  said  that  the  invention  was  a  means  of  keeping  the  wire,  which 

20  was  heated  for  the  purpose  of  tempering,  out  of  contact  with  oxygen  until  cool. 
This  invention  was  new  at  the  time,  and  the  Specification  showed  clearly  how 
to  carry  it  out.  The  Defendants  used  an  apparatus  which  keeps  the  hot  wire 
in  an  inert  gas  in  the  same  way.  Scholes  protected  the  wire  during  the  hardening 
process,  but  there  was  no  clear  indication  that  he  meant  to  do  so  during  the 

25  tempering.    If  you  could  make  Scholes'  work  for  hardening  it  would  be  still 

easier  to  make  it  work  for  tempering ;  the  two  problems  are  the  same,  the  latter 

being  the  easier.    Neither  Bateman  nor  Fletcher,  in  the  Society  of  Arts  paper, 

contemplate  protecting  after  the  tempering. 

John  Ashworth,  son  of  the  Plaintiff,  said  that  he  had  worked  the  machine 

30  from  the  beginning.  If  the  flame  were  not  properly  adjusted  coloured  wire 
was  sometimes  produced. 

Dugald  Clerk  said  the  wire  when  not  bright  caused  injury  to  the  card-setting 
machines.  The  sale  of  bright  wire  was  very  large,  running  to  hundreds  of  tons 
per  week.    Hot  lead,  as  used  by  the  Defendants,  was  a  well-known  equivalent 

35  for  the  flame  used  in  the  Specification.  It  required  invention  to  think  of 
and  carry  out  the  operation  of  tempering  without  colouring  the  wire. 

Elyah  Ashworth,  one  of  the  Patentees,  said  that  at  first  he  had  some  difficulty 
in  working  the  machine  owing  to  an  uneven  supply  of  gas,  but  he  got  over  this 
by  using  a  pump  and  had  no  further  difficulty.     He  had  tried  Scholes\  using 

40  lime,  and  could  not  succeed  in  making  it  work. 

Other  witnesses  were  called  as  to  the  novelty  and  utility  of  bright  tempered 
wire. 

Cripps,  K.C.,  for  Defendants. — We  say  that  there  is  no  subject-matter  here 
so  far  as  invention  is  concerned,  having  regard  to  the  state  of  prior  knowledge 

45  and  the  two  Specifications  to  which  we  have  especially  referred,  viz.,  Scholes 
and  Bateman.  Further,  the  Plaintiff's  Specification  does  not  show  how  to 
produce  bright  wire.  The  Specification  means  that  there  is  to  be  an  external 
supply  of  gas ;  this  the  Defendants  have  not  used.  As  regards  subject-matter, 
the  invention  is  said  to  be  keeping  the  wire  bright  after  passing  through  the 

50  tempering  flame.  Mr.  Swinburne  has  admitted,  and  indeed  it  seem*  obvious, 
that  this  is  a  simpler  form  of  the  same  problem  as  had  been  done  before,  when 
the  wire  was  kept  bright  while  passing  through  the  hardening  process.  But 
even  this  is  not  shown  in  the  Specification  ;  Mr.  Ashworth  when  called,  tells 
us  that  he  failed  to  get  any  bright  wire  until  he  bad  introduced  a  pump,  which 

55  is  shown  nowhere  in  the  Specification.  Scholes'  is  a  complete  anticipation  of 
the  principle  of  the  use  of  inert  gas  which  the  Defendants  nave  employed.     It 
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is  said  by  the  witnesses  for  the  Plaintiff  that  Scholes  meant  to  use  his  protection 
for  hardening  only,  but  this  is  not  so  he  says  in  his  claiming  clause  for  hardening 
and  tempering  respectively.  His  cooling  tube  is,  like  ours,  filled  with  what  has 
been  referred  to  as  inert  gas.  Bateman,  I  agree,  may  not  mean  to  apply  his 
invention  to  tempering  ;  but,  if  he  does  not,  it  still  requires  no  invention  to  apply  5 
what  was  used  for  hardening  to  tempering,  which  is  the  same  process,  merely 
using  less  heat  and  a  less  sudden  cooling.  In  the  article  by  Fletcher,  in  the 
Journal  of  the  Society  of  Arts,  we  find  the  use  of  a  supply  of  artificial  gas  for 
the  very  same  purpose  described.  On  the  question  of  infringement  I  say  that 
on  the  true  construction  of  this  Specification  there  must  be  a  continuous  supply  10 
of  artificial  gas,  and  that  it  is  not  an  infringement  to  pass  the  wire  into  a  tube 
to  which  no  gas  is  supplied. 

Counsel  for  Defendants  then  called  Sir  F.  Bramwell,  who  said  it  required  no 
invention  to  apply  what  was  well  known  for  hardening  to  a  tempering  process. 
Scholes  showed  the  principle  of  the  use  of  inert  gas,  and  Bateman  the  supply  15 
of  a  gas  not  containing  free  oxygen.  Fletcher  was  another  instance  of  using 
gas  as  a  protection  against  oxidization.  Before  the  date  of  the  Patent  the 
colour  was  always  used  as  a  guide  in  tempering.  Elson  deposed  that  he  had 
used  in  the  works  of  Samuel  Fox  Jk  Co,  the  tube  dipping  into  a  lead  bath  cited 
as  a  prior  user  of  the  invention.  The  tube  was  used  for  tempering,  but  the  20 
wire  produced  was  always  black.  Haigh  deposed  that  in  1889  when  he  visited 
the  Plaintiff's  works  only  black  wire  was  being  produced.  Bright  wire  was 
known  to  be  desirable,  and  was  produced  by  polishing  the  wire.  His  firm 
bought  one  of  AshwortKs  machines,  but  could  not  get  bright  wire  from  it. 
Oddy  deposed  that  he  had  tried  the  Plaintiff's  machine,  and  could  not  succeed  25 
in  making  bright  wire  with  it  as  ^described  in  the  Specification.  He  had  not 
seen  any  bright  wire  made  until  1892.  He  knew  it  was  wanted,  and  thought 
the  production  of  it  a  great  achievement. 

Moulton,  K.C.,  in  reply. — The  first  point  the  Defendants  attempt  to  make  in 
this  case  is  to  say  that  this  invention  was  not  new.    The  evidence  is  clear  that  30 
no  bright  wire  was  ever  made  before  the  date  of  the  Patent  by  anyone.    Any 
bright  wire  that  was  used  was  made  by  polishing  blue  wire  and  so  removing 
the  coloured  layer.    The  construction  of  the  Specification  as  being  for  the 
tempering  part  of  the  process  only  is  quite  clear.    The  Patentees  do  not  mean 
that  they  supply  enough  gas  to  cool  the  wire  ;  what  they  mean  is  that  the  gas  35 
cools  the  wire  by  transferring  the  heat  from  the  wire  to  the  walls  of  the 
chamber  B,  and  only  enough  gas  is  let  in  to  prevent  the  ingress  of  oxygen.    It 
is  said  that  the  Patentees  have  not  said  enough  to  enable  the  machine  to  be 
worked  because  the  wire  oxidizes  in  the  flame.     It  of  course  requires  a  certain 
amount  of  care  to  keep  the  wire  in  the  non-oxidizing  part  of  the  flame,  and  to  40 
do  this  of  course  the  pressure  of  the  gas  must  be  kept  constant,  as  was  known 
to  everyone.    None  of  the  prior  publications  cited  show  an  instance  of  tempering 
and  keeping  bright  at  the  same  time  ;  this  was  entirely  new.     At  the  same  time 
the  evidence  is  abundant  that  there  was  a  want  long  felt  for  bright  wire.    If  a 
better  and  cheaper  article  than  what  was  before  known  is  produced  by  the  45 
invention,  then  there  is  subject-matter  for  the  Patent  (Crane  v.  Price,  1  Webst 
408).     If  a  thing  is  new  and  useful  there  is  a  strong  presumption  that  it  is  an 
invention  (Hay ward  v.  Hamilton,  Griffin  115;  Siddell  v.   Vickers,  7  R.P.C. 
292  ;    Taylor  v.  Annand,  17   R.P.C.   137).    For  any  publication  to  be  an 
anticipation  there  must  be  just  aa  full  directions  given  as  are  necessary  for  a  50 
Specification  of  the  invention  (Hills  v.  Evans,  31  L.J.  Ch.  463).    Now  in  this 
case  neither  Scholes  nor  Bateman  will  give  bright  wire,  and  also  they  neither 
of  them  say  they  produce  it,  which  is  strong  evidence  that  they  did  not  intend 
to.    As  to  the  point  of  infringement,  the  only  difference  that  can  be  suggested 
is  that  no  gas  is  supplied  to  the  tube,  and  I  contend  that  the  Patentees  do  not  55 
intend  their  claim  to  be  limited  to  any  such  supply. 
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JOYCE,  J.  —The  Patent  sued  on  in  this  action  is  for  "  Improvements  in  apparatus 
rm°r  kardenin£  and  tempering  steel  wire  and  tape,"  and  the  Specification  states. 
[The  learned  Judge  then  read  the  portions  of  Specification  ante  page  ,  line 
to  page  ,  line  ,  and  continued.]  Then  there  is  a  detailed  description  of  the 
drawings.  The  only  claim  which  it  is  material  to  consider  is  the  second  : — "  In 
'*  apparatus  for  hardening  and  tempering  steel  wire  or  ribands  a  chamber  or 
||  covered  channel  into  which  the  wires  or  each  wire  is  passed  immediately  from 
||  the  tempering  flame  the  said  chamber  or  channel  being  supplied  with  a  gas  or 
"  mixture  of  gases  free  or  nearly  free  from  oxygen  substantially  as  and  for  the 

J-U  "  purposes  set  forth  and  indicated."  In  the  present  case  we  are  not  immediately 
concerned  with  any  other  claim  except  the  second,  and  construing  the  Specifi- 
cation in  the  way  I  should  construe  any  other  document,  I  think  it  is  plain  that 
the  artificial  or  external  supply  of  gas,  or  of  a  mixture  of  gases,  free  from 
oxygen  is  an  essential  part  of  the  invention,  the  subject  of  the  claim.    This 

1J>  being  my  view  of  the  construction  of  the  Specification,  it  follows  that  what  the 
Defendants    are    shown,  or  are  admited,  to    have    done,  appears  to  be  no 
infringement  of  the  Patent. 
The  Patentees  had  not,  I  think,  any  conception  that  the  object  to  be  attained 

20  v°Uld  be  effected  in  the  mode  which  the  Defendants  have  adopted.  It  they  had 
wen  aware  of  it  their  Specification  and  claim  would  have  been  very  different, 
if,  indeed,  they  had  thought  it  worth  while  to  apply  for  the  Patent  at  all.  For 
even  if  it  were  possible  to  read  the  Specification  (or  rather  the  second  claim)  so 
as  to  cover  what  the  Defendants  have  done  and  make  it  an  infringement,  then, 
having  regard  to  the  state  of  knowledge  at  the  time  when  the  Patent  was  applied 

**>  for,  the  invention  would  not,  in  my  opinion,  be  sufficient  subject-matter  for  a 
Patent.  In  other  words,  I  think  it  would  not  have  been  a  patentable  invention 
if  what  was  claimed  was  simply  causing  a  wire  "  to  pass  immediately  from  the 
^|  tempering  flame  or  heat  into  a  tube  or  tubular  passage,  or  into  a  passage  or 

to  u  c^amDef  from  which  oxygen  is  excluded  as  much  as  is  conveniently  possible, 

w  "  and  which  is  long  enough  to  permit  the  wire  to  become  sufficiently  cooled." 
I  read  that  from  line  20,  page  3,  of  the  Specification.* 

I  also  consider  it  open  to  serious  question  whether  what  the  Defendants 
have  done  be  really  more  than  what  is  indicated  in  Scholes'  Specification  of 
1880,  the  device  or  means  described  in  which  the  Defendants  are,  of  course, 

*>  entitled  to  make  use  of.  It  is  true  it  is  there  described  as  to  be  used  after 
hardening  and  not  expressly  after  tempering.  But  upon  a  fair  construction  of 
the  whole  of  Scholes*  Specification,  I  am  inclined  to  think  the  process  there 
described  does  comprise  the  passage,  without  exposure  to  the  atmosphere, 
through  a  small  tube  made  of  any  thin  material,  which  would  act  as  a  good 

*u  heat  conductor  as  well  after  the  tempering  process  as  after  the  hardening 
process. 

Other  objections  have  been  taken  to  the  Plaintiff's  Specification,  one  being 
that  what  is  described  in  Claim  1  would  not  work,  and  another  that  what  is 
indicated  in  the  Journal  of  the  Society  of  Arts  for  1884,  page  200,  is  a  prior 

**>  publication  of  the  process  described  in  Claim  2,  so  far  as  it  depends  on  an 
artificial  supply  of  gas.  Upon  this,  however,  it  is  unnecessary  for  me  to  express 
any  definite  opinion,  for,  as  I  have  before  stated,  I  have  come  to  the  conclusion 
that  there  has  been  no  infringement  by  the  Defendants  of  the  Plaintiff's  Patent. 

*n  ^be  resu^>  therefore,  is  that,  in  my  judgment,  the  present  action  fails,  and 

w  must  be  dismissed  with  costs. 

A  Certificate  that  the  Particulars  of  Objections  were  reasonable  and  proper 
was  applied  for,  and,  after  some  discussion,  was  given,  but  limited  to  certain  of 
the  Particulars. 


*  Ante,  page  368,  liqe  37. 
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In  the  Court  of  Appeal. 

Be/ore  Lords  JUSTICES  RlGBY  and  COLLINS. 

June  14th,  1901. 

Wapshare  Tube  Company,  Ld.  v.  Hyde  Imperial  Rubber  Company,  Ld. 


Patent. — Covenant  by  assignor  of  share  of  Patent  not  to  license  or  assign. —  5 
Action  to  restrain  infringement  and  the  grant  of  licences. — Interlocutory 
injunction  granted. — Appeal. — Injunction  against  infringement  dissolved. 

Letters  Patent  having  been  granted  in  1897  to  D.,  he  in  1899  granted  tlie 
W.  Co.  a  non-exclusive  licence,  and  in  the  same  year  granted  the  Company  an 
option  to  purchase  one-sixth  share  in  the  Patent,  and  agreed  not  to  dispose  of  10 
any  further  share  and  not  to  grant  licences  without  their  consent.    Pending 
the  option,  but  before  it  was  exercised,  he  assigned  one-fourth  sliare  in  the 
Patent  to    W.,  and  this    assignment  was  registered   at   the  Patent    Office. 
Subsequently  the  W.  Co.  brought  an  action  against  the  H.  Co.,  a  licensee  fiom 
an  assignee  of  W.,  and  also  against  D.,  and  an  assignee  of  all  his  remaining  15 
interests,  to  restrain  the  latter  and  the  H.  Co.  from  infringing  the  Patent :  to 
restrain  D.  from  granting  any  licence  in  breach  of  his  covenant,  and  all  the 
Defendants  from  dealing  with  any  such  licence.    An  interlocutory  injunction 
was  granted  by  the  Judge  in   Chambers.     The  Defendants  appealed.     The 
Plaintiffs  contended  that  the  assignment  to  W.,  which  was  for  a  small  sum,  20 
was  not  bond  fide,  and  that  W.  was  a  mere  trustee  for  D.    The  Defendant  D. 
alleged  thai  the  Plaintiffs  were  aware  of  the  assignment  to  W. 

Held,  that  the  injunction  against  infringement  of  the  Patent  should  be 
dissolved,  as  W.  had  a  legal  title,  and  there  was  no  evidence  that  his  assignees 
had  any  notice  of  the  agreements  with  the  Plaintiff  Company ;  and  that,  even  if  25 
the  H.  Company  had  no  title,  there  was  nothing  to  prevent  them  disputing  the 
validity  of  the  Patent,  and  as  tlie  Patent  was  a  new  one  and  had  not  been 
established  an  interlocutory  injunction  would  not  be  granted  against  an 
infringer. 
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On  the  24th  of  August  1897,  Letters  Patent  (No.  19,502  of  1897)  were  granted 
to  Morland  Miclwll  Dessau  for  "  Improvements  in  and  relating  to  pneumatic 
"  tyres."# 

On  the  16th  of  June  1899,  Dessau  granted  to  the  Wapshare  Tube  Company,  Ld., 

5  a  licence  to  make,  use,  exercise,  and  vend  .the  invention  under  the  Patent  during 
the  residue  of  the  term  at  a  minimum  royalty  of  200?.  per  annum.  This  licence 
was  not  an  exclusive  one  ;  it  contained  a  covenant  by  the  Wapshare  Company 
not  to  assign  it,  and  a  clause  providing  for  forfeiture  on  non-payment  of  royalties 
or  breach  of  covenant.    On  the  5th  of  October  1899,  Dessau,  in  consideration  of 

10  250/.,  granted  to  the  Wapshare  Company  an  option  for  six  months  to  purchase 
one-sixth  share  in  the  Patent  for  750/.  on  certain  terms,  which  included  a 
provision  that  no  other  licence  should  be  granted  by  either  party  without  the 
consent,  in  writing,  of  the  other,  and  that  the  Patentee  should  not  sell,  charge, 
or  dispose  of  any  further  share  or  right  under  the  Patent  except  to  the  Wapshare 

15  Company.  The  Letters  Patent  were,  by  agreement,  deposited  with  a  firm  of 
patent  agents  pending  the  exercise  of  the  option,  but  the  agreement  was  not 
registered  at  the  Patent  Office.  On  the  4th  of  December  1899,  the  Patentee 
assigned  to  Walter  Williams  Webster  one-fourth  share  of  the  Patent  for  5/. 
This  assignment  was  registered  at  the  Patent  Office  on  the  27th  of  July  1900. 

20  On  the  25th  of  March  1900,  the  Wapshare  Company  exercised  the  above- 
mentioned  option,  and  on  the  13th  of  June  1900,  the  Patentee,  in  consideration 
of  500/.  and  250  shares  in  the  Wapshare  Company,  assigned  to  the  Company 
one-sixth  share  of  the  Patent,  and  thereby  covenanted  that  he  would  not  sell, 
assign,  transfer,  or  charge,  or  in  any  way  dispose  of,  any  further  or  other 

25  part,  share,  or  interest  in  the  said  invention  and  Patent  to  any  person  or 
persons,  Company  or  Companies,  and  each  of  the  parties  thereto  covenanted  with 
the  other  of  them  that,  during  the  continuance  of  the  existing  licence,  dated  the 
16th  of  June  1899,  no  other  licence  to  use  and  manufacture  tyres  under  the 
Letters  Patent  should  be  granted,  either  by  M.  M.  Dessau  on  the  one  hand 

30  without  the  consent,  in  writing,  of  the  Company,  or  by  the  Company,  their 
successors  and  assigns,  on  the  other  hand,  without  the  consent,  in  writing,  of 
the  said  M.  M.  Dessau.  The  assignment  was  not  registered  at  the  Patent  Office 
until  the  10th  of  September  1900.  On  the  25th  of  October  1900,  the  Wapsluire 
Company  assigned  to  another  Company  one-fourth  share  of  their  one-sixth  of 

35  the  Patent.  On  the  26th  of  February  1901,  Dessau  entered  into  an  agreement 
with  Frank  Reddmvay  to  assign  to  him  the  whole  of  the  Patentee's  interest  in 
the  Patent,  and  an  assignment  of  the  same  was  executed  on  the  28th  of  May 
1901.  On  the  26th  of  April  1901,  Reddaway  granted  a  licence  under  the  Patent 
to  the  Hyde  Imperial  Rubber  Company,  Ld.    On  the  2nd  of  April  1901,  Webster 

40  assigned  his  one-fourth  share  of  the  Patent  to  Breymann  and  Huebener  for 

700/. ;  and  on  the  20th  of  April  Breymann  and  Huebener  assigned  it  to  Matties, 

who  also,  on  the  26th  of  April  1901,  granted  a  licence  to  the  Hyde  Imperial 

Rubber  Company,  Ld. 

On  the  20th  of  May  1901  the  Wapsliare  Company,  Ld.,  commenced  an  action 

45  in  the  King's  Bench  Division  against  the  Hyde  Imperial  Rubber  Company,  Ld., 
Reddaway,  and  Dessau,  to  restrain  the  two  first-named  Defendants  from 
infringing  the  Patent,  and  to  restrain  the  Defendant  Dessau  from  granting  or 
purporting  to  grant  any  licence  under  the  Patent  to  the  Defendants  or  either  of 
them  in  breach  of  the  covenant  contained  in  the  indenture  of  the  13th  of  June 

50  I960,  and  to  restrain  all  the  Defendants  from  parting  or  dealing  with  or 
disposing  of  any  such  licence  as  aforesaid  granted  or  purported  to  have  beeti 
granted  by  the  Defendant  Dessau.    The  Plaintiffs  applied  for  an  ex  parte 

*  This  Patent  related  to  the  tyre  which,  in  Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Wapshare 
Tube  Company,  Ld.  (17  B.P.C.  438),  was  held  by  Buckley,  J.,  not  to  be  an  infringement  of  the 
Welch  Patent, 
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injunction,  which  was  granted  by  Day,  J. ;  they  then  applied  for  an  inter- 
locutory injunction  in  the  terms  of  the  writ,  which  was  granted  by  Bucknill, 
J.,  in  Chambers. 

The  Defendants  appealed. 

In  addition  to  the  above  facts,  which  appeared  from  the  affidavits  read,  it  was  5 
alleged  by  Dessau  that  on  the  19th  of  December  19C0  he  had  cancelled  the 
Plaintiff  Company's-licence  under  the  forfeiture  clause  contained  therein,  and 
on  the  13th  of  April  1901  he  commenced  an  action  against  them  claiming  a 
declaration  that  it  had  been  duly  cancelled,  an  injunction  to  restrain  them 
from  infringing  the  Patent  and  to  have  the  agreement  of  the  13th  of  June  19C0  10 
rectified,  Dessau  alleging  that  it  should  have  been  only  an  assignment  of  one- 
sixth  of  the  profits  accruing  from  the  invention.    It  appeared  also  from  the 
evidence  that  before  the  assignment  by  Dessau  to  Reddaway  the  latter  had  also 
been  in  negotiation  with  the  Wapshare  Company,  but  these  negotiations  had 
fallen  through.    Other  matters  were  also  raised  on  the  affidavits,  which  it  is  not  15 
necessary  to  refer  to  for  the  purpose  of  this  report. 

Astbury,  K.C.,  Frost,  and  Grant  (instructed  by  W.  J.  and  E.  H.  Tremelleri) 
appeared  for  the  Appellants  ;  D.  M.  Kerly  (instructed  by  Lumley  and  Lumley) 
appeared  for  the  Respondents. 

Astbury,  K.C.,  for  the  Appellants,  stated  the  facts,  and  continued. — The  20 
Plaintiffs  have  themselves  committed  a  breach  of  covenant  in  parting  with 
one-fourth  of  their  one-sixth  share  in  the  Patent.    The  Hyde  Company  have  a 
title  through  Webster,  and  it  is  not  suggested  in  the  evidence  that  Webster  had 
any  notice  of  the  Plaintiff  Company's  option.     I  ask  principally  that  the 
injunction  restraining  the  Defendants  from  infringing  the  Patent  should  be  24 
discharged ;  substantially  it  is  the  injunction  against  the  Hyd*  Company,  and 
that  is  important.    There  was  no  jurisdiction  to  grant  an  injunction  against 
them,  for  they  are  licensees  of  a  part-owner  of  the  Patent.    Moreover  the 
Patent  is  a  new  one,  and  has  not  been  established  ;  there  has  been  no  com- 
mercial working  of  it ;  and  the  interlocutory  injunction  that  has  been  granted  30 
is  contrary  to  the  established  practice.     The  undertaking  as  to  damages  by  the 
Plaintiff  Company  is  of  little  value.    Even  if  Dessau  was  wrong  in  assigning 
one-fourth  of  the  Patent  to  Webster,  the  latter  was  a  purchaser  for  value  without 
notice.     No  injunction,  and  certainly  no  interlocutory  injunction,  can  be  granted 
against  a  part-owner.    The  Hyde  Company  have  also  a  title  as  licensees  from  35 
Reddaway,  but  there  is  a  dispute  whether  Dessau  properly  cancelled  the 
Plaintiffs'  licence,  so  that  that  title  is  not  now  relied  on.     But  even  if  the 
Hyde  Company  were  treated  as  a  stranger,  no  interlocutory  injunction  ought 
to  have  been  granted  on  a  new  Patent  {Plimpton  v.  Malcolmson,   L.R.  20 
Eq.  38 ;  British  Tanning  Company,  Ld.  v.  Oroth,  7  R.P.C.  1  ;  Ghallender  v.  40 
Royle,  4  R.P.C.  363  ;  L.R.  36  Ch.  D.  425).    A  part-owner  of  a  Patent  has  a 
right  to  work  it  (Steers  v.  Rogers,  10  R.P.C.  245),  and  the  Plaintiffs  cannot 
succeed  unless  they  displace  Webster's  title. 

Kerly  for  the  Respondents. — All  the  Defendants  are  really  working  together 
and  should  all  be  restrained.    First,  as  to  the  Hyde  Company *s  licence  through  45 
Webster,  unless  Dessau  acted  fraudulently,  Webster  was  a  trustee  for  Dessau. 
The  consideration  for  Webster's  assignment  of  one-fourth  was  only  5/.,  whereas 
Dessau  received  from  the  Wapshare  Company  750J.  for  one-sixth.    Then  also 
there  is  the  fact  that  the  Letters  Patent  were  at  the  date  of  Webster's  assignment 
deposited  with  stake-holders.    I  ask  the  Court  to  say  that  a  prima  facie  case  50 
has  been  made  out  on  the  evidence  that  there  is  no  clean  title  through  Webster. 
A  title  can  only  be  made  by  a  fraud  on  the  Plaintiffs.    Besides  Reddaway  first 
tried  to  get  a  licence  from  the  Plaintiffs,  and  it  was  not  until  after  the  failure 
of  ail  other  courses  that  Webstet^s  title  was  got  in.    Moreover,  one  part-owner 
of  a  Patent  cannot  grant  a  licence  without  the  concurrence  of  the  other  part-  55 
owner  ;  at  all  events  that  point  has  always  been  considered  doubtful  (Lawson 
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on  Patents,  3rd  edition,  page  3).  Things  should  be  kept  in  statu  quo  till  the 
trial.  There  is  no  possible  excuse  for  Dessau's  conduct  in  assigning  to  Webster. 
[COLLINS,  L.J. — The  Plaintiffs  themselves  had  assigned  part  of  their  interest.] 
That  was  not  contrary  to  any  covenant  by  them ;  and  Dessau  took  the  royalties 
5  after  knowing  of  it.  If  Webster  was  a  beneficial  owner  he  must  have  known 
of  the  Plaintiffs'  interest ;  yet  he  never  claimed  any  part  of  the  royalty  payable 
by  the  Plaintiffs.  The  deposit  of  the  Letters  Patent  was  notice  to  Webster  of 
the  Plaintiffs'  title.  Webster  in  his  affidavit  says  nothing  of  the  sale  to  him.  * 
[Astlrury,  K.C.— -The  Plaintiffs  knew  of  Webster's  title.  1    That  is  denied  in 

10  the  evidence.  Even  in  the  alignment  to  Reddaway  there  is  a  recital  that 
Dessau  was  entitled  to  five-sixths  of  the  Patent.  The  Defendants  are  all 
connected,  and  what  they  intend  to  do  is  shown  by  the  advertisements 
exhibited.  As  to  the  Patent  being  a  new  one,  that  is  immaterial  if  the  Court 
is  satisfied  that  invalidity  cannot  or  will  not  be  set  up ;   for  instance,  where 

15  the  Defendant  is  estopped  (Dudgeon  v.  Thomson,  30  L.T.N.8.  234)  ;  the  present 
case  comes  under  the  third  head  of  the  rules  there  stated  by  Jessel,  M.R. ;  see  also 
Muntz  v.  Qrenfell  (2  Web.  88).  In  the  present  case  the  Defendants  do  not 
say  that  they  intend  to  dispute  the  validity  of  the  Patent.  Moreover,  the  Hyde 
Company  as  licensees  and  Reddaway  as  an  assignee  are  estopped  from  setting 

20  up  invalidity.    But,  even  if  not  estopped,  it  cannot  be  supposed  that  that 
defence  would  be  raised.    The  Plaintiffs  are  not  impecunious  as  suggested. 
•     Astbury,  K.C.,  in  reply. — The  Hyde  Company  are  not  estopped  ;  they  are  not 
sued  as  licensees.     The  Plaintiffs  cannot,  whilst  denying  the  relationship,  set 
up  estoppel.    As  to  Dudgeon  v.  Thomson,  the  third  rule  turns  on  the  conduct  of 

25  the  Defendant ;  in  Muntz  v.  Qrenfell  the  Defendant  had  sued  infringers  of  the 
Patent.  Reddaway  only  negotiated  with  the  Plaintiffs  in  order  to  get  the  use 
of  the  name  Wapshare.  Webster's  assignee  has  a  legal  title  and  is  on  the 
Register,  which  is  evidence  of  title,  at  all  events  in  the  absence  of  an  attack  on  the 
registration,  sections  87  and  89  of  the  Patents,  &c.  Act,  1883.     [Collins,  L.  J.— 

30  Even  if  Webster  were  a  trustee  as  suggested,  and  some  one  without  notice  of 
that  dealt  with  him,  would  not  a  good  title  be  obtiined  ?]  I  submit  so  ;  there 
is  no  suggestion  that  the  assignees  from  him  had  any  notice.  The  Plaintiffs 
have  to  displace  a  legal  title.  Then  there  is  the  further  point  that  the  Patent  is 
a  new  one.     I  ask  the  Court  to  dissolve  the  first  injunction  in  the  Order. 

35  RlGBY,  L.J. — In  this  case  I  am  of  opinion  that  no  title  has  been  made  by  the 
Plaintiffs  to  the  injunction  which  has  been  granted,  and  that  for  that  reason  it 
ought  to  be  dissolved. 

I  do  not  propose  to  go  in  detail  into  the  matter,  but  there  are  grounds  which 
have  been  agreed  between  myself  and  my  brother,  and  he  will  give  them. 

40  Collins,  L.J. — I  am  of  the  same  opinion.  This  is  an  appeal  by  the 
Defendants  from  an  interlocutory  injunction  granted  by  Mr.  Justice  Bueknill 
restraining  the  Defendants  from  infringing  a  certain  Patent  in  which  the 
Plaintiffs  claim  a  share,  and  also  restraining  them  from  parting  with  or  assigning 
any  interest  in  the  Patent.     There  are  three  Defendants,  for  all  of  whom  Mr. 

45  Astbury  appears.  The  first  of  them  is  the  Hyde  Imperial  Rubber  Company  ; 
the  other  two  are  Mr.  Reddaway  and  Mr.  Dessau,  Mr.  Dessau  being  the  original 
Patentee.  Mr.  Astbury,  though  he  appears  for  the  two  last-named  Defendants, 
has  told  us  that  it  is  a  matter  of  comparative  indifference  to  him  whether 
the  injunction  remains  or  is  dissolved  against  tbe  second  two. 

50      The  real  point  in  the  case  is  as  to  the  right  of  the  Hyde  Imperial  Rubber 

Company  to  go  on  working  as  it  proposes  to  work,  and  if  that  is  decided  in 

its  favour  it  is  a  matter  of  quite  subordinate  interest  what  is  done  with  the 

injunction  so  far  as  the  other  two  Defendants  are  concerned. 

The  matter  arises  in  this  way.     One  Dessau  acquired  a  Patent  for  some 

55  improvements  in  the  manufacture  of  bicycle  tyres.  The  Plaintiffs  claim  to  be 
the  owners  of  a  one-sixth  share  in  that  Patent.     The  first  Defendant,  the  Hyde 

3* 
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Imperial  Rubber  Company,  it  is  alleged,  and  in  fact  admitted,  have  made 
extensive  preparations  for  manufacturing  tyres  which  it  is  said  are  an  infringe- 
ment of  that  Patent,  unless  they  are  the  owners  or  licensees  of  the  Patent,  and 
they  claim  to  be  owners  of  a  part  share  in  the  Patent.  They  claim  to  be  owners 
under  one  Webster  of  a  part  share,  and  if  they  are  such  owners  of  course  they  5 
cannot  be  restrained  by  the  Plaintiffs.  If,  on  the  other  hand,  the  Plaintiffs  are 
right  in  the  assertion  that  they  make,  that  the  Defendants  have  no  interest  in 
the  Patent,  then  Mr.  Astbury,  on  the  part  of  the  Defendants,  says,  *•  Well,  at  all 
"  events  I  am  in  no  worse  position  than  any  stranger ;  and  inasmuch  as  the 
u  Patent  which  you  are  putting  in  suit  is  a  new  Patent,  which  has  never  been  10 
44  the  subject-matter  of  a  decision  as  to  its  validity  by  the  Courts,  and  of  which 
"  there  has  not  heretofore  been  established  any  sale  showing  that  it  is  an  article 
"  that  has  really  become  known  as  a  commercial  fact,  under  those  circumstances 
"  you  are  not  entitled  to  come  here  and  ask  for  an  interlocutory  injunction,  an 
."  injunction  which  will  suspend  the  operations  of  the  Defendant  Company  up  15 
"  to  the  hearing  of  the  cause,"  which  may  be  possibly  something  like,  well,  I 
do  not  know  how  many  months  hence. 

In  those  circumstances,  Mr.  Justice  Day,  before  whom  the  matter  originally 
came,  granted  an  ex  parte  interlocutory  injunction  restraining  the  Defendants 
from  infringing  the  Patent.    That  came  before  Mr.  Justice  Bvcknill  at  a  later  20 
stage  and  he  continued  the  injunction  until  the  hearing,  and  from  that  the 
Defendants  appeal.    If  the  Defendants  are  right  in  saying  that  they  have  got  an 
assignment  of  a  share  in  this  Patent  then  obviously  the  Plaintiffs'  case  falls  to 
the  ground.    They  claim  that  they  have  a  share  under  the  title  of  a  man  called 
Webster \  and  unless   Webster1*  title  can  be  impeached  cadit  qu&stio,  Webster  25 
had  a  one-fourth  share  assigned  to  him  on  the  4th  of  December  1899,  and  he 
was  registered  on,  I  think,  the  27th  of  July  1900  following,  and  he  became  the 
registered  owner  of  that  one-fourth ;  and  being  so  registered  he  assigned,  on 
the  2nd  of  April  1901,  his  one-fourth  share  to  one  Breymann.     Breymann, 
on  the  20th  of  April  1901,  assigned  to  one  Matties,  and  Matties  ultimately  gave  30 
the  assignment,  or  gave  the  benefit  of  his  interest,  to  the  Defendant  Company. 
So  that  unless  Webster's  title  can  be  impeached  it  seems  perfectly  clear  that  the 
Defendants  have  prima  facie  at  all  events,  and  that  is  quite  enough  for  the 
determination  of  this  case — a  good  title  to  one-fourth  share.    It  is  said  that 
Webster   cannot    have    had    any    title    that    he    could    transfer,    because    at  35 
the  time  when  Dessau  assigned  to  Webster  he  was  under  a  contract  by  which  he 
had  bound  himself  to  give  the  option  of  purchase  to  the  Plaintiff  Company  of  a 
certain  share  in  this  Patent,  and  he  had  covenanted  with  them  not  to  deal  with 
any  interest  of  his  in  the  Patent  pending  their  determination  as  to  the  option  ; 
that  they  did  determine  to  take  the  option  and  paid  him  for  it,  and  that  there-  40 
fore  Dessau,  having  no  title  in  himself,  at  least  having  no  right  as  against  the 
Plaintiffs  to  confer  a  title  on  another  person,  did  not  and  could  not  give  to 
Webster  such  a  title  as  Webster  could  pass  on  to  somebody  else.     But  that  all 
depends  on  what   Webster  knew  as  to  Dessau's  rights  at  the  time  when  he 
became  the  legal  owner,  for  that  he  is  the  legal  owner  is  clear  on  the  face  of  the  45 
Register  under  the  sections  that  have  been  just  read  to  us  by  Mr.  Astbury. 
Webster  being  the  legal  owner,  I  do  not  care  really  whether  he  had  notice  or 
not,  but  there  is  clearly  no  evidence  before  us  that  he  had  anything  to  debar 
him  from  becoming  the  legal  owner,  and  there  he  is  the  legal  owner,  and 
Breymann,  on  the  date  that  I  have  named,  purchases  from  the  legal  owner,  who  50 
appears  on  the  Register  as  such,  and  there  is  no  evidence  at  all  and  no  suggestion 
of  any  evidence  impeaching  Breymann's  bona  fides.    In  fact,  we  have  it  proved 
that  Breymann  paid,  I  think  it  was,  750/.  for  the  assignment.    That  is  followed 
up    by    assignments   to  which   I  have  referred  resulting  in  the  Defendants 
getting  their  title,  and  as  to  no  one  of  those  is  there  any  suggestion  of  infirmity  55 
or  anything  delarring  them  from  taking  the  assignment. 
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Under  those  circumstances  I  agree  with  Mr.  Astbury  that  there  is  prima  facie 
before  us  a  good  title  in  the  Defendants  to  use  this  Patent.  But,  suppose  that  were 
not  so,  I  think  Mr.  Astbury's  second  point  is  good  also.  He  says  :  u  If  I  am  not  the 
"  assignee  of  this  Patent,  then- 1  am  certainly  in  no  worse  position  than  if  I  am  a 

*  "  stranger.  If  you  do  not  admit  that  I  am  an  assignee,  then  I  am  entitled  as 
"  against  you  to  say  that  I  am  a  stranger,  and  the  fact  that  I  have  claimed 
"  alternatively  to  have  an  interest  in  it  does  not  estop  me  on  the  alternative 
"  defence  from  saying  that  the  Patent  is  bad,  and  I  can  if  so  driven  set  up 
"  against  you  that  this  Patent  is  bad,  and  therefore  it  must  not  be  deemed  in 

10  "  dealing  with  this  case  that  the  question  of  invalidity  cannot  come  into 
u  discussion."  Where  the  question  of  invalidity  cannot  come  into  discussion — 
where  the  action  is  only  between  parties  who  are  both  claiming  under  the 
Patent — then  it  may  very  well  be  that  even  as  to  a  new  Patent,  which  has  not 
been  the  subject  of  a  judicial  decision  as  to  its  validity,  an  interlocutory 

15  injunction  may  go,  as  waa  pointed  out  by  Sir  Gkorge  Jessel  in  the  case 
that  has  been  cited.  But  that  is  not  this  case.  In  this  case  either 
the  Defendants  have  got  an  interest  in  the  Patent,  in  which  case  cadit  qucestioy 
and  the  injunction  cannot  go ;  or  they  have  not  got  it,  and  the  Plaintiffs  deny 
that  they  have  got  it.    In  that  case  they  come  under  the  ordinary  conditions  of 

20  an  infringer,  as  to  whom  the  assaulting  parties  must  show  that  they  have  a 
valid  Patent  before  they  can  insist  on  his  liability  for  infringement. 

Therefore  it  seems  to  me  that  on  both  those  grounds  this  interlocutory 
injunction  ought  not  to  stand,  and  I  think  therefore  that,  so  far  as  the  first 
part  of  the  Order  is  concerned,  which  restrains  the  Defendants  from  infringing, 

25  it  ought  to  be  dissolved. 

RlOBY,  LJ. — Then  with  regard  to  the  rest  of  it,  what  do  you  say  ? 
Astbury,  K.C. — As  to  the  rest,  your  Lordships  need  not  trouble  with  that. 
The  Plaintiffs  were  ordered  to  pay  the  costs  of  the  Hyde  Company. 


U% 
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Ik  the  Court  of  Session  in  Scotland. 

In  the  Outer  House. 

Before  Lords  Pearson  and  KincaIrnet. 

June  13th  and  27th,  July  20th,  October  16th,  and  December  14th  and  15th,  1900, 

and  March  8th,  9th,  and  26th,  1901.  5 

Cooper  and  M'Leod  v.  G.  and  J.  Maolaohlan. 

Trade  name.  —  Trade  name  attached  to  premises.  —  "Castle  Brewery, 
"  Edinburgh." — Sufficient  distinction.— Secondary  meaning. — Probability  of 
deception. — Absence  of  deceit  or  fraud. — Interdict  refused. 

The  Complainers,  Messrs.  Cooper  and  M'Leod,  after  1875,  when  their  business  \q 
was  established*  carried  on  the  business  of  brewers  and  maltsters  at  the  "  Castle 
"Brewery,  Edinburgh."     They  never   used   "Castle   Brewery"    dissociated 
from  their  firm  name.    On  the  29th  of  March  1900  the  Respondents,  Messrs. 
G.  and  J.  Maclachlan,  one  of  whom  had  started  business  as  a  wholesale  and 
retail  spirit  merchant  at  Govan  in  187$  in  premises  which  he  named  the  15 
" Castle  Vaults"  opened  a  brewery  at  Duddingston,  near  Edinburgh,  which 
they  called  "  Castle  Brewery,  Edinburgh"  and  which  they  later  designated 
"  Maclachlans'  Castle  Brewery,  Edinburgh,"  and  sometimes  " Maelachlans* 
"  Castle   Brewery,   Duddingston,  Edinburgh"    They   had   had   a   " Castle 
"Brewery"  at  Maryhill,  Glasgow,  since  1888,  and  had  not   unfrequently  20 
there  not  used  their  own  name  on  their  advertisements  and  labels  but  trusted 
to  "  Castle  Beer"    In  an  action  of  suspension  and  interdict  it  was  held  that 
both  parties  had  the  right  to  use  "  Castle  Brewery"  %n  the  sale  of  beer ;  that 
there  was  no  proof  that  Die  Respondents1  beer  had  been  mistaken  for  the 
Complainers'  or  that  the  Complainers'  trade  had  been  interfered  with  by  the  25 
Respondents ;   that  there  was  no  ground  for  apprehending  that  the  public 
would  be  misled  or  the  Complainers  injured  by  what  the  Respondents  had 
done;  and  that  there  was  no  probability  of  confusion  between  the  Trade 
Marks  qf  the  parties*    Interdict  was  refused, 
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This  action  had  reference  to  the  use  of  the  name  u  Castle  Brewery,  Edinburgh." 
Messrs.  Cooper  and  M'Leod  (whose  firm  originally  consisted  of  two  partners, 
John  Henry  Coopei\  brewer,  Edinburgh,  and  Hugh  Munro  M'Leod,  also  brewer, 
Edinburgh)  established,  on  the  16th  of  February  1875,  the  business  of  brewers 
5  and  maltsters  in  Edinburgh,  at  the  premises  in  Grassmarket  there,  which  they 
designated  "  Castle  Brewery."  The  partnership  subsisted  until  the  10th  of  July 
1884,  at  which  date  it  was  dissolved,  and  the  partners,  as  trustees  for  their  firm, 
conveyed  by  disposition  to  John  Henry  Cooper  "the  subjects  known  as  *  Castle 
"  *  Brewery.' "    John  Henry  Cooper  continued  to  carry  on  business  under  the 

10  firm  name  of  Cooper  and  M'Leod  at  the  "  Castle  Brewery." 

In  the  pleadings  it  was  stated  that  the  said  name  of  "  Castle  Brewery " 
appeared  in  the  deed  dissolving  the  said  firm  of  Cooper  and  APLeod,  and  in  the 
deed  conveying  the  property  to  the  said .  John  Henry  Cooper ;  that  the  name, 
was  displayed  in  large  letters  on  the  north-east  side  of  the  brewery  premises  in 

15  Grassmarket;  and  that  it  appeared  prominently  at  the  main  entrance  to  the 
brewery  premises,  and  on  the  notepaper,  &c.  used  in  connection  with  the 
business.  It  was  further  stated  that  they  intended  to  continue  using  the  nam© 
"  Castle  Brewery,"  which  had  been  continuously  used  and  appropriated  as  the. 
distinctive  and  specific  description  or  designation  by  which  the  brewery  had 

20  heen  known  and  had  been  in  repute  since  1875 ;  and  that  there  was  not,  and. 
had  not  been,  any  other  brewery  in  or  near  Edinburgh  known  by  the  same  or  a 
similar  designation  ;  and  that  the  name  was  a  valuable  commercial  incident  and 
asset  of  the  Complainers1  property.  The  situation  of  the  brewery  was  in  Grass- 
market,  at  the  foot  of  the  Castle  Rock. 

25  The  Respondents  were  the  firm  of  G.  and  J.  Maclachlan  and  George 
Maclachlan  and  John  Maclachlan,  the  individual  partners  of  the  firm.  The 
firm  carry  on  the  business  of  brewers  at  u  Castle  Brewery,"  Maryhill,  Glasgow, 
and  they  own  a  number  of  licensed  houses  and  aerated  and  bottling  stores  in 
the  west  of  Scotland.    On  the  29th  of  March  1900,  they  opened  a  brewery  at 

30  Duddingston,  which  is  situated  just  outside  the  municipal  boundary  of  the  city 
of  Edinburgh,  and  they  proceeded  to  carry  on  business  there  under  the 
designation  of  "  Castle  Brewery."  The  Complainers  on  being  informed  of  this 
fact  wrote  to  the  Respondents  on  the  28th  of  March  1900,  pointing  out  that  their 
brewery  had,  for  over  a  quarter  of  a  century,  been  known  as  "  Castle  Brewery," 

35  and  expressing  the  hope  that  their  information  regarding  the  proposed 
designation  of  the  Respondents9  brewery  was  incorrect.  The  Respondents,  on 
the  31st  of  March  1900,  replied  that  they  intended  to  continue  using  the  name 
•'  Castle  Brewery,"  but  would  in  future  prefix  the  word  u  Maclachlans1 "  thereto. 
They  advertised  (as  was  mentioned  in  Statement  IV.  of  the  Complainers1  case), 

40  on  or  about  the  30th  of  March,  the  18th  of  May,  and  the  25th  of  May,  in  the 
"  National  Guardian,"  the  organ  of  the  Scottish  licensed  trade,  "  Maclachlans1 
"  Castle  Brewery,  Edinburgh,"  and  they  issued  business  cards  (as  was  mentioned 
in  Statement  V.  of  the  Complainers1  case)  on  which  the  name  "  Castle  Brewery  " 
appeared.     They  also  instructed  a  firm  of  coopers  in  Edinburgh  to  stamp 

45  «*  Maclachlans1  Castle  Brewery,  Edinburgh,"  on  a  large  number  of  barrels  which 
they  ordered  from  them. 

In  these  circumstances  the  Complainers  raised  an  action  of  suspension  and 
interdict,  in  which  they  stated  that  the  actings  and  representations  of  the 
Respondents  were  intended  by  them  and  calculated  to  mislead  and  deceive  the 

50  public  into  the  belief  that  the  business  carried  on  by  them  at  Duddingston  was 
similar  to,  or  had  some  connection  with,  that  carried  on  by  the  Complainers, 
and  to  deprive  the  Complainers  of  the  benefit  accruing  from  the  said  distinctive 
name,  and  to  divert  or  attract  custom  to  a  material  extent  from  the  business 
carried  on  by  the  Complainers  to  *hat  carried  on  by  the  Respondents  by  pirating 

55  the  said  distinctive  name,  or  udng  some  merely  colourable  imitation  of  it. 
They  further  Bteted  that  the  addition  of  the  name  "  Maclachlans' "  was  not 
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dictinctive ;  that  the  actings  of  the  Respondents  had  caused,  and  would  continue 
to  cause,  serious  injury  to  the  Complainers ;  and  that,  as  a  matter  of  fact,  confusion 
had  already  arisen  regarding  the  delivery  of  postal  matter.  The  conclusion 
in  the  action  was  as  follows : — "  May  it  therefore  please  your  Lordships  to 
"  suspend  the  proceedings  complained  of,  and  to  interdict,  prohibit,  and  5 
"  discharge  the  Respondents  G.  and  «/.  Maclachlan,  and  George  Maclachlan 
"  and  John  Maclacnlan  and  their  agents,  servants,  and  all  others  acting  for 
"  them,  from  issuing  business  cards,  and  publishing  or  causing  to  be  published 
"  notices  or  advertisements  in  the  terms  set  out  in  Statements  IV.  and  V.  hereto 
"  annexed,  or  terms  of  a  like  import  and  effect ;  and  from  exhibiting  or  using  10 
"  the  name  *  Castle  Brewery,'  or  *  Maclachlans'  Castle  Brewery,'  or  any  name 
"  framed  so  as  to  be  a  colourable  imitation  of  the  name  by  which  the  Com- 
"  plainers'  said  brewery  is  commonly  known,  or  so  as  to  mislead  the  public,  as 
"  the  name  of  any  brewery  carried  on  by  them  at  the  premises  presently 
"  occupied  by  them  at  Duddingston,  Edinburgh,  or  in  any  other  premises  in  or  15 
"  near  Edinburgh,  and  from  using  the  said  names  in  the  said  manner  on  their 
"  barrels,  boxes,  crates,  bottles,  notepaper,  invoices,  memoranda,  bills,  accounts, 
"  business  books,  and  all  other  papers,  documents,  books,  and  effects  of  what- 
"  ever  kind,  connected  with  their  said  business  of  brewers ;  and  to  grant  interim 
"  interdict,  or  to  do  further  or  otherwise  herein  as  to  your  Lordships  shall  20 
"  seem  proper." 

The  Respondents  answered  that  George  Maclachlan  had  in  the  year  1872 
commenced  business  as  a  wholesale  and  retail  spirit  merchant  in  Govan,  his 
premises  being  called  the  "  Castle  Vaults  " ;  that  he  produced  a  special  brand 
of  whisky  called  "  Castle  Blend,"  the  labels  used  showing  the  Maclachlan  coat  25 
of  arms,  being  an  heraldic  castle,  and  the  motto  " Fortis  et  fidus"  and  that  he 
registered  this  label  as  a  Trade  Mark  on  the  27th  of  March  1883  for  fermented 
liquors  and  spirits  under  the  Patents,  Designs,  and  Trade  Marks  Act,  1883 ; 
that  in  the  year  1888  the  Respondents'  firm  of  G.  and  «/.  Maclachlan  was 
established,  and  in  October  of  that  year  they  opened  a  brewery  at  Maryhili,  30 
Olasgow,  where  they  had  since  conducted  a  large  business  ;  that  in  connection 
with  their  business  they  had  all  along  used  labels  bearing  the  name  "  Castle 
"  Brewery  "  for  beer  and  stout  and  the  "  Castle  Blend  "  for  whisky,  and  have 
extensively  advertised  their  products  so  that  these  have  become  known  in  the 
trade  as  "  Maclachlans'  Castle  "  liquors ;  that  their  various  businesses  are  carried  35 
On  under  names  in  which  the  word  "  Castle  "  is  the  leading  feature,  e^.9  the 
"  Castle  Vault,"  "  Castle  Bar,"  and  the  like  ;  that  they  called  their  brewery  at 
Duddingston  "  Castle  Brewery,"  it  being  a  natural  extension  or  development  of 
their  "  Castle  Brewery  "  at  Olasgow ;  that  they  had  and  have  no  intention  of 
interfering  in  any  way  with  the  Complainers'  business,  but  applied  the  term  40 
"  Castle,"  to  which  they  had  from  long  usage  and  under  registration  of  their 
Trade  Mark  acquired  full  right,  to  their  brewery  in  the  most  perfect  good  faith ; 
that  the  name  "  Maclachlans'  Castle  Brewery  "  could  not  reasonably  be  mistaken 
for  the  Complainers'  "  Castle  Brewery  " ;  and  that  the  term  "  Castle  "  and  the 
figure  of  a  castle  on  the  label  for  beer,  stout,  or  whisky  were  both  in  common  45 
use  in  the  wine,  spirit,  and  beer  trade,  and  were  not  peculiar  to  the  Complainers' 
or  Respondents'. 

The  important  pleas  in  law  for  the  Complainers  were  : — 1.  The  Complainers 
being  proprietors  of  the  premises  known  by  the  distinctive  designation  of 
"  Castle  Brewery  "  are  entitled  to  interdict  against  the  use  or  exhibition  of  the  50 
name  "  Castle  Brewery,"  or  any  colourable  imitation  thereof ,  by  the  Respondents, 
as  the  name  of  their  said  brewery  premises  at  Duddingston  aforesaid.  2.  The 
addition  of  "Maclachlans"'  to  the" name  " Castle  Brewery  "  not  being  distinc- 
tive, but  framed  by  the  Respondents  in  order  to  mislead  the  public,  and  unfairly 
attract  custom  to  their  business  of  brewers,  the  Respondents  should  be  inter-  55 
dieted  from  exhibiting  "  Maclachlans'  Castle  Brewery  "  as  the  name  of  their 


tfol.  XVIlI.,  No.  if.]    AND  TRAD*  MARK  GASES.  883 

■  ■  ■  ii  »  «■■■■■  i      ^^— — ■ —  i 

Cooper  and  MiLeod  v.  Q.  and  J.  MaclacKlan. 

-  -~  -  — - — \ 

said  brewery  premises,  or  using  in  any  way  the  said  name  in  connection  with 
their  said  business.  3.  The  Respondents  said  actings  and  representations  being 
intended  or  calculated  to  mislead  and  deceive  the  public,  and  wrongfully  attract 
custom  from  the  Oomplainers'  said  "  Castle  Brewery  "  to  the  Respondents'  said 
5  brewery  at  Duddingston,  interdict  with  expenses  should  be  granted  in  terms  of 
the  prayer  of  the  note. 

The  Respondents,  in  addition  to  pleas  dealing  with  relevancy,  &c.,  pleaded 
on  the  merits  of  the  case  as  follows : — 3.  The  name  "  Castle "  or  "  Castle 
"  Brewery  "  not  being  a  distinctive  designation  appropriated  to  the  Complainers 

10  and  their  manufactures,  the  Complainers  cannot  complain  of  the  use  of  the 
said  name  by  the  Respondents.  4.  In  any  event,  the  use  of  the  name 
"  Maclachlans'  Castle  Brewery  "  being  distinctive  of  the  Respondents1  brewery 
and  manufacture,  the  Complainers  are  not  entitled  to  the  interdict  prayed  for. 
5.  The   Respondents,  being  entitled  to  use  the  name  "  Maclachlans*   Castle 

15  "  Brewery,1'  interdict  should  be  refused. 

The  note  of  suspension  and  interdict  was  presented  in  the  Bill  Chamber  on 
the  13th  of  June  1900,  when  the  Lord  Ordinary  on  the  Bills  (Lord  PEARSON) 
allowed  the  note  to  be  answered  by  the  Respondents.  On  the  27th  of  June 
1900,  of  consent  of  parties,  Lord  Pearson  passed  the  note,  and  the  Complainers 

20  marked  the  case  to  Lord  Kincairney,  who,  on  the  16th  of  October  1900,  closed 
the  record,  and  allowed  the  parties  a  proof  of  their  averments  on  record,  and 
the  Complainers  a  conjunct  probation,  which  was  by  interlocutor  of  the  23rd  of 
October  1900  appointed  to  proceed  before  Lord  KlNOAIRNEY  on  the  14th  of 
December  1900.    The  evidence  was  accordingly  taken  on  the  14th  and  15th  of 

25  December  1900,  and  on  the  8th  of  March  1901.  The  hearing  on  the  evidence 
took  place  on  the  8th  and  9th  of  March  1901.  [The  nature  and  import  of  the 
evidence  is  sufficiently  indicated  in  the  judgment  of  the  LORD  ORDINARY.] 

C.  K.  Mackenzie,  K.C.,  and  Welsh  (instructed  by  Welsh  and  Forbes,  W;S.) 
appeared  for  the  Complainers,  and  argued  that  it  was  no  bar  to  an  action  of 

30  this  nature  that  the  Complainers  had  no  registered  Trade  Mark  (Sebastian's 
Law  of  Trade  Marks,  4th  edition,  page  250).  There  was  no  necessity  to  prove 
fraud  or  intention  to  deceive  on  the  part  of  the  Respondents  (Great  North  of 
Scotland  ftoilway  v.  Mann  (19  R.  1035,  per  Lord  M'Lareri).  Even  if  it  were 
necessary  to  prove  fraud  or  intention  to  deceive  on  the  part  of  the  Respondents, 

35  this  element  was  established  when  the  fact  of  possible  deception  was  brought 
to  their  knowledge,  and  they  persisted  in  their  course  of  action  (Hendriks  v. 
Montagu,  L.R.  17  Ch  D.  638,  per  James,  L.J.,  at  646).  The  question  is  whether 
the  name  which  the  Respondents  are  using  will  deceive  the  public,  or  whether 
it  is  calculated  so  to  do.    The  Complainers  object  to  the  name  "  Castle  Brewery  " 

40  in  conjunction  with  "  Edinburgh  "  a  representation  not  true  in  fact,  in  that  the 
Respondents'  brewery  is  not  in  Edinburgh  (Cowan  v.  Miller,  22  R.  833).  The 
Complainers  have  proved  that  their  brewery  has  been  known  by  the  name  of 
"  Castle  Brewery  "  for  over  quarter  of  a  century,  and  that  their  beer  is  asked 
for  under  that  designation.    The  evidence  adduced  to  disprove  this  on  the 

45  other  side  is  all  negative,  and  the  strong  body  of  positive  evidence  led  for  the 
Complainers  ought  to  outweigh  this.  The  Complainers  have  established  risk 
of  confusion,  and  that  is  enough  (Montgomery  v.  Thomson,  8  R.P.C.  361 ; 
L.R.  (1891)  A.C.  217).  The  addition  of  the  name  "Maclachlans"'  is  not 
distinctive,    but    would    lead  to  the    reasonable  supposition    that    the    old- 

60  established    " Castle  Brewery"    had  been  absorbed    into    the    Respondents' 

business  (Manchester  Brewery  Company  v.  North  Oieshire  and  Manchester 

.    Brewing  Company,  L.R.  (1898)  1  Ch.  539).    This  is  a  matter  of  great  importance 

in  regard  to  the  export  trade,  and  no  evidenoe  regarding  this  aspect  of  the  case 

was  led  by  the  Respondents.    Although  the  public  might  not  be  deceived  by 

55  the  labels  if  put  side  by  side,  this  is  not  necessary  to  establish  a  ease  for 
interdict  (Seixo  v.  Provezende,  L.R.  1  Oh.  D.  192). 
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Salvesen,  K.C.,  and  Hunter  (instructed  by  John  Veitch,  solicitor)  appeared 
for  the  Respondents,  and  argued  that  the  Complainers  have  failed  to  establish 
that  their  goods  have  become  identified  with  the  name  "Castle  Brewery, 
"  Edinburgh."  That  name  has  not  acquired  any  secondary  meaning ;  the 
primary  meaning  is  the  address  of  the  brewery.  The  goods  of  the  Complainers  5 
are  known  in  the  market  by  the  name  of  the  firm,  which  has-  not  been  proved 
to  have  acquired  any  secondary  meaning.  The  Complainers  have,  therefore, 
no  ground  for  complaint.  [Day  v.  Brownrigg  (L.R.  10  Ch.  D.  294)  ;  Turton 
v.  Turton  (L.R.  42  Ch.  D.  128);  Montgomery  v.  Ttomson,  ubi  supra; 
Jamieson  v.  Jamieson  (15  R.P.C.  169);  Bayer  v.  Baird  (15  R.P.C.  615,  10 
L.R.  25,  R.  1142)  were  cited.]  The  case  against  Mann  quoted  by  the 
Complainers  is  not  in  point.  The  following  cases  are  more  in  point  regarding 
the  names  of  hotels  i-—Ckarleson  v.  Campbell  (4  R.  149),  and  Mason  v.  Queen 
(23  S.L.R.  641).  The  addition  of  "  Maclachlans'  "  is  distinctive,  and  obviates 
any  possible  risk  of  confusion.  The  name  "  Castle  Brewery,  Edinburgh."  is  15 
not  a  misstatement  of  fact.  The  term  "  Edinburgh  "  refers  to  beer  brewed  in 
the  Edinburgh  district,  and  is  not  limited  to  the  municipality  of  Edinburgh.   . 

The  LORD  Ordinary  took  time  to  consider  his  judgment,  and  on  the  26th  of 
March  1901  delivered  it  in  favour  of  the  Respondents. 

Lord   Kincairnby. — Messrs.  Cooper  and  M^Leod,  carrying  on  business  as  20 
brewers  at  premises  known  as  the  "  Castle  Brewery,  Edinburgh,"  have  brought 
this  action  against  O.  and  J.  Maclachlan,  brewers,  "  Castle  Brewery,  Glasgow," 
and  the  object  of  the  action  is  to  prevent  the  Respondents  from  carrying  on  the 
business  of  brewers  at  Duddingston  under  such  a  designation  and  Trade  Mark 
as  to  mislead  the  public  into  the  belief  that  the  beer  brewed  at  Duddingston  25 
was  the  Complainers1  beer,  and  so  to  divert  to  themselves  custom  which  would 
otherwise  have  been  enjoyed  by  the  Complainers ;  and  the  question  is  whether 
the   Respondents  have  done  so,  or  whether  there  is  reasonable  ground  for 
apprehending  that  they  will  do  ho.     Although  the  circumstances  are  peculiar 
and  the  proof  is  very  bulky,  yet  the  case  does  not  seem  to  me  to  be  difficult,  30 
and  I  think  it  may  be  disposed  of  Bhortly. 

The  circumstances  are  these.  Since  1875  the  Complainers,  Cooper  and 
M'Leod,  have  carried  on  business  as  brewers  in  the  Grassmarkejt.  Their 
premises  have  been  known  as  the  "  Castle  Brewery,"  the  name  being  derived 
from  the  proximity  of  Edinburgh  Castle.  The  name  has  always  been  35 
prominently  printed  on  the  premises,  which  are  quite  well  known  as  the 
"  Castle  Brewery."  The  Complainers  have  no  registered  Trade  Mark,  but  they 
use  a  label  which  they  represent  to  be  a  Trade  Mark.  On  the  circumference  or 
outer  part  of  this  label  are  printed  the  words  "Cooper and  M'Leod,  Edinburgh," 
and  on  the  side  there  is  printed  "  Castle  Brewery."  In  the  centre,  and  occupying  40 
a  prominent  part  of  the  label,  is  a  picture  of  Edinburgh  Castle.  The  Com- 
plainers aver  that  "  the  name  of  *  Castle  Brewery '  has  been'  continuously  used 
44  and  appropriated  as  the  distinctive  and  specific  description  or  designation  by 
44  which  the  said  brewery  has  been  known  and  has  been  in  repute  since  the  date 
44  when  the  firm  of  Cuoper  and  M^Leod  was  constituted  in  1875  until  now.  45 
44  There  is  uot  and  has  not  been  any  other  brewery  in  or  near  Edinburgh  known 
*•  by  the  same  or  a  similar  designation,  and  the  name  io  a  valuable  commercial 
44  incident  and  asset  of  the  Complainers'  property." 

The  Respondents  have  carried  on  business  in  Maryhill,  Glasgow,  as  distillers, 
Since  1872,  and  for  that  business  they  used  a  registered  Trade  Mark.  In  1890  50 
they  established  a  brewery  at  Maryhill,  and  they  used  their  Trade  Mark  for  the 
purposes  of  that  business.  The  most  prominent  features  of  the  Trade  Mark  or 
label  are  the  words  *4  Castle  Brewery,  Glasgow  "  ;  on  an  oval  or  circular  space 
44  G.  and  J.  Maclachlan  "  is  printed  ;  and  in  the  centre  there  is  a  representation 
of  a  castle  with  the  motto  "  Fortis  et  fidus  "  printed  above.  It  is  probably  worthy  65 
of  notice  that  on  Bomo  of  the  Respondents'  labels  there  is  not  their  rame,  but 
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only  the  words  "  Castle  Brewery."  What  strikes  the  eye  first  and  most  in  this 
label  is  the  picture  of  the  castle,  which  on  most  of  the  labels  is  coloured  red. 
It  is  a  representation  not  of  a  real  but  of  a  heraldic  castle.  The  Respondents 
say  they  adopted  it  because  it  is  the  arms  of  the  Maclachlans.  Whether  for 
.  5  that  reason  or  not,  the  Respondents  have  certainly  selected  a  Trade  Mark  which 
is  very  marked  and  distinctive,  and  striking  from  its  quaintness.  It  bears  no 
resemblance  to  Edinburgh  Castle  or  any  other  castle,  and  if  the  object  of  the 
Respondents  was  to  secure,  as  far  as  possible,  against  resemblance  to  any  other 
Trade  Mark,  it  would  have  been  well  selected.    The  Respondents  have  carried 

10  on  business  in  Glasgow  under  that  name  and  Trade  Mark  since  1890. 

The  Respondents  jcame  to  think  that  Edinburgh  beer  was  better,  or,  at  least, 
more*  in  demand  than  Glasgow  beer.  A  great  deal  of  evidence  has  been  led  on 
this  point.  I  think  that  all  the  witnesses  agree  that  Edinburgh  beer  has  the 
better  reputation  ;  and  those  who  give  skilled  evidence  on  the  point  seem  agreed 

15  that  it  is  better  in  point  of  fact — that,  I  suppose,  means  that  it  is  better 
flavoured.  The  reason  is  said  to  be  that  the  water  in  the  neighbourhood  of 
Edinburgh  is  better  adapted  for  purposes  of  brewing,  a  superiority  which  is 
said  to  depend  on  the  fact  that  it  is  in,  or  flows  through,  a  limestone  formation, 
yielding  a  large  amount  of  carbonate  of  lime,  which  mixes  with  the  water  by 

20  filtration,  and  which,  it  is  said,  cannot,  on  account  of  its  insolubility,  be  added 
to  water  artificially.  This  bed  or  ridge  of  rock  extends  from  Edinburgh  Castle 
eastwards  to  Duddingston,  and  the  Duddingston  breweries  have  the  same 
advantage  in  the  nature  of  the  water  as  the  breweries  in  Edinburgh. 

The  Respondents,  desirous  of  securing  the  benefit  of  brewing  in  Edinburgh 

25  waters,  have  built  a  brewery  at  Duddingston,  and,  in  1900,  they  opened  it,  and 
commenced  business  there  under  the  name  of  the  "Castle  Brewery,"  which 
name  they  had  used  in  Glasgow.  They  added  to  it  the  name  "  Edinburgh,"  in 
order  that  their  beer  should  share  in  the  reputation  of  Edinburgh  beer.  On  the 
Complainers  objecting  to  the  sale  of  their  beer  by  that  name,  they  agreed  to  add 

30  the  word  "  Maclachlan,"  so  that  the  title  should  run  "  Maclachlans'  Castle 
<4  Brewery,  Edinburgh."  I  understand  that  the  heraldic  castle  was  always 
painted  on  their  labels,  and  formed  a  prominent  part  of  them.  This  con- 
cession, which  was  all  the  Respondents  would  make,  did  not  satisfy  the 
Complainers,  who  accordingly  have  raised  this  action.     During  the  proof,  it 

35  was  represented  for  the  Complainers  that  what  they  mainly  objected  to  was  the 
word  "  Edinburgh,"  and  that  they  would  drop  their  objection  if  that  word  was 
deleted  and  "  Duddingston  "  substituted  for  it.  But  that  was  the  whole  extent 
of  their  concession.  I  may  add  that  both  Complainers  and  Respondents  seem 
to  enjoy  a  very  excellent  repute  as  brewers.     These  are  the  circumstances  in 

40  which  the  action  has  been  raised. 

If  the  Complainers  suggest  that  the  object  of  the  Respondents  in  setting  up  a 
brewery  at  Duddinsfbton,  and  in  calling  it  "  Castle  Brewery,"  was  thereby  to 
attract  and  appropriate  the  Complainers1  custom  in  whole  or  in  part — which 
perhaps  they  do  not— then  I  think  that  would  not  be  justified.    I  consider  that 

45  the  Respondents  have  stated  their  objects  quite  truly,  and  that  when  they 

opened  their  brewery  at  Duddingston,  they  really  were  not  aware  that  any 

brewing  business  was  carried  on  under  the  name  of  the  "Castle  Brewery, 

"  Edinburgh." 

That,  however,  was  brought  to  their  knowledge,  and,  it  is  said,  that  they  should 

50  then  have  altered  the  name  of  their  brewery.  But  all  that  they  did  was  to  add 
to  their  cards  and  labels  the  name  "  Maclachlan,"  by  which,  they  said,  their  beer 
would  be  sufficiently  distinguished  from  the  Complainers'. 

This,  however,  is  not  a  point  of  essential  importance,  because  a  trader  is 
entitled  to  complain  of  the  trading  of  another  if  he  can  show  that  the  name  by 

55  which  the  latter  carries  on  his  business  has  misled  the  publio  into  the  belief  that 
the  goods  which  he  sells  were  the  goods  of  the  first  trader,  whether  it  was  his 
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intention  to  produce  that  result  or  not.    I  do  not  state  that  as  a  proposition  true 
in  every  case,  but  as  generally  true. 

I  have  already  noticed  that  neither  party  has  a  registered  Trade  Mark  for  the 
sale  of  beer.  But  the  Complainers'  label,  under  which  they  sell  their  goods,  is 
no  doubt  entitled  to  protection  though  unregistered.  5 

It  is  a  singular  and  important  feature  of  the  case  that  both  parties  have  been 
in  the  custom  of  selling  their  beer  in  association  with  the  name  "Castle 
"  Brewery."  There  are  differences  in  the  way  in  which  these  words  have  been 
used  which  are  certainly  in  favour  of  the  Respondents.  But  the  Respondents 
have  as  much  right  to  use  these  words  in  connection  with  the  sale  of  their  beer  10 
as  the  Complainers  have.  There  is  this  difference,  that  "  Castle  Brewery,"  as 
used  by  the  Respondents,  is  nothing  but  a  name ;  whereas,  as  used  b^  the 
Complainers,  it  is  also  an  address.  It  expresses  the  locality  of  the  brewery. 
The  castle  of  the  Respondents  does  not. 

But  there  is  another  and  more  important  difference,  which  is  this,  that  not  15 
unfrequently,  when  the  Respondents  were  trading  in  Glasgow,  they  did  not  put 
their  name  at  all  on  their  labels  and  advertisements,  but  trusted  to  their  beer 
being  known  to  the  public  as  "  Castle  Beer."  I  do  not  say  that  it  has  been 
proved  that  it  was  so  known ;  and  I  do  not  by  any  means  affirm  that  the  words 
"  Castle  Beer"  or  "Castle  Brewery"  had  come  to  be  understood  by  the  public  20 
to  mean  the  Respondents'  beer. 

But  it  is  a  conspicuous  fact  in  this  case  that  the  Complainers  have  never,  in 
labels,  or  advertisements,  or  cards,  used  the  words  "  Castle  Brewery  "  dissociated 
from  the  name  Cooper  and  JPLeod  ;  if  they  have,  I  have  failed  to  notice  the 
circumstance.  Perhaps,  on  that  account,  it  seems  to  me  not  to  be  proved  that  25 
the  beer  was  known  to  the  general  public  as  "  Castle  Brewery  "  beer.  Cooper 
and  M*Leod's  beer  is  very  well  known.  I  do  not  know  that  any  witness  was 
ignorant  of  it.  But  many  of  the  witnesses  had  never  heard  of  the  "  Castle 
"Brewery/1  or  did  they  know  that  it  designated  the  Complainers'  beer, 
although  familiar  with  the  businesses  in  the  neighbourhood.  30 

I  think,  therefore,  that  the  Complainers  have  no  right  to  object  to  the  use  of 
the  words  "  Castle  Brewery."  It  is  a  somewhat  more  difficult  question  whether 
they,  can  object  to  the  word  "  Edinburgh."  The  use  of  that  word  has  a  certain 
tendency  to  assimilate  the  two  trade  names.  At  least,  if  "  Duddingston  "  had 
been  used,  the  difference  would  have  been  greater.  It  is  said  that  the  use  of  35 
the  word  "  Edinburgh "  involves  a  misrepresentation,  because  Duddingston 
is  not  in  Edinburgh.  The  Respondents  say  they  desired  to  use  the  word 
"Edinburgh"  in  order  to  participate  in  the  reputation  of  Edinburgh  beer—a 
legitimate  object,,  if  it  could  be  accomplished  without  a  falsehood.  Substantially, 
the  impression  which  the  Respondents  desired  to  produce  was  that  their  beer  40 
was  brewed  with  Edinburgh  water — which  apparently  was  true.  There  was, 
I  think,  no  misstatement  as  to  the  quality  of  the  water,  and,  therefore,  of  the 
beer ;  and,  that  being  so,  I  think  it  would  be  too  strict  to  object  to  the  use  of 
the  word  "Edinburgh"  as  being  false,  seeing  that  Duddingston  is  in  the 
county  of  Edinburgh  and  in  the  neighbourhood  of  Edinburgh,  and,  what  is  45 
the  matter  of  practical  importance,  in  the  same  limestone  bed  or  ridge.  But, 
notwithstanding  the  Complainers  might  have  the  right  to  object  to  the  use  of 
the  word  ;  and  I  do  not  think  the  Respondents  could  vindicate  any  positive 
right  to  use  it,  if  the  use  of  it  should  mislead  the  public  and  injure  the 
Complainers.  The  Respondents  object  to  substitute  "Duddingston"  for  50 
"Edinburgh,"  for  the  sufficient  reason  that  the  one  name  is  much  better 
known  than  the  other,  at  least  to  people  out  of  Scotland,  and  also  because  it  is 
probable  that  Duddingston  has  not  as  yet  partaken  of  the  high  character  borne 
by  Edinburgh  for  beer. 

In   pome   of   their   labels   or    cards    the    Respondents   have   used    both  55 
"  Edinburgh  "  and  "  Duddingston,"  as  in  e#.  117  and  118  of  process.    I  ha*e 
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no  reason  to  suppose  that  such  a  modification  of  the  Respondents9  cards  and 
labels  would  satisfy  the  Complainers ;  but,  as  it  would  make  a  distinction  and 
apparently  would  not  affect  any  of  the  Respondents'  objects,  it  seems  to  me 
that  it  would  be  reasonable  to  make  it,  but  I  have  not  seen  sufficient  grounds 
5-    to  order  it. 

There  is  no  proof  that  the  Respondents'  beer  has  been  mistaken  for  the 
Complainers",  or  that  the  Complainers'  trade  has  in  fact  been  interfered  with 
by  the  manner  in  which  the  Respondents  have  conducted  their  business.  That 
is  an  important  fact.  Still  it  would  not  be  conclusive  if  it  could  be  shown  that 
10  there  were  reasonable  grounds  for  apprehending  such  injury.  But  this  leads 
me  to  my  last  and  most  important  observation,  that  I  think  there  is  really  no 
ground  for  apprehending  that  the  public  will  be  misled  or  the  Complainers 
injured  by  what  the  Respondents  have  done.  That  involves  little  but  a 
question  of  impression  about  which  there  is  little  to  be  said  in  the  way  of 
15  argument,  but  it  is  the  turning  point  of  the  case. 

Considering  that  the  Respondents  have  right  to  use,  or  rather  to  continue  to 

use,  the  words  "  Castle  Brewery,"  I  think  that  they  create  a  sufficient  distinction 

between  the  "Castle  Brewery"  and  the  other  by  prefixing  their  name  in  a 

prominent  manner.    It  is  said  that  the  addition  of  their  name  might  give  rise 

20  to  the  supposition  that  Cooper  and  M>Leod  and  they  had  amalgamated,  or  that 

I  they  had  bought  Cooper  and  M'Leod's  business.    I  think  such  an  apprehension 

J  baseless  and  fanciful,  at  least  insufficient  to  warrant  an  interdict.    It  is,  I 

suppose,  drawn  from  the  case  of  the  Manchester  Brewery  Company  v.  The 

-North-  Cheshire  and  Manekeoter  -Brewing  Company,  - 1808  (1  Oh.  D.  -539). 

J  25  That  was  a  very  special  case— all  such  cases  are  special.    But  I  think  it  worthy 

r  of  notice  that  the  name  of  the  new  Company  in  that  case,  naturally  read,  actually 

f  expressed  amalgamation.    With  regard  to  the  Respondents'  Trade  Mark  and 

label,  it  appears  to  me  that  these  will  be  quite  broadly  distinguished  by  the 

figure  of  the  heraldic  castle.    I  see  no  probability  of  any  confusion  whatever 

30  between  the  two  Trade  Marks.    It  is  no  doubt  quite  true  that,  in  comparing 

Trade  Marks  and  labels,  it  is  not  enough  to  compare  them  side  by  side  ;  they 

must  be  compared  when  at  some  distance.    But  the  two  Trade  Marks  in  this 

case  will  stand  that  test  (Montgomery  v.  Thomson,  L.R.  (1891)  App.  Cas.  217*  ; 

Seixo  v.  Provezendey  L.R.  1  Ch.  Ap.  192).    There  are  some  of  the  Respondents' 

I  35  methods  of  publishing  their  business  to  which  the  Complainers  have  taken 

special  exception,  particularly  to  Nos.  89,  90,  and  91  of  process,  which  are 

advertisements  in  the  form  which  is  printed  in  the  record.    I  think  that 

possibly  these  are  in  the  most  objectionable  form,  chiefly  from  want  of  the 

heraldic  castle,  but  partly  from  the  prominence  of  the  words  "  Castle  Brewery." 

40  Still,  I  do  not  think  that  they  violate  any  right  of  the  Complainers  or  endanger 

their  interests. 

For  these  reasons  I  am  of  opinion  that  the  "Complainers  have  not  established 

their  case,  and  that  the  Respondents  have  set  up  a  sufficient  defence. 

j  Various  authorities  were  quoted  in  the  argument,  but  it  is  hardly  necessary 

]  45  that  I  should  notice  them  because  there  is  no  dispute  about  the  law  applicable 

to  such  questions,  and  all  the  cases  are  decided  on  their  specialities.     I  think 

that  none  of  these  cases  are  inconsistent  with  my  judgment,  and,  indeed,  can 

hardly  be,  because  my  judgment  is  based  on  my  view  of  the  facts. 

The  Complainers  referred  to  Hendriks  v.  Montagu  (L.R.  17  Ch.  D.  638), 

50  decided  on  the  principle  that  a  trader  was  not  entitled  to  mislead  the  public  to 

the  detriment  of  another  trader ;  Great  North  of  Scotland  Railway  Company 

v.  Mann  (19  R.  1035),  where  the  use  of  the  name  "  Mann's  Palace  Hotel "  was 

interdicted  as  intended  and  calculated  to  divert,  and  as  having  actually  diverted, 

*  Reported  alio  S  R.P.O.  361. 
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custom  from  an  established  "  Palace  Hotel "  in  the  immediate  vicinity,  which 
had  been  known  by  the  name  of  "  Mann's  Palace  Hotel " ;  Cowan  v.  Miller 
(22  R.  83H),  where  the  use  of  the  name  "  Sun  Foundry  "  was  interdicted,  it  being 
the  manifest  intention  and  effect  of  the  Respondent's  proceedings  to  lead  the 
public  to  believe  that  the  goods  manufactured  at  it  were  manufactured  at  an  5 
old  established  foundry  known  to  the  public  by  that  name ;  Montgomery  v. 
Thomson,  supra,  where  it  was  proved  that  the  term  " Stone  Ale"  had  acquired 
a  secondary  meaning,  and  was  understood  to  be  ale  brewed  by  the  Plaintiff,  and 
the  sale  by  the  Respondent  of  ale  by  that  name  was  interdicted — a  case  which 
carried  the  law  in  that  direction  somewhat  far.  10 

The  Respondents  referred  to  Bayer  v.  Baird  £?5  R.  1142),*  a  case  about  what 
were  known  as  the  "C.B.  Corsets";  Chilton  v.  Campbell  (4  R.  149),  in  which, 
in  the  circumstances,  the  Court  refused,  on  the  application  of  the  landlord  of 
the  Royal  Station  Hotel  to  interdict  the  Respondent  from  carrying  on  a  hotel  in 
the  vicinity  under  the  name  of  the  "  Royal  Station  Hotel " ;  and  Jamieson  v.  15 
Jamieson  (15  R.P.C.  169),  in  which  the  Court  proceeded  on  the  principle,  some- 
what applicable  to  this  case,  that  the  Court  could  not  interdict  a  man  from 
trading  in  his  own  name  unless  by  doing  so  he  led  the  public  to  believe  that  his 
goods  were  those  manufactured  by  the  Complainer.  But  each  of  these  cases 
depended  on  its  own  specialities.  They  all  merely  enforce  the  principle  that  «® 
no  man  can  offer  his  goods  for  sale,  representing  them  to  be  the  goods  or  a  rival 
tradesman     Seixo  v.  Provezende,  supra. 


*  Reported  also  15  B.F.C.  615. 
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In  the  Court  op  Appeal. 

Be/ore  Lords  Justices  Rigby,  Collins,  and  Romer. 

November  7th,  1900,  and  July  16th,  1901. 

Qoodwin  v.  Ivory  Soap  Company  and  Procter  &  Gamble  Company. 


5  Action  to  restrain  passing-off. — Plaintiff* s  soap  called  "  Ivy,"  Defendants* 
"Ivory" — Confusion  between  names. — Dissimilarity  of  get-up. — Absence  of 
fraud. — Sale  of  Defendants1  "  Ivory  soap  "  in  England  prior  to  commencement 
of  Plaintiff's  trade  in  "  Ivy." — Action  dismissed. — Appeal  dismissed. 

O.  A  Son  began  to  sell  a  floating  soap  as  u  Ivy  soap  "  in  1889.  •  In  1899  Q., 
JO  who  carried  on  the  business,  commenced  an  action  to  restrain  the  Ivory  Soap 
Company,  as  agents  for  the  P.  and  G.  Company,  an  American  Company, 
from  selling  "  Ivory  soUp  "  made  by  the  P.  and  O.  Company.  The  P.  and  O. 
Company  had  admittedly  sold  "  Ivory  soap  "  largely  in  America  for  a  great 
many  years,  and  they  alleged  that  they  had  advertised  it  largely  in  American 
15  journals,  some  of  which  came  into  England,  and  that  it  had  been  sold  in 
England  prior  to  1889  and  since.  Witnesses  were  called  for  the  Defence,  who 
gave  evidence  of  small  sales  in  England  of  the  "  Ivory  soap  "  during  the  period 
last  aforesaid,  but  mainly  to  American  customers.  Held,  at  the  trial,  that  the 
Plaintiffs  case  failed.    The  Plaintiff  appealed. 

SO  Held,  that  the  Plaintiffs  and  Defendants'  goods  being  got  up  in  a  perfectly 
different  manner  no  one  could  mistake  the  one  for  the  other;  thai  any 
similarity  in  sound  that  there  might  be  between  "  Ivy "  and  **  Ivory "  would 
not  lead  to  the  inevitable  deduction  that  what  the  Defendants  were  doing  must 
be  calculated  to  deceive;  and  that  the  Defendants  had  proved  tlieir  right  to  the 

25  use  of  the  word  "  Ivory."  The  appeal  was  dismissed  with  costs,  including  the 
costs  qfa  motion  to  admit  further  evidence  on  appeal. 
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In  January  ]  889,  the  firm  of  G.  W.  Goodwin  A  Son  introduced  a  floating 
soap  under  the  name  "  Ivy.'1  This  soap  was  largely  advertised  and  had  an 
extensive  sale.  It  was  sold  in  packets  of  three  sizes,  in  wrappers,  on  which  the 
word  "  Ivy  "  was  the  most  conspicuous  feature.  In  February  1899,  CJ*arles 
Cowan  Goodwin,  who  then  carried  on  the  business  of  G.  W.  Goodwin  A  Son,  5 
commenced  an  action  against  the  Ivory  Soap  Company  and  the  Proctor  A 
Gamble  Company  for  an  injunction  to  restrain  them  from  passing  off  any  soap, 
not  being  the  Plaintiff's  "  Ivy  soap,"  as  or  for  his  soap,  and  from  selling  soap 
under  the  name  of  "  Ivory,'1  and  from  using  "Ivory"  as  part  of  their  trading 
style,  or  otherwise  associating  the  name  **  Ivory  "  with  their  soap,  and  for  other  10 
relief. 

The  Statement  of  Claim  contained  the  following  paragraphs : — "  (2)  The 
"  Defendants,  the  Procter  &  Gamble  Company,  claim  to  be  an  American  Com- 
k*  pany,  incorporated  according  to  the  laws  of  the  State  of  New  Jersey,  in  the 
"  United  States,  and  the  Defendants,  the  Ivory  Soap  Company,  are  an  English  15 
"  firm  who  act  as  their  agents  in  thi3  country,  the  members  of  such  firm  being 
"  Andrew  Lamond  and  George  Christopher  Lane.  The  said  Defendant  firm 
44  trade  under  the  name  of  Henry  A.  Lane  A  Co.,  but  for  the  purpose  of  their 
"  said  agency  they  have,  since  the  month  of  June  1898,  adopted  the  trading 
44  style  of  the  Ivory  Soap  Company,  under  which  name  they  act  as  such  agents  20 
"  as  aforesaid  at  No.  15,  Philpot  Lane,  in  the  City  of  London.  (3)  During  10 
"  years  and  upwards  last  past  an  important  part  of  the  Plaintiff's  business  has 
u  consisted  in  the  manufacture  and  sale  of  a  particular  variety  of  soap  under 
44  the  name  and  brand  of  '  Ivy  soap,'  which  soap  is  partly  perfumed,  and  is 
"  adapted  and  used  for  laundry,  household,  toilet,  and  general  purposes.  A  25 
"  characteristic  feature  of  the  Plaintiff's  *  Ivy  soap '  is  that  the  tablets,  in 
"  which  the  same  is  made  up,  will  float  on  the  surface  of  the  water,  so  as  to  be 
"  readily  found  to  hand,  a  feature  which  had  not  been  previously  possessed  by 
"  any  soap  made  or  sold  in  this  country,  and  which  is  made  prominent  in  the 
"  Plaintiff's  advertisements.  The  said  soap  is  manufactured  in  accordance  with  30 
"  a  process  communicated  to  the  Plaintiff's  said  late  father  by  other  soap  firms 
"wholly  unconnected  with  the  Defendants.  (5)  The  Plaintiff- recently  dis- 
"  covered  (as  the  fact  is)  that  the  Defendants,  the  Procter  A  Gamble  Company, 
"  are  exporting  from  America  to  the  Defendants,  the  Ivory  Soap  Company,  and 
"  that  the  last  mentioned  Defendants  are  selling  in  the  United  Kingdom,  35 
"  under  the  name  of  4  Ivory  soap,'  an  American  soap  which  the  Defendants 
"  allege,  by  their  advertisements,  to  possess  the  same  floating  properties  as  the 
"  Plaintiff's  said  *  Ivy  soap.'  The  Defendants  further  allege,  by  their  said 
"  advertisements,  that  their  said  '  Ivory  soap '  is  the  original  floating  soap ;  but 
44  such  statement,  with  reference  to  the  British  market,  is  entirely  untrue.  40 
"  (7)  The  said  name, '  Ivory  soap,'  used  by  the  Defendants  as  aforesaid,  has  so 
u  close  a  resemblance  to  the  Plaintiff's  said  name,  *  Ivy  soap,?  as  to  be  calculated 
"  and  certain  to  deceive,  and  confusion  and  deception  have  already  occurred, 
"  and  in  many  instances  shopkeepers  have  sold  and  supplied  the  Defendants' 
"  said  4  Ivory  soap '  in  response  to  orders  for  *  Ivy  soap.'  In  so  selling  and  45 
"  supplying  the  Defendants'  said  soap,  the  shopkeepers  aforesaid  were  either 
44  themselves  deceived  by  the  similarity  between  the  two  names,  or  were 
44  taking  advantage  of  the  means  of  deception  placed  in  their  hands  by  the 
44  Defendants." 

By  their  Statement  of  Defence  the  Defendants  alleged  that  the  Plaintiff's  50 
soap  was  manufactured  according  to  a  process  communicated  to  the  Plaintiff's 
late  father  by  the  Defendants'  predecessors  in  business  in  the  year  1888,  and 
stated  as  follows  : — "  5.  (a)  The  Defendants  and  their  predecessors  in  title  had 
**  invented,  in  the  year  1879,  floating  soap  which  was  called  by  them  4  Ivory 
44  4  soap,'  and  which  had  an  enormous  sale  in  the  United  States  of  America,  55 
44  and  was  universally  known  in  the  United  States  of  America  as  a  floating  soap 
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44  and  as  of  the  Defendants'  manufacture.  (6)  From  the  year  1887,  at  least,  to 
"the  present  time,  the  Defendants'  'Ivory  soap '  has 'been  publicly  and  con- 
"  tinuously  bought  and  sold  in  this  country  under  its  designation  of  *  Ivory 
44  4  soap,'  and  under  the  description  of  a  floating  soap,  (c)  From  the  year  1888, 
ft  44  at  least,  continuously  to  the  present  time,  a  large  number  of  American 
44  journals,  magazines,  and  trade  papers,  all  containing  advertisements  of  the 
44  Defendants'  soap  under  its  name  4  Ivory  soap,'  and  under  its  description  as  a 
44  floating  soap,  have  been  publicly  circulated  throughout  the  United  Kingdom. 
44  (6)  The  Defendants,  whilst  denying  that  there  is  any  liability  to  confusion 
10  44  between  the  words  4  Ivy '  and  4  Ivory,'  as  applied  to  floating  soap,  and  denying 
44  that  any  goods  of  the  Defendants  are,  or  have  been,  or  could  be,  passed  off  as 
u  and  for  the  goods  of  the  Plaintiff,  say  that,  by  reason  of  the  matters  in  the 
k4  preceding  paragraphs  set  out,  if  any  liability  to  confusion  has  arisen  between 
44  the  words  4  Ivory  '  and  4  Ivy,'  as  applied  to  floating  soap,  it  has  been  caused 
15  44  by  the  adoption  by  the  Plaintiff  of  the  word  4  Ivy,'  which  word  was  adopted 
44  by  him  with  the  object  of  acquiring  the  connection,  reputation,  and  goodwill 
44  attaching  to  the  use  of  the  word  4  Ivory '  in  connection  with  the  Defendants' 
44  floating  soap." 

The  Defendants'   soap  of  which  the  Plaintiff  complained  was  put  up  in 

20  wrappers.    On  such  wrappers  the  name,  "  Ivory  soap,"  was  the  most  prominent 

feature,  but  the  wrappers  had  no  general  resemblance  to  the  Plaintiff's  wrapper. 

The  case  was  heard  on  the  24th  and  25th  of  July  1900  by  Kekewich,  J.,  who 

held  that  there  was  a  possibility  of  confusion  between  4*  Ivory  "  and  44  Ivy,"  as 

applied  to  floating  soap,  but  that  although  the   Court  might  disregard  isolated 

25  instances  of  sales  it  could  not  disregard  the  sales  that  had  been  proved  in  this 

case,  and  that  there  was  not  such  an  established  proprietorship  in  the  word 

44  Ivy  "  as  to  entitle  the  Plaintiff  to  an  injunction.    The  action  was  dismissed 

with  costs.* 

The  Plaintiff  appealed,  and  on  the  7th  of  November  1900  moved  for  leave  to 

30  adduce  further  rebutting  evidence,  but  the  motion  was  ordered  to  stand  over 

until  the  hearing  of  the  appeal. 

Warmington,  K.C.,  and  Sebastian  (instructed  by  C.  Urquhart  Fisher,  agent 
for  Robert  Innes,  of  Manchester)  appeared  for  the  Appellant ;  Fletcher  Moulton, 
K.C.,  Neville,  K.C.,  P.  O.  Lawrence,  K.C.,  and  A.  J.  Walter  (instructed  by 
35   Wilson,  Bristows,  and  Carpmael)  appeared  for  the  Respondents. 

Warming  ton,  K.C.,  opened  the  Appellant's  case,  stating  the  facts,  and 
continued. — The  evidence  shows  that,  whereas  the  Appellants  have  a  reputa- 
tion in  England  for  their  white  floating  soap  under  the  name  of  44  Ivy,"  which 
they  have  made  since  1888,  the  Respondents  only  commenced  to  find  a  market 
40  for  their  44  Ivory  soap  "  in  England  in  1898.  Prior  to  1898  there  was  no  direct 
business  done  by  them  in  England,  apart  from  one  compulsory  consignment 
for  the  purposes  of  an  American  registration.  The  allegation  of  sales  prior  to 
1898  by  Lawrence  and  Pankhurst  is  unsupported  by  "any  documentary  evidence. 
The  only  44  Ivory  soap  "  in  England  prior  to  1898  was  that  brought  over  by 
45  and  for  Americans.  In  fact,  the  u Ivory  soap"  is  an  American  product, 
imported  for  American  travellers  and  residents  and  not  sold  generally  to  the 
British  public.  The  evidence  of  Milner,  on  which  Kekewich,  J.,  placed  such 
reliance,  took  the  Appellants  by  surprise  and  is  untrustworthy,  as  we  seek 
to  show  by  further  evidence.  As  was  found  by  Kekewich,  J.,  confusion 
50  undoubtedly  exists  between  the  names  44  Ivy  "  and  a  Ivory."  The  Appellants, 
therefore,  are  entitled  to  an  injunction  restraining  the  Respondents  from 
interfering  with  their  established  trade  under  a  name  calculated  to  deceive. 
[ROMER,  L.J.—  But  you   have  to  show  that  the  one  article  is  likely  to  be 
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mistaken  for  the  other,  -when,  as  here,  you  make  no  case  of  fraud  or  intention 
to  deceive.]  I  do  not  submit  a  case  of  fraudulent  intention  ;  but  I  say  that  the 
name  "  Ivory  "  is  calculated  to  deceive,  and  that  is  sufficient,  as  in  the  u  Stone 
Ales  "  case  (Thompson  v.  Montgomery,  6  R.P.C.  404 ;  L.R.  41  Ch.  D.  35)  and  the 
"Glenfield  Starch"  case  (Wotherspoon  v.  Currie,  L.R.  5  H.L.  508).  [Romer,  j> 
LJ. — The  get-up  here  is  quite  dissimilar.  The  trial  ought  to  have  been  stopped 
below  when  the  Plaintiff's  witnesses  were  finished.]  We  are  entitled  to  the 
word  "Ivy."  [ROMBR,  LJ. — No,  you  are  not.  That  is  the  whole  fallacy. 
You  have  to  persuade  us  to  make  here  an  irresistible  inference  of  fact — that 
the  one  soap  is  likely  to  be  passed  off  for  the  other — and  that  we  cannot  do,]         10 

Sebastian  followed  on  the  same  side,  and  read  the  judgment. 

Counsel  for  the  Respondents  were  not  called  upon. 

RlGBY,  LJ. — I  have  no  doubt  what  ought  to  be  our  decision  in  this  case. 
The  Plaintiff  claims — and,  as  far  as  I  see,  rightly  claim — to  have  a  right  to  the 
name  "  Ivy  "  in  connection  with  soap,  but  that  gives  him  to  my  mind  no  title  15 
whatever  to  the  word  "  Ivory."  A  man  is  called  as  a  witness  who  ventures  to 
say  that  he  thinks,  from  his  knowledge  of  the  English  language  and  other 
matters,  that  there  will  be  deception.  I  count  his  evidence  altogether  worthless. 
He  is  not  shown  to  be  an  expert  in  the  English  language.  He  shows  himself 
to  be  very  far  from  an  expert.  I  hold  (without  going  into  the  matter  as  if  it  20 
were  a  doubtful  case  or  a  difficult  case)  that  the  right  to  use  the  word  "  Ivory  " 
in  connection  with  the  sale  of  the  goods  is  proved  to  exist  in  the  Defendants, 
and  therefore  there  will  be  no  injunction. 

COLLINS,  L. J. — I  am  of  the  same  opinion,  and  I  have  really  nothing  to  add. 

ROMER,  LJ. — I  agree,  and  only  point  out  that  this  is  not  a  Trade  Mark  case.  25 
The  Plaintiff  has  to  show  that  what  the  Defendants  are  doing  is  something  that 
is  calculated  to  deceive  the  public  into  the  belief  that  the  Defendants'  goods  are 
the  Plaintiff's  goods.    The  only  thing  the  Plaintiff  can  rely  upon  in  order  to 
establish  that  is  the  similarity,  as  it  is  alleged,  of  the  names,  but  if  you  look  at 
the  Plaintiff's  goods  with  the  word  "  Ivy  "  upon  them,  and  the  Defendants'  30 
goods  with  the  word  "  Ivory,"  it  is  clear  the  goods  are  got  up  in  a  perfectly 
different  manner ;  no  person  could  possibly  mistake  one  for  the  other ;  and 
simply  because  the  word  "  Ivy  "  may  have  some  sort  of  similar  sound  to  the 
word    "  Ivory,"  if  you  do  not  pronounce  the  word   "Ivy "   properly,  the 
Plaintiff  asks  the  Court  to  assume  as  the  inevitable  deduction  that  what  the  35 
Defendants  are  doing  must  be  calculated  to  deceive.     It  is  impossible  to  my 
mind  to  make  any  such  deduction  from  the  facts.    I  think  the  case  entirely 
fails,  and  ought  to  be  dismissed  on  that  ground. 

Moulton,  K.C. — The  costs  will  include  those  of  the  motion  made  to  admit 
further  evidence.  40 

RlGBY,  LJ. — Of  course.    The  costs  follow  the  event. 
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In  the  High  Court  op  Justice.— Chancery  Division; 
Be/ore  Mr.  Justice  Cozens-Hardy. 

July  10th  and  11th,  1901. 

National   Company   for   the   Distribution  op  Electricity   by 
5  Secondary  Generators,  Ld.  v.  Gibbs. 

Patent. — Action  for  breach  of  warranty  of  validity. — Proceedings  abroad. — 
Plea  a/res  judicata  set  up  by  Defendants  held  not  establislied. — Counterclaim. 

In  1882  Letters  Patent  were  granted  to  L.  G.  and  J.  D.  G.,  their  executors, 
administrators,  and  assigns,  and  in  1888  tJiey  entered  into  an  agreement  under 

10  seal  with  a  Company  by  which  they  agreed  to  sell  this  and  oilier  Patents  to  the 
Company,  and  the  agreentent,  after  providhxg  for  assignments  by  the  vendors  to 
the  Company,  stipulated  in  effect  that  such  assignments  respectively  should 
contain  joint  and  several  covenants  by  the  vendors  that  the  Patents  were  valid. 
L.  G.  having  died,  the  Plaintiffs  commenced  proceedings  in  France  against  his 

15  representatives  for  specific  performance  and  damages  for  breach  of  the  contract  to 
assign.  Before  these  proceedings  a  Petition  for  revocation  of  the  English  Patent 
had  been  presented,  and  tlie  Patent  Jiad  been  held  to  be  invalid,  but  the  Plaintiffs 
appealed.  The  French  Court  gave  judgment  for  specific  performance,  and  held 
a  sum  to  be  due  from  the  Plaintiffs  to  tlie  Defendants  in  respect  of  purchase" 

20  money.  There  was  an  appeal  in  these  proceedings,  and  before  the  appeal  the 
Patent  had  been  finally  held  to  be  invalid  by  the  House  of  Lords.  The  Plaintiffs 
on  an  incidental  appeal  in  France  had  asked  in  effect  to  retain  with  a 
view  to  a  set-off  the  money  due  from  thempenduig  this  action  which  tliey  had 
commenced  in  England  for  breach  of  warranty,  but  they  had  not  made  any 

25  claim  for  damages  for  such  breach  in  the  French  proceedings.     The  French  Court 

refused  the  request,  and  substantially  on  appeal  upheld  the  judgment  below. 

In  this  action  the  Defendants  alleged  that  tlw  matter  of  breach  of  warranty 

2* 
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was  res  judicata,  or  that  at  all  events  the  Plaintiffs  ought  not  under  the  circum- 
stances to  be  allowed  to  raise  a  .claim  for  breath  of  warranty.  The  Defendant 
also  counterclaimed  for  the  amount  found  due  by  the  French  Court. 

Held,  that  the  Plaintiffs'  claim  was  not  res  judicata  and  that  they  were  not 
precluded  from  making  it ;  an  inquiry  as  to  damages  was  ordered,  confined,  by  5 
agreement,  to  the  English  Patent ;  and  tlte  Defendant,  not  admitting  assets,  a 
decree  for  administration  was  made,  but  no  proceedings  were  to  be  taken  under 
it  without  leave.  A  declaration  was  made  in  favour  of  the  Defendant  on  the 
counterclaim,  judgment  on  it  not  to  be  enforced  pending  the  result  of  the  inquiry. 
A  special  Order  was  made  as  to  costs.  10 

On  the  13th  of  September  1882  Letters  Patent  (No.  4362  of  1882)  were  granted 
to  Lucien  Gaulard  and  John  Dixon  Gibbs  for  an  invention  of  "  A  new  system 
*  of  distributing  electricity  for  the  production  of  light  and  power." 

On  the  25th  of  May  1883  an  agreement  under  seal  was  entered  into  between 
Lucien  Gaulard  and  John  Dixon  Gibbs  of  the  one  part  and  the  National  Company  15 
for  the  Distribution  of  Electricity  by  Secondary  Generators,  Ld.  (in  this  report 
called  "  the  Company  ")  of  the  other  part,  whereby  the  said  L.  Gaulard  and 
J.  D.  Gibbs  agreed  to  sell  to  the  Company  certain  Patents,  including  that  above 
mentioned  (hereinafter  called  the  Patent).    The  consideration  for  the  sale  was 
220,000*.,  200,000*.  to  be  paid  in  fully  paid-up  shares  of  the  Company  and  20 
20,000*.  in  cash.    The  agreement  contained  the  following  clauses  : — "  (6)  The 
"  vendors  shall  without  delay,  at  the  expense  of  the  said  Company  and  to  the 
"  satisfaction  of  the  solicitors  of  the  said  Company,  establish  a  title  to  all  the 
"  said  inventions  and  Letters  Patent  and  privileges  hereby  agreed  to  be  sold, 
"  and  assign  and  transfer  the  same  to  and  cause  the  same  to  be  legally  vested  in  25 
"  the  said  Company,  or  such  person  or  persons  as  the  said  Company  shall 
"  appoint  for  the  purpose.    (7)  The  assignment  and  transfer  of  the  said  Letters 
"  Patent  and  other  premises  sold  shall  be  prepared  by  and  at  the  costs  of  the 
"  said  Company,  and  shall  be  expressed  to  be  made  in  pursuance  of  this 
44  agreement  and  in  consideration  of  the  payment  of  the  said  sum  of  two  30 
44  hundred  and  twenty  thousand  pounds  to  be  paid  in  fully  paid-up  shares  and 
44  cash  as  before  mentioned,  and  the  said  vendors  and  all  other  necessary  parties, 
44  if  any,  shall  at  the  cost  of  the  said  Company  execute  such  assignments  to  the 
44  said  Company  as  they  shall  direct,  and  such  assignments  respectively  shall 
44  contain  a  covenant  by  the  said  vendors  that  all  the  said  Letters  Patent  thereby  35 
44  assigned  or  any  Letters  Patent  which  may  then  have  been  obtained  in  substi- 
44  tution  for  the  same  or  in  respect  of  such  invention  as  is  protected  thereby  are 
44  valid  and  in  nowise  void  or  voidable,  and  also  such  other  covenants  and 
44  provisions  as  may  reasonably  be  required  by  the  said  Company  for  giving 
44  effect  to  the  sale  hereby  agreed  to  be  made,  provided  that  the  consideration  40 
44  may  be  apportioned  among  two  or  more  assignments  as  the  said  Company 
44  shall  think  fit." 

By  an  agreement  of  the  31st  of  October  1883  it  was  agreed  that  the  vendors 
should  be  paid  by  the  Company  in  lieu  of  the  sum  of  20,000*.  cash  a  moiety  of 
all  the  monies  to  be  realised  by  the  Company  from  licences,  &c,  until  such  45 
moiety  should  amount  to  10,000*.,  and  the  further  sum  of  10,000*.  in  preferred 
shares  of  the  Company. 

In  November  1888  Lucien   Gaulard  died,  and  in  March  1896  letters  of 
administration  to  his  estate  were  granted  to  Henriette  Onesime  Ruelle.    On  the 
'  9th  of  May  1899  the  Company  and  Gibbs  commenced  proceedings  in  France  50 
against  the  judicial  trustee  of  the  Gaulard  heirs  claiming  specific  performance 
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of  the  agreement  to  transfer  the  Patents.  [The  course  and  result  of  these 
proceedings  will  be  found  stated  in  the  Defence  and  also  in  the  judgment 
below.]  In  December  1886  a  Petition  was  presented  in  England  for  the 
revocation  of  the  Patent,  and  in  July  1888  Kekewich,  J.,  gave  judgment 
5  revoking  the  Patent  (5  R.P.C.  525),  and  on  the  4th  of  March  1889  the  Court 
of  Appeal  dismissed  an  appeal  from  his  judgment  (6  R.P.O.  215).  On  the 
25th  of  July  1890  an  appeal  to  the  House  of  Lords  was  dismissed  (7  R.P.C.  367). 
On  the  16th  of  December  1896  the  Company  commenced  the  present  action  against 
the  said  J.  D.  Oibbs  and  Henriette  Onesime  Ruelle.    The  Company  claimed  that 

10  the  Defendants  might  be  ordered  to  assign  and  transfer  to  them  the  Letters  Patent 
referred  to  in  the  said  agreements  of  the  25th  of  May  1883  and  the  3rd  of  October 
1883,  payment  of  damages  for  breaches  of  agreement  and  warranty  contained 
in  the  said  agreement  of  the  25th  of  May  1883,  and  repayment  of  parts  of  the 
purchase-monies  attributable  to  Patents  or  parts  of  Patents  declared  invalid. 

15  On  the  10th  of  December  1897  an  Order  was  made  staying  proceedings  against 
J.  D.  (Hbbs  on  terms  that  had  been  agreed. 

The  Statement  of  Claim,  besides  setting  out  the  said  agreements,  and  alleging 
the  allotment  of  the  shares  to  the  vendors  or  their  nominees  and  the  payment 
of  9841  to  the  Defendant  Oibbs  and  of  1788/.  to  Oaulard,  alleged  (5)  that  the 

20  Patents  had  not  been  transferred  to  the  Company ;  (6)  that  the  said  Letters 
Patent  and  privileges  were  not  in  fact  valid,  but  were  either  entirely  or  in 
great  part  void  or  voidable ;  (7)  that  (inter  alia)  proceedings  had  been  taken, 
in  the  United  Kingdom,  and  as  a  result  the  Letters  Patent  in  respect  of  the 
United  Kingdom  had  been  declared  void  ;  (8)  that  the  Plaintiff  Company  had 

25  paid  and  incurred  a  liability  to  pay  large  sums  in  respect  of  costs ;  (9)  that 

such  of  the  said  Patents  and  privileges  as  had  not  been  declared  to  be  wholly 

void  were  by  reason  of  the  said  decisions  greatly  reduced  in  value  ;  Particulars 

of  special  damage  were  given. 

The  Plaintiffs  moved  for  judgment  against  the  Defendant  Ruelle  in  default 

30  of  Defence,  and  on  the  25th  of  March  1898  Stirling,  J.,  made  no  Order  on  that 
motion  except  that  the  costs  thereof  thrown  away  should  be  the  Plaintiffs'  costs 
of  action  in  any  event,  and  ordered  that  the  Defendant  should  be  at  liberty 
within  three  days  to  deliver  a  Defence  and  counterclaim  in  the  form  subse- 
quently delivered,  and  the  Plaintiffs  admitting  such  counterclaim  except  as 

35  to  the  sums  therein  mentioned,  and  both  parties  consenting  that  copies  and 
translations  of  the  judgments  of  any  foreign  Court  verified  by.  affidavit  might 
be  accepted  as  evidence  of  such  judgments,  and  that  they  would  be  bound  by 
such  judgments  so  far  as  they  established  the  validity  or  invalidity  of  the 
Patents  in  question  in  this  action,  and  in  particular  by  the  judgments  of  the 

40  Court  of  Civil  Tribunal  of  the  First  Instance  of  the  Department  of  the  Seine  and 
of  the  Second  Chamber  of  Appeal,  Paris,  in  the  Republic  of  France,  in  the  action 
of  the  Plaintiffs  against  the  Representatives  of  the  late  L.  Oaulard  and  consenting 
to  such  Order,  it  was  ordered  that  no  further  pleadings  should  be  delivered  in  the 
action,  but  that  the  Plaintiffs  should  be  at  liberty  to  set  it  down  as  a  non- 
45  witness  action  unless  the  Defendant  should  before  a  certain  date  give  notice  to 
adduce  oral  evidence.    The  Defendant  subsequently  gave  such  notice. 

The  Defendant's  Defence  and  counterclaim  stated  (inter  alia)  (2)  that  the 
Defendants  would  submit  as  a  matter  of  law  that,  according  to  the  true  con- 
struction of  the  agreements,  the  vendors  never  became  bound  by  or  gave  any 

50  warranty  whatever  that  the  Letters  Patent  were  valid  ;  "  (3)  in  or  about  May 
a  1889  the  Plaintiffs  commenced  proceedings  against  this  Defendant  and  others 
a  in  the  First  Chamber  of  the  Civil  Tribunal  of  the  Seine  at  Paris  for  the  purpose 
"  of  obtaining  specific  performance  by  the  vendors  of  the  said  agreement  of 
"  the  25th  of  May  1883,  together  with  damages  for  alleged  breaches  of  the  said 

55  "  agreement.    On  the  22nd  January  1892  the  said  Tribunal  by  an  interlocutory 
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"  judgment  appointed  an  expert  to  report  whether  the  Plaintiff  Company  had 
"  fulfilled  its  part  of  the  said  agreement  and  paid  to  the  representatives  of  the 
"  said  Lucien  Gaulard  the  sums  payable  to  them  thereunder.  The  said  expert 
"  reported  that  the  Plaintiffs  had  not  fulfilled  their  engagements  or  paid  to  the 
"  representatives  of  Gaulard  the  sum  to  which  they  were  entitled.  By  the  5 
"  judgment  of  the  said  Tribunal  in  the  said  action,  dated  the  12th  of  July  1894, 
"  the  Plaintiff  Company  obtained  an  Order  for  the  transfer  to  them  of  the  said 
"  Patents,  but  their  claim  for  damages  was  dismissed.  The  Plaintiff  Company, 
"  however,  had  always  made  default  in  'signifying'  the  said  judgment  as  is 
"  required  by  law  to  make  such  judgments  operative.  At  the  making  of  the  10 
"  said  judgment  the  Plaintiff  Company  admitted  that  they  were  liable  to  pay 
"  to  this  Defendant  a  large  sum  in  respect  of  purchase-money  and  profits  under 
"  the  said  agreement.  Appeals  were  presented  against  the  said  Order,  and  by 
u  the  judgment  of  the  Paris  Court  of  Appeal  of  the  Second  Chamber,  dated  the 
"  2nd  of  June  1897,  the  Plaintiff  Company  were  ordered  to  pay  to  this  Defen-  15 
"  dant  for  monies  due  from  the  Plaintiff  Company  to  this  Defendant  under  the 
"  said  agreement  the  sum  of  2581/.  3s. ;  such  sum  carries  interest  at  4J.  per  cent. 
"  and  remains  wholly  unsatisfied.  The  said  Court  of  Appeal  affirmed  the 
"  judgment  of  the  first  Court  dismissing  the  Plaintiff  Company's  claim  for 
"  damages ;  (4)  this  Defendant  will  object  as  a  matter  of  law  that  the  Plaintiffs'  20 
"  claim  in  this  action  is  bad  because  the  questions  arising  between  the  Plaintiff 
"  Company  and  this  Defendant  under  the  said  agreements  were  by  the  election 
"  of  the  Plaintiff  Company  submitted  to  the  decision  of  the  said  Courts  in  Paris 
"  and  are  in  fact  res  judicata.  This  Defendant  will  further  object  that  the 
"  Plaintiff  Company,  having  made  no  claim  for  breach  of  warranty  before  the  25 
"  French  Courts,  is  debarred  from  raising  such  claim  in  the  present  action." 
The  Defendant  also  alleged  that  the  Plaintiffs  were  in  default,  and  set  up  the 
compromise  with  Gibbs,  the  Statute  of  Limitations,  and  delay  on  the  Plaintiffs' 
part.    She  counterclaimed  for  2581/.  3s.  and  interest  and  for  other  relief. 

On  the  action  coming  on  for  trial  against  the  remaining  Defendant,  Rustle,  30 
before  COZENS-HARDY,  J.,  in  April  1899,  the  point  was  raised  that  on  the  death 
of  L.  Gaulard  all  the  benefits  under  the  Patents  survived  to  J.  D.  Gibbs,  and 
that  the  administratrix  of  L.  Gaulard  was  not  liable  as  alleged  by  the  Plaintiffs, 
since  no  covenant  could  be  required  from  her  in  an  assignment.  It  was 
arranged  that  these  points  should  be  first  argued.  Cozens-Hardy,  J.,  held  35 
that  the  interest  of  the  Patentees  under  the  Patent  was  joint  and  passed  by 
survivorship  to  J.  D.  Gibbs,  and  that  the  Plaintiffs  could  not  require  any 
covenant  from  the  Defendant  Ruelle  and  were  not  entitled  to  any  relief  against 
her.    Both  the  claim  and  counterclaim  were  dismissed  (16  R.P'.C.  339). 

On  the  29  th  of  August  1899  the  Defendant  Ruelle  gave  notice  of  appeal  that  40 
the  judgment  might  be  reversed  so  far  as  it  ordered  that  her  counterclaim 
should  stand  dismissed  against  the  Plaintiffs  with  costs. 

On  the  24th  of  October  1899  the  Plaintiffs  gave  notice  that,  upon  the  hearing 
of  the  Defendant's  appeal,  the  Court  would  be  moved  on  behalf  of  the 
Plaintiffs  for  an  Order  that  the  judgment  be  reversed  so  far  as  it  ordered  45 
the  action  to  stand  dismissed  against  the  Defendant  Ruelle  with  costs,  and 
that  judgment  might  be  entered  for  the  Plaintiffs  upon  their  claim  with 
costs,  or,  in  the  alternative,  that  the  action  might  be  referred  back  to 
Cozens-Hardy,  J.,  for  trial,  with  a  declaration  that  the  causes  of  action 
alleged  in  the  Statement  of  Claim  were  several,  and  not  joint,  causes  of  50 
action  and  survived  as  against  the  estate  of  L.  Gaulard  and  his  legal  personal 
representative. 

On  the  25th  of  April  1900  the  Court  of  Appeal  ordered  the  judgment  of 
Cozens-Hardy,  J.,  to  be  discharged,  and  declared  that  upon  the  true  construc- 
tion of  the  agreement  of  the  28th  of  May  1883,  the  right  of  the  Company  against  55 
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the  Defendant  Ruelle  was  to  be  ascertained  on  the  footing  that  Messrs.  Gaulard 
and  Gibbs  had  jointly  covenanted  to  assign  the  Patents  mentioned  in  the  said 
agreement  to  the  Company,  and  that  such  assignment  should  contain  joint  and 
several  covenants  by  the  said  Messrs.  Gauldrd  and  Gibbs  with  the  Company  ; 
5  that  such  Patents  were  valid  and  in  no  wise  void  or  voidable  ;  and  the  Court 
declared  that  the  amount  due  from  the  Company  to  the  Defendant  Rustle  on 
her  counterclaim  was  to  be  ascertained  on  the  footing  of  the  Order  dated  the 
25th  of  March  1898  above  mentioned,  and  ordered  that  the  action  and 
counterclaim  should  be  remitted  for  trial,  and  that  the  costs  of  the  action  and 

10  counterclaim,  and  of  and  occasioned  by  the  appeal,  including  the  costs  of  the 
Plaintiffs'  cross  notice,  should  be  dealt  with  by  the  Judge  at  the  trial  (17 
R.P.C.  306). 

.    The  action  now  came  on  for  further  trial. 
Moulton,  K.C.,  and  Gore-Browne  (instructed  by  Campbell,  Reeves,  and  Hooper) 

15  appeared  for  the  Plaintiffs ;  Eve,  K.C.,  and  Earle  (instructed  by  E.  Betteley) 
appeared  for  the  Defendant  Ruelle. 

Moulton,  K.C.,  opened  the  Plaintiffs'  case. — The  action  now  comes  back  on 
the  question  of  damages.  The  Patent  was  a  very  valuable  one.  The  Defendants 
say  that  the  question  of  breach  of  warranty  was  before  the  French  Courts,  but 

20  that  is  not  so.  Also,  the  compromise  with  Gibbs  expressly  reserved  the  Plaintiffs' 
rights  against  the  Defendant  Ruelle.  It  is  admitted  that  the  English  Patent  was 
invalid  ;  the  revocation  of  it  was  upheld  by  the  House  of  Lords.  [The  Specifica- 
tion was  referred  to.]  [Eve,  K.C. — The  amendment  of  the  Specification  created 
disconformity.]     The  Patent  was  held  to  be  anticipated  by  Jablochkoff,  and  the 

25  amendment  was  by  the  Patentees  themselves.  Moreover,  by  the  effect  of  the  Order 
of  the  25th  of  March  1898,  the  Defendants  are  bound  to  admit  that  the  Patent  was 
declared  invalid.  [The  judgment  of  Lord  Herschell,  in  Gaulard  and  Gibbs1 
Patent  (7  R.P.C.  367)  was  referred  to.]  I  propose  to  prove  the  value  of  the  Patent 
if  it  had  been  valid.     [Eve,  K.C. — We  will  not  put  you  to  proof  of  damage.] 

30  Eve,  K.C,  for  the  Defendants,  referred  to  the  agreements  and  continued. — 
Paragraph  9  of  the  Statement  of  Claim  is  not  now  relied  on  ;*  paragraph  7  is 
the  important  one.  From  the  date  of  the  agreements  the  Plaintiffs  have  been 
in  possession  of  the  Patents.  In  November  1888  Gaulard  died.  On  the  9th 
of    May    1889    proceedings  were  commenced  4n  France  against    Gaulard's 

35  estate,  in  which  the  claim  was  the  same  as  in  Claims  1  and  2  here.  The 
breaches  alleged  were  delay  and  non-regularisation  of  the  Patents  in 
Germany  and  Austria.  Gaulard }s  representatives  raised  a  defence  and  counter- 
claim that  the  Plaintiffs  had  not  performed  their  part  of  the  bargain  ;  in  1892 
there  was  a  reference  to  an  expert,  and  he  found  that  neither  as  to  shares  or 

40  cash  had  the  Plaintiffs  done  so.  This  report  was  varied  as  to  the  shares,  but 
about  2000J.  was  found  due  to  the  Defendant.  There  was  a  decree  for  specific 
performance,  the  Company's  claim  for  damage  was  dismissed,  and  also  the 
counterclaim  for  rescission.  The  Company  did  not  "  signify  "  the  judgment, 
but  the  Defendant  did  "  signify  "  the  judgment  for  her  on  the  counterclaim. 

45  Both  parties  appealed.  After  the  writ  in  this  action  was  issued  the  Company, 
in  May  1897,  filed  an  incidental  appeal  in  France,  which  I  submit  raised  the 
question  whether  they  were  entitled  to  damages  for  breach  of  warranty.  The 
appeals  in  France  were  dismissed  except  that  an  increased  sum  was  awarded  to 
the  Defendant,  for  which  we  now  counterclaim.     [Moulton,  K.C. — It  is  not 

50  open  to  the  Defendant  to  say  that  the  question  was  raised  in  the  French  Court 
(he  referred  to  the  Defence  and  to  an  affidavit).]  Assuming  that  it  was  not 
raised  it  might  have  been.    Having  regard  to  the  date  on  which  the  Patent  was 

•  It  was  arranged  that  the  matter  should  be  treated  as  if  only  the  English  Patent  was  oonoerned.   . 
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declared  to  be  invalid,  and  to  the  proceedings  in  France,  the  matter  is  res 
judicata.  At  all  events  the  Plaintiffs  in  those  proceedings,  purposely  or 
otherwise,  omitted  all  claim  for  the  breach  now  alleged. 

Evidence  was  called  by  the  Defendant  on  a  point  of  French  law  as  to 
"  signifying  "  a  judgment.  5 

Eve,  K.C. — Th?  claim  in  respect  of  breach  of  warranty  cannot  be  litigated  in 
this  action.     The  Plaintiffs  themselves  sought  the  foreign  tribunal  (Schibsby  v. 
Westenholz,  L.R.   6  Q.B.   155).      On  the  incidental  appeal    in    France    the 
Plaintiffs  asked  the  Court  to  say  that  they  had  a  sufficient  prima  facie  case  on 
breach  of  warranty  for  the  Court  to  stay  the  operation  of  the  judgment  until  the  10 
damages  were  ascertained,  in  order  that  there  might  be  a  set-off.     Long  before 
the  proceedings  in  France  the  matter  had  arisen,  and  before  the  reference  to  an 
expert  the  Patent  had  been  finally  held  to  be  bad.     If,  as  now  alleged,  there- 
was  a  total  failure  of  consideration  that  point  ought  to  have  been  then  raised. 
Whether  the  question  of  damages  for  breach  of  warranty  was  or  was  not  raised,  15 
the  Plaintiffs  are  now  precluded  from  raising  it  (Henderson  v.  Henderson,  3 
Hare  115 ;  Rousillon  v.  Rousillon,  L.R.  14  Ch.  D.  351 ;   Phosphate  Sewage 
Company  v.  Molleson,  L.R.  4  App.  Cas.  801).    The  matter  was  one  on  which 
the  French  tribunal    could    have    adjudicated.      [COZBNS-HARDY,    J.— The 
Plaintiffs  only  asked    the    Court  to  say   that  the  claim  was,  in    principle,  20 
admissible.]     \Moulton,  K.C. — They  only  asked  for  a  set-off  of  what  might  be 
found  due  to  them  in  the  English  action.    The  Defendant  is  bound  to  admit 
that  no  claim  for  breach  of  warranty  was  before  the  French  Court  (paragraph  4 
of  the  Defence).]      [Cozens-Hardy,  J. — The  point    remains    whether   the 
Plaintiffs  can  now  sue  elsewhere  for  other  breaches  of  the  agreement.]     It  is  25 
submitted  that  under  the  circumstances  they  are  precluded  from  doing  so. 

Moulton,  K.C,  and  Gore-Browne,  for  the  Plaintiffs. — Apart  from  any  question 
as  to  foreign  Courts,  each  breach  of  a  contract  may  be  sued  on  separately  ;  each 
breach  on  a  different  clause  gives  rise  to  a  separate  cause  of  action.  Cases,  such 
as  those  cited,  as  to  new  facts  are  quite  different ;  theBe  cases  only  apply  when  30 
there  is  the  same  cause  of  action.  Res  judicata  is  merely  a  question  of  what  has 
been,  not  what  might  have  been,  decided.  The  proceedings  in  France  were  all 
based  on  claims  for  specific  performance  and  damages  for  non-assignment. 
Moreover,  they  were  commenced  before  the  Patent  was  finally  held  to  be  bad. 
They  were  on  one  clause  of  the  agreement,  and  by  the  Defendant's  admission  not  35 
on  the  one  now  sued  on.  On  the  appeal  in  the  French  Court  no  new  cause  of 
action  could  have  been  raised  ;  at  all  events  the  Plaintiffs  were  not  bound  to 
raise  it.  The  Plaintiffs  merely  urged  that  the  money  should  be  kept  in  Court 
pending  the  result  of  the  English  action.  As  to  the  defence  of  the  Statute  of 
Limitations,  here  there  is  a  covenant  under  seal.  The  Plaintiffs  were  under  no  40 
obligation  to  include  all  claims  in  the  French  proceedings  even  if  they  could 
have  done  so  (Callandar  v.  Dittrich,  4  M.  &  Gr.  68).  LCozbns-Hardy»  Jf 
referred  to  Brunsden  v.  Humphrey  (L.R.  14  Q.B.D.  141).] 

Eve,  K.C,  in  reply. — When  the  whole  of  the  consideration  was  being  sued  for 
against  the  Plaintiffs,  that  was  the  time  when  they  ought  to  have  raised  their  45 
present  claim. 

Cozbns-Hardy,  J. — I  think  the  plea  of  res  judicata  fails.  I  could  not 
imagine  how  it  could  succeed  ;  but  the  French  judgment  is  so  lengthy  and  so 
peculiar  that  I  was  anxious  to  hear  what  could  be  said  about  it.  But  now  that 
that  has  been  done  it  seems  to  me  that,  in  accordance  with  perfectly  clear  and  50 
well-settled  principles,  the  defence  of  res  judicata  cannot  possibly  prevail.  A 
contract  under  seal  was  entered  into  under  which  Gaulard  and  Qibbs  agreed  to 
assign  certain  Patents  to  the  Plaintiff  Company,  and  they  also  agreed  jointly 
and  severally,  as  has  been  interpreted  by  the  Court  of  Appeal,  to  warrant  the 
validity  of  their  Patents.    There  was  great  delay  in  assigning  the  Patents  ;  55 
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there  was  litigation  in  this  country  for  revocation  of  the  English  Patent,  which 
was  only  one  of  the  many  Patents  which  Oaulard  and  Gibbs  bound  themselves 
to  assign.  The  Court  of  First  Instance  and  the  Court  of  Appeal  here  had  made 
an  Order  revoking  the  Patent,  but  the  Plaintiff  Company,  who  were  conducting 
5  this  litigation  and  opposing  the  Petition  for  revocation,  were  carrying  the  case 
to  the  House  of  Lords,  and  were  contending  that  the  Patent  was  good  and  ought 
not  to  be  revoked.  Pending  that  they  commenced  proceedings  in  France  ;  they 
commenced  an  action  for  what  we  should  call  specific  performance  of  the 
agreement  to  assign,  and  damages  for  delay.    It  is  said  in  the  defence  to  this 

10  action — and  I  think  it  is  perfectly  true — that  the  Plaintiff  Company  made  no 
claim  for  breach  of  warranty  before  the  French  Courts.  They  could  not,  when 
these  proceedings  were  commenced,  have  said  that  the  Patent  was  bad,  and  had 
been  declared  bad  by  a  judgment  which  was  a  judgment  in  rem,  because  they 
were  themselves  at  that  moment  litigating  the  matter  in  the  House  of  Lords, 
^15  where,  if  they  had  been  successful,  the  validity  of  the  Patent  would  have  been 
maintained.  The  French  proceedings  went  on  through  various  stages,  and  the 
result  of  the  French  proceedings,  so  far  as  they  were  originally  started,  may,  I 
think,  be  expressed  in  a  few  words  thus — that  the  Company  got  what  we  should 
call  a  judgment  for  specific  performance  against  the  Defendant,  and  there  was 

20  an  inquiry  as  to  the  extent  to  which  the  purchase  price  had  been  paid  to  the 
Defendant,  and  the  French  Court  held  that,  so  far  as  the  shares  which  were 
part  of  the  consideration  were  concerned,  the  vendors  had  had  the  purchase 
price,  but  that,  so  far  as  the  cash  portion  of  the  purchase-money  was 
concerned,  there    was  a    considerable    sum — I    forget    the    figures    now,    a 

25  sum  of  upwards  of  1000J.— due  from  the  Company  to  Madame  Ruelle  and 
to  GaularcTs  estate.  It  may  be  true — and  I  think  probably  it  is  true — that 
there  was  no  Order  to  pay  that  sum,  but  the  Company  had  the  grace  to  do  that 
which  they  could  not  avoid  doing ;  they  admitted  their  liability  to  pay  that 
which  the  French  Court  found  due  from  them.     But  when  it  got  before  the 

30  Court  of  Appeal,  by  which  date  the  decision  of  the  House  of  Lords  adverse  to 
the  Patent  had  been  given,  they  said,  "  We  have  commenced  proceedings  in 
"  England  for  breach  of  warranty."  That  is  this  very  action  which  is  before 
me  now,  and  they  sought  to  make  this  case — "  True,  we  owe  GaularcTs  estate 
"  a  certain  sum  of  money — upwards  of  1000?. — as  part  of  the  purchase  money, 

35  "  but  we  are  litigating  in  England  ;  we  are  making  a  claim  in  England  against 
"  GaularcTs  estate  for  damages  for  breach  of  warranty  of  the  validity  of  the 
**  Patents,  and  we  ought  not  to  pay  1000?,  odd,  the  balance  of  the  purchase 
"  money,  until  that  question  has  been  decided."  The  French  Court  held,  by 
its  judgment,  that  whether  the  claim  in  law  was  bad,  whether  it  was  being 

40  litigated  in  England  as  the  pleadings  said  it  was  being  litigated,  or  whether  it 
was  to  be  litigated  in  France,  was  no  answer  to,  and  was  not  in  any  way  relative 
to,  the  matter  which  was  alone  beforo  the  Court,  and  they  therefore  dismissed 
that  which  was  called  the  incidental  appeal  of  the  Company.  In  other  words 
I  cannot  find  that  the  question  of  breach  of  warranty  ever  was  litigated  in 

45  France.  There  is  no  finding  of  the  French  Court  that  Gaulard's  estate  was  or 
was  not  liable  for  breach  of  warranty,  and  when  once  I  have  arrived  at  that 
point  I  think  the  suggestion  of  res  judicata,  which  is  a  plea  of  substance  and 
not  of  form,  necessarily  fails.  It  was  sought  to  be  argued— at  least  I  thought  it 
was  sought  to  be  argued— on  behalf  of  GaularcTs  estate,  that  although  it  was 

50  true  that  the  Company  did  not  claim  in  the  French  proceedings  damages  for 

breach  of  warranty,  they  might  have  done  so,  because  it  was  a  right  under  the 

same  contract,  and  as  they  had  not  done  that  they  were  altogether  prevented 

!  from  raising  the  claim  for  breach  of  warranty.    That,  I  think,  was  a  perfectly 

|  hopeless  contention.    It  is  inconsistent  with  many  principles ;  it  is  inconsistent 

!  55   with  many  authorities,  of  which  I  will  only  mention  the  cab  case,  Brunsden  v. 
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Humphrey  (L.R.  14  Q.B.D.  141),  in  which  the  authorities  referred  to  by  Lord 
Justice  Bowen  in  the  course  of  his  judgment  seem  to  me  absolutely  decisive  of 
the  case.  I  must  therefore  hold  that  res  judicata  is  no  defence  to  the  claim  for 
damages ;  it  is  quite  clear  that  the  Statute  of  Limitations  is  no  defence ;  and 
that  being  so  I  presume  the  only  thing  I  have  to  do  is  to  direct  an  inquiry  as  to  5 
damages. 

Eve,  K.C — This  is  what  I  have  drafted  out :  "  Direct  an  inquiry  what  damages 
"  (if  any)  are  payable  to  the  Plaintiff  Company  by  the  estate  of  the  late  L. 
"  Gaulard  by  reason  of  the  breach,  so  far  as  the  British  Patent  (No.  4362  of 
"  1882)  is  concerned,  of  the  covenant,  contained  in  the  agreement  of  the  25th  of  10 
"  May  1883,  that  the  Patents  comprised  therein  were  valid  and  in  nowise  void 
"  or  voidable." 

Gore-Browne. — I  think  that  is  right,  my  Lord. 

As  assets  were  not  admitted,  a  decree  was  made  for  the  administration  of  the 
estate  of  L.  Gaulard,  but  it  was  directed  that  no  proceedings  should  be  taken  15 
under  the  decree  without  the  leave  of  the  Judge  in  Chambers.  * 

Judgment  was  given  for  2581/.  3s.  for  the  Defendant  on  the  counterclaim, 
but  it  was  directed  that  the  judgment  should  not  be  enforced  pending  the 
inquiry. 

After  considerable  discussion  the  Defendant  Ruelle  was  ordered  to  pay  the  20 
costs  of  the  action,  including  the  first  trial  and  also  the  further  trial,  and  the 
Plaintiffs  were  ordered  to  pay  the  costs  of  the  counterclaim,  with  the  usual  set- 
off, but  no  costs  were  given  of  the  appeal  to  either  side. 


In  the  Court  of  Appeal. 

Before  Lords  Justices  Rigby,  Collins,  and  Romer.  25 

June  27th,  1901. 

Marshalls,  Ld.  v.  Chameleon  Patents  Manufacturing  Company,  Ld. 

Patent — Action  to  restrain  infringement  and  for  other  relief — Construction 
of  Specification. — Action  dismissed  as  to  the  Patent  on  the  ground  of  non- 
infringement.— Appeal  allowed,  so  far  as  the  action  was  far  infringement  of  30 
Patent, 
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The  owners  of  a  Patent  for  "An  improvement  in  fly  catchers"  brought  an 
action  for  infringement.  T?ie  Defendants  did  not  question  the  validity  of  the 
Patent,  but  denied  infringement.  At  the  trial  it  was  hel^that  the  Defendants 
had  not  infringed,  and  judgment  was  given  for  them  on  this  and  on  certain  other 
5  claims  for  relief  which  were  made,  with  costs.  The  Plaintiffs  appealed  as  to  tlie 
infringement  of  the  Patent.  The  appeal  was  allowed,  and  an  injunction  was 
granted  to  restrain  infringement  with  an  inquiry  as  to  damages,  a  special 
Order  being  made  as  to  costs. 

On  the  19th  of  June  1893  Letters  Patent  (No.  12,000  of  1893)  were  granted  to 
10  Eli  Marshall  for  an  invention  of  "  An  improvement  in  fly-catchers." 

The  Complete  Specification,  as  amended,  described  the  invention  as  follows  :— 
"  It  consists  of  a  i  perforated '  reel  shaped  containing  vessel  or  box  Fig.  1 
"  holding  or  containing  a  glutinous  adhesive  paste.  To  this  containing  vessel 
"  string  or  vegetable  fibre  (known  as  rafia)  is  so  affixed  Fig.  2  and  arranged  that 
15  "  it  shall  be  drawn  through  the  perforation  Fig.  3  in  the  box  at  the  same  time 
"  receiving  the  coating  Fig.  3  of  fly  catching  paste." 

The  Patentee  claimed  "A  fly  catching  device  consisting  of  a  perforated 

"  containing  vessel  or  box  with  string  or  rafia  so  affixed  and  arranged  as  to  be 

"  drawn  through  a  perforation  in  the  said  containing  vessel  or  box,  for  the 

20  "  purpose  of  receiving  a  coating  of  fly  catching  paste  substantially  as  described." 


F  t  0.2 


FIC.3. 


On  the  27th  of  June  1899,  Marshalls,  Ld.,  in  whom  ijhe  Patent  was  then 
vested,  commenced  an  action  against  the  Chameleon  Patents  Manufacturing 
Company,  Ld.,  for  infringement  of  the  same  and  for  other  relief. 
The  Statement  of  Claim,  after  setting  forth  the  grant  of  the  Patent  and  the 
25  assignment  of  the  same  to  the  Plaintiff  Company,  and  alleging  the  validity  of 
the  Patent,  alleged  (so  far  as  related  to  infringement  of  the  Patent)  that  the 
Defendants  were  manufacturers  of  the  "Chameleon"  Patent  Fly  Catcher,  and 

2  O 
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that  they  had  for  some  time  past  manufactured  and  sold,  and  were  manufac- 
turing and  selling  for  their  own  profit  various  fly  catchers  made  according  to 
the  said  invention  or  differing  therefrom  only  in  immaterial  particulars,  that 
the  particulars  of  the  breaches  complained  of  were  the  manufacture  by  the 
Defendants  of  a  collapsible  tube  or  container  containing  a  sticky  substance,  and  5 
the  sale  thereof  to  certain  persons  therein  mentioned,  and  other  persons 
unknown. 

The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  that  they 
were  the  owners  of  a  Patent  (No.  21,741  of  1897)*  for  an  invention  consisting  of 
a  collapsible  tube  combined  with  a  slotted  mouth-piece  and  other  details  10 
adapted  for  catching  flies  as  in  the  Specification  mentioned,  and  they  denied 
that  the  manufacture  by  them  of  fly  catchers  according  to  their  Patent  or  of  a 
collapsible  tube  or  container  containing  a  sticky  substance,  and  the  sale  thereof 
as  in  the  Particulars  in  paragraph  12  of  the  Statement  of  Claim  described,  was 
any  infringement  of  the  Plaintiffs'  alleged  Patent  or  of  any  right  or  property  of  15 
the  Plaintiffs. 

The  Defendants  made  an  admission,  for  the  purpose  of  the  action  and  without 
admitting  infringement,  that  they  had  from  time  to  time  between  about  the 
month  of  May  1899,  and  the  then  present  time  (the  24th  of  April  1900) 
manufactured  and  sold  a  collapsible  tube  or  container  with  a  slotted  mouth-  20 
piece  containing  a  sticky  substance  for  the  purpose  of  use  as  a  fly  catcher,  and 
they  identified  one  of  such  tubes  as  an  example  of  the  penny  size  of  the 
tube  so  manufactured  and  sold.  The  tube  so  identified  was  not  exactly  that 
shown  in  Milne's  Specification  (see  the  Report  of  CJiameleon  Patents  Manu- 
facturing Company,  Ld.  v.  Marshalls,  Ld.  (17  R.P.C.  527)  but  was  like  an  25 
ordinary  paint  tube  with  a  screw  top  except  that  in  the  elongated  mouthpiece, 
over  which  the  cap  screwed,  there  was  on  each  side  a  longitudinal  cut  with 
graduated  holes  like  those  shown  at  F.  in  Milne's  Specification.  An  admission 
was  also  made  by  the  Plaintiffs,  but  this  did  not  relate  to  the  Patent  part  of 
the  case.  30 

On  the  13th  of  June  1900,  the  action  came  on  for  trial  before  Kekewich,  J., 
who  dismissed  the  action  on  the  ground,  as  to  the  Patent,  of  non-infringement. 
The  Plaintiffs  appealed. 

P.  O.  Lawrence,  K.C.,  and  A.  J.  Walter  (instructed  by  Foulger  and  Robinson) 
appeared  for  the  Plaintiffs ;  Warrington*  K.C.,  and  W.  R.  Sheldon  (instructed  35 
by  Sanderson,  Adkin,  and  Lee)  appeared  for  the  Defendants. 

P.  O.  Lawrence,  K.C.,  and  Walter,  for  the  Appellants. — There  is  no  question 
as  to  the  validity  of  the  Patent,  which  has  been  largely  used  and  is  very  useful, 
though  simple.  [Specification  read.]  The  device  enables  one  to  put  the  paste 
on  without  touching  it.  [The  Defendants'  device  was  described  and  shown.]  40 
It  comes  exactly  within  the  words  of  the  Plaintiffs'  claim.  Court  will  not  go 
into  subject-matter  where  the  Defendants  themselves  do  not  raise  it.  In  the 
claim  the  reel  is  not  mentioned.  [The  judgment  of  Kekewich,  J.,  was  read.] 
Evidently  Kekewich,  J.,  thought  there  was  no  subject-matter  and  did  not  like 
to  grant  an  injunction  ;  but  he  ought  to  have  only  considered  the  meaning  of  45 
the  claim.  [Romer,  L.J.— Do  not  the  words  "substantially  as  described  "  fix 
you  to  the  same  kind  of  box  ?]  The  shape  of  the  box  is  not  material  ;  any  box 
would  perform  the  same  function. 

Slieldon  for  the  Respondents. — In  construing  the  Specification  one  must  read 
the  claim  with  the  descriptive  part.    The  essence  is  a  reel-shaped  box  intended  50 
to  be  hung  on  a  string.    The  Specification  cannot  be  read  to  cover  every  string 
to  be  drawn  through  viscous  matter.    The  Defendants'  device  is  not  a  perforated 

*  The  Specification  will  be  f  onnd  in  the  report  of  the  Chameleon  Patents,  $c.  Company,  Ld.  v. 
Marshallt,  Ld.  (17  R.P.O.  527). 
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vessel ;  it  has  merely  a  slot  in  it.  The  Patent  cannot  be  treated  as  being  as 
wide  as  is  contended.  Really  what  is  claimed  is  a  reel-shaped  thing  with  a 
string  attached  in  a  particular  way.  The  Defendants  adopt  a  very  old  way  of 
catching  flies  and  a  well-known  squeezible  vessel ;  also  the  string  is  not 
•>  attached  at  all.  Any  string  which  gets  its  viscous  matter  from  a  perforated 
vessel  would  be  prohibited  if  the  Plaintiffs'  contention  is  right. 

Walter  in  reply. — There  is  nothing  said  in  the  Specification  as  to  the  material 
of  the  vessel,  nor  in  what  part  the  string  is  to  go  through  ;  the  shape  of  the 
vessel    is    also    immaterial.     The    Defendants    utilise  the    purposes    of    the 

10  invention. 

RiGBY,  L.J. — This  is  a  case  in  which  we  have  very  little  choice  given  us  as  to 
what  we  have  to  do.  There  is  a  claim  made  which  is  no  way  attacked  at  all,  and 
the  Plaintiffs  allege  that  a  certain  apparatus,  which  is  imitated  really,  is  admitted 
to  be  good  subject-matter  for  a  Patent.    I  cannot  say  that  it  is  not,  and  I  cannot  say 

15  that  there  is  not  an  infringement,  so  that  of  course  we  must  give  the  Plaintiffs  an 
Order.  We  must  at  the  same  time  take  care  that  they  pay  the  costs  of  that  part 
of  the  action  which  has  not  been  argued  here  at  all.  All  costs  were  given  in 
the  Court  below,  but  now  we  must  not  give  the  costs  of  that  part  upon  which 
no  Order  is  asked  for.     I  think  the  Plaintiffs  are  entitled  to  an  Order  limited 

20  in  the  sense  in  which  they  have  claimed. 

Collins,  L.J. — The  appeal  here  is  only  against  that  part  of  Mr.  Justice 
KekewicKs  judgment  which  held  that  there  was  no  infringement  of  the  Plaintiffs' 
Patent.  The  Patent  has  not  been  challenged  in  any  of  the  ordinary  ways. 
The  only  question  raised  upon  it  by  the  pleadings  is  whether  that  which  the 

25  Defendants  have  made  is  an  infringement  of  the  Plaintiffs'  Patent,  which  is 
admittedly  good.  When  one  comes  to  read  the  claim  in  the  Plaintiffs'  Patent 
it  seems  to  me  impossible  to  say  that  the  Defendants'  appliance  is  not  an 
infringement  of  it.  Taking  the  Patent  in  its  ordinary  sense,  it  seems  to  me 
that  the  essential  idea,  or  the  essential  thing  claimed,  is  a  perforated  containing 

30  vessel  or  box,  with  strings  so  affixed  and  arranged  as  to  be  dfawn  through  a 
perforation  in  the  said  vessel  or  box,  for  the  purpose  of  receiving  a  coating  of 
fly  catching  paste.  That  seems  to  me  to  be  the  essential  idea,  and  I  do  not  think* 
that  it  is  cut  down  by  the  succeeding  words,  u  substantially  as  described,"  so  as  to 
be  limited  to  the  reel-shaped  box  in  the  exact  form  described  in  the  drawings. 

35  Taking  the  claim  in  its  ordinary  sense,  and  without  any  regard  to  the  necessity 

of  limiting  a  claim  so  that  it  may  be,  if  the  question  ever  arises,  the  subject  of 

-    a  valid  Patent — taking  the  claim  in  its  ordinary  sense*  and  assuming  it  to  be 

perfectly  good  without  putting  any  limitation  upon  it  in  order  to  make  it  good 

— it  seems  to  me  that  what  the  Defendants  do  is  clearly  an  infringement  of  it ; 

40  they  have  a  containing  vessel ;  they  have  viscous  matter  in  the  containing 
vessel,  and  they  have  a  perforation,  or  that  which  is  equivalent  to  a  perforation, 
through  which  they  draw  a  string  for  the  purpose  of  covering  the  string  with 
the  viscous  matter.  It  seems  to  me,  therefore,  that  they  have  reproduced  the 
essential  part  of  the  Plaintiffs'  Patent,  and  that  this  is  a  clear  infringement.. 

45  Then  the  costs  will  be  determined  by  reference  to  the  fact  that  the  Plaintiffs 
failed  below  upon  every  part  of  the  action,  and  here  they  succeed  upon  the 
infringement. 

ROMER,  L.J. — I  agree.  For  reasons  which  are  pretty  obvious  I  sympathise 
with  my  brother  Kekeurich  in  his  judgment,  and  it  is  only  with  reluctance  that 

50  I  feel  compelled  to  differ  from  him  in  this  appeal.  Seeing  that  this  Patent  is, 
on  the  face  of  it,  one  for  fly  catching,  and  looking  at  the  true  construction  of 
the  Specification,  on  the  true  construction  of  the  claim,  which,  in  its  terms,  does 
not  make  the  reel  shape  of  the  vessel  containing  the  viscous  matter  part  of  the 
claim,  I  cannot  say  that  the  reel  shape  of  the  containing  vessel  was  an  essential 

55  part  of  the  Patent,  or  of  the  claim.  In  my  opinion  it  clearly  was  not. 
Obviously  the  fly  catching  apparatus  is  the  string  and  the  viscous  matter,  the 

2  o  2 
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string  being  covered  by  the  viscous  matter  in  the  manner  shown  in  the  Patent 
by  being  drawn  through  the  holes  in  the  box.  The  reel  shape  of  the  box  is 
obviously  only  of  use  for  the  purpose  of  holding  string,  and  that  being  so,  I 
think  on  the  fair  construction  of  this  Specification — we  being  bound  to  admit 
the  validity  of  this  Patent — one  cannot  say  that  the  reel  shape  of  the  box  has  5 
been  made  a  portion  of  the  claim.  Looking  at  the  nature  of  the  claim  it  is  clear 
to  my  mind  that,  admitting  the  validity  of  the  Patent,  there  has  be4n  an 
infringement  in  this  case. 

That  being  so,  on  the  Patent  part  of  this  action,  the  Plaintiffs  will  be 
entitled  to  the  usual  relief.  The  action,  so  far  as  it  sought  other  relief,  will  10 
be  dismissed  with  costs.  On  the  action,  so  far  as  it  relates  to  the  Patent,  the 
usual  form  of  Order  will  be  made ;  that  is  to  say,  there  will  be  an  injunction 
restraining  the  Defendants  from  further  infringing  this  Patent,  and,  as  the 
Plaintiffs  ask  for  it,  there  must  be  an  inquiry  as  to  damages.  The  costs  of  that 
ipquiry  will  be  reserved  in  the  usual  way,  with  liberty  to  apply  in  Chambers  as  15 
to  those  costs,  and  as  to  the  payment  of  any  damages.  The  Plaintiffs  will 
get  the  costs  of  the  action  up  to  and  including  judgment,  with  a  set-off  against 
those  costs  which  they  have  had  to  pay,  and  they  will  get  the  costs  of  the 
appeal. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 

July  15th,  1901. 

La    Soci&te    Anonyme  des  Anciens    Etablissements    Panhard    et 
5      Levassor  v.  Panhard-Levassor  Motor  Company,  Ld.,  and  Others, 

and 

La    Soci&r*    Anonyme    des   Anciens    Etablissements    Panhard    et 
Levassor  v.  Panhard  Company,  Ld.,  and  Others. 

English  Company  registered  in  a  name  similar  to  that  of  a  French  Company. 

10  — Action  by  French  Company  against  such  English  Company  and  the  seven 

persons  who  signed  the  Memorandum  of  Association. — English  market. — Belief 

granted  against  Defendant  Company  and  also  against  the  seven  signatories 

individually. 

An  English  Company  having  been  registered  in  a  name  similar  to  that  of  a 

15  French  Motor  Car  Company,  who  had,  at  the  commencement  of  the  action,  no 

place  of  business  in  England,  but  whose  goods  sometimes  were  imported  by 

purchasers   abroad,    the   French    Company    brought  an  action  against  the 

English  Company  and  the  seven  persons  who  signed  the  Memorandum  of 

Association  for  (J)  an  injunction  to  restrain  the  Defendants  from  using  the 

20  names  P.  and  L.,  or  either  of  them,  or  any  other  name  colourably  resembling 

the  name  of  the  Plaintiffs  in  connection  with  the  manufacture  or  sale  of  motor 

cars;    (2)  an  injunction  to  restrain  the  Defendants,  the  signatories,  from 

allowing  the  Defendant  Company  to  remain  registered  under  its  present  name ; 

(3)  damages  and  costs. 

25       Held,  tfiat  the  Plaintiffs  were  entitled  to  relief,  with    cos*9    against  the 

Defendant  Company  and  also  against  its  co-Defendants. 
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On  the  29th  March  1900  seven  persons,  none  of  whom  bore  either  the  name  of 
Panhard  or  that  of  Levassor,  registered  two  Companies  under  the  names  of  the 
Panhard-Levassor  Motor  Co?npany,  Ld.,  and  the  Panhard  Company,  Ld., 
respectively.  Each  Company  had  a  capital  of  100J.,  and  each  of  the  seven 
persons  in  question  signed  the  Memorandum  of  Association  in  each  case  as  the  5 
holder  of  one  share.  No  Articles  of  Association  were  filed  by  either  Company, 
and  neither  Company  had  any  other  shareholders,  nor  were  any  directors 
appointed,  so  that  the  signatories  of  the  Memorandum  were  the  first  directors 
of  the  Company.  Upon  hearing  of  the  registration  of  these  Companies  the 
Plaintiff  Company,  who  carry  on  business  in  Paris,  and  had  at  that  time  no  10 
place  of  business  in  England,  wrote  to  the  solicitors  for  the  Companies  and 
requested  that  their  names  should  be  changed,  on  the  ground  that  their 
existence  under  these  names  was  likely  to  lead  to  confusion.  The  Companies' 
solicitors,  on  the  3rd  of  May,  replied  declining  this  request,  but  said  that  the 
Companies  had  not  yet  commenced  to  carry  on  business,  and  that  when  they  did  so  15 
care  would  be  taken  not  to  infringe  the  Patent  or  other  rights  of  the  Plaintiff 
Company.  The  Plaintiff  Company  thereupon  commenced  an  action  against 
each  of  the  Defendant  Companies  and  the  signatories  of  its  Memorandum 
of  Association  for  the  purpose  of  obtaining  in  each  case  (1)  an  injunction  to 
restrain  the  Defendants  and  their  agents  or  servants  from  using  the  names  of  20 
PanJiard  and  Levassor,  or  either  of  them,  or  any  title  or  description  including 
those  names  or  either  of  them,  or  otherwise  colourably  resembling  the  name  of 
the  Plaintiffs,  in  connection  with  the  manufacture,  use,  or  sale  of  or  other  dealing 
in  motor  cars  or  parts  thereof  ;  (2)  an  injunction  to  restrain  the  Defendants,  the 
signatories,  from  allowing  the  Defendant  Company  to  remain  registered  under  25 
its  existing  name  or  any  such  title  or  description  as  aforesaid.  The  Plaintiffs 
also  claimed  damages  and  costs.  Upon  motions  for  an  interim  injunction  the 
Defendants  agreed  not  to  use  the  names  objected  to  until  the  trial  of  the  action, 
and  also  to  abide  by  the  result  of  the  action  agaiost  the  Panhard-Levassor 
Motor  Company,  so  that  only  one  action  should  be  tried.  30 

The  Statement  of  Claim  in  the  action,  after  setting  forth  that  the  Plaintiffs  were 
a  Company  constituted  under  the  law  of  France  in  1897,'carrying  on  the  business  of 
engineers  and  manufacturers  of  motors  and  motor  cars  in  Paris,  and  were  the  suc- 
cessors in  business  of  the  former  firm  of  Panhard  et  Levassor,  and  that  the  reputa- 
tion of  their  motors  and  motor  cars  was  a  high  one  in  all  parts  of  the  world,  35 
continued  : — "  (3)  The  words  *  Panhard-Levassor,'  and  '  Panhard,'  are  universally 
"  known  in  the  trade,  in  the  United  Kingdom  and  elsewhere,  as  exclusively 
44  designating  the  goods,  and  particularly  the  motors  and  motor  cars,  manufactured 
44  or  sold  by  the  Plaintiffs  and  their  predecessors.  No  other  persons  bearing  either 
44  of  the  said  names  manufacture  or  trade  in  motors  or  motor  cars,  or  parts  thereof,  40 
44  and  the  Plaintiffs  have  the  exclusive  right  to  the  use  of  the  said  names  in  the 
44  connection  aforesaid.  (4)  The  last  seven  of  the  above-named  Defendants  have 
44  wrongfully  and  fraudulently,  and  with  intent  to  injure  the  Plaintiffs  in  their 
44  said  business,  conspired  together  to  form,  and  have  formed  and  procured  the 
-  Defendant  Company  to  be  registered  under  the  Companies  Acts,  1862  to  1893.  45 
44  The  Defendant  Company  was  registered  on  the  29th  day  of  March  1900,  with 
44  a  capital  of  100/.  in  100  U.  shares.  (5)  The  object*  for  which  the  Defendant 
44  Company  was  formed,  and  which  the  Defendants  had  in  view,  include 
44  principally  the  manufacture,  sale,  use,  lending  upon  hire,  and  other  dealing 
44  in  motor  cars  and  parts  thereof.  The  other  seven  Defendants  have  signed  the  50 
4%  Memorandum  of  Association  of  the  Defendant  Company,  and  are  the  only 
44  holders  of  shares  therein.     No  other  directors  of  the  Defendant  Company 
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4  have  been  appointed.  (6)  The  Defendant  Company  threaten  and  intend  to 
4  manufacture  and  sell,  and  to  advertise  the  fact  that  they  so  manufacture  and 
4  sell,  motor  cars  or  parts  thereof.    (7)   By  the  existence  of  the  Defendant 

*  Company  under  its  present  name,  even  without  selling  motor  cars  or  parts 
4  thereof,  and  particularly  if  they  so  sell  or  manufacture,  the  Plaintiffs  are  and 
4  will  be  injured  in  the  following  ways  : — (a)  The  public  and  purchasers  and 
4  users  of  motor  cars  and  parts  thereof,  in  the  United  Kingdom  and  elsewhere, 
4  are  and  will  be  led  to  believe,  contrary  to  the  fact,  that  the  Defendants  are 
14  carrying  on  business  for  or  on  behalf  of  the  Plaintiffs  as  their  agents  or  other- 

10  **  wise,     (b)   The  public  and  such  purchasers  and  users  as  aforesaid  will  be 
4  deceived  by  being  induced  to  purchase  or  use  motor  cars  or  parts  of  cars 
manufactured  or  sold  by  the  Defendant  Company  as  and  for  those  of  the 
Plaintiffs,    (c)  Goods  inferior  to  those  of  the  Plaintiffs  can  be  produced,  sold, 
44  and  used  under  a  name  so  colourably  resembling  that  of  the  Plaintiffs  as  to  be 
15  "  calculated  to  deceive  the  public  and  to  injure  the  reputation  of  the  Plaintiffs. 
4  (d)  The  Plaintiffs  are  and  will  be  prevented  from  registering  themselves  as  a 
k  Company  under  their  own  name,  or  from  registering  a  Company  under  a  name 
4  similar,  or  substantially  similar,  to  their  own,  to  carry  on  busiuess  for  or  on 

*  behalf  of  the  Plaintiffs  as  their  agents  for  the  sale  of  their  goods  or  otherwise. 
20  <4  (8)  In  any  case  the  name  of  the  Defendant  Company  so  colourably  resembles 

*  that  of  the  Plaintiffs  as  to  be  calculated  to  deceive  the  public  and  to  injure  the 
Plaintiffs  as  aforesaid,  and  the  Defendants  have  refused  and  continue  to  refuse 

4  to  alter  the  said  name  although  requested  by  the  Plaintiffs."  The  Plaintiffs 
claimed  the  relief  hereinbefore  stated. 

25  The  Defendants  by  their  Defence  denied  the  allegations  in  paragraph  3  of 
the  Statement  of  Claim,  and  alleged  : — "  The  Plaintiffs  are  manufacturers  in 
44  Paris  of  motor  cars  made  under  a  group  of  Patents  taken  out  in  France  to 
44  protect  in  thati  country  a  system  of  making  motor  cars  known  as  the  Daimler 
44  system.    The  English   Patents   relating  to  that  system  are  owned  by  the 

30  44  British  Motor  Company.  The  Daimler  system  is  of  German  origin,  and  the 
44  original  Patents  for  the  inventions  comprising  the  system  are  German  Patents. 
44  The  Plaintiffs  have  no  license  from  the  British  Motor  Company  to  import 
44  into  England  or  deal  with  in  England  cars  manufactured  under  the  Daimler 
44  Patents  in  France.      The  importation  into  England  of  such  cars  is  illegal. 

35  u  The  use  of  the  word  Panliard  or  Panliard-Leva&sor  referring  to  a  motor  is 
44  understood  in  the  trade  to  refer  merely  to  the  general  type  of  car  and  not  to 
44  the  manufacturers.  A  Panhard  or  Panhard- levassor  car  may  be  known 
44  as  a  4  German  Panhard,'  a  4  French  Panhard,'  a  'Belgian  Panhard,'  or  an 
444  English  Panhard,'  according  to  the  country  of  origin,  or  if  a  special  type 

40  <4  4  Panhard '  were  made  by  a  particular  maker  by  the  name  of  that  maker  in 
44  addition  to  the  name  Panhard  or  Panhard-Levassor.  The  Panhard  or 
44  Panhard-Levassor  type  is  well  known  as  referring  to  cars  manufactured 
44  under  the  Daimler  Patents,  but  not  necessarily  by  the  Plaintiff  Company. 
44  The   Defendant  Company  intends  to  acquire  licenses  to  manufacture  and 

45  44  vend  in  England  motor  cars  constructed  according  to  the  Daimler  Patents." 
The  Defendants  also  denied  the  allegations  in  paragraphs  6,  7,  and  8  of  the 
Statement  of  Claim,  and  alleged : — "  The  Defendant  Company  has  not  yet 
44  commenced  business,  and  has  not  yet  manufactured  or  sold  any  motor  cars. 
44  If  and  when  they  do  commence  business  and  manufacture  and  sell  they  will 
14  not  infringe  any  Patent  or  other  rights  which  the  Plaintiff  Company  may 
44  have  in  this  country.  The  Defendants  so  informed  the  Plaintiff  Company 
14  prior  to  the  action  by  letter  from  the  Defendant  Company's  solicitors  to  the 
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"Plaintiff  Company's  solicitors  of  the  3rd  of  May  1900.  The  Defendants  have 
u  no  intention  of  doing  anything  to  induce  the  belief  that  any  cars  manufactured 
"  or  sold  by  them  are  cars  manufactured  by  the  Plaintiff  Company." 

The  action  came  on  for  trial  before  Mr.  Justice  Farwbll. 

Moulton,  K.C.,   Waiter,  J.  F.  Iselin,  and  H.  F.  Moulton  (instructed  by  J.  B.  5 
and  F.  Purchase)  appeared  for  the  Plaintiffs  ;  Upjohn,  K.C.,and  Stewart  Smith 
(instructed  by  Vallance,  Birkbeck,  and  Barnaivl)  for  the  Defendants. 

Moulton,  K.C.,  for  the  Plaintiffs.— The  assumption  of  the  Plaintiffs'  name  by 
this  Company  is  plainly  a  gross  fraud,  and  the  Plaintiffs  are  entitled  to  the  relief 
which  they  ask.  Since  no  Articles  of  Association  have  been  registered,  the  Articles  10 
of  the  Company  are  constituted  by  Table  A  in  the  First  Schedule  to  the  Com- 
panies Act,  1862,  and  since  no  directors  have  been  appointed  the  seven  signatories 
of  the  Memorandum  are,  by  Article  (53)  of  Table  A,  to  be  deemed  to  be  its 
directors.    Consequently  we  are  entitled  to  the  relief  which  we  ask  against  them. 

Sir  David  Salomons,  C.  Jarrott  (secretary  of  the  Plaintiffs'  agency  in  England),  15 
Reni  de  Knyff  (a  director  of  the  Plaintiff  Company),  O.  Fenton,  Hon.  C.  S. 
Bolls,  H.  Weguelin,  Count  de  Chasseloup-Laubat  (member  of  the  jury  in  the 
motor  car  section  of  the  Paris  Exhibition  of  1900),  and  Claude  Johnson  (secretary 
of  the  Automobile  Club),  gave  evidence  on  behalf  of  the  Plaintiffs  to  the  effect 
that  the  words  "  Panhard  "  and  "  Panhard-Levassor  "  exclusively  referred  to  the  20 
Plaintiffs'  cars. 

For  the  Defendants,  Alfred  Burgess,  secretary  of  the  Motor  Manufacturing 
Company,  gave  evidence  that  the  Defendant  Company  had  been  registered  by 
the  direction  of  the  Motor  Manufacturing  Company  in  order  to  prevent  any 
one  else  from  acquiring  a  license  from  the  British  Motor  Company  under  the  25 
name  of  Panhard-Levassor. 

Upjohn,  K.C.,  for  the  Defendants. — The  Plaintiffs  have  no  place  of  business 
in  this  country,  or  at  any  rate  had  none  at  the  commencement  of  this  action, 
and  therefore  they  are  not  entitled  to  the  protection  of  the  Court.  They  are 
unable  to  trade  in  this  country  because  the  whole  field  of  the  industry  is  30 
covered  by  Patents  which  belong  to  others,  and  the  fact  that  the  Plaintiffs'  cars 
have  been  imported  by- others,  who  have  licenses  from  the  Patentees,  will  not 
help  them.  [Farwbll,  J.— Emperor  of  Austrian.  Day  (2  Giff.  628),  shows 
that  they  may  be  entitled  to  the  protection  of  the  Court  even  if  they  have  no 
market  in  this  country  ;  but  by  whatever  means  their  cars  get  into  this  country,  35 
the  consequent  increase  of  their  reputation  benefits  the  Plaintiffs.]  It  is 
necessary  for  the  Plaintiffs  to  show  that  their  name  is  known  in  the  English 
market  (Jamieson  v.  Jamieson,  15  R.P.C.  169,  192).  ^Moulton,  K.C.,  referred 
to  Collins  Company  v.  Brown  (3  K.  &  J.  423.)]  In  that  case  the  goods  were 
exported  to  Australia  and  elsewhere,  where  the  Plaintiffs  already  sold  their  40 
goods ;  in  other  words  there  was  interference  with  an  existing  market.  We 
have  done  nothing  but  take  a  name  similar  to  that  of  the  Plaintiffs,  and  it  does 
not  follow  that  confusion  will  necessarily  result  (Burgess  v.  Burgess, 
3  De  G.  M.  &  G.  896). 

The  Plaintiffs'  counsel  were  not  called  upon  to  reply.  45 

Farwbll,  J. — This  appears  to  me  a  plain  case.  The  Plaintiffs  are  a  well- 
known  firm  of  manufacturers  of  motor  cars.  Their  reputation  on  the  evidence 
has  for  some  years  been,  I  may  say,  European — including  in  that  term  England. 
Their  reputation  has  certainly  extended  to  England  for  several  years.  Although 
until  last  December  they  had  no  agency  in  England,  and  did  not  sell,  so  far  as  60 
I  see,  directly  to  England,  they  sold  indirectly  in  the  sense  that  a  Company 
bought  their  cars  and  imported  them  into  England,  and  individuals  went  over 
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to  Paris  and  bought  cars  there  and  imported  them  into  England,  so  that 
England  was  one  of  their  markets.  The  difficulty  about  England  was  that 
there  were  certain  English  Patents,  and  so  far  as  regards  the  great  majority,  at 
any  rate,  if  not  all,  of  the  cars  formerly  made  by  the  Plaintiff  Company  they 
5  could  not  be  imported  into  England  without  the  license  of  the  Patentees.  In 
many  cases  those  licenses  were  obtained,  and  the  manufacturers,  the  Plaintiffs, 
got  the  benefit  of  the  English  market,  although  they  only  got  it  indirectly  in 
the  way  I  have  mentioned. 

The  Defendants  have  registered  a  Company  in  England  under  the  name  of 

10  the  Panhard-Levassor  Motor  Company,  Ld.  The  seven  signatories  are  joined 
as  Defendants.  There  is  absolutely  no  sort  of  excuse  or  justification  for  taking 
the  name  u  Panhard-Levassor."  It  is  said  that  their  object  is  not  so  much  to 
annex  the  reputation,  and  get  the  benefit  of  the  reputation  of  the  Plaintiff 
Company,  as  it  is  to  shut  out  the  Plaintiff  Company  and  prevent  their  inter- 

15  f  ering  with  some  other  Company  which  is  not  a  party  to  this  action.  I  can  only 
say  that  I  have  nothing  to  do  with  that.  I  judge  the  case  as  I  have  it  before 
me,  and  I  find  seven  persons  signing  the  Memorandum  of  a  Company  with  a 
capital  of  1002.  divided  into  100  shares  of  1/.  each,  with  seven  signatories,  and 
therefore  an  actual  paid-up  capital  of  either  71.,  or  with  an  unpaid-up  capital 

20  of  11.,  for  I  do  not  know  whether  that  has  been  paid  or  not.  So  far  as  regards 
the  question  which  has  been  argued  of  the  right  of  the  Plaintiffs  to  an  injunc- 
tion, it  appears  to  me  to  be  covered  by  the  case  of  the  Collins  Company  v. 
Brown  which  has  been  referred  to,  which  is  reported  in  3  Kay  and  Johnson, 
page  423  ;  but  apart  from  that  I  should  have  thought  it  was  plain  that  in  a  case 

25  such  as  I  have  stated  this  Court  would  certainly  interfere  to  protect  a  foreign 
trader  who  has  a  market  in  England,  in  the  way  I  have  specified,  from  having 
the  benefit  of  his  name  annexed  by  a  trader  here  in  England  who  assumes  that 
name  without  any  sort  of  justification. 

Then  the  only  part  of  the  case  which  has  caused  me  a  little  difficulty  is 

30  the  claim  against  the  seven  Defendants  who  have  signed  the  Memorandum 
and  who  are  the  directors  and  only  members  of  the  Company.  The  allegation 
is  that  they  have  fraudulently  and  wrongfully  and  with  intent  to  injure  the 
Plaintiffs  in  their  business  conspired  together  to  form,  and  have  formed,  and 
procured  the  Defendant  Company  to  be  registered,  and  so  on.    The  conclusion 

35  I  have  come  to  is  that  it  follows  from  my  holding  on  the  first  point — namely, 
that  the  Defendant  Company  has  the  fraudulent  intention  of  annexing  the 
benefit  of  the  Plaintiffs'  name — that  the  persons  who  have  formed  that 
Company  and  caused  it  to  be  registered  are  guilty  in  the  eye  of  this  Court 
of  a  fraudulent  conspiracy  to  carry  into  effect  that  which  the  Company,  an 

40  entity  without  body  or  soul,  has  attempted  to  do,  and  are  liable  in  damages 
accordingly.  I  think  it  would  certainly  be  exceedingly  unfortunate  if  the 
Court  were  to  hold  that  a  limited  Company  could  be  formed  with  a  very 
small  nominal  capital  for  the  purpose  of  trying  to  do  unlawful  acts,  fraudulent 
acts,  illegal  acts,  and  that  no  one  would  be  liable   except  the  incorporated 

45  body,  which  in  the  particular  case  may  or  may  not  have  seven  pounds  or 
seven  shillings  capital. 

In  my  opinion,  the  relief  which  I  grant  on  the  first  head  against  the  Company 
involves  a  similar  relief  against  the  Defendants  who  have  caused  the  Company 
to  be  registered.     No  damages  have  been  proved,  and  I  do  not  think  any  have 

50  been  suffered,  because  the  Defendant  Company  has  not  carried  on  business  ; 
and  as  to  the  injunction,  inasmuch  as  these  Defendants  are  the  directors,  and 
the  sole  shareholders  in  the  Company,  I  see  no  reason  why  I  should  not 
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grant  an  injunction  against  them  in  the  terms  of  the  second  clause  of  the 
prayer  of  the  Statement  of  Claim  and  costs,  and  of  course  it  is  as  regards 
costs  that  it  is  most  material.  ! 

Upjohn,  K.C. — I  understood  that  your  Lordship  was  going  to  grant  it  under 
the  first  paragraph.  $  i 

Fab  WELL,  J. — The    first    paragraph   is,    "An  injunction    to    restrain    the  i 

"  Defendants  and  their  agents  or  servants  from  using  the  names  of  Panhard  ' 

"  and  Levassor" 

Upjohn,  K.C. — With  regard  to  the  second  branch,  I  do  not  know  how  we  can 
do  that.  10 

Faewbll,  J. — I  think  you  can.     You  can  change  your  name.    It  has  been 
done  over  and  over  again  I  am  sure. 

Moulton,  K.C. — It  was  done  in  the  "  Kodak  "  case  {Eastman  Pfiotographic 
Materials  Company  v.  John  QriffitJis  Cycle  Corporation,  15  R.P.C.  105). 

Farwbll,  J. — I  certainly  do  not  mean  to  leave  you  as  a  registered  Company  %b 
under  that  name. 

Upjohn,  K.C. — We  shall  have  to  get  permission  from  the  Board  of  Trade. 

Farwbll,  J. — You  must  get  that  or  wind  yourselves  up.    I  am  not  going  to 
allow  Panhard- Levassor  to  remain  as  an  English  Company.    It  would  have  the 
effect,  which  you  candidly  stated  was  your  object,  namely,  to  prevent  another  90 
Company  with  the  same  name  from  being  registered. 

The  terms  of  the  judgment  as  drawn  up  were  as  follows  : — "  This  Court  doth 
"  order  and  adjudge  that  the  Defendants,  the  Punhard- Levassor  Motor 
"  Company,  Ld.,"  and  the  seven  other  Defendants,  naming  them,  "their 
"  servants  Cov  agents,  be  perpetually  restrained  from  using  the  names  of  85 
"  Panhard  and  Levassor,  or  either  of  them,  or  any  title  or  description 
"  including  those  names,  or  either  of  them,  or  otherwise  colourably  resembling 
44  the  name  of  the  Plaintiffs,  in  connection  with  the  manufacture,  use,  or  sale  of, 
44  or  other  dealing  in,  motor  cars  or  parts  thereof."  And  it  was  ordered  that  the 
seven  Defendants  (other  than  the  Company),  naming  them,  u  do  not  allow  the  30 
"^Defendant  Company  to  remain  registered  under  its  present  name,  or  any  such 
44  title  or  description  as  aforesaid."  All  the  Defendants  were  ordered  to  pay  to 
the  Plaintiffs  their  costs  of  the  action. 

In  the  action  against  the   Panhard  Company,  Ld.,  and  others,  a  similar 
judgment  was  given  by  consent.  35 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore   Mr.    Justice    Joyce. 

July  11th  and  12th,  1901. 
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5  Patent. — Action  to  restrain  breach  of  contract. — Interpretation  of  contract 
depending  on  Specification  of  Patent. — "Flexifort  Patent  Cloth." — Action 
dismissed. 

The  Defendants  in  an  action,  who  were  the  owners  of  a  Patent  for 
"Improvements  in  card  foundations"  in  the  Specification    of  which    was 

10  described  a  special  fabric  containing  one  or  more  layers  of  yarn  or  threads 
laid  in  straight  lines  in  the  direction  of  the  length  of  the  foundation,  entered 
into  an  agreement  with  the  Plaintiffs  by  which,  after  reciting  that  the 
Defendants  were  the  owners  of  the  Patent  for  a  certain  cliaracler  or  description 
of  cloth  called  the  "  Flexifort  Patent  Cloth"  provided  that  the  Defendants 

15  should  make  the  "  Flexifot  t  Patent  Cloth  "  for  tyre  covers  for  the  Plaintiffs 
only,  and  should  not  supply  the  same  to  otliers  witJwut  the  written  consent  of 
the  Plaintiffs.  The  Plaintiffs  brought  an  action  to  restrain  the  Defendants 
from  selling  to  others  in  breach  of  the  agreement  a  cloth  which  tliey  called 
"  string  cloth"   which  "  string  cloth "    was   known   before   tlie  date   of  Die 

20  agreement. 

Held,  that  the  "  string  cloth  "  was  not  "  Flexifort  Patent  Cloth  "  within  the 
meaning  of  the  agreement,  and  the  action  was  dismissed  with  costs. 

Moseley  A  Sons  were  the  owners  of  a  Patent  {No.  11,804  of  1888)  granted  to 
Joseph  Moseley  for  "  Improvements  in  foundations  for  cards  employed  in  the 
25  "  production  of  fibrous  materials." 

The  Complete  Specification  of  the  Patent  was  as  follows  : — *4  This  invention 
44  relates  to  foundations  for  cards  such  as  are  employed  in  the  preparation  of 
"  fibrous  materials,  and  it  has  for  its  object  to  prevent  or  diminish  the  stretching 
44  oi  thoflimtairifll 
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"  The  foundations  to  which  this  invention  relates  are  commonly  constructed 
44  of  two  or  more  layers  of  textile  or  felted  fabrics  cemented  together. 

"  These  improvements  consist  in  the  manufacture  of  the  foundation  in  such 
44  a  manner  that  in  substitution  for  one  or  more  of  the  ordinary  layers,  or  in 
44  addition  thereto,  one  or  more  layers  of  yarn  or  threads  laid  in  straight  lines  5 
44  in  the  direction  of  the  length  of  the  foundation,  is  or  are  incorporated  therein 
44  or  united  therewith. 

44  When  two  or  more  layers  for  example  of  textile  materials  are  placed 
44  together  as  shown  in  Figure  1  it  will  be  evident  that  owing  to  the  weaving 
44  of  the  fabric  the  threads  are  none  of  them  in  a  straight  line,  but  are  diverted  10 
44  therefrom  as  shown  with  regard  to  the  threads  a  whose  length  is  supposed  to 
44  be  in  the  direction  (shown  by  the  arrows)  of  the  greatest  strain  on  the 
44  foundation  when  in  use.  The  material  therefore  is  very  subject  to  stretch 
44  owing  to  there  being  required  but  a  comparatively  small  tensile  strain 
44  to  diminish  the  curvature  of  the  warp  under  and  over  the  weft  and  15 
44  consequently  to  elongate  the  fabric.  If  however  a  component  part  of  the 
44  foundation  be  formed  of  yarn  or  threads  already  in  a  straight  line  as  shown  at 
44  b  in  Figure  2  the  application  of  a  very  considerable  force  would  be  needed  to 
44  lengthen  the  yarn  or  threads. 

44  In  order  that  my  invention  may  be  fully  understood  I  will  now  proceed  to  20 
44  describe  with  reference  to  Figure  3  of  the  accompanying  sheet  of  drawings 
44  the  manner  in  which  the  same  may  be  performed.    As  represented  in  Figure 
44  3  the  foundation  is  supposed  to  consist  of  four  layers  cemented  together. 
44  The  layers  A  B  and  C  are  shown  as  being  partly  cut  or  torn  away  so  that  parts 
44  of  each  of  the  layers  may  be  seen.    A  is  a  layer  of  cloth ;  B  is  a  layor  of  the   25 
44  threads  or  yarn  laid  in  straight  lines  as  aforesaid  C  is  a  layer  of  felt  and  D  is 
44  another  layer  of  cloth.    The  number  of  layers  and  the  material  of  which  the 
44  respective  layers  consist  will  vary  according  to  the  purpose  for  which  the 
44  foundation  is  manufactured,  as  is  well  understood,  but  in  all  cases  at  least  one 
44  of  the  layers  consists  of  the  threads  or  yarn  laid  in  straight  lines  as  aforesaid.   30 
44  The  material  which  I  use  for  the  purpose  of  arranging  in  straight  lines  as 
44  aforesaid  may  be  threads  or  yarn  of  any  suitable  animal  or  vegetable  material. 
44  In  the  process  of  manufacture  of  a  foundation  according  to  my  invention,  I 
44  may  first  wind  the  yarn  or  threads  upon  a  beam,  as  a  warp  is  wound  upon  a 
44  loom  beam  for  weaving.    The  beam  with  the  yarn  or  threads  thereon  is  then  35 
44  mounted  so  as  to  be  capable  of  rotation  parallel  with  the  rollers  of  a  machine 
44  such  as  is  commonly   used  for  doubling  pieces  of  cloth   together  in  the 
4  manufacture  of  ordinary  foundations,  and  the  ends  of  the  yarn  or  threads  are 
44  passed  parallel  with  each  other  and  in  a  uniform  layer  between  the  rollers  of 
44  the  doubling  machine.     There  may  be  advantageously  placed  between  the  40 
44  beam  and  the  rollers,  a  guide,  reed  or  comb  through  which  the  ends  of  the 
44  yarn  or  threads  are  passed  to  keep  them  parallel  as  in  a  loom.     The  fabrics 
44  between  which  the  parallel  yarn  or  threads  have  to  be  inserted  are  then  placed 
44  (nay  that  two  layers  only  are  used)  one  above  and  one  below  the  layer  of 
44  yarn  or  threads  their  contiguous  faces  having  previously  been  coated   with  45 
44  india-rubber  or  cement,  as  in  the  manufacture  of  ordinary  foundations  and 
44  the  whole  is  then  passed  between  the  rollers,  the  pressure  of  which  firmly 
44  unites  the  layers  and  yarn  or  threads  together.     The  yarn  or  threads  may  be 
44  passed  through  a  solution  of  india-rubber  or  of  cement  on  their  way  to  the 
44  rollers  in  substitution  for  or  in  addition  to  applying  a  similar  solution  to  one   50 
44  or  both  of  the  inner  faces  of  the  fabrics. 

44 1  prefer  to  adopt  the  method  of  manufacture  hereinbefore  described  as  I 
44  believe  it  is  the  best  method  of  carrying  my  invention  into  effect  but  it  may 
*4  be  modified  or  varied  to  suit  special  circumstances.      For  example,  I  may; 
44  instead  of  first  winding  the  yarn  or  threads  upon  a  beam,  wind  it  upon  a  55 
44  number  of  bobbins  which  are  then  mounted  upon  spindles  in  suitable  frame 
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15 


"  as  in  the  process  of  winding  a  warp  for  a  loom.  The  ends  of  the  yarn  or 
"  threads  are  then  carried  through  guides  and  a  reed  or  comb  to  the  rollers  as 
"  already  hereinbefore  described  with  reference  to  the  beam.  Two  or  more 
"  layers  of  the  yarn  or  thread  may  be  laid  in  contact  or  alternate  or  successive 
"  layers  of  yarn  or  thread  and  of  fabric  may  be  combined  according  to  the 
"  character  of  the  required  foundation,  I  generally  prefer  that  the  layer  or 
"  layers  of  yarn  or  thread  shall  be  enclosed  within  layers  of  textile  or  felted 
"  fabrics,  but  in  some  cases  it  or  they  may  form  one  or  both  the  external 
"  surfaces. 

"  The  yarn  or  thread  which  I  prefer  to  employ  for  ordinary  foundations  is 
"  linen,  but  I  may  use  hemp,  cotton,  camel  hair,  woollen,  silk,  or  other  animal 
"  or  vegetable  fibrous  material  singly  or  in  combination." 

The  Patentee  claimed  : — "  1.  In  a  card  foundation,  a  layer  of  yarn  or  threads 
"  arranged  in  straight  lines  substantially  as  hereinbefore  defined  and  for  the 
44  purpose  hereinbefore  described.  2.  A  card  foundation  formed  by  one  or 
64  more  layers  of  yarns  or  threads  arranged  in  straight  lines  in  combination  with 
"  one  or  more  layers  of  cloth,  felt,  or  similar  material,  substantially  as  herein- 
"  before  described." 
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On  the  16th  of  September  1898  Moseley  A  Sons  (hereinafter  called  the 
30  Defendants)  entered  into  an  agreement  with  the  Dunlop  Pneumatic  Tyre 
Company,  Ld.  (hereinafter  called  the  Plaintiffs),  by  which,  after  reciting  that 
the  Defendants  were  the  owners  of  the  above-mentioned  Patent  "  for  a  certain 
"  character  or  description  of  cloth,  herein  called  the  *  Flexif  ort  Patent  Cloth,' "  and 
that  the  Plaintiffs  desired  to  have  the  exclusive  use  of  such  cloth  for  tyre  covers,  the 
25  Defendants  agreed  "  to  make  the '  Flexif  ort  Patent  Cloth '  for  tyre  covers  "  for  the 
Plaintiffs  only,  and  not  "  to  make,  use,  sell,  or  dispose  of  such  '  Flexif  ort  Patent 


u 
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*  Cloth '  to  any  other  person  or  persons,  firms,  companies,  works,  or  establish- 
ments for  the  purpose  of  tyre  covers  or  in  connection  with  tyres  without  the 
"  written  consent  of  the  "  Plaintiffs.  On  the  2nd  of  August  1900  the  Plaintiffs 
commenced  an  action  against  the  Defendants  claiming  that  they  had  in  breach 
of  the  agreement  made  and  sold  quantities  of  the  "  Flexifort  Patent  Cloth  "  to  5 
other  persons,  and  asking  for  an  injunction  to  restrain  the  Defendants,  their 
servants  or  agents,  from  continuing  to  make,  use,  sell,  or  dispose  of  such  cloth 
without  the  consent  of  the  Plaintiffs ;  an  account  of  the  cloth  already  sold ;  and 
damages. 

Moulton,  K.C.,  and  J.  C.  Graham  (instructed  by  J.  B.  and  F.  Purchase)  10 
appeared  for  the  Plaintiffs ;  Cripps,  K.C.,  Younger,  K.C.,  and  O.  Leigh  Glare 
(instructed  by  Rowcliffes,    Rawle  A   Co.,  agents  for    F.    A.    Woodcock,    of 
Manchester)  appeared  for  the  Defendants. 

Moulton,  K.C.,  for  the  Plaintiffs. — The  cloth  which  the  Defendants  have  sold 
to  other  persons  than  ourselves  is  a  mere  colourable  imitation  of  the  "  Flexif  ort  15 
"  Cloth  "  described  in  Claim  1  of  the  Patent.  The  peculiarity  of  the  latter  is 
that  it  does  not  stretch  ;  owing  to  the  absence  of  weft  there  is  no  curvature  of 
the  warp,  and  therefore  the  cloth  can  only  stretch  by  the  stretching  of  the 
fibres  of  which  it  is  composed  and  not  by  their  straightening,  as  happens  in  the 
case  of  woven  fabrics.  The  Defendants  have  supplied  to  other  persons  cloth  20 
which  is  exactly  similar  to  this,  in  which  the  threads  are  also  stuck  together 
with  india-rubber,  but  which  contains  a  weak  weft  about  every  fifth  of  ah  inch. 
The  weft  plays  no  part  except  that  of  the  india-rubber,  which  prevents  the 
threads  from  spreading.  There  is  no  more  stretch  longitudinally  in  this  cloth 
than  if  those  weft  threads  were  not  there.    It  is  not  a  woven  fabric.  25 

Dugald  Clerk  and  James  Swinbuime  gave  evidence  for  the  Plaintiffs  that 
the  fabric  sold  by  the  Defendants  to  other  persons  was  substantially  identical 
with  the  "  Flexif  ort "  made  by  them  for  the  Plaintiffs,  inasmuch  as  it  was 
640  times  stronger  in  the  direction  of  the  warp  than  transversely  to  it,  and 
since  both  stuffs  stretched  equally  when  subjected  to  equal  tension.  30 

Gripps,  K.C.,  and  Younger,  K.C.,  for  the  Defendants. — This  is  not  a  Patent 
case.    We  have  first  to  construe  the  agreement,  and  then  to  see  whether  what 
Messrs.  Moseley  have  done  is  an  infringement  of  it  or  not.    This  fabric  which 
they  have  made  for  other  people  is  not  "  Flexifort "  at  all ;  it  is  what  is  called 
"string  cloth."    In  1894,  before  the  date  of  this  agreement,  the  Defendants  35 
showed  the  Plaintiffs  some  of  this  material,  and  suggested  that  it  might  be  used 
for  tyre  covers,  but  the  Plaintiffs  rejected  it  because  it  was  thought  at  that  time 
it  was  bad  to  have  any  weft  at  all  in  fabrics  for  tyre  covers,  as  the  weft  had  a 
tendency  to  cut  the  warp  and  therefore  diminish  the  strength  of  the  tyre  covers. 
That  is  an  admission  by  the  Plaintiffs  that  the  "  string  cloth  "  is  not  within  the   40 
agreement.    The  "string  cloth"  was  well  known  in  the  market  before  the 
agreement,  and  the  Plaintiffs  rejected  it  when  it  was  offered  them.     It  is  a 
woven  material,  and  not  merely  stuck  together  like  "  Flexifort."    Tlie  cost  and 
difficulty  of  the  manufacture  of  "  Flexifort "  consist  in  the  fact  that  it  is  not  a 
woven  material,  but  is  made  of  threads  stuck  together  with  india-rubber.     In  45 
the  cases  where  we  sell  "  string  cloth  "  coated  with  india-rubber,  the  rubber  is 
put  on  by  an  entirely  different  process  from  that  described  in  the  Specification. 
The  following  witnesses  were  called  on  behalf  of  the  Defendants : — Oswald 
George  Moseley,  Benjamin  Blundstone,  Harry  Healon,  junior,    Gerald  H. 
Buckley,  John  Antney,  John  Smart  Matthew,  and  Preston  Davies.  50 

Moulton,  K.C.,  in  reply. — The  subject-matter  of  the  agreement  is  not  what  is 
commercially  called  "  Flexifort,"  but  what  in  the  agreement  itself  is  defined 
as  "  Flexifort  Patent  Cloth,"  and  therefore  the  evidence  as  to  the  commercial 
meaning  of  the  former  term  is  irrelevant.  The  latter  term  is  defined  by  the 
recital  so  as  to  be  limited  by  the  terms  of  the  Patent.  What  is  specifically  55 
reserved  by  the  Patentee  in  Claim  1  is  not  the  special  fabric  consisting  of 
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straight  threads  cemented  together,  but  the  special  use  of  it  in  a  card  founda- 
tion. What  we  have  reserved  to  ourselves  in  the  agreement  is  the  exclusive 
use  of  this  fabric  for  tyre  covers.  The  cloth  to  which  we  object  is  substantially 
the  same,  because  the  threads  are  substantially  straight  and  not  curved  by  the 
5  crossing  of  the  weft,  so  as  to  be  incapable  of  elongation  by  straightening.  It  is 
immaterial  whether  the  threads  during  the  process  of  manufacture  are  held 
together  by  a  weak  weft  as  in  the  "  string  cloth  "  or  by  being  caught  on  a  sheet 
as  in  the  process  described  in  the  Specification. 

JOYCE,  J. — In  this  case  the  parties  have  entered  into  an  agreement,  dated  the 

10  16th  of  September  1896,  which  recites  that  "  the  firm  " — that  is  the  Defendants 
in  this  action — "  are  the  owners  of  British  Letters  Patent,  No.  11,804,  dated  11th 
u  of  August  1888,  for  a  certain  character  or  description  of  cloth  herein  called 
"  the  *  Flexifort  Patent  Cloth,'  and  the  Company  desire  to  have  the  exclusive 
4<  use  of  such  cloth  for  tyre  covers,  which  the  firm  have  agreed  to  comply  with 

15  "  on  the  terms  and  conditions  which  hereinafter  appear."  "  The  firm  shall, 
"  during  the  continuance  of  this  agreement,  make  the  '  Flexifort  Patent  Cloth * 
"  for  the  tyre  covers  for  the  Company  only,  and  shall  not  make,  use,  sell,  or 
"  dispose  of  such  '  Flexifort  Patent  Cloth '  to  any  other  person  or  persons  or 
"  firms,"  and  so  on.     Now,  in  this  agreement  it  appears  to  me  that,  to  some 

80  extent  at  all  events,  the  term  "  Flexifort  Patent  Cloth,'1  which  is  the  subject  of 
the  agreement,  is  defined  by  the  parties  themselves,  and  I  think  that  by  virtue 
of  this  recital  and  the  reference  to  the  Patent — at  all  events  I  go  so  far  as  to  say 
so — prima  facie  the  "  Flexifort  Patent  Cloth,"  the  subject  of  this  agreement,  is 
cloth  which  is  made  under  the  Patent  here  referred  to  ;   or,  in  other  words,  is 

25  cloth  which,  if  made  by  a  person  not  entitled  to  use  the  Patent,  would  be  an 
infringement  of  the  Patent. 

This  action  is  an  action  by  the  Company  against  the  firm  for  an  injunction 
"  to  restrain  the  firm,  their  agents  and  servants,  from  continuing  to  make,  use, 
"  sell,  or  dispose  of  a  cloth  known  as  4  Flexifort  Patent  Cloth *  without  the 

30  "  consent  of  the  Plaintiffs,  in  writing,  to  persons  other  than  the  Plaintiffs." 
That  is  founded  upon  an  allegation  that  the  Defendants,  that  is  to  say  the  firm, 
are  selling  such  cloth  to  persons  other  than  the  Plaintiffs  without  their  consent, 
it  being  agreed  between  the  parties  that  the  particular  cloth  in  question,  as  to 
which  the  complaint  is  made,  is  the  cloth  which  has  been  called  and  referred  to 

85  as  u  string  cloth."  Although  it  has  been  referred  to  as  "  string  cloth,"  I  did  not 
hear  that  it  was  called  "  string  cloth  "  by  anyone  but  the  Defendants  themselves. 
However,  it  is  sufficient  for  the  purpose  to  refer  to  it  in  my  judgment  as  the 
u  string  cloth "  mentioned  in  the  evidence.  The  question  is  whether  that 
"  string  cloth "   is  "  Flexifort  Patent  Cloth "   within  the    meaning    of    that 

40  expression  in  the  agreement.  Now  there  is  no  doubt  whatever  as  to  what  the 
cloth  is  that  has  been  supplied  to  the  Company  by  the  firm  under  the  terms  of 
the  agreement.  Specimens  of  that  cloth  have  been  produced  and  are  marked. 
Still,  there  may  be  some  other  and  similar  cloths,  somewhat  different,  yet  such 
as  may  be  properly  designated   "Flexifort   Patent  Cloth,"  and   within    the 

45  meaning  of  that  term  of  the  agreement.  As  I  have  said  before,  it  goes  almost 
without  saying  that  what  the  letters  contain  and  what  passed  during  the 
negotiations  between  the  parties  which  resuited  in  the  conclusion  of  this  agree- 
ment, can  have  no  effect  upon  the  construction  of  the  agreement,  and  I  myself 
do  not  attach  much  or  any  importance  to  the  fact  that  the  Company  rejected,  in 

50  the  way  they  did  reject,  the  "  string  cloth,"  and  have  had  supplied  to  them  the 
particular  cloth  of  which  specimens  have  been  produced.  At  the  same  time  the 
correspondence  may  be  referred  to,  and  properly  referred  to  as  it  seems  to  me, 
to  show  in  what  way  the  term  "  Flexifort "  was  used  and  understood  between 
the  parties.     It  is  not  an  ordinary  English  word  ;  it  appears  to  be  a  trade  desig- 

55  nation.  The  idea  intended  to  be  conveyed  by  it  is  obvious  enough.  I  have  not 
had  an  opportunity  of  reading  through  all  the  shorthand  notes,  but  to  my  mind 
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there  is  no  very  satisfactory  evidence  as  to  the  exact  meaning  of  the  word 
"  Flexif ort,"  and  I  am  disposed  to  think  at  present  that  the  "  string  cloth " 
which  is  in  question  in  this  case,  looking  at  the  way  in  which  the  word  has 
been  used  by  the  parties,  is  not  "Flexif ort,"  whether  it  is  patent  or  not. 
"  Patent "  is  an  ordinary  English  word  of  which  we  know  the  meaning,  and  in  5 
order  that  the  "string  cloth"  may  be  properly  called  "patent"  within  the 
meaning  of  that  term  in  this  agreement,  putting  aside  any  question  of  fraud  or 
anything  of  that  kind — I  mean  a  fraudulent  evasion  of  the  Patent — it  must 
be  something  which  is  made  either  under  the  Patent,  or  at  least  it  must  be 
something  which,  if  inserted  as  a  layer  in  the  card  foundation  of  the  Patent,  10 
would  be  an  infringement  of  the  Patent.  Is  the  "string  cloth"  in  question 
u  Flexifort  Patent  Cloth  "  ?  The  Patent  generally  is  for  a  special  layer  or  ply, 
I  think  somebody  called  it,  of  straight  threads  without  weft  and  not  a  textile 
fabric  at  all  ;  whereas  the  "  string  cloth  "  is  a  textile  fabric.  It  has  warp 
threads  ;  though  I  agree  the  threads  in  the  warp  are  close  and  strong  and  the  15 
threads  in  the  weft  are  few  and  far  between  and  comparatively  weak,  still  it  is 
a  textile  fabric,  and  in  my  opinion — I  may  be  wrong — it  is  essentially  different 
from  the  special  layer  which  is  described  in  the  Specification  of  the  Patent. 

I  do  not  know  whether  it  is  seriously  suggested  that  these  few  threads  in  the 
weft  have  been  inserted  for  the  purpose  of  fraudulently  evading  this  agreement ;  20 
but,  if  it  be  seriously  suggested,  then  I  am  of  opinion  that  that  suggestion  is 
not  supported  by  the  facts  of  the  case.  The  "  string  cloth  "  was  well  known 
before  the  agreement,  and  the  conclusion  at  which  I  have  arrived  is  that  the 
"  string  cloth,"  the  subject  of  the  discussion  here  for  the  last  two  days,  is  not 
"  Flexifort  Patent  Cloth  "  within  the  meaning  of  that  term  in  the  agreement.  25 
The  consequence  is  that  this  action  wholly  fails,  and  must  be  dismissed  with 
costs. 
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In  the  Court  of  Appeal. 

Before  LORDS  JUSTICES  RlGBY,  COLLINS,  and  ROMBR. 

Jane  27th  and  July  1st,  1901. 

Case  v.  Cressy. 


5      Pitent.— Action    for   infringement. — Novelty.-~Subject-matter.-—Utility.~ 
Public  knowledge. 

Letters  Patent  wen^e  granted  in  1896  to  E.  C.for  an  "  Improved  construction 
"or  armngetnent  qf  shore  groynes"  The  Clacton-on-Sea  Commissioners 
entered  into  negotiations  with  him  for  the  construction  of  shore  groynes  under 

10  his  Patent.  The  negotiations  fell  through,  as  the  parties  were  unable  to  come  to 
terms.  TJie  Commissioners  then  erected  groynes,  which  the  Patentee  alleged  to 
bean  infringement  of  his  Patent.  In  October  1898  he  issued  a  writ  against 
T.  A.  C.  as  Clerk  of  and  representing  the  Commissioners,  claiming  an  injunc- 
tion and  damages.    The  Commissioners  denied  infringement,  and  attacked  his 

15  Patent  on  the  grounds  of  want  of  novelty,  subject-matter,  and  utility.    Held, 
at  the  trial,  that  tlie  Patent  was  bad  for  want  of  subject-matter,  and  the  action 
was  dismissed  with  costs. 
The  Plaintiff  appealed.    The  appeal  was  dismissed  with  costs. 

Edward  Case  obtained  on  the  25th  of  Jnne  1896  Letters  Patent  for  "  Improved 
20  "  construction  or  arrangement  of  shore  groynes."    The  Complete  Specification 
and  drawings  were  as  follows  : — 

"  This  invention  has  for  object,  constructing  shore  groynes  from  a  combina- 
M  tion  of  upright  or  anglewise  arranged  timbers  in  couples  with  lower  ends  set 
"  in  concrete  beds  preferably  from  about  mean  sea  level  to  low  water  mark  and 
25  "  land-wards  from  the  same  point  to  the  shore  or  sea  wall,  the  spaces  between 
"  the  upright  or  angle  timbers  having  horizontal  planks  let  in  or  slipped  down 
M  to  form  intermediate  screens.  I  have  referred  to  timber  but  metal  uprights 
"  and  plates,  or  a  combination  of  metal  and  wood  may  be  employed. 
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44  To  carry  my  invention  into  practice  and  as  shown  in  the  annexed  drawings, 

I  prepare  a  series  of  baulks  or  planks  A,  A,  with  bolt  holes  6,  B,  Figures  1 
"  and  2,  where  necessary.  Two  of  such  planks  A  I  bolt  together  at  top  and  at 
"  bottom  with  distance  pieces  C,  D,  between  them,  one  C  serving  as  a  foot  with 
44  ends  projecting,  and  the  other  for  removal  afterwards  for  reception  of  ends  of  5 
"  topmost  horizontal  planks  E,  Figure  3,  which  are  dropped  into  position  on 
"  edge  to  fill  up  the  gap  between  two  sets  of  uprights.  For  placing  these 
"  uprights  in  position,  I  dig  a  hole  F  in  the  sand  or  earth  G  at  intervals  starting 
"  preferably  at  mean  sea  level  or  low  water  level  or  thereabouts  and  set  one  or 
"  more  of  my  coupled  uprighta  A  in  position,  at  the  same  time  I  fill  or  nearly  10 
"  fill  the  hole  with  cement  concrete  H  which  surrounds  and  imbeds  the  lower 
44  ends  of  the  uprights.  I  then  cover  the  concrete  with  sand  or  earth  to  the 
44  ordinary  level  of  the  beach  G,  I  repeat  this  with  a  second  couple  of  uprights 
44  and  concrete  at  the  requisite  distance  nearer  the  sea  or  river  wall,  and  set  or 
44  slip  my  horizontal  or  screen  planks  E  in  position  and  so  work  up  to  the  wall  J  15 
44  in  stages.  I  purpose  cutting  a  channel  between  each  set  of  uprights,  so  that 
44  the  bottom  horizontal  planks  of  the  screens  are  embedded  in  the  sand.  The 
44  horizontal  planks  need  not  be  in  contact  along  their  longitudinal  edges  but 
44  spaces  may  be  left  where  desired  for  the  water  to  ooze  through,  and  if 
44  necessary  the  uprights  A  can  be  set  anglewise  to  form  sloping  sides,  and  any  20 
44  number  of  such  with  the  screens  can  be  so  arranged  that  with  a  broad  base 
44  and  a  narrowed  top  where  they  can.  be  ^bolted  they  can  resist  the  rolling 
44  action  of  the  waves  or  swell  of  the  water  during  rising  tides,  or  from  under 
44  currents. 

44  At  Figure  3, 1  show  a  short  groyne  or  screen  such  as  where  the  beach  has  a  25 
i4  sharp  slope,  while  at  Figure  4  I  show  a  long  groyne  or  screen  such  as  lor  a   £ 
44  comparatively  shallow  beach. 

44  The  rapidity  with  which  a  groyne  on  my  principle  can  be  prepared  and  set 
*4  in  position  is  marvellous  as  compared  to  the  time  occupied  in  digging,  shoreing, 
44  strutting,  and  then  tying  in  position  by  angle  set  struts  or  props  driven  into  30 
44  the  beach  at  a  distance  from  the  groyne  itself. 

44  The  ground  line  in   Figure  4  shows  the  approximate  level  assumed  by 
44  shingle,  sand,  or  the  like  next  the  shore,  and  according  to  the  usual  practice   r  v 
44  in  making  a  groyne  the  top  is  generally  carried  up  to  a  uniform  inclination  as 
44  indicated  by  the  dotted  line  a,  a,  Figure  4,  this  indicating  a  useless  waste  of  35 
44  timber  which  my  system  is  intended  to  prevent. 

44  It  will  be  gathered  from  the  foregoing  that  all  my  timber  work  can  be 
44  prepared  on  shore,  so  that  it  has  only  to  be  carted  to  the  spot  as  each  hole  is 
44  dug  and  the  uprights  be  set  in  place  gradually  moving  shore-wards  or  sea- 
44  wards  according  to  the  desire  of  the  contractor.  Itjs  also  to  be  noted  that  40 
"  practically  no  plant  or  preparation  other  than  the  above  is  necessary,  so  that 
44  at  the  shortest  notice  advantage  can  be  taken  of  an  extraordinary  low  tide 
44  caused  by  favourable  wind  or  otherwise  to  extend  the  groyne  sea- wards. 
44  Little  or  no  .skilled  labour  will  be  necessary  as  the  central  position  for 
44  the  digging  of  the  holes  can  be  readily  staked  out  for  guiding  the  45 
44  digging  labourers  who  also  after  inserting  the  uprights  simply  hold  them 
*4  vertically  while  the  cement  concrete  is  shot  in  preferably  from  a  cart  to  find 
«  its  own  packing,  the  action  of  the  water  of  the  inflowing  tide  effecting  the 
44  consolidation.  Should  the  sand  or  shingle  be  washed  up  to  about  the  top 
44  of  the  groyne,  said  groyne  can  be  easily  raised  in  height  by  securing  50 
44  fresh  uprights  to  the  existing  horizontal  planks  and  then  to  insert  fresh 
44  horizontal  planks  as  before.  This  will  be  understood  bv  tho  dotted  lines  in 
44  Figure  3." 

The  Patentee  claimed  *4  The  construction  of  shore  groynes  in  the  manner 
44  described,  by  preparing  braced  uprights,  inserting  them  in  holes,  fixing  them*  55 
44  by  cement   Concrete,    and    finally    screening   the  intermediate    spaces   by 


Vol.  XVIII.,  No.  19.]    AND  TRADE  MARK  OASES. 


419 


Case  v.  Cressy. 


u  horizontal  planks,  or  (heir  equivalents  as  set  forth,  the  structure  taking  the 
"  form  shown  on  the  annexed  drawings," 


flC.3. 


nc.i. 


c^J       C153      *^     |f*«      ^    jUli 

nc.2. 
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In  1897  Thomas  Alfred  Cressy,  who  was  clerk  to  the  Clacton-on-Sea 
Commissioners,  inspected  some  groynes  constructed  by  the  Plaintiff  at  Dym- 

5  church,  and  shortly  afterwards  wrote  to  the  Patentee  asking  his  terms  for 
permission  to  construct  groynes  under  the  Patent.  The  Commissioners  and  the 
Patentee  were  unable  to  agree  upon  terms,  and  the  negotiations  fell  through. 
Shortly  afterwards  the  Commissioners  constructed  shore  groynes,  which  the 
Patentee  alleged  were  made  in   infringement  of  his  Patent.    He  thereupon 

10  commenced   an   action    against    Cressy,  as   clerk    of   and   representing  the 
Commissioners,  claiming  an  injunction  and  damages. 

By  his  Particulars  of  Breaches  he  alleged  that  the  Commissioners  had  infringed 
his  Patent  by  constructing  and  using  shore  groynes  of  the  same  construction  in 
all  respects  (or  so  near  thereto  as  to  be  colourable  imitations  thereof)  as  the  shore 

15  groynes  described  in  his  Specification  (No,  14,115  of  1896)  and  the  Figures  1,  2, 
and  3  of  the  drawings, 

2  P  2 
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The  Defendant  denied  infringement,  and  attacked  the  validity  of  the  Plaintiffs 
Patent.    He  relied  on  the  following  Particulars  of  Objections : — 1.  The  said 
invention  was  not  new.    (A)  The  said  invention  had  been  published  in  this 
realm  prior  to  the  date  of  the  Patent  by  the  filing  in  the  Patent  Office  Library 
of  Specification  No.  4-J35  of  the  year  1881  of  Walter  Robert  Kinipple.    Figures  5 
12, 13, 14,  and  15,  and  the  letterpress  relating  thereto,  were  the  parts  relied  on. 
(B)  The  invention  had  also  been  published  in  this  realm  by  the  following  :— 
1.  An  article  entitled  "  The  Encroachments  of  the  Sea  from  Spurn  Point  to 
14  Flamborough  Head,  and  the  works  executed  to  prevent  the  loss  of  land/'  by 
Robert  Picktvall,  published  in  Vol.  51  of  the  Minutes  of  Proceedings  of  the  10 
Institution  of  Civil  Engineers  (1878).    The  parts  relied  on  were  pp.  206-210 
inclusive,  and  plate  4,  Figures  1-11.    2.  An  article  entitled  "  Hastings  Foreshore 
^Protection  Works,'1  by  A.  H.   Case,  published  in  "The  Engineer/' 1893, 
Vol.  76,  No.  1959,  pp.  36  and  39  (plan  on  p.  36),  and  No.  1961,  pp.  85-87  inclu- 
sive, with  the  figures  and  plans  thereon.    The  whole  of  this  article  and  all  the   15 
illustrations  were  relied  on.    (C)  The  said  invention  had  also  been  published 
by  the  erection  of  groynes  and  sea-walls  at  Walton -on-t he-Naze  by  T.  A.  Cuny 
af  divers  times  between  the  years  1872  and  1878  in  the  manner  described  in 
the  Specification  of  the- Plaintiffs  Patent.    (D)  The  said  alleged  invention  had 
been  commonly  and  publicly  used  in  this  realm  in  the  erection  of  fences,  gate-  20 
posts,  and  similar  structures  by  builders  and  engineers  in  all  parts  of  the  realm 
in  accordance  with  the  alleged  invention  described  in  the  Plaintiff's  Specification 
during  at  least  100  years  prior  to  the  date  of  the  Plaintiff's  Patent.    2.  The 
Plaintiff  was  not  the  first  and  true  inventor  of  the  said  invention.    3.  The  said 
invention  was  not  the  proper  s  abject-matter  for  a  valid  grant  of  Letters  Patent.  25 
The  Defendant  under  this  Objection,  besides  referring  to  the  matters  set  out  in 
paragraph  1  of  his  Particulars,  also  contended  that  the  construction  and  use  of 
shore  groynes  and  structures  consisting  of  braced  uprights  inserted  in  holes  and 
fixed  by  cement,  with  the  intermediate  spaces  screened  by  horizontal  planks  or 
their  equivalent,  was  a  matter  of  public  general  knowledge  and  practice  prior  30 
to.  the  date  of  the  Patent.    4.  The  said  invention  was  not  useful. 

The  action  came  on  for  trial  on  the  1st  of  March  1900  before  Mr.  Justice 
Buckley?  who  held  that  the  Patent  was  bad  for  want  of  subject-matter. 
The  Plaintiff  appealed.    The  appeal  was  heard  on  the  27th  of  June  1901. 
Bousfield,  K.C.,  and  John  Henderson    (instructed    by  Braikenridge  and  85 
Edwards,    agents    for    Case   and   Roper,    of    Maidstone)  appeared    for   the 
Appellant ;  Moulton,  K.C.,  and  A.  J.  Walter  (instructed  by  Taylor,  Stileman, 
and  Underwood,  agents  for  C.  H.  T.  Marshall,  of  Colchester)  appeared  for  the 
Respondent 

Bousfield,  K.C.,  in  support  of  the  appeal. — Although  every  detail  of  our  40 
invention  may  be  old  in  itself,  yet  the  combination,  as  we  have  arranged  and 
perfected  it,  is  good.  It  is  recognised  and  accepted  as  new  and  useful  in  a  large 
number  of  places.  This  method  of  construction  had  never  been  employed  for 
shore  groynes  before,  and  it  is  undoubtedly  of  the  very  greatest  advantage. 
We  submit,  therefore,  that  there  is  subject-matter.  Our  Patent  is  good  and  45 
they  have  infringed  it.  We  rely  on  Vickers  v.  Siddell  (7  R.P.C  292,  L.R.  15 
A.O.  496),  Thompson  v.  American  Braided  Wire  Company  (6  R.P.C.  518),  and 
Lyon  v.  Qoddard  (10  R.P.C.  334). 

Moulton,  K.C.,  and  Walter,  for  the  Respondent. — There  can  be  no  subject- 
matter  in  applying  to  the  sea  shore  what  was  perfectly  well  known  on  land.  50 
There  may  be  advantages  in  what  the  Plaintiff  does,  but  they  are  not  the 
subject  of  his  invention ;  there  is  no  subject-matter  at  all  (Bush  v.  Fox, 
5  H.L.C.  707  ;  and  Harwood  v.  Great  Northern  Railway  Company,  11  H.L.O. 
654). 


17  B.P.C  p.  255, 
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Bousfield,  K.C.,  replied. 

RlGBY,  L.J. — Perhaps  I  ought  not  to  say  so,  but  I  cannot  help  feeling  a  little 
sorry  not  to  be  able  to  adopt  the  view  which  is  put  forward  by  the  Appellant* 
I  think  that  the  learned  Judge  in  the  Court  below  was  quite  right  in  holding 
5  that  the  method  of  the  Plaintiff  is  not  really  a  novelty,  although  the  application 
in  the  particular  case  may  be  a  novelty.  The  merit  seems  to  be  that  the  applica- 
tion of  this  arrangement  can  be  made  in  many  cases  where  it  had  not  been  made 
before.  It  may  be  that  that  is  so,  but  that  is  not  a  novelty  in  the  sense  that  the 
Plaintiff  can  take  out  a  Patent  for  it  or  that  he  can  obtain  a  monopoly  of  it,  and » 

10  therefore  I  think  the  appeal  must  fail. 

Collins,  LJ* — I  am  of  the  same  opinion.  It  seems  to  me  that  what,  the 
Patentee  has  done  here  has  been  merely  to  use  on  the  sea  shore  a  fence  made  in 
a  manner  perfectly  well  known  and  apparently  used  oh  land.  Every  material 
factor  in  his  method  of  erecting  this  fence  had  been  used  oh  land,  and  one  of 

15  the  witnesses  called  by  the  Plaintiff  himself,  in  cross-examination  by  Mr. 
Monlton,  was  asked  this  question  :  "  Therefore  what  the  Defendant  has  done 
44  is  to  use  a  well-known  expedient  for  fixing  his  posts  and  to  arrange  his 
44  planks  in  a  well-known  way  ? — A.  Yes ;  he  has  fixed  his  posts  and  planks  in 
44  a  way  which  was  well  known  on  land,  and  adopted  that  method  under 

20  "  different  circumstances  below  high  water  mark.'1  Then  there  is  this  question : 
44  There  would  have  been  absolutely  no  novelty  in  making  a  fence  like  the 
44  Defendant's  on  land  ? — A.  No."  What  the  Plaintiff  claims  in  his  claim  is  : 
44  The  construction  of  shore  groynes  in  the  manner  described,  by  preparing 
44  braced  uprights,  inserting  them  in  holes,  fixing  them  by  cement  concrete, 

25  "and  finally  screening  the  intermediate  spaces  by  horizontal  planks  or  their 
44  equivalents  as  set  forth,  the  structure  taking  the  form  shown  on  the  annexed 
44  drawings."  Mr.  Bomfield  disclaims  any  special  novelty  in  the  mode  of  con- 
struction. He  complains  that  Mr.  Moulton  has  sought  to  tie  his.  argument  to 
novelty  of  construction  in  the  arrangement  of  his  planks  and  so  on,  but  he  says 

30  that  this  combination  was  never  used  before.  I  think,  when  you  come  to  look 
at  it,  the  only  novelty  in  the  combination  is  the  fact  that  it  is  employed  for  a 
purpose  which  he  has  discovered  can  be  successfully  attained  by  using  this 
well-known  contrivance  in  the  particular  place  where  he  does  use  it.  He  has  dis- 
covered that  the  results  on  the  sea  shore  are  very  successful  and  are  very  cheaply 

35  accomplished  by  the  use  of  this  particular  contrivance,  but  he  does  not  intro- 
duce, and  indeed  he  could  not  have  introduced,  into  his  Specification  any  allusion 
whatever  to  the  advantages  resulting  from  the  discovery,  or  claim  any  patentable 
right  therein.  He  has  deliberately  confined  it  to  the  particular  mode  of  con- 
struction of  the  particular  fence  which  he  uses ;  but,  when  we  come  to  examine 

40  that,  we  find  that  it  contains  no  element  which  was  not  perfectly  well  known, 
and  even  those  elements  were  used  together  in  a  combination  upon  land,  even 
if  such  user  could  be  described  properly  speaking  as  a  combination  within  the 
meaning  of  the  Patent  Law,  rarto  which  I  doubt.  Therefore  it  seems  to  me  to 
be,  as  the  learned  Judge  found  it  to  be,  simply  the  application  of  a  well-known 

45  instrument  to  a  purpose — I  will  not  even  say  to  a  purpose  to  which  it  has  never 
been  applied,  because  I  think  substantially  the  same  thing  was  done  before— but 
with  results  which  have  never  been  before  accomplished.  I  think  that  is  about 
as  Ugh  as  one  can  put  what  he  has  done.  Therefore  it  is  clearly  not  proper 
subject-matter  for  a  Patent. 

50  ROMBR,  LJ. — I  agree.  I  do  not  see  my  way  to  differ  from  the  finding  of 
Mr.  Justice  Buckley  in  this  case.  I  am  convinced  that  the  Patentee  here 
cannot  support  his  Patent  by  reference  to  the  question  whether  or  not  he  was 
the  inventor  or  discoverer  of  a  new  system  of  using  only  low  groynes  instead 
of  high  groynes  or  groynes  not  going  fir  up  on  to  the  land  as  he  suggests.  The 

55  Specification,  I  need  scarcely  point  out,  contains  no  reference  whatever  to 
any  such  alleged  discovery  on  the  part  of  the  Patentee.    It  is  for  the  making  of 


422  REPORTS  OF  PATENT,  DESIGN,   .       [Oct.  9, 1901. 

—  * 

Case  v.  Cressy. 

a  groyne,  wholly  irrespective  of  any  system  of  groynes  whatever.    Then  it  is 
admitted  that,  as  a  structure,  this  groyne  was  in  itself  no  novelty.    It  is  clearly 
admitted  that  if  erected  on  land  and  used  for  land  purposes  it  would  be  no 
novelty,  and  could  not  possibly  be  the  subject-matter  of  a  Patent.    Can  it  be 
then  good  subject-matter  of  a  Patent  when  it  is  applied  for  sea  purposes  or  5 
shore  purposes  ?    Under  the  circumstances,  I  think  not.    Now,  why  is  it  that 
it  becomes  useful  as  a  groyne  ?    It  is  not  by  any  peculiar  nature  of  the  sea  even. 
It  is  useful,  when  you  come  to  think  of  it,  as  a  groyne,  because  the  posts  in  this 
way  are  fixed  firmly,  and  because  the  structure  can  be  erected  in  certain  cases 
quickly  and  cheaply.    Those  were  the  very  purposes  why  such  a  structure,  if  10 
erected  on  land,  would  have  been  erected  there ;  they  would  have  used  cement 
for  their  posts  on  land  to  hold  them  firmly,  and  if  they  had  wanted  to  put  such 
a  kind  of  fence  there  they  would  have  used  it  simply  for  the  same  reasons — 
because  it  was  cheaply  and  quickly  erected.    It  appears  to  me  it  would  be 
carrying  the  Patent  law  too  far  to  hold  that  there  was  good  subject-matter  in  15 
this  case.    It  might  very  unduly  hamper  persons  in  their  dealings,  and  indeed 
I  cannot  help  thinking  that,  if  this  was  a  good  Patent,  the  result  would  be  to 
prevent  the  Defendant  from  doing  what  he  is  doing.    I  am  perfectly  convinced 
that  the  Defendant  is  doing  nothing  which  ought  to  be  stopped.    He  has  himself 
shown  how  the  idea  of  using  the  post  in  cement  for  the  purpose  of  sea  groynes  20 
would  naturally  occur  to  anybody  who  wanted  to  make  a  post,  under  the 
circumstances,  firmly  and  quickly,  and  he  himself  has  shown  how  staggering 
is  a  well-known  method  of  putting  the  planks  in  6uch  a  fence  as  this.    It 
appears  to  me  if  this  Patent  were  good,  the  result  ought  to  have  been  that  the 
Defendant  should  have  been  held  to  have  infringed  and  ought  to  have  been  25 
restrained.    I  do  not  think  he  ought.    1  do  not  think  this  is  a  case  where  there 
has  been  such  an  invention  on  the  part  of  the  Patentee  as  will  sustain  the 
Patent. 
RlGBY,  LJ. — The  coBts  must  follow  the  event 
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In  the  High  Court  of  Justice.— Chancery  Division 
Before    Mr.    Justice    Farwell.  . 

June  14th,  1901. 

In  the  Court  op  Appeal.  - 

5  Before  Lords  Justices  Rigby,  Collins,  and  Romer, 

July  18th  and  19th,  1901.  ... 

Dunlop  Pneumatic  Tyre  Company,  Ld.  v..  Buckingham  and  Adams 
Cycle  ^nd  Motor  Company,  Ld. 

Patent. — Action  for-  infringement. — Construction   of  Ucensc.-~InjuncUon 
10.  granted. — Appeal  allowed  and  injunction  dissolved. 

The  D.  P.  T.  Co.  were  live  owners  of  the  Welch  Patent  for  ■♦  ImprovemmU  in 

44  rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  light  vehicles." 

.  The  mode  of  fastening  tlie  tyre  on  to  the  rim  was  by  means  of  an  endless. 

inextensible  wire.    In  1893  and  1899  they  licensed  the  N.,  T.  Co.  to  make:  tyres' 

15  under  -this  Patent*  but  to  fasten  them  on  by  overlapping  the  end*'  offh$% 
wires  and  passing  tliem  through  lioles  in  the  rim,  ivhcime  they  ivere  M''Me> 
secured  by  nuts.  The  deposited  tyres  and  the  drawing  showed  tlie  holes  in 
the  shoulder  of  the  rim.  In  1900  the  D.  P.  T.  Co.  brought  an  action  for 
infringement  of  the  Patent  against  the  B.  and  A.  Co.,  who  were  selling  tyres 

20  fastened  by  means  of  passing  the  ends  through  holes  in  the  centre  of  the  rim.. 
They  had  purchased  these  tyres  from  the  N.  T.  Co.  The  Defendants  claimed 
to  be  entitled  under  the  terms  of  the  license  to  sell  such  tyres,  but  the 
Plaintiffs  alleged  that  the  Defendants1  tyres  were  not  covered  by  the  license* 
Held,  at  the  trial,  that,  on  the  true  construction  of  the  license  with  reference  to 

25~  th&  deposited  tyre  and  drawing,  the  Defendants  had  no  right  to  depart  from  the 
construction  there  sfwwn,  and  that  for  this  purpose  "place  of  fastening"  camf. 
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within  the  meaning  of  the  words  "  mode  of  fastening  "  in  the  license ;  that  the 
tyre  sold  by  the  Defendants  wots  not  in  accordance  with  the  pattern.  An 
injunction  was  granted.    The  Defendants  appealed. 

Held,  by  the  Court  of  Appeal,  that  the  licensees  were  not  limited  to  using  the 
tyres  on  any  particular  rim,  and  that  they  were  not  bound  by  the  words  5 
u  mode  of  fastening  "  or  otherwise  to  put  the  holes  at  any  particular  place  in 
the  cross-section  of  the  rim.    The  appeal  was  allowed  with  costs. 

The  Dunlop  Pneumatic  Tyre  Company,  Ld.,  were  the  owners  of  Welch's 
Patent  No.  14,563  of  1890,  for  "  Improvements  in  rubber  tyres  and  metal  rims 
"  or  felloes  of  wheels  for  cycles  and  other  light  vehicles."  This  Patent  was  10 
upheld  by  the  House  of  Lords  in  the  Pneumatic  Tyre  Company,  Ld.  v.  Leicester 
Pneumatic  Tyre,  Ac.  Company  (16  R.P.C.  531),  where  the  Specification  is 
set  out 

In  March    1900   the  Dunlop  Pneumatic    Tyre  Company,  Ld^  and   the 
Pneumatic  Tyre  Co.,  Ld.,  brought  an  action  for  infringement  of  this  Patent  15 
against   the   Buckingham   and   Adams    Cycle   and   Motor   Company,   Ld., 
claiming  the  usual  relief. 

The  Defendants,  by  their  Defence,  alleged  that  their  tyres  were  not 
manufactured  in  accordance  with  the  invention  covered  by  the  Patent,  and, 
in  the  alternative,  if  they  were  so  manufactured,  then  the  Defendants  alleged  20 
that  they  were  protected  by  the  terms  of  a  license  granted  by  the  Plaintiffs  to 
the  Non-Collapsible  Tyre  Company,  Ld.,  who  were  the  Defendants9  predecessors 
in  title,  and  that  their  tyres  were  manufactured  and  sold  under  the  provisions 
of  such  license. 

The  Plaintiffs,  in  reply,  denied  that  the  tyres  complained  of  were  such  tyres  25 
as  the  Non-Collapsible  Tyre  Company,  Ld.,  were  licensed  to  make,  and  this 
was  the  only  issue  at  the  trial  of  the  action. 

The  license  was  contained  in  a  Deed  of  the  25th  of  April  1893,  which  was 
subsequently  modified  by  a  Deed  of  the  1st  of  May  1899.  These  Deeds  are 
sufficiently  stated  in  the  judgments.  30 

It  was  not  disputed  that  the  mode  of  fastening  the  Plaintiffs'  tyres  on  to 
the  rims  was  by  means  of  an  endless  inextensible  wire.  The  deposited  tyre, 
under  the  license,  was  fastened  by  means  of  bending  at  right  angles  the 
ends  of  the  wire,  which  overlapped  4£  inches,  and  passing  th^p  through  holes 
in  the  shoulders  of  the  rim,  where  they  were  secured  by  means  or  nuts.  In  35 
the  tyre  complained  of  the  ends  of  the  wire  were  passed  through  holes  in  the 
centre  of  the  rim,  in  a  line  with  the  holes  for  the  spokes,  and  there  fastened. 
This  alteration  was  made  for  the  purpose  of  enabling  the  tyres  to  be  used 
with  rim-brakes. 

The  action  came  on  for  trial  on  the  14th  of  June  1901.  40 

.  Moulton,  K.C.,  and  J.  C.  Graham  (instructed  by  J.  B.  and  F.  Purchase) 
appeared  for  the  Plaintiffs;  Upjohn,  E.C.,  and  Cordon  (instructed  by  M. 
Abrahams  A  Co.,  as  agents  for  Jeffery,  Pan*  and  Hasell,  of  Birmingham) 
appeared  for  the  Defendants. 

Moulton,  E.C.,  for  the  Plaintiffs.— The  Defendants  are  bound  by  the  terms  of  45 
the  license  to  their  vendors.     They  are  therefore  limited  to  the  particular 
pattern  and  design  shown  by  the  drawing,  which  must  be  taken  as  part  of  the 
license.    It  is  a  permission  with  limitations,  and  they  cannot  take  the  permission 
and  disregard  the  limitations. 

Evidence  in  support  of  the  Plaintiffs'  case  was  given  by  F.  C.  Baisley,  who  50 
said  that  by  the  license  the  Defendants  might  make  tyres  so  that  the  ends  of 
the  wires  should  come  through  the  shoulder  of  the  rim,  whereas  in  fact  their 
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wires  came  through  the  centre,  in  a  line  with  the  spokes.    To  do  this  they  had 
an  extra  crank  in  the  wires. 

Upjohn,  K.C.,  for  the  Defendants. — The  point  is,  to  what  do  the  words  "  the 
"  same  design  and  pattern  as  to  tyres "  refer  ?  Do  they  refer  to  the  rubber 
5  tyres,  or  to  the  rims  and  tyres  together.  We  contend  that  the  rim  is  no  part 
of  the  tyre.  The  only  alteration  we  have  made  is  to  change  the  position  of 
the  holes  in  the  rim.  "Mode  of  fastening"  does  not  mean  "place  of 
fastening."  [Farwell,  J. — Supposing  that  you  can  do  what  you  like  with 
the  rim  qua  rim,  is    it    not    different  when  you   affect    the   rim    for   the 

10  purposes  of  the  rubber  tyre?]  "Tyre"  means  rubber  tyre  only,  and  not 
rim  as  well. 

Gordon  followed. — They  could  easily  have  said  "through  holes  in  the 
"  shoulder  of  the  rim  "  if  they  had  meant  that.  The  license  means  holes  situated 
anywhere  in  the  rim.    What  they  call  an  extra  crank  is  merely  a  deflection,  and 

15  I  submit  that  the  Defendants  are  entitled  to  bend  the  wires  to  get  them  through 
the  holes. 
Counsel  for  the  Plaintiffs  were  not  called  upon  to  reply. 
Farwbll,  J. — This  is  an  action  by  the  Dunhp  Pneumatic  Tyre  Company, 
Ld.,  and  the  Pneumatic  Tyre  Company,  Ld.,  who  are  the  owners  of  the  Letters 

20  Patent,  known  as  the  Welch  Patent,  for  "  Improvements  in  rubber  tyres  and 
u  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles."  The 
Defendants  admit  the  sale  of  the  articles  in  question,  but  justify  under  two 
instruments  of  license,  and  the  whole  and  sole  point  I  have  to  determine  is  the 
construction  of  these  licenses.    I  should  perhaps  begin  by  saying  that  it  is 

25  common  ground  that  the  wire  used  under  the  Patent  by  the  Dunlop  Company 
themselves  is  an  endless  wire.  They  never  license  persons  to  manufacture 
endless  wires,  and  they  have  from  time  to  time  obtained  injunctions 
against  persons  who  have  attempted  to  infringe  the  Patent  by  using  what  are 
mechanical  equivalents  for  such  endless  wires.    Amongst  other  forms  of  these 

30  mechanical  equivalents  have  been  wires  which  are  not  in  fact  endless,  but 
overlap  one  another,  and  are  fastened  together  by  some  nut  or  some  mode  of 
fastening.  In  these  cases  it  is  essential  that,  for  practical  use,  the  wire  should 
pass  through  the  rim,  so  as  to  be  fastened  to  the  rim.  In  fact,  although  the 
tyre  is  one  thing  altogether  and  the  rim  is  a  totally  distinct  thing  in  the  sense 

35  that  you  may  use  the  Plaintiffs'  tyres— of  course  with  their  permission— on 

somebody  else's  rims,  still  in  order  to  use  tyres,  made  as  the  Defendants  make 

their  tyres,  it  is  essential  that  they  should  be  fastened  to  the  rim,  whatever  sort 

of  rim  it  is  that  may  be  used. 

On  the  25th  of  April  1893  the  Plaintiffs  granted  a  license  to  the  persons 

40  through  whom  the  Defendants  claim.  The  material  part  of  it  is  the  recital, 
"  Whereas  the  licensors  have  agreed  to  grant  the  licensees  a  license  to  use  the 
"  said  Patents  and  Patent  rights,  so  far  as  relates  to  the  manufacture  of  felloes 
44  or  metal  rims  to  cycle  wheels "  (that  is  one  point)  "and  as  far  as  the  rubber 
u  tyres,  consisting  of  an  air  tube  or  balloon  cover,  and  wires  are  concerned  of 

45  "'  the  same  design  and  pattern  as  the  tyre  which  has,  for  the  purpose  of  identifi- 
u  cation,  been  deposited  with  the  licensors  and  bears,"  such  and  such  a  stamp. 
There  are  various  other  references  to  which  Mr.  Upjohn  has  called  my  attention 
in  the  license,  which  show  that  so  far  as  regards  the  tyre  it  was  a  distinct 
license  relating  to  a  specified  tyre,  and  not  a  license  to  use  rims  in  general,  but 

50  a  license  to  use  the  rims  under  a  Patent,  not  confined  to  any  particular  pattern, 
identified  by  reference  to  a  pattern. 

On  the  1st  of  May  1899,  as  the  result  of  a  compromise  of  some  litigation,  there 
is  a  further  license,  which  recites  that,  "  Legal  proceedings  were  some  time 
"  since  commenced  by  the  licensors  against  the  licensees  on  the  ground  that  the 

55  "  licensees  had  made  and  sold  tyres  which  were  not  in  accordance  with  the 
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"  deposited  tyre  referred  to  "  in  the  original  license,  and  it  was  witnessed  that 
the  original  license  was  to  be  "  modified  so  far  as  the  tyre  " — in  the  singular—: 
"  deposited  as  therein  mentioned  is  concerned,  by  the  substitution  of  a  tyre 
44  which  has  been  deposited  by  the  licensees  with  the  licensors  and  is  marked  " 
so  and  so.    **  The  said  substituted  tyre  is  also  described  in  a  detailed  sketch  g 
44  similarly  signed,  showing  clearly  the  mode  of  fastening,  and  showing  clearly 
44  that  the  wires  on  each  side  do  not  overlap  more  than  4£  inches  from  the  point 
44  of  crossing  one  another.    In  the  deposited  tyre  the  canvas  is  cut  on  one  side 
44  merely  for  the  purpose  of  showing  the  fastening,  but  in  practice  the  canvas 
44  shall  not  be  deemed  to  be  cut."    Then,  save  as  aforesaid,  it  was  provided  that  10 
the  original  license  was  to  remain  in  full  force  and  effect. 
^  Now  the  result  of  those  two  documents  together  is  that  the  Plaintiffs  have 
licensed  the  Defendants'  vendors  to  use  a  particular  form  of  tyre  in  accordance 
with  that  which  is  deposited,  and  in  accordance  also  with  the  sketch,  which 
shows  clearly  the  mode  of  fastening  and  so  on.    It  appears  to  me  from  these  15 
two  documents  that,  as  the  result  of  litigation,  the  parties  had  come  to  the 
conclusion  that  the  mode  of  fastening  was  something  which  was  material  to  be 
shown.     They  accordingly  substituted  a  new  pattern  and  a  drawing  which 
shows  the  actual  mode  of  fastening,  and  it  shows  that  fastening  to  be  by  turning 
down  the  ends  of  two  wires  at  right  angles  through  the  edge  of  the  rim,  to  Jft 
which  it  is  fastened  by  nuts  on  the  ends  of  those  two  wires.    Now  what  the 
Defendants  have  done  is  this.     They  have  altered  the  position  of  the  holes 
through  which  those  wires  proceed,  and  where  they  are  fastened  to  the  centre 
of  the  rim.    They  justify  their  action  on  this  ground.    They  say, 44  So  far  as  the 
44  rim  is  concerned  we  have  got  a  general  license  to  make  rims  as  we  please  "  ;  25 
and  I  agree  that,  so  far  as  the  rim  is  concerned,  I  do  not  see  how  the  Plaintiffs 
could  complain  of  their  making  holes  where  they  please  in  their  rims,  and  if 
they  used  somebody  else's  tyres  I  do  not  see  that  the  Plaintiffs  could  complain 
because  the  rims  had  holes  made  in  them  in  50  different  places.     But  the  gist 
of  it  is  that  the  Defendants  are  using  the  tyres  of  the  Plaintiffs  and  fastening  30 
them  to  the  rim  in  a  way  other  than  that  which  is  shown  by  the  sketch  and  by 
the  pattern.    The  particularity  of  the  description  appears  to  me  to  show  that  the 
parties  contracted  that  this  particular  mode,  shown  in  the  pattern  and  in  the 
plan,  was  to  be  adopted  and  none  other.    Except  for  the  purpose  of  showing 
the  fastening  I  see  no  object  in  having  a  rim  deposited  as  a  pattern  together  35: 
with  the  tyre  itself.     The  actual  sketch  which  is  referred  to  in  the  second 
license  shows  clearly  the  position  of  the  holes.    The  description  written  above 
that  is,  oddly  enough,  not  referred  to  as  far  as  I  can  see  in  the  license  itself  at, 
all,  and  the  words  there  are  more  general,  and  this  was  relied  upon  by  Mr. 
Upjohn.    u  The  ends  are  then  bent  at  right  angles  and  are  passed  through  holes.  40 
44  in  the  rim,  and  are  secured  by  means  of  nuts  B."    That  is  simply  a  description,* 
and,  so  far  as  I  can  see,  it  is  not  referred  to  in  the  actual  document,  which, 
merely  refers  to  the  sketch  itself ;  but  the  sketch  speaks  for  itself,  and  what  I 
have  to  determine  is  whether,  when  the  Patentees  have  licensed  an  instrument, 
to  be  made  in  accordance  with  a  particular  specified  pattern  and  a  particular  4$ 
specified  sketch,  and  that  pattern  and  sketch  both  show  a  particular  form  of. 
fastening  in  a  particular  place,  and  the  mode  of  fastening  is  expressly  referred 
to  in  the  document  as  essential  to  the  proper  enjoyment  of  the  licensed  article, 
in  my  opinion  such  a  license  does  not  justify  a  deviation  from,  or  an  alteration 
of,  the  place  of  fastening  or  the  mode  of  fastening.    The  place  of  fastening  for  50 
this  purpose  is,  within  the  meaning  of  the  words,  "  mode  of  fastening  "  as  shown 
in  the  sketch  and  in  the  deposited  pattern.    Mr.  Upjohn  argued  that  so  long  as 
this  particular  alteration  of  locality  of  fastening  did  not  produce  any  mechanical 
effect  on  the  wires  it  was  justifiable  ;  but  in  my  opinion  that  is  not  sound  as 
applied  to.  a  license  like  the  present.    At  any  rate,  I  do  not  think  that  in  a  case  55 
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like  this  you  could  justify,  under  a  license  of  this  sort,  the  use  of  something 
else  which  is  a  mere  mechanical  equivalent,  and  I  do  not  think  Mr.  Upjohn 
would  have  so  contended.  The  only  relevancy,  to  my  mind,  of  the  reason  why 
the  Defendants  desire  to  do  this  is  to  show  that  the  action  is  not  merely  an 
5  oppressive  action  for  the  purpose  of  making  costs.  It  has  become  of  very  great 
importance,  in  consequence  of,  I  think,  the  invention  of  free  wheels,  as  Mr. 
Moulton  told  me,  that  a  rim  brake  should  now  be  used,  for  which  purpose  the 
particular  nut  in  the  locality  shown  on  the  pattern  and  on  the  sketch  is  an 
obstacle.  It  is  therefore  very  desirable  from  the  Defendants'  point  of  view  that 
10  they  should  be  able  to  put  the  junction  in  a  different  position.  Mr.  Moulton 
says  it  is  very  desirable  from  his  point  of  view  that  they  should  not,  because  he 
will  be  able  now  to  get  more  money  for  a  further  license.  However,  so  far  as  I 
am  concerned,  I  only  desired  to  have  that  evidence  in  order  to  satisfy  my  mind 
that  it  is  not  the  case  of  a  big  Company  attempting  to  oppress  somebody  else,  or 
15  to  bring  an  action  merely  for  the  purpose  of  making  costs.  It  seems  to  me 
there  is  a  very  material  reason  for  bringing  the  action,  and  to  my  mind  it  is 
irrelevant  that  no  mechanical  effect  is  produced  on  the  wires,  because  all  that 
has  been  licensed  has  been  a  particular  pattern  of  article  and  nothing  else,  and 
the  article  now  made  and  sold  by  the  Defendants  is  not  in  accordance  with  that 
20  particular  pattern.    The  result  is  that  I  must  grant  the  injunction  as  asked. 

Moulton,  K.C. — Then  there  will  be  an  injunction,  and  I  will  take  an  inquiry 
as  to  damages  and  delivery  up  of  any  infringing  articles.  I  do  not  know 
whether  it  would  be  better  to  have  destruction  instead  of  delivery  up. 

Upjohn,  E.C. — As  to  that,  I  would  ask  your  Lordship  to  suspend  the  operation 
25  of  the  Order  as  to  destruction. 
FABWBLL,  J.— Certainly. 

Moulton,  K.C. — Then  I  ask  for  a  Certificate  that  we  have  proved  our  Particulars 
of  Breaches. 
Fabwbll,  J.— Yes. 
30      Moulton,  K.C. — There  is  a  question  as  to  the  costs.     We  have,  of  course, 
established  this  Patent,  and  the  rule  is  that  we  are  entitled  to  solicitor  and  client 
costs. 

FAR  WELL,  J, — Does  that  apply  when  there  is  a  fair  question  of  construction 
of  a  license  ? 
35      Moulton,  K.C. — Your  Lordship  has  the  power — I  can  only  put  it  in  that  way. 
Fabwbll,  J. — I  think  it  is  a  fair  case   to  raise.    I  do  not  think  I  ought  to 
give  solicitor  and  client  costs. 
Moulton,  K.C. — I  cannot  press  it. 

Judgment  was  given  for  the  Plaintiffs  with  party  and  party  costs. 
40      The  Defendants  appealed  and  the  hearing  of  the  appeal  was  advanced  by 
order  of  the  Court  of  Appeal. 

Bousfield,  K.C.,  appeared  for,  the  Appellants,  in  addition  to  the  counsel  who 

appeared  in  the  Court  below. 

Bouefidd,  E.C.,  and  Upjohn,  K.C.,  for  the  Appellants. — The  license,  which  is 

45  dated  the  25th  of  April  1893,  is  to  make  a  tyre  in  a  particular  form ;   the  ends 

- '  of  the  wires  are  not  connected,  but  are  brought  through  the  rim  and  secured  by 

nuts.     The  licensees  found  that  a  bulge  was  caused,  and  they  used  a  sleeve 

through  which  the  wires  passed  at  the  place  where  they  crossed.    The  Plaintiffs 

complained  of  this  modification,  and  also  of  the  tyres  as  made  having  a  con- 

50  siderable  overlap.    As  the  result  of  litigation  the  Deed  of  the  1st  of  May 

1899  was  entered  into,  which  only  affected  the  license  as  to  these  points. 

The  Defendants  have  bought  from  the  licensees  tyres  exactly  in  accordance 

with    the    license    without   rims.    They  got   the   rims    elsewhere.    At   the' 

date  of  the  license  wires  were  always  laid  in  the  shoulders  of    the  rim. 

55  But  now  that  free-wheels  are   in   use   rim-brakes   are   neoessary9  and   the 
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Defendants,  therefore,  have  the  holes,  not  in  the  shoulders,  bat  in  the  centre  of 
the  rim.  First,  the  Defendants  are  purchasers  from  the  licensees  of  tyres  which 
the  licensees  are  entitled  to  make  independently  of  any  rim.  If  there  is  any 
condition  going  with  the  article  it  must  be  clearly  expressed  in  the  license,  and 
in  order  to  bind  a  purchaser  he  must  have  notice  of  it.  Secondly,  on  the  5 
construction  of  the  Deeds,  "  pattern  and  design "  do  not  import  identity  but 
type.  Apart  from  the  rim  the  tyre  itself  is  identical  with  the  deposited  one  ; 
but  in  attaching  it  to  the  rim  it  has  to  be  slightly  sprung  into  place.  The  words 
"mode  of  fastening,1'  in  the  supplemental  license,  do  not  refer  to  the  position 
of  the  holes  in  the  shoulders  of  the  rim.  The  alteration  as  to  that  does  not  10 
make  any  further  inroad  on  the  invention.  On  the  first  point  the  Incandescent 
Qas  Light  Company, Ld.  v.  Cantelo  (12  R.P.C. 262)i8 relied  on.  [ROM  RR,  LJ.— 
It  will  be  said  that  you  are  altering  the  article.]  The  alteration  has  nothing  to 
do  with  what  is  patented.  [COLLINS,  LJ.— The  Defendants  can  have  no  right 
to  do  anything  which  is  an  infringement  except  so  far  as  the  license  covers  it]  15 
Having  bought  a  licensed  article  the  Defendants  can  make  any  use  of  it  which 
is  not  a  further  inroad  on  the  Patent.  [ROMBR,  LJ.— In  Cantelo' s  case  the 
Plaintiffs  were  obliged  to  have  recourse  to  a  personal  obligation.]  It 
was  an  action  for  infringement  The  Defendants  are  not  doing  anything 
reouiring  a  further  license.  [Collins,  LJ.— Gould  you  braze  together  the  20 
ends  of  the  wires  ?]  No ;  that  would  require  a  further  license.  [COLLINS, 
LJ. — Does  it  not  then  come  back  to  the  construction  of  the  license  ?]  The 
Defendants  have  only  to  show  that  the  article  as  bought  was  licensed ;  as  in 
CanteWs  case,  what  is  complained  of  concerns  only  the  use  of  it  [Beits  v. 
Willmott  (L.R.  6  Ch.  239)  was  referred  to,  at  page  245.1  As  to  the  question  25 
of  construction,  neither  of  the  deposited  rims  are  Welch  rims.  .There  was  a 
general  license  as  to  Welch  rims.  The  drawing  attached  to  the  supplemental 
license  was  only  illustrative  of  certain  points,  and  the  position  of  the  holes  in 
the  shoulders  of  the  rim  is  not  one  of  these  points. 

Moulton,  K.C.,  and  Graham  for  the  Respondents.— The  question  is  merely  30 
whether  by  the  license  there  was  given  leave  to  do  that  which  has  been  done ; 
it  is  for  the  Defendants  to  show  that  they  are  within  the  leave  given.     In  this 
case,  as  is  very  usual,  the  license  was  for  a  specific  article.    The  Defendants 
themselves  say  that  the  change  in  the  article  makes  the  difference  between 
commercial  success  and  failure.     After  a  considerable  length  of  time  the  35 
Defendants  are  now  seeking  to  depart  from  the  deposited  tyre.     The  question 
is  one  of  construction  of  the  licences.    As  to  the  purchasers  being  in  a  better 
position  than  the  licensees,  in  Cantelo' s  case  the  mantles  were  manufactured 
and  sold  by  the  Patentees,  and  they  sought  to  enforce  a  condition  against 
ultimate  purchasers.    It  is  the  tyre  mounted  that  is  in  question  here ;  the  rim  40 
plays  a  part  in  completing  the  circle.     In  the  Deed  of  1899  the  mode  of 
fastening  is  regarded  as  part  of  the  4<  pattern  and  design."    The  Plaintiffs  have 
carefully  guarded  themselves  against  developments  by  licensing  a  specific 
article  only.    [Romer,  LJ.— How  is  the  position  of  the  holes,  apart  from  the 
amouut    of    overlap,  part  of    the  "pattern  and  design"?]    The  "mode  of  45 
fastening"  includes  having  the  wires  and  nuts  substantially  in  the  same  plane. 
The  wires  in  the  tyre  complained  of  have  been  bent.    Practically  the  wires 
could  not  be  central,  they  must  be  one  on  each  side  of  the  inner  tube. 

No  reply  was  called  for. 

Rigby,  LJ. — I  am  of  opinion  that  this  appeal  ought  to  succeed.    I  do  not  go  50 
into  details,  but  I  have  discussed  the  matter  with  my  brothers,  and  I  agree 
altogether  with  the  reasons  in  the  judgments  they  are  about  to  pronounce. 

Collins,  LJ.—The  Plaintiffs  attack  the  Defendants  in  this  case  on  the 
ground  that  they  have  infringed  a  Patent  owned  by  the  Plaintiffs.  The 
Defendant*  answer  that  they  are  using  a  machine  sold  to  them  under  a  license  55 
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granted  by  the  Plaintiffs.  It  was  contended  before  us  by  Mr.  Bousfield  that  the 
purchasers  from  the  licensees  may  stand  in  a  better  position  than  the  licensees 
themselves.  I  do  not  think  there  is  any  foundation  for  that  argument  in  this 
case.    I  think  the  question  must  be  tried  by  the  construction  of  the  license. 

5  Does  the  license  cover  the  thing  done  by  the  Defendants  ?  If  it  does,  then  the 
Plaintiffs  have  no  case  ;  if  it  does  not,  then  the  Plaintiffs  are  right. 

What  the  Plaintiffs  complain  of  is  that  the  Defendants,  in  attaching  the  tyre 
to  the  rim,  have  made  holes  in  the  bottom  of  the  rim  instead  of  in  the  shoulders 
or  sides  of  the  rim.    Whether  that  is  or  is  not  within  the  license  depends  upon 

10  the  terms  of  the  license,  and  I  think  that  in  construing  the  license  it  is  proper, 

'  ■ r  as  in  every  other  case,  to  look  at  the  surrounding  circumstances  at  the  time  the 
contract  was  made.  At  the  time  the  contract  was  made  the  Plaintiff  Company 
were  the  proprietors  of  Welch's  Patents,  and  Welch  had  several  different  modes 
of  attaching  his  tyres  to  the  rim.    One,  which  some  people  thought  was  a  very 

15  wide  extension  of  the  original  idea,  but  which  has  been  held  to  be  within  it,  is  the 

""  one  which  the  Company  keep  exclusively  for  themselves — that  is  two  circular 

endless  wires,  one  at  each  side  of  the  tyre  cover.    That  they  have  kept  for 

themselves,  but  there  were  other  methods  of  attaching  the  tyres  to  the  rim 

patented  by  Welch.    One  of  them  was  that,  instead  of  having  continuous  wires, 

20  he  had  a  wire  at  each  side  of  his'  cover,  threaded  through  the  bottom  of  each 

'.'  side  of  the  outer  cover,  and  then  the  ends  drawn  through  holes  in  the  rim  and 

bent  at  right  angles  through  those  holes,  the  result  of  which  was  that  by  means 

of  the  wire  and  that  mode  of  attachmjnt  the  tyre  was  tied  to  the  rim.    The 

method  which  the  Dunlop  Company  have  preserved  absolutely  for  themselves, 

25  we  are  told,  and  do  not  lioense,  is  one  in  which  the  tyre  is  not  tied  to  the 

v/.*  rim  by  the  wire  at  all.  It  is  kept  in  its  position  by  these  two  endless  wires, 
which  are  of  smaller  diameter  than  the  diameter  of  the  rim  at  its  outer 
section.  That  being  the  case,  and  that  being  the  condition  of  the  inventions, 
and  there  being  this  particular  mode  of  attaching  by  bending  the  wire  down 

30  through  the  hole  in  the  rim  and  then  putting  a  nut  on  the  end  of  it — there  were 

-0  several  other  methods,  which  I  need  not  describe,  of  accomplishing  the  same 
object  of  tying  the  ends  of  the  wire  together — this  particular  method  of  attaching 
by  drawing  the  wires  through  holes  and  then  bending  the  wires  down  was  the 
subject  of  a  license  given  by  the  Plaintiffs.    Now,  so  far  as  the  method  of 

35  attaching  was  concerned— the  importance  of  tying  the  tyre  to  the  rim — it  seems 

<>:>  to  me  that  it  was  a  matter  of  absolute  indifference  at  what. particular  point  in 
the  section  of  the  rim  these  holes  were  introduced.  Their  function  was  simply 
to  afford  a  means  of  attachment  by  passing  the  wire  through  them  and  then 
bending  it  over.     Under  those  circumstances  the  Dunlop  Company  give  a 

40  license  to  the  persons  under  whom  the  Defendants  claim,  and  everything  turns 

*  upon  the  wording  of  that  license.    The  principal  recital  is  this : — "  Whereas  the 

"  licensors  have  agreed  to  grant  the  licensees  a  license  to  use  the  said  Patents 

44  and  Patent  rights  so  far  as  relates  to  the  manufacture  of  felloes  or  metal  rims 

u  to  cycle  wheels,  and  as  far  as  the  rubber  tyres,  consisting  of  an  air  tube  or 

45  "  balloon  cover  and  wires,  are  concerned  of  the  same  design  and  pattern  as  the 
u  tyre  which  has  for  the  purpose  of  identification  been  deposited  with  the 
"  licensors,  and  bears  the  stamp  of  the  licensees  as  hereinafter  defined  upon  the 
u  terms  hereinafter  appearing.1'  Then  comes  the  grant :  — "  The  licensors  hereby 
u  grant  unto  the  licensees  full  liberty,  license,  power  and  authority  to  make, 

50  "  use,  exercise,  and  vend  the  improvements  and  inventions  protected  by  the 
"  said  several  Letters  Patent  and  Patent  rights  of  the  licensors  in  the  United 
44  Kingdom  so  far  as  the  same  shall  be  applicable  to  the  manufacture  of  the  said 
"cycle  tyres,  rims,  and  felloes  before  mentioned."  A  pattern  of  tyre  is 
deposited  and  a  rim  is  also  deposited,  but  while  the  pattern  tyre  is  made  part 

55  of  *he  contract  governing  what  the  licensees  are  entitled  to  do,  there  is  no  such 
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provision  as  to  the  riin,  and  though  a  rim  was  deposited  with  a  tyre  attached  to 
it,  having  regard  to  the  fact  that  there  is  no  contract  as  to  the  rim  being  the 
standard,  and  that  there  is  a  contract  as  to  the  tyre  deposited  being  the  standard, 
it  seems  to  me  perfectly  clear  that  the  object  of  the  deposit  of  the  tyre  was    . 
simply  to  show  the  mode  of  attachment.  5 

After  some  time  disputes  arose  between  the  parties  owing  to  the  Defendants, 
or  rather  the  licensees,  having  used  what  the  Plaintiffs  thought  was  an  illegiti- 
mate extension  of  what  was  conceded  to  them  under  the  license.     They  had 
carried  the  wires  round  the  tyre,  either  in  whole  or  in  part,  for  a  second     ; 
convolution,  and  that  led  to  litigation,  with  the  result  that  a  fresh  arrangement  10 
was  made,  leaving  the  original  one  as  it  was  in  all  essential  respects  but  subject 
to  one  modification,  a  modification  which  entitled  the  licensees  to  make  the 
wires  which  they  carried  round  through  the  edges  overlap  to  the  extent,  I 
think,  of  A\  inches.     I  will  read  the  exact  words.    This  was  in  1899  ;  the    . 
earlier  license,  I  think,  was  in  1893.    "  Whereas,  legal  proceedings  were  some  15 
"  time  since  commenced  by  the  licensors  against  the  licensees  on  the  ground 
"  that  the  licensees  had  made  and  sold  tyres  which  were  not  in  accordance  with 
"  the  deposited  tyre  referred  to  in  the  within  written  presents ;    now  this 
"  indenture  witnesseth,  and  it  is  hereby  mutually  agreed  and  declared  as 
"  follows :  The  within  written  indenture  shall  be  modified,  so  far  as  the  tyre  20 
"  deposited  as  therein  mentioned  is  concerned,  by  the  substitution  of  a  tyre 
"  which  has  been  deposited  by  the  licensees  with  the  licensors,  and  is  marked 
"  '  non-collapsible/  and  signed,"  and  so  on.    "  The  said  substituted  tyre  is  also 
"  described  in  a  detailed  sketch,  similarly  signed,  showing  clearly  the  mode  of    v 
"  fastening,  and  showing  that  the  wires  on  each  side  do  not  overlap  more  than  25 
»*  4^  inches  from  the  point  of  crossing  one  another.    In  the  deposited  tyre  the 
"  canvas  is  cut  on  one  side  merely  for  the  purpose  of  showing  the  fastening,  but 
"  in  practice  the  canvas  shall  not  be  deemed  to  be  cut/'      I  should  have  added 
that  one  detail  of  this  modified  method  was  that  the  wires  at  each  side  were 
passed  through  a  little  metal  sleeve,  the  wire  from  one  side  through  one  end  of  30 
it,  and  the  wire  from  the  other  through  the  other,  and  they  passed  each  other 
and  crossed  in  transit,  constituting  the  overlap.     With  the  second  modified 
license  there  was  added  a  description,  with  a  drawing,  and  that  is  in  these 
terms  :  "  Each  edge  of  the  tyre  cover  is  provided  with  a  wire,  enclosed  within 
"  the  canvas  casing  for  the  purpose  of  securing  the  cover  in  position  on  the  rim  85 
"  when  the  tyre  is  inflated.    Each  wire  makes  one  convolution  only,  and  at  the 
"  point  of  overlap  the  two  ends  of  the  wire  are  passed  through  a  metal  sleeve  A, 
"  which  is  also  enclosed  within  the  canvas  casing,  and  are  then  extended  to  a 
"  distance  of  not  more  than  2\  inches,  so  as  to  make  a  total  overlap  of  not  more 
"  than  4£  inches.     The  ends  are  then  bent  at  right  angles  and  are  passed  40 
"  through  holes  in  the  rim  and  secured  by  means  of  nuts  B.    The  canvas  is  cut 
"  merely  for  the  purpose  of  showing  the  fastening,  but  in  practice  the  canvas 
"  shall  not  be  deemed  to  be  cut."    With  those  words  of  description  there  is  a 
drawing  which  shows  the  tyre  mounted  upon  a  rim,  which  rim  undoubtedly 
has  a  shoulder,  and  the  drawing  does  show  that  the  holes  through  which  these  45 
wires  are  what  is  called  "  cranked,"  after  the  overlap,  are  in  the  shoulders  and 
not  in  the  bottom  of  the  rim ;  but,  as  I  have  already  pointed  out,  there  was  no 
contract  as  to  the  particular  form  of  rim  to  be  used,  and  one  of  the  rims  which 
was,  in  fact,  sent  with  the  tyre  mounted  upon  it  had  practically  no  shoulder,  or 
at  all  events  a  very  slight  shoulder,  and  the  holes  in  that  particular  rim  are  very  50 
near  the  bottom.     However,  be  that  as  it  may,  it'  seems  to  me  that  you  cannot 
say  that  the  shoulder  on  the  rim  is  one  of  the  essential  factors  in  this  license  at 
all.    It  seems  to  me  that  the  licensees  are  at  large,  if  they  like,  to  use  any  rim 
to  which  they  can  fit  the  pattern  tyre,  a  tyre  conforming  in  all  respects  to,  that 
which   is   foid    dowa   in  the  grant,   a   rubber  tyre   coasting  of  sq  and  so,  55 
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"  of  the  same  design  and  pattern  as  the  tyre  which   has,  for  the  purpose  of 
"  identification,  been  deposited." 

In  that  state  of  things,  some  eight  or  nine  years  after  the  original  license  was 
granted,  a  new  development  in  the  cycle  trade  made  it  important  that  there 
5  should  be  no  excrescences  upon  the  shoulders  of  the  rims  carrying  the  tyre. 
Anew  bicycle  was  introduced  called  the  "Free  Wheel,"  which  rendered  it 
very  essential  to  have  powerful  brakes,  and  therefore  that  which  had  been 
dimly  shadowed  out  before,  but  had  never  become  a  real  practical  thing  used 
and  demanded  in  the  market,  namely,  a  rim  brake,  became  almost  a  matter  of 

10  necessity,  and  a  rim  brake,  acting  as  it  does  upon  the  metal  of  the  rim,  would 
of  course  be  seriously  inconvenienced  by  having,  in  some  form  or  other,  to 
allow  for  projecting  nuts  on  the  rim.  Therefore,  since  this  license  was  granted, 
and  under  conditions  which,  having  regard  to  the  state  of  the  trade  at  the  time 

%     the  license  was  given,  appear  to  have  been  wholly  outside  the  contemplation  of 

15  the  parties,  it  does  become  a  matter  of  importance  now  at  what  particular  part 
of  the  rim  the  hole  through  which  the  fastening  wire  is  pushed  is  fixed.  It  is 
important  now,  and  the  licensees  see  the  importance  of  it,  to  get  that  hole  out 
of  the  reach  of  the  brake,  either  actually  at  the  bottom  of  the  rim,  or  somewhere 
far  enough  down  to  admit  of  the  brake  riding  and  acting  on  the  rim  without 

20  interfering  with  the  nut.    It  seems  to  me  that  the  position  of  the  hole  in  the 
rim  was  a  matter  of  absolute  indifference  at  the  time  that  this  license  was 
granted.    The  whole  purpose  filled  by  the  hole  was  to  enable  the  attaching 
wire  to  pass  through,  but  through  what  particular  part  of  the  rim  it  passed  * 
seems  to  me  to  have  been  a  matter  entirely  outside  the  contemplation  of  the 

25  parties.  Certainly  it  would  seem  prima  fade  that  with  the  ordinary  tyre  a 
man  would  be  loosing  some  of  the  advantages  of  the  ordinary  rim  if  he  put  his 
hole  at  the  bottom  instead  of  in  the  shoulder,  but  if  he  chose  to  use  the  particular 
mode  of  attachment  in  a  manner  which  disabled  him  from  getting  the  utmost 
advantage  out  of  it,  there  does  not  appear  to  have  been  anything  in  the  license 

30  to  prevent  him  from  doing  it.  The  license  authorised  the  licensee  to  make  and 
sell  a  tyre  of  a  particular  pattern.  The  tyre  sold  seems  to  me  in  all  respects  to 
conform  to  the  particular  pattern.  When  you  come  to  attach  it  to  the  rim 
you  still  attach  it  precisely  by  the  same  mode  of  attachment,  but  you  pass 
your  wire,  as  it  seems  to  me  you  have  a  right  to  do,  through  the  bottom  instead 

35  of  through  the  side  of  the  rim.  What  is  there  in  the  license  to  prevent  that  ? 
It  may  be  that  it  involves  a  somewhat  shorter  wire,  so  as  to  make  the  tyre  ride 
in  the  bottom  of  the  rim  rather  than  high  up  on  the  shoulder,  and  it  may  be 
that  that  would  involve  a  shortening  of  the  wire  if  the  overlap  is  not  to  exceed 
the  stipulated  quantity,  but  I  do  not  think  there  can  be  any  point  here  in  this 

40  license  disabling  the  licensees  from  lengthening  or  shortening  the  wire,  according 
to  the  position  they  desire  to  put  their  tyre  in  on  the  rim,  so  long  as  they  do  not 
exceed  the  limit  of  the  overlap. 

It  is  said  that  inasmuch  as  the  drawing  shows  the  holes  on  the  shoulder  and 
not  in  the  bottom  the  licensees  are  limited  to  the  precise  point  indicated  on  that 

45  rim.  If  that  rim  had  been  deposited,  and  they  had  been  obliged  to  conform  to 
it  as  they  were  to  the  tyre,  I  think  there  would  have  been  a  good  deal  in  that 
argument ;  but  it  was  not  the  intention  of  the  parties  to  confine  the  licensees 
to  any  particular  form  of  rim.  It  is  said  that  this  drawing  shows  that  the  wire 
rides  in  the  same  plane  as  the  nuts.    Broadly  speaking  that  is  true ;   but  even 

50  here,  in  point  of  fact,  there  is  a  deflection,  and  there  must  be  a  slight  deflection 
from  the  line  in  which  the  wire  rides  at  the  point  where  these  wires  cross ;  they 
have  to  make  a  certain  detour  in  crossing,  in  order  to  pass  through  the  sleeve 
and  overlap  in  the  way  described,  so  that  it  is  only  a  question  of  degree.  There 
is  some  departure  from  the  exact  plane  in  which  the  wire  rides.     But  I  come 

55  back  to  the  main  point  of  the  description,  and  it  seems  to  me  that  there  is 
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nothing  in  the  pattern  of  the  tyre  to  prevent  the  licensees  at  their  own  discretion 
bringing  the  bottom  edges  of  that  outer  cover  as  near  as  they  choose  to  suit  their 
convenience,  according  to  the  form  of  rim  they  choose  to  adopt,  and  that  being 
so,  by  the  very  terms  of  their  license,  in  carrying  it  out  in  the  ordinary  way,  and 
getting  their  two  wires  rnnning  through  the  edges,  they  would  be  entitled  to  put  5 
them  so  near  that  the  difference  between  putting  the  holes  for  attaching  in  the 
very  bottom,  or  in  the  position  in  the  line  exactly  where  the  tyre  rides,  would 
not  be  worth  considering  at  all. 

It  seems  to  me,  therefore,  that  there  is  nothing  in  this  license  to  debar  the 
licensees  from  putting  their  holes  in  such  parts  of  the  rim  as  are  most  convenient  10 
for  enabling  them  to  attach  in  the  manner  in  which  they  are  bound  to  attach  in 
making  use  of  the  privilege  conferred  by  the  license, 
<  On  these  grounds  I  think  this  appeal  must  be  allowed. 

ROMEB,  L.J. — The  question  involved  in  the  appeal  is  one  about  which  men 
may  well  differ,  but  the  conclusion  I  come  to  on  consideration  of  the  license  in   15 
this  case  is  different  from  that  arrived  at  by  my  brother  Farwell,  for  whose 
opinion  I  have  a  great  respect. 

In  the  first  place  it  is  clear  that  the  tyre  used  by  the  Defendants  is  one  made 
in  all  respects  in  accordance  with  the  license.  The  question  is  whether  the  way 
in  which  it  is  being  used  by  the  Defendants  is  also  within  the  license.  It  is  20 
contended  that  it  is  not,  because  it  is  said  that  the  mode  in  which  the  tyre  is 
fastened  to  the  rim  of  the  cycle  by  the  Defendants  is  different  from  the  mode 
of  fastening  authorised  by  the  license  as  amended.  On  full  consideration  I 
think  this  contention  is  wrong.  It  is  to  be  borne  in  mind  that  the  license  is 
one  for  making  and  vending  a  tyre,  and  not  a  license  for  a  tyre  to  be  used  on  25 
any  special  rim.  It  is  a  license  to  make  and  sell  tyres  of  the  same  design  and 
pattern  as  the  tyres  shown  by  the  thing  deposited,  and  it  is  admitted,  and  in 
fact  it  could  not  reasonably  be  contended,  that  the  tyres  might  be  used  for  any 
shaped  rim.  The  rims  of  the  things  deposited,  under  the  original  license 
and  under  the  amended  license  respectively,  were  only  there  for  the  80 
purpose  of  showing  the  method  of  fastening  by  means  of  holes  and  nuts, 
and  were  themselves  otherwise  unimportant,  and  in  fact  they  differed 
inter  se.  The  one  under  the  amended  license  happened  to  have  a  shoulder  to 
it,  and  accordingly,  in  the  drawing  referred  to  in  the  license  as  amended,  you 
find  it  shows  a  shoulder,  and  as  in  such  a  case  the  wires,  when  the  tyre  was  35 
inflated,  would  probably  rest  in  the  shoulder,  the  holes,  which  must  be  shown 
somewhere  in  a  drawing,  are  naturally  shown  there.  But  of  course,  as  I  have 
already  pointed  out,  the  rim  need  not  have  a  shoulder  at  all,  in  which  case  the 
holes  would  not  be  in  any  shoulder  at  all.  The  fact  is,  that  looking  at  the 
circumstances  existing  at  the  date  of  this  license,  there  was  no  reason  at  ail  for  40 
fixing  the  holes  at  any  special  place.  All  that  was  needed  was  that  they  should 
be  sufficiently  near  the  ends  of  the  wires  to  enable  those  ends  to  be  bent  at  right 
angles,  put  through  the  holes,  and  then  fastened  by  nuts.  Bearing  in  mind 
that  any  shaped  rim  may  be  used,  it  appears  to  me  impossible  to  say  that 
the  license  was  restricted  to  the  exact  position  of  the  holes  shown  on  the  45 
drawing.  The  words  of  the  description  in  the  amended  license  are  that  the 
ends  are  to  be  passed  through  holes  in  the  rim.  It  does  not  say  through  holes 
in  any  particular  part  of  the  rim,  nor  was  there  any  reason  existing  at  the  time 
of  the  license  why  they  should  import  into  this  description  a  greater  limit  than 
is  expressed  in  it.  50 

It  appears  to  me  really  that  what  the  Plaintiff  Company  are  seeking  to  do  here 
is  to  try  to  unduly  restrict  the  terms  of  the  license  by  reason  of  subsequent 
events,  a  course  they  are  not  entitled  to  pursue.  In  the  ordinary  rim,  taking 
one  without  a  shoulder,  the  exact  position  of  the  wire,  as  has  been  pointed  out 
by  my  brother  Col&ins,  would  depend  on  two  things  ;  the  length  of  the  wire  55 
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and  the  amount  of  pressure  exerted  by  the  inner  tube.    The  wire  might  be 
near  the  bottom,  in  which  case  the  holes  would  of  necessity  have  to  be  there. 
Again,  the  rim  might  have  a  cavity  at  the  bottom,  and  then  the  wires  would 
naturally  rest  there  and  the  holes  would  have  to  be  there.    The  license  in  itself 
5  only  speaks  of  a  mode  of  fastening.    Of  course  the  purchasers  of  the  tyres 
could  not  alter  the  tyres,  or  so  deal  with  them  as  to  make  the  fastening  of  them 
to  the  rim  a  substantially  different  fastening  from  the  mode  of  fastening  shown 
by  the  license,  but  that  is  clearly  to  my  mind  not  the  case  here.    It  is  said  that 
substantially  under  the  license  the  wires  and  the  holes  through  which  the  ends 
10  are  to  be  placed  should  be  in  the  same  plane,  but  that  is  not  so  if  the  matter  is 
I  carefully  looked  into.    You  could  not  possibly  get  the  ends  of  the  wires  put 

I  through  holes  so  as  to  make  them  exactly  in  the  same  plane  as  the  rest  of  the 

wire  ;  in  fact  the  very  use  of  the  little  cylinder,  or  sleeve  as  it  is  called,  would 
prevent  any  such  thing,  and  the  drawings  show  as  a  matter  of  fact  that  the  ends 
15  of  the  wire  are  not  in  the  same  plane,  but  there  is  a  deflection.  In  the  present 
case  what  the  Defendants  are  doing  does  not  cause  such  a  deflection  of  the  ends 
of  the  wires  as  to  make  their  user  of  the  tyres  or  their  fastening  of  the  tyres 
substantially  different,  in  my  opinion,  from  that  shown  by  the  license.  The 
mode  of  attachment  adopted  by  the  Defendants  is,  to  my  mind,  the  mode  of 
20  fastening  shown  and  authorised  by  the  license. 

It  appears  to  me,  therefore,  as  has  already  been  said,  that  the  appeal  succeeds; 
that  the  contention  of  the  Plaintiffs  was  wrong,  and  that  the  action  ought  to 
have  been  dismissed. 
Bou&field,  K.C.— Your  Lordships  will  allow  the  appeal  with  costs  here  and 
25  below? 

RiGBT,  LJ.— Yes. 

Bousfield,  K.C. — There  was  a  motion  to  expedite,  the  costs  of  which  were 
reserved.    Would  your  Lordships  allow  those  as  part  of  the  costs  of  the  appeal  ? 
RlGBY,  LJ.— Yes. 
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Whitstable  Otstbr   Fishbrt  Company  v.  Hayling  Fishbribs,   Ld., 

and  George  Tabor.  5 


Action  to  restrain  passing-off. — "  Whitstable  Native  Oysters." — Alleged 
secondary  meaning. — Sole  right  not  in  Plaintiffs.— Secondary  meaning  held 
not  to  be  established. — "  Imperial "  oysters. — Name  held  to  be  common. — Action 
dismissed.— Appeal  as  to  "  Whitstable  Native  Oysters  "  dismissed. 

A  Company,  whose  business  was  the  cultivation  of  oysters  at   Whitstable,  \§ 
brought  an  action  against  the  H.  Company  and  T.  to  restrain  the  application 
by  them  of  the  term  "  Whitstable "  to  oysters  not  cultivated  on  Hie  beds  of  the 
Plaintiffs  or  of  the  S.  Company,  and  to  restrain  the  application  by  the  Defen- 
dants of  the  term  "  Imperials  "  to  oysters  not  cultivated  on  the  Plaintiffs'  beds. 
It  appeared  that  the  Plaintiffs  and  their  predecessors  in  title  had  for  a  great  15 
number  of  years  had  beds  at   Whitstable,  and  also  that  since  the  year  1888, 
after  litigation  with  the  S.  Company,  the  Plaintiffs  had  admitted  Vie  right  of 
thai  Company  to  use  the  term  "  Whitstable  "  for  oysters  cultivated  on  a  bed 
adjoining  the  Plaintiffs1    grounds.     The   Plaintiffs    alleged    that   tJie    word 
"  Whitstable "  in  connection  with  oysters  had  come    to    have   a   secondary  20 
meaning,    indicating   either   certain    of  their    oysters    or    of    those   of  the 
S.  Company.    The  Defendants  claimed  the  right  of  applying  tlie  word  to 
oysters  cultivated  on  a   bed  belonging   to  the   Defendant  Company,  known 
as  the  East  End    bed,  close  to  or    adjoining    the  Plaintiffs'  grounds;    the 
Plaintiffs,  however,  alleged    that    this  bed  was  in  Faversham   and  not  in  25 
Whitstable.      Tlie   Defendants    alleged    that    the    term    "  Whitstable"    had 
been   applied   to    oysters    otJier    than    those    cultivated   by    the   Plaintiffs 
or   the   S.    Company  by    C,    by   dredgermen    in    Whitstable,    and   by    the 
Plaintiffs  themselves.    Tlie  Plaintiffs  contended  that  C.  had  not  so  applied 
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the  term,  or,  at  all  events,  not  to  their  knowledge,  he  having  been  one  of 
their  customers,  and  denied  the  other  alleged  users.  Plaintiffs  had  formerly  a 
Trade  Mark,  of  which  the  words  "  Whitstable  Native  Oysters  "  formed  part, 
hit  in  1888  they  cancelled  the  registration  of  this  mark  and  registered  a  Trade 

5  Mark,  of  which  the  words  "  Royal  Whitstable  Native  Oysters "  formed  part, 
and  the  Defendants  alleged  that  the  Plaintiffs  had  shown  an  intention  of 
relying  on  the  word  "Royal"  to  distinguish  their  oysters.  The  Plaintiff* 
alleged  that  they  and  the  S.  Company  had  been  known  to  the  trade  as  the  only 
producers  of  "  Whitstable  Oysters"    By  certain   Orders  the  Plaintiffs  were 

10  precluded  from  giving  evidence  of  actual  deception,  having  given  no  particulars 
thereof  The  Defendant  Company  had  not  used  the  word  "  Imperial."  The 
Defendant  X»  alleged  that  it  was  in  common  use  in  the  trade.  At  the  trial  it 
was  held  that  the  term  "  Whitstable"  as  applied  to  oysters  indicated  a  particular 
class  of  oyster  having  certain  characteristics  recognisable  by  the  trade,  and  had 

15  also  a  geographical  meaning,  in  that  such  oyster  must  have  a  connection  with 
Whitstable;  that  the  Plaintiffs  had  not  established  the  alleged  secondary 
meaning  of  the  name ;  also  that  it  had  been  not  confined  to  oysters  of  the 
Plaintiffs  and  the  8.  Company,  and  that  oysters  cultivated  on  the  Defendant 
Company's  bed  might  properly  be  described  as  "  Whitstable  Oysters."    Held, 

20  also,  that  tlie  term  "  Imperial "  had  been  commonly  used  by  the  trade  as  a 
mark  of  superior  quality.    The  action  was  dismissed  with  costs.    T/ie  Plaintiffs 
appealed  from  the  part  of  the  judgment  which  related  to  "  Whitstable  Oysters" 
Held,  try  Collins,  L.J.,  and  Rombr,  LJ.,  (RlGBY,  L.J.,  dissenting),  that  the 
appeal  should  be  dismissed. 

25  On  the  25th  of  February  1899,  the  Whitstable  Oyster  Fishery  Company 
commenced  an  action  againBt  Hayling  Fisheries,  Ld.,  and  George  Tabor  for 
an  injunction  to  restrain  the  Defendants,  and  their  respective  servants  and 
agents,  from  passing  off  oysters  under  the  description  of  "  Whitstable  Natives, 
"  Selected,"  or  "  Whitstable  Natives,  Small,"  or  "  Finest  Whitstable  Natives," 

30  or  "Small   Whitstable  Natives,"  or  "Imperials"  or  otherwise  described  as 

"Whitstable  Natives"  or  "Whitstable  Oysters,"  or  oysters  supplied  by  the 

Plaintiff  Company,  such  oysters  not  being,  in  fact,  of  the  kind  described  under 

either  of  the  said  descriptions  and  for  other  consequential  relief. 

The  Plaintiff  Company  by  its  Statement  of  Claim  alleged  (1)  that  it  was 

35  incorporated  under  an  Act,  33  Geo.  III.,  c.  42,  and  was  the  lord  of  the  manor 
and  sole  owner  of  the  marine  manor  and  royalty  of  Whitstable  and  of  the 
oyster  fishery  therein  and  of  the  sole  and  exclusive  right  to  cultivate  oysters 
within  the  said  manor,  and  continued :  "  (2)  the  principal  business  carried  on 
"  by  the  Plaintiffs  is  the  cultivation  and  maturing  of  native  oysters  which  are 

40  "  spat  in  the  estuary  of  the  river  Thames  within  an  imaginary  line  drawn  from 
"  Harwich  to  the  North  Foreland  by  laying  or  placing  them  upon  the  grounds 
"  or  beds  belonging  to  the  Plaintiffs  known  as  the  *  Whitstable  Oyster 
"  *  Fisheries '  which  are  situated  within  the  said  marine  manor  and  royalty  of 
"  Whitstable  for  a  period  never  less  than  from  spring  to  the  following  autumn. 

45  "  Such  oysters  as  so  cultivated  and  matured  by  the  Plaintiffs  are  well  known 
"  among  oyster  culturists,  dealers,  experts,  and  traders  as  '  Royals,'  '  Whitstable 

2  Q  2 
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44  *  Natives,  Selected '  or  as '  Whitstable  Natives,  Small,'  or  as  *  Finest  Whitstable 
44  *  Natives '  or  as  *  Small  Whitstable  Natives,'  or  as  '  Whitstables.'     (3)  Adjoining 
"  the  Plaintiffs'  grounds  or   beds  are  certain  oyster  beds  owned  by  the  Sea 
44  Salter  and  Ham  Company  who  have  also  been  accustomed  to  use  the  word 
44  •  Whitstable '  as  part  of  the  trade  description  of  their  oysters,  but  except  the  5 
44  said  Sea  Salter  and  Ham  Company  and  the  Plaintiffs  no  person  or  company 
44  has  until  recently  used  or  attempted  to  use  the  word  4  Whitstable '  as  part  of 
44  the  trade  name  of  their  oysters.    The  use  of  the  said  word  in  such  a  connection 
41  has  until  recently  been  confined  to  the  Plaintiffs  and  the  said  Sea  Salter 
44  Company.    The  expressions  4  Whitstable  Natives,  Selected '  or  4  Whitstable  10 
44  4  Natives,    Small '    or    4  Finest   Whitstable    Natives,'    or  4  Small  Whitstable 
44  4  Natives,'  or  4  Royal    Whitstable   Natives,'    or    4  Whitstables,'    have    always 
44  been  recognised  in  the  trade  generally,  and  by  the  public,  as  indicating 
44  native  oysters  which  have  come  into  being  in  the  estuary  of  the    river 
44  Thames,  and  have  been  cultivated  and  matured  by  either  the  Plaintiffs  or  the  15 
44  said  Sea  Salter  and  Ham  Company ,  and  no  other.     (4)  The  Plaintiffs  have, 
44  as  part  of  their  business,  during  the  last  ten  years  or  more  brought  oysters 
44  from  the  Bay  of  Morbihan,  Brittany,  and  laid  or  deposited  them  apart  from  all 
44  other  oysters  on  portions  of  the  4  Whitstable  Oyster  Fisheries '  aforesaid  for  the 
44  purpose  of  cultivating  and  maturing  such  oysters.    The  period  during  which  20 
44  such  oysters  remain  deposited  upon  the  4  Whitstable  Oyster  Fisheries '  has 
44  never  been  less  than  from  spring  to  the  following  autumn,  and  the  oysters  so 
44  brought  from  Morbihan,  Brittany,  and  cultivated  and  matured  by  the  Plaintiffs, 
44  are  well  known  amongst  oyster  traders  as  4  Imperials,'  and  the  Plaintiffs  claim 
44  the    exclusive    right    to    use    the    word    4  Imperial '    as    indicating  oysters  25 
44  cultivated  and  matured  by  them  in  manner  aforesaid,  and  an  oyster  dealer  or 
44  trader  who    orders  '  Imperials '  intends  and  expects  to  be  supplied  with 
44  oysters  which  have  been  brought  from  Brittany  and  have  been  cultivated 
44  and  matured  by  the  Plaintiffs  as  aforesaid.    The  word  *  Imperial '  indicates  in 
44  the  trade  oysters  from  Brittany  so  cultivated  and  matured  by  the  Plaintiffs  as  30 
44  aforesaid.     (5)    Owing  to  the  peculiar  nature  of  the  locality  in  which  the 
44  Plaintiffs'  '  Whitstable  Oyster    Fisheries '    are    situated,    and    the    peculiar 
44  qualities  and  properties  of  the  soil  and  water  found  there,  oysters  deposited 
44  upon  certain  portions  of    the  said    4  Whitstable    Oyster    Fisheries '    breed, 
44  develop,  and  fatten  there  more  readily  than  elsewhere,  and  when  mature  are  35 
44  of  a  finer  quality  and  flavour  than  oysters  cultivated  and  matured  elsewhere, 
44  and  being  free  from  all  contamination  by  sewage  or  any  foreign  substance, 
44  are  therefore  much  sought  after  by  oyster  dealers,  traders,  and  consumers. 
44  (6)  The  Defendants  have  recently  commenced  to  offer  for  sale  on  the  market 
44  oysters  which  have  not  been  cultivated  or  matured  by  either  the  Plaintiffs  or  40 
44  the  Sea  Salter  and  Ham  Company,  and  have  offered  for  sale  and  sold  some 
44  of  such  oysters  under  the   description  4  Whitstables,'  *  Whitstable  Natives, 
44  4 Selected,'  'Whitstable  Natives,  Small,'  4 Finest  Whitstable  Natives,'  4 Small 
u  4  Whitstable  Natives,'  and  4  Imperials,'  and  have,  in  manner  aforesaid,  been 
44  passing  off  and  attempting  to  pass  off,  as  oysters  cultivated  and  matured  by  45 
44  the  Plaintiff  Company,  or  the  said  Sea  Salter  and  Ham  Company,  oysters 
44  which  have  not  been  so  cultivated  and  matured,  whereby  oyster  dealers, 
44  traders,  and  the  general  public  have  been  deceived,  and  the  Plaintiff  Company 
44  have  suffered  damage." 

The  Plaintiffs,  by  their  Statement  of  Claim,  claimed  (1)  an  injunction  to  50 
restrain  the  Defendants,  their  and  their  respective  servants  and  agents,  from 
passing  off  oysters  under  the  description  of  (inter  alia)  u  Whitstables,"  or 
otherwise  described  as  44  Whitstable  Natives,"  or  44  Whitstable  Oysters,"  any 
oysters  not  being  in  fact  oysters  cultivated  and  matured  upon  the  said  grounds 
or  beds  of  the  Plaintiffs,  or  the  Sea  Salter  and  Ham  Company ;  and  (2)  an  55 
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injunction  restraining  the  Defendants  from  using  the  word  "Imperial"  in 
connection  with  any  oysters  not  cultivated  and  matured  on  the  Plaintiffs'  said 
grounds  or  beds,  and  generally  from  passing  off  as  oysters  cultivated  and 
matured  by  the  Plaintiffs  any  oysters  which  had  not  been  so  cultivated  and 
5  matured  ;  (3)  damages  ;  (4)  costs. 

The  Defendant  Company  by  their  Defence  (1)  did  not  admit  that  the 
Plaintiffs'  oyster  fishery  was  co-extensive  with  the  marine  manor  and  royalty 
of  Whitstable,  or  that  the  Plaintiffs  had  the  sole  or  exclusive  right  to  cultivate 
oysters  within  the  said  manor ;    (2)  did  not  admit  that  the  name  "  Native 

10  "  Oysters "  was,  or  ought  to  be,  solely  applied  to  the  oysters  referred  to  in 
paragraph  2  of  the  Statement  of  Claim,  or  that  such  oysters  as  were  in  the 
said  paragraph  referred  to  were  exclusively  known  to  oyster  culturists,  dealers, 
experts,  or  traders,  by  any  of  the  names  (except  the  "Royals")  in  the  said 
paragraph  mentioned,  and  continued  : — "  (3)  Besides  the  Sea  Salter  and  Ham 

15  •  *  Company  in  paragraph  3  of  the  Statement  of  Claim  referred  to,  other  persons 
"  than  such  Company  and  the  Plaintiffs  for  a  long  time  past  have  used  and 
"  have  been  accustomed  to  use  the  word  *  Whitstable '  as  part  of  the  trade 
44  description  of  oysters  obtained  from  or  cultivated  in  Whitstable  Bay  or  from 
44  or  in  the  adjacent  flats  and  parts  of  the  sea.    Save  that  the  said  Sea  Salter 

20  u  and  Ham  Company  have  been  accustomed  to  use  the  said  word  as  aforesaid 
44  the  said  Defendants  deny  each  and  every  of  the  several  allegations  in  the 
"  said  paragraph  contained  as  if  the  same  were  here  specifically  set  out  and 
"  denied.  (4)  The  said  Defendants  make  no  claim  to  use  the  word  *  Imperial  * 
"  in  connection  with  oysters.    They  have  not  at  any  time  used  the  said  word 

25  "  or  the  word  *  Imperials '  and  have  never  threatened  or  intended  to  use 
44  the  said  words  or  either  of  them.  (5)  The  Defendants  are  possessed  of 
44  certain  oyster  layings  within  Whitstable  Bay  or  adjacent  thereto  situate  in 
44  the  sea  close  to  the  town  of  Whitstable  and  lying  between  the  layings  of 
44  the  said  Sea  Salter  and  Ham  Company  and  the  layings  of  the  Plaintiff 

30  "  Company.  The  said  layings  of  the  said  Defendants  enjoy  all  the  advantages 
44  and  peculiar  qualities  of  soil  and  water  which  are  referred  to  in  paragraph  5 
44  of  the  Statement  of  Claim.  (6)  The  said  Defendants  and  their  predecessors 
44  in  title  have  at  all  times  sold,  dealt  in,  and  described  oysters  or  native  oysters, 
44  as  the  case  may  be,  obtained  from  or  cultivated  upon  their  said  layings  as 

35  "  *  Whitstable  Oysters '  or  *  Whitstable  Native  Oysters,'  or  under  some  name 
44  including  as  descriptive  of  the  place  of  origin  the  word  4  Whitstable.*  The 
44  said  names  and  the  said  descriptions  are  the  true  and  accurate,  and  are  the 
44  only  natural  and  proper  means  of  describing  the  place  of  origin  of  the  said 
44  oysters.    (7)  The  use  of  the  word  4  Whitstable  *  in  the  manner  in  paragraphs 

40  "  3  and  6  hereof  respectively  stated,  is  and  has  always  been  well  known  to  and 
44  understood  by  all  persons  connected  with  the  oyster  trade,  and  also  by  the 
44  general  public.  (8)  Save  as  hereinbefore  expressly  admitted  the  said  Defen- 
44  dants  deny  each  and  every  of  the  several  allegations  contained  in  paragraph  6 
44  of  the  Statement  of   Claim.    (9)  The   Plaintiffs  have   from  time   to  time 

45  "  bought  oysters  from  the  said  layings  of  the  said  Defendants  and  have  bought 
44  from  dredgermen  and  others  at  Whitstable  oysters  which  were  not  cultivated 
44  or  matured  upon  the  layings  of  the  Plaintiffs  or  of  the  said  Sea  Salter  and 
44  Ham  Company ,  and  have  resold  the  same  as  4  Whitstable '  or  4  Whitstable 
44  4  Native  Oysters.'     (10)   The  Plaintiffs  have  been  fully  aware  of  the  public 

50  "and  open  use  of  the  names  4 Whitstable  Oysters9  and  4 Whitstable  Native 
44  *  Oysters '  in  connection  with  and  descriptive  of  oysters  not  obtained  from 
44  them  or  from  the  said  Sea  Salter  Company  by  other  traders  than  by 
44  themselves  and  the  said  Company,  and  in  particular  by  the  said  Defendants 
M  from  the  month  of  August  1897,  by  W.  P.  Coleman  from  the  year  1869,  and 

55  4i  by  the  said  dredgermen  and  others  for  many  years  past,  yet  the  Plaintiffs 
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44  have  delayed  and  omitted  to  take  proceedings  to  enforce  their  alleged  rights. 
"  (11)  By  reason  of  the  matters  in  paragraphs  9  and  10  hereof  alleged,  the 
"  Plaintiffs  are  estopped  from  maintaining  this  action  if  they  were  otherwise 
44  entitled  to  do  so." 

The  Defendant,  G .  Tabor ',  delivered  a  Defence  which  as  regards  44  Whitstable  5 
44  Natives "  raised  substantially  the  same  issues ;  as  regards  44  Imperials "  he 
denied  that  an  oyster  dealer  or  traler  who  ordered  44  Imperials"  intended  or 
expected  -to  be  supplied  with  oysters  brought  from  Brittany  or  cultivated  or 
matured  by  the  Plaintiffs  in  the  manner  mentioned  in  th'*  4th  paragraph  of  the 
Statement  of  Claim  or  otherwise,  and  alleged  that  the  description  44  Imperials  "  10 
was  a  common  trade  description  used  by  nearly  all  oyster  cultivators  and 
dealers,  and  that  Defendant  had  6old  oysters  under  the  description  of 
44  Imperials"  almost  conthmously  for  twenty  years  and  upwards. 

On  the  17th  of  February  1900  an  Order  was  made  on  the  application  of  the 
Defendant  Company  that  the  Plaintiffs  should  be  precluded  from  giving  "15 
evidence  in  support  of  any  actual  deception  at  the  trial  unless  particulars,  as 
directed  by  an  Order  of  the  11th  of  December  1899,  were  delivered  seven  days 
before  the  trial.  On  the  21st  of  February  1900  a  similar  Order  was  made  on 
the  application  of  the  Defendant  Tabor.    No  such  particulars  were  delivered. 

The  positions  of  the  beds  of  the  Plaintiff  Company,  the  Sea  Salter  Company,  20 
and  the  Defendant  Company,  will  be  found  stated  in  the  judgment  of  Buckley,  J. 
(17  R.P.C.  at  page  470). 

In  1888  the  predecessors  in  title  of  the  Plaintiffs  had  certain  litigation  with 
a  customer  of  the  Sea  Salter  Company  as  to  the  use  by  him  of  the  words 
44  Whitstable"  and  44  Natives."  This  case,  namely,  Free  Fishers  of  Whitstable  25 
v.  Elliott  (4  T.L.R.  273)  was  referred  to  in  the  course  of  the  case  now  reported ; 
ultimately  the  Plaintiffs  had  admitted  the  right  of  the  Sea  Salter  Company  to 
use  the  name  "  Whitstable,"  but  only,  as  they  alleged,  for  oysters  off  a  particular 
bed  adjoining  the  Plaintiffs1  grounds. 

The  action  was  heard  before  Buckley ',  J.,  in  May  1900,  with  witnesses.*  30 

The  learned  Judge  held  that  the  term  44  Whitstable  "  as  applied  to  oysters 
indicated  a  particular  class  of  oyster  having  certain  characteristics  recognisable 
by  the  trade,  and  had  also  a  geographical  meaning,  in  that  such  oyster  must 
have  a  connection  with  Whitstable  ;  that  the  Plaintiffs  had  not  established  the 
alleged  secondary  meaning  of  the  name  ;  also  that  it  had  been  not  confined  to  35 
oysters  of  the  Plaintiffs  and  the  Sea  Salter  Company  ;  and  that  oysters 
cultivated  on  the  Defendant  Company's  bed  could  properly  be  described  as 
44  Whitstable  Oysters."  There  were  also  findings  as  to  the  term 44  Imperial,"  which 
are  not  material  for  the  purposes  of  this  report.  The  action  was  dismissed  with 
costs. f  The  Plaintiffs  appealed  from  so  much  of  the  judgment  as  related  to  40 
44  Whitstable  Oysters." 

Swinfen  Eady,  K.C.,  and  Norman  Craig  (instructed  by  SpeecMy,  Mumford, 
Rodgers,  and  Craig)  appeared  for  the  Appellants  ;  Astbury,  K.C.,  and  D.  M. 
Kerly  (instructed  by  Kerly,  Son,  and   Verden)  appeared  for  the  Respondent 
Company;    H.   Terrell*  K.C.,  and   T.    Douglas  (instructed  by  Russell  and  45 
Arnholz)  appeared  for  the  Respondent  Tabor. 

Swinfen  Eady,  K.C.,  and  Craig,  for  the  Appellants. — The  Plaintiffs1  case  is 
that  only  the  Plaintiffs  and  Sea  Salter  Company  can  sell  oysters  as  44  Whitstable 
44  Natives."    That  point  is  established  by  previous  litigation.    The  Faversham 
Company  owns  adjoining  ground  in  the  manor  of  Faversham  ;  they  never  used  50 
the  name  «■  Whitptable  "  for  their  oysters,  which  were  always  sold  as  44  Faversham 

*  For  particulars  of  the  witnesses  called,  «&'  17  Q^.G.  466. 
t  17  R.P.C.  461 
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"  Natives."    The  Defendant  Company  are  lessees  of  the  Faversham  Company, 
and  there  is  an  admission  that  they  got  their  lease  because  they  thought  it  would 
give  them  a  right  to  call  their  oysters  "  Whitstable  Natives."  Stirling's  judgment 
in  the  Free  Fishers  of  Whitstable  v.  Elliott  (4  T.L.R.  273)  decided,  first,  that 
5  Elliott's  oysters  could  not  properly  be  described  as  "  Whitstable  Natives  "  as 
they  were  French,  and  that,  following  Dent  v.  Turpin  (2  J.  &  H.  139),  the 
Plaintiffs  could  sue,  as  only  they  and  the  Sea  Salter  Company  were  entitled  to 
the  name.     The  evidence  in  this  case  showed  that  until  1897  the  Plaintiffs  and  the 
Se  i  Salter  Company  were  the  only  persons  who  had  sold  "  Whitstable  Natives," 
10  because  no  one  else  had  beds  producing  such  oysters.    On  the  evidence,  the 
name  "Whitstable  Natives"  means  oysters  from  certain  beds  of  the  Plaintiffs 
or  of  the  Sea  Salter  Company.    Questions  as  to  the  position  of  Whitstable 
waters    are    beside  the  mark.     Even  if  the    Defendant    Company  had    its 
beds  at  Whitstable,  it  could  not  describe  its  oysters  as  *'  Whitstable  Natives." 
15  The  case  is  within   the    "  Stone    Ales "    case    (Tlwmpson    v.  Montgomery, 
8  R.P.C.  361).    A  fortiori  on  the  facts  of  this  case  the  Defendant  Company 
cannot    use    the    name ;    its    beds    are    outside    the    manor    of    Whitstable. 
Buckley,    J.,    says    that   the    name    does   not    indicate    the    oysters    of    the 
Plaintiffs  only,  and   he   does   not   deal   with  the   point  that   the  Plaintiffs 
20  and  the  Sea  Salter  Company  are  both  entitled  to  the  name.    Of  the  Sea 
Salter  Company's  beds  only  the  Pollard  bed  produces    4  Whitstable  Natives." 
The  Faversham  Company  sold  their  oysters  as    "Faversham  Oysters,"  and 
Coleman  sold  his  as  "  East  Kent  Natives " ;  it  is  not  until  the  Defendant 
Company  was  formed  that  oysters  from   the  East  End  bed  were  sold  as 
25  "  Whitstable  Natives."    [The  judgment  was  read.]    Buckley,  J.,  decided  that 
the  Plaintiffs  and  the  Sea  Salter  Company  only  had  sold  "  Whitstable  Natives," 
but  he  says  that  was  because  they  alone  sold  oysters  from  Whitstable,  and  he 
concludes  that  anyone    who  sells  ovsters  from  Whitstable  may  call    them 
"Whitstable  Natives."     If  the  Judge  found  that  "Whitstable"  applied  to 
30  oysters  simply  means  that  they  come  from  Whitstable,  it  is  submitted  that  the 
finding  is  against  the  weight  of  the  evidence.    The  decision  in  the  "  Glenfield 
"  Starch "    case    ( Wotherspoon  v.   Currie,  L.R.  5   H.L.   508)    applies    here. 
[ROMBB,  LJ. — The  article  in  that  case  was  a  manufactured  one.]     Oysters 
have  to  be  specially  cultivated.    The  Plaintiffs'  case  is  that  nothing  outside  the 
35  manor  of  Whitstable  is  geographically  Whitstable,  but  the  Sea  Salter  Company 
have  the  right  to  use  the  name.    The  only  persons  who  have  established  any 
right  are  the  Plaintiffs  and  that  Company,  and  either  of  them  can  sue.    As  to 
the  alleged  purchase  by  the  Plaintiffs  from  Coleman,  that  is  not  proved.    It  is 
conclusively  shown  that  the  Plaintiffs  and  the  Sea  Salter  Company  alone  had 
40  produced  the  oysters  known  as  "  Whitstable,"  and  that  to  the  trade  "  Whitstable 
"  Oysters  "  meant  oysters  from  one  of  those  Companies.    [In  addition  to  the 
cases  above  mentioned,  Reddaway  v.  Banham  (13  R.P.C.  218)  was  referred  to.] 
Astbury,  K.C.,  for  the  Respondent  Company. — First,  anyone  can  sell  oysters 
from  "Whitstable  as  Whitstable  Oysters,"  just  as  anyone  can  sell  oranges  from 
45  Florida  as  "  Florida  Oranges."    Secondly,  no  secondary  meaning  has,  in  fact, 
become  attached  to  the  term  "  Whitstable  Native."    As  to  this,  Stirling,  J.,  in 
Elliott's  case,  held,  on  an  interlocutory  injunction,  that  the  Plaintiffs  were  not 
the  only  people  who  had  sold  oysters  as  "  Whitstable  Natives  "  ;  and  he  did  not 
deal  with  the  term  "  Whitstable  "  alone.     Thirdly,  a  secondary  meaning  must 
50  be  exclusive  ;  that  is  to  say,  the  ordinary  meaning  must  be  lost.    Fourthly,  the 
Plaintiffs,  in  1888,  deliberately  gave  up  "  Whitstable  "  as  a  description  of  their 
goods,  and  substituted  a  different  expression  to  distinguish  their  oysters  from 
other  Whitstable  oysters.    They  cancelled  their  old  mark  and  adopted  a  new 
one  with  the  words  **  Royal  Whitstable  Natives."    Even  if  the  Plaintiffs  could 
55  otherwise  succeed,  this  point  would  be  fatal  to  them.     Fifthly,  Stirling,  J., 
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found  against  the  Plaintiffs  that  the  Sea  Salter  Company  had  used  the  name 
"  Whitstable."    [RlGBY,  L.J.— If  they  lost  the  right  as  against  the  Sea  Salter 
Company,  why  should  they  lose  it  against  all  ?]     It  they  lose  it  at  all  they  lose 
it  generally  (Jamieson  v.  Jamieson,  15  R.P.C.  169).     There  are  dicta  to  the 
effect  that  if  there  is  no  right  of  property  in  a  name,  and  two  persons  have  the  5 
right  to  it,  neither  can  sue  on  it.    Dent  v.  Turpin  was  a  case  of  property  in  a 
name.    In  Paine  v.  Darnells  Brewery  Company  (10  R.P.C.  217),  Lindley,  L.J., 
said  that  he  agreed  with  the  opinion  expressed  by  Kekewich,  J.,  on  this  point, 
apart  from  any  question  of  Trade  Mark.     Sixthly,  on  the  evidence  it  is  proved 
that  the  expression  "Whitstable  Oysters"  has  been  used  by  other  persons  10 
besides  the  Plaintiffs  and  the  Sea  Salter  Company.     It  has  been  used  (1)  by 
Coleman,  and  he  has  gained  medals  for  such  oysters  and  advertised  them; 
(2)  by  Mrs.  Driver,  who  also  got  a  medal  for  them — the  Plaintiffs  say  that  these 
were  their  oysters,  but  that  does  not  help  them  ;   (3)  by  Baker,  the  Plaintiffs' 
agent,  with  his  own  name ;   (4)  by  the  dredgermen ;   and  (5)  by  Wheeler,  at  15 
Heme  Bay.    [The  evidence  was  referred  to.]     The  Plaintiffs  have  themselves 
used  the  term  for  oysters  not  matured  on  their  beds.    If  the  Plaintiffs  have  not 
the  exclusive  right  they  have  no  right  to  sue,  although,  if  the  Defendants'  use 
*were  an  offence  under  the  Merchandise  Marks  Act  they  might  proceed  under 
that.  The  "Cellular"  case  {Cellular  Clothing  Company  v.  Maxton,  16  R.P.C.  387)  20 
shows    that   the    word    sued    on    must    mean    the    Plaintiffs'  product  only. 
[COLLINS,  L.J. — Assuming  that  the  Plaintiffs  are  the  sole  owners  of  the  locality, 
can  they  not  say  that  if  the  Defendants  use  the  name  the  public  will  think  that 
the  oysters  come  from  the  Plaintiffs'  grounds  ?]     They  must  have  the  finding 
that  the  term  means  the  Plaintiffs'  goods  only.     In  Elliott's  case,  Stirling,  J.,  25 
held  that  the  Plaintiffs  had  a  prima  facie  title  because  of  their  Trade  Mark,  and 
he  held  that  the  principle  of  Braham  v.  Beachim  (L.R.  7  Ch.  D.  848)  applied. 
On  my  third  point,  the  Cellular  Clothing  Company  v.  Maxton  (16  R.P.C.  387) 
shows  that  it  is  not  sufficient  that  a  secondary  meaning  should  be  acquired 
alongside  of  the  ordinary  meaning ;  it  must  be  exclusive.    Parsons  v.  Gillespie  30 
(15  R.P.C.  87)  also  shows  the  difficulty  of  establishing  a  secondary  meaning  in 
ordinary  words.    In  Reddaway  v.  Banham  there  was  fraud,  and,  moreover,  the 
jury  found  that  the  term  was  not  regarded  as  really  descriptive.      The  u  Stone 
Ales  "  and  "  Glenfield  Starch"  cases  were  gross  cases  of  fraud.    In  the  latter  case 
the  locality  had  nothing  to  do  with  the  reputation  of  the  goods.     Braham  v.  35 
Beachim  (L.R.  7  Ch.  D.  848)  is  the  only  case  in  which  a  natural  product  is  dealt 
with,  and  in  that  the  injunction  was  specially  limited.     In  the  Rugby  Portland 
Cement  Company,  Ld.  v.  Rugby  and  Newbold  Portland  Cement  Company,  Ld. 
(8  R.P.C.  241 ;  9  R.P.C.  46)  the  Plaintiffs  failed.    On  the  fifth  point,  the  dicta  in 
Jamieson  v.  Jamieson  (15  R.P.C.  181)  are  in  the  Defendants'  favour ;  as  also  40 
that  of  Ldndley,  L.J.,  in  Paine  v.  DanielVs  Brewery  Company  (10  R.P.C.  217). 
Apart  from  fraud,  the  mere  use  of  the  word  "Whitstable"  is  not  evidence 
of  passing  off.     [ROMBR,  L.J. — If  the  use  of  a  term  admittedly  makes  people 
believe  that  the  goods  are  those  of  one  of  two  persons,  so  that  the  customers  of 
each  one  would  believe  the  goods  came  from  that  one,  why  should  not  one  of  45 
them  say  that  to  a  large  and  substantial  part  of  such  people  the  term  would 
mean  his  goods  ?]     If  the  term  is  a  fancy  one  I  do  not  see  why  that  should  not 
be  so.    [ROMER,  L.J. — Is  it  not  really  a  strong  point  of  comment  rather  than  a 
purely  legal  point  ?    Here  no  customers  of  the  Plaintiffs  come  and  say  that  to 
them  the  term  means  the  Plaintiffs'  goods  only.]    They  all  say  that  they  could  50 
not  be  deceived,  and  that  they  go  by  the  characteristics  of  the  goods.     It  is  also 
strongly  against  the  Plaintiffs  that  they  have  acquiesced  in  other  persons  using 
the  term  besides  the  Sea  Salter  Company  (  Wood  v.  Butler,  3  R.P.C.  81 ;  L.R.  32 
Ch.  D.  247).     As  to  the  Plaintiffs  owning  the  manor,  the   customers  know 
nothing  as  to  that ;   moreover,  the  Sea  Salter  Company's  bed  is  outside  the  55 


Vol.  XVIII.,  No.  19.]    AND  TRADE  MARK  OASES.  441 

Whitstable  Oyster  Fishery  Company  v.  Hayling  Fisheries,  Ld.,  and 

George  Tabor. 

manor.  It  is  submitted  that  the  popular  meaning  must  be  given  to  "  Whitstable/1 
and  the  local  evidence  that  the  East  End  bed  is  in  Whitstable  waters  is  very 
strong. 

Terrell,  K.C.,  for  the  Defendant  Tabor. — The  question  is  one  of  fact.    The 

5  Plain  tiffs*  case  was  that  the  "Whitstable  Oysters"  meant  oysters  from  a 
particular  bed  of  theirs — the  Slank — or  from  a  particular  bed  of  the  Sea  Salter 
Company — the  Pollard.  The  Defendants  say  that  it  means  oysters  from 
Whitstable  waters.  The  Plaintiffs'  second  point  was  that,  if  they  were  right, 
the  term  meant  their  oysters  or  those  of  the  Sea  Salter  Company.    No  dealer 

10  has  said  that  the  term  means  oysters  from  the  Slank  or  the  Pollard  bed.    The 

term    "Whitstable"   in  this  connection  cannot  refer  to  the  manor,  for  the 

Pollard  bed  is  outside  that,  or  to  the  bay,  for  the  Slank  is  outside  that ;  it 

really  refers  to  the  water  adjacent  to  the  town  of  Whitstable. 

Sunn/en  Eady,  K.C.,  in  reply. — The  Defendants  are  inconsistent ;  they  first 

15  admit  that  the  Plaintiffs  and  the  Sea  Salter  Company  have  almost  up  to  the 
present  been  the  only  persons  possessing  beds  from  which  "  Whitstable  Oysters" 
could  come ;  but  in  contradiction  to  that  they  also  allege  that  other  persons 
have  used  the  term.  "  Faversham  Natives  "  is  the  proper  term  for  the  Defen- 
dants' oysters.    There  is  not  much  conflict  of  evidence  on  the  point  that  the 

20  Plaintiffs  and  the  Sea  Salter  Company  have  been  the  only  producers  of 
"Whitstable  Oysters."  The  Defendants  allege  practically  only  two  other 
sources  of  them — the  East  End  ground  and  the  dredgermen — but  these  are  not 
established  by  the  evidence.  As  to  the  cancellation  of  the  Trade  Mark,  it  was 
found  that  it  could  not  be  upheld  as  it  was  not  an  old  mark.    On  the  point 

25  of  law,  Dent  v.  Turpin  decides  it ;  that  case  was  referred  to  in  Elliott's  case. 
[The  "  Stone  Ales  "  case  was  also  further  referred  to.] 

RlGBY,  L.J. — In  this  case  Lord  Justice  COLLINS  will  read  the  judgment  which 
I  have  prepared. 
Collins,  L.J.  (reading  the  judgment  of  Right,  LJ.).— The  Plaintiffs  and 

30  their  predecessors  in  title  have  for  very  many  years  past  carried  on  the  business  of 

preparing  for  the  market  and  disposing  in  the  market  of  oysters  which  they 

have  called  and  sold  as  "  Whitstable  Oysters,"  as  well  as  other  oysters  to  which 

they  have  not  given  that  name. 

They  have  permitted  persons  who  have  purchased  from  them  oysters  which 

35  they  have  called  "Whitstable  Oysters"  to  sell  those  oysters  as  "Whitstable 
"  Oysters,"  with  the  addition  of  their  own  name,  and  without  any  description 
other  than  "  Whitstable  Oysters  "  to  identify  them  with  the  Plaintiffs. 

Indeed,  if  they  sold,  as  they  did,  their  oysters  as  "  Whitstable  Oysters,"  they 
had  no  right  or  power  to  prevent  purchasers  from  them  selling  the  oysters 

40  purchased  with  the  addition  of  the  vendor's  own  name  or  any  other  words 
identifying  the  oysters  purchased  as  "  Whitstable  Oysters,"  the  title  by  which 
they  had  purchased,  with  any  additional  title  identifying  the  oysters  with 
themselves.  Oysters  sold  by  the  Plaintiffs  have  been  properly  described 
as  "  Whitstable  Oysters "  or  "  Whitstable  Native  Oysters,"  but  it  has  not  been 

45  their  practice  or  the  practice  of  their  predecessors  to  sell  any  other  oysters  as 
"  Whitstable  Oysters,"  though  they  might  had  they  chosen  have  extended  the 
name  to  other  oysters  sold  by  them,  to  which  the  name  in  fact  has  not 
attached.  The  Company,  conveniently  called  by  Lord  Justice  Romer  the 
Sea  Salter  Company,  by  which  name  I  describe  it  in  my  judgment,  have  to 

50  the  knowledge  of  the  Plaintiffs  been  in  the  habit  of  selling  oysters  as 
"  Whitstable  Oysters  "  so  openly  that  the  Plaintiffs  cannot  now  restrain  them, 
and  do  not  seek  to  restrain  them,  from  selling  under  that  name.  For  the 
present  I  will  not  refer  sgain  to  the  Sea  Salter  Company,  but  will  deal  with 
the  case  as  though  they  did  not  exist.    The  case  then  stands  that  the  Plaintiffs 

55  have  sold  a  particular  class  of  the  oysters,  sold  by  them  as  "  Whitstahl&Qysters," 
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The  Defendants  have  been  for  a  considerable  time  purchasers  from  the  Plaintiffs 
uf  oysters  described  both  by  the  Plaintiffs  and  Defendants  as  "Whitstable 
"  Oysters "  ;  but  there  is  nothing  to  show  that  the  Defendants  have  in  any 
way,  to  the  knowledge  of  the  Plaintiffs,  made  use  of  the  name  "  Whitstable 
44  Oysters  "  otherwise  than  in  relation  to  oysters  purchased  from  the  Plaintiffs.  5 
The  Defendants  are  the  successors  in  title  of  a  Company  known  as  the  Faversham 
Oyster  Company r,  who  always  sold  their  oysters  under  that  name  and  never 
made  use  of  the  word  **  Whitstable  "  as  a  description  of  their  oysters.  Never- 
theless the  Defendants  now  claim  to  use  the  word  "  Whitstable  "  as  a  description 
of  the  oysters  sold  by  them  and  not  purchased  from  the  Plaintiffs.  10 

I  am  of  opinion  that  they  have  no  right  to  do  so.    I  will  assume  that  no  ' 
difference  can  be  pointed  out  between  the  oysters  sold  by  them  and  those  sold 
by  the  Plaintiffs  as  "  Whitstable,"  but  the  evidence  shows  that  the  Plaintiffs 
and  persons  claiming  under  them  were  solely  entitled  to  the  word  "Whitstable" 
as  a  description  of  oysters  down  to  a  recent  time,  and  the  fact,  if  it  were  a  fact,  15 
that  the  Defendants  have  managed  to  procure  oysters  substantially  the  same  in 
all  material  respects  as  those  sold  by  the  Plaintiffs  as  "Whitstable"  does  not 
entitle  the  Defendants  to  sell  their  oysters  by  that  name,  any  more  than  it 
would  entitle,  say,  a  French  firm,  producing  oysters  in  France,  who  succeeded 
in  obtaining  oysters  undistinguishable  by  examination  from  the  oysters  of  the  20 
Plaintiffs,  to  sell  their  oysters  by  the  name  "Whitstable."    Down  to  a  recent 
period  the  Plaintiffs  have,  in  my  opinion,  with  the  single  exception  of  the 
Sea  Salter  Company,  had  the  exclusive  right  to  the  word  44  Whitstable  "  as  a 
designation  of  oysters,  which  cannot  be  taken  from  them  by  the  Defendants 
and  applied  to  oysters  belonging  to  themselves,  however  similar  they  may  be  25 
to  the  Plaintiffs'  "  Whitst&bles."    That  the  Sea  Salter  Company  have  acquired 
a  title  to  the  use  of  the  word  "  Whitstable  "  as  applied  to  their  own  oysters, 
either  by  the  negligence  of  the  Plaintiffs  or  for  any  other  reason,  does  not,  in 
my  opinion,  entitle  a  third  party  to  use  that  name  as  though  it  were  common 
property,  still  less  entitle  them  as  owners  in  common  with  the  Plaintiffs.    In  30 
my  opinion  neither  the  Hayling  Fisheries,  Ld.>  nor  the  other  Defendant,  have 
shown  any  right  to  sell  oysters  as  44  Whitstable  Oysters,"  or  to  advertise  or  sell 
their  oysters  as  4<  Whitstable  Oysters." 

Collins,  L.J. — I  am  about  to  read  my  own  judgment  now. 

The  principles  which  govern  this  case  are  well  settled,  and  it  was  hardly,  if  35 
at  all,  contended  for  the  Appellants  that  Mr.  Justice  Buckley  had  made  any 
mistake  in  law.    It  was  in  effect  admitted  that  if  the  case  had  been  tried  by  a 
Jury  the  only  ground  for  new  trial  would  be  that  the  verdict  was  againsj  the 
weight  of  evidence,  and  not  misdirection.     It  seems  to  me  that  Mr.  Justice 
Buckley  has,  with  admirable  clearness,  defined  the  issues  which  lie  at  the  40 
bottom  of  the  case,  and  has  then  decided  them.    Had  the  case  been  tried  by  a 
Jury  it  would,  in  my  opinion,  have  been  quite  hopeless  to  impeach  the  verdict. 
I  am  aware  that  the  decision  of  a  Judge  of  the  High  Court  is  not  invested  with 
the  same  sacrosanct  character,  and  that  if  we  differ  from  his  conclusions  of  fatet 
on  a  conflict  of  evidence,  we  are  at  large  to  give  effect  to  our  own  view.    Still  45 
on  a  conflict  of  evidence  no  shorthand  note,  however  accurate,  can  put  the 
Court  of  Appeal  in  quite  the  same  position  as  the  Judge  who  heard  the  witnesses, 
and  due  allowance  for  this  fact  must  be  made  when  we  are  called  upon  to  review 
his  decision.    However,  in  this  case  there  is  very  little  conflict  of  testimony, 
and  it  seems  to  me  that  the  learned  Judge  has  quite  fairly  summarised  the  50 
effect  of  the  evidence. 

He  finds  that  the  term  "  Whitstable,"  used  in  connection  with  oysters,  means 
"  a  particular  class  of  oyster,  which  must  answer  to  the  requirements  of  the 
44  trade  as  to  appearance,  and  also  that  it  is  a  geographical  term  in  the  sense  that 
44  it  must  have  a  connection,  more  or  less,  with  Whitstable."    He  finds  that  55 
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oysters  answering  the  description  above  given,  if  produced  on  the  Defendants' 
laying  ground,  may,  as  well  as  those  of  the  Plaintiffs,  and  those  from  the  Pollard 
bed  of  the  Sea  Salter  Company \  be  properly  described  as  "  Whitstable  Oysters," 
and  that  that  name  does  not  connote  exclusively  oysters  supplied  by  the 
5  Plaintiff  Company  and  the  Sea  Salter  Company.  I  think  the  evidence  fully 
supports  these  findings,  which,  if  they  cannot  be  impeached,  conclude  the  case 
against  the  Plaintiffs.  This  conclusion  is  not  at  all  displaced  by  the  fact  that 
for  many  years  those  two  Companies  were  the  only  persons  known  by  the 
London  trade  as  supplying  such  oysters,  a  point  upon  which  the  learned  Judge 

10  required  to  hear  no  further  evidence.  It  did  not  suffice  to  oust  the  primary 
meaning  of  an  oyster  having  certain  physical  characteristics  and  coming  from  a 
particular  locality,  and  substitute  for  it  the  secondary  meaning  contended  for 
by  the  Appellants.  Lord  Halsburu,  in  the  Cellular  Clothing  Company  v. 
Maxton,  L.R.  (1889)  A.C.,  page  336,#  points  out  that  "  where  you  are  dealing 

15  "  with  a  name  which  is  properly  descriptive  of  the  article,  the  burden  is  very 
"  great  to  show  that,  by  reason  of  your  using  that  name  descriptive  of  the 
u  article  you  are  selling,  you  are  affecting  to  sell  the  goods  of  somebody  else  " ; 
but  the  burden  is  much  greater  in  the  case  of  a  natural  product  coming  from 
and  described  by  reference  to  a  particular  district,  particularly  where  the  whole 

80  district  from  which  the  product  comes  is  not  in  the  exclusive  ownership  of  the 

Snrson  who  seeks  to  attach  to  it  the  secondary  signification.     Mr.  Justice 
uckley  has  held  that  the  evidence  in  this  case  did  not  suffice  to  establish  the 
secondary  sense,  and  I  agree  with  him. 
I  think  the  appeal  should  be  dismissed. 

25  ROMBR,  L.J. — This  case  has  occupied  a  considerable  time  in  argument,  and  the 
evidence  in  it  is  voluminous  and  in  many  respects  contradictory.  But  taking 
the  evidence  as  a  whole  I  cannot  say  that  I  feel  very  much  difficulty  in  arriving 
at  certain  conclusions  of  fact  which  are  sufficient  to  dispose  of  the  case,  and 
render  it  unnecessary  to  deal  with  the  various  authorities  that  were  cited  to  us. 

30  Those  conclusions  of  fact  are,  in  the  main,  the  same  as  were  arrived  at  by  Mr. 
Justice  Buckley y  and  I  propose  to  state  them  without  going  through  the  evidence 
in  detail.  But  I  desire  in  the  first  place  to  point  out  that,  on  behalf  of  the 
Plaintiff  Company,  an  attempt  was  made  to  deal  with  the  evidence  in  a  manner 
which  I  think  was  not  justifiable.    We  were  invited  to  consider  the  case  from 

35  the  point  of  view  that  the  Plaintiff  Company  alone  was  the  rightful  producer 
and  vendor  of  "  Whitstable  Oysters,"  and  that  the  Sea  Salter  and  Ham  Company 
(which  I  will  hereafter  call  the  Sea  Salter  Company)  is  to  be  treated  as  having 
originally  sold  its  oysters  wrongfully  as  "  Whitstable  Oysters,"  and  has  not  been 
restrained  from  continuing  the  wrongful  act  merely  owing  to  the  laches  of  the 

40  Plaintiff  Company.  There  is  nothing  before  us  to  justify  such  a  method  of 
dealing  with  the  case  or  with  the  evidence.  And  indeed  on  this  point  it  is  useful  to 
refer  to  the  reasons  offered  by  Mr.  Anderson,  the  chairman  of  the  Plaintiff  Com- 
pany, in  his  evidence,  at  page  40  of  the  printed  shorthand  notes,  for  the  Plaintiff 
Company  admitting  the  right  of  the  Sea  Salter  Company  to  isell  its  oysters  as 

45  "  Whitstable  Oysters,"  and  to  the  statement  there  made  by  Mr.  Anderson  that  the 
Plaintiff  Company,  when  it  had  to  consider  the  question  of  the  rights  of  the  Sea 
Salter  Company \  had,  up  to  that  time,  remained  in  ignorance  of  the  conduct  of  that 
Company.  Admitting  such  ignorance,  it  is  difficult  to  see  how  there  could  have 
been  laches  on  the  part  of  the  Plaintiff  Company  at  that  time.  The  fact  is  that 
50  we  have  to  consider  the  state  of  things  existing  at  the  date  of  the  alleged 
wrongful  acts  of  the  Defendants,  and  at  that  time  the  right  of  the  Sea  Salter 
Company  to  sell  oysters  as  "  Whitstable "  was  clear  and  admitted.     Dealing, 

*  Reported  also  16  R.P.C.  387. 
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then,  with  the  state  of  things  at  that  time,  and  with  the  evidence  as  to  that 
state  taken  as  a  whole,  I  come  to  the  conclusions  which  I  am  about  to  state. 

I  must  point  out  that  the  Plaintiff  Company  is  not  seeking  to  enforce  a  Trade 
Mark.    Its  case  is  that  what  the  Defendants  have  done  and  are  continuing  to  do 
in  selling  some  of  their  oysters  as  "  Whitstable  Oysters  "  is  a  fraud  as  against  the 
Plaintiff  Company,  inasmuch  as  it  is  calculated  to  deceive ;  that  is  to  say,  to 
pass  off,  or  to  lead  to  the  passing  off,  of  the  Defendants1  oysters  as  and  for  the 
oysters  of  the  Plaintiff  Company,  or  of  the  Sea  Salter  Company.     Now  it  is 
admitted  that  the  Plaintiff  Company  can  show  no  case  of  actual  deception  up 
to  the  present  time.     But  it  is  said  that  the  Court  must  infer  that  deception  10 
will  take  place  from  the  mere  fact  that  the  Defendants  are  selling  oysters  as 
"  Whitstable  Oysters."     It  therefore  becomes  necessary  to  ascertain  what  is 
meant  or  understood  by  the  term  a  "  Whitstable  Oyster,"  and  for  the  purposes  of 
this  part  of  the  case  I  draw  no  distinction  between  a  "  Whitstable  Oyster  "  and  a 
"  Whitstable  Native  Oyster."     Now,  on  the  evidence  it  is  clear,  in  the  first  15 
place,  that  it  means  an  oyster  of  a  particular  character  and  quality,  which  is 
well  known  to,  and  easily  recognised  by,  all  dealers  in  oysters,  and  doubtless  by 
many  ordinary  members  of  the  public.     It  is  a  natural  product,  which  can  only 
be  produced  by  the  oyster  being  matured  on  certain  beds  of  a  special  kind.    No 
doubt  those  beds,  like  all  oyster  beds,  require  to  be  properly  tended  and  treated.  20 
But  no  treatment  will  produce  the  oyster  from  a  bed  not  being  one  of  the  special 
kind.    The  Plaintiff  Company  can  only  produce  it  from  some  special  portions 
of  their  grounds.    The  Sea  Salter  Company  can  only  produce  it  from  one  of 
their  two  beds.    Now  the  Plaintiff  Company  would  be  in  a  better  position  than 
it  is  if  it  could  establish  that  this  particular  kind  of  oyster  can  only  be  produced  25 
from  the  beds  of  that  Company,  or  the  beds  of  the  Sea  Salter  Company.    Bat 
the  Plaintiff  Company  has  not  attempted  to  establish  any  such  case.    On  the 
contrary,  the  evidence  shows  that  the  Defendants  have  been  selling  from  their 
special  beds,  recently  acquired,  oysters  as  "  Whitstable  Oysters,"  and  no  one 
ventures  to  say  that,  so  far  as  character  and  quality  are  concerned,  these  are  not  30 
identical  with  the  "  Whitstable  Oysters  "  of  the  Plaintiff  Company.     But  then, 
the  Plaintiff    Company  endeavours  to  make  out  that  the  term  "Whitstable 
"  Oyster  "  implies  that  the  oysters  must  come  from  Whitstable  waters,  and  that 
Whitstable  waters  are  to  be  restricted  in  some  way  so  as  to  exclude  the  bed  from 
which  the  Defendants  produce  their  "  Whitstable  Oysters."     In  this  endeavour  35 
the  Plaintiff  Company,  in  my  opinion,  fails.    Clearly  the  Plaintiff  Company 
cannot  say  that  a  "  Whitstable  Oypter  "  means  an  oyster  of  a  particular  character 
and  quality,  which  must  be  matured  in  the  bed  of  its  sea  manor  of  Whitstable,  for 
it  is  bound  to  admit  that  the  Sea  Salter  Company  *s  "  WTiitstable  Oyster  "  does  not 
come  from  that  bed.    Nor  is  there  anything  in  the  evidence  to  justify  another  40 
contention  of  the  Plaintiff  Company,  or  of  some  witnesses  on  their  behalf,  that 
Whitstable  waters  ought  to  be  held  to  be  restricted  to  the  waters  of  Whitstable 
Bay.     And  I  may  add  that  if  the  waters  of  the  Bay  be  strictly  limited  they 
would  not  even  include  the  special  bed  of  the  Plaintiff  Company  from  which 
admittedly  its  "Whitstable  Oysters"  come,  and  if  they  be  riot  so  strictly  45 
limited  then  they  would  include  the  Defendant  Company's  bed.      Seeing 
how  near  the  bed  of  the  Defendant  Company  is  to  the  bed  of  the  Plaintiff 
Company,  and  how  close  it  is  to  Whitstable  town,  I  cannot  see  anything 
to  justify  the  assumption  that   an    oyster  of    the  particular  character  and    - 
quality  raised  from  the  Defendants1  bed  ought  to  be  held  not  properly  called  50 
a  "Whitstable  Oyster"  merely  because  of  the  locality  from  which  it  comes. 
How   far  afield   from  the  town   one  may  be  entitled  to  go  in  search    of 
proper  and  suitable  beds  jp  as.lo.be  able  properly  to  call  the  oysters  raised 
on  them  "Whitstable  Oysters,"  if  there  be  a  limit  at  all,  it  is  not  for  me 
to  say,  or  necessary  to  consider  for  the  purposes  of  this  appeal.    Then,  lastly,  55 
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the  Plaintiff  Company  says  that  inasmuch  as  this  particular  kind  of  oyster 
has,  until  the  acts  of   the  Defendants  which   are  complained  of,  only  been 
produced  and  sold  by  that  Company  and  by  the  Sex  Salter  Company,  the 
Court  ought  to  hold  that  when  the  Defendants  produce  the  same  kind  of 
5  oyster  and  sell  it  under  the  name  by  which  it  is  known  to  the  traders  and  the 
public,  there  must  be  deception  because  the  traders  who  buy  and  sell  the 
oysters,  and  the  members  of  the  public  who  eat  them,  will  of  necessity  think 
that  the  Defendants'  oysters  are  the  oysters  of  the  Plaintiff  Company  or  of  the  Sea 
Salter  Company.    But  so  far  as  the  public  are  concerned  the  Plaintiff  Company 
10  has  not  ventured  to  call  any  evidence,  apart  from  that  of  traders,  and  nothing  can 
be  inferred  as  regards  the  views  of  the  general  public,  except  probably  that 
they  like  the  particular  kind  of  oyster  which  they  know  as  a  "Wliitstable 
"  Oyster,"  and  have  some  vague  notion,  from  the  title,  that  it  comes  from 
some  beds  near  Whitstable.    If  the  members  of  the  public  who  know  the  oyster 
15  get  from  the  Defendants  that  very  same  kind  of  oyster,  coming  as  it  does  from 
beds  near  Whitstable,  they  will  certainly  not  be  deceived.    They  will  obtain  all 
that  they  cared  for  or  wanted.    Then  as  to  the  traders  who  gave  evidence. 
Their  views  differed  considerably.    But,  taken  as  a  whole,  the  result  to  my  mind 
is  that  in  the  trade  the  term  "  Whitstable  Oyster  "  really  means  the  particular 
20  class  of  oyster  to  which  I  have  referred,  and  that  all  that  the  traders  are  really 
concerned  with  in  buying  "  Whitstable  Oysters  "  is  to  see  that  the  oysters  come 
up  to  the  proper  standard  in  character  and  quality.    Taken  as  a  body  the  traders 
who  gave  evidence  do  not  know,  and  do  not  care,  where  the  beds  the  oysters 
come  from  are  situate,  except  that  they  have  more  or  less  vague  ideas  as  to  the 
25  beds  being  somewhere  near  Whitstable.    Nor  do  they  know  with  any  accuracy 
to  whom  the  beds  belong,  and  except  that  they  are  in  the  habit  of  buying  these 
oysters  from  one  or  other  of  the  two  Companies  and  that  some  of  them  may 
possibly  have  imagined  the  beds  to  belong  to  one  or  other  of  those  Companies,  they 
do  not  directly  connect  the  term  "  Whitstable  Oyster  "  with  the  two  Companies  at  all. 
30  All  that  can  be  said,  and  what  some  of  the  witnesses  in  effect  do  say,  is  that  if 
(before  the  Defendants'  oysters  came  on  the  market)  they  saw  a  "  Whitstable  Oyster" 
offered  for  sale  they  would  "  assume  "  it  came  from  one  or  other  of  the  two 
Companies  because  they  did  not  know  of  any  other  Company  or  person  selling 
them  in  the  market.    But  how  from  this  kind  of  evidence  is  the  Court  bound 
35  to  assume  that  such  deception  must  ensue  from  what  the  Defendants  are  doing 
or  threatening  to  do  as  to  entitle  the  Plaintiff  Company  to  any  injunction  ?   The 
Plaintiff  Company  relied  on  the  circular  issued  by  the  Defendant  Company  in 
the  name  of  the  East  Kent  Oyster  Company,  dated  the  12th  of  August  1897. 
But  that  circular  clearly  informs  all  concerned  that  the  oysters  to  be  sold  are 
40  not  produced  by  the  Plaintiff  Company  or  the  Sea  Salter  Company,  but  are 
produced  by  another  Company.    And  if  the  traders  buy  these  oysters  from  the 
Defendant  Company  they  would  not  be  deceived  into  supposing  that  such 
oysters  come  from  the  Plaintiff  Company  or  from  the  Sea  Salter  Company. 
I  can  see  no  real  danger  of  deception  on  the  part  of  the  traders,  and  as  to  the 
45  public  I  have  already  dealt  with  the  possibilities  of  deception  from  its  point  of 
view.    The  fact  is  that  the  Plaintiff  Company  desires  to  obtain  a  monopoly  of 
the  word  "  Whitstable  "  as  applied  to  oysters,  and  to  prevent  others  from  selling 
the  special  kind  of  oyster  which  is  known  as  a  "  Whitstable  Oyster  "  under  the 
name  by  which  it  is  well  known  in  the  trade.    Under  the  circumstances,  and 
50  having  regard  to  the  evidence  in  this  case,  I  do  not  think  the  Plaintiff  Company 
is  entitled  to  the  relief  it  wants. 

I  have  hitherto  dealt  with  the  case  on  the  assumption  that  only  the  oysters 

produced  from  their  special  beds  by  the  Plaintiff  Company  and  by  the  Sea 

Salter  Company  have,  prior  to  the  sale  by  the  Defendants,  been  sold  as 

55  "  Whitstable  Oysters."     But,  though  in  my  opinion  it  is  not  necessary  for  the 
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purposes  of  this  case  so  to  decide,  I  do  think  there  is  evidence  to  show  that  the 
Plaintiff  Company  has  sold  oysters  not  produced  from  or  matured  on  its  special 
beds  as  "  Whitstable  Oysters,"  though  not  to  any  large  extent.    Dredgers  on 
other  grounds  near  Whitstable  sell  their  products  to  the  Plaintiff  Company. 
They  chiefly  dredge  immature  oysters  and  sell  them  to  the  Plaintiff  Company,  5 
and  those  oysters  the  Company  matures  on  its  special  beds.    But  matured 
oysters  are  also  dredged  and  sold  to  the  Plaintiff  Company,  and  the  Plaintiff 
Company  again  sells  these  directly  in  their  dredged  state.    The  question  is  : 
Under  what  designation  did  the  Plaintiff  Company  sell  them  when  they  were 
of  the  character  and  quality  of  "  Whitstable  Oysters,"  as  some  of  them  must  10 
have  been  ?    It  tried  to  establish  that  it  sold  all  matured  oysters  bought  from 
dredgers  only  as  "  roughs  "  or  "  flats,"  but  on  the  evidence  I  think  it  is  reasonably 
clear  that  it  sold  them  when  of  the  proper  character  and  quality  as  "  Whitstable 
"  Oysters."    Beyond  dispute  it  sold  some  of  them  when  of  very  large  size,  but  of 
the  true  character  and  quality,  as  "  L.  N."  or  "  Large  Natives,"  and  under  circum-  15 
stances  which  to  my  mind  identified  these  large  natives  as  being  "  Whitstable 
"  Oysters."    And,  in  addition  to  this,  as  it  is  impossible  to  suppose  that  all  the 
mature  oysters  of  the  proper  character  and  quality  sold  by  the  dredgers  were  of 
the  very  large  size  indicated  by  the  letters  "  L.  N.,"  the  question  arises :  Under 
what  designation  were   the  ordinary  sized  ones  sold  ?    This   the  Plaintiff  20 
Company  has  not  thought  fit  by  its  evidence  to  explain,  but  it  has  not  ventured 
to  show  that  it  sold  them  under  any  special  designation,  and  the  inference  that  I 
draw  is  that  it  sold  them  with  its  other  oysters  as  "  Whitstable  Oysters,"  and 
in  doing  so  it  would  of  course,  from  the  Defendants'  point  of  view,  have  only 
been  doing  what  was  right.  25 

I  ought  perhaps  to  point  out  that  in  this  case  I  see  no  ground  for  attributing 
to  the.  Defendants  any  intention  to  deceive  anyone,  or  to  deprive  the  Plaintiff 
Company  of  any  right  it  really  possesses.  The  Plaintiff  Company  asks  in 
argument  why  the  Defendant  Company  sells  the  oysters  now  matured  on  its 
bed,  acquired  from  the  East  Kent  Oyster  Company  as  "  Whitstable  Oysters,"  30 
and  not  as  "  East  Kent  Natives,"  under  which  designation  the  oysters  from 
that  bed  were  formerly  sold  by  the  last-named  Company.  The  answer  is  that 
the  oysters  sold  as  "  East  Kent  Natives  "  were  French  oysters  by  birth,  which 
the  oysters  now  sold  by  the  Defendants  are  not,  and  that  now  the  Defendant 
Company  by  proper  cultivation  and  introduction  of  proper  brood  is  able  to  35 
produce  from  the  bed  an  oyster  which  in  character  and  quality  is,  and  is 
rightly  described  as,  a  "Whitstable  Oyster." 

For  these  reasons  I  think  the  appeal  should  be  dismissed.  An  attempt  was 
made  by  Counsel  for  the  Appellants  to  get  this  Court,  on  appeal,  to  determine 
what  might  be  a  nice  question,  namely,  whether,  admitting  that  a  "Native  40 
"  Oyster  "  must  have  come  from  brood  born  in  the  estuary  of  the  Thames,  that 
brood  must  have  lived  all  its  life  in  the  estuary  ?  But  such  a  question  does  not 
directly  arise  in  this  action,  nor  was  the  evidence  as  to  what  is  meant  by  a 
"  Native  "  really  directed  to  that  particular  question,  and  it  would  be  unfair  to 
accept  the  evidence  in  this  action  as  determining  the  point.  And,  moreover,  45 
even  if  the  determination  of  the  question  could  assist  the  Plaintiff  Company 
in  this  case — and  I  really  do  not  think  it  could  assist  it,  having  regard  to  what 
the  Defendants  have  done  and  the  course  the  action  has  taken— it  would  not  be 
right,  in  my  opinion,  for  this  Court  now  to  take  upon  itself  to  determine  the 
question.  50 

RlOBY,  L.J. — The  appeal  will  be  dismissed  with  costs. 
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In  the  High  Court  of  Justice.— Chanchry  Division 


Before  Mr.  Justice  Cozens-Hardy. 


July  26th,  1901. 


In  the  Matter  of  the  Registered  Trade  Marks  of 
Holbrooks,  Ld. 


Trade  Marks. — Application  for  leave  to  alter. — Leave  granted  subject  to 
"  Limited  "  being  printed  at  full  length. 

The  registered  proprietors   of  three  Trade  Marks,   on   which  the  words 

"Holbrook  &  Co."  appeared  in  ordinary  type,  applied  to  alter  those  words 

10  to  "  Holbrooks,  Ld.,"  the  name  of  the  then  proprietors  of  the  marks.    Leave 

was  granted  to  alter  subject  to  "Limited"  being  used  in  full  instead  of 

abbreviated. 

On  the  21st  of  December  1900  Holbrooks,  Ld.,  gave  notice  of  motion  that 
leave  might  be  given  to  alter  Trade  Marks  Nos.  78,991,  78,993,  and  78,994  (of 

15  which  they  were  the  registered  proprietors)  in  the  following  respects,  that  was 
to  say,  by  altering  the  words  "  Holbrook  &  Co.,"  as  they  then  appeared  in  each 
of  the  said  Trade  Marks,  to  the  words  "  Holbrooks,  Ld."  This  notice  was 
served  on  the  Comptroller-General.  The  Trade  Marks  in  question  were  labels 
containing  prominently  in  ordinary  print  the  words  proposed  to  be  altered.    In 

20  support  of  the  application  an  affidavit  was  made  by  Mr.  R.  H.  Evans,  the 
manager  of  one  of  the  Applicants1  departments,  stating  (1)  that  the  Trade 
Marks  were  originally  registered  by  the  Birmingham  Vinegar  Brewery 
Company,  Ld.,  on  the  2nd  of  August  1888,  in  Class  42  ;  (2)  that  the  last- 
mentioned  Company  recently  changed  their  name  to  " Holbrooks,  Ld" ;  and 

25  (3)  that  4< Holbrooks,  Ld"  were  duly  entered  in  the  Register  as  proprietors  of 
the  Trade  Marks.  An  affidavit  was  made  by  Mr.  R.  Griffin,  Registrar  of  Trade 
Marks,  correcting  the  last-mentioned  affidavit  in  certain  particulars,  from  which 
it  appeared  that  in  1897  the  Birmingham  Vinegar  .Brewery  Company,  Ld., 
had  been  wound  up  and  a  new  Company  formed  of  the  same  name,  but  stated 

30  that  he  had  been  satisfied  that  the  Applicants  had  proved  their  title  to  be 
entered  on  the  Register  as  proprietors  of  the  Trade  Marks,  and  that  he  was 
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informed  and  believed  that  prior  to  the  registration  of  the  Trade  Marks  the  old 
Company  had  acquired  the  business  of  a  firm  trading  as  Holbrook  and 
Company. 

J.  C.  Graham  (instructed  by  Thorowgood,  Tabor  and  Hardcastle)  appeared 
for  the  Applicants ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  5 
Trade)  appeared  for  the  Comptroller. 

Graham,  for  the  Applicants. — This  is  an  application  under  section  92  to 
alter  certain  Trade  Marks.  The  Applicants  only  wish  to  alter  "and  Co." 
into  "Ld;' 

Parker,  for  the  Comptroller. — It  is  not  the  practice  to  allow,  on  any  such  10 
alteration,  any  abbreviation  of  the  word  "  Limited."    Hayward  A  Sons'1  Trade 
Mark  (13  R.P.C.  729)  is  an  exactly  similar  case. 

Cozbns-Hardy,  J.,  granted  the  Order  as  asked,  except  that  "Limited"  in 
full  was  to  be  used  instead  of  the  abbreviated  form  thereof.  The  Applicants 
were  ordered  to  pay  the  costs  of  the  Comptroller.  15 
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Henderson?*  Patent. 


1  .—.J. 


Present:  Lords  Macnaghtbn,  Davey*  Robertson,  and  Lindlby,  and 

Sir  Ford  North. 


May  15th  and  16th,  and  July  13th,  1901. 


Henderson's  Patent. 


Patent. — Petition  for  prolongation. — Patent  assigned  to  Company. — Adequacy 
of  remuneration. — Accounts. — Interest  of  inventor  in  Petitioning  Company. — 
Delay  in  working  patented  invention. — Lapse  of  foreign  Patents. — One  set  of 
costs  to  two  objectors. 

10  The  Petitioners  were  the  assignees  of  a  Patent  for  u  An  improved  process  for 
"  tlw  preparation  of  aluminium  by  electrolysis."  No  steps  had  been  taken  to 
put  Ite  invention  into  practice  in  this  country  for  the  first  seven  years  of  its 
existence.  Patents  had  also  been  taken  out  and  had  expired  in  France  and 
Belgium.    It  was  contended  on  behalf  of  the  Crown  and  the  objectors  that 

15  the  accounts  were  confused  and  did  not  show  that  the  inventor  had  not  been 
adequately  remunerated. 

Held,  that  the  accounts  were  not  brought  before  the  Judicial  Committee  in  a 
shape  which  enabled  them  to  form  any  clear  opinion  whether  the  inventor  had 
been  adequately  remunerated^  and  that  the  Petition  must  therefore  be  refused. : 

20  Saxby's  Patent  (7  Moo.  P.C.N. S.  82 ;  L.R.  3P.C.  292)  followed. 

Failure  to  push  a  patented  invention  in  this  country  for  a  period  of  seven 
years  and  the  lapse  of  foreign  Patents1  are  not  conclusive  against  Petitioners 
for  prolongation^  but  it  requires  a  very  strong  case  to  induce  the  Judicial 
Committee  to  grant  a  prolongation  where  theee  circumstances  occur.    Semet 

25  and  Solvay's  Patent  (12  R.P.C.   10%  and  Pieper's  Patent  (1?  R.P.C.  29S) 

approved. 

2B 


450  REPORTS  OP  PATENT,  DESIGN,         [Oct.  16, 1901. 

Henderson's  Patent 

On  the  21st  of  May  1887  Letters  Patent  (No.  7426  of  1887)  were  granted  to 
Arthur  Charles  Henderson  for  "  An  improved  process  for  the  preparation  of 
"aluminium  by  electrolysis,"  a  communication  from  abroad  by  Paul  Louis 
Toussaint  HSroult  of  Paris.  On  the  20th  of  November  1900  the  British 
Aluminium  Company,  as  the  assignees  of  the  Patent,  presented  a  Petition  for  5 
prolongation.  The  Petition  set  out,  inter  alia,  the  following  facts  : — That 
prior  to  the  date  of  the  Patent  aluminium  had  only  been  produced  in  small 
quantities  by  chemical  processes,  and  that  until  the  invention  of  the  said 
P.  L.  T.  Heroult  it  was  impossible  to  produce  aluminium  at  a  cost  at  which  it 
could  be  used  to  any  substantial  extent  in  arts  and  manufactures ;  that  the  10 
invention  was  of  the  greatest  public  utility ;  that  its  application  had  reduced 
the  cost  of  aluminium  from  about  2,000/.  per  ton  to  less  than  Is.  3d.  per  lb., 
the  result  being  that  the  industrial  community  were  beginning  to  appreciate 
the  importance  of  the  metal ;  that  the  Petitioning  Company  were  incorporated 
on  the  7th  of  May  1894,  prior  to  which  date  there  were  no  works  in  this  realm  15 
for  the  production  of  aluminium  on  a  large  scale  by  electrolysis,  and  that  the 
Petitioners  had  created  a  new  industry  within  the  realm ;  that  in  order  to  produce 
the  aluminium  at  a  low  price  the  Petitioners  had  purchased  at  great  expense 
a  suitable  site  with  water  rights  at  Foyers  in  Scotland,  and  erected  suitable 
premises  and  plant  there,  as  well  as  mines  and  works  at  Larne  in  Ireland  for  20 
the  production  of  aluminium,  rolling  mills  at  Milton  in  Staffordshire,  tod  works 
at  Greenock  for  the  manufacture  of  carbon  anodes  and  other  carbon  appliances 
necessary  for  the  manufacture  of  aluminium  ;  that  P.  L.  T.  Heroult  being 
unable,  through  lack  of  funds,  to  put  his  invention  into  practice,  in  1887 
assigned  his  Patents,  with  the  exception  of  the  French  Patent,  to  the  Sociite  25 
Metallurgique  Suisse  (hereinafter  called  "  the  Swiss  Company  ")  ;  that  subse- 
quently, on  the  demand  increasing,  a  large  Company  was  formed  called  the 
Societe  Anonyme  pour  V Industrie  de  V Aluminium  ds  Neuhausen  (hereinafter 
called  "  the  Neuhausen  Company  "),  which  took  over  the  Belgian  Patent,  one- 
third  of  the  profits  of  the  British  Patent,  and  the  business  at  Neuhausen  ;  that  30 
this  Company  was  unable  to  start  suitable  works  in  England  and  imported 
aluminium  into  this  country ;  that  the  Neuhausen  Company  agreed  with  ths 
Petitioning  Company,  on  the  26th  of  July  1894,  to  assign  to  the  Petitioning 
Company  the  L'atent,  the  subject  of  the  Petition,  and  three  other  subsidiary 
Patents,  the  consideration  being  16,000?.  in  cash  and  1200  fully  paid  preference  35 
shares  of  10J.  each  in  the  capital  of  the  Petitioning  Company  ;  that  it  was  not 
till  1897  that  the  Petitioning  Company  were  in  a  position  to  sell  aluminium  nt 
a  profit,  and  up  to  the  date  of  this  Petition  they  had  been  unable  to  make  sufli- 
cient  profit  to  enable  them  to  pay  a  reasonable  interest  on  the  capital  of  the 
Company  (530,000 J.),  and  that  the  Petitioning  Company  had  received  no  40 
remuneration  for  its  exertions  ;  that  the  founders  of  the  Petitioning  Company 
took  their  remuneration  ?.n  ordinary  shares  on  which  no  dividend  had  been 
paid  ;  that  Heroult  had  obtained  Patents  for  the  same  invention  in  France  and 
Belgium  ;  that  under  the  arrangement  between  P.  L.  T.  Heroult  and  the  Swiss 
Comjmny,  by  which  the  Patents  were  assigned  to  the  Swiss  Company.  Heroult  45 
also  undertook  to  work  for  the  Swiss  Company  as  technical  manager,  in 
consideration  for  which  the  Swiss  Company  undertook  to  expend  200,000  francs 
on  works  and  plant,  and  to  pay  to  Heroult  half  the  profits  after  paying  interest 
at  6  per  cent,  per  annum  on  the  capital  of  200,000  francs ;  that  at  the  end  of 
1888  the  Swiss  Company  sold  the  whole  of  their  undertaking,  except  two-thirds  50 
of  the  profits  of  the  British  Patent,  to  the  Neuhausen  Company,  and  that  the 
proportion  of  profit  due  to  Heroult  for  his  services,  share  of  the  business,  and 
invention,  was  fixed  at  500,000  francs,  payable  by  instalments,  of  which  Heroult 
had  received  160,000  francs  ;  that  about  the  year  1894  the  Neuhausen  Company 
purchased  the  remaining  two-thirds  of  the  British  Patent  from  the  Swiss  55 
Company,  and  paid  to  Heroult,  in  respect  of  his  half-share,  40,000  francs ;  tbat 
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subsequently,  in  1894,  the  Neuhausen  Company  sold  the  British  Patent  to  the 
Petitioning  Company,  as  set  out  above.  That  prior  to  1894  no  aluminium  had 
been  made  by  the  patented  process  in  this  country,  nor  had  the  Swiss  Company 
imported  any  aluminium  into  this  country,  and  that  the  profits  arising  from  the 
5  sale  of  aluminium  made  by  the  Neuhausen  Company  and  imported  into  this 
country  could  not  have  exceeded  300J. ;  that  the  Belgian  Patent  had  never  been 
worked ;  that  the  French  Patent,  together  with  a  Patent  granted  to  one  Dreyfus, 
were  sold  to  the  Societe  Electro-Metallurgique,  of  Froges,  Isere,  France  (herein- 
after referred  to  as  "  the  Froges  Company  "),  in  consideration  of  the  payment  to 

10  Dreyfus  of  20,000  franca,  and  to  Heroult  of  55,000  francs,  in  cash,  and  the  issue 
of  25,000  shares  in  the  Froges  Company \  and  a  certain  proportion  of  "  parties  de 
"  fondateur,"  the  value  of  which  had  not  been  ascertained ;  that  the  Petitioners 
had  been  unable  to  create  any  trade  in  most  foreign  countries  owing  to  heavy 
import  duties,  and  the  Petitioners  submitted  that  they  would  be  unable  to  carry 

15  on  the  manufacture  in  competition  with  foreign  manufacturers  who,  by  reason 
of  the  import  duties,  were  able  to  ensure  themselves  their  own  markets,  and  by 
increasing  the  scale  of  their  production  to  regulate  the  price  of  their  aluminium 
so  as  to  destroy  the  production  in  the  United  Kingdom.  The  Petitioners  also 
submitted  that  Heroult  had  received  no  adequate  remuneration,  and  stated  that, 

20  in  the  event  of  the  Petition,  being  granted,  they  intended  to  make  proper 
provision  for  his  further  remuneration  out  of  any  further  profits  they  might  be 
able  to  earn. 

The  accounts  filed  with  the  Petition  purported  to  show  the  whole  profits 
arising  from  the  business  of  the  British  Aluminium  Company,  and  also  the 

25  profits  realised  by  the  inventor  Heroult  from  the  invention. 

Objections    to    the    Petition    were     lodged    by   the    Pittsburg   Reduction 
Company  of  America,  and  also  by  A.  Dennis,  a  dealer  in  aluminium  and 
other  metals. 
The  Petition  was  heard  on  the  15th  and  16th  of  May  1901. 

30  Moulton,  K.C.,  and  Wallace,  K.C.,  and  Graham  (instructed  by  Wilson, 
Bristows,  and  CarpmaeV)  appeared  for  the  Petitioners;  Cripps,  K.C.,  and 
Walter  (instructed  by  Rowcliffes,  Rawle  &  Co.)  appeared  for  the  Pittsburg 
Reduction  Company;  Waggett  (instructed  by  Van  Sandau)  appeared  for 
A.  Dennis  ;  Sir  R.  Finlay,  A.Q.,  and  Sutton  appeared  for  the  Crown. 

35  Moulton,  K.C.,  for  the  Petitioners. — There  can  here  be  no  contest  as  to  the 
merit  of  the  invention,  which  superseded  all  other  methods  and  reduced  the 
price  of  aluminium  from  16s.  a  lb.  to  less  than  16d.  The  Petitioners  acquired 
the  Patent  in  1894,  and  were  well  within  the  idea  of  the  Statute  of  Monopolies 
in  that  they  introduced  a  new  manufacture  into  the  realm.    In  order  to  carry 

40  on  the  manufacture  of  aluminium  economically,  so  as  to  place  it  on  the  market 
at  a  reasonable  price,  it  is  necessary  to  work  on  a  large  scale.  The  Petitioners 
were  compelled  to  spend  large  capital  sums  on  the  acquisition  of  land  and  water 
power  at  Foyers  in  Scotland,  on  the  acquisition  of  mining  rights  at  Lame, 
Ireland,  and  the  equipment  of  a  carbon  factory  at  Greenock  and  rolling  mills 

45  at  Milton  in  Staffordshire.  All  this  meant  a  heavy  outlay  of  capital.  In 
addition  it  was  necessary  to  educate  consumers  as  to  the  use  of  the  metal.  The 
Petitioners  have  all  the  rights  of  the  original  inventor  and  are  entitled  to 
particular  consideration  in  that  they  have  introduced  a  completely  new  industry 
into  the  country.    The  Opponents  are  both  foreigners,  who  merely  oppose  in 

50  order  to  be  able  to  compete  with  the  Petitioners  by  importing.    We  cannot 

'  import  into  their  countries  owing  to  the  high  import  duties.    Later  on,  when 

the  industry  is  better  established,  the  Petitioners  will  be  in  a  position  to  compete 

with   importers.    From  the  nature  of  the  invention  the  term  of  14  years  is 

insufficient  for  its  proper  development  and  adequate  remuneration.    From  the 

55  accounts  it  will  be  seen  that  the  total  profits  of  the  inventor  are  10,000?., 
whereas  the  Petitioners  have  not  been  able  to  earn  sufficient  money  to  pay  the 

2n  2 
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interest  on  the  preference  shares,  which  is  more  than  three  years  in  arreai\ 
Importers  have  a  good  claim  to  extension  {Berry's  Patent,  7  Moo.  P.C.  187). 

Sir  R.  Finlay,  A.-G.,  for  the  Crown. — The  invention  is  undoubtedly  of  great 
merit,  but  there  are  other  circumstances  to  be  taken  into  consideration.    The 
fact  that  the  Patent  lay  idle  for  seven  years  militates  against  the  grant  of  a  5 
prolongation  (Pieper's  Patent,  12  R.P.C.  293).    It  is  said  that  the  inventor  tried 
to  get  the  Patent  taken  up  in  this  country.    It  is  a  question  whether  this  is 
a  sufficient  excuse  foi  the  delay  (Dolbear's  Patent,  13  R.P.C.  203).    The  position 
of  the  Petitioners  mue  also  be  taken  into  consideration.    They  have  bought  the 
Patent  as  a  commercial  speculation,  and  where  this  is  the  case  they  are  not  so  10 
favourably  regarded  as  the  inventor  would  be  (Hopkinson's  Patent,  14  R.P.C.  5  ; 
L.R.  (1897)  A.C.  249  ;  Barffand  Bowers'  Patent,l12  R.P.C,  383  ;  L.R.  (1895)  A.C. ' 
675).    The  nature  of  the  statements  in  the  Petition  as  to  the  inventor's  remune- 
ration are  unsatisfactory,  and  it  would  appear  that  his  profits  are  larger  than 
those  stated.     In  any  case  the  accounts  are  not  clear  (Lake's  Patent,  8  R.P.C.  15 
227  ;*  L.R.  (1891)  A.C.  240 ;  Saxby's  Patent  (7  Moo.  P.C.N.S.  82  ;  L.R.  3  P.C. 
292).    The  feet  that  the  foreign  Patents  have  expired  must  also  be  considered 
(Pieper's  Patent,  1?  R.P.C.  293,  and  Semet  and  Solvay's  Patent,  12  R.P.C.  10 ; 
L.R.  (1895)  A.C.  78).    The  original  inventor  has  no  interest  in  the  Petitioning 
Company,  and  it  is  a  question  whether  the  Committee  should  be  content  to  20 
accept  the  statement  that  the  Petitioners  are  prepared  to  further  remunerate 
him  out  of  the  future  profits. 

Cripps,  K.C.,  for  the  Pittsburg  Reduction  Company,  contended  that  the 
inventor's  profit  was  in  fact  at  least  24,000J. 

Waggett,  for  A.  Dennis,  maintained  that  the  accounts  were  capable  of  being  25 
construed  as  showing  a  profit  to  the  inventor  of  at  least  60,000J. 

Wallace,  K.C.,  having  replied, 

Lord  Davby  intimated  that  the  Committee  would   advise    His    Majesty 
that  the    Petition  be  refused,  and  that  the  Committee    would  give    their 
reasons  at  a  later  date.    The  reasons  were  delivered  on  the  13th  of  July  30 
as  follows : — 

Lord  Davby. — The  Letters  Patent  which  are  the  subject  of  this  Petition  bear 
date  the  2.1st  of  May  1887,  and  are  for  the  invention  of  "An  improved  process 
"  for  the  preparation  of  aluminium  by  electrolysis."      The  inventor  was  a 
French  gentleman  named  Heroult,  who  also  obtained  Patents  for  his  invention  35 
in  France  and  in  Belgium.    Both  of  these  Patents  have  expired. 

The  French  Patent  was  sold  to  a  French  Company,  called  in  the  Petition  the 
Froges  Company.  The  British  Patent  was  sold  to  a  Swiss  Company,  who  after- 
wards sold  it  to  another  Swiss  Company,  called  the  Neuhausen  Compar\>y.  The 
Belgian  Patent  has  never  been  worked.  Until  the  purchase  of  the  British  Patent  40 
by  the  present  Petitioners  it  was  not  worked  in  this  country,  and  no  serious 
attempt  was  made  to  introduce  the  invention  into  this  country. 

The  present  Petitioners,  who  are  an  English  Companj',  purchased  the  Patent 
from  the  Neuhausen  Company  in  the  year  1894  as  a  commercial  speculation. 
They  have  since  erected  works  for  the  manufacture  on  a  large  scale  of  45 
aluminium,  and  have  manufactured  and  sold  that  article,  but  it  is  alleged  that 
the  financial  results  have  not  come  up  to  their  legitimate  expectations.  '  The 
inventor  of  the  patented  invention  has  no  interest,  direct  or  indirect,  in  the 
success  of  the  Petitioners'  business,  but  it  is  stated  in  the  Petition  that  in  the 
event  of  His  Majesty  being  graciously  pleased  to  prolong  the  Letters  Patent,  the  50 
Petitioners  intend  to  make  some  provision  for  the  further  remuneration  of  the 
inventor  out  of  their  future  profits. 

It  is  admitted  that  the  invention  is  one  of  great  merit,  and  would  be  not . 
unworthy  of  exceptional  consideration  if  the  circumstances  of  the  case  were  -   . , 
more  favourable.     The  Attorney-General  has  stated  several  objections  to  the  55 
prolpngation  of  the  Letters  Patent,  which  are  iij  sijbstagce  as  follows  :— (1)  The 
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position  of  the  Petitioners  as  assignees  and  purchasers  of  the  Patent  as  a  com- 
mercial speculation.  .  (2)  That  the  statements' in  the  Petition  and  accompanying 
accounts  do  not  supply  any  clear  account  of  the  profits  made  by  the  inventor,  or 
even  of  those  made  by  the  Petitioners  themselves.  (3)  That  no  real  attempt 
5  was  made  to  introduce  the  patented  article  into  this  country  for  the  first  seven 
years  of  the  life  of  the  Letters  Patent.  (4)  The  expiration  of  the  foreign 
Patents.  »  ...  • 

Their  Lordships  think  that  these  objections  are  well  founded,  and  they  have 
already  intimated  that  this  is  not  a  case  in  which  they  can  properly,  or 

10  consistently  with  established  principles,  advise  His  Majesty  to  grant  any 
prolongation  of  the  Letters  Patent. 

The  position  of  assignees  who  petition  for  a  prolongation  of  Letters  Patent  has 
frequently  been  the  subject  of  decision  by  this  Board,  and  the  circumstances,  in 
which  alone  such  an  application  will  be  entertained,  are  not  doubtful.    In  the 

15  recent  cases  of  the  Bar ff  and  Bowers'  Patent  and  Hopkinson's  Patent,  their 
Lordships,  following  earlier  decisions  of  this  Board,  affirmed  the  principle  that 
an  assignee  who  has  acquired  a  Patent  as  the  subject  of  commercial  adventure 
is  not  entitled  to  a  prolongation  when  the  inventor  himself  could  have  no 
legitimate  interest  in  making  such  an  application.    And  in  the  latter  case  their 

20  Lordships  referred  to  judgments  of  this  Board  delivered  by  Lord  Langdale  and 

Lord  Romilly — pointing  out  the  distinction  between  an  assignee  who  has  assisted 

a  Patentee  with  funds  to  enable  him  to  bring  out  his  invention  and  one  who  has 

merely  purchased  the  Patent  as  a  commercial  adventure. 

Their  Lordships  need  not  consider  whether  it  is  sufficient  for  the  Petitioners 

25  merely  to  state  in  their  Petition  that  they  are  willing  to  do  something  for  the 
inventor  as  an  inducement  to  the  Board  to  advise  the  grant  of  a  prolongation,  or 
(in  other  words)  as  the  price  they  are  willing  to  pay  for  the  grant.  Their  Lordships 
need  not  do  so  because  they  are  of  opinion  that  there  is  no  clear  or  satisfactory 
evidence  before  them  that  the  inventor  has  not  been  adequately  remunerated. 

30  Persons  who  apply  to  this  Board  for  the  prolongation  of  Letters  Patent  cannot 
be  too  frequently  reminded  of  the  law  as  laid  down  by  Lord  Cairns  in  Saxby's 
Patent  (L.R.  3  P.C.  294)  : — "  It  is  the  duty  of  every  Patentee  who  comes  for 
"  the  prolongation  of  his  Patent  to  take  upon  himself  the  onus  of  satisfying  this 
"  Committee,  in  a  manner  which  admits  of  no  controversy,  what  has  been  the 

35  "  amount  of  remuneration  which  in  every  point  of  view  the  invention  has 
"  brought  to  him,  in  order  that  their  Lordships  may  be  able  to  come  to  a  con- 
"  elusion  whether  that  remuneration  may  fairly  be  considered  as  a  sufficient 
"  reward  for  his  invention  or  not.    It  is  not  for  this  Committee  to  send  back  the 

'  *    **  accounts  for  further  particulars,  nor  to  dissect  the  accounts  for  the  purpose  of 

40  "  surmising  what  might  be  their  real  outcome  if  they  were  differently  cast ;  it 
"  is  for  the  Applicant  to  bring  his  accounts  before  the  Committee  in  a  shape 
"  which  will  leave  no  doubt  as  to  what  the  remuneration  has  been  which  he  has 
,"  received." 

The  words  of  Lord  Cairns  are  equally  applicable  where,  as  in  the  present 

45  case,  the  Petitioners  are  bound  to  prove  that  the  inventor  has  not  been  adequately 
remunerated.  It  may  be  surmised  from  the  materials  before  their  Lordships 
that  the  inventor  has  received  or  become  entitled  to  receive  something  like 
600,000  francs  or  (say)  24,000/.  for  his  Patent  rights,  besides  other  advantages 
in  the  form  of  shares,  which  may  or  may  not  be  of  value.    But  whether  that 

50  he  so  or  not,  it  is  sufficient  for  the  present  purpose  to  say  that  the  accounts  are 
not  before  their  Lordships  in  a  shape  which  enables  them  to  form  any  clear 
opinion  on  the  subject. 

What  has  been  said  renders  it  unnecessary  to  consider  the  other  points 
mentioned  by  the  Attorney-General.    Their  Lordships  will  only  say  that  the 

55  failure  of  the  Patentee  to  push  the  patented  invention  in  this  country  for  seven 
years  and  the  circumstance  of  the  expiration  of  the  foreign  Patents  are  also 
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serious  obstacles  to  the  success  of  the  present  application.  Neither  of  these 
circumstances  would  be  in  itself  conclusive  against  the  Petitioners.  But  it 
would  require  a  very  strong  case  to  induce  their  Lordships  to  recommend  the 
prolongation  of  a  Patent  where  these  circumstances  occur.  The  principle  upon 
which  objections  of  this  class  should  be  dealt  with  are  explained  in  the  5 
judgments  of  this  Board  in  Semet  and  Solvay's  Patent,  where  the  extension 
was  granted,  and  Pieper's  Patent,  where  it  was  refused. 

For  these  reasons  their  Lordships  have  humbly  advised  His  Majesty  that  the 
Petition  should  be  dismissed.  The  Petitioners  will  pay  one  set  of  costs  to  the 
two  objectors.  10 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kekewich. 

August  3rd,  1901. 

Chamberlain  &  Hookham,  Ld.  v.  Mayor  of  Huddersfield. 

Patent— Action  for  infringement.— Leave  to  discontinue.— Terms  on  which  15 
leaDe  granted. 

The  Plaintiffs  in  a  Patent  action  applied,  after  the  pleadings  had  been  closed, 
for  leave  to  discontinue  on  paying  the  costs  of  the  Defendants.  The  Defendants, 
the  Corporation  of  Huddersfield,  asked  that  leave  should  only  be  given  on  the 
terms  of  (7)  the  Plaintiffs  paying  costs  as  between  solicitor  and  client;  20 
(£)  also  paying  the  costs  of  the  Particulars  of  Objections  as  if  certified ;  and 
(3)  not  bringing  any  action  against  any  person  whomsoever  in  respect  of  the 
same  alleged  infringement. 

Kekewich,  J.,  granted  the  leave  on  terms  (1)  and  (2)  and  on  the  terms 
of  the  Plaintiffs  undertaking  not  to  bring  any  other  action  against  tiie  Defen-  23 
dants  in  respect  of  the  infringement  alleged  in  the  pleadings;  in  the  event  of 
the  Plaintiffs  not  accepting  these  terms  the  application  was  ordered  to  be 
dismissed  with  costs.    The  Plaintiffs  were  allowed  a  week  in  which  to  elect. 
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Chamberlain  &  Hookham,  Ld.  v.  Mayor  of  Huddersfield. 

On  the  7th  of  December  1897  Chamberlain  &  Hookham,  Ld.,  the  registered 

owners  of  Letters  Patent  No.  4,225##  of  1887,  No.  17,502  of  1887,  and  No.  13,123 

of  1890,  all  granted  to  Oeorge  Hookham  for  inventions  of  "  Improvements  in 

"electricity  meters,"  commenced  an  action  against  the  Mayor,  Aldermen,  and 

5  Burgesses  of  the  Borough  of  Huddersfield  for  infringement  of  the  same.* 

The  Particulars  of  Breaches  delivered  with  the  Statement  of  Claim  alleged 
that  "  The  Defendants  have  subsequently  to  the  granting  of  the  said  Letters 
"  Patent,  and  subsequently  to  the  amendment  of  the  said  Letters  Patent 
"  No.  4225  of  the  year  1887  on  the  14th  of  August  1895,  and  prior  to  the  issue 

10  "  of  the  writ  in  the  action,  used  in  the  borough  of  Huddersfield,  in  the  county 
<%  of  York,  electricity  meters  constructed  in  accordance  with  the  inventions 
"  disclosed  in  the  Specifications  of  the  Plaintiffs'  Letters  Patent  in  the 
"  Statement  of  Claim  referred  to  for  the  purpose  of  recording  the  amount  of 
"  electric    current  supplied  to    customers  of   the  Defendants.    The    meters 

15  "  complained  of  are  marked  *  Shallenberger  Integrating  Wall  Meter  for 
"  *  Alternating  Currents,  Westinghouse  Electric  and  Manufacturing  Company, 
"  '  Pittsburg,  Pa.,  U.S.A.,'  and  are  used  on  an  alternating  current  of  constant 
"  potential  ;  that  the  electricity  meters  used  by  the  Defendants  are  constructed 
"  substantially  as  described  in  the  Specifications  of  the  Plaintiffs'  said  Letters 

20  "  Patent  and  claimed  in  the  following  claiming  clauses  of  the  final  Specifica- 
44  tions  of  the  Patents  relied  upon,  viz. : — No.  4225  of  1887,  Claims  1  and  3  ; 
44  No.  17,502  of  1887,  Claims  1  and  4  ;  No.  13,123  of  1890,  Claim  1." 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  the 
invalidity  of  all  the  Patents. 

25  The  Particulars  of  Objections  delivered  by  the  Defendants  consisted  of 
14  paragraphs,  and  as  to  all  the  Patents  they  alleged  want  of  novelty,  want  of 
subject-matter,  and  insufficient  description,  and  as  to  the  first  Patent  discon- 
f ormity  and  insufficient  definition,  as  to  the  second  Patent  prior  grant,  and  as 
to  both  the  second  and  third  Patents  that  the  Specifications  were  misleading. 

30  On  the  12th  of  June  1901  the  Plaintiffs  applied  by  Summons  that  upon  their 
paying  to  the  Defendants  their  costs  of  the  action,  such  costs  to  be  taxed  by  the 
Taxing  Master,  all  further  proceedings  in  this  action  might  be  discontinued. 
This  Summons  was  adjourned  into  Court. 

Walter  (instructed  by  Field,  Roscoe   &  Co.,  agents  for   Pinsent  &  Co., 

35  Birmingham)  appeared  for  the  Applicants  ;  T.  Terrell,  K.C.,  and  8.  A.  Daniell 
(instructed  by  Faithfull  and  Owm)  appeared  for  the  Respondents. 

Walter  asked  for  leave  to  discontinue  on  the  terms  mentioned  in    the 
Summons. 
Terrell,  K.C.,  for  the  Respondents. — As  the  conditions  of  discontinuance 

40  (1)  the  Applicants  ought  to  pay  solicitor  and  client  costs ;  (2)  the  costs  of  the 
Particulars  of  Objections  should  be  allowed  as  if  certified  ;  and  (3)  the  Applicants 
ought  not  to  sue  the  Defendants  or  any  other  person  for  infringement  by  the 
same  meter  as  is  complained  of  in  the  action.  [On  the  first  point  the  Public 
Authorities  Protection  Act,  1893,  and  Chamberlain  &  Hookham,  Ld.  v.  Mayor  of 

45  Bradford  (17  R.P.C.  762)  were  referred  to.]  It  is  said  that  the  Act  only  applies 
when  judgment  is  given,  but  the  payment  of  costs  as  between  solicitor  and 
client  may  be  made  a  condition  upon  which  leave  to  discontinue  is  given. 
Similarly,  although  the  Particulars  of  Objections  cannot  be  certified  as  reason- 
able and  proper,  it  can  be  made  a  term  that  the  costs  of  them  jjhould  be  allowed 

50  as  if  they  were  certified  (Boake,  Roberts  &  Co.  v.  Stevenson  and  Howell,  12 
R.P.C.  231).  I  can  say  that  they  were  settled  after  full  and  careful  con- 
sideration.   As  to  the  third  point,  the  makers  of  the  meter  are  the  Westinghouse 

*  The  first  Patent  was  that  sued  on  in  the  action  of  Chamberlain  $  Hookham,  Ld.  v.  Mayor y  $o. 
of  Bradford  (17  E.P.O.  498  and  762). 
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Company,  who  have  to  indemnify  their  customers ;  and  it  would  be  very  hard 
if  others  of  their  customers  can  be  sued  subsequently.  [Hess  v.  Labouchere 
(14  T.L.R.  350)  was  also  referred  to.]  In  effect  the  Applicants  are  submitting 
to  a  non-suit. 

Walter. — The  reason  for  the  wish  of  the  Applicants  to  discontinue  is  that  5 
an  appeal  is  pending  in  the  action  against  the  Mayor  of  Bradford,  and  it  is 
desired  to  have  the  decision  of  the  Court  of  Appeal  before  the  trial  of  the 
questions  that  arise  in  this  case.  As  to  the  costs  being  between  solicitor  and 
client,,  the  Public  Authorities  Protection  Act  does  not  apply  either  to  appeals  or 
interlocutory  proceedings  {Fielden  v.  Mayor,  Ac.  of  Morley,  L.R.  (1899)  1  Ch.  1 ;  10 
(19U0)  App.  Cas.  133),  and  all  proceedings  in  this  action  have  been  interlocutory. 
Hess  v.  Labouchere  was  a  libel  action  ;  here  there  is  a  continuing  infringement. 
As  to  the  Particulars  of  Objections,  it  is  submitted  that  they  should  not  be 
allowed  now  ;  if  another  action  is  brought  they  would  be  allowed  if  reasonable 
or  proper,  and  the  Defendants  ought  not  to  have  the  costs  of  them  twice  over.      15 

KfiKEWlCH,  J. — This  is  an  application  by  the  Plaintiffs  in  a  Patent  action  for 
leave  to  discontinue,  and  it  is  entirely  in  my  judicial  discretion  to  give  or  refuse 
that  leave  ;  and,  if  I  give  it,  it  is  again  entirely  within  my  judicial  discretion  to 
impose  terms.  I  mean  by  "judicial  discretion,"  discretion  which  is  open  to 
reconsideration  in  the  Court  of  Appeal,  and  not  the  absolute  discretion  such  as  20 
the  Court  sometimes  has  to  exercise. 

Mr.  Terrell,  for  the  Defendants,  asks  me  to  impose  three  terms,  which  must 
be  considered  separately.  First,  he  says  :  "  I  am  defending  for  the  Corporation 
"  of  Huddersfield,  which  comes  within  the  Public  Authorities  Act,  and  if  this 
"  case  went  to  trial  and  I  then  succeeded,  I  should  be  entitled,  under  that  Act,  25 
"  to  costs  as  between  solicitor  and  client."  That  is  reasonably  clear  independently 
of  authority,  and  I  am  glad  of  that  because  the  authority  cited  is  a  case  of  my 
own — the  same  Plaintiffs  against  the  Mayor,  Aldermen,  and  Burgesses  of  the 
Borough  of  Bradford,  in  17  Patent  Office  Reports.  I  have  no  doubt  that 
if  this  case  went  to  trial,  and  the  Defendants  succeeded,  they  would  be  30 
entitled  to  costs  as  between  solicitor  and  client.  The  only  suggested  answer  is 
that  they  are  not  entitled  to  costs  as  between  solicitor  and  client  on  interlocutory 
applications,  but  only  when  there  is  a  judgment.  That  is  perfectly  true,  but  I 
am  not  considering  whether  they  are  entitled  to  costs  as  between  solicitor  and 
client  as  a  matter  of  right,  but  whether  it  is,  or  is  not,  fair  to  impose  the  pay-  35 
ment  of  costs  in  that  way  if  I  give  leave  to  discontinue,  and  as  one  of  the  terms 
of  giving  that  leave.  It  seems  to  me  that  I  am  bound  to  do  so  ;  and  that  for  this 
purpose  I  must  treat  it  as  if  the  case  were  here  on  the  trial,  though  the  expenses 
of  the  trial  have  not  been  incurred,  still  as  if  the  briefs  were  delivered,  the 
witnesses  in  Court,  and  really  judgment  was  pronounced.  I  think  it  is  only  40 
fair  to  say  that,  if  the  Plaintiffs  discontinue,  they  must  discontinue  on  the 
terms  of  paying  costs  as  between  solicitor  and  client. 

Then  the  second  point  is  that  Mr.  Terrell  says  he  cannot  get  the  costs  of  the 
Particulars  of  Objections  because  the  Patent  Act  prevents  yon  getting  those 
unless  they  be  certified,  and  that  I  cannot  certify,  and  therefore  it  is  only  fair  45 
to  say  that  the  Defendants  should  have  the  costs  of  the  Particulars  of  Objections 
as  if  they  had  been  certified  under  the  Act  as  reasonable  and  proper.     Mr. 
Walter  does  not  deny  that  that  is  the  ordinary  course  in  a  case  of  this  kind, 
and  I  have  the  assurance  of  Mr.  Terrell  that  the  Particulars  of  Objections  have 
been  fully  considered,  and  they  appear  to  have  been  amended  and  re-amended,  50 
and  therefore  I  have  enough  to  justify  me  for  the  present  purpose  in  holding 
that  they  are  reasonable  and  proper.     It  therefore  seems  to  me  right  to  impose 
that  term.    Mr.  Walter  says  the  result  will  be  that  there  will  be  another  action, 
and  that  then  the  same  Particulars  of  Objections  will  be  set  up,  and  all  the  costs 
which  have  been  incurred  by  the  Defendants  on  these  Particulars  of  Objections,  55 
instead  of  being  incurred  again,  will  be  all  ready  to  their  hand  ;  they  will  have 
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got  the  fruit  of  their  costs  expended,  and  that  if  they  then  again  succeed,  which 
Mr.  Walter  would  say  they  would  not,  they  will  have  those  costs  over  again.  I 
think  that  is  all  too  hypothetical.  For  the  present  purpose  I  am  considering 
that  this  action  is  got  rid  of  for  ever  and  a  day,  and  that  therefore  there  will  be 

5  no  other  action.    I  think  it  is  right  to  impose  the  terms  that  the  Plaintiffs,  as 

the  price  of  discontinuance,  pay  the  costs  of  the  Particulars  of  Objections  as 

if  they  had  been  certified  at  the  trial  as  reasonable  and  proper.    About  those 

two  points  I  do  not  think  there  is  any  great  difficulty. 

Then  the  third  raises  a  much  greater  difficulty  in  more  ways  than  one.     Mr. 

10  Terrell  says  that  I  ought  to  impose  on  these  Plaintiffs  the  burden  of  not  bringing 
any  other  action  for  the  same  infringement.  If  he  limited  it  to  not  bringing 
any  other  action  against  the  present  Defendants  I  should  have  no  hesitation  in 
granting  it.  I  do  not  think  a  Plaintiff  has  any  right  to  come  here  and  say,  "  I 
"  do  not  wish  to  incur  the  costs  of  trial — I  would  rather  get  rid  of  the  action  at 

15  "  once — and  yet  I  desire  at  some  future  time  to  raise  the  same  question  against 
44  the  same  parties."  I  do  not  think  that  would  be  fair,  and  what  Mr.  Terrell 
has  said  about  the  rule  as .  to  non-suit  seems  to  me  to  be  directly  applicable. 
If,  therefore,  that  was  the  term  asked  to  be  imposed  I  should  have  no  difficulty 
in   imposing  it— that  there  should  be   no  other  action  brought  against  the 

20  Defendants  in  respect  of  the  infringement  alleged  in  the  pleadings. 

But  Mr.  Terrell  goes  further,  and  says  I  ought  to  impose  on  the  Plaintiffs  the 
term  of  bringing  no  other  action  against  anyone  in  respect  of  the  same  infringe- 
ment. Now,  stated  baldly  in  that  manner,  there  is  a  complete  answer  in  this  way : 
that  the  Defendants  have  nothing  to  do  with  any  other  infringement.    So  long 

25  as  they  can  supply  and  use  these  meters  as  much  as  they  please  it  matters  not 
to  them  whether  the  Plaintiffs  prevent  other  people  from  using  those  meters  or 
recover  damages  from  other  people.  That  is  entirely  beside  the  mark.  But 
I  am  told,  and  it  is  not  contradicted — I  suppose  it  is  common  knowledge  of 
both  parties — that  this  manufacture  as  used  by  the  Defendants  is  really,  I  think 

30  Mr.  Terrell  told  me,  that  of  the  Westinghouse  Corporation9  and  that  they  have 
indemnified  the  present  Defendants  and  are  bound  to  indemnify  others  that 
purchase  their  meters  in  future,  and  therefore  what  he  is  really  asking  for  is 
that  no  action  should  be  brought  against  the  Westinghouse  Corporation  or 
those  who  deal  with  them.    That  gives  it  a  semblance  of  fairness  no  doubt, 

35  but  there  is  this  answer  to  it.  The  immediate  reason  why  this  action  is  sought 
to  be  discontinued  is  that  there  is  an  appeal  pending  at  the  present  moment 
from  a  decision  of  Mr.  Justice  Farwell,  that  learned  Judge  having  held  the 
Patent  not  to  be  infringed.  -If  Mr.  Justice  FarwelVs  judgment  stands,  of 
course,  we  should  not  hear  any  more  of  any  action  of  this  kind,  subject  of 

40  course  to  the  appeal  of  the  House  of  Lords,  but  in  the  meantime  the  Plaintiffs 
are  unwilling  to  bring  this  action  on  for  trial  with  Mr.  Justice  FarwelVs 
judgment  standing  against  them  at  present  unreversed.  But  Mr.  Walter  says  : 
**  If  I  can  succeed  in  reversing  Mr.  Justice  FarwelVs  judgment,  then  not  only 
"  shall  I  be  able  to  go  on,  but  I  ought  to  be  able  to  go  on  against  perhaps  not 

45  these  Defendants" — I  have  decided  that  against  him — "but  against  other 
"  Defendants  who  use  the  same  meters,  and  therefore  infringe  in  like  manner." 
I  do  not  see  my  way  to  get  rid  of  that  difficulty.  I  do  not  think  it  would  be 
fair  to  impose  on  the  Plaintiffs  the  term  of  not  bringing  any  action  against  any 
other  persons — that  is  to  say,  the  WestingTumse  Corporation  or  those  who  deal 

50  with  them.  I  do  not  think  that  would  be  right  in  a  contest  which,  in  my 
opinion  at  any  rate,  and  on  the  face  of  it,  is  only  between  the  Plaintiffs  and 
the  Defendants.  Notwithstanding  that  I  can  see  how  outside  parties  are 
interested  in  this  case,  it  is,  as  a  rule,  desirable  to  confine  one's  attention  to  the 
parties  before  the  Court  and  to  their  respective  rights  and  liabilities.    I  therefore 

55  shall  do  one  of  two  things.  I  shall  give  Mr.  Walter  leave  to  discontinue 
on  the  terms  of  paying  the  costs  as  between  solicitor  and  client  and  also  the  costs 
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of  the  Particulars  of  Objections  as  if  they  had  been  certified  to  be  reasonable 
and  proper,  and  put  him  on  an  undertaking  not  to  bring  any  other  action 
against  the  present  Defendants  in  respect  of  the  infringement  alleged  in  the 
pleadings — if  he  is  content  to  take  it  in  that  way,  and  if  Mr.  Terrell  is  content 
to  take  it  in  that  way,  that  seems  to  me  the  right  Order,  but  if  anything  more  5 
is  asked  it  seems  to  me  I  cannot  grant  it.  I  think  that  on  those  terms  I  ought 
to  allow  the  action  to  be  discontinued.  If  Mr.  Walter  will  not  accept  those 
terms — and  I  cannot  enforce  them — I  must  refuse  his  Summons. 

Walter, — Your  Lordship   does  not  intend   by  that  to  cover  other  acts  of 
infringement  committed  by  the  same  Defendants  subsequent  to  the  date  of  the  10 
proceedings  against  them. 

KEKEWICH,  J. — I  do,  unless  different  infringements — any  infringement  by 
the  Defendants  in  respect  of  this  meter.    That  is  what  I  mean. 

Walter. — I  am  prepared  to  accept  anything  up  to  the  date  of  the  writ. 

Kekewich,  J. — You  are  not  bound  to  accept  my  terms.  15 

Walter. — I  have  no  instructions  at  the  present  time,  but  my  own  opinion  is 
that  we  should  consent  to  a  dismissal  of  our  Summons. 

Kekewich,  J. — Do  you  want  time  to  consider  ? 

Walter. — If  your  Lordship  pleases.    I  have  not  got  instructions. 

KEKEWICH,  J. — Very  well.  Then  the  Order  will  be,  liberty  to  discontinue  20 
on  those  terms— on  the  terms  of  paying  the  costs  to  be  taxed  between  solicitor 
and  client,  such  costs  to  include  the  costs  of  the  Particulars  of  Objections 
as  if  they  had  been  certified  as  reasonable  and  proper  at  the  trial ;  and 
on  the  undertaking  of  the  Plaintiffs  not  to  bring  any  other  action  against  the 
present  Defendants  in  respect  of  any  infringement  alleged  in  the  pleadings  in  2& 
this  action.  The  Plaintiffs  are  to  have  a  week  within  which  to  say  whether  they 
will  give  that  undertaking  or  not.  If  they  decline,  then  the  Summons  is 
dismissed  with  costs  in  any  event. 


Vol.  XVIIi:,  No.  20.]    and  TRADE  MARE  OASES.  459 

Pilkington  v.  Yeakley  Vacuum  Hammer  Company. 


In    the    High    Court    of    Justice.— Chancery    Division. 

Before    Mr.    Justice    Kekewich. 

July  24th  and  25th,  1901. 

In  the  Court  of  Appeal. 

Before  Lords  Justices  Rigby,  Collins,  and  Romer. 

July  31st,  1901. 

Pilkington  v.  Yeakley    Vacuum   Hammer   Company. 


Patent— Action  for   infringement.— Title. — First   and   true   inventor.— 
Communication  from    abroad. — Prior    publication. — Injunction   granted. — 
10  Stay  refused. 

On  the  9th  of  August  1894  Letters  Patent  {No.  15,212  of  1894)  were  granted  to 
T.J.  for  "  Improvements  in  atmospheric  or  power  hammers"  on  a  communi- 
cation from  abroad  by  R.  M.  R.,  of  the  United  States  of  America.  The 
proprietor  of  the  Patent  brought  an  action  for  infringement  against  the 
15  Y.  V.  H.  Co.,  who  admitted  infringement,  but  attacked  the  validity  of  the 
Parent  on  the  ground  of  prior  publication,  and  alleged  that  the  invention  was 
not  communicated  to  T.  J.  from  abroad  by  R.  M.  R. 

Held,  that  the  Plaintiff  was  entitled  to  succeed,  and  a  stay  of  the  injunction 
was  refused. 
20      Marsden   v.    Saville    Street    Foundry    Company    (L.R.    3    Exch.  D.  203) 
distinguished. 

The  Defendants  applied  to  the  Court  of  Appeal  for  a  stay  of  execution.  On  the 
Defendants  undertaking  not  to  destroy  the  infringing  machines  pending  the 
appeal  the  application  was  refused  with  costs. 
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Letters  Patent  (No.  15,212  of  1894)  were  granted  to  T.  Jameson,  on  the  9th 
of  August  1894,  for  "  Improvements  in  atmospheric  or  power  hammers,"  on  a 
communication  from  abroad  by  Robert  Mitchesvn  Reay,  of  Ohio,  U.S.A.  The 
Patent  became  vested  in  William  Rennard  Pilkington,  who  brought  an  action 
for  infringement  against  the  Yeakley  Vacuum  Hammer  Company,  claiming  5 
the  usual  relief. 

The  Defendants  by  their  amended  Defence  said  that  the  Plaintiff's  Patent 
was  invalid  by  reason  of  the  fact  that  the  invention  was  not  new  at  the  date  of 
the  Patent ;  they  denied  that  the  invention  was  communicated  from  abroad  by 
R.  M.  Reay  to  T.  Jameson  as  alleged  in  the  Patent ;  and  they  said  that  T.  Jameson  10 
was  npt  the  first  and  true  inventor. 

By  their  amended  Particulars  of  Objections  they  stated  that  in  or  about  the 
months  of  October  and  December  1892  and  January  1893  one  Abbott  publicly 
explained  the  working  and  construction  of  the  invention  in  England,  more 
particularly  to  John  Hart,  C.  H.  Corrin,  John  Stalker %  and  R.  S.  Neville.  15 

The  action  came  on  for  trial  on  the  24th  of  July  1801. 

P.  Ogden  Lawrence,  K.C.,  and  A.  J.  Walter  (instructed  by  Pritchard, 
Englefield  &  Co.)  appeared  for  the  Plaintiff ;  J.  Fletchei*  Moulton,  K.C.,  and 
Colam  (instructed  by  P.  M.  MacMahon)  appeared  for  the  Defendants. 

Lawrence,  K.C.,  submitted  that  the  onus  probandi  was  on  the  Defendants.        30 

Colam. — No,  the  burden  is  on  the  Plaintiff  to  show  that  Jaineson  is  the  first 
and  true  inventor,  or  that  the  invention  was  communicated  to  him  from  abroad. 
He  must  give  at  least  prima  facie  evidence  that  his  title  is  all  right. 

Kekewich,  J.,  decided  that  the  Defendants  must  begin.  . 

Moulton,  K.C.,  and  Colam.— The  invention  was  made  in  1892  by  Yeakley  in  -2$ 
America.  He  communicated  it  over  here  to  Abbott,  of  Penrith,  in  1893. 
Austin,  a  clerk  of  Yeakley1  s,  gave  a  model  of  the  hammer  to  Jameson  in 
1894.  Jameson  is  not  the  first  and  true  inventor.  The  invention  has  been 
stolen  from  us,  and  was  not  by  communication  from  abroad.  There  were 
people  in  England  with  no  obligation  of  secrecy  towards  the  Patentee  who  30 
knew  all  about  the  invention  long  before  August  1894.  We  rely  on  Marsdenv. 
Saville  Street  Foundry  Company  (L.R.  3  Exch.  D.  203)  and  Humpherson  v.  Syer 
(4  R.P.C.  414). 

Evidence  was  .called  in  support  of  the  Defendants'  case,  the  result  of  which 
sufficiently  appears  in  the  judgment.  35 

Lawrence,  K.C.,  for  the  Plaintiff. — I  submit  that  the  Defendants  have  made  out 
no  case.  This  is  an  American  invention,  not  an  English  one,  and  it  was  com- 
municated to  Jameson  from  abroad.  It  is  absurd  to  say  that  if  a  man  sends  his 
clerk  or  his  partner  over  here  to  make  the  communication  that  is  not  the  same 
thing  as  if  he  made  it  by  letter.  There  is  no  prior  publication  proved.  Abbott  40 
and  Stalker  were  the  only  two  persons  who  knew  of  it,  and  their  knowledge  was 
confidential.  They  only  allege  publication  through  Abbott,  and  now  they  are 
trying  to  set  up  the  same  facts  as  publication  to  Abbott  (Gadd  v.  Mayor  of 
Manchester,  9  R.P.C.  516). 

Colam  in  reply. — For  the  purposes  of  anticipation  of  a  communication  from  45 
abroad  there  is  a  difference  from  the  case  of  anticipation  of  an  invention  made 
here.  Jameson  did  not  import  it  here  for  the  first  time,  even  through  Abbott. 
Then  Reay  may  be  a  fiction ;  it  is  quite  possible  he  does  not  exist  at  all. 
Jameson  got  his  communication  from  Austin  and  not  from  Reay.  Therefore 
the  Patent  is  bad.  50 

Kekewich,  J. — The  Plaintiff  sues  as  assignee  of  Letters  Patent  originally    „ 
granted  to  one  Thomas  Jameson,  who  applied  for  letters  Patent  on  a  com- 
munication from  abroad  by  Robert  Mitcheson  Reay.     It  turns  out  that  the 
communication,  so  far  as  there  was  a  direct  communication  to  Jameson  by  letter 
or  orally,  was  made  by  one  Austin  and  not  by  Reay  himself,  and  the  Defendants  55 
have  pleaded  that  they  deny  that  the  said  Patent  was  communicated  from  abroad 
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by  Reay  to  Jameson  as  alleged  in  the  claim,  and  they  also  plead  that  Jameson 
was  not  the  first  and  true  inventor.  There  are  many  other  reasons  why  they 
support  the  plea  that  he  is  not  the  first  and  true  inventor,  bat  the  plea  that  there 
was  not  a  communication  from  abroad  by  Reay  stands  quite  alone  and  mast  be 
5  disposed  of  separately.  If  that  is  decided  in  favour  of  the  Plaintiff  it  goes  some 
way  I  agree,  but  not  the  whole  way,  to  decide  that  Jameson  was  the  first  and 
true  inventor. 

On  behalf  of  the  Defendants  I  have  been  referred  to  the  case  of  Marsden  v. 
Saville  Street  Foundry  Company \  which  is  reported  in  3  Exchequer  Division, 

10  at  page  203,  where  it  was  decided  by  the  Court  of  Appeal — I  am  reading  from 
the  head  note  for  the  moment — that :  "  The  communication  made  in  England 
"  by  one  British  subject  to  another  of  an  invention  does  not  make  the 
"  person  to  whom  the  communication  is  made  the  first  and  true  inventor." 
That  is    explained   in    the    judgment  in  the   case,  and   particularly  by  Sir 

15  George  Jessely  then  Master  of  the  Rolls,  on  page  206.  He  says,  referring  to 
the  "  Cloth  workers  of  Ipswich  "  case  :  "  Therefore  the  decision  goes  no  further 
"  than  this,  that  at  that  time,  considering  the  difficulty  which  then  attended 
"  communication  from  abroad,  a  man  who  brought  in  anything  from  abroad  did 
"  it  at  the  peril  of  his  life  (for  travelling  was  not  without  danger  in  the  time  of 

20  u  Henry  VIII.)  and  consumption  of  his  estate  and  stock,  and  it  was  therefore 
"  such  a  meritorious  service  done  to  this  kingdom  that  the  king  might  lawfully 
"  grant  him  a  monopoly.  That  is  the  ground  it  is  put  upon.  Now  there  is 
"  some  reason  in  that.  It  does  not  make  him  the  true  and  first  inventor,  but  it 
"  does  show  a  meritorious  consideration  which  warranted  an  exception  from  the 

25  "  general  rule  that  monopolies  could  not  be  granted.  How  that  applies  to  a 
"  gentleman  in  Leeds  whispering  in  his  neighbour's  ear  in  a  street  in  Leeds  I  do 
u  not  know."  If  the  Defendants  brought  their  case  within  that  of  course  they 
would  be  entitled  to  judgment  on  that  point.  What  really  happened  was  this, 
that  Mr.  Austin,  in  the  first  instance  residing  in  America,  came  over  to  this 

30  country,  and  he  saw  Mr.  Jameson  at  Newcastle ;  he  brought  to  him  a  model 
and  probably  some  plans ;  at  any  rate  he  brought  a  model  which  he  left  with 
Jameson.  After  that  Austin  returned  to  America,  and  from  America  he  sent 
him  particulars  with  a  little  book  to  explain  how  the  hammer,  which  was  to  be 
the  object  of  the  invention,  was  to  be  worked.    As  far  as  what  Austin  actually 

35  did  that  is  really  all  that  happened.  Now  is  that  such  a  communication  as  falls 
within  Sir  George  JesseVs  graphic  description  of  a  gentleman  in  Leeds  whispering 
in  his  neighbour's  ear  in  a  street  in  Leeds  ?  Mr.  Lawrence  has  argued  that  you 
may  have  a  communication  from  abroad,  not  necessarily  by  cable  or  by  post,  but 
you  may  have  a  communication  by  an  oral  message  by  the  clerk  of  the  foreign 

40  inventor,  and  if  you  may  have  it  by  the  clerk  of  the  foreign  inventor  why 
should  not  the  foreigner  himself  come  over  and  give  instructions  in  this 
country  ?  I  do  not  propose  to  deal  with  those  questions,  because  they  open  up 
a  very  large  discussion  as  to  what  a  communication  from  abroad  really  means, 
that  is  to  say,  whether  the  communication  must  come  from  a  person  abroad  to  a 

45  person  here,  or  whether  there  is  any  intervening  stranger,  or  even,  as  Mr. 
Lawrence  argues,  the  inventor  himself.  That,  I  think,  may  be  left  for  another 
occasion.  On  the  evidence  I  have  no  doubt  that  when  Austin  was  over  here  he 
did  not  impart  the  invention  to  Jameson,  at  any  rate  so  that  Jameson  could 
understand  it,  and,  from  what  he  was  then  told  or  heard,  could  apply  for  the 

50  Letters  Patent,  and  as  a  matter  of  fact,  he  did  not  apply  for  the  Letters  Patent 
on  the  information  then  given.  It  is  quite  true  that  Austin  produced  a  model, 
but  Jameson  was  not  an  expert  in  these  things,  and  I  conclude  from  his  evidence 
that  he  was  not  very  much,  wiser  when  he  had  seen  the  model  than  he  was 
before.    I  do  not  know  how  much  he  understood  of  the  other  information 

55  which  was  given  him  ;  he  sent  it  in  the  natural  course  to  a  Patent  agent,  and 
told  the  Patent  agent  to  make  the  best  uee  of  his  materials.    So  that  it  seems  to. 
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me  that  it  was  not  when  Austin  was  here  that  he  began  it,  but  that  the  real 
communication,  and  the  substance  of  the  communication,  came  after  Austin 
had  returned  to  America,  when  he  was  abroad.  So  far,  therefore,  I  do  not  think 
we  are  at  all  touched  by  this  case  in  the  3rd  Exchequer  Division. 

Then  there  is  another  objection,  and  that  is  that  we  know  nothing  of  Beat/.  5 
It  is  said  that  Reay  may  be  a  fiction.  The  communication  from  abroad  is 
said  to  have  been  by  Robert  Mitclieson  Reay,  of  Washington  Avenue,  and  so 
on,  giving  his  full  description  ;  it  is  suggested  that  Reay  has  never  been  heard 
of,  and,  according  to  Mr.  Colam's  argument  in  reply,  Reay  may  be  a  fiction, 
and  that,  therefore,  on  that  ground  I  cannot  hold  the  Patent  to  be  good.  10 
That  seems  to  me  to  be  utterly  unsound.  Mr.  Jameson  told  us  that  when  Mr. 
Austin  was  here  he  said  he  came  over  on  behalf  of  himself  and  Reay;  they 
were  working  together ;  and  Jameson  knew  from  that  time  forward  that  any 
application  he  made  would  be  made,  not  for  Austin  alone,  but  for  Austin  and 
Reay.  Besides  that,  there  has  been  put  in  evidence  an  agreement  of  the  21st  of  15 
June  1894,  between  Robert  Mitcheson  Reay,  of  Washington  Avenue,  Ac., 
describing  him  as  before,  Thomas  Austin,  and  Thomas  Jatneson,  and  that 
recites,  and  Mr.  Moulton  called  my  attention  to  the  recital :  "  Whereas,  Reay 
"  and  Austin  have  communicated  to  Jameson  an  invention  for,  or  relating  to, 
"  improvements  in  a  vacuum  hammer,  ahd  are  desirous  of  obtaining  Letters  20 
"  Patent  in  the  United  Kingdom  and  Ireland,"  and  then  the  agreement  goes  on 
to  provide  how  that  is  to  be  done  by  Jameson  on  behalf  of  Reay  and  Austin. 
So  that  we  have  not  only  heard  of  Reay  but  we  know  a  great  deal  about  him, 
and  we  know  from  a  document  under  his  own  hand  that  he  was  a  party  to  this 
application.  It  turns  out  that  Jameson  gave  the  name  of  Reay  alone.  He  25 
thought  it  unimportant,  and  so  do  I.  No  doubt  it  was  a  communication  from 
Reay  and  Austin,  and  it  would  have  been  strictly  accurate  if  it  had  been  so 
stated  ;  but  it  was  a  communication  from  Reay,  and  if  there  is  anything  to  be 
found  fault  with  it  is  a  matter  for  Austin  to  complain  of  and  not  for  the 
Defendants.    So  much  for  that  plea.  30 

As  regards  the  rest,  no  doubt  Mr.  Colam  is  quite  right  that  at  the  same 
time  that  is  raising  the  question  who  iB  the  first  and  true  inventor ;  but  for  all 
that  the  Defendants  are  confined  to  their  Particulars.  Now  the  amended 
Particulars  raise  an  explanation  by  Abbott  to  one  John  Hart,  of  whom  we 
have  never  heard  anything  except  through  a  slip  of  the  tongue  by  Mr.  Moulton  35 
in  putting  the  name  into  the  mouth  of  the  witness.  However,  that  passed  by. 
Also  by  a  Mr.  C.  H.  Uorrin  at  Liverpool,  of  whom  we  have  not  heard  at  all 
even  by  a  slip  of  the  tongue  ;  and  there  is  somebody  else  mentioned  in  the 
amended  Particulars  to  whom  the  invention  is  said  to  have  been  explained — 
Mr.  R.  S.  Neville.  Of  Neville  also  we  have  heard  nothing.  So  I  put  those  out  of  40 
the  way.  Now  what  we  have  heard  is  that  Abbott  had  it  explained  to  him  and  that 
Abbott  explained  it  to  one  John  Stalker.  Abbott's  evidence  was  most  unsatisfac- 
tory, and  I  should  be  very  sorry  to  rely  upon  it  at  all  for  any  purpose.  I  do  not 
think  he  really  knew  where  he  was  as  regards  dates,  or  that  he  knew  much 
about  the  subject  on  which  he  was  talking.  I  say  that  rather  in  mercy  to  him,  45 
because  I  do  not  wiBh  to  impute  to  him  deliberate  want  of  veracity,  but  certainly 
his  evidence  could  not  be  accepted  as  the  foundation  for  any  judgment.  No 
doubt  he  did  communicate  with  Stalker,  and  Stalker  is  mentioned  in  these 
Particulars,  and  having  got  rid  of  all  the  other  people  who  are  named  it  comes 
to  this  according  to  the  Particulars  :  that  this  invention  was  published  by  50- 
Abbott  explaining  it  to  Stalker,  to  whom  no  doubt  from  time  to  time  he 
showed  the  plans  which  he  received  and  some  photographs  and  drawings  and 
so  on.  Now,  fortunately,  Stalker  has  been  here.  With  regard  to  Stalker's 
evidence  no  one  can  doubt  for  a  moment  that  it  was  perfectly  straightforward  and 
perfectly  simple,  and  there  is  no  doubt  of  the  part  which  he  played  in  the  matter.  55 
Stalker  is  a  personal  friend  of  Abbott's,  and  he  sees  him  on  some  business  about 
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once  a  week,  and  Stalker  is  an  engineer  and,  though  he  is  not  a  manufacturer  of 
hammers,  still,  he  is  an  engineer,  an  agricultural  implement  maker,  and  a 
person  therefore  of  considerable  expert  knowledge  whom  Abbott,  who  knew 
very  little  about  it  if  anything,  naturally  consulted  when  he  got  these  very 

5  long  and  very  important  letters  from  abroad  and  had  these  plans  sent  to  him. 
He  did  not  consult  Stalker  professionally  That  is  a  matter  that  must  not  be 
forgotten.  He  consulted  him  only  as  a  friend.  Probably,  therefore,  if  Stalker 
had  been  willing  to  play  the  rogue  and  had  been  disposed  to  use  the  knowledge 
which  he  got  and  to  have  patented  this  thing  himself  or  otherwise  defeated 

10  Abbotts  ends  there  would  be  nothing  more  than  a  breach  of  good  .faith  in 
morals  and  nothing  would  be  said  about  it  in  a  Court  of  law  ;  but  Stalker,  of 
course,  did  nothing  of  the  kind.  He  was  trusted  as  a  friend,  and  as  a  friend 
he  looked  at  these  things  to  advise  Abbott  whether  a  Patent  could  be  taken  out 
for  them  or  not.    He  was  told  a  Patent  was  contemplated ;  he  was  asked 

15  whether  it  was  a  machine  of  practical  utility — that  means  to  say,  of  course,  a 
machine  which  could  be  manufactured  at  such  a  cost  that,  having  got  a  market, 
it  would  be  remunerative.  That  is  the  matter  he  was  asked  about — simply  to 
advise  Abbott,  and  nothing  else.  Now  Abbott  knew  perfectly  well  that  all  the 
communications  to  him  were  with  that  view  ;  the  letters  which  have  been 

20  produced  are  full  of  the  intention  of  the  writer  to  take  out  a  Patent  here,  and 
though  Abbott  now  disclaims  any  interest  in  it,  nevertheless  I  have  not  seen 
any  letter  of  his  or  heard  any  statement  in  which  he  did  that  at  the  time. 
The  letters  hold  out  that  Abbott  himself  was  likely  to  profit  by  this  Patent 
in  due  course.     Applications  were  made  to    him   for    that    purpose.      He 

25  consulted  Stalker  entirely  with  the  view  to  ascertain  whether  by  and 
by,  when  the  thing  was  perfected,  a  Patent  could  be  usefully  taken  out. 
That  is  very  remote  from  publication.  It  is  very  remote  from  the  facts  of 
Humpherson  v.  Syer,  and  more  like  the  case  that  Mr.  Lawrence  cited  of  Qadd 
v.  Mayor  of  Manchester.    The  truth  is  that  it  is  a  much  weaker  case  in 

30  favour  of  publication  than  Gadd's  case  was.  Here  there  is  only  a  communica- 
tion by  a  man,  who  is  a  layman  as  regards  these  matters,  to  a  friend, 
who  is  more  or  less  an  expert,  to  get  some  useful  advice.  It  would  be 
entirely  wrong  to  hold  that  anything  of  that  kind  was  publication.  I 
confess  I  had  not  quite  understood  the  new  branch  of  the  Particulars  in  that 

35  way,  but  Mr.  Lawrence  so  explained  it  and  Mr.  Colam  accepts  that  explanation. 
It  is  intended  to  say  that  there  is  not  only  publication  through  Abbott  who 
explained  it  to  Stalker,  but  there  is  publication  to  Abbott  himself  by  the  letters 
which  he  received.  Now  those  letters  are  perfectly  conclusive,  as  I  have  already 
said  ;  the  letters  were  written  to  Abbott  to  enable  him  to  get  advice  and  to  look 

40  forward  to  the  time  when  this  might  be  launched  as  a  Patent  and  for  the 
benefit  of  both.  The  result  is  that  the  Defendants'  case  breaks  down,  and  the 
Plaintiff  is  entitled  to  judgment. 

An  injunction,  damages,  and  delivery  up  of  infringing  articles  and  costs,  were 
awarded,  and  a  Certificate  that  the  Particulars  of  Breaches  were  reasonable  and 

45  proper,  and  a  Certificate  that  the  validity  of  the  Patent  came  in  question,  were 
granted. 

Colam. — I  ask  your  Lordship  for  a  stay  in  this  case  on  the  usual  terms. 
KKKKWICH,  J.— I  do  not  know  what  the  usual  terms  are,  but  I  will  not  stay 
on  the  usual  terms  or  any  other  terms.     I  do  not  feel  at  liberty  to  grant  a  stay 

50  when  the  Court  of  Appeal  is  12  months  behind.  I  do  not  think  it  is  fair  to 
those  who  succeed.  No  doubt  if  you  offer  reasonable  terms  they  will  be 
accepted. 

Colam. — I  submit  that  the  usual  terms  are  that  the  costs  should  be  taxed  and 
paid  over  on  the  undertaking  of  the  Plaintiff's  solicitors  to  return  them. 

55  Kbkbwioh,  J. — That  is  a  bargain  between  the  solicitors.  What  else  do  you 
want — that  you  shall  be  allowed  to  manufacture  hammers  in  the  meantime  ? 
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Colam. — And  keep  an  account. 

KEKRWICH,  J. — No,  I  will  not  do  that.  You  can  go  to  the  Court  of  Appeal 
if  you  want  that.    Then  with  regard  to  delivery  up  ? 

Lawrence,  K.C. — If  they  bond  fide  prosecute  their  appeal  we  can  arrange  as  to 
the  delivery  up  of  the  hammers.  5 

Kekbwich,  J. — They  ought  to  be  put  in  some  store. 

Lawrence,  K.C. — I  am  told  there  is  only  one  ;  we  can  put  that  one  somewhere. 

On  the  31st  of  July  Colam  applied  to  the  Court  of  Appeal  to  stay  execution, 
contending  that  great  injustice  would  be  done  to  the  Defendants  by  stopping 
their  trade,  and  that  they  ought  to  be  allowed  to  continue  manufacturing  10 
providing  they  kept  an  account  and  paid  royalties. 

Lawrence,  K.C.,  contended  that  no  ground  was  shown  for  a  stay  of  execution, 
and  that  the  Plaintiff  was  willing  to  give  the  usual  undertaking  as  to  costs. 

Rombr,  L.J. — If  the  Defendants  succeed  on  the  appeal  and  it  does  not  come 
on  for  some  months  they  cannot  get  damages  for  the  stay  of  their  business.  15' 

Lawrence,  K.C. — There  is  no  evidence  to  show  that  they  are  manufacturing 
and  would  be  injured.  My  instructions  are  that  they  have  only  made  two 
hammers.    He  cited  Otto  v.  Steel  (3  R.P.C.  121). 

Colam  asked  to  be  allowed    to   adduce    evidence  as  to  the    Defendants 
manufacturing.    The  manager  of  the  business  could  prove  that  they  have  made  20 
20  hammers. 

RlGBY,  L.J. — It  is  too  late  for  such  evidence.  In  my  opinion  no  Order  should 
be  made. 

Rombr,  LJ. — The  Plaintiff  has  offered  the  usual  undertaking  as  to  costs, 
and  that  the  machines  shall  not  be  destroyed,  but  shall  be  kept  in  custody  25 
pending  the  hearing  of  the  appeal.    We  will  take  that  offer,  and  then  no  Order 
will  be  made  except  that  the  Defendants  pay  the  costs  of  this  application. 

Lawrence,  K.C. — The  Defendants  must  make  an  affidavit  as  to  the  machines 
they  have  got. 

Rombr,  LJ. — Yes ;  there  must  be  an  affidavit  stating  what  they  are,  and  then  30 
they  can  be  taken  care  of. 


Vj 
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In  the  High  Coubt  of  Justice.— Chancbby  Division. 

Before  MB.  JUSTICE  BUCKLEY. 
May    10th,    11th,    and    13th,    1901. 


Daimlbb  Motob  Cab  Company,  Ld.  v.  Bbitish  Motob  Tbaotion 

Company,  Ld. 


Company.— Name.— Registration  of  new  Company  with  name  so  nearly 
resembling  that  of  Plaintiff  Company  as  to  be  calculated  to  deceive.— 
Companies  Act,  1862,  section  20.— Admissibility  of  evidence. 

The  Daimler  Motor  Car  Company  brought  an  action  to  restrain  the 
10  Defendants  from  registering  a  Company  under  the  name  of  the  Daimler 
Wagon  Company,  Ld.,  or  any  other  name  so  nearly  resembhng  that  of  the 
Plaintiff  Company  as  to  be  calculated  to  lead  to  deception.  The  Plaintiffs 
relied  on  section  20  of  the  Companies  Act,  1862,  and  also  on  their  common 
law  right. 
B  Held,  that  the  Plaintiffs  had  failed  to  establish  that  the  word  "  Daimler  "  was 
so  identified  with  the  Plaintiffs'  goods  as  to  cause  confusion  if  used  in  the  name 
of  another  Company. 

In  an  action  to  restrain  the  registration  of  a  Company  with  a  name  so 

nearly  resembling  that  of  an  existing  Company  as  to  cause  confusion,  evidence 

«0  «  admissible  for  the  purpose  of  ascertaining  how  the  existing  Company  hat 

used  its  name  and  what,  by  reason  of  its  connecting  that  name  with  its  goods, 

the  public  have  come  to  attribute  to  that  name.  g  g 
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On  the  27th  of  March  1896  the  British  Motor  Syndicate,  who  were  the  owners 
of  certain  Patents,  relating  to  the  manufacture  of  motor  cars,  known  as  the 
"  Daimler  "  Patents,  granted  a  license  to  the  Daimler  Motor  Company,  Ld.,  to 
manufacture  under  those  Patents.  The  British  Motor  Syndicate  were  the 
predecessors  in  title  of  the  British  Motor  Traction  Company,  Ld.,  the  Defen-  5 
dants  in  the  action.  The  license  of  the  27th  of  March  1896  was  not  an  exclusive 
one,  at  least  one  other  license  having  been  granted.  In  January  1901  the 
British  Motor  Traction  Company,  Ld.,  proposed  to  register  a  Company  to  manu- 
facture under  the  said  Patents  with  the  name  of  the  Daimler  Wagon  Company, 
Ld.  Correspondence  on  this  point  took  place  between  the  parties  to  this  action.  10 
[The  material  passages  of  such  correspondence  are  set  out  in  the  judgment  of 
the  learned  Judge.]  On  the  30th  of  January  1901  the  Daimler  Motor  Company, 
Ld.,  commenced  this  action,  claiming  (1)  an  injunction  to  restrain  the  Defen- 
dants from  registering  or  applying  to  the  Registrar  of  Joint  Stock  Companies 
of  England  for  registration  under  the  Companies  Acts  of  any  Company  to  be  15 
incorporated  under  the  name  of  the  Daimler  Wagon  Company,  Ld.,  or  any 
other  name  likely  to  mislead  or  deceive  the  public  into  the  belief  that  the 
Company  being  incorporated  as  aforesaid  was  the  same  as  the  Plaintiff  Company, 
or  that  the  goods  sold  by  the  Company  so  to  be  incorporated  were  the  goods  of 
the  Plaintiff  Company  ;  (2)  damages ;  (3)  costs.  On  the  15th  of  March  1901  20 
an  Order  was  made  directing  the  trial  of  the  action  with  witnesses  and  without 
pleadings,  the  Defendants  giving  an  undertaking  not  to  register  prior  to  the 
trial  of  the  action. 

The  action  was  tried  before  Mr.  Justice  BUCKLEY  on  the  10th,  11th,  and  13th 
of  May  1901.  25 

Astbury,  K.C.,  and  Buckmaster  (instructed  by  Braby  and  Macdonald) 
appeared  for  the  Plaintiffs  ;  H.  Terrell,  K.C.,  and  Ashton  Cross  (instructed  by 
R.  S.  Ramskill)  appeared  for  the  Defendants. 

Astbury,  K.C.,  opened  the  Plaintiffs'  case. — The  Defendant  Company  were 
promoters  of  the  Plaintiff  Company.    The  Plaintiff  Company  are  known  as  the    30 
makers  of  " Daimler"  cars,  and   if  any  other  Company  commences  trading 
under  the  name  of  the  Daimler  Wagon  Company  the  use  of  that  name  is 
bound  to  cause  confusion.    The  claim,  so  far  as  it  refers  to  passing-off,  is 
premature,  and  is  not  pressed  now,  nor  is  the  wide  claim  made  in  the  letter 
from  the  Plaintiffs'  solicitors  to  the  Defendants'  solicitors  dated  the  19th  of  35 
January  1901.*    All  that  is  asked  for  is  that  the  Defendants  be  restrained  from 
registering  any  Company  with  a  name  so  like  that  of  the  Plaintiff  Company  as 
to  be  likely  to  mislead.    At  the  present  time  no  firm  trading  in  motor  cars  in 
this  country  has  the  word  "  Daimler "  in  its  name,  and  as  a  consequence  the 
Plaintiff  Company  are  very  widely  known  as  the  "  Daimler  Company,"  and  if  40 
the  Defendants  are  allowed  to  register  the  new  Company  as  proposed  there  is 
certain  to  be  confusion. 

After  witnesses  had  been  called  on  behalf  of  the  Plaintiffs,  the  Defendants 
called  witnesses  to  prove  that  other  firms  sold  **  Daimler  "  cars  in  this  country, 
which  were  known  by  the  name  "  Daimler,"  with  various  distinguishing  prefixes,'  45 
e.g.,  "  Cannstatt  Daimler,"  and  that  the  word  "  Daimler,"  with  reference  to  a 
motor  car,  designated  the  system  on  which  it  was  constructed  and  not  the 
maker  of  the  car. 

H.  Terrell,  K.C.,  for  the  Defendants. — In  order  to  succeed  the  Plaintiffs  must 
prove  that  the  name  must  of  necessity  lead  to  confusion.     [BUCKLEY,  J. — That  50 
is  putting  it  too  high.]     This  case  is  not  like  Reddaway  v.  Banham,\  for 

*  Set  out  in  the  judgment  of  the  learned  Judge,  infra,  page  468. 
1 13  R.P.C.  218  ;  L.B.  (1896)  A.  0.  199. 
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here  the  Plaintiffs  are  seeking  to  prevent  the  Company  being  formed,  not  to 
prevent  it  carrying  on  its  business  so  as  to  deceive.  The  Plaintiffs  must  at  least 
show  that  the  word  "  Daimler  "  is  so  identified  with  them  that  it  means  nothing 
else.  This  is  not  borne  out  by  the  evidence,  which  is  that  other  people's  cars 
5  are  known  as  "  Daimlers,"  and  that  the  word  merely  indicates  the  class  to  which 
the  car  belongs,  or  the  system  on  which  its  motor  is  built.  The  Plaintiffs  have 
only  sold  about  250  cars  in  three  years,  and  such  a  trade  could  not  be  sufficient 
to  identify  their  name  with  the  goods.  Another  point  is  whether  it  is  open  to 
a  licensee  to  bring  such  an  action  against  the  licensor.    The  Plaintiffs  are  bound 

10  to  sell  their  cars  under  the  name  "Daimler,"  and  they  cannot  take  their  name 
from  the  licensed  article  so  as  to  prevent  the  licensors  from  using  that  name, 
their  only  right  to  use  the  word  being  derived  from  the  license.  This  case  is 
stronger  than  that  of  Saunders  v.  Sun  Life  Assurance  Company  of  Canada 
(L.R.  (1894)  1  Ch.  D.  537). 

15  Astbury,  K.C.,  in  reply. — It  is  proved  that  the  Plaintiff  Company  is  generally 
known  as  "  the  Daimler  Company,"  and  also  by  many  different  names  of  which 
the  word  "  Daimler  "  is  the  catchword.  "  Daimler  "  motors  are  the  production 
of  the  Plaintiff  Company,  other  "  Daimlers  "  being  distinguished  by  such  names 
as  "  Panhard,"  or  "  Cannstatt  Daimlers."    The  registration  of  a  Company  under 

20  *he  name  of  the  Daimler  Wagon  Company  would  be  contrary  both  to  the  Act 
of  1862  and  to  the  principle  laid  down  in  Hendriks  v.  Montagu  (L.R.  17 
Ch.  D.  638).  The  Defendant  Company  promoted  the  Plaintiff  Company,  and 
now  that  the  Plaintiff  Company  have  made  a  reputation  the  Defendants  combine 
with  others  to  float  another  Company  with  a  name  so  similar  to  that  of  the 

25  Plaintiff  Company  that  even  the  Defendants'  witnesses  admit  there  will 
probably  be  confusion.  It  is  clear  that  there  is  bound  to  be  deception.  The 
proposed  name  for  the  new  Company  is  much  more  like  that  of  the  Plaintiff 
Company  than  many  of  the  names  by  which  the  Plaintiff  Company  is  at  present 
known.     The  present  case  is  precisely  within  Hendriks  v.  Montagu  (L.R.  17 

30  Ch.  D.  638),  and  Tussaud  v.  Tussaud  (L.R.  44  Ch.  D.  678).  Here  the  catch- 
word of  the  two  Companies  is  the  same,  and  whenever  this  has  been  the  case 
an  injunction  has  always  been  granted.  In  the  cases  where  the  injunction  has 
been  refused  it  will  be  found  that  the  two  names  had  different  catchwords. 
Counsel  referred  to  Colonial  Life  Assurance  Company  v.  Home  and  Colonial 

35  Assurance  Company,  Ld.  (33  Bea.  548) ;  Saunders  v.  Sun  Life  Assurance 
Company  of  Canada  (L.R.  (1894)  1  Ch.  D.  537) ;  London  and  Provincial  Law 
Assurance  Society  v.  London  and  Provincial  Joint  Stock  Life  Assurance  Com- 
pany (17  L.J.  Ch.  37) ;  Accident  Insurance  Company,  Ld.  v.  Accident, 
Disease,  and  General  Insurance  Corporation,  Ld.  (54  L.J.  Ch.  104) ;  London 

40  Assurance  v.  London  and  Westminster  Assurance  Corporation  (32  L.J.  Ch. 
664) ;  Guardian  Fire  and  Life  Assurance  Company  v.  Guardian  and 
General  Insurance  Company  (50  L.J.  Ch.  253) ;  Merchant  Banking  Com- 
pany of  London  v.  Merchants  Joint  Stock  Bank  (L.R.  9  Ch.  D.  560)  ;  London 
and  County  Banking  Company  v.  Capital  and  Counties  Bank  (cited  in  the 

45  preceding  case) ;    Australian   Mortgage    Land   and   Finance    Company    v. 

Australian  and  New  Zealand  Mortgage  Company  (W.  N.  (1880)  6) ;  Beddaway 

v.  Banham  (13  R.P.C.  218 ;  L.R.  (1896)  Ap.  Cas.  199)  ;  and  Burgess  v.  Burgess 

(3  De  Q.  M.  &  Q.  896). 

Buckley,  J. — On  the  27th  of  March  1896  the  British  Motor  Syndicate,  Ld., 

50  being  then  the  owners  of  certain  Patents  relating  to  the  manufacture  of  motors 
known  as  the  "  Daimler "  Patents,  executed  in  favour  of  the  Daimler  Motor 
Company,  Ld.,  who  are  the  Plaintiffs  in  this  action,  a  license  to  manufacture 
under  these  Patents  and  improvements  on  these  Patents.  It  was  not  an  exclu- 
sive license.    The  Plaintiff  Company  had  been  formed  on  the  previous  14th  of 

55  January  1896  to  carry  on  the  business,  and  the  license  was  granted  to  them  to 

2  S  2 
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enable  them  to  do  bo.  The  British  Motor  Syndicate,  Ld.,  is  the  predecessor  in 
title  of  the  Defendant  Company,  the  British  Motor  Traction  Company,  Ld., 
and  the  Defendants  are  now  entitled  to  the  Patents  subject  to  the  non- 
exclusive license  which  they  have  granted  to  the  Plaintiffs,  and  to  some 
licenses  which  I  believe  they  have  granted  to  other  people.  Under  those  5 
circumstances,  the  Defendants  being  minded  to  use  their  rights  in  respect 
of  the  Patents,  were  in  January  of  this  year  proposing  to  register  a  Company 
under  the  name  of  the  Daimler  Wagon  Company,  Ld.  A  correspondence 
took  place  between  the  two  Companies ;  and  I  will  read  a  letter  of  the 
1st  of  January  1901,  written  by  Mr.  Grant,  who  I  suppose  is  the  secretary  10 
of  the  Plaintiff  Company,  to  the  Defendants,  in  which  he  says  this : — 
"I  am  instructed  to  state  that  they"  (that  is,  the  Plaintiff  Company's 
directors)  "strongly  object  to  the  use  of  the  word  'Daimler'  in  connection 
"  with  the  registration  of  any  new  Company."  The  correspondence  went 
on,  and  on  the  18th  of  January  the  Defendants  wrote : — •'  Be  proposed  15 
"  Daimler  Wagon  Co?npany.  I  discussed  this  matter  with  my  clients,  and 
"  they  instruct  me  not  to  proceed  further  with  this  registration."  To  that, 
on  the  19th  of  January,  the  Plaintiffs  replied  that  they  were  in  receipt  of  the 
letter,  and  so  on.  "We  must  ask  for  something  rather  more  definite  than 
"  this.  Please  send  us  an  undertaking  on  behalf  of  your  clients "  (naming  20 
them)  "  that  the  name  of  *  Daimler '  shall  not  be  used  in  the  name  of  any 
"  Company  to  be  registered  by  them.  Your  letter  is  hardly  sufficient,"  and 
so  on.  On  the  28th  the  Defendants  reply  : — "  I  have  brought  your  letter  of 
"  the  19th  before  the  notice  of  my  clients  the  British  Motor  Traction  Company, 
"  Ld.,  who  direct  me  to  withdraw  my  letter  to  you  of  the  18th  of  January."  25 
I  read  those  letters  at  the  outset  upon  the  question  of  bona  fides — whether  this 
particular  name,  the  Daimler  Wagon  Company,  Ld.,  had  been  selected,  and 
was  adhered  to,  by  reason  of  its  closely  resembling  the  Plaintiffs'  name.  I  am 
satisfied  that  that  does  not  exist  as  a  matter  of  fact.  The  Defendants  were  not 
unwilling  to  withdraw  that  exact  form  of  name,  and  it  was  when  they  were  30 
written  to  on  the  19th  of  .January,  and  were  told  they  must  not  use  the  word 
"Daimler"  at  all,  that  they  withdrew  that  offer  and  proposed  to  go  on. 
Accordingly,  the  letter  having  been  withdrawn,  on  the  30th  of  January  the 
writ  in  this  present  action  was  issued.  It  asks  for  an  injunction  to  restrain  the 
Defendants  from  registering  a  Company  under  the  name  of  the  Daimler  Wagon  35 
Company,  Ld.,  or  any  other  name  likely  to  mislead  or  deceive  the  public  into 
the  belief  that  the  Company  being  incorporated  as  aforesaid  is  the  same  as  the 
Plaintiff  Company,  or  that  the  goods  sold  by  the  Company  so  to  be  incorporated 
are  the  goods  of  the  Plaintiff  Company. 

Now  the  Plaintiffs  necessarily  found  their  action  upon  either  one  (I  do  not  40 
think  it  matters  which)  of  two  grounds  :  either  Bection  20  of  the  Companies 
Act,  1862,  or,  supposing  it  not  to  be  within  that  section,  then  upon  the  general 
law,  which  would  be  available  to  a  person,  not  a  Company  already  incorporated, 
to  restrain  the  registration  of  a  corporation  in  a  name  which  would  be  calculated 
to  lead  the  public  into  the  belief  that  the  goods  of  that  person  were  the  goods  45 
of  the  other  person.  Of  course  in  the  case  of  Hendriks  v.  Montagu,  in 
17  Chancery  Division,  page  638,  the  larger  jurisdiction  was  invoked  and 
availed  of. 

Now  as  regards  the  true  meaning  of  the  Act  of  1862.  The  section  runs  thus  : — 
"  No  Company  shall  be  registered  under  a  name  identical  with  that  by  which  a  50 
"  subsisting  Company  is  already  registered  " — that,  of  course,  is  not  this  case— 
"  or  so  nearly  resembling  the  same  as  to  be  calculated  to  deceive."  I  think 
that  is  addressed  to  the  question  of  name,  and  means  by  a  name  so  nearly 
resembling  the  existing  name  as  to  be  calculated  to  deceive  by  reason  of  the 
form  of  the  name.  55 
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Now  upon  the  question  whether  the  name  is  calculated  to  deceive  or  not,  I  think 
that  evidence  is  admissible  for  the  purpose  of  ascertaining  how  the  existing 
Company  has  used  its  name,  and  what,  by  reason  of  its  connecting  that  name 
with  its  goods,  the  public  have  come  to  attribute  to  that  name.  It  seems  to  me 
5  that  any  question  of  whether  goods  sold  under  the  one  name  will  deceive 
persons  into  believing  that  they  are  the  goods  sold  under  the  other  name  does 
not  at  present  arise.  That  is  premature.  That  depends  upon  how  the  proposed 
Company  shall  hereafter  carry  on  its  business  ;  but  I  think  that  the  question 
how  the  existing  Company  has  used  its  name  in  connection  with  its  goods  is 
JO  admissible  as  part  of  the  circumstances  to  which  I  must  have  regard  in  ascer- 
taining whether,  in  this  particular  case,  the  use  of  that  other  name  will  be 
calculated  to  deceive. 

As  regards  the  general  law,  what  I  have  to  look  to  is  in  pari  materia.  I 
have  to  see  whether  the  proposed  name  is  not  necessarily  within  the  language 
15  of  the  statute  calculated  to  deceive,  but  whether,  even  if  the  statute  did  not 
apply,  as  it  did  not  in  Hendriks  v.  Montagu,  the  new  name  would  be  one 
calculated  to  deceive  ;  and  if  so,  under  the  general  law,  apart  from  the  statute, 
the  Plaintiffs  would  be  entitled  to  ask  for  an  injunction.  I  pause,  therefore,  to 
examine  the  facts  in  this  case  for  the  purpose  of  seeing  how  far  the  surrounding 
20  circumstances  are  such  as  to  constitute  the  name,  the  Daimler  Wagon  Company, 
a  name  calculated  to  deceive. 

Now  what  is  the  result  of  the  evidence  as  to  the  way  in  which  the  Plaintiff 
Company  have  used  the  word  "  Daimler "  in  connection  with  their  goods  ? 
The  facts  are  that  there  were  several  manufacturers  of  "Daimler"  cars 
25  and  "Daimler"  motors.  There  was  a  German  Company,  whose  goods  are 
generally  spoken  of  as  "Cannstatt  Daimlers";  there  was  a  French  Company, 
whose  cars  are  generally  described  as  "  Panhards " ;  and  there  are  two 
manufacturers  in  this  country — there  may  be  a  third— but  at  any  rate  there 
are  the  Plaintiffs  and  another  Company  known  as  the  Motor  Manufacturing 
30  Company,  Ld. 

Now  the  result  of  the  evidence,  I  think,  shortly  stated,  is  this :  that  the 
word  "Daimler"  is  used  by  all  those  persons  who  manufacture  under  the 
"  Daimler  "  Patents ;  and  that  "  Daimler  "  conveys  a  system.  Every  car  which 
is  described  as  a  "  Daimler  "  car  must  have  a  "  Daimler  motor  "  to  it,  or  it  would 
35  be  a  misdescription.  But  "  Daimler  "  does  not,  I  think,  convey  necessarily  the 
Plaintiffs'  goods.  After  you  have  described  a  motor  as  a  "Daimler,"  the 
purchaser  looks  to  know  next  the  name  of  the  manufacturer.  That  word  only 
describes  to  him  the  system  ;  he  wants  to  know,  then,  who  is  the  manufacturer 
under  the  system.  It  may  be  a  German  "  Daimler,"  that  is  a  "  Cannstatt "  ;  it 
40  may  be  a  French  "  Daimler,"  that  is  a  "  Panhard  "  ;  or  it  may  be  the  Plaintiff 
Company's  "  Daimler."  At  the  most  the  use  of  the  woid  "  Daimler,"  without  a 
context,  may  possibly  convey  that  the  Plaintiffs  are  the  manufacturers.  You 
cannot  put  the  evidence  higher  than  that.  Therefore  it  would  be  perfectly 
competent  for  the  Daimler  Wagon  Company  to  use  the  word  "Daimler"  so  as 
45  to  convey  that  it  was  not  the  Plaintiffs'  goods  of  which  they  are  speaking.  But 
when  I  say  that  at  most  it  comes  to  that,  I  am  of  opinion  that  it  does  not  go  as 
high  as  that.  I  am  of  opinion  that  the  word  "  Daimler,"  without  context,  does 
not  necessarily  convey  the  Plaintiffs'  goods. 

I  want  to  go  to  two  or  three  of  the  newspapers,  which  have  been  put  in 
50  in  very  great  numbers,  in  order  to  show  that  that  is  the  result.  I  will  take 
first  the  copy  of  the  "  Autocar,"  which  is  a  well-known  newspaper  in  connection 
with  this  industry,  of  the  19th  of  May  1900.  On  the  outer  cover  of  that  number, 
and  I  believe  it  is  repeated  over  and  over  again  in  succeeding  numbers,  is  this 
advertisement  of  the  British  Motor  Company,  Ld.*  40,  Holborn  Viaduct.  It 
55  runs,  "  Daimlers.    De  Dions.    Panhard's  system  triumphant,"  and  so  on.    Then 
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down  below,  "  Warning  :  French  *  Panhards '  and  German  *  Daimlers r  and  *  De 
**■  *  Dions '  have  no  Patent  rights  to  Daimler's  and  De  Dion's  inventions  in  this 
"  country."  Now  De  Dions  manufacture  cars  with  a  motor  according  to 
another  system,  which  is  that  of  De  Dion ;  and  this  is  the  description  of  the 
British  Motor  Company,  who  have  "  Daimlers  "  or  "  De  Dions  "  for  sale.  Their  5 
general  head  is  "Daimlers"  ;  and  then  they  come  to  discriminate  between  the 
"  Daimlers  "  they  are  speaking  of ;  and  they  speak  of  French  "  Panhards,"  and 
they  speak  of  German  "  Daimlers,"  which  are  also  "  Daimlers " ;  but  they 
comprehend  them  all  under  the  title  of  "  Daimlers." 

I  will  take  next  the  "Autocar"  of  the  19th  of  May  1900.  I  find  there,  10 
at  page  4,  that  the  Motor  Carriage  Supply  Company,  Ld.,  are  offering 
"  Daimler "  moto)*.  That  is  their  general  head  in  large  type.  They  say  they 
have  obtained  more  gold  and  silver  medals  and  first  prizes  and  highest  awards 
than  all  other  motors  put  together.  Why  ?  Because  they  are  the  best.  Then 
they  speak  of  a  5^-horse  power  and  a  6-horse  power  "  Daimler  Victoria."  Then,  15 
underneath  a  pictorial  illustration,  is  "  Our '  Cannstatt  Daimler '  motor  carriages." 
I  understand  that  to  mean  they  have  "Daimlers"  which  may  be  of  various 
descriptions  of  that  head  ;  and  the  particular  one  they  show  here,  which  they 
show  won  some  medals  and  won  a  prize,  they  give  as  a  "  Cannstatt  Daimler," 
meaning  that  to  be  a  discrimination  from  some  other  sorts  of  "  Daimlers  "  ;  and  20 
then,  at  the  foot,  they  say  :  "  Intending  buyers  should  pay  us  a  visit  at  once  and 
"  try  our  *  Daimler '  carriages."  On  the  4th  of  July  1900,  in  the  "  Autocar  " 
again,  there  is  an  advertisement  of  the  Motor  Manufacturing  Company,  as  to 
whom  I  may  say  that  the  evidence  is  that  they  are  licensees  of  this  "Daimler" 
system,  and  they  want  to  identify  their  name  as  the  Motor  Manufacturing  25 
Company,  which  they  call  "  M.  M.  C.,"  as  their  make  ;  and  they  preferably  call 
their  thing  a  "  M.  M.  C,"  and  not  a  "  Daimler."  This  is  their  advertisement : — 
"  The  Motor  Manufacturing  Company,  Ld.  *  Daimler '  motors.  '  Panhard ' 
"  motors.  .  *  De  Dion '  motors.  The  best  and  most  reliable  made  anywhere. 
"  Lowest  in  price.  Our  own  manufacture  throughout."  They  advertise  the  30 
"  Daimlers  "  which  they  make  and  which  the  Plaintiffs  do  not  make.  On  the 
18th  of  December  1897,  in  the  "  Autocar,"  in  the  text,  at  page  809,  there  is  a 
leaderette  (I  believe  they  call  it)  on  the  "  Automobile  Car  Club  Meeting."  The 
writer  of  the  leaderette  uses  this  language,  and  I  treat  him  as  a  person  who 
understands  the  language  of  this  branch  of  the  industry  :  "  A  couple  of  Arnold's  35 
"  carriages,  driven  by  Benz's  motors,  were  there,  as  well  as  three  *  Daimler ' 
"  motor  carriages,  one  of  these  being  the  celebrated  No.  6  '  Panhard '  vehicle." 
That  "Panhard"  vehicle  is  a  French  make,  and  not  the  Plaintiffs'  at  all ;  but 
he  describes  three  "  Daimler  "  carriages,  of  which  one  was  a  French  "  Daimler." 
The  word  "  Daimler "  is  used  there  as  meaning  the  French  thing,  and  not  the  40 
Plaintiffs'  thing  at  all.  Then,  in  the  "  Autocar  "  of  the  3rd  of  March  1900,  there 
is  something  describing  a  certain  thousand  miles  run,  which  was  run  at  that 
date.  It  is  a  peculiar  history.  The  parties  who  were  going  to  run  their  vehicles  in 
this  run  sent  them  to  be  entered  in  a  list  with  an  official  number,  and,  at  the  last 
moment,  it  would  appear  that  the  official  list  was  prepared,  and  the  official  numbers  45 
were  atttached  to  the  different  machines  that  were  going  to  run  ;  and  according 
to  the  evidence  given  by  the  gentleman,  who  had  the  control  of  this  affair,  an  early 
copy  of  this  must  have  got,  in  some  way  or  other — he  does  not  remember  how, 
but  probably  from  him— into  the  hands  of  a  newspaper,  and  the  newspaper 
described  three — A  22,  A  23,  and  A  24.  They  first  put  their  general  descrip-  50 
tion,  and  then  give  the  name  and  address  of  the  manufacturer.  The  first  is 
A  22  :  "  12  horse  power  *  Daimler.'  Manufacturers,  Daimler  Motor  Company* 
The  second  is  A  23  :  "  6£  brake  horse  power  *  Daimler.9  Manufacturers,  Motor 
"  Manufacturing  Company''1  Then  the  next  is  :  "6  horse  power  *  Daimler ' 
"(Parisien).    Manufacturers,  Daimler  Motor  Company"    When  he  came  to  55 
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print  his  official  list  for  the  run,  which  took  place,  I  think,  in  May  or  June,  or, 
at  any  rate,  subsequently  to  this,  Mr.  Cordingley,  who  was  the  owner  of  this 
particular  machine,  was  not  pleased  at  its  being  described  as  a  "  Daimler," 
and,  at  his  instance,  in  the  new  programme  the  title  and  general  descrip- 
5  tion  was  altered,  and  it  was  not  called  a  "Daimler,"  but,  if  I  remember 
right,  "  A  23 :  Motor  Manufacturing  Company's  Phaeton."  So  that 
originally  the  **  A  23  :  Motor  Manufacturing  Company's  Phaeton "  had  been 
put  as  a  "  Daimler."  Somebody  had  put  it  in  so.  Why  ?  Because  it  was  a 
•'Daimler."     Then   I    have    this  fact:    that  the   Plaintiff  Company  do  not 

10  necessarily  describe  their  cars  as  "  Daimlers  "  at  all ;  they  call  them  all  sorts 
of  names — the  "  Sandringham,"  the  "  Coventry,"  the  "  Critchley  " — and  that 
is  explained  to  me  quite  intelligibly  in  this  way.  It  means  different  sorts  of 
cars  with  different  forms  of  bodies.  One,  I  suppose,  is  a  two-seated  car ;  another 
may  be  a  four-seated  thing  ;  in  another  you  sit  forward,  or  other  differences  of 

15  that  kind,  and  they  give  them  different  names  ;  but  their  name  for  a  thing  is 
not  necessarily  "  Daimler  "  car  ;  it  is  a  "  Sandringham,"  or  a  "  Coventry,"  or  a 
"Critchley"  car,  and  "Daimler"  is  really  often  in  this  nomenclature  only  a  state- 
ment that  as  a  matter  of  fact  the  thing,  whether  it  is  a  "  Sandringham  "  or  not, 
has  a  "  Daimler  "  motor.    For  one  instance  of  this  I  may  refer  to  the  "  Auto-car  "  of 

20  the  5th  of  May  1900,  in  which  is  one  of  the  Plaintiff  Company's  advertisements. 
It  shows  a  picture  of  a  thing  which  they  call  underneath  "  The  Sandringham 
44  Car."  They  say,  speaking  of  a  certain  record  which  they  mention  : — 
44  The  above  record  was  made  on  a  4  Daimler '  motor  car  manufactured  by 
44  the  Daimler  Motor   Company,  Ld.,  Coventry."      It  appears  to  me   there 

25  they  mean  to  discriminate  between  a  "  Daimler "  motor  car  made  by  them 
and  what  the  reader  might  be  thinking  of,  namely,  a  "  Daimler  "  motor  car 
made  by  somebody  else,  and  it  does  not  really  convey  that  it  is  the  Plaintiffs' 
goods  at  all. 

In  that  state  of  things  I  have  to  see  whether  there  has  been  such  a  course  of 

30  business  as  that  I  am  inclined  to  believe  from  that  that  the  words  "  Daimler 
44  Wagon  Company  "  will  be  calculated  to  deceive  so  that  people  would  think 
they  are  dealing  with  the  Daimler  Motor  Company.  It  appears  to  me  that  the 
word  u  Daimler "  has  not  become  identified  with  the  Plaintiff  Company  so  as 
to  lead  me  to  that  belief. 

35  Then  the  Plaintiffs  say  this,  and  perfectly  truly  :  that  there  is  at  present  no 
Company  carrying  on  business  which  has  the  word  "  Daimler "  in  its  title  at 
all ;  and  they  say  also — I  think  quite  truly — that  many  people  describe  them 
shortly  as  the  u  Daimler  Company  "  ;  and  I  am  asked  to  infer  from  that  that 
if  a  Daimler  Wagon   Company,  Ld.,  is  incorporated  it  will   be  calculated 

40  to  deceive ;  that  is  to  say,  that  from  that  fact  I  am  to  infer  that  there 
will  be  deception.  I  decline  to  infer  that.  Directly  there  are  two  things 
between  which  people  may  discriminate — the  *4 Daimler  Motor"  and  the 
44 Daimler  Wagon" — I  do  not  see  why,  in  the  nature  of  things,  they 
should    not    discriminate    between    those    two.      The    fact   that   at    present 

45  the  Daimler  Company  is  called  by  that  short  name  does  not  lead  me  to 
that  belief. 

In  the  result,  therefore,  it  seems  to  me  that  what  the  Plaintiffs  in  fact  are 
here  doing  is  to  endeavour  to  get  the  monopoly  of  the  word  "  Daimler "  in 
their  name  as  the  manufacturers  of  this  class  of  goods.    As  non-exclusive 

50  licensees  the  persons  who  sold  to  them  are  equally  entitled  to  manufacture  and 
are  equally  entitled  to  say  "  Daimler."  They  must  not  say  it  in  such  a  way 
as  would  be  calculated  to  deceive  ;  and  it  will  be  perfectly  open  to  the  Plaintiffs, 
when  this  new  Company  is  formed,  if  they  so  trade  as  to  lead,  to  deception* 
to  apply  for  an   injunction  restraining  them  from   doing  so.    With  that  at 

55  present  I  have  nothing  to  do.    All  I  have  to  say  is  whether  I  shall  interfere, 
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brevi  manu,  and  say  whether  the  owners  of  these  Patents,  forming  another 
Company,  and  intending  to  work  the  Patents,  shall  not  say,  in  a  proper 
form  of  words,  that  they  are  connected  with  the  "  Daimler "  Patents ;  and, 
if  so,  whether  this  is  not  a  proper  form  of  words.  It  appears  to  me 
that  the  Plaintiffs  have  not  made  out  that  that  name  is  one  calculated  to  5 
deceive  by  reason  of  being  confused  with  the  other  name.  Whether  it  does 
so  deceive  or  not  will  depend  on  something  which  will  arise  ex  post  facto, 
namely,  upon  the  way  in  which  the  Company,  when  incorporated,  carries  on 
its  business. 

I  therefore  think  the  action  fails,  and  I  must  dismiss  it  with  costs.  10 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Buckley. 

August  6th,  1901. 

Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  William  Henry  Crbhswbll, 
5    the  Cheshire  Rubber  Company,  the  North  Cheshire  Rubbbr 
Company,  Ld.,  and  Percy  Geekie  Donald. 

License. — Deposited  article. — Article  not  completely  finished  by  licensees. 

The  owners  of  a  Patent  for  "  Improvements  in  rubber  tyres  and  metal  rims 
"or  felloes  of  wheels  for  cycles  and  other  light  vehicles,"  which  had  been 
10  construed  by  the  House  of  Lords  as  being  for  the  application  to  a  wheel  of 
a  saddle  shape  tyre  held  in  position  by  two  inextensible  wires,  granted  a 
license  to  the  O.  Co.  to  manufacture  tyres  under  the  license  in  accordance  with 
a  deposited  tyre.  By  agreement  C.  sold  to  the  G.  Co.  canvas  strips  to  which 
the  Q.  Co.  affixed  the  wires,  which  were  in  accordance  with  those  in  (he 
15  deposited  tyre,  and  resold  the  strips  and  wires  to  C,  who  then  added  the  outer 
rubber  and  sold  the  tyre. 

Held,  thai  C.  had  not  infringed. 

Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Buckingham  and  Adams  (18  R.P.C. 
42*)  followed. 

20  The  Plaintiffs  were  the  owners  of  Letters  Patent  (No.  14,563  of  1890)  granted 
to  Charles  Kingston  Welch  for  "  Improvements  in  rubber  tyres  and  metal  rims 
"or  felloes  of  wheels  for  cycles  and  other  light  vehicles."  The  Complete 
Specification  will  be  found  set  out  in  the  report  of  the  Pneumatic  Tyre 
Company,  Ld.  v.  Leicester  Pneumatic  Tyre  Company,  Ld.  (16  R.P.C.  5ol), 

25  where  the  Patent  was  upheld  by  the  House  of  Lords,  and  the  invention  was 
stated  to  consist  in  the  application  to  a  whdel  of  a  saddto-shaped  tyre*  held 
in  position  by  two  inextensible  wires. 
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The  Plaintiffs,  on  the  20th  of  November  1893,  granted  a  license  to  manufac- 
ture under  this  Patent,  in  accordance  with  a  deposited  tyre,  to  the  Grappler 
Tyre  and  Cycle  Company,  Ld.  This  license  was  varied  by  a  Deed  dated  the  12th 
of  October  1897.  [The  material  parts  of  this  license,  as  altered,  will  be  found 
in  the  judgment.]  On  the  13th  of  November  1900,  the  Defendant,  Cresswell,  5 
entered  into  an  agreement  with  the  New  Grappler  Pneumatic  Tyre  Company, 
whereby  Cresswell  agreed  to  purchase,  and  the  Grappler  Company  to  supply, 
100,000  pairs  of  cycle  covers,  but  not  including  rubber  strips,  within  a  certain 
period  a  ad  at  a  fixed  price,  and  Cresswell  agreed  to  supply  to  the  Grappler 
Company,  and  the  Grappler  Company  to  purchase,  "canvas  solutioned  strips  at  10 
"  one  shilling  and  sixpence  each  strip  for  the  purpose  of  this  contract."  In 
pursuance  of  this  agreement  the  Defendant  Cresswell  sold  to  the  Grappler 
Company  canvas  solutioned  strips,  to  which  the  Grappler  Company  attached 
wires  similar  to  those  in  the  deposited  tyre.  The  Cfrappler  Company  then 
resold  the  strips  with  the  wires  attached  to  Cresswell^  who  completed  the  15 
manufacture  of  the  tyres  and  sold  the  finished  article. 

The  Plaintiffs  commenced  this  action  by  writ,  dated  the  23rd  of  January 
1901,  and  by  the  indorsement  on  the  writ  claimed  (1)  an  injunction  restraining 
infringement ;  (2)  an  injunction  restraining  the  Defendants  from  representing 

that  certain  tyres  manufactured  a      sold  by  them  were  manufactured  under  20 

or  * 

Dunlop  license  or  under  license  of  the  Plaintiff  Company,  and  that  such  tyres 
were  made  with  the  full  knowledge  and  license  of  the  Plaintiff  Company  ;  and 
also  the  usual  consequential  relief. 

By  their  Statement  of  Claim,  delivered  the  2nd  of  April  1901,  the  Plaintiffs 

(1)  alleged  that  they  were  the  owners  of  the  Patent ;  (2)  asserted  that  the  25 
validity  of  the  Patent  was  certified  in  an  action  of  the  Pneumatic  Tyre 
Company,  Ld.  v.  Casswell  (13  R.P.C.  164)  ;  (3)  alleged  infringement,  and 
claimed  an  injunction  restraining  infringement  and  the  usual  consequential 
relief.  The  Particulars  of  Breaches  alleged  sales  of  tyres  constructed  in  infringe- 
ment of  Claims  1, 4, 5, 9, 10, 11, 12, 13,  and  14  of  the  Patent  by  Cresswell,  trading  30 
as  the  Cheshire  Rubber  Company,  to  James  Graham  and  Davis,  Allen  A  Con 
and  continued  : — "  The  Defendants,  the  North  Cheshire  Rubber  Company,  Ld., 

"  have  taken  over  the  business  of  the  Cheshire  Rubber  Company,  and  are 
4<  continuing  the  manufacture  and  sale  of  pneumatic  tyres  constructed  as  afore- 
"  said,  and  have  manufactured  and  sold  tyres  to  the  said  firm  of  Davis,  Allen  &  35 
"  Co.  The  Defendants,  William  Henry  Cresswell  and  Percy  Geekie  Donald, 
"  are  directors  of  the  North  Cheshire  Rubber  Company,  Ld.,  and  take  an  active 
"  part  in  the  manufacture  and  sale  of  the  said  pneumatic  tyres." 

By  their  amended  Defence,  delivered  on  the  4th  of  April  1901,  the  Defen- 
dants Cresswell,  the  Cheshire  Rubber  Company,  and  the  North  Cheshire  Rubber  40 
Company,  Ld.  (1)  admitted  paragraphs  1  and  2  of  the  Statement  of  Claim ; 

(2)  denied  infringement ;  (3)  the  Defendant  Cresswell  denied  manufacturing 
tyres  in  infringement.  The  Defendants,  the  North  Cheshire  Rubber Company,  LcL, 
stated  they  were  not  manufacturing  such  tyres  ;  (4)  admitted  the  sales  set  out 

in   the   Particulars  of  Breaches,  and  stated  that  the  tyres  so  sold  had  been  45 
lawfully '  manufactured  pursuant  to   licenses  "duly  granted  by  the  Plaintiff 
Company    and    its  predecessors  in  title  to  the  Graj/pler  Pneumatic    Tyre 
Company,  Ld.,  and  that  the  tyres  were  purchased  by  them  from  the  Grappler 
Pneumatic  Tyre  Company,  Ld. 
The  action  was  tried  before  Mr.  Justice  BUCKLEY  on  the  6th  of  August  1901.  50 
Astbury,  K.C.,  and  Walter  (instructed  by  J.  B.  and  F.  Purchase)  appeared 
for  the  Plaintiffs  :  T.  Terrell,  K.C.,  and  Ward  Coldridtfe  (instructed  by  Firth 
A  Co.)  appeared  for  the  Defendants. 
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Astbury,  K.C.,  and  Walter,  for  the  Plaintiffs. — There  is  here  an  ingenious 
attempt  on  the  part  of  the  Defendants  to  manufacture  infringing  tyres. 
Cresswell  sells  to  the  Qrappler  Company  the  canvas  strips.  The  Qrappler 
Company  put  in  the  inextensible  wires  and  then  sell  the  strips  and  wires  back 

5  to  Cresswell.  This  amounts  to  an  infringement.  The  Qrappler  Company  are 
licensed  to  make  a  certain  form  of  the  patented  tyre.  Anything  else  that  they 
may  make  or  sell  is  an  infringement.  [BUCKLEY,  J. — Is  it  an  infringement  if 
they  stop  short  of  the  finished  article  in  the  manufacture  ?]  Yes,  by  their  license 
they  are  only  allowed  to  make  the  finished  article  in  accordance  with  the 

10  deposited  tyre.  What  the  Qrappler  Company  have  done  is  outside  their 
license,  and  therefore  the  articles  they  have  sold  to  Cresswell  are  infringements 
in  his  hands. 

Terrell,  K.C.,  for  the  Defendants. — The  Qrappler  Company  are  not  bound  to 
manufacture  to  the  exact  pattern  of  the  deposited  tyre.    The  sole  function  of 

15  the  deposited  tyre  is  to  show  the  method  of  attachment  {Dunlop  Pneumatic 
Tyre  Company  t.  Buckingham  and  Adams,  18  R.P.C.  423).  The  method  of 
attaching  the  incomplete  tyre  sold  by  the  Qrappler  Company  is  within  the 
license,  and  therefore  we  do  not  infringe.  The  only  part  of  the  tyre  which 
comes  within  the  Patent  is  made  by  licensees.    The  addition  of  the  rubber 

20  cover  is  not  an  infringement. 
Astbury,  K.C.,  replied. 

BUCKLEY,  J. — This  is  an  action  for  infringement  of  the  well-known  Welch 
Patent,  No.  14,563  of  1890.  The  Defendants  who  have  appeared  are  a  Mr. 
Cresswell,  the  Cheshire  Rubber  Company,  which,  I  am  told,  is  a  firm  name 

25  under  which  he  traded,  and  the  North  Cheshire  Rubber  Company,  Ld.,  who 
are,  I  believe,  a  Company  formed  by  him.  In  substance  the  Defendant  to  the 
action  is  Mr.  Cresswell.  The  defence  is  this.  It  is  not  denied  that  the  tyres 
which  the  Defendants  have  sold  contain  the  Welch  invention,  in  the  sense  that 
they  contain  inextensible  wire  edges,  but  the  Defendants  say  that  the  things  so 

30  sold  have  been  manufactured  under  a  license  by  a  Company  called  the  Qrappler 

Tyre  and  Cycle  Company,  Ld.,  and,  being  manufactured  under  a  license,  are  no 

infringement.    The  question  I  have  to  determine  really  turns  on  the  true  effect 

of  that  license. 

The  license  in  question  is  dated  the  20th  of  November  1893,  and  made 

35  between  the  predecessors  in  title  of  the  Dunlop  Company  of  the  one  part,  and 
the  Qrappler  Company  of  the  other  part.  It  recites  that :  "  The  licensors  have 
"  agreed  to  grant  to  the  licensees  a  license  to  make,  use,  exercise,  and  vend 
**  tyres  for  cycles  in  accordance  with  certain  Letters  Patent,"  which  have  been 
mentioned,  one  of  which  is  this  No.  14,563  of  1890.      Then  the  indenture 

40  witnesses,  "  that  a  license  is  granted  to  the  licensees  to  make,  use,  exercise,  and 
"  vend,  the  two  classes  of  tyres  for  the  wheels  of  cycles  mentioned  in  the 
"  schedule  hereto."  This  Deed  of  1893  was  varied  by  a  Deed  of  the  12th  of 
October  1897,  and  I  read  the  schedule  as  altered  by  the  later  Deed,  and  that  is 
the  one  now  in  force.    This  schedule  is  :  "  For  every  cycle  tyre  manufactured 

45  "  or  sold  with  wire  attachments  according  to  the  form  of  tyre  deposited  with 
44  the  licensors,  and  having  inscribed  thereon  the  name  of  "  so-and-so,  "2s.  6d.," 
which  was  to  be  the  royalty.  Now  the  thing  which  was  so  deposited  and 
signed  I  have. here,  and  it  is  not  only  a  tyre,  but  it  is  a  tyre  and  a  rim  and  a 
valve,  and  what  it  shows  is  that  the  Welch  inextensible  wires  are  not  wires 

50  brazed  together  so  as  to  form  a  continuous  circle  of  wire  on  one  side  of  the 
tyre,  although  they  are  so  brazed  on  the  other  side  of  the  tyre ;  but  on  one  side 
of  the  tyre  the  wires  are  completed  by  hooked  ends  which  are  turned  up,  and 
then,  in  the  deposited  form  of  rim,  there  are  two  holes,  indicating  that  those 
two  turned  up  ends  of  the  wire  are  to  be  passed  through  the  holes  in  {foe  rim, 
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and  then  the  wire  is  to  become  inextensible  by  nuts  being  fastened  on  those 
ends  and  the  inextensible  edge  thus  produced  by  a  combination  of  wire  and 
rim.  Going  back  to  the  license,  the  Deed  of  1893  contained  a  proviso,  and  the 
proviso  has  been  altered  by  the  Deed  of  1897,  I  read  it  as  altered  and  it  runs 
thus  :  "  Provided  always  and  it  is  hereby  agreed  and  declared  that  the  licensees  5 
"  shall  be  at  liberty  to  manufacture  or  sell,  at  the  royalties  mentioned,  the 
"  sample  tyre  deposited  with  the  licensors,  and  having  inscribed  thereon  the 
"  names  of  Robert  Keating  Clay  and  John  B.  Purchase"  I  pause  here  to  ask 
myself  what  is  the  meaning  of  this  license  and  what  is  the  deposited  tyre  which 
is  referred  to.  It  appears  to  me  that  the  purpose  for  which  the  deposited  tyre  10 
is  referred  to  is  to  ascertain  and  identify  the  manner  in  which  the  Welch 
principle  is  to  be  employed  by  the  licensees,  and  they  are  not  entitled  to  use 
the  brazed  wire  on  both  sides.  They  may  use  the  brazed  wire  on  one  side,  but 
they  must,  on  the  other  side,  use  a  wire  with  hooked  ends,  which  are  to  be 
passed  through  the  rim  and  thus  made  inextensible.  The  point  of  this  license  15 
seems  to  me  to  lie  in  this,  that  the  deposited  tyre  is  referred  to  not  for  the 
purpose  of  identifying  the  quality  of  the  canvas  to  be  used,  or  the  thickness  of 
the  rubber,  or,  least  of  all,  the  construction  of  the  rim,  although  the  rim  forms 
part  of  what  is  called  the  deposited  tyre,  but  the  object  is  to  identify  the 
manner  in  which  the  Welch  principle  is  to  be,  by  license,  employed  by  the  20 
licensees. 

Now  what  has  taken  place  is  this.  An  agreement  has  been  executed  of  the 
30th  November  1900  between  the  Defendant  Cresswell  and  the  New  Grappler 
Pneumatic  Tyre  Company,  who,  I  suppose,  are  successors  in  title  to  the 
Grappler  Company,  and  the  substance  of  that  agreement  is,  taking  the  25 
operations  in  order  of  date,  that  by  Article  7  Cresswell  agrees  to  supply  to  the 
Grappler  Company,  and  the  Grappler  Company  agrees  to  purchase  from 
Cresswell,  canvas  solutioned  strips  at  Is.  6d.  each  strip  for  the  purpose  of  the 
contract.  So  that  Cresswell  supplies  to  the  Grappler  Company  canvas  soaked 
in  india-rubber  solution ;  that  then  goes  to  the  (trappier  Company,  and  the  30 
Grappler  Company  under  their  license,  as  it  appears  to  me,  then  use  the  Welch 
invention  by  inserting  in  that  the  licensed  form  of  Welch  wire  in  the  margin, 
putting  in  the  one  side  the  brazed  wire  and  in  the  other  side,  I  suppose,  the 
wire  with  the  turned  up  ends.  Then  by  Article  1  of  the  agreement  Cresswell 
agrees  to  purchase,  and  the  New  Grappler  Company  agree  to  supply  Cresswell  35 
with,  100,000  pairs  of  cycle  covers,  but  not  including  rubber  strips,  within  a 
certain  period.  Under  that  the  Grappler  Company,  when  they  have  applied 
the  invention  to  the  canvas  strip,  send  it  back  to  Cresswell,  and  Cresswell 
then  completes  the  tyre  by  putting  on  the  rubber  surface,  and  when  that  is  put 
on  the  thing  is  available  for  being  fastened  on  to  a  rim,  and  Cresswell  sells  it  at  40 
that  stage.  That  is  said  to  be  the  infringement.  Now  the  point  in  this  case 
seems  to  me  to  be  this  :  that  which  the  Grappler  Company  are  authorised  to 
do  is  to  apply  the  Welch  Patent  in  a  certain  limited  form,  which  has  been 
mentioned,  to  the  construction  of  tyres.  In  availing  themselves  of  that  license 
they  may  purchase  their  materials,  I  apprehend,  where  they  will.  It  is  not  45 
necessary  tor  them  to  manufacture  the  canvas  which  they  use  or  to  soak  in 
india-rubber  solution  the  canvas  which  they  use.  Neither,  as  it  appears  to  me, 
is  it  necessary  for  them  to  complete  the  construction  of  the  tyre  by  putting 
on  the  rubber  coating  or  the  outer  tread  of  the  tyre.  That  which  they  are 
authorised  by  the  license  to  do  is  to  apply  to  the  manufacture  of  tyres  a  50 
particular  form  of  the  Welch  Patent,  and  that,  as  it  appears  to  me,  they  do.  If 
they  were  minded  so  to  do  they  might,  I  suppose,  purchase  from  Cresswell  a 
tyre  as  a  completed  article,  with  rubber  and  canvas  and  everything  but  the 
wire,  and  they  might  under  their  license  put  the  wire  into  that  canvas.    It  is 
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said  that  that  is  not  a  practical  form  of  construction.  For  the  purpose  of  the 
illustration  that  does  not  matter.  They  might,  I  apprehend,  apply  the  licensed 
form  of  application  of  the  Welch  Patent  to  materials  bought  when  and  where 
they  liked.  Now  does  it  make  any  difference  if  what  they  do  is  to  purchase 
5  the  canvas  strip  from  Cresswell  and  then  to  do  that  which  they  are  authorised 
to  do,  use  the  Welch  Patent,  and  then  send  it  back  to  Cresswell  to  finish  ?  At 
the  date  when  it  goes  back  to  Cresswell  it  is  either  an  authorised  thing  or  it  is 
not  If  it  is  an  authorised  thing,  then  Cresswell  does  not  do  anything  incon- 
sistent with  the  Patent  in  putting  on  a  rubber  face.     If  it  is  not  an  authorised 

10  thing,  then,  as  it  appears  to  me,  it  was  not  an  authorised  thing  in  the  hands  of 
the  Grappler  Company  up  to  that  date.  The  argument  must  be  that  they 
could  not  do  that  thing ;  that  they  must  go  on  and  complete  the  article  so  a3  to 
make  that  which  was  up  to  that  moment  an  authorised  thing  into  an  unauthorised 
thing.    That,  I  think,  is  the  real  point  for  determination  in  the  case.     Is  the 

15  license  one  which  is  expressed  to  be  subject  to  a  condition  that  the  licensee 
shall  himself  complete  the  tyre  ?  The  Patentee  no  doubt  may  grant  a  license 
coupled  with  such  conditions  as  he  pleases.  Has  he  here  authorised  the  licensee 
to  use  this  particular  form  of  the  Welch  tyre  fettered  with  the  condition  that  he 
must  himself  complete  that  tyre  ?     I  do  not  know  that  that  is  expressed  in  the 

20  license.    I  do  not  think  that  the  deposited  tyre  was  referred  to  for  that  purpose. 

I  think  that  the  license  is  to  use  the  Welch  Patent  by  the  affixing  to  the  tyres 

of  a  wire  in  a  particular  form,  and  that,  as  it  appears  to  me,  has  been  done  here. 

The  recent   case    in    the  Court    of    Appeal    of  the  Dunlop'  Company  v. 

Buckingham  and  Adams,*  is,  in  many  respects,  I  think,  very  near  to  the 

24  present  case.  There  there  was  a  deposited  tyre  indicating  that  the  attachment 
of  the  wire  to  the  rim,  so  as  to  make  it  inextensible,  was  to  be  at  the  edge  of 
the  rim,  and  what  the  licensees  did  was  to  put  it  in  the  middle  of  the  rim,  so  as 
to  allow  of  the  use  of  the  rim  brake.  The  Appeal  Court  looked  at  the  substance 
of  the  matter,  and  held  that  the  deposited  tyre  was  to  indicate  the  system  and 

30  not  to  indicate  the  precise  point  of  attachment.  So  here,  it  appears  to  me  that 
the  reference  to  the  deposited  tyre,  which,  as  I  say,  also  included  the  rim,  was 
not  for  the  purpose  of  asserting  that  the  completed  tyre  must  be  the  only  thing 
manufactured  and  sold,  but  for  the  purpose  of  indicating  that  in  applying  the 
Welch  system  the  mode  of  making  the  wire  inextensible  must  be  used. 

35  I  therefore  hold  here  that  there  must  be  no  injunction,  and  I  dismiss  the 
action  with  costs. 


•  18  R.P.C.  423. 
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Before  The  Solicitor-General. 

August  2nd,  1901. 

In  the  Matter  of  Pitt's  Patent. 


Application  for  leave  to  amend  pending  an  Action  for  infringement  and 
Petition  for  revocation,  liberty  to  apply  liaving  been  obtained  front  the  Court. —  5 
Opposition  to  application. — The  Comptroller-General  was  asked  to  impose  certain 
terms. — Amendment  was    allowed   by  the  Comptroller-General    without    the 
imposition  of  terms. — Appeal  by  Opponents. 

Held,  on  appeal,  by  the  Law  Officer,  that  amendment  should  be  allowed 
without  the  imposition  of  terms.    Decision  of  the  Comptroller-General  upheld.  10 
Conditions  as  to  the  imposition  of  terms  considered. 

In  1892  a  Patent  (No.  9858  of    1892)  was   granted  to  Sydney  Pitt  for 
"  Improvements  in  cigarette  machines."    The  Specification  contained  22  claims. 

An  Action  was  brought  by  the  Ludington  Cigarette  Company,  Ld.  (the  assignees 
and  registered  owners  of  Pitt's  Patent)  against  the  Baron  Cigarette  Machine  15 
Company,  Ld.,  for  an  injunction  and  damages  in  respect  of  alleged  infringements 
of  Pitt* 8  Patent,  and  the  United  Cigarette  Machine  Company,  Ld.,  were  afterwards 
added  as  co-Plaintiffs.  The  Defendants  put  in  a  Defence  denying  infringement, 
and  presented  a  Petition  for  Revocation  of  the  Patent.  The  Plaintiffs  then 
applied  to  the  Court  by  summons  in  the  Action  and  Petition  for  liberty  to  apply  20 
at  the  Patent  Office  for  leave  to  amend  their  Specification  by  way  of  disclaimer. 
The  proposed  disclaimer  was  of  an  extensive  character,  it  being  desired  to 
strike  out  all  but  two  of  the  22  claims.  An  Order  was  made  by  Kekeurich%  J., 
on  the  2nd  of  December  1899  which  {inter  alia)  imposed  on  the  Plaintiffs  a 
term  that  no  action  should  be  brought  or  maintained  for  infringement  of  the  25 
Patent  in  respect  of  any  machines  or  parts  of  machines  made  prior  to  the  date 
of  such  Order  (17  R.P.C.  215).  The  Plaintiffs  appealed.  The  appeal  was  dis- 
missed with  costs,  the  Court  of  Appeal  holding  that  the  Order  of  Kekewich,  J., 
was  right  and  ought  to  stand  (17  R.P.C.  216).  The  Plaintiffs  then  appealed 
to  the  House  of  Lords.  The  House  of  Lords  on  the  23rd  of  November  1900  30 
held  that  no  case  was  made  out  for  overruling  the  Court  below  and  dismissed 
the  appeal  with  costs  (17  R.P.C.  745).  The  Ludington  Cigarette  Company,  Ld. 
(the  assignees  and  registered  owners  of  Pitt's  Patent)  then  applied  at  the  Patent 
Office  for  leave  to  amend  the  Specification  by  way  of  disclaimer  by  striking  out 
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all  the  claims  except  Nos.  8  and  9.    The  Baron  Cigarette  Company \  Ld.y  opposed 
the  amendment.    The  Opponents  raised  no  objection  to  the  proposed  amend- 
ments, but  asked  that  the  Comptroller-General  should  impose  the  term  "  that 
"  no  action  for  infringement  should  be  brought  or  maintained  for  infringement 
5  "  of  the  Patent  in  respect  of  any  machines  or  parts  of  machines  made  prior  to 
"  the  date  of  the  amendment."    The  Comptroller-General  decided  to  allow  the 
amendment  to  be  made  without  imposing  any  terms. 
The  Opponents  appealed. 
A.  J.  Walter  appeared  for  the  Appellants  ;  J.  C  Graham  appeared  for  the 

10  Respondents. 

A.  J.  Walter  for  the  Appellants. — I  am  not  objecting  to  the  form  of 
disclaimer  at  all,  but  what  I  am  asking  is  the  imposition  of  terms.  Here 
is  a  Patent  that  for  years  has  been  absolutely  bad,  and  it  is  unjust  that  we, 
who  have  been  carrying  on  a  business  which  we  were  entitled  to  do  owing  to 

IS  the  invalidity  of  this  Patent,  because  of  some  little  minor  part  remaining 
in  the  claims,  which  are  left  in  the  Specification,  should  be  liable  to  an 
action  in  respect  of  what  we  have  done.  What  I  ask  is  this.  The 
Court  imposed  terms  up  to  the  time  when  they  gave  the  liberty  to  apply 
at  the  Patent  Office.    I  ask  for  similar  terms  to  be  made  at  the  date  of  the 

20  amendment.  I  am  not  opposing  the  amendment  by  way  of  disclaimer  that 
they  propose,  but  I  ask  you  to  insert  as  a  term  of  the  amendment  that  "  no 
"  action  be  brought  or  maintained  for  infringement  of  the  Patent  in  respect  of 
"  any  machines  or  parts  of  machines  made  prior  to  the  date  of  amendment  being 
'•  finally  allowed."    If  on  the  facts  of  the  case  it  was  equitable  that  such  an  Order 

25  should  be  made  as  was  considered  to  be  equitable  and  fair  by  Mr.  Justice  Kekewich, 
by  the  Court  of  Appeal,  and  by  the  House  of  Lords,  then  the  owners  of  the 
Patent,  instead  of  applying  as  they  might  immediately  have  done  in  July  1899 
to  amend  their  Specification,  did  not  rest  on  that  Order,  but  took  18  months 
before    they    applied  pursuant  to  their  leave  granted.      I  am   quite   aware 

30  that  the  practice  has  been  not  to  impose  terms,  because  I  do  not  think  there 
have  arisen  cases  in  which  the  special  circumstances  of  the  case  have  been 
brought  forward.  As  pointed  out  in  the  judgment  here  the  special  circum- 
stances of  this  case  are  these  :  Here  is  a  Patent  covering  a  very  large  and 
complicated  and  expensive  machine ;  thejPatent  is  absolutely  bad,  as  admitted  by 

85  their  striking  out  20  out  of  22  claims,  leaving  only  quite  a  minor  part  of  the 
machine.  The  Patent  for  eight  years  remained  in  that  condition  and  un worked. 
A  large  business  was  built  up  by  the  Opponents,  who  have  made  and  leased 
many  machines,  receiving  rents  from  other  persons.  The  machines  cost  about 
1000/.,  and  the  cost  of  the  infringing  parts  is  about  21.    These  machines  are 

40  leased  at  an  annual  rent  to  a  large  number  of  users.  That  being  so,  the  Patent 
covering! the  whole  machine,  and  only  a  minute  part  being  left,  I  say  it  is  unfair 
that,  by  striking  out  now  all  the  claims  relating  to  the  machine  except  these 
minute  parts,  they  should  be  entitled  to  stop  the  use  of  our  whole  machines. 
It  is  unfair,  because  it  is  one  of  the  parts  involved  in  the  working  of  the  whole 

45  machine,  that  they  should  be  entitled  to  stop  us.  These  are  the  special  circum- 
stances. In  addition  I  say  that,  having  waited  from  the  2nd  of  December  1&99 
until  sometime  in  February  1901  before  they  took  any  proceedings,  they 
carried  the  matter  right  through  to  the  House  of  Lords,  and  they  never  applied, 
pursuant  to  the  liberty  given  on  the  2nd  of  December  1899,  for  leave  until 

50  February  1901,  and  did  not  get  their  leave  until  June  of  1901.  [In  the  course 
of  the  argument  the  SOLICITOR  -  General  referred  to  Allen's  Patent; 
Griffin  L.O.C.  3.] 

Graham  for  the  Respondents. — What  I  am  going  to  submit  is,  shortly,  this  : 
Apart  from  the  suggested  delay,  this  case  is  exactly  like  Allen's  case,  which  was 

55  referred  to.  That  was  a  case  where  the  Law  Officer  said,  "  I  am  not  going  to 
"do  that  at  all."    Therefore  I  say  that  unless  my  friend  really  makes  out 


480  REPORTS  OF  PATENT,  DESIGN,         [Oct.  30f  190L 

In  the  Matter  of  Pitt's  Patent. 

something  like  delay  this  case  has  already  been  decided  before.  Lord 
Lindley  in  his  judgment  says  : — "  These  are  very  costly  machines"  (this  is  on 
the  point  of  protection)  "  and  the  Defendants  sold  them  in  the  ordinary  coarse 
"  of  their  trade  without  supposing  they  were  doing  anything  wrong  or  infringing 
"  anybody's  rights  until  lately."  That  is  a  perfectly  just  statement,  which  5 
entitled  these  gentlemen  to  protection.  What  they  have  done  since  has  not 
been  done  in  the  ordinary  course  of  trade,  without  supposing  they  were  doing 
anything  wrong  or  infringing  anybody's  rights.  What  they  have  been  doing 
since,  if  they  have  been  doing  anything,  which  I  have  my  doubts  about,  but 
what  they  allege  they  have  been  doing  is  to  infringe  in  the  face  of  the  10 
contingency  that  we  should  get  the  amendment. 

Sir  E.  CARSON,  S.-G. — I  consider  in  this  case  that  it  practically  comes  within 
the  principles  laid  down  by  my  predecessor  in  the  case  of  Allen's  Patent 
(ubi  supra),  and  I  am  not  prepared  for  the  first  time,  on  the  circumstances  of 
this  case,  to  create  a  precedent.  I  do  not  in  the  least  doubt  that  I  have  the  15 
jurisdiction  to  impose  terms,  but  I  must  have  special  circumstances — not  such 
circumstances  as  would  practically  be  applicable  to  every  case  where  the  matter 
is  litigated  before  the  various  tribunals,  and  eventually  comes  before  me  as  the 
result  of  that  litigation. 

Now  in  this  case  I  think  it  is  quite  clear  that  there  were  very  special  circum-  20 
stances  when  the  matter  came  before  Mr.  Justice  Kekewich,  and  the  House  of 
Lords  has  so  held,  and  Mr.   Walter's  clients  have  had  the  advantage  of  that 
Order.     But  they  have  had  notice  that  these  20  claims  were  going  to  be  struck 
out,  and  it  was  open  to  them  to  consider  that  when  these  20  claims  were 
struck  out  the  Patent  would  remain  valid,  as  I  assume  it  does  remain  valid,  25 
otherwise  they  would  not  want  to  come  here  at  all,  because  they  can  infringe  it 
as  much  as  ever  they  like  and  contest  it  afterwards.     But  in  the  face  of  that, 
and  knowing  the  risk  they  were  running,  if  they  have  gone  on  (of  which  I 
have  no  evidence  whatsoever)  making  these  cigarette  machines,  1  think  they 
have  done  so  at  their  own  peril.    They  have  had  the  advantage  of  going  on  30 
for  a  year  and  a  half  by  the  delay,  and  I  think  the  protection  given  them  by 
section  20  is  the  full  protection  that  they  are  entitled  to.    1  see  no  special 
reasons  in  this  case  on  which  I  ought  to  differ  from  what  has  been  the  settled 
practice  of  this  department. 

I  shall,  therefore,  dismiss  this  appeal  with  five  guineas  costs.  35 
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Before  Mr.  Justice  Wills. 

May  13th,  14th,  and  17th,  and  August  6th,  1901. 

Ward  Brothers  v.  Jambs  Hill  &  Son. 


5      Patent. — Action  for  infringement — Issue  of  true  and  first  inventor. — Burden 
of  proof — Anticipation. — Utility. — Disconformity. — Infringement. 

In  an  action  for  infringement  of  a  Patent  for  "  Improvements  in  dobbins  or 
"  apparatus  for  operating  the  healds  of  looms  for  weaving"  the  Defendants 
denied  infringement,  and  alleged  tJiat  the  Patent  was  invalid  (inter  alia)  on  the 

10  ground*  of  (a)  the  inutility  of  the  invention  claimed  in  the  second  claim ; 
(b)  that  neither  of  the  Patentees  was,  but  that  J.  was,  the  true  and  first 
inventor  of  the  invention ;  (c)  disconformity ;  (d)  want  of  subject-matter ; 
and  (e)  anticipation.  At  the  trial  the  Plaintiffs  put  in  the  Patent,  but 
did  not  call  either  of  the  Patentees  or  any  other  witness  on  the  issue  of  true 

25  and  first  inventor ;  it  was  submitted  on  lyehalf  of  the  Defendants  that  they 
were  entitled  to  judgment  on  this  issue.  Ultimately,  after  judgment  for  the 
Plaintiffs  on  all  the  other  points,  the  case  was  adjourned  to  a  subsequent 
date,  when  the  question  on  which  party  the  burden  of  proof  lay  was  argued, 
and  one  of  the  Patentees  and  their  Patent  Agent  were  called. 

20  Held,  by  Wills,  J.  (in  deference  to  the  auihoHties,  particularly  Young  v. 
White  (28  LJ.  Gh.  200),  but  contrary  to  his  own  opiniori)  that  the  proof  of  the 
issue  as  to  the  Patentees  not  being  the  true  and  first  inventors  lay  on  the 
Defendants ;  also  that  on  the  evidence  the  Patentees  were  the  first  and  true 
inventors;  that  the  Patent  had  not  been  anticipated  and  was  not  void  for 

25  disconformity;  that  the  Defendants  had  infringed;  and  thcU,  although  there 

was  not  much  utility  in  the  invention  claimed  in  Claim  2,  yet  it  gave  an 

alternative  method  of  working,  and  that  there  was  sufficient  utility  to  support 

the  Patent.    Judgment  was  given  for  the  Plaintiffs,  with  a  Certificate  of 

validity ;  but,  the  Patent  having  expired,  no  injunction  was  granted* 

2t 
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On  the  31st  of  August  1885,  Letters  Patent  (No.  10,277  of  1885)  were  granted 
James  Ward  and  John  Ward  for  an  invention  of  "  Improvements  in  dobbies  or 
44  apparatus  for  operating  the  healds  of  looms  for  weaving." 

The  Provisional  Specification  was  as  follows  : — "  These  improvements  referred 
"  to,  have  for  their  object,  improved  arrangement  of  and  means  of  actuating  the  5 
44  peg  barrels  combinedjwith  improved  construction  and  arrangement  of  tumbler 
"  levers  so  that  but  one  length  of  pattern  peg  is  required  for  both  barrels  and 
44  sets  of  tumbler  levers — Improved  construction  of  tumbler  levers  so  as  to 
"  dispense  with  the  wires  or  needles  heretofore  employed  for  operating  the 
44  draw  hooks — To  improved  construction  and  coupling  of  the  jack  levers,  and  10 
44  the  rocking  levers  for  carrying  the  baulk  or  hook  levers,  dispensing  with  the 
"  buttons  on  the  jack  levers  and  securing  steady  lifting  of  the  healds. 

"  We  employ  duplicate  pattern  barrels  having  uniform  length  of  pegs  and 
44  mount  these  on  jointed  levers  operated  by  connections  from  the  jack  levers 
44  the  tumbler  levers  which  are  operated  by  the  pattern  pegs  are  in  pairs  and  15 
44  coupled  so  that  either  cap  be  operated  from  its  peg  barrel  without  the  necessity 
44  of  using  longer  pegs  for  one  barrel  as  heretofore,  the  longer  pegs  being  very 
44  liable  to  breakage. 

44  The  tumbler  levers  I  form  one  having  a  vertical  finger  near  its  hook 
44  operating  end  and  operates  the  lower  hooks,  the  other  lever  has  a  raised  and  20 
44  curved  end  so  as  to  operate  the  upper  hooks,  the  usual  wires  or  needles  for 
44  operating  the  hooks  are  dispensed  with. 

44  We  employ  quadrant  gear  levers  to  which  the  heald  cords  are  attached  so 
44  as  to  lift  the  healds  from  both  ends  by  vertical  motion  of  the  cords  as  is  well 
44  understood,  the  quadrant  levers  we  connect  with  or  to  the  jack  levers  by  a  25 
44  link  free  to  turn  or  swivel  on  its  studs  or  joints,  the  other  ends  or  arms  of  the 
44  jack  levers  form  f ulcrums,  and  also  carry  the  baulk  or  hook  rocking  lever — 
44  The  construction  and  arrangement  of  parts  just  described  give  a  smooth  and 
44  steady  motion  to  the  healds  and  avoid  all  jerky  and  unsteady  movements." 

The  Complete  Specification  was  as  follows  : — 44  These  improvements  referred  30 
44  to  have  for  their  object  improved  arrangement  of  and  means  of  actuating  the 
44  peg  barrels  combined  with  improved  construction  and  arrangement  of  tumbler 
44  levers,  so  that  but  one  length  of  pattern  peg  is  required  for  both  barrels  and 
44  sets  of  tumbler  levers. 

44  Such  being  the  nature  and  object  of  our  said  invention  the  following  is  a  35 
44  complete  description  of  the  same,  reference  being  had  to  the  accompanying 
44  drawings  forming  a  part  of  this  Specification  in  which : — Fig.  1.  is  a  side 
44  elevation  of  dobby  having  our  improvements  applied  thereto. — The  several 
44  views  on  sheet  2.  are  illustrations  of  parts  detached  in  order  to  clearly 
44  illustrate  construction  thereof.    At  1.  and  2.  are  duplicate  pattern  or  barrels,  40 
44  the  pegs  of  which  are  of  the  same  length  in  both  barrels,  the  latter  are  carried 
"  in  the  rocking  lever  3,  at  4  and  5.  are  two  f tumbler'  levers,  or  they  form  a 
44  compound  tumbler  lever ;  a  series  of  these  are  arranged  on  their  cross  fulcrum 
. 44  shaft  6. — 7.  as  ordinary ; — the  lever  for  lifting  the  bottom  draw  hooks  8, 
44  having  a  finger  9.,  whilst  the  levers  for  lifting  the  upper  draw  hooks  10.  act  45 
"  through  the  agency  of  the  needle  11.  as  ordinary. — The  draw  bars  12. — 13.  are 
44  operated  by  the  T  rocking  lever  as  is  well  understood,  so  that  as  the  hooks 
44  8. — 10.  are  required  to  engage  with  the  draw  bars  the  barrels  1. — 2.  will  lift 
44  or  permit  the  lowering  of  one  or  other  of  the  tumbler  levers,  thereby  bringing 
44  the  draw  hooks  8 — or  10.  into  position  for  the  bars  12. — 13.  to  engage  there-  50 
44  with,  and  through  the  lever  14.  to  move  the  lever  15. — upon  its  fulcrum 
44 16*,  and  by  the  link  17.  lift  the  lever  18.  upon  its  fulcrum  19.  and  by  the 
"  sector  teeth  20.  operate  the  corresponding  lever  21.  for  raising  the  other  end 
"  of  the  he^ld  staves  22:— the  lowering  of  the  healds  being  effected  by  springs 
44  or  weight — The  position  of  the  *peg  battels  1.-^2  is  changed  so  as  to  operate  55 
44  on  either  part  of   the  compound  tumbler*  .lever  4.— =5.  by.  means   of   the 
44  cfltmections  23.— 24,— 25.  from  the  jack  lever  18." 
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The  Patentees  claimed  as  follows: — "The  duplicate  pattern  barrels  having 
"  pegs  of  uniform  lengths  and  in  combination  with  the  duplicate  or  compound 
"  tumbler  lever  4.  5.  as  described  and  illustrated. 


u  The  parts  18. — 23. — 24. — 25. — for  operating  and  in  combination  with  the 
5  "  pattern  barrels  1. — 2.  as  described  and  illustrated." 


On  the  24th  of  August  1897,  Ward  Brothers  commenced  an  action  against 
James  Hill  <fe  Son  for  infringement  of  the  Patent.  By  an  Order  of  the  27th  of 
November  1897,  oh  the- shannons' for  directions  it  was  ordered  (inter  &Wtf)  that 
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the  Defendants  should  make  admissions  that  they  had  made  or  sold  at  their  works 
in  Keighley,  in  the  county  of  York,  or  elsewhere  within  the  United  Kingdom, 
a  dobby  or  dobbies  made  (1)  according  to  the  drawings  accompanying  their 
Letters  Patent  No.  23,247  of  1896  ;  (2)  according  to  the  drawings  contained  in 
their  trade  circular  produced  and  marked  C.M.S.  1 ;  that  the  Plaintiffs  and  5 
Defendants  respectively  should  have  liberty  to  inspect  as  therein  mentioned, 
and  that  the  Defendants  should  verify  by  affidavit  the  different  classes  of 
dobbies  and  parts  of  dobbies  having  automatic  cross-border  motion  made  or 
sold  by  them  since  the  1st  of  January  1896. 

The  Defendants'  Letters  Patent  (No.  23,247  of  1896)  above  referred  to  were  10 
granted  to  James  Hill  and  Edward  Hill  for  "  Improvements  in  heald  operating 
"  mechanism  of  looms  for  weaving." 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  : — 
"  Our  invention  relates  to  dobby  mechanism  for  operating  the  healds  of  looms 
"  and  consists  of  means  whereby,  when  long  patterns  or  designs  are  to  be  woven,  15 
"  the  number  of  lags  &  pegs  or  pattern  surface  required  for  their  production  are 
"  greatly  reduced.  In  the  accompanying  sheets  of  drawings  Fig.  1  is  a  side 
"  elevation  of  a  dobby  with  our  improved  mechanism  attached.  Fig.  2  is  a 
"  sectional  view  showing  arrangement  of  feeler  or  indicating  lever  catch  wheel 

"  back  bottom  drawhook  &  baulk  &  heald  lever In  carrying  out  20 

"  our  invention  we  use  the  heald  levers  a,  baulk  b,  drawhooks  c>  c1  and  draw 
"  bar  d9  d1  in  the  usual  manner.  We  make  use  of  two  pattern  cylinders  e  &  f 
"  which  we  mount  upon  the  swing  lever  g  said  lever  being  placed  on  each  side 
"  of  dobby  and  fulcrumed  upon  the  shaft  gl  said  shaft  passing  through  holes 
"  formed  in  the  dobby  framework.  We  also  make  use  of  two  setts  of  feelers  or  25 
"  indicating  levers,  the  inner  feeler  or  indicating  lever  h  coming  over  the 
"  pattern  cylinder  /  and  indicating  upon  the  drawhooks  c>  cl  in  the  usual 
"  manner,  while  the  outer  feelers  or  indicating  lever  h1  come  over  the  pattern 
"  cylinder  e  and  are  so  arranged  that  they  indicate  upon  the  inner  feelers  or 
"  indicating  levers  h  and  thus  indirectly  indicate  upon  the  drawhooks  c,  c1."         30 


nc.2. 
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There  were  seven  claims,  of  which  the  first  three  were  as  follows  : — "  (1)  The 
"  improvements  in  dobbies  of  looms  for  weaving  consisting  of  the  combination 
"  of  mechanism  substantially  as  herein  described  and  illustrated  by  the  annexed 
"  drawings.    (2)  In  dobbies  of  tooms  for  weaving  a  pair  of  pattern  cylinders 
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"  and  means  for  directly  putting  either  of  them  into  operation  substantially  as 
"  herein  described  and  illustrated  by  the  accompanying  drawings.  (3)  In 
41  dobbies  of  looms  for  weaving  the  two  pattern  cylinder,  and  the  chain  wheel 
"  and  chain  with  cam,  or  their  equivalent,  for  automatically  actuating  the  lever 
5  "  which  puts  either  of  the  pattern  cylinders  into  action  as  herein  described  and 
"  illustrated  by  the  accompanying  drawings." 

.  The  Plaintiffs  by  their  Statement  of  Claim  alleged  (1)  that  they  were  the 
grantees  and  proprietors  of  the  Patent ;  (2)  that  the  Defendants  had  infringed 
and  intended  to  continue  to  infringe  the  Patent ;  (3)  that  the  Defendants  had 

10  in  their  possession  or  under  their  control  dobbies  and  parts  of  dobbies  made  by 
them  so  as  to  infringe  the  Patent,  and  that  they  intended  to  still  use  and  apply 
the  same.    The  usual  relief  was  claimed. 

The  following  were  the  Particulars  of  Breaches  complained  of  : — (1)  That 
the  Defendants  had  at  divers  times  prior  to  the  commencement  of  the  action 

15  infringed  the  Patent  by  manufacturing,  selling,  using,  and  applying  dobbies 
and  parts  of  dobbies  made  according  to  the  invention  described  in  the  Specifi- 
cation and  claimed  in  the  first  and  second  claiming  clauses  thereof ;  (2)  the 
Plaintiffs  complained  in  particular  and  by  way  of  illustration  only  of  a  certain 
dobby  or  dobbies  admitted  to  have  been  made  by  the  Defendants  at  their  works 

20  in  Keighley  or  elsewhere  within  the  United  Kingdom  made  (!)  according  to 

the  drawing  accompanying  their  Letters  Patent  No.  23,247  of  1896  ;  (2)  according 

to  the  drawing  contained  in  their  trade  circular  marked  C.M.S.  1 ;  the  Plaintiffs 

claimed  to  recover  in  respect  of  all  infringements. 

The  Defendants  by  their  Defence  (1)  denied  infringement ;  (2)  alleged  the 

25  invalidity  of  the  Patent. 

The  Particulars  of  Objections  alleged  (1)  that  the  invention  claimed  in  the 
second  claiming  clause  of  the  Complete  Specification  was  not  useful ;  (2)  the 
persons  to  whom  the  Patent  was  granted  were  not,  nor  was  either  of  them,  the 
first  and  true  inventors  of  the  alleged  invention,  but  Francis  William  Jepson, 

30  late  of  25,  Cromwell  Terrace,  Blackburn,  in  the  County  of  Lancaster,  and 
Patentee  of  Letters  Patent  No.  5710  of  1885,  was  the  first  and  true  inventor  of 
the  alleged  invention;  (3)  that  the  Provisional  Specification  of  the  alleged 
invention  did  not  describe  the  nature  thereof,  and  the  invention  claimed  in  the 
Complete  Specification  was  an  invention  different  from  and  larger  than  that 

35  described  in  the  Provisional  Specification,  inasmuch  as  the  invention  described 
and  claimed  in  the  Complete  Specification  consisted  substantially  of  (1) 
duplicate  pattern  barrels  mounted  on  a  rocking  lever,  and  (2)  a  compound  lever 
through  which  draw  hooks  were  actuated  from  the  pattern  pegs,  and  neither  of 
these  features  were  described  or  foreshadowed  in  the  Provisional  Specification. 

40  The  arrangements  described  in  the  Provisional  Specification  were,  on  the 
contrary,  (1)  duplicate  pattern  barrels  mounted  on  jointed  levers ;  and 
(2)  tumbler  levers,  which  were  in  pairs  and  coupled.  Further,  in  the  Provisional 
Specification  the  tumbler  levers  were  described  as  being  of  such  a  nature  as  to 
dispense  with  wires  or  needles,  whereas  in  the  Complete  Specification  the  upper 

45  draw  hooks  were  described  as  being  actuated  through  the  agency  of  a  needle  as 
ordinary  ;  (4)  that  the  Complete  Specification  of  the  alleged  invention  did  not 
sufficiently  describe  and  ascertain  the  nature  thereof,  and  in  what  manner  the 
same  was  to  be  performed,  but  was  misleading,  inasmuch  as  it  did  not  disclose 
any  means  whereby  the  position  of  the  peg  barrels  1,  2,  was  changed  so  as  to 

50  operate  on  either  part  of  the  tumbler  lever  4,  5,  by  means  of  the  connections 
23,  24,  25,  from  the  jack  lever  18,  and  did  not  contain  a  sufficient  direction  to 
enable  workmen  skilled  in  the  manufacture  of  looms  to  make  a  loom  capable  of 
working  and  of  attaining  the  object  stated  in  the  Complete  Specification ; 
(5)  that  having  regard  to  the  state  of  common  knowledge  at  the  date^  of  the 

55  Patent  and  to  the  matters  stated  in  paragraphs  6  and  7,  the  alleged  invention  was 
not  proper  subject-matter  for  Letters  Patent ;  (6)  that  the  alleged  invention  was 
not  new,  having  been  published  in  this  realm  prior  to  the  date  of  the  said 
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Letters  Patent  by  the  publication  at  the  Patent  Office  of  the  following  Specifi- 
cations :  (a)  the  Provisional  Specification  of  Henry  Livesey  (No.  3466  of  1879), 
the  whole  being  relied  on  as  to  Claims  1  and  2  ;  (i)  the  Complete  Specification 
of  William  Longbottom  (No.  3709  of  1878),  the  parts  relied  on  as  to  claims  1 
and  2  being  page  2,  line  21  to  line  31 ;  page  3,  line  6,  to  page  4,  line  4,  and  Pigs.  5 
1,  2,  3,  4,  5,  6,  7,  of  the  drawings  ;  (c)  the  Complete  Specification  of  John  Henry 
Johnson  (No.  5393  of  1880),  the  parts  relied  on  as  to  Claims  1  and  2  being  page 
5,  line  12  to  line  27  ;  page  6,  line  6  to  line  10 ;  page  7,  line  21  to  line  34 ; 
together  with  the  drawings  ;  (7)  that  the  alleged  invention  was  also  published 
in  this  realm  prior  to  the  date  of  the  Patent  in  manner  following  :  (a)  by  the  1Q 
manufacture  and  sale,  by  Henry  Livesey,  Ld.,  of  Greenbank  Ironworks,  Black- 
burn, and  their  predecessors  in  business,  of  "Yorkshire  double-lift  dobbies 
"  with  two  cylinders "  during  the  years  1879  to  1885  inclusive ;  (b)  by  the 
manufacture,  in  May  or  June  1885,  by  Francis  William  Jepson,  late  of  25 
Cromwell  Terrace,  Blackburn,  and  the  use  of  the  same  in  Audley  Hall  Mills,  at  15 
Blackburn,  during  the  months  of  May  or  June  1885,  of  a  dobby  made  after  the 
manner  described  in  the  Specification  of  the  alleged  invention. 

T.  Terrell,  K.C.,  and  Wright  Taylor  (instructed  by  Church,  Rendell,  Todd  A 
Co.,  agents  for  Louis  Foster,  of  Halifax)  appeared  for  the  Plaintiffs  ;  Bousfield, 
K.C.,  and  W.  Neill  (instructed  by  Turner  &  Co.,  agents  for  Naylor,  of  Bradford)  20 
appeared  for  the  Defendants. 

Terrell,  K.C.,  opened  the  Plaintiffs'  case. — The  Patent  relates  to  weaving. 
The  warp  or  longitudinal  threads  are  carried  on  a  roller,  and  the  weft  or  cross 
threads  by  a  shuttle ;  the  heald  is  that  part  whereby  the  warp  threads  are 
separated  from  each  other.  Some  of  the  threads  are  lifted  and  the  shuttle  is.  25 
thrown  acroBS,  and  a  pattern  is  obtained  by  lifting  different  threads,  the 
simplest  form  of  pattern  being  that  in  which  alternate  threads  are  lifted.  The 
heald  has  a  loop  at  the  middle  of  each  thread,  and  the  warp  threads  are  put 
through  the  loops.  When  a  heald  is  raised  every  thread  is  raised  that  goes 
through  a  loop  on  that  heald  ;  the  warp  threads  that  are  not  through  the  30 
heald  loops  are  not  lifted  and  the  shuttle  goes  through,  and  so  on  each  time. 
The  subject  of  the  Patent  is  a  machine  for  operating  healds.  A  pattern  is 
made  by  the  weft  threads  floating  over  a  varying  number  of  warp  threads.  In 
operation  there  must  be  a  mechanical  device  by  which  the  right  heald  is 
raised  at  any  time.  This  is  done  by  means  of  a  lattice  with  holes  in  it  and  35 
pegs  in  the  holes.  In  stuffs  which  have  a  border  to  them  the  transverse 
border  is  done  by  means  of  the  "  dobby."  There  must  be  two  %sets  of  lattices, 
one  for  the  main  body  and  one  for  the  border.  One  lattice  operates  on  one 
roller  to  do  the  border,  and  then  it  is  thrown  out  of  operation  and  another  is 
thrown  into  operation  to  do  the  body  ;  this  may  be  plain  or  pattern.  "When  a  40 
lattice  has  gone  once  round  it  begins  to  repeat ;  if  this  were  not  so  there  would 
have  to  be  one  lattice  for  each  particular  pattern.  The  Patent  is  for  a  device 
for  throwing  into  or  out  of  operation  the  two  barrels  or  rollers  which  carry  the 
lattices ;  each  peg  has  to  operate  that  part  of  the  machine  which  lifts  the  heald. 
[The  machine  was  explained.]  The  jack-levers  have  strings  on  their  ends  on  45 
which  the  healds  hang,  and  the  decision  as  to  which  jacks  move  depends  on  the 
pegs.  By  the  invention  either  roller  operates  the  machine  uniformly ;  the  lift  of 
the  levers  by  the  pegs  should  be  equal.  What  is  required  is  that  the  two  rollers 
should  operate  the  levers  in  the  same  way.  The  Patentees  have  put  the  rollers 
on  a  rocking  lever  supported  on  a  centre  between  the  rollers.  There  are  two  50 
advantages  :  first,  the  machine  can  be  operated  by  a  small  movement,  and  also 
the  endless  chains  of  the  lattices  hang  clear.  In  the  Provisional  Specification 
the  Patentee  says  that  one  length  of  pattern  peg  is  required.  If  the  rollers  were 
not  equidistant  the  pegs  must  be  of  different  lengths,  for  they  must  operate 
the  levers  to  the  same  extent.  [The  Complete  Specification  was  read.  55 
Bousfield%  K.C.,  said  that  Claim  2  was  attacked  for  want  of  utility.]  Claim  1 
is  a  combination  claim.    It  is  admitted  that  the  Defendants  have  done  what  is 
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in  their  Specification  (Fig.  2  of  No.  23,247  of  1896).  As  to  the  Particulars  of 
Objections,  there  is  utility  in  the  invention  ;  the  Patentees  were  the  inventors, 
Jepson  being  quite  different ;  on  the  alleged  disconformity,  the  expression 
" jointed  levers"  in  the  Provisional  Specification  was  not  a  good  one,  but  was 
5  used  to  mean  "  joined  together  "  ;  moreover,  the  objection  means  that  if  a  joint 
was  described  it  was  left  out  in  the  Complete  Specification.  None  of  the 
alleged  anticipations  are  the  same  ;  the  Plaintiffs  do  not  claim  to  have  been  the 
first  to  put  duplicate  barrels. 
Evidence  was  then  given  for  the  Plaintiffs ;  but  the  Plaintiffs  themselves 

10  were  not,  nor  was  their  Patent  Agent,  called.  The  witnesses  called  were 
Messrs.  jB.  Talbot  and  O.  Robinson,  and  the  Patent  was  put  in. 

Bousfield,  K.C.,  opened  the  Defendants'  case. — The  issue  of  true  and  first 
inventor  is  on  the  Plaintiffs,  and  they  have  given  no  evidence  on  the  point. 
Jepson  was  the  real  inventor.     There  is  no  utility  in  what  is  claimed  in  Claim 

15  2,  and  the  Patent  is  being  used  to  stop  the  sale  of  what  made  an  important 
advance  in  the  trade.  In  the  Defendants1  machine  one  barrel  can  rotate  as 
many  times  as  necessary  and  then  the  other.  Prior  to  1885  arrangements  for 
doing  by  hand  what  is  required  were  well  known.  As  to  the  disadvantage  of 
the  chains  hanging  down  they  could  easily  be  guided,  and  the  length  of  the 

20  movement  was  immaterial  for  a  hand  dobby.  But  in  Johnson  both  these  points 
were  overcome.  As  an  automatic  dobby  the  Plaintiffs'  machine  is  useless ;  but 
it  is  said  that  it  is  a  good  invention  as  an  non-automatic  one,  but  as  such  there 
is  no  subject-matter.  The  Specification  was,  however,  dealing  with  the  problem 
of  an  automatic  dobby.     The  whole  of  Fig.  1  was  concerned  with  getting  an 

25  automatic  movement.  {Terrell,  K.C. — It  was  not  limited  to  an  automatic 
movement.]  The  main  purpose  of  the  invention  breaks  down.  If  Claim  2  is 
bad  the  Patent  is  invalid.  Claim  2  claims  the  combination  of  the  pattern 
barrels  with  certain  operating  parts.  Nothing  is  obtained  but  one  turn  from  each 
barrel,  and  there  is  no  advantage  in  having  two  barrels.     In  the  Defendants9 

30  machine  there  is  a  measuring  chain  in  conjunction  with  two  barrels.  By  this  means 
when  a  pattern  barrel  has  made  the  requisite  number  of  turns  there  is  a  change 
to  the  other  barrel.  The  rocking  arrangement  is  only  of  use  in  an  automatic 
arrangement ;  but  this,  in  the  Plaintiffs'  machine,  breaks  down.  The  Plaintiffs 
never  made  an  automatic  machine  until  after  they  had  had  one  of  the  Defen- 

35  dants'  machines.  In  the  Provisional  Specification  the  Patentees  had  something 
different  in  their  minds,  but  it  is  difficult  to  say  exactly  what  it  was  as  neither 
they  nor  their  Patent  agent  have  been  called.  A  different  arrangement  of 
tumbler  levers  was  intended  by  which  both  levers  were  intended  to  perform 
the  lifting,  whereas  in  the  Complete  Specification  the  upper  and  lower  hooks 

40  are  lifted  by  the  same  lever.  I  suggest  that  the  levers  4  and  5  were 
intended  to  be  side  by  side.  The  first  claim  is  for  a  specific  com- 
bination, and  one  must  therefore  find  that  in  the  Provisional  Specification. 
On  the  point  of  utility,  Claim  2  and  Fig.  1  relate  to  an  automatic  dobby. 
The  jack  lever  18  is  not  intended  to  be  worked  by  hand.     It  is  operated 

45  through  17  and  15,  and  cannot  be  worked  by  hand  unless  disconnected.  The 
arrangement  claimed  in  Claim  2  was  never  made  or  sold  ;  in  1888  the  Patentees 
took  out  another  Patent  for  an  arrangement  by  which  the  pattern  barrels  were 
operated  by  a  measuring  chain.  When  one  barrel  is  out  of  operation  it  ought 
to  be  stationary  so  as  to  restart  where  it  left  off ;  this  is  so  in  the  Defendants' 

50  machine,  but  not  in  the  Plaintiffs' ;  in  1885  the  Plaintiffs  had  made  no  real 
attempt  to  tackle  the  problem. 

Evidence  for  the  Defendants  was  given  by  Mr.  Hill,  Mr.  Barron  (Patent 
Agent),  and  Mr.  Lockwood. 
Bousfield,  K.C.,  summed  up  the  Defendants*  case.— Timing  devices,  as  known 

35  at  the  date  of  the  Patent,  were  merely  for  stopping  the  loom  at  certain  points 
when  something  had  to  be  done  by  hand.  The  connections,  in  the  Plaintiffs' 
Specification,  with  the  jack  lever  are  rigid  and  mechanical ;  they  do  not  admit 


488  REPORTS  OF  PATENT,  DESIGN,         [Nov.  13, 1901. 

Ward  Brothers  v.  James  Hill  A  Son. 

of  hand  intervention.  Moreover,  if  the  changing  was  to  be  done  by  hand  these 
parts  are  unnecessary.  What  is  described  in  the  Specification  was  designed  to 
be  automatic,  and  it  fails  without  the  intervention  of  another  appliance.  As  to 
disconformity  the  Provisional  Specification  mentions  jointed  levers,  and,  more- 
over, there  is  nothing  to  indicate  a  rocking  lever,  which  is  an  essential  element ;  5 
so  that  even  a  jointed  rocking  would  not  get  over  that  difficulty.  Also,  both 
the  levers  were  to  operate  the  draw  hooks.  A  Provisional  Specification  ought 
to  identify  the  invention.  Neither  of  the  Patentees  nor  the  Patent  Agent  was 
called,  and  it  is  submitted  that  the  onus  of  the  issue  of  first  inventor  was  on 
the  Plaintiffs.  10 

Terrell,  K.C. — The  two  really  substantial  points  in  this  case  are  disconf  ormity 
and  the  utility  of  Claim  2.  Provisional  Specifications  were  introduced  for  the 
purpose  of  giving  greater  certainty  than  mere  titles,  but  the  doctrine  of  dis- 
conf ormity  does  not  go  as  far  as  is  contended.  The  judgment  of  Lindley,  L.J., 
in  Oadd  v.  Mayor  of  Manchester  (9  R.P.C.  at  page  527)  says  that  for  discon-  15 
formity  the  inventions  must  be  unmistakably  different.  It  is  said  that  in  the 
Provisional  Specification  pairs  of  lever*  side  by  side  were  meant,  but  this  is  not 
so  ;  each  lever  was  intended  to  be  operated  by  a  different  peg  barrel.  The 
word  u  jointed  "  is  ambiguous,  but  the  fact  that  it  was  dropped  in  the  Complete 
Specification  does  not  matter.  It  may  only  have  meant  joined.  The  essence  20 
of  the  invention  was  the  pair  of  levers.  "  Coupled  "  means  operating  in  couples. 
Utility  does  not  mean  commercial  utility,  nor  comparative  utility ;  a  useful 
choice  is  sufficient.  There  is  nothing  about  an  automatic  dobby  in  the 
Specification  ;  but,  if  it  were  meant  as  such,  it  can  be  so  used  by  applying  a 
well-known  device.    The  invention  here  can  be  used  commercially.  25 

Judgment  was  reserved. 

Wills,  J. — In  this  case  an  action  was  brought  for  infringement  of  a  Patent 
granted  to  the  Plaintiffs,  and  the  usual  objections  have  been  taken.    As  is 
common  form  in  such  cases,  if  there  is  any  sort  of  language  in  the  Specification 
which  makes  it   desirable  to  do  so,  it   is  alleged  that  it  is  not  new,  it  is  30 
alleged  that  it  is  not  useful,  and  all  the  other  host  of  objections  are  raised. 

Now  the  Patent  consists  of  two  parts,  as  to  which  very  different  considera- 
tions arise.  The  first  part  relates  to  what  are  called  pattern  barrels  and 
the  arrangement  described  by  which  they  come  alternately  into  action  so 
as  to  actuate  the  machine.  With  reference  to  that  I  am  perfectly  clear  35 
that  neither  of  the  things  alleged  to  be  an  anticipation  is  an  anticipation.  It  is 
a  very  narrow  claim.  It  is  for  the  specific  thing,  and  I  am  perfectly 
satisfied  that  neither  Johnson's  Patent,  nor  Livesey's  Patent — and  I  think  there 
was  another  one — were  anticipations  of  the  Plaintiffs',  which  is  essentially 
different,  not  in  principle  perhaps,  but  it  is  different  in  the  construction,  and  40 
there  is  a  mere  claim  for  the  specific  article. 

Then  it  is  said  that  it  is  no  use.    I  am  entirely  against  that.    It  was  useful. 
It  gave  a  new  arrangement,  and  none  of  the  others  could  be  made  to  serve 
the  same  purpose.    It  was  an  addition  to  the  common  stock  of  knowledge. 
It  was  an  additional  way  of  doing  the  same  thing  that  had  been  done  before,  45 
and,  therefore,  I  think  that  those  objections  entirely  fail. 

I  think  also  that  it  is  clear  that  the  Defendants  have  infringed,  because  they 
have  done  substantially  the  same  thing.  There  is  no  distinction  to  be  drawn, 
in  my  opinion,  between  the  article  patented  and  the  article  which  the  Defen- 
dants have  applied  to  their  own  machine.  The  Defendant  Hill  says  he  did  not  50 
know  of  the  Plaintiffs'  Patent  when  he  used  it,  but  that  is  immaterial.  He  is  a 
most  respectable  man  and  I  accept  his  statement,  but  it  is  nihil  ad  rem. 
Therefore,  as  far  as  that  is  concerned,  there  can  be  no  doubt. 

Then  comes  the  second  claim  : — "  The  parts  18,  23,  24,  25,  for  operating  and 
"  in  combination  with  the  pattern  barrels  1  and  2  as  described  and  illustrated."  55 
This  describes  an  automatic  method  or  a  method  which  can  be  used  automati- 
cally, and  which  was   I  think  intended  to  be  automatic  having  regard  to 
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lines  30  to  33  of  page  2  of  the  Complete  Specification.  I  think  it  is  pretty  clear 
that  that  was  intended  to  be  worked  automatically  because  it  is  to  be  worked 
by  the  jack  lever,  which  is  itself  the  thing  that  is  actuated  by  the  motive 
power — steam  or  whatever  it  is — and  was  intended  to  be  worked  not  by  hand 
5  but  by  machinery.  Therefore  I  am  inclined  to  think  that  it  does  describe  an 
automatic  thing,  and  also  describes  no  doubt  a  thing  which  could  be  used  non- 
automatically  where  the  work  can  be  done  by  hand. 

It  is  said  you  cannot  say   this  was  anticipated    because  changing  these 
barrels  automatically  does  not  seem  to  have  been  done  beforo  as  far  as  I 

10  understand  the  evidence,  but  the  most  formidable  objection  taken  is  that  there 
is  no  use  in  it.  There  is  not  much,  but  I  think  there  is  some.  I  do  not 
propose  to  go  through  the  mechanical  operations  because  I  should  not  do  it 
very  well  if  I  tried,  but  I  am  speaking  to  persons  who  are  perfectly  familiar 
with  the  subject  that  was  discussed  before  me  the  other  day,  and  I  am  satisfied 

15  that  there  is  very  little  commercial  use  in  this  because  the  machinery  is  so 
arranged  that,  as  it  is  worked  according  to  this  Patent,  each  of  the  two  wheels 
or  barrels,  that  are  in  turn  to  perform  the  weaving  operation  which  is  carried 
on  so  long  as  the  barrel  is  actuated,  must  do  the  same  amount  of  work, 
whereas  in  most  patterns  you  want  to  have  your  change  from  one  barrel  to  the 

20  other  so  arranged  that  you  may  make  one  width — half  an  inch  say,  or  a  quarter 
of  an  inch,  or  one-eighth  of  an  inch,  whatever  it  may  be — made  upon  one  wheel 
by  means  of  one  of  these  revolving  barrels  which  shall  produce  a  very  narrow 
strip  by  one  revolution,  and  you  want  for  most  purposes  of  weaving  to  have 
your  bands,  or  alternate  colours,  or  patterns  of  varying  width,  and,  therefore, 

25  what  you  really  want  is  that  one  of  these  barrels  should  be  competent  to  go 
round  once  or  many  times — whatever  number  of  times  may  be  necessary — and 
that  the  other  should  be  able  to  go  round  a  different  number  of  times.  That  is 
not  practicable,  but  it  seems  to  me  it  is  perfectly  practical  to  weave  a  fabric 
which  consists  of  narrow  strips — which  may  be  very  narrow  strips — on  alternate 

30  barrels  of  the  same  width  of  fabric,  and  one  cannot  say  that,  even  in  the 
commercial  sense,  there  is  absolutely  no  use  in  that.  The  objection  which  is 
taken  to  it  is  that  the  same  result  might  be  effected  more  economically  as  far 
as  labour  is  concerned  by  having  one  wheel  only.  I  think  that  is  true,  but  at 
the  same  time  this  gave  an  alternate  method  of  doing  it,  and  although  it  is  not 

35  a  perfect  method  or  may  be  of  very  little  use,  I  think  that  there  is  utility  enough 

to  support  the  Patent,  and  I  do  not  see  with  respect  to  that  second  claim,  or  with 

regard  to  the  first,  there  is  anything  in  the  objection  which  ought  to  be  fatal  to 

the  Patent. 

But  then  I  come  to  a  much  more  formidable  objection  which  was  taken,  and 

40  which  I  have  to  deal  with.  The  Defendants  have  pleaded  that  the  Patentees 
were  not  the  true  and  first  inventors,  and  no  evidence  has  been  given  to  show 
that  they  are — I  dare  say  for  very  good  reasons,  because  the  matter  was 
challenged  and  the  Plaintiffs  elected  to  stand  where  they  were.  Now,  I  really 
ought    to    have    stopped  the  case  on  that  being  made  out ;   but  I  am  not 

45  very  familiar  with  the  phraseology  of  the  pleadings  in  Patent  actions,  and  as 
Mr.  Bousfield  assured  me  that  it  had  been  raised  before  Judges  in  the  Court  of 
Chancery,  and  that  they  preferred  to  decide  upon  some  other  ground,  I  let  the 
case  go  on  to  its  end  ;  but  there  really  cannot  be  a  doubt  about  it.  It  is  settled, 
to  my  mind,  by  reference  to  one  or  two  books  without  any  difficulty  whatever. 

50  The  old  system  of  pleading  which  existed  before  the  Common  Law  Procedure 
Act  is  an  excellent  guide ;  and  that  which  prevailed  after  the  Common  Law 
Procedure  Act  is  perhaps  a  still  better  guide  to  what  things  the  Plaintiff  has  to 
prove.  Pleading  is  now  so  loose  that  pleading  does  not  suggest,  and  does  not  carry 
people's  minds  to  what  the  real  issues  are,  and  upon  whom  the  issues  are,  and  the 

55  consequence  is  that  those  of  us  who  sit  here  get  to  be  more  loose  about  such  matters 
than  we  should  be.  But  if  you  take  Chitty  on  Pleadings,  and  look  at  the  forms  of 
declarations  in  infringement  of  a  Patent,  the  allegation  is  that  the  Plaintiff  was 
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the  true  and  first  inventor.  It  is  part  of  the  matter  which  is  recited  in  the 
formal  part  of  it.  I  do  not  know  whether  it  is  so  now,  but  it  used  to  be  recited 
in  the  formal  part  of  the  grant  of  Letters  Patent,  and  it  is  one  of  those  things 
which  the  Patentee  represents  to  the  Crown,  and  upon  the  faith  of  which. he 
gets  his  Patent.  Well,  that  is  a  material  allegation,  and  there  never  was  in  the  5 
pleading  under  the  old  system  any  mystery  about  it.  If  the  Plaintiff  pleaded 
that,  and  it  was  denied  that  the  Plaintiff  was  the  first  and  true  inventor  he  had 
to  prove  it.  It  is  exactly  the  same  under  the  Common  Law  Procedure  Act. 
The  forms  given  in  the  Common  Law  Procedure  Act  were  settled  by  some  of 
the  greatest  lawyers  of  the  day,  and  the  late  Mr.  Justice  Willes%  who  was  10 
Mr.  Willes  when  the  Common  Law  Procedure  Act  was  drafted,  was  one  of 
the  Commissioners  under  whose  directions  it  was  done,  and  he  was  a  master  of 
pleading.  It  was  preserved  in  the  same  way.  The  declaration  which  is  to  be 
found  in  Bullen  and  Leake,  and  which  is  copied  from  this,  alleges  that  the 
Plaintiff  was  the  true  and  first  inventor,  and  the  Defendant,  if  he  wishes  to  15 
deny  it,  denies  it  and  puts  it  in  issue  as  a  material  allegation.  If  the  Plaintiff 
does  not  prove  it,  and  gives  no  evidence  of  it,  the  Defendant  is  entitled  to  a 
verdict  upon  that  issue.  I  cannot  help  it.  I  have  no  evidence  here  that  the 
Plaintiffs  were  the  first  and  true  inventors.  The  grant  of  a  Patent  to  them  is 
no  evidence  at  all — not  even  prima  facie  evidence.  20 

Twrell,  K.C. — Would  your  Lordship  allow  me  to  intervene  here  ?  I  do  not 
wish  to  do  it  if  your  Lordship  does  not  think  it  convenient ;  but  I  put  in  the 
Patent,  and  the  Patent  is  on  the  Register,  and  the  Register,  by  the  Act  of  1883, 
is  prima  facie  evidence  of  all  things  therein  stated  ;  and  since  that  Act  you 
never  plead  first  and  true  inventor.  You  plead  you  are  grantee  and  nothing  25 
more. 

Wills,  J. — You  did  not  tell  me  that. 

Terrell,  K.C. — I  am  very  sorry.  I  had  not  the  slightest  idea  this  point  was 
in  your  Lordship's  mind. 

Wills,  J.— Indeed  it  was.  30 

Terrell,  K.C. — I  should  like  to  ask  your  Lordship,  if  you  think  it  convenient 
or  right  to  do  so,  to  restore  this  case  for  argument  on  this  point,  because  I 
assure  your  Lordship  it  was  not  present  to  my  mind  for  a  minute. 

Wills,  J. — I  thought  you  had  a  reason  for  not  doing  it. 

Terrell,  K.C. — There  was  no  reason  why  I  did  not  call  the  •  Patentee  except  35 
that  he  was  very  ill  and  in  bed ;   and  in  all   the  cases  we  have  had  (except 
when  the  Patentee  could  give  evidence  on  this  point),  I  do  not  think  I  ever 
remember  a  case  where  the  Patentee  was  called  to  prove  this  issue. 

Wills,  J. — Of  course  it  would  be  much  more  satisfactory,  if  you  desire  to 
argue  it,  that  it  should  be  argued.     But  it  will  have  to   stand  over  till  the  40 
middle  of  July. 

Terrell,  K.C. — It  can  stand  over  till  any  time  that  suits  Mr.  Bousfield.    I  am 
in  default,  I  admit.     I  ought  to  have  argued  it ;  but  I  must  say  it  is  a  point  I 
have  never  yet  had  to  argue.     I  understand  that  your  Lordship  is  with  us  on 
the  other  points.    If  you  are  not  with  us  on  the  other  points  there  is  no  use  in  45 
arguing  this. 

WILLS,  J. — No  ;  but  I  am  with  you  on  the  other  points.  I  forgot  to  say  a 
word  about  disconformity.  That  objection  has  been  taken.  Disconformity 
may  be  a  very  difficult  subject,  and  it  is  made  difficult  here  by  the  faqt 
that  the  Provisional  Specification  is,  in  my  opinion,  studiously  ambiguous;  50 
but  on  the  whole  I  must  say  that  what  has  been  done,  and  what  is 
described  in  the  Complete  Specification,  is  neither  a  sufficient  departure 
from  the  Provisional,  nor  is  it  so  far  away  from  it  that  I  can  spy  it  may 
not  be  comprehended  under  the  Provisional  Specification.  It  is  quite  clear 
that  it  is  an  objection  which  has  to  be  clearly  made  out.  The  issue  of  55 
disconformity  lies  emphatically  on  the  objector,  and  I  am  not  satisfied  that 
there  is  any  disconformity. 
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Then  the  only  point  that  remains  is  this  one  about  the  evidence  as  to  true 
and  first  inventor.  Which  is  the  section  in  the  Patent  Act  on  which  you  are 
relying  ? 

Terrell,  K.C.— It  is  section  23 :— "  There  shall  be  kept  at  the  Patent  Office  a 
5  "  book  called  the  Register  of  Patents,  wherein  shall  be  entered  the  names  and 
"  addresses  of  grantees  of  Patents,  notifications  of  assignments,  and  of  trans- 
44  mission    of  Patents,  of    licences  under  Patents,   and   such   other  matters 
44  affecting  the  validity  or  proprietorship  of  Patents  as  may  from  time  to  time 
44  be  prescribed." 
10      Wills,  J. — Nothing  has  been  prescribed  to  alter  it  ? 
Terrell,  K.C. — No,  my  Lord. 
Some  further  discussion  then  ensued. 
•   Wills,  J. — If  I  remain  of  the  opinion  that  I  certainly  am  at  present  I  will 
give  you  the  opportunity,  if  you  wish  to  try  the  question,  of  doing  so — if  you 
15  wish  to  try  the  facts. 

Terrell,  K>C. — I  can  easily  do  that. 

Wills,  J. — The  impression  left  on  my  mind  was  that  it  was  shirked. 
Terrell,  K.C. — Oh  no,  my  Lord;    I  can  assure  you  there  was  no  shirking 
whatever.    We  will  examine  Mr.  Ward,  or,  if  your  Lordship  thinks  proper,  he 
20  shall  be  called  anyhow. 

NeilL — And  Mr.  Brierley. 

Terrell,  K.C. — Yes;  I  will  have  them  here  next  time  anyhow,  so  that  your 
Lordship's  mind  may  be  at  rest  that  there  is  no  shirking. 
Wills,  J.— Very  well. 
25       The  action  came  on  for  further  hearing  on  the  6th  of  August  1901. 

Bousfield,  K.C.,  for  the  Defendants,  referred  to  the  form  of  declaration  in 
schedule  B  to  the  Common  Law  Procedure  Act,  1852,  and  to  section  49,  and 
submitted  that  the  onus  was  on  the  Plaintiffs  to  show  that  the  grant  was  within 
the  exception  to  the  Statute  of  Monopolies. 
30  Terrell,  K.C,  for  the  Plaintiffs. — The  onus  is  on  the  Defendants ;  the 
Common  Law  Procedure  Act  was  not  intended  to  alter  the  rules  as  to  evidence. 
[Hindmarch  on  Patents,  page  662 ;  Frost  on  Patent  Law,  page  571 ;  and  the 
following  cases  were  referred  to  : — Young  v.  White  (23  L.J.  Ch.  190)  ;  Minter 
v.  Wells  (1  Web.  P.O.  129)  ;  Cornish  v.  Kerne  (1  Web.  P.C.  507)  ;  Amory  v. 
35  Brown  (L.R.  8  Eq.  663)  ;  Harris  v.  Rothwell  (4  R.P.C.  at  page  229)  ;  Nickels  v. 
Ross  (8  C.B  679,  at  pages  702,  721.]  There  is  no  case  to  the  contrary.  The 
plea  in  question  is  not  different  from  others,  such  as  anticipation.  The 
Plaintiffs  made  a  prima  facie  case  by  proving  the  Patent.  [Wills,  J.,  referred 
to  Chitty  on  Pleading  and  Bousfield,  K.C.,  to  Bullen  and  Leake's  Precedents.] 
40  An  application  for  a  Patent  must  be  accompanied  by  a  declaration  that  the 
Patentee  is  the  true  and  first  inventor  (Patents,  &c.  Act,  1883,  section  5  (2)). 
It  is  not  usual  for  a  Plaintiff  to  plead  that  he  is  the  true  and  first  inventor ; 
moreover  it  might  be  impossible  to  call  him. 

Bousfield,  K.C. — As  to  Nickels  v.  Ross,  the  point  was  not  put  in  issue. 
45  [Wills,  J.,  referred  to  page  711.]  That  was  interlocutory  only.  If  the 
Patentee  is  dead  secondary  evidence  would  be  admissible.  Young  v.  White 
contains  nothing  more  than  dicta  on  the  point.  [WILLS,  J. — Is  there  any 
difference  of  principle  between  this  issue  and  that  of  novelty  ?  Terrell,  K.C., 
and  Bousfield,  K.C. — No.  Wills,  J.,  then  referred  to  the  judgment  of  Buller,  J., 
50  in  Turner  v.  Winter  (8  T.R.  602).]  In  Harris  v.  Rothwell,  the  sole  point  was 
that  there  was  not  publication.  The  passage  quoted  is  merely  introductory  and 
not  directed  to  the  particular  point. 

Messrs.  W.  Brierley,  Patent  Agent,  and  John  Ward,  one  of  the  Patentees, 

were  then  called. 

55      Wills,  J. — I  am  satisfied  on  this  evidence  that  Mr.  Ward  is  the  true 

inventor,  but  it  is  desirable  that  I  should  say  what  I  have  to  say  about  the  point 

as  to  whether  it  lies  upon  the  Plaintiff  or  the  Defendant,  on  a  plea  that  thf , 
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Plaintiff  is  not  the  first  and  true  inventor,  to  give  evidence.  I  should  feel 
hound  to  follow  what  Lord  Justice  Lindley  and  Chief  Justice  Wilde,  and 
the  late  Master  of  the  Rolls,  Lord  Romillyy  though  in  a  very  unintelligible 
passage,  have  laid  down,  although  I  disagree  with  it  personally.  1  have 
been  accustomed  all  my  life,  when  it  is  a  question  of  where  the  burden  5 
of  proof  lies,  to  resort  to  what  used  to  be  the  old  method  of  pleading, 
namely,  that  in  good  pleading  the  declaration  should  state  all  the  material 
things  on  behalf  of  the  Plaintiff,  and  all  the  things  therefore  which  the 
Plaintiff  has  to  prove,  and  with  the  exception  of  Mr.  HindmarcKs  precedent 
no  precedent  I  think  will  be  found — and  I  took  some  pains  about  this  when  10 
the  case  was  before  me  on  the  previous  occasion — in  which  the  allegation  was 
omitted  from  the  declaration  that  the  Plaintiff  is  the  first  and  true  inventor. 
It  is  to  be  found  in  all  the  precedents  in  Chitty  on  Pleading,  which  is  a  book 
of  the  very  highest  authority.  It  is  to  be  found  in  the  forms  which  are  given 
in  the  Common  Law  Procedure  Act,  1852,  which  were  also  of  the  very  highest  15 
authority,  because  amongst  the  persons  who  prepared  them  was  the  late  Mr. 
Justice  Willesy  who,  as  everybody  knows,  was  a  master  of  the  art  of  pleading, 
and  the  same  thing  is  repeated  without  comment  in  a  book  of  the  most  learned 
and  most  accurate  kind,  namely,  Bullen  and  Leake.  Of  course  it  is  repeated 
there,  because  naturally  the  precedents  they  give  follow  the  words  of  the  20 
Common  Law  Procedure  Act.  Also  Mr.  Justice  Buller,  in  the  case  to  which 
I  referred  just  now  of  Turner  v.  Winter  (8  Term  Reports,  page  602), 
says,  at  page  606,  that  where  the  Patent  is  impeached  on  such  ground 
as  the  want  of  novelty  and  the  like — which  seems  to  me  to  stand  on 
very  much  the  same  footing — the  Patentee  is  bound  to  give  some  prima  25 
facie  evidence  that  the  allegation  is  true  that  it  is  a  new  invention,  and 
so  on.  This  seems  to  me  to  form  a  strong  body  of  evidence  in  favour  of 
the  proposition  which  Mr.  Bousfleld  has  been  contending  for,  and  I  have  not 
been  able  to  find  any  pleading  precedent — and  be  it  remembered  that  precedents 
of  fifty,  or  sixty,  or  a  hundred  years  ago,  very  much  more  rigourously  followed  30 
the  necessities  of  proof  than  they  do  at  the  present  time — and  Mr.  HindmarcKs 
book  of  precedents  is  the  only  book  that  I  have  ever  heard  of  in  which  any- 
thing of  the  kind  is  found.  Of  course,  if  it  be  correct  to  say  that  the  issue  lies 
on  the  Defendant  then  Mr.  HindmarcKs  method  of  pleading  is  correct.  What 
Lord  Justice  Lindley  has  said  seems  to  me  rather  to  indicate  that  there  is  a  neces-  35 
sity  for  averring  it,  because  what  he  says  is  that  the  grant  of  a  Patent  is  some 
sort  of  prima  facie  proof  that  the  allegation  is  true.  I  doubt  that  exceedingly, 
and  though  it  comes  from  that  very  high  authority,  it  seems  to  me,  when  you 
look  at  the  Statute  of  Monopolies,  which  says  that  every  monopoly  is  void, 
provided — and  generally  speaking  when  there  is  a  proviso,  it  lies  on  the  person  40 
who  takes  advantage  of  the  proviso  to  prove  that  which  the  proviso  requires — 
"  that  any  declaration  before  mentioned  " — that  is  the  declaration  that  grants 
of  monopolies  should  be  void—"  shall  not  extend  to  any  Letters  Patents  and 
"  grants  of  privilege  for  the  term  of  one-and-twenty  years  or  under  heretofore 
"  made,  of  the  sole  working  or  making  of  any  manner  of  new  manufacture  45 
"  within  this  realm."  That  is,  the  previous  Patents,  and  then :  "  That  any 
"  declaration  before  mentioned  shall  not  extend  to  any  Letters  Patents  and 
"  grants  of  privilege  for  the  term  of  fourteen  years  or  under,  hereafter  to  be 
"  made  of  the  sole  working  or  making  of  any  manner  of  new  manufactures 
"  within  this  realm  to  the  true  and  first  inventor  and  inventors  of  such  50 
"  manufactures."  Then,  to  take  advantage  of  the  proviso,  it  would  be  necessary 
for  the  person  who  sought  to  take  advantage  of  it  to  allege,  and  I  should  have 
thought  to  prove,  that  he  came  under  this  section  by  proving  that  he  was  the 
first  and  true  inventor.  It  is  said  there  are  insuperable  difficulties  in  the 
way  of  proof,  such  as  the  inventor  being  dead.  I  do  not  deal  with  that.  55 
I  think  some  prima  facie  evidence  might  be  given  to  show  that  the  thing  was 
not  kuown  before,  and  that  it  was  a  new  product,  and  so  on,  and  under  those 
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circumstances,  if  there  was  nothing  to  contravene  it,  probably  the  natural  result 
would  be  that  the  person  stating  the  thing  who  applied  for  the  Patent,  and  the 
person  who  first  brought  it  forward,  would  be  taken  to  be  the  real  inventor  ; 
but  that  the  grant  of  the  Patent  itself  is  a  proof  of  it  I  cannot  understand.  The 
*>  grant  of  the  Patent  itself  imports  that  the  person  who  applied  for  the  Patent 
has  stated  he  is  the  true  inventor,  but  it  is  quite  novel  to  me  that  it  is  evidence 
of  the  fact,  and  in  deciding  as  I  have  to  decide,  after  the  cases  that  have  been 
cited  to  me,  that  the  proof  of  the  objection  lies  on  the  objector,  I  cannot  help 
saying  that  the  reasoning  by  which  that  is  supported  appears  to  me  to  be 
*"  erroneous,  and  had  I  to  take  it  on  myself,  without  being  bound  by  authority,  I 
should  have  come  to  a  different  conclusion.  But  apparently  what  Lord 
Rom  illy  has  said,  in  a  passage  that  is  not  very  easy  to  understand,  was 
necessary  to  the  decision  of  his  case.  If  so  that  is  a  decision  in  point  which 
has  not  been  overruled,  and  which  I  am  bound  to  follow. 
**>       The  result  is  that  I  must  give  judgment  for  the  relief  claimed. 

Terrell,  K.C. — I  take  an  account  of  profits.    I  do  not  get  an  injunction 
because  the  Patent  has  expired.    Then  I  ask  your  Lordship  to  certify  that  I 
have  proved  my  Particulars  of  Breaches,  which  I  have  strictly  done. 
Wills,  J.— Yes. 
20       Terrell,  K.C.,  asked  for  a  Certificate  that  the  validity  of  the  Patent  came  in 
question. 

Wills,  J. — You  are  entitled  to  it  whether  it  is  useful  or  not.    Then  I  must 
give  you  the  costs  of  the  action. 
Bousfield,  K.C. — Does  your  Lordship  give  the  costs  of  to-day.    My  friend  has 
***  had  a  fresh  sitting  to  bring  his  witnesses  up. 

Terrell,  K.C. — You  forced  me  to  do  it,  and  I  am  right. 

Wills,  J. — With  reference  to  the  costs  of  to-day,  which  is  not  a  very 
important  matter  with  reference  to  expense,  I  think  there  ought  to  be  no  costs 
„  on  either  side. 
w      BousfieU,  K.C— I  think  that  is  fair. 

Terrell,  K.C. — I  will  take  it  as  a  judgment  from  your  Lordship. 
Wills,  J. — It  was  a  matter  of  considerable  indulgence. 
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In  the  High  Cotjbt  of  Justice.— Chancery  Division. 

Before  The  Lord  Chief  Justice  of  England  (sitting  as  Vacation  Judge)] 

October  2nd,  1901* 

Voelker  Incandescent  Mantle,  Ld.  v.  Welsrach  Incandescent 

Gas  Light  Company,  Ld.  5 

Patent. — Threats  action. — Motion  for  interlocutory  injunction. — Whether 
infringement  action  prosecuted  with  due  diligence. — Patents,  Ac.  Act,  1883, 
section  82. 

On  the  21st  of  September  1901  the  Voelker  Incandescent  Mantle,  Ld.,  com- 
menced an  action  against  the  Welsbach  Incandescent  Gas  Light  Company,  Ld.,  10 
claiming  (1)  an  injunction  to  restrain  the  Defendants,  their  servants  and  agents, 
from  threatening  by  circulars,  advertisements,  or  otherwise,  any  persons  with 
legal  proceedings  or  liability  in  respect  of  the  use,  sale,  or  purchase  of  the   ,  • 
Plaintiffs1  mantles  for  incandescent  lighting ;  (2)  damages ;  and  (3)  costs.    The 
Plaintiffs  gave  notice  of  motion  for  an  interlocutory  injunction,  and  the  motion  15 
came  on  for  hearing  in  the  Vacation  before  the  Lord  Chief  Justice.     It 
appeared  that  on  the  20th  of  December  1899  the  Defendants  had'  commenced 
an  action  against  the  Plaintiffs  for    infringement  of  their    Letters  Patent 
(No.  124*  of  1893)  granted  to    Oliver  Imray,  and  also   of  Letters  Patent 
(No.  3592  of  1886),  which  had  since  expired.    This  action  was  still  pending,  20 
and  the  only  question  argued  was  whether  it  had  been  prosecuted  with  due 
diligence.     [The  other  material  facts  appear  sufficiently  from  the  arguments  and 
judgment.] 

Bousfieta,  K.C.,  and  W.  Neill  (instructed  by  Mayo  A  Co.)  appeared  for  the 
Plaintiffs ;  T.  Terrell,  K.C.,  and  J.  H.  Gray  (instructed  by  Faithfull  and  Owen)  25 
appeared  for  the  Defendants. 

Bousfield,  K.C.,  for  the  Plaintiffs,  stated  that  his  only  point  was  that  the 
Defendants  had  not  sufficiently  prosecuted  their  action.    [Terrell,  K.C. — The 
Defendants  have  brought  three  actions  for  infringement."]     [Lord  Alverstone, 
L.C.J. — The  Plaintiffs  have  to  satisfy  me  first  that  there  has  been  delay  about  30 
this  one.]    Bousfield,  K.C.,  referred  to  an  affidavit  of  William  Edward  Clarke, 
the  secretary  of  the  Plaintiff  Company,  filed  on  the  28th  of  November.    The 
writ  in  the  action  was  issued  on  the  20th  of  December  1899.    An  Order  for 
directions  was  made  on  the  30th  day  of  January  1900,  and  by  such  Order  the 
Welsbach  Company  were  ordered  to  deliver  their  Statement  of  Claim  within  35 
one  month.    The  Statement  of  Claim  was  not  delivered  till  the  21st  of  March. 
That  was  a  month  out  of  time.   On  the  26th  of  April  an  Order  was  obtained  for 
further  and  better  Particulars  of  Breaches.    In  the  month  of  December,  the 
action  not  having  been  proceeded  with  at  all,  the  Plaintiffs  applied  to  have  it 
dismissed  for  want  of  prosecution.  Then  the  Welsbach  Company  were  ordered  to  40 
deliver  their  Particulars  at  onpe,  and  the  Particulars  were  delivered  on  the  1st  of 
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January  1901.  So  there  was  a  delay  in  the  delivery  of  those  Particulars  from  the 
26th  of  April  to  the  1st  of  January.  The  Welsbach  Company  delivered  their 
Defence  on  the  15th  of  February  1901.  Notice  of  trial  should  have  been  given 
before  the  12th  of  April.  No  notice  of  trial  has  been  given  up  to  this 
5  moment.  On  the  4th  of  June  we  applied  for  an  Order  for  discovery,  and  an 
Order  was  made  for  discovery  and  interrogatories,  and  that  Order  has  never 
been  complied  with.  The  interrogatories  have  never  been  answered.  We 
gave  consents  to  extensions  of  time  up  to  the  29th  of  July.  The  extended  time 
for  the  delivery  of  the  answers  expired  on  the  29th  of  July,  but  the  answers 

10  have  not  been  given.  On  the  27th  of  June  we  got  an  Order  in  the  action  for 
letters  of  request  to  issue  for  the  examination  of  witnesses  abroad.  Of  course, 
as  part  of  those  letters  of  request,  there  was  the  usual  stay  of  proceedings  until 
their  return.  [Lord  ALVBRSTONB,  L.C.J.— When  are  they  returnable  ?]  The 
letters  of  request  have  to  go  through  the  Foreign  Office.    The  next  stage  was  that 

15  the  letters  of  request  were  submitted  on  the  13th  of  August  to  the  Welsbach 
Company,  and  they  have  never  returned  them  approved  of.  That  is  where  the 
matter  stands.  There  has  been  delay,  not  only  throughout  the  whole  stages,  but 
in  this  last  stage.  They  do  not  give  us  the  answers  to  interrogatories,  and  the 
letters  of  request  have  been  lying  with  them  for  their  approval  since  the  13th 

20  of  August.  That  delay  in  many  circumstances  would  not  be  unreasonable ; 
but  it  is  not  fair  or  right  that  if  they  choose  to  take  all  that  time  they  should 
profit  by  it.  Mr.  Few,  the  secretary  of  the  WeUbach  Company,  makes  an 
affidavit,  to  which  I  must  refer,  stating  why,  from  time  to  time,  they  did  not 
go  on.    It  may  suit  their  convenience,  and  one  would  not  grumble  at  it,  if  in  the 

25  meantime  they  were  not  issuing  these  threats,  which  have  very  serious  conse- 
quences. He  submits  that  they  have  prosecuted  with  due  diligence  ;  and  then 
there  is  his  account  of  it.  The  writ  was  issued  on  the  20th  of  December.  They 
obtained  an  injunction  then  on  the  1886  Patent,  which  only  lasted  for  a  few 
weeks.    They  were  suing  on  the  1893  Patent,  but  did  not  ask  for  an  injunction 

30  on  that.  [Terrell,  K.C.— Will  you  read  paragraph  6  ?]  "At  the  time  of  com- 
"  mencing  such  action,  to  the  best  of  my  knowledge  and  belief  the  Defendants 
u  therein,  the  Voelker  Company,  were  not  selling  their  mantles,  but  only 
"  exhibiting  them  and  advertising.  This  will  be  seen  from  the  affidavits 
*  which  were  filed  on  the  summons  for    interim  injunction.    When  such 

35  "  injunction  came  to  an  end  owing  to  the  expiry  of  the  Patent  No.  3592  of 
"  1886,  namely,  on  the  13th  day  of  March  1900,  the  Defendants  were  not  doing 
"  any  trade  in  mantles  as  far  as  the  Plaintiffs,  the  Welsbach  Company,  knew, 
**  and  therefore  the  Plaintiffs  did  not  proceed  to  deliver  further  and  better 
"  particulars  of  the  breaches  complained  of  in  such  action,  for  the  delivery  of 

40  "  which  an  Order  had  been  obtained  by  the  Defendants,  the  Voelker  Company, 
u  on  the  26th  day  of  April  1900,  as  set  out  in  paragraph  11  of  the  affidavit  of 
"  the  said   William  Edward  Clarke.    It  was  not  until  the  close  of  the  year 

«  1900  " [Lord  ALVBRSTONB,  L.CJ.—l  have  read  the  affidavit.]    The  only 

excuse  made  for  all  these  delays,  which  took  place  during  the  year  1900,  and  up  to 

46  June  last,  is  that  we  were  not  particularly  active.  [Lord  ALVBRSTONB,  L.CJ.  — ' 
There  is  one  other  matter  which  perhapB  I  ought  to  have  mentioned  to  you.  Upop 
your  affidavits  these  threats  have  been  going  on  for  a  very  considerable  time.] 
Paragraph  9  of  Mr.  Clarke's  affidavit  shows  that  up  to  the  beginning  of  August 
there  were  isolated  threat*  which  we  had  not  troubled  ourselves  about — mere 

60  general  warnings ;  but,  since  then,  what  is  happening  is  that  our  customers 
are  being  taken  in  detail,  either  by  travellers  or  by  the  solicitor ;  it  is  now 
something  like  an  organised  attack  upon  a  particular  Company,  which,  practi- 
cally, would  have  the  effect  of  stopping  our  trade  unless  the  Court  intervenes 
very  promptly.    This  now  iS  what  is  called  the  lighting  season.    It  is  the  time 

55  when  the  contracts  are  being  made  with  the  different  ironmongers  and  agents 
throughout  the  country  for  mantles  for  the  winter.    It  is  a  very  critical  period. 
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It  is  now  not  only  a  mere  question  of  general  and  isolated  threats,  but  a  question 
of  an  organised  attack  upon  those  who  use  Voelker  mantles. 

Lord  Alverstone,  L.CJ. — I  have  read  all  the  affidavits.  I  need  not  trouble 
you,  Mr.  Terrell.  I  do  not  express  any  opinion  as  to  whether,  when  the  current 
proceedings  either  come  to  an  end,  or  are  not  prosecuted,  the  Judge  would  be  5 
justified  in  granting  an  injunction  in  this  case,  but  I  am  quite  satisfied  that, 
whether  I  was  sitting  as  Vacation  Judge  or  not,  in  the  present  state  of  matters 
I  ought  not  to  grant  the  injunction. 

I  need  not  remind  the  Counsel  engaged  in  this  case  that  prior  to  the  passing 
of  the  Act  of  1883  it  had  been  laid  down  that  not  only  was  a  Plaintiff  justified  10 
in  warning  persons,  but  even  that  he  was  bound  to  do  so,  if  he  desired  afterwards 
to  obtain  an  injunction.  That  was  the  view  taken  by  Sir  George  Jessel ;  and 
although  it  has  not  been,  of  course,  followed  since  the  subsequent  Act  because 
of  the  Act,  the  principles  which  affect  the  rights  of  persons  have  not  been 
altered.  Then  came  the  Statute,  a  piece  of  legislation  which,  as  all  those  who  15 
have  been  experienced  in  these  matters  well  know,  it  was  most  difficult  to  give 
effect  to  owing  to  the  framers  of  the  section  not  having  carefully  considered 
what  the  real  conditions  were.  The  particular  condition  before  me  to-day  is 
that  the  section  shall  not  apply  if  the  person  making  the  threats  with  due 
diligence  commences  and  prosecutes  an  action  for  infringement  of  his  Patent.  20 
I  am  not  going  to  express  any  opinion  as  to  whether  or  not  Mr.  Terrell  might 
have  had  a  further  ground,  that  there  were  other  actions  for  infringements 
brought  and  successfully  prosecuted  ;  because  in  this  case  we  have  got  the  person 
who  is,  I  suppose,  the  leading  infringer,  namely,  the  maker  of  the  Voelker  mantles, 
and  the  Plaintiffs,  the  Welsbach  Company.  There  was  an  action  in  which  the  25 
Welsbach  Company  were  Plaintiffs  and  the  Voelker  Company  were  the  Defen- 
dants ;  and  I  think  there  is  some  indication  that  the  Welsbach  Company  were 
not  prosecuting  that  action  with  that  vigour  which  Plaintiffs  who  suffer  injury 
generally  show.  However,  at  the  present  time,  nearly  18  months  or  there- 
abouts— rather  more — since  the  commencement  of  the  action  having  elapsed,  30 
the  Plaintiffs  in  the  Patent  action  having  threatened  more  or  less  during  the 
earlier  part  of  the  proceedings,  it  is  plain  to  my  mind  on  the  affidavits  that 
they  embarked  on  a  more  extensive  system  about  September.  But  there  is 
now  pending  on  the  application  of  the  Defendants  in  the  infringement  action 
an  application  for  evidence  to  be  obtained  abroad,  and  one  knows  perfectly  well  35 
that  ordinary  steps  may  be  taken  to  expedite  the  matter  if  there  is  unreasonable 
delay  in  prosecuting  those  proceedings.  In  my  opinion  it  is  quite  impossible 
to  grant  an  interim  injunction,  having  regard  to  the  fact  that  the  Plaintiffs  in 
the  Patent  action,  the  Defendants  in  this  action,  have  commenced  an  action  for 
infringement  against  the  person  who  is  applying  for  an  injunction  in  this  40 
action,  that  that  action  is  now  pending ;  and,  though  there  may  have  been 
some  delay,  I  must  be  satisfied  that  there  has  been  such  an  amount  of  delay  as 
does  not  amount  to  "  due  diligence,"  if  those  words  apply — as  in  this  case,  for 
this  purpose,  I  hold  they  do  apply — to  the  word  **  prosecute "  as  well  as  to 
"  commence."  I  say  again,  I  must  not  be  supposed  as  expressing  any  final  45 
opinion  that  in  another  state  of  circumstances  Mr.  Bousfield  would  not  be 
entitled  to  have  an  injunction  ;  but,  in  my  opinion,  it  would  be  wrong,  on  the 
materials  before  me,  to  grant  an  interim  injunction,  and  I  dismiss  the  applica- 
tion. Mr.  Terrell,  I  will  hear  you  on  the  question  of  costs  if  you  wish  ;  but  I 
propose  to  make  the  costs  costs  in  the  cause.  50 

Terrell,  K.C. — If  your  Lordship  says  costs  costs  in  the  cause  my  clients  will 
not  object. 
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In  the   High  Court  of  Justice.— Ohanchry  Division. 

Before  Mr.  Justice  Farwell. 

July  23rd,  24th,  25th,  and  29th,  1901. 

British  Motor  Traction  Company,  Ld.  v.  Friswbll. 

5      Patent — Action  for  infringement. — Construction  of  Specification. — Claim  for 
a  method. — Anticipation. — Subject-matter. — Infringement. — Action  dismissed. 

In  1893  Letters  Patent  were  granted  to  M.for  "  Improvements  in  the  method 
"  of  producing  the  explosive  mixture  in  hydrocarbon  engines.'*  The  Specification 
claimed  (i)  "  The  method  of  producing  th&  explosive  mixtwre  in  hydrocarbon- 

10  "  engines,  consisting  in  sucking  liquid  hydrocarbon  by  the  air  sucked  by  the 
"  working  piston,  substantially  as  described" ;  and  (6)  "  The  method  of  producing 
"  the  explosive  mixture  in  hydrocarbon-engines,  consisting  in  sucking  liquid 
"  hydrocarbon  out  of  a  nozzle  &  fed  from  supply-basin  a  by  pipe  c  and  extending 
"  ittto  connection  b*  between  air-inlet-channel  b1  and  mixing-chamber  b,  said 

15  "  sucking  being  performed  by  the  air  sucked  by  the  working-piston  through  said 
"  channel  b1,  connection  b2  and  mixing-chamber  b,  and  the  level  of  the  hydro- 
"  carbon  within  basin  a  being  kept  on  the  same  height  by  a  swimmer-valve  d, 
"  acting  on  the  main-supply-tube  e,  substantially  as  described."  On  amendment 
of  the  Specification  in  1900,  the  first  claim  and  several  others  were  struck  out, 

20  Claim  6  being  amongst  those  retained.  The  owners  of  tlie  Patent  having  brought 
an  action  for  infringement,  the  Defendant  denied  infringement  and  alleged 
the  invalidity  of  the  Patent  on  the  grounds  of  want  of  novelty,  want  of  utility, 
want  of  subject-matter,  and  relied  in  particular  on  Specifications  of  B.  and  W. 
as  anticipating  it.    The  Plaintiffs  contended  that  the  claim  was  substantially 

25  for  the  use  of  the  apparatus  described. 

Held,  that  the  claim  was  for  a  method  and  not  for  a  machine,  ai\d  that  the 
references  to  the  drawings  were  for  the  purpose  of  illustration  only  and  not  by 
way  of  restriction ;  that  the  preservation  of  the  level  of  the  oil  just  below  the 
nozzle  was  not  the  essence  of  the  invention;  that  unless  the  Patent  was  for  a 

30  method  defined  and  illustrated  by  reference  to  any  nozzle,  <kc,  it  was  bad  for 

want  of  subject-matter,  but,  if  it  were  for  such  a  method,  it  was  bad  for  want 

x  2  U 
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of  novelty,  being  anticipated  by  B.  and  by  W. ;  and  that,  even  if  the  Patent 
was  valid  for  a  machine,  the  Defendant  had  not  infringed.  The  action  was 
dismissed  with  costs,  the  costs  of  certain  of  the  Particulars  of  Objections  being 
allowed. 

On  the  25th  of  August  1893  Letters  Patent  (No.  16,072  of  1893)  were  granted  5 
to  Wilhelm  Maybach  for  an  invention  of  "Improvements  in  the  method  of 
44  producing  the  explosive  mixture  in  hydrocarbon  engines." 

The  Complete  Specification,  as  amended  on  the  27th  of  February  1900,  was  as 
follows  : — "  My  invention  relates  to  hydrocarbon-engines,  in  which  the  explosive 
"  mixture  is  produced  from  air  and  a  liquid  hydrocarbon,  as  petroleum,  ligroine,  10 
"  benzine,  naphta,  or  the  like,  and  my  improvements  in  the  composing  or 
"  forming  of  this  mixture  relate  to  the  manner,  in  which  the  liquid  hydrocarbon 
"  is  moved  and  dispersed  by,  and  thoroughly  mixed  with  the  air  sacked  by  the 
44  working-piston  into  the  cylinder  through  a  special  feeding-channel,  into  which 
"  a  nozzle  supplying  the  hydrocarbon  extends  in  any  direction  and  at  any  place,  15 
44  and  the  object  of  my  improvements  is  to  produce  a  mixture  of  never-varying 
"  composition,  irrespective  of  the  speed  of  the  engine  as  well  as  of  that  of  the 
44  piston  in  different  parts  of  the  path  of  this  latter. 

"  In  order  to  make  my  invention  more  clear,  I  refer  to  the  accompanying 
44  drawing,  in  which  similar  letters  denote  similar  parts,  and  in  which  :  Fig.  1  is  20 
"  a  vertical  section  through  the  mixing-  and  feeding-device  of  a  hydrocarbon- 
"  engine  working  according  to  my  invention.    Fig.  2  is  a  modification  of  said 
44  device,  and  Fig.  3  is  a  second  modification  of  the  same. 

44  The  liquid  hydrocarbon  is  contained  in  the  basin  a  and  is  led  from  this 
44  basin  to  the  mixing  channel  b  by  the  pipe  c,  at  the  end  of  which  latter  a  25 
44  nozzle  c1  is  provided.  The  liquid  in  basin  a  is  kept  in  the  same  hight  of  level 
44  by  a  swimmer  d,  which  admits  the  influx  of  fresh  liquid  through  tube  e  in  a 
14  manner  easily  to  be  understood  from  the  drawing.  Thus,  the  level  of  the 
44  liquid  contained  in  pipe  c,  below  nozzle  c1,  is  constantly  kept  in  the  same  or 
"  very  nearly  the  same  hight,  which  forms  a  moment  of  utmost  importance,  as  30 
44  will  be  more  clearly  to  be  seen  hereinafter. 

44  The  entrance  of  air  into  the  cylinder  /  takes  place  through  the  inlet-  or 
44  suction-valve  g  and  the  channel  b  b1,  the  part  b  of  which  latter  forms  the 
44  mixing-room  already  mentioned,  and  the  entrance  of  hydrocarbon  into  the 
44  mixing  room  b  takes  place  through  the  nozzle  c\  The  communication  b*  35 
44  between  b  and  bl  is  narrowed,  and  the  dimensions  of  the  communication  h* 
"  and  the  nozzle  c1  correspond  to  the  ratio  of  mixture  of  the  two  bodies  employed 
44  air,  and  hydrocarbon. 

44  If,  now,  the  engine  is  running,  air  is  sucked  by  the  piston  into  the  cylinder 
44  through  channel  b  b1,  and,  on  account  of  the  narrowed  communication  ft*,  a  40 
44  vacuum  or  partial  vacuum  is  established  within  the  mixing  room  b.  By 
44  reason  of  this  vacuum,  a  certain  quantity  of  the  liquid  hydrocarbon  is  sucked 
44  into  chamber  b  out  of  nozzle  c\  and  is  squirted  there  at  the  opposite  wall  as 
44  well  as  by  the  air,  the  latter  flowing  in  with  a  velocity  corresponding  to  the 
44  speed  of  the  piston.  Supposed,  this  speed  is  low,  the  rarefaction  of  the  air  45 
44  will  also  be  low,  but  will  last  a  longer  time,  and,  therefore,  the  injection  of 
44  the  liquid  hydrocarbon  will  occur  with  little  force,  but  with  long  duration. 
44  If,  on  the  other  hand,  the  speed  of  the  piston  is  high,  also  the  rarefaction  will 
44  be  high,  and  will  last  but  a  short  time  ;  therefore,  the  injection  of  the  liquid 
44  will  occur  with  great  force,  and  with  short  duration.  Just  the  same  accordance  50 
44  is  existing  with  regard  to  the  degree  of  rarefaction  and  the  velocity  of  the 
44  piston  in  different  parts  of  its  path,  and  it  is,  consequently;  the  proportion 
44  between  both  the  bodies  forming  the  explosive  mixture  exactly  the  same 
44  under  all  conditions,  and  this  the  more,  as  the  level  of  the  liquid  within 
"nozzle  c  remains  on  the  same  height,  55 
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"  When  employing  heavy  liquid  hydrocarbons  for  the  production  of  the 
44  explosive  mixture,  it  is  necessary  to  heat  the  wail  of  chamber  ft,  against  which 
"  the  former  is  thrown,  or  to  heat  the  whole  of  said  chamber  in  order  to  effect  a 
44  quicker  reduction  into  vapour.  This  may  be  performed  best  by  the  con- 
5  "  struction  shown  in  Pig.  3,  in  which  the  escaping  hot  combustion-gases  are  led 
"  against  or  around  chamber  ft  by  the  channel  h,  at  the  end  of  which  the 
44  outlet- valve  i  is  arranged. 

44  Further,  in  order  to  regulate  the  engine,  the  passage  for  the  air  may  be 
"  altered  in  such  a  manner,  that  either  a  part  or  the  whole  of  the  air  takes 

10  "another  way,  than  through  communication  ft8,  so  that  but  a  slight  or  no 
"  rarefaction  at  all  is  produced  within  the  mixing-chamber,  and  consequently, 
"  but  little  or  no  hydrocarbon  is  sucked  into  it. 

"  Such  an  arrangement  is  shown  in  Fig.  2,  in  which,  besides  the  connection 
"  ft2,  a  second  connection  ft*  is  established  between  the  parts  b  and  b\  which, 

15  "  under  normal  conditions,  is  closed  by  a  valve  A.  This  valve  may  be  actuated 
"  automatically  from  the  regulator  by  rod  f,  and  also  from  hand  by  screw  m,  so 
"  that,  by  screwing  this  screw  down  into  valve  ky  the  latter  may  be  opened. 
"  The  air,  therefore,  will  not  be  rarefied  and  no  liquid  will  be  sucked  into 
44  chamber  ft,  so  that  no  combustible  or  explosive  mixture  can  be  formed,  and 

20  "  the  engine  stops.  '• 

44 1  wish  it  to  be  understood,  that  I  do  not  confine  myself  to  the  employment 
44  of  but  one  nozzle,  as  c1,  or  but  one  narrowed  inlet,  as  ft*,  but  I  may  ude  also 
u  several  nozzles  and  several  inlets,  and  also  special  inlets  for  air  without  nozzles, 
14  as  for  instance  at  b4  in  Fig.  3." 

25  The  Specification  originally  contained  twenty  claims,  the  first  six  of  which 
were  as  follows  : — 

"-1*  Tho  mothod  of  prodnoiag  tho  oxplooivo  mixturo  id  hydrocarbon  onginoo, 
<4  consisting  in  sucking  liquid  hydrooarboh  by  the  air  ouokod  by  tho  working 
**  piston,  substantially  ao  doooribod. 
30  *'  2i  Tho  mothod  of  produoing  tho  oxplooivo  mixturo  in  hydrocarbon  engines, 
44  consisting  in  ouoking  liquid  hydrocarbon  by,  and  mixing  tho  oamo  with*,  tho 
*4  air  sucked  by  tho  working  piston  through  a  mixing  ohambor  b>  substantially 
44  as  described. 

**-3T-Tho  mothod  of  produoing  tho  oxplooivo  mixture  in  hydrocarbon  onginoo, 
35  *£  consisting  in  ouoking  liquid  hydrocarbon  out  of  a  nogglo-c1  oxtonding  into  a 
^-mixing  ohambor  b  by  tho  air  ouokod  by  tho  working  pinton   threugn   said 
*  mixing  ohambor,  oubotantially  ao  doooribod* 

fe*  4>  Tho  mothod  of  produoing  tho  oxplooivo  mixture  in  hydrocarbon  onginos, 

&<  consisting  in  ouoking  liquid  hydrocarbon  out  of  a  noaalo  cl  -forming  ond  of 

40  ^-supply  pipo  c,  and  oxtonding-into  oonnootion  ft2  botwoon  air  inlet  qhannol 

u-bl  and  mixing  ohambor  ft2*,  such  sucking  being  performed  by  tho  air  sucked 

4*  by  tho  working  pioton  through  said  oonnootion  ft2?  oubotantially  aa  doooribod. 

"■5*  The  mothod  of  produoing  tho  oxplooivo  mixture  in  hydrooarbon  ongiaee? 
*i  consisting  in  sucking  liquid  hydrocarbon  out  of  a-nogglo-c1,  fod  from  oupply- 
45  «  baoin  a  by  pipo  c  and  oxtonding  into  oonnootion  ft2  botwoon  air  inlot  ohannol 
u~bl  and  mixing  obambor-6,  said  ouoking  being  porformod  by  tho  air-  ouokod 
ii  by  tho  working  pioton  through  oaid  ohannol  ft-*r  oonnootion  ft*  and-  mixing 
44  ohambor  ft,  oubotantially  ao  doooribod. 

*M*  i.  The  method  of  producing  the  explosive  mixture  in  hydrocarbon- 
50  "  engines,  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  cl  fed  from 
44  supply-basin  a  by  pipe  c  and  extending  into  connection  ft2  between  air-inlet- 
44  channel  b1  and  mixing-chamber  ft,  said  sucking  being  performed  by  the  air 
44  sucked  by  the  working-piston  through  said  channel  ft1,  connection  ft2  and 
44  mixing-chamber  ft,  and  the  level  of  the.  hydrocarbon  within  basin  a  being 
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u  kept  on  the  same  height  by  a  swimmer- valve  d,  acting  on  the  main-supply- 
"  tube  e,  substantially  as  described." 

The  last  fourteen  claims,  four  of  which  were  struck  out  on  amendment,  were 
all  for  methods  of  producing  the  explosive  mixture  in  hydrocarbon-engines, 
referring,  as  in  Claim  6,  to  the  drawings.  5 


On  the  5th  of  November  1900  the  British  Motor  Traction  Company,  Ld.,  and 
the  British  Motor  Company,  Ld.,  the  former  and  present  proprietors  of  the 
Patent,  commenced  an  action  for  infringement  of  the  same,  claiming  the  usual 
relief,  against  Charles  Friswell  and  the  Automobile  Palace. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  the  British  Motor  10 
Company,  Ld.,  were  until  the  1st  of  September  1900  the  registered  proprietors 
and  the  British  Motor  Traction  Company,  Ld.,  were  the  present  proprietors  of 
the  Patent,  and  that  the  Defendant  had  infringed  the  same. 

Their  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  infringed 
the  Patent  by  importing,  exhibiting,  selling,  offering  for  sale,  and  using  motor  15 
vehicles  with  the  hydrocarbon  engines  thereof  fitted  with  an  apparatus  for 
producing  the  explosive  mixture,  which  apparatus  was  made  in  accordance 
with  the  invention  claimed  in  all  the  claims  in  the  final  Specification  of  the 
Patent ;  (2)  alleged  the  sale  of  a  particular  engine ;  and  (3)  the  use  by  the 
Defendant  Friswell  of  motor  cars  with  such  engines.  20 

The  Defendant  Friswell  by  his  Defence  (1)  did  not  admit  that  the  Plaintiffs 
were  the  owners  of  the  Patent ;  (2)  denied  infringement,  and  alleged  (3)  that 
the  Patent  was  void  by  reason  that  the  invention  was  not  new  at  its  date  ;  (4) 
that  the  alleged  invention  was  not  any  improvement  or  in  any  way  useful  or 
beneficial  to  the  public ;  (5)  want  of  subject-matter ;  (6)  that  the  Patent  was  25 
invalid. 

The  Particulars  of  Objections  alleged  (1)  that  the  alleged  invention  claimed 
in  the  Specification  was  not  new  at  the  date  of  the  Patent,  but  had  been 
published  in  this  country  prior  to  the  said  date  in  and  by  the  following 
Specifications  and  documents  : — (A)  No.  8584  of  1885  of  Albert  Treeton  ;  the  30 
parts  relied  on  were  the  whole  of  the  letterpress  down  to  page  5,  line  2,  and 
Figure  1  ;  (B)  No.  11,290  of  1885  of  O.  F.  Red/em,  the  whole  was  relied  on  ; 
(C)  No.  15,598  of  1887  of  E.  Butler,  page  9,  line  35,  to  page  11,-  line  19,  the 
Figures  13, 14, 15,  and  16,  and  Claims  3,  4,  5,  and  6  ;  (D)  No.  1780  of  1880  of 
E.  Butler,  page  4,  lines  32,  33,  ai^d  34,  page  9>  line  19,  to  line  47,  the  Figures  8, 9,  35 
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and  10,»and  Claim  2 ;  (E)  No.  5724  of  1888  of  C.  D.  Abel,  the  whole  was 
relied  on ;  (F)  No.  9203  of  1889  of  E.  Butler  and  others,  pasre  7,  line  46,  to 
page  8,  line  34,  and  Figure  4  and  Claim  4 ;  (G)  No.  1943  of  1890  of  C.  D.  Abel, 
page  3,  line  46,  to  page  4,  line  22,  page  5,  line  11  to  line  22,  and  the  figures 
5  therein  referred  to  and  Claims  1,  2,  and  3 ;  (H)  No.  10,051  of  1890  of  0. 
Wilkinson,  the  whole  was  relied  on ;  (^  an  illustrated  article  in  the  "Engineer," 
dated  the  25th  of  Julv  1890,  pages  65  and  66,  entitled  "  Butler's  Domestic 
"Petroleum  Motor";  (If)  that  the  alleged  invention  claimed  in  the  Specifi- 
cation of  the  Plaintiffs'  Patent  had  been  published  in  this  country  prior  to  the 

10  date  of  the  said  Letters  Patent  by  the  use  in  public  of  the  motor  and  carburettor 
referred  to  in  paragraph  1  (I)  above,  at  the  works  of  F.  B.  Shuttleworth,  at 
Erith  ;  (J)  that  the  said  alleged  invention  claimed  in  the  said  Specification  had 
also  been  anticipated  by  the  common  general  use  of  the  trade  for  many  years 
prior  to  the  date  of  such  Patent ;  (3)  that  the  said  alleged  invention  was  not 

15  the  subject-matter  of  Letters  Patent;  that  the  Defendant  Charles  Friswell 
intended  to  rely  thereunder  upon  all  prior  publications  set  out  in  the  preceding 
paragraphs  and  to  allege  that  in  none  of  the  claims  in  the  Plaintiffs'  Patent  was 
there  any  patentable  improvement  upon  existing  prior  knowledge.  The  Defen- 
dant's solicitors  subsequently  wrote  saying  that  (J)  would  not  be  relied  on. 

20  Further  Particulars  were  given  pursuant  to  an  Order  of  the  13th  of  May  1901 ; 

so  far  as  material  for  the  purposes  of  this  report  they  alleged  as  to  (C)  that  this 

Specification  anticipated  Claims  3,  4,  5,  6,  8,  9,  and  10,  and  as  to  (F)  and  (H) 

that  these  Specifications  anticipated  all  the  claims  of  the  Plaintiffs'  Patent. 

Butler's  Specification  (No.  9203  of  1889),  which  was  for  "  Improvements  in  and 

25  "  connected  with  motors  in  which  an  explosive  mixture  of  air  and  petroleum 
"is  used,"  was,  so  far  as  relied  on,  as  follows :—"  Fig.  4  is  a  central  longi- 
"  tudinal  section  of  an  inspirator  and  part  of  an  attached  petroleum  reservoir 
"  adapted  for  use  with  a  petroleum  motor.  This  inspirator  is  similar  in  general 
"  construction  to  that  shown  in  Figs.  13  and  14  of  the  Specification  of  former 

30  "  Letters  Patent  granted  to  one  of  us,  viz.,  the  said  Edward  Butler,  dated  15th 
"  November  1887,  No.  15,598,  but  is  designed  to  effect  a  better  admixture  of 
"  the  petroleum  and  air  than  the  former  construction  of  inspirator  referred 
"  to.  The  smaller  end  of  the  casing  73  projects  into  the  smaller  end  of  the 
"  casing  74  and  is  so  arranged  with  reference  thereto  as  to  form  an  annular 

35  "  chamber  75  between  the  two  as  in  the  former  construction,  through  which 
"  annular  chamber  and  a  small  opening  76  and  pipe  77,  petroleum  is  induced 
"  to  flow  from  the  petroleum  reservoir  78  when  air  is  drawn  through  the 
"casings  and  pipe  12  by  the  exhausting  action  of  the  motor  piston.  Within 
"  the  casings  and  extending  centrally  through  the  nozzle  79  so  a&  to  form 

40  "  an  annular  air  way  is  a  conoidal  part  80  that  constitutes  a  regulator  and 
"  is  herein  called  the  plug ;  it  is  provided  with  stems  81  and  82  that  can  slide 
"  longitudinally  in  bearings  formed  in  the  bridge  of  a  conoidal  tubular  casting  83 
"  and  in  an  externally  screwed  sleeve  84  respectively.  85  is  a  spring  arranged 
"  to  bear  at  one  end  against  the  sleeve  84,  and  at  the  other  end  against  an 

45  "  adjustable  nut  86  fitted  on  the  stem  82.  By  adjusting  the  nut  86  the  action 
"  of  the  spring  and  consequently  the  movement  of  the  plug  may  be  regulated. 
"  The  spring  normally  keeps  a  shoulder  87  at  the  end  of  the  plug  against  the 
"  inner  end  88  of  the  sleeve  84.  The  plug  is  notched  or  stepped  as  at  98  in 
44  order  that  the  air  and  petroleum  spray  flowing  between  it  and  the  casing  74 

50  "  may  be  thoroughly  broken  up  and  intimately  mixed  ;  for  the  same  reason  it 
44  is  preferred  to  make  the  plug  hollow  and  arrange  the  tubular  casting  83  to 
44  project -therein  as  shown.  89  is  an  adjustable  valve  for  regulating  the  flow  of 
44  petroleum  to  the  annular  chamber  75,  and  90  is  a  passage  for  air  to  mix  with 
"  the  petroleum  as  it  passes  the  end  of  the  valve  and  cause  it  to  flow  into  and 

55  "  around  the  annular  chamber  75  in  the  form  of  spray  as  in  the  former  constrnc- 
44  tion  hereinbefore  referred  to.  The  spray  is  drawn  by  the  current  of  air  flowing 
44  through  the  nozzle  79,  into  the  space  within  the  casing  74  where  there  is  a 
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partial  vacuum  and  in  which  space  the  air  becomes  intimately  incorporated 
with  the  partially  vaporized  spray.  The  air  thus  carburetted  Is  drawn  off 
through  a  pipe  92  to  the  motor  cylinder  or  cylinders.  The  petroleum  is 
maintained  at  a  constant  height  in  the  reservoir  78  by  any  suitable  means 
such  as  a  valve  controlled  by  a  float  91.  In  order  that  the  pipe  77  may  be  5 
maintained  full  of  petroleum  when  the  motor  stops,  so  that  on  re-starting  the 
motor  the  air  drawn  through  the  inspirator  may  be#  quickly  carburetted,  the 
lower  end  of  the  pipe  77  is  provided  with  a  non-return  lift  valve  not  shown. 
The  greater  the  quantity  of  air  drawn  into  the  motor  cylinder,  tfce  more  the 
plug  80  will  move  to  the  right,  enlarging  the  annular  opening  through  the  10 
nozzle  79,  and  the  greater  will  be  the  quantity  of  petroleum  induced  to  enter 
the  casings  and  mix  with  the  air  and  vice  versa  so  that  the  degree  of  carburation 
of  the  air  will  remain  practically  constant,  notwithstanding  changes  in  the 
speed  of  the  motor  with  which  the  inspirator  is  used." 

(Claim)  "  4.  The  improved  inspirator  hereinbefore  described  with  reference  15 
to  and  shown  in  Fig.  4  of  the  drawings." 
The  following  is  a  reduced  reproduction  of  Fig.  4 : — 


^3^^^ 
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Moulton,  K.C.,  Walter,  and  Hume  (instructed  by  J.  B.  and  F.  PurcJiase) 
appeared  for  'the  Plaintiffs ;  T.  Terrell,  K.C.,  Roger  Wallace,  K.O.,  and 
Orimwood  Mears  (instructed  by  Firth  A  Co.)  appeared  for  the  Defendants.  20 

Hume,  for  the  Plaintiffs,  read  the  Specification,  and  explained  the  action  of 
the  Plaintiffs'  carburetter. 

Moulton,  K.C.,  continuing  the  opening. — The  Patent  is  for  a  carburetter 
whereby  the  petroleums  used  for  motor  carriages  can  be  thoroughly  and 
effectively  turned  into  vapour.  This  carburetter  is  so  regular  in  the  automatic  25 
way  in  which  it  works  that  it  can  be  used  for  speeds  varying  at  least  1  to  10 ; 
from  80  revolutions  per  minute  to  800  revolutions  per  minute.  The  substantial 
amount  drawn  in  is  the  same  at  all  speeds.  Some  of  the  anticipations  alleged  were 
also  set  up  in  the  action  against  Sherrin  (reported  ante,  page  265).  The  alleged 
anticipations  are  all  different  arrangements,  differing  in  mode  of  actioti  as  well  30 
as  in  arrangement  of  parts.  The  main  difference  between  Fig.  1  and  the 
infringing  carburetter  ie  that,  instead  of  having  the  needle  fixed  to  the  float  and 
sticking  up,  the  infringement  has  two  toggles,  and  when  the  float  goes  down 
the  needle  goes  down  and  the  hole  is  at  the  bottom  ;  this  is  a  mere  mechanical 
equivalent.    Claim  1  is  the  one  on  which  the  Plaintiffs  will  rely.  85 

Messrs.  Dugald  Clerk,  J.  Swinburne,  A.  J.  Boult,  and  8.  F.  Edge,  a  director 
of  the  Plaintiff  Company,  were  called  as  witnesses  for  the  Plaintiffs, 
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Walter  read  the  judgment  in  British  Motor  Traction  Company,  Ld.  v. 
Sherrin  (ante,  page  265)  and  summed  up  the  Plaintiffs1  case. — MaybacVs 
carburetter  is  in  very  considerable  use.  The  requirement  is  to  have  the  same 
proportion  of  oil  and  air  at  whatever  speed  the  engine  is  running.  To  get  over 
5  the  difficulty  of  varying  speeds,  Maybach  arranges  an  oil  vessel,  and  by  the 
tendency  of  the  liquid  to  assume  its  own  level  it  is  always  ready  to  meet  the 
calls  on  it.  The  air  should  take  in  its  due  dose  of  oil,  and  this  cannot  be  so 
unless  the  oil  is  kept  at  the  top  of  the  tube.  This  is  so  shown  in  the  drawings, 
and  it  is  a  point  of  practical  importance.    It  is  attempted  by  the  Defendant  to 

10  read  the  claim  as  a  method  apart  from  the  description  in  the  claim  of  the 

particular  appliances.    In  a  method  you  have  to  consider  the  means  used,  and 

the  means  are  here  defined  by  references  to  particular  parts  of  the  apparatus. 

As  to  Butler,  there  is  a  non-return  valve  which  is  not  in  Maybach ;  also,  he  has 

'an  apparatus  working  with  a  spring-moved  mechanical  part  which  is  not  in 

15  Maybach.  As  to  Wilkinson,  which  lapsed  by  reason  of  non-payment  of  fees, 
the  Defendants  endeavour  to  read  into  it  something  learnt  from  Maybach. 
Wilkinson  is  only  consistent  with  a  constant  flow  of  oil  from  the  top ;  there  is 
no  tank  with  a  float  and  a  pipe  ending  vertically  with  the  liquid  just  below  the 
nozzle.    The  invention  is  carburetting  air  for  use  in  an  oil-engine  by  a  device 

20  which,  at  all  speeds,  will  carburet  the  air  to  the  proper  mixture— that  will  produce 
the  proper  mixture  of  oil  and  air  by  an  apparatus  consisting  of  the  following 
features : — An  oil  vessel  containing  a  float  limiting  the  amount  of  oil  to  enter  it; 
a  passage  for  the  oil  from  the  bottom  of  that  vessel,  terminating  in  a  vertically 
disposed  tube  having  a  nozzle,  the  oil  being  at  a  level  just  below  the  nozzle,  and 

25  the  oil  being  drawn  into  the  cylinder  by  air  drawn  in  by  the  forward  motion  of 
the  piston.  The  claim  is  for  the  particular  apparatus  shown.  [Fabwbll,  J. — 
If  one  takes  the  description  apart  from  the  drawings,  others  have  given  the  same 
description  ;  if  one  takes  the  actual  drawings  the  Plaintiffs  do  not  manufacture 
in  accordance  with  them,  or  at  all  events  the  Defendants  do  not.]    The  drawings 

30  are  diagrammatic.  The  carburetters  in  actual  use  are  in  all  essential  features  in 
accordance  with  the  drawings.  The  claim  really  is  for  a  method  of  producing  the 
explosive  mixture  by  appliances  substantially  such  as  those  in  the  drawings. 

Terrell*  K.C.,  opened  the  Defendant's  case.— The  Plaintiffs'  case  is  that  the 
oil  must  be  kept  near  the  nozzle,  and  that  that  is  the  secret  of  Buccess ;  but  they 

35  have,  although  challenged,  offered  no  evidence  of  experiments.  There  is  no 
real  truth  in  that  being  the  essence  of  the  invention.  As  the  Specification  now 
stands,  the  invention  is  merely  the  addition  of  details  to  what  was  originally 
thought  to  be  a  great  invention,  but  was  none.  What  has,  in  fact,  been  the 
success  is  what  Maybach  thought  he  had  invented,  but  has  now  disclaimed. 

40  The  Patent,  as  the  Specification  now  stands,  is  one  for  a  method  of  working— 
that  is  to  say  a  process  of  working — and  not  for  an  apparatus.  Each  one  of  the 
steps  of  the  process  is  found  both  in  Butler  and  Wilkinson.  The  Plaintiffs  are 
driven  to  say  that  Wilkinson  has  an  air-tight  chamber.  Wilkinson's  drawing 
is  diagrammatic,  intended  to  show  a  method  of  working,  and  Claim  1  is  antici- 

45  pated  by  it.  If  the  Patent  is  for  the  apparatus  shown  in  the  drawings  the 
Defendants  have  not  infringed.  But  if  for  a  method  the  apparatus  is  no  part  of 
it ;  it  is  a  method  consisting  of  steps ;  the  apparatus  is  immaterial  so  long  as  the 
mode  of  operation  is  the  same.  The  references  to  the  figures  merely  illustrate 
the  Patentee's  meaning.    If  the  description  is  taken  apart  from  the  drawings  it 

50  is  the  same  thing  as  Butler  and  as  Wilkinson  ;  if  you  take  the  drawings  it  will 
not  work,  and  the  Defendants  do  not  use  it.  The  judgment  of  Kekewich,  J.,  in 
the  Sherrin  case,  was  on  a  matter  of  fact,  and  the  evidence  as  to  what  Butler  was 
will  be  different  here ;  Wilkinson  was  not  referred  to  there.  [FARWBLL,  J.— The 
case  as  to  Butler  depended  on  its  being  a  paper  anticipation.]     There  was  no 

55  evidence  that  it  was  ever  worked.  Evidence  will  be  given  tK&t  it  was  worked, 
although  carburetters  were  not  then  in  demand.  It  will  also  be  shown  that 
Wilkinson  will  work. 
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Sir  Frederick  J.  Bramwell  and  Mr.   W.  H.  Astell,  manager  of  the  New 
Orleans  Motor  Company,  were  called  as  witnesses  for  the  Defendants. 

Terrell,  K.C.,  summed  up  the  Defendants'  case. — The  essence  of  the  invention 
has  been  differently  stated  by  the  Plaintiffs1  witnesses.    Mr.  Dugald  Clerk  in 
examination-in-chief  said  that  the  whole  of  MaybacKs  idea  and  the  whole  of  5 
his  invention  was  found  in  the  very  simple  arrangement  whereby  the  level  of 
the  oil  was  kept  very  close  to  the  nozzle,  so  that  in  a  minute  fraction  of  a  second 
the  oil  should  at  once  move  up  and  discharge.    That  is  not  justified  by  the 
Specification.      He,  however,  distinguished  the  drawing'  of   Butler   in    the 
"  Engineer "  by  the  absence  in  that  of  any  striking  of  the  oil  ajgainst  a  wall.  10 
In  the  Specification  it  is  uniformity  of  level,  and  not  any  particular  level  on 
which  emphasis  is  put.    The  statement  of  the  invention  by  Mr.  Walter  is  again 
different.    He  confined  it  to  using  a  vertically  disposed  tube,  in  order  to  avoid 
Wilkinson,  but  the  Specification  says,  "in  any  direction  and  at  any  place."- 
Also  Mr.  Dugald  Clerk  s4ys  that  in  Maybach  the  sucking  is  caused  partly  15 
directly  by  the  vacuum  in  the  cylinder  and  partly  by  the  rush  of  air ;  thereby 
recognising  a  distinction  between  the  two.-    When  a  combination  is  expressly 
claimed  the  Patentee  is*  limited  to  it.    The  claim  says  that  the  sucking  is  by 
the  air.    On  the  construction  of  the  claim  the  Defendants  do  not  infringe. 
Altkough  both  operations  go  on,  the  Patentee  has  claimed  only  one.    Originally  20 
the  Patent  was  a  wide  one  for  sucking  in  the  air  and  oil  by  the  stroke.    The 
Patentee  has  tried  to  limit  his  Patent  to  one  method  of  doing  that,  and  he 
cannot  stretch  the  claim  for  the  purpose  of  infringement.    The  Plaintiffs1  case 
also  is  founded  on  theory ;  they  have  made  no  experiments  to  bear  out  their 
theory,  that  the  oil  must  be  at  the  top  of  the  nozzle.    As  to  Butler,  it  is  now  25 
proved  that  it  will  work.    Kekeivich,  J.,  treated  it  as  a  paper  anticipation  ;  the 
Courts  are  inclined  against  an  alleged  anticipation  which  is  not  shown  to  work. 
Wilkinson  has  also  been  shown  to  be  workable.     It  was  said  that  it  worked 
under  pressure,  but  Sir  F.  BramwelVs  evidence  was  to  the  contrary.   MaybacKs 
Specification  discloses  an  invention,  which,  if  read  strictly,  the  Defendants  have  30 
not  infringed  ;  and,  if  so  read  that  they  do  infringe,  it  is  anticipated  by  Butler 
and  Wilkinson. 

Walter  in  reply. — No  evidence  of  prior  user  of  Butler  has  been  given,  and 
therefore  the  Specifications  of  Butler  and  Wilkinson  have  alone  to  be  dealt 
with.    The  drawing  of  Butler  in  the  "Engineer"  does  not  differ  from  the  35 
Specification.    Dealing,  first  of  all,  with  the  meaning  of  MaybacKs  Specifica- 
tion, it  originally  claimed  generally  any  method  by  which  oil  supplied  from 
any  vessel  could  be  drawn  in  by  the  forward  motion  of  the  piston.    It  was 
found  that  this  could  only  be  claimed  if  done  in  particular  ways ;  the  claim 
for  all  ways  is  now  gone,  and  what  is  claimed  is  the  use  of  the  apparatus  the  40 
outlines  of  which  are  shown  in  the  Specification.    The  Specification,  as  amended, 
claims  a  method  limited  by  certain  apparatus — carried  out  by  certain  mechanism. 
As  shown  in  the  Specification,  when  everything  is  at  rest,  the  oil  is  just  below 
the  nozzle.    The  apertures  for  the  oil  and  water  must  be  proportioned  so  that 
the  right  proportion  of  each  is  obtained ;  then  at  different  speeds  the  proper  45 
proportion  is  still  obtained.    The  number  of  in-sucks  per  minute  may  be  very 
great,  therefore  the  Patentee  points  out  the  importance  of  everything  being 
ready.    The  claims  are  not  confined  to  the  one  method  of  sucking — there  must 
be  direct  sucking.     In  the  Defendants1  apparatus,  when  the  piston  goes  forward 
the  vacuum  is  satisfied  in  the  two  ways.    Sir  Frederick  Bramwell  said  that  the  50 
air  does  not  assist ;   it  comes  the  other  way ;  but  both  in  the  Plaintiffs1  and 
Defendants1  apparatus  the  oil  gets  out  by  suction  caused  by  the  piston.     In 
Claim  1,  "  the  nozzle  c1,"  means  a  nozzle  with  its  opening  upwards.    The  claim 
may  be  read  as  meaning,  in  explosion  engines  using  for  carburetting  air  the 
apparatus  described.    One  must  look  at  the  function  of  the  nozzle  c\  which  is  55 
fed  by  gravity  through  a  pipe  c  extending  into  a  passage  between  the  air-inlet 
chamber  and  the  mixing  chamber.    The  Defendant  has  an  oil-tank  with  a  float 
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in  it,  which  operates  through  a  lever  on  the  valve  of  the  bottom  of  the  tank 
(admittedly  an  equivalent)  by  gravity,  the  oil  flows  into  a  vertically  disposed 
nozzle,  and  the  level  is  maintained  just  below  the  nozzle.  There  is  nothing  on 
the  market  which  is  not  on  this  principle.  The  Patentee  did  not  limit  himself 
5  to  the  air-suck.  What  Sir  Frederick  BramwelVs  evidence  came  to  was  that  the 
air  in  the  Defendant's  apparatus  comes  in  on  to  the  top  of  the  oil,  and  not  across 
it  or  up  by  the  side  of  it,  and  it  is  said  that  the  Specification  as  aniended  does 
not  claim  this.  The  nozzle  c1  is  intended  to  be  upwardly  disposed,  so  that  the 
liquid  does  not  run  from  it  by  gravity.  As  to  the  alleged  anticipations  they  are, 
10  as  in  Sherrin's  case,  paper  anticipations  only.  Wilkinson,  as  made,  is  different 
from  the  Specification.  It  is  admitted  that,  in  the  alternative  form  to  that 
having  the  vessel  e,  it  works  by  a  head  or  pressure.  Wilkinson  only  taught  the 
constant  drop  of  oil.  Butler  has  no  flow  by  gravity,  and  no  upwardly  disposed 
tube.  As  to  subject-matter,  simplification  by  the  abolition  of  parts  is  good 
15  subject-matter,  and  Maybach  simplified  the  carburetter ;  in  his  method  it  acts 
by  the  mere  force  of  gravity.  K 

Farwell,  J.— The  Plaintiffs  are  the  owners  of  Letters  Patent  (No.  16,072  of 
1893)  for  "  Improvements  in  the  method  of  producing  the  explosive  mixture  in 
41  hydrocarbon-engines,"  and  they  claim  an  injunction  to  restrain  the  Defendants 
20  from  infringing  their  Patent.     The  Defendants  deny  the  infringement  and  say 
that  if  they  do  infringe  the  Plaintiffs9  Patent  is  bad.    The  original  Patentee  was 
one  Maybach,  and  his  Specification  has  been  considerably  amended.      He 
describes  his  invention  thus  :  "  My  invention  relates  to  hydrocarbon-engines,  in 
"  which  the  explosive  mixture  is  produced  from  air  and  a  liquid  hydrocarbon, 
25  "  as  petroleum,  ligroine,  benzine,  naphtha,  or  the  like,  and  my  improvements  in 
"  the  composing  or  forming  of  this  mixture,  relate  to  the  manner  in  which  the 
"  liquid  hydrocarbon  is  moved  and  dispersed  by,  and  thoroughly  mixed  with 
"  the  air  sucked  by  the  working-piston  into  the  cylinder  through  a  special 
"  feeding-channel,  into  which  a  nozzle  supplying  the  hydrocarbon  extends  in 
30  u  any  direction  and  at  any  place,  and  the  object  of  my  improvements  is  to 
"  produce  a  mixture  of  never-varying  composition,  irrespective  of  the  speed  of 
44  the  engine  as  well  as  that  of  the  piston  in  different  parts  of  the  path  of  this 
"  latter."    His  first  claim  in  the  original  Specification  ran  thus  :  "  The  method 
44  of  producing  the  explosive  mixture  in   hydrocarbon-engines,  consisting  in 
35  "  sucking  liquid  hydrocarbon  by  the  air  sucked  by  the  working-piston,  substan- 
44  tially  as  described."    This  was  followed  by  Claim  6,  which  is  now  Claim  1, 
and  runs  thus :   44  The  method  of  producing  the  explosive  mixture  in  hydro- 
44  carbon-engines,  consisting  in  sucking  liquid  hydrocarbon  out  of  a  nozzle  c\ 
44  fed  from  supply-basin  a  by  pipe  c,  and  extending  into  connection  ft2  between 
40  "  air-inlet-channel  b1  and  mixing-chamber  b,  said  sucking  being  performed  by 
44  the  air  sucked   by  the  working-piston  through  said  channel  bl,  connection 
u  b2  and  mixing-chamber  b,  and  the  level  of  the  hydrocarbon  within  basin  a 
44  being  kept  on  the  same  height  by  a  swimmer-valve  d,  acting  on  the  main- 
fci  supply-tube  e,  substantially  as  described."     The  intermediate  claims,  now 
45  struck  out,  claimed  separately  and  respectively  each  of  the  various  items  which 
are  combined  in  Claim  6,  except  the  preservation  of  the  level  by  the  swimmer- 
valve.     It  appears  from  the  evidence  that  in  these  machines  it  is  essential  that 
the  charge  of  oil  to  be  taken  into  the  cylinder  of  the  engine  should  be  always 
in  strict  proportion  to  the  air  entering  the  cylinder ;  that  it  is  necessary, . 
50  in  order  to  obtain  an  explosive  mixture,  that  the    proportions    should    be 
kept  very  nearly  constant,  and  that  this  is  most  effectually  done  by  causing 
the  oil  to  be  sucked  by  means  of  the  air  sucked  by  the  working    piston. 
As  the  velocity  of  the  piston  is  increased  the  rush  of  air  is  increased,  and 
as  the  rush  of  air  is  increased  the  quantity  of  oil  drawn  out  is  increased  also, 
55  and  vice  versa. 

The  first  question  is  the  true  construction  of  the  Specification,  and  I  hold 
that  the  Patent  is  for  a  method  and  not  for  a  machine. 
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It  is  true  that  the  method  is  and  must  almost  necessarily  be  defined  by 
reference  to  a  machine  to  make  it  intelligible,  but  the  gist  of  the  claim  is  for 
the  method.  I  will  illustrate  my  meaning  by  referring  to  the  great  case  of 
James  WatVs  Patent  for  steam  engines  (Boutton  v.  Bull,  2  Henry  Blackstohe, 
page  463 ;  3  Revised  Reports,  page  439)  from  which  I  am  citing.  Lord  Chief  5 
Justice  Eyre  says,  at  page  470  in  the  Revised  Reports  :  "  The  substance  of  the 
"  invention  is  a  discovery  that  the  condensing  the  steam  out  of  the  cylinder, 
44  the  protecting  the  cylinder  from  the  external  air,  and  keeping  it  hot  to  the 
44  degree  of  steam  heat,  will  lessen  the  consumption  of  steam.  This  is  no 
44  abstract  principle  ;  it  is  in  its  very  statement  clothed  with  practical  applica-  10 
"  tion.  It  points  out  what  is  to  be  done  in  order  to  lessen  the  consumption 
44  of  steam.  Now  the  specification  of  such  a  discovery  seems  to  consist  in 
"  nothing  more  than  saying  to  the  constructor  of  a  fire  engine,  *  For  the 
"•future  condense  your  steam  out  of  the  body  of  the  cylinder  instead  of 
"  'condensing  it  within  it  j  put  something  round  the  cylinder  to  protect  it  15 
44  *  from  the  external  air,  and  to  preserve  the  heat  within  it  and  keep  your 
piston  air-tight  without  water.'"  Then  at  page  471  the  Lord  Chief  Justice 
says :  "  Some  machinery,  it  is  true,  must  be  employed,  but  the  machinery 
44  is  not  of  the  essence  of  the  invention  but  incidental  to  it."  Again,  Mr. 
Justibe  Rooke  says  in  the  same  case  at  page  451 :  "  When  the ,  present  Patentee  20 
44  set*  his  inventive  faculties  to  work,  he  found  the  fire  engines  already  in 
44  existence  and  the  natural  qualities  of  steam  already  known  and  mechanically 
44  used.  He  only  invented  an  improvement  in  the  mechanism,  by  which  they 
"  might  be  employed  to  greater  advantage.  There  is  no  newly  discovered 
44  natural  principle  as  to  steam,  nor  any  new  mechanical  principle  in  his  25 
"  machine  ;  the  only  invention  is  a  new  mechanical  employment  of  principles 
44  already  known.  As  to  the  Specification,  some  part  of  it — so  much  as  represents 
44  the  future  intentions  of  the  Patentee — may  be  considered,  according  to  the 
"  language  of  the  Specification,  as  merely  theoretical ;  but  the  greater  part 
"  describes  a  practical  use  of  improved  mechanism,  the  basis  on  which  the  30 
44  improvement  is  founded.  The  object  of  the  Patentee  was  to  condense  the 
"  steam  without  cooling  the  cylinder ;  the  means  adopted  to  effectuate  this 
"  were  to  enclose  the  cylinder  in  a  case  which  will  confine  the  heat  or  transmit 
44  it  slowly,  to  surround  it  with  steam  or  other  heated  bodies,  and  to  suffer 
44  neither  water  nor  any  other  substance  colder  than  the  steam  to  enter  or  touch  35 
"  it  during  that  time.  These  means  are  set  forth.  The  objection  is  that  there 
44  is  no  drawing  or  model  of  a  particular  engine,  and  where  is  the  necessity  of 
"  such  drawing  or  model  if  the  Specification  is  intelligible  without  it  ?  Had  a 
44  drawing  or  model  been  made,  and  any  man  copied  the  improvement,  and 
44  made  a  machine  in  a  different  form,  no  doubt  this  would  have  been  an  40 
44  infringement  of  the  Patent.  Why  ?  Because  the  mechanical  improvement 
44  would  have  been  introduced  into  the  machine,  though  the  form  was  varied. 
44  It  follows  from  thence  that  the  mechanical  improvement,  and  not  the  form  of 
44  the  machine,  is  the  object  of  the  Patent."  So  here  I  hold  that  the  mechanical 
improvement  and  not  the  form  is  the  object  of  the  Patent,  and  that  the  machine  45 
is  not  of  the  essence  of  the  invention  but  incidental  to  it. 

In  Watt's  case  there  were  no  drawings  at  all,  and  it  is  said  that  the  use  of 
the  lettered  descriptions  in  the  drawings  to  the  present  Specification  shows  that 
the  Patent  is  not  a  method  Patent  pure  and  simple.  No  doubt  the  use  of  letters 
in  a  Patent  for  a  machine  has  the  effect  of  limiting  and  restricting  thegenerality  50 
of  the  claim,  but  I  take  the  Specification  as  a  whole,  and  having  regard  to  the 
first  paragraph  followed  by  the  words,  44  In  order  to  make  my  invention  more 
44  clear  I  refer  to  the  accompanying  drawings,  in  which  similar  letters  denote 
44  similar  parts,"  and  to  the  fact  that  this  is  left  untouched  in  the  amended 
Specification,  I. have  come  to  the  conclusion  that  the  claim  is  for  a  method,  55 
defined  as  stated  above,  and  that  the  letters  are  used  for  the  purpose  of  illustra- 
tion only,  and  not  by  way  of  delimitation  and  restriction.    I  am  confirmed  in 
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this  view  by  the  difficulty  that  I  have  found  in  discovering  on  any  other 
construction  what  the  real  gist  of  the  supposed  inyention  is — a  difficulty  which 
appears  to  be  shared  by  the  Plaintiffs'  experts  and  Counsel.  It  is  said  that  the 
preservation  of  the  level  of  the  liquid  immediately  below  the  nozzle  cl  is  the 
5  essence  of  it ;  that  is,  that  the  Patentee  discovered  that  it  was  essential  to  keep 
the  oil  close  under  the  nozzle  and  to  keep  the  nozzle  pointing  in  an  upward 
direction,  so  that  the  oil  should  not  run  out.  I  can  only  say  that  he  does  not 
say  so.  It  is  strange,  if  this  be  so,  that  all  express  reference  to  it  and  all 
explanation  of  its  importance  are  omitted  from  the  Specification,  and,  as  regards 

10  the  nozzle,  the  contrary  appears  on  page  1  of  the  Specification,  where  it  is  stated 
that  a  nozzle  extends  in  any  direction  and  at  any  place.  Moreover,  on  the 
evidence,  it  is  really  almost  immaterial ;  a  motor  car  will  run  just  as  well  for 
all  ordinary  purposes  although  the  oil  be  a  short  way,  down  the  pipe  ;  and  it  is 
to  be  remembered  that  these  carburetters  are  very  smpll  and  that  it  is  a  matter 

15  of  a  fraction  of  an  inch.  It  was  suggested  that  the  striking  of  a  jet  of  oil  on 
the  top  of  the  chamber,  immediately  above  the  nozzle,  was  of  importance  ;  but 
this  was  not  seriously  pressed,  and  it  is  to  be  observed  that  this  element  does  not 
occur  in  Pig.  3.  The  truth  is  that  Maybach  thought  that  he  had  discovered  the 
mode  of  maintaining  the  proportion  of  the  air  and  oil  by  the  action  of  the  pistpn, 

20  and  his  amended  Specification  is  merely  an  attempt  to  save  something  from  the 

,  wreck  when  he  found  that  his  supposed  discovery  was  old.  Unless  the  Patent  is 
for  a  method  defined  and  illustrated  by  reference  to  any  nozzle,  channel,  mixing- 
chamber,  and  so  on,  of  any  sort,  it  fails  in  my  opinion  for  want  of  subject-matter  ; 
but  if  it  be  for  such  a  method,  then  it  fails  for  want  of  novelty.    Maybach 

25  told  the  world  nothing  that  was  unknown  before,  and  the  actual  method,  by 
nozzle,  channel,  mixing- chamber,  and  so  on,  had  been  anticipated  by  Wilkinson 
and  Butler,  and  is  explained  in  the  article  and  illustration  in  the  "  Engineer." 
It  was  urged  that  Mr.  Justice  Kekeurich  had  decided  the  contrary  as  regards 
Butler,  but  it  is  clear  that  the  evidence  before  him  was  of  a  very  different 

J)0  'character,  and  the  Defendant  in  that  case  seems  to  have  been  in  a  very  accom 
modating  mood  when  in  the  box.    In  this  case  it  has  been  proved  that  Butlet 
will  work,  and  will  work  as  well  as,  if  not  better  than,  any  other.    I  do  not 
place  much  reliance  on    Wilkinson,  because  the  experiments  were  not  so 
satisfactory.    If  a  machine  made  according  to  a  prior  Specification  is  relied  on 

35  as  a  practical  anticipation,  the  machine  ought  to  be  made  according  to  the  whole 
Specification,  and  not  with  omissions,  the  materiality  of  which  would  raise  a 
fresh  and  bye  issue. 

Finally,  even  if  the  Patent  were  valid  for  a  machine,  I  should  be  of  opinion 
that  the  Defendants  had  not  infringed.    The  first  claim  states  in  terms  that  the 

40  sucking  is  performed  by  the  air  sucked  by  the  working-piston ;  in  the  Defen- 
dants9 the  air  comes  down  in  opposition  to,  and  not  in  accordance  with,  the 
outcome  of  the  jet ;  and  the  claim  is  for  direct  suction  by  reason  of  the  vacuum 
caused  by  the  piston  as  distinct  from  the  induced  vacuum  caused  by  the  air 
rushing  past,  used  by  the  Defendants. 

45       The  Plaintiffs'  case  fails  and  their  action  must  be  dismissed  with  costs. 

A  Certificate  was  given  as  to  certain  of  the  Particulars  of  Objections. 
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In   the   High   Court   of  Justice.— King's  Bench   Division. 

Before  Mr.  Justice  Phillimore. 

August  8th  and  9th,  1901. 

Carter  v.  Leyson  (trading  as  the  Peckham  Box  Company). 

Patent  —  Action  for  'infringement. — Anticipation. — Disconformity. — In*  5 
fringement. — Patent  held  valid.r- Injunction,   Order  to  deliver  up,  and  an 
account  of  profits  granted. 

K  V.  was  the  registered  owner  of  a  Patent  for  "Improvements  in  candlesticks" 
by?  making  the  sockets  in  one  piece  with  fangs  projecting  above  the  nozzle  to  hold 
candles  of  different  sizes.  In  the  Specification  there  wets  no  provision  as  to  the  10 
fixing  of  the  socket  on  the  base  or  bed  of  Vie  candlestick,  nor  was  it  expressly 
stated  that  the  socket  and  fangs  should  be  made  in  one  piece.  In  the  Complete 
Specification,  but  not  in  the  Provisional  Specification,  it  was  provided  that 
small  tits  cut  on  the  socket  piece  should  overlap  and  hold  the  nozzle  or  grease- 
catcher.  In  1901  C.  commenced  an  action  against  L.,  who  denied  infringement,  15 
novelty,  and  subject-matter,  and  alleged  disconformity  and  prior  publication* 
It  appeared  that  holders  with  similar  fangs,  fitting  or  standing  in  common 
candlesticks,  were  well  known  prior  to  C?s  Patent. 

Held,  at  the  trial,  that  a  socket  with  fangs  in  one  piece  was  new ;  that  the 
arrangement  of  tits  for  holding  the  nozzle  was  merely  a  method  of  carrying  20 
out  the  invention,  and  was  therefore  rightly  added  in  the  Complete  Specification 
without  disconformity ;  that  there  had  been  an  infringement  Jvy  the  Defendant ; 
and  that  the  Plaintiff  was  entitled  to  the  relief  claimed. 

In  1897  Letters  Patent  (No.  17,205)  were  granted  to  Watkin  Carter  for  an 
invention  of  "  Improvements  in  candlesticks."  25 

The  Provisional  Specification  was  as  follows  : — "  The  object  of  my  improve- 
"  ments  in  candlesticks  is  to  so  form  the  candlestick  socket,  with  fangs,  which 
"  shall  act  as  a  clip  in  holding  various  size  candles.  In  carrying  out  my 
"  improvements  in  candlesticks,  I  form  the  usual  common  bed  room  candlestick, 
"  or  any  other  candlestick — except  that  part  of  the  candlestick,  which  forms  the  30 
"  socket.  This  I  cut  in  the  ordinary  way  from  sheet  metal,  but  with  fangs 
"  thereto  at  one  end.  These  fangs,  when  the  socket  is  made,  &  fixed  in  position 
"  are  above  the  nozzle  of  the  socket,  &  act  as  a  spring  clip  for  holding  the 
44  candle.  This  socket  piece,  with  its  fangs  can  be  made  in  one  piece  of  metal, 
"  or  may  be  made  in  more  than  one  piece,  with  the  fangs  being  bulged,  &  their  35 
"  tops  tapered  outwards  so  that  the  candle  can  be  easily  inserted  between  the 
"  fangs  &  gripped  by  them." 

The  Complete  Specification  was  as  follows  : — "  The  object  of  my  improve- 
u  ments  in  candlesticks  is  to  so  form  the  candlestick  socket,  with  fangs  which 
"  shall  act,  as  a  clip  in  holding  various  size  candles.  40 
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"  In  carrying  out  my  improvements  in  candlesticks  I  form  the  usual  common 
"  bed  room  candlestick,  or  any  other  candlestick — except  that  part  of  the 
u  candlestick,  which  forms  the  socket.  This  I  cut  in  the  ordinary  way  from 
44  sheet  metal,  but  with  fangs  thereto  at  one  end  &  with  small  tits  near  where 
5  "  the  nozzle  is  fitted,  &  to  over  lap  on  same.  These  fangs  when  the  socket  is 
44  made  &  fixed  in  position,  are  above  the  nozzle  of  the  socket,  and  act  as  a 
44  spring  clip,  for  holding  the  candle. 

44  This  socket  piece,  with  its  fangs  can  be  made  in  one  piece  of  metal,  or  may 
44  be  made  in  more  than  one  piece,  with  the  fangs  being  bulged,  &  their  top  ends 

10  "  tapered  outwards,  so  that  the  candle  can  be  easily  inserted  between  the  fangs 
44  and  gripped  by  them. 

44  In  order  that  my  invention  may  be  fully  understood,  I  will  more  particularly 
44  describe  it,  with  the  aid  of  the  accompanying  drawings  in  which  similar  parts 
44  are  marked  with  like  letter  of  reference. — Fig.  1  represents  an  elevation  of  the 

15  "  blank  of  the  socket,  before  being  formed  into  a  socket  of  the  candlestick. 
44  Fig.  2  represents  an  elevation  of  the  socket,  before  being  attached  to  the 
44  candlesticks-bottom.  Fig.  3  represents  the  plan  of  the  nozzle  of  a  candlestick 
44  to  be  fitted  on  to  the  socket.  Fig.  4  represents  an  elevation  of  the  socket  in 
44  the  bottom  of  a  candlestick — a  blank  for  forming  tht  socket,  b  socket,  c  nozzle 

20  "  of  candlestick,  d  the  fangs,  e  tits  bent  to  hold  nozzle  on  socket,  /  candlesticks 
44  bottom  or  base. 

44  Having  now  particulary  described  &  ascertained  the  nature  of  my  invention, 
44  &  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what  I  claim 
44  is : — 1st.  A  socket  for  a  candlestick  as  set  forth,  described  &  illustrated  in  the 

25  u  accompanying  drawings.  2ndly.  A  socket,  for  a  candlestick,  with  fangs 
44  bulged  outwards  &  inwards,  to  act  as  a  spring,  to  clip  any  size  candle." 
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On  the  9th  of  January  1901,  Carter  commenced  an  action  against  B.  T.  Leyson 
(trading  as  the  Peckham  Box  Company)  for  infringement  of  the  Patent. 

The  Plaintiff,  by  his  Statement  of  Claim,  alleged  that  he  was  the  owner  of  the 
30  Patent,  which  was  good  and  valid,  and  that  die  Defendant  had  infringed  the 
same.  The  Plaintiff  claimed  an  injunction,  delivery  up  of  infringing  candlesticks, 
damages  or  an  account  of  profits,  and  costs. 

The  Particulars  of  Breaches  alleged  that  the  Defendant  had  infringed  by 
manufacturing  and  selling  candlesticks  manufactured  according  to,  or  only 
35  colourably  differing  from,  the  Plaintiff's  Patent,  and  also  alleged  certain  sales  of 
such  candlesticks. 
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The  Defendant,  by  his  Defence,  denied  infringement,  and  alleged  the 
invalidity  of  the  Patent. 

The  Particulars  of  Objections  alleged :— (1)  That  the  Plaintiff  was  not  the 
first  inventor ;  (2)  that  the  alleged  invention  was  not  new,  nor  proper  subject-     • 
matter  for  Letters  Patent,  having  regard  to  the    common  knowledge   that  * 
(a)  candlestick  sockets  could  be  made  with  fangs  to  clip  candles,  (b)  and  could 
be  so  made  with  fangs  in  one  or  more  pieces ;   (3)  that  the  alleged  invention 
was  not  useful ;  (4)  that  the  alleged  invention  had  been  published  within  the 
realm  by  the  public  sale  of  similar  sockets  by  several  specified  firms  between 
1894  and  1897  ;  and  (5)  that  the  invention  described  in  the  Complete  Specifica-  10 
tion  was  different  from  and  larger  than  that  in  the  Provisional  Specification,  the 
small  tits  to  hold  the  nozzle  being  added  in  the  former. 

Hugo  Young,  K.C.,  and  Dorsett  (instructed  by  Blackham  and  Taylor,  of 
Birmingham)  appeared  for  the  Plaintiff ;  A.  T.  Lawrence,  K.C.,  and  Parfitt 
(instructed  by  Ley  son,  of  Swansea)  appeared,  for  the  Defendant  15 

Hugo  Young,  K.C.,  for  the  Plaintiff. — The  novelty  in  this  invention  is  the 
making  of  the  socket  and  the  fangs  out  of  one  piece  of  metal,  a  method  both 
convenient  and  economical,  which  is  proved  by  the  large  sale  of  the  article. 
Candle-holders,  grips,  or  u  save-alls,"  which  hold  candles  of  various  sizes  with 
fafigs  have  been  made  before,  but  not  a  socket  with  fangs.  [Examples  of  a  20 
common  candlestick,  marked  A,  and  grips  with  fangs,  marked  B,  D,  E,  H,  and 
J,  were  handed  up  to  the  learned  Judge.]  This  socket  with  fangs  has  not  been 
anticipated,  and  is  a  better  article  than  could  be  produced  before  at  the  same 
price.  As  to  the  infringement,  the  Defendant's  candlestick  is  a  colourable 
imitation,  the  only  difference  being  that  whereas  in  the  Plaintiff's  invention  the  25 
socket  has  small  tits  cut  to  hold  the  nozzle,  in  the  Defendant's  the  nozzle  has 
small  tits  cut  to  fix  into  the  socket. 

Bennett  (Patent  Agent)  and  Dale  (the  Plaintiff's  manager)  were  called  as 
witnesses  for  the  Plaintiff.  Bennett  admitted,  in  cross-examination,  that  there 
was  no  novelty  in  the  mode  of  fixing  the  socket  to  the  base  of  the  candlestick.      30 

A.  T.  Lawrence,  K.C.,  for  the  Defendant. — There  are  three  main  defences : 
(1)  that  there  is  no  novelty  in  the  Patent;  (2)  that  there  is  disconformity 
between  the  two  Specifications ;  and  (3)  that  there  is  no  infringement.  The 
novelty  now  claimed  is  the  making  of  the  nozzle  and  fangs  in  one  piece  ;  but 
when  the  Provisional  Specification  was  drawn  this  was  left  open,  and  it  was  35 
expressly  stated  that  "  the  socket-piece  with  its  fangs  can  be  made  in  one  piece 
"  of  metal  or  in  more  than  one  piece."  Neither  is  the  making  in  one  piece 
.mentioned  in  the  Complete  Specification  or  the  Claims,  but  can  only  be 
collected,  if  at  all,  from  the  drawings.  Therefore  this  cannot  be  an  essential 
part  of  the  invention,  and  in  every  other  respect  the  idea  has  been  anticipated.  40 
In  any  case,  some  of  the  examples  (H.  and  J.)  are  sockets  with  fangs,  and  could 
be  fixed  to  the  base  of  the  candlestick,  like  the  alleged  Patent,  without  requiring 
another  socket  to  hold  them.  As  to  disconformity,  if  the  small  tits  (mentioned 
in  the  Complete  Specification,  line  29)  are  for  holding  the  nozzle,  the  Patent  is 
void  for  disconformity.  45 

Phillimore,  J.,  referred  to  Vickers,  Son  A  Co.,  Ld.  v.  Siddell  (L.R.  15 
App.  Cas.  496  ;  7  R.P.C.  292). 

A.  T<  Lawrence,  K.C.,  referred  to  Nuttall  v.  Hargreaves  (8  R.P.C.  450; 
L.R.  (1892)  1  Ch.  23) ;  and  United  Telephone  Gomvany  v.  Harrison  (L.R.  21, 
CD.  743).  50 

Hugo  Young,  K.C. — The  Plaintiff  has  undoubtedly  claimed  these  tits  amongst 
the  other  things,  as  shown  in  the  plan. 

A.  T.  Lawrence,  K.C. — Then  I  submit  the  Patent  is  bad  for  disconformity 
within  the  above  cases  and  Gadd  v.  Mayor  of  Manchester  (9  R.P.C.  259  and  516). 

Hugo  Young,  K.C,  cited  Bailey  v.  Roberton  (L.R.  3  App.  Cas.  1055).  55 

A.  T.  Lawrence,  K.C — As  to  the  infringement,  the  Defendant's  candlestick 
differs  in  three  respects ;  (1)  it  has  no  tits  on  tl*e  socket  for  holding  the  nozzle ; 
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(2)  it  has  tits  on  the  nozzle  itself ;  and  (3)  it  has  tits  on  the  bottom  of  the  socket 
for  fixing  the  socket  to  the  base. 

Hugo   Young,  K.C.,  in   reply. — None   of   the    examples   with   fangs   are 
sockets;  they  fit  into  sockets;  they  are  "save-alls"  and  not   part  of  the 
5  candlestick. 

Phillimore,  J. — In  this  case  the  Plaintiff  brings  an  action  for  infringement 
of  his 'Patent,  and' a  certain  number  of  the  usual  defences  are  raised,  but  those 
that  are  of  importance  here  to  consider  are  anticipation,  disconf ormity  between 
the  Provisional  and  the  Complete  Specifications,  and  whether  in  fact  what  the 

10  Defendant  makes  and  sells  is  an  infringement  or  not.  All  these  matters  really 
run  very  much  into  each  other. 

Now  the  Plaintiff's  invention  seems  to  be  described  quite  shortly  and  with 
sufficient  accuracy  by  saying  that  it  is  a  combination  in  one  piece  of  an  ordinary 
socket  for  a  candle  with  a  series  of  fangs  which  will  act  either  as  a. save-all, 

15  hold  the  smaller  end  of  the.  candle,  and  admit  air  underneath,  or  as  reducing  or 

even  possibly  increasing  the  gauge  of  the  candle  which  naturally  fits  the  socket 

I  am  of  opinion  that  that  is  a  new  invention.    As,  I  suppose,  always  is  the  case, 

«  proximities  have  been  made  to  the  idea.    Save-alls  have  been  stamped  out  in 

blanks  of  tin  which  have,  in  addition  to  the  fangs  which  let  in  the  air,  a  bottom 

20  solid  piece  which,  formed  round,  might  make  a  kind  of  socket.  Save-alls  £ave 
been  made,  or  candle  holders  have  been  made,  in  such  a  way  that  there  Tis  a 
flat  piece  at  the  bottom  of  the  place  where  the  candle  stands  so  even  that,  if 

•  necessary,  the  candle  might  stand  upon  it  and  not  be  held  up  by  the  pinching 
of  the  fangs,  and  a  save-all  or  candle  holder  has  been  made  which  could  almost 

25  stand  by  itself,  and  which  could  be  held  in  the  hand  and  inserted  into  almost 
any  form  of  article  which  would  support  it  without  having  any  basis  of  candle- 
stick at  all,  but  none  of  these  have  really  got  to  the  principle  of  a  socket  which 
is  also  a  save-all. 
H  may  be  described  as  a  candle  holder  as  well  as  a  save-all,  and  no  doubt 

30  H  might  be  developed  into  a  candlestick,  but  the  fangs  of  H  are  all  above  the 
noz&le  and  they  would  only  have  the  holding  power  of  the  fangs  and  would 
not,  for  practical  purposes,  hold  a  tall  jcandle  at  all  securely.  J  is,  I  think,  a 
save-all,  but  it  is  remarkable  because  the  principle  of  fixing  the  save-all  to  the 
nozzle  by  the  overlapping  of  little  metal  tits  has  been  adopted  and,  no  doubt,  if 

35  the  lower  legs  or  edges  of  the  save-all,  in  J  were  prolonged  sufficiently  and 
made  sufficiently  strong,  and  if  the  user  was  content  with  the  protection  against 
spilling  the  grease  or  wax  which  is  afforded  by  the  nozzle,  J  might  develop 
into  a  candlestick  by  itself.  It  has  not  been  so  developed.  There  is  just  a 
continuous  bend  at  the  bottom  of  the  fangs  which  to  that  very  small  extent 

40  grips  the  candle,  but  that  bend  is  not  there  to  grip  the  candle,  but  merely  as  a 
means  of  completing  the  round  and  binding  the  fangs  together.  It  is,  in  fact, 
merely  fangs,  and  not  fangs  plus  socket.  Therefore  I  think,  the  other  instances 
being  further  away  from  the  present  invention  than  H  and  J,  forming  the  best 
opinion  I  can,  although  it  is  rather  a  question  of  mechanics  than  of  law,  the 

45  invention  claimed  has  not  been  anticipated. 

Then  it  is  said  that  there  is  disconf  ormity  between  the  Provisional  and  the 
final  Specification,  and  no  doubt  tliere  may  be  such  disconf  ormity  as  to  render 
the  Patent  bad.  That  has  been  settled  by  Siddell  v.  Victors,  in  the  House  of 
Lords,  which  is  reported  in  15  Appeal  Cases,  and  Nuttall  v.  Hargreavis,  in  the 

50  Court  of  Appeal,  but  I  have  come  to  the  conclusion  that  the  additions  (and  they 
are  purely  additions)  to  the  Provisional  Specification  by  the  Complete  Specifi- 
cation, are  not  such  as  to  create  disconformity.  There  is  either  one  or  there  are 
two  additions.  I  am  not  quite  certain  that  the  true  way  is  not  to  say  there  are 
two.  •  There  is  one  in  language :  "  The  addition  of  small  tits  near  where  the 

55  M  nozzle  is  fitted,  to  overlap  the  same  "  ;  and  I  am  inclined  to  think  there  is  one 
in  the  drawing  of  Figure  2  by  the  showing  of  a  bulging  continuous  ring  formed 
by  the  overlapping  of  the  blank  just  where  the  fangs  end  and  the  socket  begins — 
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such  a  ring  as  would  form  a  support  to  the  nozzle  which  is  then  to  be  held  in 
position  by  the  small  tits  which  are  to  be  bent  over. 

I  take  it  for  the  purpose  of  this  case  that  both  those  are  additions  to  the 
Provisional  Specification,  but  I  think  they  come  within  the  language  of  Lord 
Blackburn  in   Bailey  v.  Boberton,  which  is  reported  in  3  Appeal  Cases :  5 
"  Something  has  been  found  out  during  the  six  months  to  make  the  invention 
"  work  better  " — I  leave  out  the  next  phrase  because  I  do  not  think  it  applicable 
— "  a  thing  which  is  very  likely  to  happen  when,  in  carrying  out  his  invention, 
"  the  inventor  finds  some  particular  bit  will  not  work  so  smo5thly  as  expected, 
"  and  it  is  necessary  to  add  a  little  supplement  to  it.1'    I  am  not  sure  whether  10 
the  language  of  the  text  writer  is  absolutely  the  same  as  that  or  whether  it  has 
been  collected  from  the  different  cases,  but  I  think  the  expression  in  the 
Encyclopaedia  of  Law,  page  524,  "  If  a  Patentee  when  he  files  his  Complete 
"  Specification  has  a  development  or  improvement  which  is  not  per  se  a  separate 
"  invention  he  not  only  may  but  ought  to  disclose  it,"  is  a  substantially  correct  15 
summary  of  the  law,  with  the  proviso,  "  Provided  that  under  colour  of  an 
"  improved  means  of  carrying  out  the  old,  he  may  not  introduce  a  new 
"  invention."    I  think  that  these  tits  per  se  are  not  a  new  invention.    Indeed  - 
it  is  obvious  they  were  used  in  a  slightly  different  form  in  J,  but  I  think  the 
Patentee  rightly  claims  those  tits  in  connection  with  the  rest  of  the  design,  and  20 
that  it  is  a  development  or  improvement  and  not  per  se  a  separate  invention, 
and   therefore   that   the  final  Specification  does  not    disconform    with    the 
Provisional  Specification,  and  is  not  bad  on  that  account.  * 

When  I  have  decided  those  two  points,  the  third  one  does  not  become  a 
matter  of  serious  difficulty.    The  only  difference  between  the  Plaintiff's  article  25 
and  the  Defendant's  article  is  in  the  fastening  of  these  tits.    The  Defendant 
puts  the  tits  on  the  nozzle  and  bends  them  downwards  on  to  the  socket.     The 
Plaintiff  puts  the  tits  upon  the  socket  and  bends  them  outward  and  downward 
on  the  nozzle.    If  there  was  any  right  in  the  invention  of  tits,  and  I  think  there 
was  none,  that  portion  of  the  Defendant's  article  is  not  an  infringement  of  the  30 
Plaintiff's  Patent ;  but  the  fact  that  there  is  one  piece  of  the  Defendant's  article 
which  is  either  original  or  not  an  infringement  of  the  Plaintiff's  Patent,  does 
not  prevent  the  rest  of  the  Defendant's  article  being  an  infringement  of  the 
Plaintiff's  Patent,  and  in  all  other  respects  it  is  the  same.    No  evidence  has  been 
given  to  show  that  it  was  imitated,  but  I  can  conceive  it  is  possible  that  it  was  35 
actually  borrowed  from  the  Plaintiff's  invention. 

Therefore,  on  all  these  grounds,  there  must  be  judgment  for  the  Plaintiff  in, 
I  suppose,  the  usual  way. 

Hugo  Young,  K.C. — I  ask,  in  the  first  place,  for  an  injunction  in  the  terms  of 
the  Claim,  and  then  for  an  Order  to  deliver  up  or  destroy  all  candlesticks  in  the  40 
Defendant's  possession. 

PHILLIMOBE,  J. — Having  got  so  far  as  this,  can  the  parties  come  to  any 
arrangement  ?  If  not,  I  suppose  I  must  make  an  Order  in  the  common  form 
for  an  injunction  and  an  Order  to  deliver  up,  and  for  damages  or  an  account  of 
profits.    The  Plaintiff  is  entitled  to  whichever  he  likes.  45 

Hugo  Young,  K.C. — We  should  like  an  account. 

PHILLIMOBE,  J. — Then  there  must  be  an  account  and,  of  course,  costs. 

Lawrence,  K.C.,  asked  for  a  stay  of  execution. 

Phil£imore,  J. — Yes,  if  you  will  keep  an  account  in  some  way. 

Lawrence,  K.C. — We  will  certainly  undertake  to  keep  an  account.  50 

Hugo  Young,  K.C. — Of  course  the  costs  will  have  to  be  paid. 

Phillimork,  J. — You  will  pay  the  costs  over  on  the  usual  undertaking. 
Stay  on  appealing  within  21  days,  keeping  an  account,  and  paying  over  costs  on 
the  usual  undertaking. 
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In  the  Htgh  Court  of  Justice  (Ireland).— Chancery  Division. 


Before  The  Master  op  'the  Rolls. 


October  30th,  1901. 


Welsbach  Incandescent  Gas  Light  Company,  Ld.  v.  John 
h  M'Grady  <fc  Co. 


Patent. — Infringement. — Application  by  Defendants  on  case  coming  on  for 
trial  for  an  adjournment  refused. — Defendants  having  retired,  case  heard  in 
their  absence. — Injunction  and  Certificate  of  validity  granted. 

The   W.   Co.,  owners  of  a  Patent  for  "  An  improvement  in  incandescent 
10  u  gas    burners"    brought   an    action    against  retail  traders,  for  infringe- 
ment.    The  Defendants  denied   infringement,  and  pleaded  tint   the  Patent 
was  invalid  for  want  of  novelty  and  utility,  and  on  other  grounds.     The 
case  had  been  mentioned  during  tlie   Trinity  sittings,   but   was  allowed  to 
stand  over  until  after  the  Long  Vacation,  and  notice  of  tt  ial  was  given  by  the 
15  Plaintiffs  for  a  day  in  the  Michaelmas  sittings.     On  the  case  being  called  on, 
the  Defendants  asksd  for  an  adjournment,  stating  that  they  were  only  retail 
traders,  that  theprojjer  persons  to  sue  were  the  manufacturers,  against  whom 
they  alleged  tliat  the  Plaintiffs  had  commenced  an  action  in  London ;  and  they 
offered  to  abide  the  result  of  that  action,  and  undertook  to  discontinue  selling 
20  the  mantles  in  the  interim.     They  alleged  that  tltey  were  under  the  belief  that  the 
action  against  them  would  not  be  proceeded  with,  and  that  they  were  not  ready 
to  go  on.     Tlie  Court  declined  to  adjourn  Uw  trial,  holding  that  the  Defendants 
had  hcul  ample  time  to  prepare  their  defence ;  and  the  Defendants  thereupon 

2  X 
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retired  from  Court,  and  the  trial  proceeded  in  their  absence.  The  Plaintiffs 
called  evidence  in  support  of  their  case,  and  an  injunction  and  Certificate  that 
the  validity  of  the  Patent  came  in  question  were  granted. 

This  was  an  action  for  infringement  of  Letters  Patent  (No.  124*  of  1893) 
granted  to  Oliver  Imray  for  "  An  improvement  in  incandescent  gas  burners,"  5 
and  vested  in  the  Welsbach  Incandescent  Gas  Light  Company,  Ld, 

The   Statement  of  Claim,  after  explaining  the  nature    of    the  invention, 
complained  that  the  Defendants,  who  were  retail  traders  in  Belfast,  had  sold 
articles  made  in  imitation  of  the  Patent,  and  claimed  an  injunction,  an  account 
of  profits,  delivery  up  of  all  mantles  in  the  Defendants1  possession,  damages,  and  10 
costs. 

The  Defendants  denied  infringement,  and  pleaded  (2)  that  the  alleged  inven- 
tion was  not  new ;  (3)  that  it  was  not  useful  ;  (4)  that  it  was  not  a  proper 
subject-matter  for  a  Patent ;  (5)  that  the  person  mentioned  in  the  Statement  of 
Claim  was  not  the  first  and  true  inventor  ;  (6)  that  the  Plaintiffs  were  not  the  15 
owners  of  the  Patent ;  (7)  that  the  Complete  Specification  of  the  alleged 
invention  did  not  particularly  describe  the  nature  thereof,  and  in  what  manner 
the  same  is  to  be  performed  or  used  ;  (8)  that  the  Complete  Specification  did 
not  distinguish  what  portions  of  the  alleged  invention  were  new  and  what 
were  old  ;  and  (9)  that  the  Provisional  Specification  of  the  alleged  invention  20 
did  not  describe  the  nature  thereof,  and  the  invention  claimed  in  the  Complete 
Specification  was  different  from  and  larger  than  that  described  in  the  Provisional 
Specification. 

The  case  was  mentioned  in  Court  during  the  Trinity  sittings,  but  the  parties 
were  not  then  ready  to  go  on  to  trial,  and  it  was  directed  to  come  on  for  hearing  25 
at  the  present  sittings,  and  notice  of  trial  was  served  by  the  Plaintiffs  accordingly. 

Serjeant  Dodd,  K.C.,  and  Jefferson  (instructed  by  G .  and  J.  Gilbert)  appeared 
for  the  Plaintiffs;  Hume,  K.C.,  and  M'llroy  (instructed  by  Frank  Kerr) 
appeared  for  the  Defendants. 

Hume,  K.C.,  applied  that  the  trial  of  the  action  should  be  postponed  for  a  30 
month.     The  Defendants  were  small  retail  traders  in  Belfast,  and  the  Plaintiffs 
complained  that  they  had  sold  certain  mantles  for  use  in  gas  lighting  which  it 
was  alleged  were  imitations  of  those  described  in  the  alleged  Patent.    The 
Defendants  had  purchased  these  mantles  from  manufacturers,  and  were  not 
aware  until  the  writ  was  served  that  the  Plaintiffs  claimed  any  Patent  right  in  35 
them.    At  the  present  time  an  action  was  pending  in  London  by  the  Plaintiffs 
against  the  Mica  Company,  who  were  the  manufacturers  of  the  alleged  imitation 
mantles,  and    were  really  the  proper  parties  to  be  proceeded  against  if  the 
Plaintiffs  had  any   Patent  rights   that  were  infringed.     He   submitted   that 
the  present  action  ought  to  stand   over  pending  the  hearing  in  London  of  40 
that  action. 

The  Master  of  the  Rolls.— Is  it  part  of  your  proposal  to  abide  the  result 
of  tl\e  action  in  London  ? 

Hume,  K.C. — It  is  ;  and  we  will  also  undertake  not  to  sell  any  of  the  mantles 
in  the  interim.  The  Plaintiffs  have  brought  a  number  of  actions  against  small  45 
traders  in  the  north  of  Ireland,  who  purchased  these  mantles  in  the  course  of 
their  business,  in  the  open  market,  from  manufacturers  in  London  ;  and  we 
submit  that  the  proper  parties  to  be  proceeded  against  are  the  manufacturers,  and 
not  small  retailers.  The  same  Plaintiffs  brought  four  actions  in  London  against 
retail  traders  ;  but  the  Lord  Chief  Justice  refused  to  grant  interlocutory  injunc-  5(1 
tions,  stating  that  the  proper  course  was  to  proceed  against  the  manufacturers. 
Owing  to  the  fact  that  they  have  brought  an  action  in  London  against  the 
Aticu  Company  we  did  not  think  this  action  would  be  proceeded  with,  and  we 
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are  consequently  not  in  a  position  at  present  to  meet  it.  Our  witnesses  are  not 
here.  They  took  another  action  against  a  trader  named  Hampsey,  of  London- 
derry, and  we  understand  they  arranged  to  adjourn  it  for  a  month  pending 
the  London  action.  They  have  made  no  proposal  to  adjourn  the  present  action  ; 
5  perhaps  they  think  they  can  snatch  an  injunction  here  which  they  could  uso 
in  their  English  action.  We  are  willing  to  abide  the  result  of  the  action  in 
London,  and  will  give  an 'undertaking  not  to  sell  any  of  the  mantles  in  the 
meantime. 
Dodd,  K.C.,  resisted  the  application  for  an  adjournment  as  unreasonable.    The 

10  correspondence  disclosed  by  the  Defendants  on  the  discovery  of  document* 
showed  that  they  were  in  communication  with  parties  in  England  who  were 
secretly  pirating  the  Plaintiffs'  Patent  in  such  a  way  that  it  was  very  hard  to 
get  at  them.  This  invention  was  one  which  it  was  very  easy  to  pirate ;  the 
manufacturers  of  these  pirated  mantles  remained  in  the  background,  and  it  wan 

15  very  difficult  to  get  evidence  against  them.  The  only  course  the  Plaintiffs 
could  take  was  to  proceed  against  the  sellers ;  they  had  done  so  in  a  great 
number  of  cases,  and  the  course  the  parties  adopted  was  always  just  what  had 
been  resorted  to  in  the  present  case.  They  put  in  a  Defence,  allowed  the  case  to 
go  on  to  a  trial,  and  at  the  last  moment  consented  or  submitted  to  an  injunction. 

20  In  the  meantime  the  piracy  went  on  to  an  enormous  extent,  and  it  was  extremely 
difficult  to  put  a  stop  to  it.  In  the  case  of  the  Welsbach  Company  v.  Krumt/i 
(18  R.P.C.  211),  in  which  the  Plaintiffs  proceeded  against  one  of  these  parties 
Mr.  Moulton,  K.C.,  told  the  Judge,  "  Again  and  again  we  have  brought  actions, 
"  intending  to  bring  them  into  Court ;  they  defend  the  case  until  it  comes  to  a 

25  "  trial,  and  then  disappear."  Having  regard  to  that  fact,  the  Plaintiffs,  in  the 
absence  of  the  Defendant,  who  declined  to  appear,  went  into  their  entire  case,  and 
Mr.  Justice  Channell  granted  an  injunction  and  a  Certificate  of  the  validity 
of  the  Patent.  In  the  present  case  the  Defendants  had  ample  time  to 
prepare  their  defence,  if  they  had  any  ;  and  the  action  was  directed  several 

30  months  ago  to  be  tried  at  these  sittings.  "We  served  them  with  the  notice 
of  trial  a  fortnight  ago.  We  have  brought  a  scientific  witness  from  England 
at  considerable  expense,  and  we  ask  your  Lordship  to  proceed  and  hear  the 
action.  We  say  the  Mica  Company  are  behind  these  Defendants  and  are  really 
defending  these  proceedings. 

35  Hume,  K.C.,  denied  that  the  Mica  Company  were  the  Defendants  in  this 
case.  In  the  case  referred  to  by  Serjeant  Dodd,  the  Defendant,  Krumm,  did 
not  appear,  and  the  Plaintiffs  adopted  the  same  course  they  were  seeking 
to  pursue  in  the  present  proceeding — they  went  on  in  the  Defendant's 
absence,  and  the  Judge  commented  upon  the  unsatisfactory  nature  of  the 

40  proceeding. 

The  Master  of  the  Rolls  held  that  the  application  for  an  adjournment 
was  too  late,  and  that  the  case  must  proceed. 

Hume,  K.C.,  said  under  those  circumstances  his  solicitor  instructed  him  not 
to  appear  further  in  the  action. 

45       The  Master  OP  the  Rolls. — I  am  sorry  I  am  not  to  have  your  assistance 
in  hearing  the  case  ;  but  of  course  I  have  no  control  over  the  Defendants. 
The  Defendants'  counsel  and  solicitor  then  retired  from  the  Court. 
Dodd,  K.C.,  in  stating  the  case  for  the  Plaintiffs,  said  the  course  taken  by  the 
present  Defendants  was  the  same  as  that  which  had  been  adopted  in  almost  all 

50  the  proceedings  brought  by  the  Plaintiffs  for  infringement  of  their  Patent.  Tho 
invention  'was  a  peculiarly  simple  and  very  cheap  one  ;  very  easily  pirated,  and 
it  was  almost  impossible  to  stop  the  piracy  of  it.  The  Welsbach  Company  had 
been  compelled  to  bring  a  large  number  of  actions,  in  which  the  course  pursued 
by  the  Defendants  was  just  the  same  as  had  been  followed  in  the  present 

55  instance — a  Defence  was  put  in,  the  Patent  was  impeached  on  various  grounds, 
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there  was  a  great  flourish  of  trumpets  and  show  of  resistance,  but  at  the  last 
moment  the  Defendants  always  disappeared.  Counsel  described  the  nature  of 
the  Plaintiffs'  Patent  of  1893.  It  was  for  a  mantle  or  hood  composed  of  cotton, 
impregnated  with  a  solution  of  nitrate  of  thorium  in  the  purest  possible  condi- 
tion, to  which  a  very  small  proportion,  not  exceeding  one  per  cent.,  of  oxide  of  5 
cerium  was  added.  The  Welsbach  incandescent  mantles  had  been  the  subject 
of  several  Patents,  as  the  inventors  had,  by  scientific  research,  from  to  time 
effected  improvements  in  them,  resulting  in  the  increase  of  their  illuminating 
power,  by  the  employment  of  oxides  of  certain  rare  metallic  earths  in  different 
proportions.  At  tirst,  in  1885,  a  Patent  was  taken  out  (No.  15,286)  for  a  solution  10 
consisting  of  40  per  cent,  of  oxide  of  zirconium,  20  per  cent,  oxide  of  lanthanum, 
and  20  per  cent,  oxide  of  yttrium.  Mantles  impregnated  with  this  solution  had 
the  qualities  of  being  capable  of  resisting  heat  without  breaking,  and  also  of 
considerably  increasing  the  illumination.  The  process  adopted  was  substantially 
this  :  a  mantle  composed  of  pure  cotton  having  been  carefully  washed,  to  remove  ]  5 
all  impurities,  was  then  dried,  so  that  it  might  absorb  the  solution  ;  it  was  then 
well  impregnated  with  the  solution  and  subjected  to  the  action  of  heat,  which 
burned  away  the  cotton  fabric  but  left  the  substance  of  the  solution  in  the  iorm 
of  a  mantle  or  simulacrum,  as  it  had  been  called  in  some  of  the  cases  ;  and  it 
was  found  that  these  mantles,  when  applied  to  a  gas  burner,  considerably  20 
increased  the  illuminating  power  of  the  gas.  la  the  Patent  of  1885  the  use  of 
thorium  was  not  mentioned  ;  but  in  the  following  year  Dr.  Welsbach  com- 
municated the  result  of  his  further  researches,  for  which  a  second  Patent 
(No.  3592  of  1886)  was  granted,  and  in  which  the  use  of  thorium,  then  a  newly- 
discovered  substance,  and  called  "  thorinuin,"  was  recommended.  Then  came  25 
the  third  Patent  (No.  124*  of  1893),  which  was  substantially  for  the  employment 
of  a  solution  of  pure  oxide  of  thorium  combined  with  a  very  small  percentage 
of  cerium  oxide.  It  was  a  most  remarkable  discovery  that  by  combining  one 
per  cent,  of  oxide  of  cerium  with  99  of  oxide  of  thorium  the  illuminating  power 
of  gas  was  increased  six  or  seven  fold,  and  this  discovery  was  the  subject  of  the  30 
Patent  of  1893,  which  the  Defendants  had  infringed.  That  it  was  a  new  inven- 
tion, and  one  eminently  useful,  could  not  be  controverted.  It  would  be  seen  that 
the  essence  of  it  consisted  in  the  combination  of  these  two  oxides,  thorium  and 
cerium,  in  the  exact  proportion  of  about  one  per  cent,  of  the  latter  to  99  of  the 
former,  and  it  would  be  proved  that  the  mantles  sold  by  the  Defendants  were  35 
composed  of  the  same  materials  and  combined  in  the  same  proportion.  On  the 
question  as  to  the  proportion  in  which  substances  were  combined  being  a  proper 
subject  of  a  Patent,  Counsel  cited  Maxim- Norden felt  Company  v.  Anderson 
(15  R.P.C.  421). 

William  Daniel  Barrett,  inspector  of  infringements  in  the  employment  of  40 
the  Plaintiff  Company,  proved  that  he  had  purchased,  on  the  17th  of  December 
1900,  in  the  Deiendants'  shop  at  Belfast,  six  mantles.  He  subsequently  gave 
one  of  them  to  Mr.  Ballantyne,  and  sent  another  to  Sir  Charles  Cameron,  of 
Dublin,  for  analysis.  (Some  of  these  mantles  were  produced  ;  each  was  enclosed 
in  a  case  bearing  the  name  of  the  Mica  Company.)  45 

Hirratio  Ballantyne,  Fellow  of  the  Institute  of  Chemists,  proved  that  he  had 
analysed  the  mantle  given  to  him  by  Mr.  Barrett.  Its  composition  was  as 
follows  :— Oxide  cf  thorium,  98'82  per  cent. ;  oxide  of  cerium,  -90  ;  oxide  of 
calcium,  -3  L  ;  oxide  of  magnesium,  a  trace.  These  were  almost  exactly  the 
proportions  stated  in  the  Plaintiffs'  Specification  of  1893.  The  use  of  the  50 
combination  of  these  oxides,  in  the  proportion  of  one  per  cent,  of  cerium  to  99 
per  cent,  of  thorium,  was  a  new  discovery,  and  nothing  previously  or  since 
invented  had  come  up  to  it  in  illumination  and  economy.  The  commercial 
demand  for  these  mantles  was  extraordinary.  They  gave  an  illuminative  power 
Of  ixQm  18  to  20  candles  per  cubic  foot  of  gas.     Used  by  itself,  without  any  55 


Vol.  XVIII.,  No.  24.]    AND  TRADE  MARK  CASES.  517 

Welsbach  Incandescent  Gas  Light  Company,  Ld.  v.  John 
M'Grady  &  Co. 


mantle,  gas  gave  a  light  of  only  about  three  candles  per  cubic  foot.  The 
Welsbach  mantles  that  were  in  use  previous  to  the  invention  of  1893  gave  an 
illuminating  power  of  about  five  or  six  candles.  There  was  also  an  improve- 
ment as  regarded  the  durability  of  the  mantle ;  it  burned  much  longer,  and 
5  retained  its  illuminating  power  longer.  This  new  mantle  was  called  the 
"  thoria-ceria  "  mantle.  A  solution  of  pure  thorium  produced  a  mantle  yielding 
a  light  of  only  1*3  candles,  which  was  much  less  than  if  gas  was  used  alone ; 
but  when  combined  with  one  per  cent,  of  cerium  the  illuminative  power  wTas 
enhanced  to  18  to  20  candles.  It  was  found  that  by  the  combination  of  these 
10  two  oxides  in  the  precise  proportion  of  1  and  99  per  cent.,  the  maximum 
illuminative  effect  was  produced.  The  mantle  made  in  accordance  with  the 
Specification  of  1885  gave  a  light  of  five  or  six  candles ;  but  that  was  in  reality 
due  to  certain  impurities  in  the  thorium  then  produced.  Absolutely  pure 
thorium  was  not  known  in  1885  and  pure  thorium,  as  now  produced  by 
15  chemists,  gave  a  light  of  only  1*3  candles.  The  merit  of  the  new  invention  was 
the  use  of  the  oxides  of  cerium  and  thorium  combined  in  the  proportion  of 
1  to  99  per  cent.  That,  as  was  shown  by  the  analysis,  was  almost  exactly  the 
proportion  employed  in  the  mantles  sold  by  the  Defendants. 

Sir  Charles  Cameron  proved  the  result  of  his  analysis  of  the  mantle  sent  to 

20  him  by  Barrett.    It  was  enclosed  in  a  case  labelled  "  London  Mica  Company  ; 

"  bought  of  John  M'Grady  &  Co.,  King  Street,  Belfast,  by  W.  D.  Barrett."     Its 

constituents  were  :  oxide  of  thorium,  98'66  per  cent. ;   cerium,  '96  ;   lime,  '42  ; 

magnesia,  a  trace.     In  witness's  opinion  it  was  the  same  as  the  mantle  described 

in  the  Plaintiffs1  Specification  of  1893.     He  regarded  the  Plaintiffs1  invention  as 

25  very  valuable  and  important,  and  one  eminently  deserving  of  being  patented. 

The  discovery  that  so  small  and  well  defined  a  proportion  of  one  of  these 

earths,  combined  with  such  a  large  proportion  of  another  earth,  gave  such 

a  high  illuminating  power  was  a  highly  useful  one,  and  well  deserving  of 

protection.      So  far  as  witness  was  aware,  this  combination  was  not  known 

30  before  1893.     Of  course,  all  the  world  knew  it  now,  and  innumerable  papers 

had  been  written  on  the  subject  by  eminent  scientific  men  ;  but  although  many 

theories  had  been  advanced,  the  cause  of  it  had  not  as  yet  been  satisfactorily 

explained. 

Owen,  of  the  London  firm  of  Faithfull  and  Owen,  solicitors,  proved  the  formal 

35  assignment's  under  which  the  Plaintiffs  were  entitled  to  the  ownership  of  the 

Patent.     The  affidavit  of  documents  filed  by  the  Defendants  was  also  put  in 

evidence,  to  show  the  communications  between  the  Defendants  and  the  Mica 

Company. 

Porter,  M.R. — In  my  opinion  the  Plaintiffs'  case  has  been  established. 

40  There  had  been  previously    Patents  for  illuminating  mantles,  composed  of 

different  substances,  and  for  mantles  composed  of  the  same  substances  used  in 

different  proportions ;  but  the  Plaintiffs'  Patent  of  1893  was  different  from  any 

that  had  been  obtained  previously,  and  in  my  opinion  was  clearly  novel.     The 

evidence  of  Mr.  Ballantyne  and  Sir  Charles  Cameron  satisfies  me  that  not  only 

45  was  the  invention  novel,  in  the  sense  of  being  for  a  combination  of  these 

substances  in  certain  definite  proportions,  but  that  it  was  also  an  eminently 

useful  discovery.     It  is  an  extraordinary  fact  that,  while  these  two  oxides,  used 

in  any  other  proportions,  do  not  give  the  high  illuminating  effect  which  results 

from  their  combination  in  the  exact  proportion  stated  in  the  Specification,  their 

50  combination  in  that  exact  proportion  enhances  the  illuminative  power  of  gas 

from  about  three  candles  per  cubic  foot  to  nearly  20.     The  cause  of  it  has  not 

yet  been  explained,  nor  is  it  necessary  that  it  should  be.     It  is  sufficient  that  it 

has  been  discovered  that  the  use  of  these  two  substances,  combined  in  these 

proportions,  produces  a  novel  and  eminently  useful  result.    The  only  question 

55  is  whether  there  has  been  an  infringement  by  the  Defendants ;  and  that  has 
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2n  my  opinion,  been  proved  by  the  quantitative  analyses  made  by  Sir  Charles 
Cameron  and  Mr.  Ballantyne.  There  must  be  a  decree  for  an  injunction 
against  the  Defendants,  and  the  usual  consequence  must  follow  as  regards 
costs. 

The  Plaintiffs  waived  any  inquiry  as  to  damages. 

On  the  application  of  Counsel  for  (he  Plaintiffs,  a  Certificate  that  the  validity 
of  the  Patent  came  in  question  in  the  action  was  granted. 


In  the  Privy  Council. 


Present:  Lords  Hobhouse,  Macnaghten,  Davey,  Robertson,  and 

LlNDLEY.  ]Q 


July  24th,  1901. 


Ferranti's  Patent. 


Patent. — Petition  for  prolo)  gntion. — Nondisclosure  of  material  facts. 

A  Petition  for  the  prolongation  of  Letters  Patent  stated  that  the  said  Letters 
Patent  had  been  during  their  whole  term  and  still  were  the  property  of  the  Peti-  15 
tioner,  who  was  also  the  inventor.  It  appeared  at  tfie  hearing  that  subsequent 
to  the  date  of  the  Letters  Patent  the  Petitioner  assigned  all  his  present  and  future 
Patent  rights  to  a  Company,  receiving  no  consideration  in  money  or  shares, 
but  reserving  certain  rights.  Counsel  for  the  Crown  asked  for  the  dismissal 
of  the  Petition  on  the  ground  of  the  non-disclosure  of  material  facts.  Their  20 
Lordships  advised  that  the  Petition  be  dismissed  with  one  set  of  costs  between 
three  Opponents. 
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On  the  13th  of  September  1887  Letters  Patent  (No.  12,419  of  1887)  were 
granted  to  Sebastian  Ziani  de  Ferranti  for  an  invention  of  '*  Improvements  in 
"electric  railways."  On  the  12th  of  March  1901  a  Petition  for  the  prolongation 
of  the  Patent  was  presented.  Paragraph  4  of  the  Petition  was  as  follows : — 
5  "  The  said  Letters  Patent  have,  during  their  whole  term,  been  vested  in  and 
"  still  remain  the  property  of  the  said  Sebastian  Ziani  de  Ferranti." 

An  agreement  in  writing  made  the  30th  day  of  June  1890  between  Sebastian 
Ziani  d°,  Ferranti,  Francis  Ince,  and  Charles  Pratt  Sparks  (the  vendors), 
of  the  one  part,  and  Sebastian  Ziani  de  Ferranti,  Ld.  (the  purchasers), 
10  of  the  other  part,  contained  the  following  clauses  : — "  1.  The  vendors  shall 
"  sell  and  the  purchasers  shall  purchase  as  from  the  31st  day  of  December 
"  last  .  .  .  .  (7)  all  present  and  future  Patent  rights  of  the  said 
u  Sebastian  Ziani  de  Ferranti  for  England  and  abroad,  and  which  are 
"  now  the   property   of    the  vendors,    although  the    same    at    present   stand 


15 


"  purchasers  shall  make  all  payments  that  may  be  necessary  for  keeping 
"  on  foot  all  Patents  from  time  to  time  the  property  of  the  Company, 
"  and  for  taking  out  all  further  Patents  of  the  said  Sebastian  Ziani  de 
"  Ferranti  and  for  keeping  them  on  foot,  unless  any  of  the  said  Patents 

20  "  are  allowed  to  lapse  at  the  request  in  writing  of  the  vendors  or  the 
"  survivors  or  survivor  of  them.  9.  Inasmuch  as  all  Patent  rights  of  the 
"  vendors  are  being  vested  in  the  purchasers  without  any  payment  in  cash  or 
"  shares  being  made  to  the  vendors  therefor,  the  purchasers  shall  deal  with  the 
"  same  in  such  manner  as  the  said  Sebastian  Ziani  de  Ferranti  and  Francis 

25  w  Inw  may  from  time  to  time  approve  in  writing  and  in  no  other  manner 
"  whatever,  the  purchasers,  however,  taking  all  profits  to  be  derived  from  the 
"  said  Patents,  whether  English,  foreign,  or  colonial,  and  that  may  be  derived 
"  from  any  dealings  therewith  after  the  31st  day  of  December  last,  and  in  the 
"  event  of  the  said  purchasers'  Company  being  wound  up  voluntarily  or  other- 

30  "  wise  the  ^aid  Patents  sold  by  these  presents  (both  now  existing  and  to  be 
"  hereafter  taken  out)  shall  revert  to  and  become  the  property  of  the  said 
"  Sebastian  Ziani  de  Ferranti  and  Francis  Ince,  and  the  purchasers  shall  not 
"  be  at  liberty  at  any  time  to  sell  the  whole  or  any  of  the  said  Patents  without 
"  the  consent  in  writing,  and  then  only  on  such  terms  as  they  the  said  Sebastian 

35  "  Ziani  de  Ferranti  and  Francis  Ince  may  approve." 

The  accounts  filed  with  the  Petition  showed  payments  made  by  the  said 
Sebastian  Ziani  de  Ferranti  on  behalf  of  the  upkeep  of  the  Patent  and  no 
receipts. 

Objections  to  the  Petition  were  lodged  by  the  British   Thomson-Hauston 

40  Company,  Ld.,  Siemens,  Ld.,  and  Gam  A  Co. 

Moulton,  K.C.,  and  Walter  (instructed  by  Faithfull  and  Owen)  appeared  for 
the  Petitioners ;  Cripps,  K.C.,  Graham,  and  Gray  (^instructed  by  Waterhouse 
A  Co.,  Budd,  Johnson,  and  Field,  and  Ashurst,  Morris,  C?%isp  &  Co.)  appeared 
for  the  Opponents  ;  Sutton  appeared  for  the  Crown. 

45       The  Petition  came  on  for  hearing  on  the  24th  of  July  1901. 
On  Moulton,  K.C.,  rising  to  open  for  the  Petitioner, 

Sutton  for  the  Crown  took  the  objection  that  there  were  material  facts  which 
were  not  disclosed  in  the  Petition.  He  referred  to  the  clauses  of  the  agreement 
set  out  above,  and  continued. — The  Petitioner  states  in  paragraph  4  that  the 

50  Patent  is  and  always  has  been  vested  in  him.  From  the  agreement  it  is  clear 
that  the  Company  since  1890  has  been  the  beneficial  owner  of  the  Patent.  By 
section  46  of  the  Patents,  &c.  Act,  "  Patentee  "  is  defined  as  the  person  for  the 
time  being  entitled  to  the  benefit  of  a  Patent,  therefore  in  this  cape  the  Company 
is  the  Patentee.     By  the  accounts  it  would  appear  that  the  payments  for  the 

55  upkeep  of  the  Patents  were  made  by  Ferranti,  but  by  clause  8  of  the  agreement 
since  1890  these  fees  have  been  payable  by  the  Company.    These  are  material 
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facts  which  are  not  disclosed  and  which  ought  to  be  disclosed  (Clark's  Patent, 
7  Moo.  P.C.  (N.S.)  255  ;  L.K.  3  P.C.  421). 

Moulton,  K.C.,  for  the  Petitioner. — The  facts  have  been  fairly  stated  by 
Counsel  for  the  Crown,  and  the  explanation  is  that  this  was  a  private  Company 
formed  by  the  Petitioner  and  Mr.  Ince%  his  father-in-law,  who  was  financially  5 
interested  in  the  Petitioner's  undertakings.  By  clause  9  the  Patents  were  in 
certain  events  to  revert  to  these  gentlemen,  and  Mr.  Ferranti  has  all  along 
regarded  himself  as  the  Company,  having  the  complete  control  both  of  the 
Company  and  of  the  Patent.  So  much  so  was  this  the  case  that  it  was  only 
within  the  last  few  days  that  he  informed  his  legal  advisers  of  the  actual  legal  10 
state  of  affairs. 

Lord  HOBHOUSE. — Their  Lordships  will  advise  the  dismissal  of  the  Petition 
with  costs,  but  there  being  three  sets  of  Opponents  there  will  only  be  one  set  of 
costs  between  them. 
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In  the  High  Court  of  Justice.— King's  Bench  Division, 

Be/ore  Mr.  Justice  Ridlet. 

November  4th,  5th,  and  6th,  1901. 

Electrolytic   Plating   Apparatus   Company,  Ld.   v.   Holland.. 

5  Patent. — Action  for  infringement. — Validity. — Prior  user. — Experimental 
user. — Want  of  subject-matter  not  raised  in  Particulars. — Patents,  &c.  Act 
1883,  section  29. 

TJie  owners  of  a  Patent  for  "  Improved  apparatus  for  the  electro-deposition  of 
"  metals  "  brought  an  action  for  infringement  against  H.  A  Co.,  who  denied 
10  infringement,  and  attacked  the  validity  of  the  Patent  on  the  grounds  (inter  alia) 
of  anticipation  by  prior  publication  and  prior  user.  Tike  question  of  prior 
user  was  the  main  issue  at  the  trial.  Dr.  B.,  some  years  before  the  date  of  the 
Patent,  had  used  an  apparatus  similar  to  that  of  the  Plaintiffs  far  coating 
rifle  bullets  with  nickel.  Hie  Plaintiffs  contended  that  this  was  merely  an 
15  experimental  user. 

Held,  that  the  Plaintiffs1  Patent  was  not  anticipated,  either  by  the  Specifica- 
tions cited  or  by  Dr.  B.'s  user,  which  was  merely  experimental,  though  his 
apparatus  was  identical  with  the  Plaintiffs'. 
Semble,  evidence  may  be  given  of  want  of  subject-matter,  though  it  is  not 
20  alleged  in  the  Particulars  of  Objections,  tlie  objection  of  want  of  novelty  being 
sufficient  to  cover  it. 

In  March  1896  Letters  Patent  (No.  5274  of  1896)  were  granted  to  A.  8.  Smith 
T.  A.  Smith,  R.  J.  Smith,  S.  Smith,  and  T.  Deakin  for  "  Improved  apparatus 
w  for  the  electro-deposition  of  metals." 

25  The  Complete  Specification  was  as  follows  :— "  This  invention  relates  to  an 
"  improved  apparatus  and  process  for  the  electro-deposition  of  metals  upon 
"  various  articles,  and  the  object  of  our  invention  is  to  '  bright-plate '  the  said 
"  articles  so  that  no  subsequent  process  is  required  to  give  them  the  desired 
"  brilliant  and  mirror-like  surface.    Hitherto,  articles  upon  which  a  deposit  of 

30  "  metal  hfes  taken  place  have  been  brought  out  of  the  electrolytic  bath  in  a  dull 
"  or  unpolished  condition,  and  then  subjected  separately  to  another  process  for 
"  polishing  or  burnishing  them. 

%*  Now   by  our  invention  the  articles  to  be  treated  are  placed  within  a 
"  revolving  barrel,  hollow  drum,  or  container,  suspended  or  supported  within 

35  "  the  electrolytic  bath  and,  during  the  time  that  the  deposition  of  the  metal  is 
"  taking  place,  subjected  to  a  rolling  over  and  over  or  shaking  process  which 
"  gradually,  effectively,  and  completely  polishes  brilliant  their  surfaces.  The 
"  revolving  barrel,  hollow  drum,  or  container,  which  is  mounted  centrally  upon 
"  a  long  insulated  metal  sleeve,  is  made  of  non-conducting  material,  and  its 

2  Y 
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44  walls  are  perforated  or  pierced  in  such  a  manner  as  to  entirely  allow  the 
"  solutions  to  freely  circulate  through  the  same,  and  to  act  upon  the  work 
"  contained  therein.  The  said  long  sleeve  with  the  barrel  or  drum  carried  by 
"  it,  as  aforesaid,  is  fitted  to  a  central  metal  (preferably  copper)  rod,  bar,  or 
"  carrier,  suitably  supported  within  metallic  bearing  brackets  clothed  in  wood  5 
"  or  other  suitable  insulating  material,  and  fitted  at  equi-distant  points  in  its 
"  length  with  copper  contact  arms,  which  latter  are  mounted  in  such  a  manner 
44  as  to  be  in  intimate  contact  with  the  articles  contained  within  the  barrel  or 
44  drum,  so  as  to  act  as  channels  for  the  passage  of  the  electric  current  to  the 
u  negative  pole  of  the  generator.  10 

"  In  order  to  particularly  describe  our  invention  and  the  manner  in  which 
44  the  same  is  to  be  performed  we  annex  herewith  a  sheet  of  drawings  made 
"  upon  a  small  scale  from  a  full  sized  working  model.  In  this  sheet  Fig.  1 
"  illustrates  a  longitudinal  vertical  section  of  an  electrolytic  bath  constructed, 
"  arranged,  and  fitted,  for  the  deposition  of  nickel  according  to  our  invention,  ]  5 
"  the  apparatus  being  supported  therein  so  that  its  operative  portion  (and 
44  preferably  the  whole)  is  within  the  solution.  This  view  clearly  illustrates 
"  the  perforated  and  revolving  barrel,  hollow  drum,  or  container,  wherein  the 
"  work  is  placed,  suitably  mounted  and  insulated  by  wood  coverings,  and  also 
44  the  means  for  rotating  or  driving  fhe  same.  It  will  be  observed  that  the  20 
44  anodes  are  slung  upon  their  supporting  rods  around  the  inside  walls  of  the 
44  vat  or  tank  in  the  ordinary  manner,  and  that  nothing  is  contained  within  the 
44  interior  of  the  barrel  or  drum  to  interfere  with  the  continued  rolling  over  and 
"  over  movement  of  the  articles  placed  within.  Fig.  2  is  a  transverse  vertical 
"  section  taken  upon  the  dotted  line  A,  Fig.  1,  illustrative  only  of  the  revolving  25 
"  barrel  or  drum  and  its  cognate  parts.  Fig.  3  represents  an  end  elevation  of 
44  Fig.  2,  and  Figs.  4,  5,  6,  and  7,  are  views  showing,  respectively,  one  of  the 
44  copper  contacts,  and  the  insulating  distauce  pieces.  The  same  letters  of 
"  reference  are  used  to  indicate  corresponding  parts  in  the  whole  of  the  figures 
"  of  the  sheet  of  drawings.  30 

"  The  vat  or  tank  a  for  containing  the  solution  is  composed  or  built  up  of 
"  sides  a2,  ends  a3,  and  bottom  or  base  a4,  in  the  ordinary  manner,  and  is 
"  provided  with  anode  supporting  rods  b,  one  only  of  which  is  illustrated.  The 
"  anodes,  which  are  marked  Z>2,  are  suspended  to  the  rods  b  in  the  ordinary 
44  manner  by  hooks  b3,  the  positive  wire  k  being  also  connected  thereto  by  a  35 
44  terminal  h?.  Suspended  by  means  of  rods,  chains,  or  their  equivalents  c  from 
44  suitable  pullies,  through  the  intervention  of  hooks  c\  or  otherwise  supported, 
44  is  a  horizontally  disposed  metallic  rod  d,  having  connected  at  its  extreme  ends 
44  hangers  or  brackets  d2>  for  supporting  a  horizontal  rod,  bar,  or  their  equivalents 
"  /,  around  and  upon  which  a  barrel,  drum,  or  container  g  is  placed,  and  revolves  40 
44  as  hereinafter  described.  These  hangers  d2,  which  are  adjustably  connected 
"  to  the  rod  d9  are  constructed  from  copper,  and  those  parts  of  thein  which  are 
44  immersed  in  the  solution  are  covered  up  by  wooden  sheaths  e,  each  of  which 
"  is  made  in  two  halves  to  allow  of  easy  fitting.  The  lower  parts  d3,  of  each  of 
44  these  hangers  d2,  are  fashioned  into  bosses,  and  are  fitted  with  a  screwed  hole  45 
"  d\  for  the  purpose  of  accommodating  like  screwed  ends  of  a  copper 
"  rod,  bar,  or  their  equivalents  /,  around  and  upon  which  the  barrel,  drum, 
"  or  container  g  revolves.  This  said  barrel,  hollow  drum,  or  container 
"  g,  within  which  the  articles  to  be  nickelled  are  placed,  is  made  octagon  in 
44  cross  sectional  shape,  and  built  up  of  a  number  of  wooden  staves  g2,  connected  50 
"  to  ends  gz.  Each  of  these  wooden  staves  has  holes  or  perforations  g*  at  equi- 
41  distances  apart  throughout  its  entire  surface,  and  one  of  them  g6y  is  made 
44  removable  for  the  putting  in  and  taking  out  of  the  articles  under  treatment, 
44  thumb  nuts  and  screws  gb  being  provided  for  the  purpose.  A  wooden  partition 
44  is  fitted  crosswise  within  the  interior  of  the  barrel  g  to  prevent  the  work  55 
4fc  contained  therein  from  getting  crowded  at  either  end,  and  the  said  barrel  is 
44  fixedly  connected  to  and  carried  by  a  metallic  tube  or  long  sleeve  h,  through 
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44  the  intervention  of  metallic  fittings  h29  insulated  from  the  solution  by  wooden 
44  bosses  Jiz. 

44  The  long  sleeve  or  tube  h>  which  constitutes  a  hub  to  the  barrel  or  drum  gs  is 
"  made  to  fit  over  the  central  rod  /,  and  is  provided  at  equi-di  stances  in  its 
44  length  with  copper  contacts  /,  spaced  by  insulating  pieces  w.  These  copper 
44  contacts  i  are  made  in  the  form  of  a  ring  j2,  with  an  extended  portion  i3,  the 
44  first-named  part  being  fitted  into  a  recess  ?n2,  made  to  receive  it  in  the  side  of 
44  the  insulating  distance  piece  ra,  and  the  said  contacts  i  are  loosely  fitted  on  to 
44  the  tnbe  or  sleeve  h9  and  constitute  channels  for  the  return  of  the  electric 
44  current  to  the  generator,  the  greater  part  of  them  always  being  in  contact  with 
44  the  work  or  articles  contained  within  the  barrel  or  drum.  A  band  n,  for 
44  rotating  the  drum  gt  works  around  the  outside  of  the  same,  and  over  the 


44  sheave  of  a  pulley  o,  driven  by  another  band  p,  through  the  intervention  of  a 
44  pulley  q,  the  said  pullies  being  supported  from  the  horizontal  carrier  rod  d 
15  "  by  depending  brackets  s,  s3,  the  band^  coming  from  some  motive  power.  A 
44  terminal  t,  for  the  connection  of  the  negative  wire  t2,  is  fitted  to  the  carrier 
44  rod  d.  The  drum  g  containing  the  articles  under  treatment  rotates  at  various 
44  speeds,  according  to  the  size  of  the  drum,  and  the  class  of  work  under 
44  operation,  and  to  effect  this  speed  pullies  or  other  means  may  be  employed. 

20  "  Operation. 

44  The  articles  to  receive  the  deposit  of  metal  or  to  be  4  bright-plated  '  are 
44  prepared  for  plating  in  the  ordinary  manner,  and  are  placed  within  the  hollow 
44  interior  of  the  barrel-  or  drum  </,  by  way  of  the  removable  stave  g6,  at  a  time 
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"  when  the  same  is  lifted  from  the  vat  by  the  suspending  means  c.  The  drum 
"  or  barrel  is  then  placed  in  the  solution,  and  a  revolving  movement  communi- 
"  cated  to  it  by  the  bands  p  and  n.  The  current  is  then  sent  through  the 
"  solution  and  back  to  the  generator  by  means  of  the  contacts  i,  sleeve  h,  rod  /, 
."  hangers  (P,  rod  d,  and  negative  wire  t%.  5 

"  It  will  be  seen  that  our  invention  can  be  easily  and  at  small  expense  applied 
"  to  existing  electrolytic  vats,  and  that  all  kinds  of  articles  capable  of  rolling 
"  over  and  over  upon  themselves  in  a  drum  can  be  effectively  operated  upon  ; 
"  the  details  of  the  apparatus  being  modified  to  suit  their  size,  shape,  and 
"  character*  10 

.  u  Instead  of  the  drum  g  and  its  cognate  parts  being  suspended  in  the 
44  electrolyte,  (as  shown  in  the  drawings)  the  same  may  be  supported  upon  the 
44  sides  of  the  vat  by  extending  the  rod  d,  as  shown  in  the  dotted  lines,  whilst  a 
44  gyratory,  oscillating,  or  other  movement,  may  be  compounded  with  the 
44  rotation  of  the  said  drum  to  effect  the  purpose.  15 

44  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
44  invention,  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that 
44  what  we  claim  is  :  First.  In  an  electrolytic  tank  furnished  with  anodes,  the 
44  use  of  a  perforated,  revolving,  horizontal  drum,  cylinder,  or  the  like,  to 
44  contain  the  articles  to  be  plated,  the  said  articles  being  brought  into  the  20 
44  effective  electric  circuit,  so  as  to  receive  a  deposit,  by  contact  (either  directly, 
44  or  through  one  another,  or  through  metallic  contact  arms,  or  their  equivalents,) 
44  with  the  axis  which  forms  the  negative  pole.  Second.  In  combination  with 
44  an  electrolytic  tank  furnished  with  anodes,  a  perforated  revolving  container, 
44  drum,  or  cylinder  g,  mounted  upon  a  stationary  axis  /,  fitted  and  provided  25 
44  either  directly  or  indirectly  with  movable  contact  arms  or  fingers  i,  the  parts 
44  being  supported  and  insulated  as  and  for  the  purpose  described  and  set  forth. 
44  Third.  The  general  arrangement,  combination,  and  fitting  of  the  parte  as  set 
44  forth." 

The  Patent  became  vested  in  the  Electrolytic  Plating  Apparatus  Company,  30 
Ld.,  who  in  October  1900  brought  an  action  for  infringement  against  Henry 
Holland  &  Co.,  claiming  an  injunction,  damages  or  an  account  of  profits, 
delivery  up,  and  costs  as  between  solicitor  and  client.  The  Specification  had 
been  in  August  1900  construed  by  Wills,  J.,  in  the  action  of  the  Electrolytic 
Plating  Apparatus  Company,  Ld.  v.  Evans  (reported  in  17  R.P.C.,  page  733),  35 
when  the  learned  Judge  certified  that  the  validity  of  the  Patent  had  come  in 
question  in  that  action. 

By  their  Particulars  of  Breaches  the  Plaintiffs  complained  of  infringement 
by  the  Defendants,  and  that  in  particular  the  Defendants  had  prior  to  the  date 
of  the  writ  manufactured  and  used  or  manufactured  or  used  at  their  works  40 
known  as  Salop  Works,  Highgate  Park,  Birmingham,  apparatus  for  the  electro- 
deposition  of  metals,  an  essential  part  of  which  consisted  in  a  perforated  drum 
designed  to  revolve  in  and  revolved  in  the  electrolyte,  and  having  an  axis 
which  formed  the  negative  pole,  and  with  which  the  articles  to  be  plated  came 
in  contact  either  directly  or  indirectly  and  were  thereby  plated,  in  infringement  45 
of  the  claiming  clauses  of  the  said  Letters  Patent. 

The  Defendants,  by  their  Defence  and  Particulars  of  Objections,  denied 
infringement,  and  attacked  the  validity  of  the  Patent  on  the  grounds  that  (1) 
the  Patentees  were  not,  nor  was  any  of  them,  the  first  and  true  inventor  of  the 
alleged  invention  ;  (2)  the  alleged  invention  was  not  new,  but  had  been  50 
published  in  this  realm  by  the  Specifications  of  (a)  Cornforth  (No.  2215  of 
1855) ;  (6)  Lake  (No  2359  of  1870) ;  (c)  Zingsem  (U.S.A.  No.  449,890  of  1891)*  ; 
{d)  Heathfield  and  Rawson  (No.  5537  of  1894)  ;  (3)  prior  user  as  follows : — 
(a)  in  or  about  the  year  1887,  1888,  and  (or)  1889,  of  apparatus  for  electro-plating 
constructed  substantially  as  described  in  the   Specification  of   the  Plaintiffs1   55 

*  For  Ms  Specification  Bee  17  B.P.O.  737. 
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Patent  at  the  -works  of  the  Electro-Portable  Battery  Company,  Ld.,  of  Cleggs 
Court,   Salford,  Manchester ;   (6)  (This  was  abandoned  at  the  trial)  ;  (4)  the 
said  alleged  invention  was  not  useful. 
The  action  came  on  for  trial  before  Ridley,  J.,  without  a  jury,  on  the  4th  of 

5   November  1901. 

Astbury,  K.C.,  and  Arthur  Cole/ax  (instructed  by  Cribble,  Oddie  Jk  Co., 
agents  for  Howard  Smith,  of  Walsall)  appeared  for  the  Plaintiffs ;  Bousfield, 
K.C.,  T.  Terrell,  K.C.,  and  A.  J.  Walter  (instructed  by  Jaques  &  Co.,  agents 
for  Edwin  Jaques  A  Co.,  of  Birmingham)  appeared  for  the  Defendants. 

10       Astbury,  K.C.,  opened  the  case  for  the  Plaintiffs. 

James  Swinburne,  H.  W.  Clarke,  H.  S.  Yoxall,  J.  Smith,  T.  Deakin,  and 
T.  A.  Smith  gave  evidence  in  support  of  the  Plaintiffs'  case. 

Bousfield,  K.C.,  for  the  Defendants. — There  is  only  the  very  smallest  subject- 
matter  here,  if  any,  quite  apart  from  the  anticipation,  which,  if  proved,  will  put 

15  an  end  to  the  case.  The  Plaintiffs  say  that  there  must  have  been  commercial  user 
to  make  the  anticipation  effective,  but  we  submit  that  publication  is  enough. 
The  Plaintiffs  did  not  invent  the  process  of  bright  plating  in  a  rotating  drum. 
In  1894  it  was  known ;  Heathfield  and  Raivson  in  that  year  had  a  perforated 
rotating  barrel,  so  that  at  the  most  there  is  only  a  small  variation  of  detail 

20  between  them  and  what  the  Plaintiffs  do.  The  principle  is  the  same  whether 
the  process  is  for  zincing  or  electro-plating.    I  suggest  that  the  Plaintiffs  designed 

their  apparatus  direct  from  Heathfield  and  Rawson.    Then  as  to  Zingsem?  s 

[Ridley,  J. — I  don't  think  Zingsem's  has  anything  to  do  with  it.    I  was 
going  to  put  it  out  of  the  case  altogether.     I   don't  think  it  has  anything. 

25  whatever  to  do  with  the  Plaintiffs'.]  I  hope  your  Lordship  will  hear  me  on 
Zingsem.  I  submit  there  is  only  a  formal  distinction,  and  not  one  of  substance. 
The  result  is  identical.  It  does  not  matter  at  all  about  conveying  the  current 
through  the  axis.  There  is  no  practical  electrical  distinction,  except  that,  as 
Mr.  Swinburne  says,  in  Zingsem  the  wire  goes  round  the  periphery  of  the 

30  barrel,  and  therefore  the  electricity  strikes  the  wire  before  it  strikes  the 
articles,  and  consequently  becomes  plated.  But  this  can  be  obviated  by 
shielding  the  wire  according  to  the  common  knowledge.  [RIDLEY,  J. — I  thini 
it  is  absolutely  different  in  principle.]  Now  the  Plaintiffs  had  a  large  quantity 
of  machines  returned  to  them  because  they  would  not  work  on  account  of 

35  clogging,  the  mechanism  becoming  plated.  Therefore  I  say  there  is  a  liability 
to  clog ;  so  they  brought  out  an  alternative  machine,  with  no  axis,  but  a 
number  of  studs  on  the  periphery  of  the  barrel.  So  their  point  that  it  is  better 
to  conduct  the  current  from'  the  axis  is  shown  by  their  own  practice  to  be 
disproved.    I  submit  there  is  no  subject-matter.    As  regards  the  question  of 

40  anticipation,  I  shall  prove  that  by  the  witnesses. 

Dugald  Clerk  was  called,  and  in  cross-examination  said  that  he  did  not  consider 
Heathfield  and  Rawson' s  Specification  to  be  an  anticipation.    It  would  seem  to 
him  to  limit  subject-matter,  though  that  was  not  for  him  to  say. 
Dr.  Burghardt%  W.  J.  Twining,  and  other  witnesses  gave  evidence  as  to  the 

45  manufacture  of  an  apparatus  for  nickel-plating  rifle  bullets  at  Manchester  in 
1887,  which  they  alleged  was  similar  to  that  of  the  Plaintiffs. 

Rebutting  evidence  was  then  given  on  behalf  of  the  Plaintiffs  on  this  pointy 
the  learned  Judge  having  intimated  that  the  only  material  question  was  that  of 
the  prior  user. 

50  Astbury,  K.C. — The  Defendants  have  not  pleaded  want  of  subject-matter  in 
their  Particulars  of  Objections,  and  therefore  under  the  Patents  Act,  1883, 
section  29,  they  cannot  give  evidence  of  it.  It  is  quite  distinct  from  the  question 
of  anticipation  and  want  of  novelty.  Their  case  on  anticipation  has  failed  on 
their  own  evidence.    As  to  prior  user,  the  Defendants  have  not  made  out  their 

55  case.  To  establish  prior  user,  it  must  be  shown  that  the  exact  thing  has  been 
done,  and  done  in  such  a  way  as  to  teach  the  public.  The  essence  of  our  inven- 
tion is  to  put  the  current  inside  the  barrel,  and,  even  if  they  did  that,  only 
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Dr.  Burghardt  and  his  assistants  knew  what  was  inside.  On  their  evidence  it 
would  not  be  safe  to  upset  the  Patent  {Plimpton  v.  Malcolmson,  L.R.  3  Ch.  D.  573). 
But  they  did  not  put  the  current  on  through  the  axis.  I  say,  first,  that  the  Defen- 
dants have  not  established  the  fact  of  its  working,  and  there  is  no  user  at  all ;  and, 
secondly,  if  there  was  user,  it  was  only  experimental.  He  cited  Newall  v.  5 
Elliot  T4  C.B.  (N.S.)  269);  Sievier's  Patentr— Cornish  v.  Keene  (Webster, 
page  50o)  ;  Galloway  v.  Bleaden  (Webster,  page  525).  [He  was  stopped  by  the 
Court.] 

T.  Terrell,  K.C.,  for  the  Defendants. — Dr.  Burghardfs  experiment  consti- 
tuted a  prior  user  sufficient  to  invalidate  the  Plaintiffs1  Patent.  It  was  not  an  jq 
experiment  in  electro-plating,  but  in  improving  bullets  by  coating  them  with 
nickel.  He  thought  the  method  of  plating  was  common  knowledge,  and  did 
not  even  take  out  a  Patent  for  it.  The  experiment  failed  in  so  far  as  it  did  not 
improve  the  bullets,  but  the  plating  was  successful.  [RIDLEY,  «7. — I  think  it 
was  an  experiment  as  a  matter  of  fact ;  unless  you  can  show  me  there  is  a  legal  ^5 
inference  to  be  drawn  that  it  was  not  experimental.]  It  is  a  mere  question  of 
fact,  I  admit.  But  I  say  there  was  a  user  in  fact,  and,  further,  that  it  was  a 
public  user.  I  need  not  show  that  anybody  did  actually  see  it ;  but  it  is 
publication  if  anyone  could  have  seen  it  who  was  not  under  an  obligation  of 
secrecy.  20 

Rjdlby,  J. — As  I  have  come  to  a  clear  opinion  in  this  case  I  think  I  had 
better  give  my  decision  now.  It  will  be  more  of  an  advantage  to  the  parties 
that  I  should,  than  that  I  should  put  the  case  aside  for  a  time  to  write  out  a 
judgment. 

The  first  question  is  whether  this  Patent  has  been  anticipated.    There  were  25 
two  Patents  which  have  been  suggested  as  having  been  anticipations  of  it.    One 
of  them  is  Zingsem's,  and  the  other  is  Heathfleld  and  Rawson's.    I  am  able  to 
dispose  of  that  matter  in  a  very  few  words.     It  is  not  suggested  before  me  that 
Heathfleld  and  Rawson's  was  an  anticipation  of  this  Patent.    I  am  speaking  from 
the  evidence  of  Mr.  Dugald  Clerk.    Therefore  I  dismiss  that  by  saying  it  is  not  39 
an  anticipation  of  the  Plaintiffs'  Patent.    With  regard  to  Zingsem's,  the  matter  is 
not  quite  so  clear  upon  the  evidence,  but  I  come  to  the  conclusion  that  it  is  not 
an  anticipation.    I  should  have  come  to  this  conclusion  I  think  clearly  even 
although  I  had  not  had  the  advantage  of  seeing  what  my  brother   Wills  did 
with  this  point  when  it  came  before  him  at  the  trial  at  Birmingham.    He  35 
disposed  of  it  in  the  same  way  as  I  do,  but  I  think  without  his  opinion  I  should 
have  come  to  the  conclusion  that  in  itself  the  central  idea  of  the  Plaintiffs* 
Patent — that  is  to  say  (to  use  the  words  of  the  skilled  witness  called  before  me 
for  the  Plaintiffs,  namely,  Mr.  Swinburne),  the  advantage  of  this  machine — is 
that  the  articles  are  placed  between  the  anode  and  the  cathode  so  that  the  49 
current  flows  into  the  work  and  only  a  minute  portion  of  it  into  the  connections. 
The  point  is  that  the  work  shall  be  outside  the  cathode  machinery.    Upon  that 
central  idea  it  seems  to  me  that  the  Zingsem  machine  is  not  an  anticipation  of 
the  Plaintiffs1.    It  does  not  possess  that  characteristic.    Under  those  circum- 
stances it  appears  to  me  that  it  is  not  an  anticipation,  and  I  follow  the  reasoning  45 
of  my  brother  Wills  when  he  came  to  that  decision.    He  used  strong  and 
decided  language  in  expressing  his  view.    I  am  content  to  say  what  I  have 
done  upon  that  point. 

But  there  remains  this  question — it  is  suggested  that  although  they  are  hot 
anticipations  of  the  Plaintiffs'  Patent,  yet  they  are  so  nearly  anticipations  of  it  50 
that  there  is  practically  no  room  left  for  invention,  and  that,  therefore,  the 
Plaintiffs1  Patent  must  be  void  for  want  of  subject-matter.  I  don't  know  whether 
the  point  is  really  open,  or  whether  it  is  not  open,  to  the  Defendants  in  this  case. 
It  may  be  that  it  is  ;  for  although  the  Statute  says  that  the  objections  must  be 
specified,  yet  this  objection  so  nearly  forms  a  part  of  the  one  with  which  I  have  55 
already  dealt  that  it  may  be  open  to  the  Defendants.  In  case  it  should  be  held 
t<p  fee  so  open,  I  dispose  of  it  by  saying  that  on  that  point  also  I  agree  with- my 
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brother  Wills.  It  is  not  a  case  of  much  or  decided  invention.  It  is  a  case, 
however,  where  I  think  there  is  enough.  It  is  a  case  where  a  man  has 
jnst  hit  upon  the  right  thing  which  others  have  failed,  perhaps  by  a 
small  margin,  to  hit,  but  not  having  hit  it  they  have  failed  ;  whereas  his 
5  invention  once  made  has  proved  an  unqualified  success  upon  the  evidence 
before  me. 

No  endeavour  has  been  made  to  meet  that  evidence,  which  was  called  on 

the  Plaintiffs1  behalf,  proving  that   as    a   result   it  is,  as   I   have  said,  an 

.  unqualified  success  in  the  trade.    That  is  my  conclusion  from  it,  and  I  attach 

10  little  importance  to  this,  upon  which  the  Defendants  placed  reliance,  namely, 

that  the  hangers  required  cleaning  and  so  also  did  some  of  the  collars  which 

were  placed  upon  the  axis.    I  think  that  is  only  a  necessary  part  of  the  use 

of  the  machine,  and  that  it  was  properly  so  dealt  with.    That  being  so  I  come 

to  the  conclusion  that  this  was  a  proper  subject-matter,  and  that  there  is 

15  sufficient  novelty  to  give  validity. 

Now  the  question  that  really  was  put  forward  for  decision  in  this  action,  and 
which  was  a  new  question,  was  whether  there  had  been  a  prior  user.    I  believe 
that  the  best  way  to  deal  with  such  a  question  as  this  is  to  take  the  broad  view 
of  what  has  happened.     What  is  it  that  has  happened  ?     Why  this ;  that  in 
20  1887,  for  a  few  months,  I  believe  about  four  months  (according  to  the  best 
remembrance  of  Dr.  Burghardt  from  some  period  after  July  until  January 
1888),  there  was  a  barrel  similar  to  this — and  I  am  content  for  this  purpose  to 
assume  that  it  was  sufficiently  similar  to  be  described  as  identical  with  this  in 
its  central  idea — in  a  room  on  the  upper  floor  of  some  works  in  Salford,  where 
25  it  was  used  by  him,  and,  under  his  direction,  by  Twining  and  Piatt,  for  the 
purpose  of  placing  nickel  upon  bullets  which  had  been  prepared  to  receive  the 
nickel.     Before  the  use  of  this  barrel  he  had  conceived  the  idea  of  coating 
bullets  with  aluminium  bronze,  or,  I  think,  at  another  period  with  bronze  only 
or  some  other  preparation  of  metal,  for  the  purpose  of  hardening  them,  and  as  a 
30  part  of  that  business  it  was  intended  to  coat  them  with  nickel ;   but  the  nickel 
could  not  have  been  placed  upon  the  lead  without  the  intervention  of  some 
other  material  to  receive  it  properly  and  satisfactorily.    The  whole  business  was 
this;   an  intention  to  coat  bullets  with  the  aluminium  bronze,  in  respect  of 
which  a  Provisional  Specification  was  taken  out  at  the  end  of  June  or  the 
35  beginning  of  July.    The  bullets,  when  so  coated  with  the  bronze,  were  to  have 
the  nickel  put  upon  them,  and,  as  a  portion  of  what  was  the  idea  of  Dr. 
Burghardt,  he  accordingly  used  this  barrel,  not  with  the  intention  or  thought 
of  making  anything  new,  or  doing  anything  new,  in  this  barrel ;   indeed,  he 
thought  that  it  was  common  knowledge,  and  that  it  was  a  matter  of  common 
40  property.    This  went  on  for  a  short  period  ;  but  it  soon  came  to  an  end,  for  it 
was  found  out  that  the  nickel-coated  bullets  were  not  acceptable  to  the  persons 
who  were  using  them,  because  the  nickel  came  off  in  the  rifle  barrels.     There- 
fore the  matter  came  to  an  end.    Now,  whilst  it  was  in  use,  it  seems  that  it  was 
carried  on  in  a  room  to  which  the  public  had,  as  a  matter  of  fact,  access,  if  they 
45  chose  to  go  up  the  staircase  ;  but  they  had  no  business  there,  and  no  member  of 
the  public  has  been  called  who  ever  was  there.    There  have  been  called  persons 
who  were  concerned  in  the  works  of  the  Electro- Portable  Battery  Company, 
upon  whose  premises  this  barrel  was.     Two  of  them  did  not  even  know  that 
there  was  a  barrel  ;  or  at  least  if  they  knew  it  they  never  saw  it.     Others  were 
50  called  before  me  who  did  know  of  it,  but  the  two  chief  witnesses  in  this  matter 
besides  Dr.  Burgliardt  were  his  own  employes.     It  is  true  they  were  paid 
wages  by  the  Company,  but  it  was  in  their  capacity  as  his  servants  that  they 
had  anything  to  do  with  this  barrel.     That  was  all  that  took  place.     When  it 
failed  the  thing  ceased,  the  barrel  disappeared,  and  since  1887,  or  rather  since 
55  January  1888,  it  has  never  been  heard  of  again. 

Now,  is  that  a  public  user  ?    Is  that  such  a  user  as  amounts  to  a  prior  user 
and  defeats  the  Patent  ?    I  do  not  think  that  it  is.    No  doubt  there  is  use  in 
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one  sense.  I  agree  that  Mr.  Terrell  establishes  his  footing  so  far.  He  proves  a 
use,  because  it  was  used.  It  was  driven,  not  by  hand  I  think,  but  by  means  of 
some  strap.  I  do  not  know  how  that  strap  was  attached — by  some  counter 
shafting  or  other  which  has  not  been  defined — and  one  would  naturally  expect 
that  at  this  distance  of  time  the  precise  details  are  not  very  clear — but  somehow  5 
or  other  it  was  driven.  That  took  place  ;  but  there  was  an  end  of  it.  Now, 
when  you  have  got  as  far  as  that,  is  that  a  public  user  ?  I  do  not  think  it  is. 
Was  it  ever  continued  as  soon  as  it  was  found  that  the  invention  would  be 
useless  ?  Not  at  all.  Therefore  it  seems  to  have  been  a  part  of  the  experiment. 
But,  says  Mr.  Terrell,  this  is  not  a  part  of  the  experiment,  because  what  failed  10 
was  not  the  nickel  plating,  not  the  plating  that  was  done  in  this  machine ;  but 
what  failed  was  the  use  of  the  bullets  ;  they  were  found  to  be  of  no  use  and  the 
machine  was  a  success.  But  the  machine  was  only  used  as  a  part  of  that 
experiment  and  never  in  any  other  way. 

Now  is  one  to  say  that  a  thing  so  used  is  therefore  used  publicly  in  such  15 
way  as  to  deprive  a  Patent  of  validity  ?  It  appears  to  me  that  it 
would  be  rather  a  strong  position  to  take  up.  In  point  of  fact  it  never  was 
used  generally  at  all ;  it  was  only  used  as  a  portion  of  another  experiment — 
as  a  portion  of  an  experiment  which  indeed  had  another  object.  When  that 
object  fails  then  fails  also  the  machine,  which  is  thrown  away.  I  think  the  20 
proper  way  of  treating  it  is  as  a  portion  of  the  experiment.  If  indeed  you  could 
say  this  was  a  success  and  not  a  failure  ;  if  you  could  show  that  one  had  an 
independent  use  from  the  other,  Mr.  Terrell  would  have  got  some  distance  in 
his  argument ;  but  I  do  not  think  that  is  the  fair  view  to  take  of  these  facts 
when  you  remember  that  it  ceased  13  or  14  years  ago,  and  that  this  barrel  was  25 
never  heard  of  again.  It  perished  with  the  object  for  which  it  was  used. 
Although  it  was  not  strictly  speaking  a  failure  itself,  the  experiment  of  which 
it  was  a  part  was  a  failure,  which  seems  to  me  to  dispose  of  it.  That  is  the 
common  sense  view  of  the  matter,  if  I  may  say  so.  I  do  not  think  that  it  was 
a  public  use.    I  thiiik  it  was  an  experimental  use.  30 

Then,  did  the  public  know  anything  of  it  ?  I  should  think  not.  It  may 
be  that  some  stranger  came  in  and  was  told  to  go  out  again ;  but  does  the 
presence  of  a  stranger  at  such  an  experimental  use  as  I  have  described 
make  this  into  a  public  user  of  an  invention  ?  Surely  there  is  a  wide 
difference  between  such  a  case  as  this  and  that  in  which  at  certain  experi-  35 
mental  trials  of  a  patented  article — which  was  a  fire  grate  in  his  own  house — 
the  inventor  had  some  visitors  present  to  whom  he  explained  it.  It  seems  to 
me  it  is  a  very  different  matter  ;  and  I  find  from  the  cases  which  have  been 
quoted  by  Mr.  Astbury  that  the  Judges  have  gone  very  far  in  saying  that 
where  there  is  a  use  analogous  to  the  present  it  must  be  treated  as  a  merely  40 
experimental  use  and  not  as  a  use  which  destroys,  as  being  prior  user, 
the  validity  of  any  subsequent  Patent.    There  is  one  case  which  he  did  not 

?uote,  but  which  I  see  referred  to  in  the  book  I  have  before  me,  namely, 
froysdale  v.  Fisher,  before  Baron  Pollock,  which  is  in  1  Reports  of  Patent  Cases, 
in  which  Baron  Pollock  says  :  "  When  it  is  said  that  a  process  or  an  invention  45 
44  has  been  disclosed  by  means  of  user,  it  is  not  necessary  that  such  user  should 
44  be  a  user  by  the  public  proper,  provided  only  there  is  a  user  in  public,  that  is 
44  to  say,  in  such  a  way  as  contradistinguished  from  a  mere  experimental  user 
44  with  a  view  of  patenting  a  thing  which  may  or  may  not  be  existing."  Now, 
this  case  falls  within  that  rule,  and  if  it  be,  as  I  think  it  is,  a  question  of  50 
law  I  think  this  user  must  be  treated  as  an  experimental  user.  If  it  be  a 
question  of  fact,  again  I  think  that  is  the  proper  conclusion  to  come  to.  I 
therefore  think  that  the  Patent  is  valid,  and  that  the  Plaintiffs  are  entitled 
to  the  decree  they  ask  for.  Execution  wil  be  stayed  in  order  that  the  parties 
may  take  the  opinion  of  the  Court  of  Appeal.  55 

Astbury,    K.C. — There    is    another   action  by  the  same  Plaintiffs  against 
J,  Birch  A  Co,     The  Defendants1  solicitors  have  written  us  a  letter  to  say 
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that  they  consent  that  the  finding  of  the  Court  in  Holland's  case  shall  be 
accepted  as  the  judgment  in  this  case.    There  will  be  the  same  Order  and  the 
same  stay  ? 
Ridley,  J.— Yes. 


5  In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Joyce. 

October  29th,  1901. 

Schermuly  v.  Pain. 

Patent. — Undertaking  not  to  infringe. — Motion  to  commit.— Construction  of 
10  Specification. — Motion  dismissed  on  the  ground  of  non-infringement. 

In  an  action  brought  by  William  Schermuly  against  James  Charles  Pain, 
Henry  John  Pain,  James  Charles  Pain,  the  younger,  and  Arthur  Pain,  for 
infringement  of  Letters  Patent  (No.  584  of  1K99)  granted  to  the  Plaintiff  for 
44  Improvements  in  and  relating  to  life-saving  apparatus,"  a  consent  Order  was 

15  on  the  8th  of  March  1901  made  in  Chambers  whereby  [inter  alia)  the  Defen- 
dants undertook  for  themselves,  their  servants,  agents,  and  workmen  not  to 
further  infringe  the  Patent. 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  :— 
44  My  invention  relates  to  apparatus  for  discharging  rockets  or  the  like  for  the 

20  "  purpose  of  throwing  a  line  from  one  point  to  another — such  as  between  a  ship 
44  and  shore  or  between  two  ships  or  objects,  or  analogous  purposes — and  has  for 
44  its  object  to  provide  means  whereby  the  apparatus  may  be  readily  clamped  to 
44  any  suitable  object  and  the  direction  of  the  rocket-trough  speedily  adjusted 
44  while  the  whole,  when  stowed  away,  occupies  a  minimum  amount  of  space.   . 

25      "  In  the  accompanying  drawings,  Figure  1  shows  my  improved  apparatus  in 

"  elevation 

44  According  to  my  invention  the  apparatus  consists  of  a  clamp  a  for  attachment 
44  to  the  gunwale,  taif -rail,  or  other  convenient  part  &  of  a  vessel  or  object  by 
44  means  of  a  clamping  screw  c.    The  clamp  a  is  provided  with  a  boss  d  to  which 

30  "  is  attached  the  lower  part  e  of  the  ball-and-socket  connection  /.  The  upper 
44  half  g  of  the  socket  is  hinged  at  h  to  the  lower  part  e  and  is  provided,  at  a 
44  point  opposite  the  hinge,  with  a  suitable  clamping  screw  i  pivoted  to  the  part 
44  e  and  adapted  to  engage  an  open  slot  in  the  upper  half  g  so  that  the  ball  k  may 
44  be  clamped  between  them  by  means  of  the  wing  nut  j.    The  ball  k  is 

35  "  provided  with  a  stem  m  adapted  to  support  the  rocket-trough  n  whose. 
"  inclination  and  direction  is  adjustable  by  means  of  the  ball-and-socket 
44  connection  above  described.    ♦..♦.," 
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The  Patentee  claimed  as  follows  : — "  1.  In  a  line-throwing  apparatus  a  ball- 
"  and-socket  connection  between  the  rocket-trough  and  its  support  substantially 
"  as  set  forth.  2.  In  a  line-throwing  apparatus,  a  collapsible  rocket-trough 
14  substantially  as  set  forth.  3.  The  combination,  in  a  line-throwing  apparatus, 
44  of  a  collapsible  rocket-trough  and  a  ball-and-socket  connection  between  such 
44  trough  and  its  support  substantially  as  set  forth.  4.  The  line-throwing 
"  apparatus  constructed  substantially  as  set  forth  and  illustrated  in  the 
44  accompanying  drawings." 


Fid.  - 


The  Plaintiff  subsequently  to  the  Order  gave  notice  of  motion  that  the  Defendants, 
John  Charles  Pain,  the  younger,  and  Arthur  Pain,  might  be  committed  to  prison  10 
for  a  contempt  of  court  in  breaking  the  undertaking  given  by  them  as  aforesaid, 
and  for  other  consequential  relief.    The  Plaintiff  made  an  affidavit  in  support 
of  the  application  whereby,  after  stating  that  he  saw  a  rocket-holder  for  sale  at 
the  Defendants'  premises  which  was  an   infringement  of  his  Patent,  only 
colourably  differing  from  his  invention,  he  further  stated  as  follows  : — "  (8)  In  15 
44  order  to  show  that  the  apparatus  exhibited  for  sale  in  the  Defendants'  window 
44  as  aforesaid  is  an  infringement  of  my  said  invention,  it  is  necessary  that  I 
44  should  enter  into  a  brief  explanation  of  the  nature  and  object  of  my  invention. 
44  It  is  an  improved  apparatus  in  the  form  of  a  standard  and  holder  for  firing 
44  rockets  and  lines  from  point  to  point,  such  as  from  one  ship  to  another,  and  it  20 
44  is  in  three  parts,  viz.,  (1)  a  trough  in  which  the  rocket  is  placed  for  firing ; 
44  (2)  a  stem,  supporting  the  trough  and  working  in  a  ball-and-socket  joint ;  and, 
44  (3)  a  clamp,  fitted  to  the  ball-and-socket  joint,  which  is  so  constructed  as  to 
44  grip  a  wood  or  iron  rail,  the  bulwark  or  rigging  of  a  ship,  or  anything 
44  convenient.     The  effect  of  this  is  that  the  apparatus  is  handy ;   it  can  be  25 
44  readily  fixed  by  the  clamp  to  almost  any  stationary  object,  whether  on  a  ship 
44  or  on  shore,  and  by  means  of  the  ball-and-socket  joint  it  can  be  readily 
44  adjusted  and  aimed  in  any  direction  all  round  the  compass,  and  at  any 
44  elevation  within  certain  limits.    The  clamp  is  of  a  type  known  as  a  D  clamp, 
44  and  is,  moreover,  so  adjusted  as  to  bite  firmly,  by  means  of  an  indentation  in  30 
44  the  jaws,  on  to  a  metal  rail  or  rigging,  or  to  hold  firmly  on  to  a  flat-surfaced 
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"  article,  such  as  a  wood  rail,  a  fence,  a  gunwale  of  a  lifeboat,  or  a  bulwark  of  a 
"  ship.  (9)  I  claim  for  my  said  invention  that  it  comprises  two  novelties.  I 
"  am  familiar  with  all  forms  of  life-saving  apparatus  hitherto  in  use,  and  I  say 
"  that  hitherto  none  of  them  have  ever  comprised  either  a  jointed  standard 
5  "  supporting  the  rocket  trough,  or  a  D  clamp  enabling  the  apparatus  to  be  fixed 
"  to  any  article,  and  certainly  not  a  combination  of  jointed  standard  and  D 
"  clamp  with  the  rocket-trough.  (10)  I  maintain  that  my  said  invention  serves 
w  a  new  and  extremely  useful  purpose,  and  that  the  essence  of  it  is  the  jointed 
"  standard  and  the  clamp.     In  both  of  these  two  particulars  the  Defendants 

10  "  have  appropriated  my  invention.  The  said  apparatus,  exhibited  for  sale  in 
"  their  shop  window  on  the  18th  and  19th  of  June  last,  is  a  rocket  holder  in 
'*  which  the  clamp  is  a  reproduction  of  my  clamp,  and  the  stein  or  standard  is 
"  jointed  and  supports  a  trough  to  carry  the  rocket  in  the  same  way  as  mine 
"  does.    The  only  difference  between  the  apparatus  which  I  complain  of  and 

15  "  mine  is  that  the  jointing  of  the  standard  is  contrived  by  means  of  a  combination 
"  of  two  joints  known  as  the  knuckle  joint  and  the  swivel  joint,  by  means  of 
"  which  two  motions  can  be  obtained,  one  being  a  motion  in  a  circle  round  the 
"  centre  of  the  standard  and  the  other  being  a  motion  of  elevation  or  depression 
"  in  the  plane  of  the  centre  of  the  trough." 

20  Affidavits  by  A.  Howe,  buttonhole  and  sewing  machine  mechanic,  and  A.  F. 
Spooner,  patent  agent,  were  filed  on  behalf  of  the  Plaintiff. 

The  Defendant  A.  Pain  made  an  affidavit,  in  which  he  stated  : — "  3.  Since 
"  the  date  when  the  Defence  in  this  action  was  delivered  the  Defendants 
"  have  not  made,  sold,  used,  or  otherwise  infringed  the  said  Patent.    At  the 

25  "  date  of  the  said  Patent  rocket  holders  were  old  and  well  known  ;  such  old 
"  rocket  holders  were  constructed  with  a  trough  for  the  rocket,  a  clamp  for 
"  clamping  the  holder  to  the  gunwale  of  the  vessel  or  other  point  of  support, 
"  and  with  means  for  inclining  the  trough  at  any  desired  angle  in  any  desired 
•*  direction.    The  only  points  of  novelty  (if  any)  in  the  Plaintiff's  invention 

30  "  are  (1)  the  particular  form  of  universal  joint,  namely,  the  ball-and-socket 
"  joint ;  and  (2)  the  collapsible  trough,  and  the  claims  of  the  Plaintiff's  Specifi- 
"  cations  are  limited  to  these  devices.  4.  It  was  obvious  to  the  Defendants  at 
"  the  time  they  consented  to  judgment  in  this  action  that  various  other  means 
"  for  obtaining  the  desired  inclination  of  the  rocket-trough  in  any  direction 

35  "  were  open  to  them  without  taking  the  Plaintiff's  ball-and-socket  joint.  They 
"  have,  therefore,  taken  an  old  and  well  known  means  for  obtaining  the  desired 
"  adjustment,  namely,  two  hinges  with  their  axes  at  right  angles  to  cne 
"  another.  Such  a  double  hinge  was  well  known  and  commonly  used  prior  to 
"  the  date  of  the  Plaintiff's  said  Patent  in  (connection  with  marine  compasses, 

40."  mirrors  of    microscopes,  photographers'   head   rests,   laboratory  stands    for 

"  distilling  flasks  and  the  like,  artists'  umbrella  holders,  and  in  connection  with 

"  many  other  articles  for  the  purpose  described  in  the  Specification  of  the 

"  Plaintiff's  said  invention." 

The  Plaintiff,  in  an  affidavit  in  reply,  stated  that  although  rocket  holders 

45  capable  of  elevation  and  depression  were  known  at  the  date  of  his  Patent,  there 
was  not  then  known  any  rocket  holder  with  means  for  inclining  the  trough  at 
any  desired  angle  in  any  desired  direction,  and  such  elevation  and  depression 
were  not  effected  by  any  means  of  any  form  of  universal  joint. 

A.  J.  Allen  (instructed  by  Powell  and  Skues)  appeared  for  the  Plaintiffs ; 

50   W.  Neill  (instructed  by  Woodbridge  <k  Sons)  appeared  for  the  Defendants. 

Allen  for  the  Plaintiffs,  after  referring  to  the  facts,  continued. — Claims  2 
and  3  are  not  relied  on  ;  but  Claims  1  and  4  are  infringed.  The  Defendants 
now  put  two  hinges,  which  form  an  equivalent  of  the  ball-and-socket  joint.  The 
feature  of  the  invention  is  the  capacity  for  throwing  in  any  direction. 

55  Neill  for  the  Defendants. — It  is  open  to  the  Defendants  to  refer  to  common 
knowledge  for  the  purpose  of  construing  the  Specification.  The  claims  in 
question  are  narrow  ones,  and  what  the  Defendants  are  doing  is  something 
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quite  different.  Claim  4  is  for  the  whole  combination  substantially  as  in  the 
drawings.  The  Defendants  have  one  hinge  and  an  arrangement  which  is  in 
effect  a  hinge. 

Allen,  in  reply,  referred  to   Thorn  v.  Worthing  Skating  Rink  Company 
(L.R.  6  C.  D.  415n).  i 

Joyce,  J. — I  should  have  very  grave  doubt  about  the  validity  of  the  Plaintiff's 
Patent  except,  perhaps,  on  a  very  narrow  construction  of  the  Specification.  If 
the  Specification  were  so  framed  as  to  comprise  within  the  claim  the  instrument 
in  respect  of  which  the  Defendant  is  brought  here  to-day  I  should  have  very 
little  doubt  that  the  Patent  would  be  bad.  However,  that  is  not  the  position  10 
we  are  in,  because  by  reason  of  the  undertaking  contained  in  the  Order  that 
has  been  made  it-seems  to  me,  though  it  is  not  necessary  to  decide  it,  that,  for 
the  purposes  of  this  motion,  the  Defendants  have  admitted  the  Plaintiffs  Patent 
to  be  good  ;  and  in  point  of  fact  they  do  not  challenge  it  to-day. 

Now  what  is  the  Plaintiff's  Patent  for  ?  It  is  not,  as  is  argued  in  the  Plaintiff's  15 
affidavit,  merely  for  a  jointed  standard  in  this  instrument.  If  it  were  I  think 
it  would  be  bad  ;  but  it  is  not.  It  is  for  : — 4<  In  a  line-throwing  apparatus  the 
"  ball  and  socket  connection  between  the  rocket-trough  and  its  supports 
"  substantially  as  set  forth.11  It  is  well  known  what  a  ball-and-socket  connec- 
tion and  a  joint  is  ;  and  it  is  quite  clear  to  my  mind  that  the  Defendants  have  20 
hot  taken  that. 

It  was  admitted,  in  opening  the  motion,  that  there  is  no  question  of  there 
being  an  infringement  of  Claim  2,  or  of  Claim  3.  Claim  4  is : — "  The  line- 
u  throwing  apparatus  constructed  substantially  as  set  forth  and  illustrated  in  the 
"  accompanying  drawings  "  ;  which  are  very  elaborate  drawings,  with  the  ball-  25 
and-socket  joint.  I  think  that  what  the  Defendants  have  done  is  not  within 
Claim  4 — it  is  not  within  it  in  terms,  nor  is  it  substantially  that  which  is  drawn 
and  illustrated  in  the  drawings  of  the  Specification.  It  does  not  produce,  to  my 
mind,  the  same  result.  I  do  not  know  that  the  difference  in  the  result  is  very 
material,  but  it  does  not  produce  the  same  result  if  I  am  right.  The  joints  30 
which  the  Defendants  have  used  are  not  merely  a  mechanical  equivalent 
for  the  ball-and-socket  joint  which  the  Plaintiff  has  in  his  Specification.  The 
Defendants1  joint,  or  joints,  fall  very  far  short  of  being  an  equivalent  to  the 
Plaintiff's  ball-and-socket  joint.  You  cannot,  by  the  Defendants'  machine, 
incline  the  trough  at  any  desired  angle  in  any  desired  direction ;  and  in  my  35 
opinion  the  Defendants  have  not,  in  substanc3,  availed  themselves  of  the 
Plaintiff's  invention,  nor  have  they  accomplished  the  same  result.  Therefore 
the  motion  must  be  refused  with  costs. 
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In  the  Court  of  Appeal. 

Before  The  Master  op  the  Rolls  and  Lords  Justices  Stirling  and 

Mathew. 

November  11th,  1901. 

5    Welsbach  Incandescent  Gas  Light  Company,  Ld.  v.  General 

Incandescent  Company,  Ld. 

Same  v.  Barnard. 

Same  v.  Blackburn  Incandescent  Company. 

Patent. — Three  actions  for  infringement — Interlocutory  injunctions  refused 
10  in  two. — Appeal  dismissed. — Interlocutory  injunction  granted  in  the  otlier. — 
Appeal  allowed. 

The  owners  of  Letters  Patent^  in  respect  of  which  a  Certificate  of  validity  had 
been  granted,  commenced  three  actions  against  different  Defendants  and  applied 
for  interlocutory  injunctions  /  in  two  of  the  applications  they  failed  and  in  the 

15  third  they  succeeded.  In  each  case  the  unsuccessful  party  appealed.  In  each 
action  the  Defendants  raised  an  issue  of  prior  user,  which  was  not  raised  in  the 
action  in  which  the  Certificate  had  been  granted,  and  applied  for  Letters  of 
Bequest  to  take  evidence  abroad.  Letters  of  Request  had  been  also  applied  for 
in  other  actions  brought  by  the  same  Plaintiffs.    The  Plaintiffs  alleged  that 

20  they  had  endeavoured  to  obtain  a  speedy  trial  of  the  issue,  but  that  this  had  been 
delayed  by  the  aforesaid  Letters  of  Request.  The  Defendants  alleged  that' the 
delay  was  caused  by  the  refusal  of  the  Plaintiffs  on  a  technical  ground  to  answer 
interrogatories  in  another  case.  In  response  to  a  question  put  by  the  C&urt, 
the  Plaintiffs  declined  to  answer  the  interrogatories,  whereupon  the  Plaintiffs' 

25  appeals  were  dismissed,  and  the  appeal  of  those  Defendants,  against  whom  an 
interlocutory  injunction  had  been  granted,  was  allowed,  the  Defendants  in  each 
ease  undertaking  to  keep  an  account  and  to  abide  the  result  of  another  action 
in  which  the  same  issues  of  validity  were  raised. 

On  the  3rd  of  January  1893  Letters  Patent  (No.  124#  of  1893)  were  granted  to 
30  O.  Imray,  on  a  communication  from  abroad  by  Julius  Moeller,  for  an  invention 
6f  4<  An  improvement  in  incandescent  gas  burners."    This  Patent  subsequently 
became  vested  in  the  Welsbach  Incandescent  Gas  Light  Company,  La.,  who 
commenced  actions  for  infringement  of  the  Patent  against  each  of  the  Defen- 
dants above  named,  and  in  each  action  applied  by  summons  in  Chambers  for 
35  an  interlocutory  injunction.    On  the  27th  of  August  1901  Joyce,  J.,  in  the  first- 
mentioned  action,  upon  the  Defendants  undertaking  to  keep  proper  accounts  of 
all  such  mantles  manufactured  or  sold  by  them  as  were  in  the*  endorsement 
upon  the  writ  of  summons  described  or  referred  to,  made  no  Order  on  the 
v  3  A 


534  REPORTS  OP  PATENT,  DESIGN,        [Deo.  18, 1901., . 

Wehbach  Incandescent  Gas  Light  Company,  Ld.  v.  General  Incandescent 

Company,  Ld. 

summons  except  that  costs  should  be  costs  in  the  action.  In  the  second  action 
Lord  Alverstone,  L.C.J.,  on  the  8th  of  October  1901,  made  a  similar  Order.  In 
the  third  action  Ghannell,  J.,  granted  an  interlocutory  injunction.  In  the  first 
and  second  cases  the  Plaintiffs  and  in  the  third  case  the  Defendants  appealed, 
and  all  the  appeals  came  on  on  the  11th  of  November  1901.  5 

Bousfield,  K.C.,  and  Walter  (instructed  by  Faithfull  and  Owen)  appeared 
for  the  Plaintiffs  ;  Astbury,  K.C.,  and  W.  Neill  (instructed  by  J.  E.  Harris) 
appeared  for  the  Defendants  in  the  first  and  second  actions ;  Astbury,  K.C., 
and  H.  A.  Cole/ax  (instructed  by  J.  B.  and  F.  Purchase)  appeared  for  the 
Defendants  in  the  third  action.  10 

Bousfield,  K.C.,and  Walter,  for  the  Appellants  in  the  first  appeal. — The  Patent 
is  for  the  use  of  thorium  and  a  small  percentage  of  cerium,  which  is  the  only 
practical  solution  of  the  problem  of  getting  an  enduring  and  brilliant  mantle. 
This  appeal  is  against  the  refusal  of  the  Judge  in  Chambers  to  grant  an  inter- 
locutory injunction.  There  are  no  special  circumstances,  such  as  acquiescence,  15 
in  this  case.  A  Certificate  that  the  validity  of  the  Patent  came  in  question  was 
granted  in  Krumm's  case  (18  R.P.C.  211).  Since  that  case  a  large  number  of 
injunctions  have  been  granted  ;  it  has  been  treated  as  having  altered  the  position, 
the  Certificate  having  been  treated  as  prim  a  facie  evidence  of  validity  C Wehbach 
Incandescent  Gas  Light  Company,  Ld.  v.  Vulcan  Incandescent  Light  Syndicate,  20 
Ld.,  18  R.P.C.  279).  [Certain  unreported  cases  in  which  interlocutory  injunc- 
tions had  been  granted  or  refused  were  referred  to.]  The  general  position  taken 
up  has  been  that  the  Certificate  of  validity  is  prima  facie  evidence  of  validity, 
and  in  the  absence  of  special  circumstances  an  interlocutory  injunction  will  be 
granted.  The  above  observations  apply  to  all  the  three  appeals.  The  Patent  is  25 
very  easy  to  infringe,  and  the  number  of  actions  brought  has  been  very  large. 
In  several  actions  the  Defendants  have  applied  for  Letters  of  Request,  and  the 
trial  of  such  actions  has  thereby  been  greatly  delayed.  In  the  first  appeal  the 
Defendants  are  manufacturers,  in  the  second  they  are  purchasers  from  the 
United  Chemical  Company.  [The  evidence  was  referred  to.]  No  action  can  30 
come  on  for  trial  for  some  months  ;  the  Plaintiffs  have  done  everything  they 
could  to  get  the  question  of  validity  fought  in  some  action ;  the  Plaintiffs  ask 
for  the  injunction  on  the  general  ground ;  the  Defendants  do  not  prove  any 
special  circumstances.  The  old  rule  was  to  grant  an  interlocutory  injunc- 
tion after  a  Patent  had  run  for  about  seven  years.  [STIRLING,  LJ. — The  35 
Specification  of  this  Patent  was  amended  in  1899.]  The  only  action  in  which 
the  Letters  of  Request  have  been  returned  is  an  action  against  the  Sunlight 
Company,  which  was  subsequently  settled  ;  if  the  Defendants  are  willing  to  go 
to  trial  on  the  result  of  those  Letters  of  Request  the  Plaintiffs  are  willing  to  do 
00.  The  question  is  one  of  the  balance  of  convenience.  The  Certificate  was  40 
granted  on  the  amended  Specification. 

Astbury,  K.C.,  for  the  Respondents  in  the  first  appeal. — In  the  Vulcan 
case  the  Defendant  Company  was  in  liquidation,  so  that  there  were  special 
circumstances.  The  reason  for  the  Letters  of  Request  in  this  and  other  actions 
is  that  the  Plaintiffs  refused  to  answer  certain  interrogatories,  reiving  on  a  45 
technical  point  (Wehbach  Incandescent  Gas  Light  Company,  La.  v.  New 
Sunlight  Incandescent  Company,  Ld.,  17  R.P.C.  401).  The  issue  involved  is 
one  of  prior  user.  In  the  present  case  the  Letters  of  Request  are  addressed  to 
Berlin  as  well  as  Vienna,  and  the  result  of  the  Letters  of  Request  in  the 
" Sunlight"  case  is  not  sufficient  for  the  Defendants;  their  own  Letters  of  50 
Request  are  wider.  In  KrumrrCs  action  the  point  of  the  prior  user  which  is 
alleged  in  this  action  did  not  arise,  as  it  was  not  pleaded  (18  R.P.C.  211).  [The 
Court  then  put  to  the  Counsel  for  the  Appellants  the  question  referred  to  in  the 
judgment.] 

Collins,  MM.  (delivering  the  judgment  of  the  Court).— I  think  we  need  not  55 
trouble  you  any  further,  Mr.  Astbury. 
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This  is  a  question  of  discretion  under  all  the  circumstances  of  the  case,  and 

the  learned  Judge  at  Chambers  has  exercised  his  discretion  by  refusing  the 

injunction.     Now  before  us   we  have  invited  the  learned  Counsel  for  the 

Plaintiffs  to  assent  to  what  appear  to  us  to  be  reasonable  terms.    We  have  asked 

5  them   whether  they  are  prepared  now  to  give  the  information  which  they 

successfully  avoided  giving  on  a  technical  point — a  good  point,  as  it  was  held 

in  the  Court  of  Appeal — but,  having  refused  to  give  that  information,  the 

result  has  been  that  the  other  parties  have  been  forced  to  apply  for  Letters  of 

Request.    The  result  of  that  is  necessarily  a  long  delay,  and  now  the  Plaintiffs 

10  come  and  set  up  mainly  as  their  ground  for  insisting  on  the  injunction  that  the 

delay  will  be  so  long,  by  reason  of  the  Defendants'  action  in  applying  for 

Letters  of  Request,  that  they  ought  to  be  restrained  in  the  meantime.    But,  as 

it  turns  out,  there  is  good  ground  for  saying  that  that  delay  is  really  brought 

about  by  the  Plaintiffs  relying  on  a  point,  which  they  were  entitled  to  rely  on, 

15  but  one  which,  if  they  do  rely  on,  involves  delay.    Under  these  circumstances, 

having  a  discretion  in  this  matter,  it  appears  to  me  the  justice  of  the  case  will 

'  be  met  by  affirming  the  decision  of  the  learned  Judge  who  refused  to  grant  an 

injunction.    The  terms  must  be  imposed  on  the  Defendants  of  keeping  an 

account.    I  think,  Mr.  Astbury,  we  have  not  pointed  out  to  you  that  we  think 

20  that  these  cases  ought  to  abide  the  result  of  the  other  action. 

Astbury,  K.C. — We  are  perfectly  willing  to  abide  the  result  of  the  trial  of 
the  United  Chemical  Company's  case.    That  raises  all  the  issues.    Will  your 
Lordship  give  us  the  costs  of  this  appeal  ? 
Collins,  MM. — No ;  they  will  be  costs  in  the  cause. 

25      In  the  second  case  the  appeal  was  dismissed,  and  in  the  third  case  it  was 
allowed,  and  in  each  of  these  cases  on  similar  terms  to  those  in  the  first  case. 


In  thb  Coubt  op  Appeal. 

Be/ore  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozens-Hardy. 

November  30th,  1901. 

30  In  the  Matter  of  Fauldbr's  Trade  Mark. 

Trade  Mark.— Motion  to  rectify.— Word  wliether  distinctive.— Addition  to 
registered  mark.— Motion  dismissed.— Appeal  allowed.— Patents,  Ac.  Act,  1883, 
sections  64  and  74. 

In  1886  a  firm  of  jam  manufacturers  registered  a  Trade  Mark  in  doss  42 
35  for  Preserves,  consisting  of  their  signature  and  the  word  "  Silverpan."  In 
1900  a  Company^  who  were  being  sued  by  the  registered  proprietors  for 
"passing  off"  by  the  use  of  the  word  "  Silverpan?  moved  to  rectify  the  Register 
by  expunging  the  mark  or  entering  a  disclaimer  of  the  exclusive  right  to  the 
word  u  Silverpan,"  and  at  the  hearing  they  contended  that  it  was  a  distinctive 
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Word  common  to  the  trade  within  section  74, or~a  word  whidh  would,  by  reason 
of  its  being  calculated  to  deceive  or  otherwise,  be  deemed  disentitled  to  protection 
within  section  78  of  the  Patents,  Ac.  Act,  1883.  TJie  Respondents  stated  tiiat 
they  did  not  claim  by  virtus  of  the  registration  the  exclusive  use  of  the  word. 
On  the  liearing  on  the  motion,  Kekewich,  J.,  held  that  the  word  "  Silverpan  "  5 
was  not  a  distinctive  word  within  the  meaning  of  section  74,  and  was  not 
calculated  to  deceive  or  otherwise  disentitled  to  protection,  and  refused  the 
motion  with  costs.    The  Applicants  appealed. 

Held,  that  the  word  "Silverpan  "  was  an  addition  to  the  Trade  Mark  within 
section  74  of  the  Patents,  Ac.  Act,  1883,  and  was  distinctive  within  the  meaning  10 
of  that  section  and  ought  to  be  disclaimed.    At  the  request  of  the  Respondents  the 
mark  was,  however,  ordered  to  be  expunged,  instead  of  a  disclaimer  being 
entered. 

The  decision  of  Chitty,  J.,  in  Burland  v.  Broxburn  Oil  Company  (6  R.P.G. 
482)  that  u  distinctive  "  in  section  74  means  prima  facie  distinctive,  approved.      15 

A   word  apparently  chosen  by  an  applicant  for  registration  of  a  Trade  • 
Mark,  and  prim&  facie  suitable  at  the  date  of  registration,  for  the  purpose  of 
distinguishing  his  goods  from  those  of  other  persons  is  distinctive  within  the 
meaning  of  that  section. 

On  the  29th  of  December  1886  Henry  Faulder  Jt  Co.  applied  to  register  the  20 
Trade  Mark,  a  representation  of  which  appears  below,  in  class  42  in  respect  of 
preserves. 


SILVERPAN 


The  Trade  Mark  was  registered  under  No.  59,992. 

In  March  1899  Henry  Faulder   &  Co.,  Ld.,  was  incorporated,  and  was 
subsequently  registered  as  proprietor  of  the  Trade  Mark.  25 

On  the  28th  of  August  1900  the  said  Company  commenced  an  action  against 
O.  A  Q.  Rushton,  Ld.,  in  the  County  Palatine  Court  of  Lancaster,  claiming  an 
injunction  to  restrain  the  Defendants  from  infringing  the  Trade  Mark,  and  from 
selling  or  offering  for  sale  any  jams  or  preserves  in  any  pots,  tins,  or  jars  in 
wrappers  or  with  labels  affixed  thereto,  having  imprinted  thereon  any  imitation  30 
or  colourable  imitation  of  the  Trade  Mark  or  the  words  "  Silverpan."  On  the 
5th  of  September  an  interlocutory  injunction  was  granted  restraining  the  use 
of  "  Silverpan."  On  the  31st  of  October  O.  Jk  G.  Rushton,  Ld.,  gave  notice 
of  motion  for  an  Order  that  the  Register  of  Trade  Marks  might  be  rectified 
(a)  by  the  removal  of  the  Trade  Mark ;  (b)  alternatively  by  adding  to  the  35 
entry  therein  of  the  mark  a  disclaimer  of  any  right  on  the  part  of  the 
registered  proprietor  of  the  mark  to  the  exclusive  use  of  part  of  the  mark, 
that  was  to  say  the  word  "  Silverpan "  ;  or  that  such  other  Order  for  the 
rectification  of  the  Register  might  be  made  as  to  the  Court  should  seem  meet. 
In  support  of  the  motion,  O.  Rushton,  one  of  the  directors  of  the  Applicants*  40 
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made  an  affidavit  containing  the  following  paragraphs  : — 44  3.  The  said  Trade 
"  Mark,  so  far  as  it  consists  of  the  word  4  Silverpan,'  is  improperly  registered. 
44  The  said  word  is  not  a  fancy  word  not  in  common  use,  or  otherwise  capable 
"  of  registration  under  the  provisions  of  section  64  of  the  Patents,  Designs,  and 
5  "  Trade  Marks  Act,  1883.  The  said  word  is  not  in  any  way  distinctive  of  the 
u  goods  of  the  said  Henry  Faulder  <fc  Co.,  Ld.,  but  is  merely  two  ordinary 
"  English  words  written  as  one,  descriptive  of  the  mode  of  manufacture  of  the 
u  goods  to  which  the  said  Trade  Mark  is  applied,  namely,  jams,  marmalades 
"  and  preserves,  and  is  so  understood  by  the  public  and  used  by  the  said* 

10  "  Henry  Faulder  A  Co.,  Ld.,  and  they  are  not  entitled  to  acquire  an  exclusive 
44  right  therein  by  registration.  (5)  Many  jam  manufacturers  now  boil  their 
44  jams  in  silver  or  silvered  pans,  and  many  of  them  lay  great  stress  on  this  in 
44  their  advertisements  as  a  guarantee  of  the  purity  of  their  jams.  The  pamphlet 
44  now  produced  and  shown  to  be  marked  4  0.  G.  4'  is  an  advertisement  issued 

15  "  by  Ghivers  &  Sons,  of  Histon,  near  Cambridge,  in  which  great  importance  is 
44  attached  to  the  fact  that  their  jams  are  boiled  in  silvered  pans.  The  jar  now 
44  produced  and  shown  to  me,  marked  4  O.  G.  5,'  is  a  jar  of  marmalade  made  at 
44  the  Ruskin  Abbey  Works,  Isle  of  Man.  The  label  thereon  contains  the  words, 
44  4  preserved  in  silver  pans.'    The  advertisement  now  produced  and  shown  to 

20  "  me,  marked  4  0.  G.  1,'  is  an  advertisement  issued  by  W.  R.  Deakin    of 

14  Bradford  Place,  Wigan,  jam  manufacturer."    He  also  exhibited  certain  labels 

advertisements,  &c.,  used  by  the  Respondents.  ' 

W.  O.  Lister,  managing  director  of  the  Respondent  Company,  in  an  affidavit 

in  opposition  to  the  motion,  said  (inter  alia)  :— 44  (3)  Since  the  said  Tradti  Mark 

25.  *  was  registered  the  said  former  firm  and  the  Respondent  Company  have 
44  issued,  attached  to  their  goods,  upwards  of  70  millions  of  labels  bearing 
44  the   word    4  Silverpan,'    sometimes   written  4  Silver  pan/  or  (occasionally) 

pan,     and  by  reason  of  Buch  user  the  word  has  become  and  is  exclusively 

30  "  indicative  of  the  fact  that  the  goods  to  which  it  is  applied  are  the  goods  of  the 

44  Respondent  Company,  and  purchasers  of  such  goods  who  see  the  word 

44  4 Silverpan'  thereon  are  thereby  lei  to  believe  that  such  goods  are  goods  of 

44  the  Respondent  Company.     (4)  The  action  in  the  Palatine  Court,  referred  to 

*4  in  the  said  affidavit  of  O.  Rushton,  was  brought  because  the  Applicants  (who 

35  "  call  their  place  of  business  4  Silverwell,'  and  formerly  dealt  in  the  Respondent 

"'Company's  /Silvery'  goods)  had  begun  to  apply  the  distinctive  term 

44  4  Silverpan     to  goods  not  the  Respondent  Company's  goods,  so  as  to  be 

44  calculated  to  deceive  the  public."    He  also  stated  that  he  did  not  believe  that 

many  (if  any)  manufacturers  boiled  their  jams  in  silver  pans,  and  that  so  far 

40  had  the  word  44 Silverpan"  become  identified  with  their  goods  that  letters  had 

been  delivered  to  them  addressed  to  44  Silverpan  Preserve  Works  Stockport " 

v  ?J^T£0n  *5  IHE*  °n  tJJ,e  7th  of  Decemb<*  1900,  by  Kekeunch,  J  'who 
held  that  the  word  44  Silverpan  was  not  a  distinctive  word  within  the  meaning 
of  section  74  of  the  Patents,  <fcc.  Act,  1883,  and  was  not  calculated  to  deceive  or 

45  otherwise  disentitled  to  protection  within  the  meaning  of  section  73  and' he 
dismissed  the  application  with  costs  (ante  p.  37).    The  Applicants  applied. 

Moulton,  K.O,  and  A.  J.   Walter  (instructed  by  Rowcliffe,  Rawle  &  Co 
agents  for  J.   Wall,  of  Wigan),  appeared  for  the  Applicants ;  R.  J  Parker 
(instructed    by  the   Solicitor    to   the   Board  of   Trade)   appeared 'for   the 

50  Comptroller  ;  Warrington,  K.C.,  and  L.  B.  Sebastian  (instructed  by  Robinson 
and  Bradley,  agents  for  Brown  <k  Co.,  of  Stockport)  appeared  for  the 
Respondents. 

Moulton,  K.C.,  and    Walter   for   the   Appellants.— The    Respondents   are 
seeking  to  restrain  the  nse   of  the   word   "Silverpan"  by  the  Applicants 

55  [  Warrington,  K.C.— The  Respondents  do  not  rely  on  any  exclusive  rteht  bv 
virtue  of  their  registration,  and  they  are  willing  to  undertake  to  amend  their 
claim  accordingly.]     A  disclaimer  of  the  exclusive  use  ought  to  be  entered  on 
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the  Register.  If  this  be  done  the  removal  of  the  mark  is  not  asked  for.  The 
Respondents  are  attempting  to  appropriate  two  words  of  the  English  language. 
The  policy  of  the  Legislature  was  not  to  restrict  the  use  of  ordinary  words  on  a 
Trade  Mark  provided  that  they  are  not  exclusively  claimed.    [Sections  64  (1)  (&), 

73,  and  74  (1)  (b),  of  the  Patents,  &c.  Act,  1883,  were  read.]  Section  64  is  5 
permissive  ;  under  it  a  registered  Trade  Mark  must  have  an  essential  particular, 
but  may  have  other  things.  Under  section  74  one  may  have  with  a  Trade  Mark 
words  common  to  the  trade,  subject,  as  to  a  new  mark,  to  subsection  (2).  If 
section  74  does  not  apply  in  the  present  case,  then  section  73  applies.  Under 
section  74  "  addition  "  does  not  mean  not  part  of  what  one  seeks  to  register  ;  it  10 
really  means  an  addition  to  the  essential  particulars.  [ROMER,  L.«7.,  referred  to 
Clement  et  Cie.'s  Trade  Mark  (16  R.P.C.  611).]  Here  "Silverpan"  is  an 
addition  to  the  mark,  and  it  is  distinctive.    Section  74  is  directed  against  such 

an  abuse  of  registration  as  there  is  in  this  instance.  Clement  et  Cie's  Trade 
Mark  decides  that  an  addition  within  section  64  may  also  come  within  section  15 

74.  The  lower  label  in  that  case  was  treated  as  not  distinctive.  [The  evidence 
was  then  referred  to.]  "Distinctive"  means  "taken  for  the  purpose  of 
"  distinguishing  the  goods  " ;  see  also  Sebastian  on  Trade  Marks,  page  352.  In 
section  64  it  excludes  what  is  common  to  the  trade,  but  in  section  74  it  does 
not.  [ROMER,  £.«/.,  referred  to  the  Smokeless  Poivder  Company's  Trade  Mark,  20 
9  R.PJU.  109.]  In  that  case  the  words  were  held  to  be  common  English  words, 
which  could  not  be  taken  for  the  purpose  of  distinction.  Sections  73  and  74 
limit  the  generality  of  section  64  as  to  additions.  If  "Silverpan"  is  not 
distinctive  it  comes   within    section  73  (Anderson's  Trade   Mark,  L.R.  26 

C.  D.  409).    It  is  true  that  that  decision  was  on  section  6  of  the  Act  of  1875 ;  25 
but  the  change  made  in  the  Act  of  1883  is  merely  grammatical. 

Warrington,  K.C.,  and  Sebastian  for  the  Respondents. — The  real  point  in 
this  case  is,  it  is  submitted,  whether  the  word  "  Silverpan  "  was  distinctive  at 
the  date  of  the  registration  of  the  mark.  The  Respondents  would  prefer  to 
have  the  mark  removed  from  the  Register  rather  than  to  have  a  disclaimer  30 
entered.  Under  section  64  there  must,  for  registration  of  a  mark,  be  an  essential 
particular,  and  a  word  may  be  added  to  that.  The  effect  of  section  74  is  that  if 
the  Respondents  have  added  a  distinctive  word  which  is  open  to  the  trade  they 
ought  to  have  disclaimed  it.  That  is  in  accordance  with  Clement  et  Cie.'s  Trade 
Mark.  In  the  "Washerine"  case  (Burland  v.  Broxburn  Oil  Company  35 
(6  R.P.O.  482  ;  L.R.  42,  0.  D.  274)  "  distinctive  "  was  construed  in  such  a  way  as 
not  to  make  it  and  the  expression  "  common  to  the  trade"  mutually  destructive. 
"  Washerine  "  was  held  not  to  be  a  fancy  word,  but  to  be  prima  facie  distinctive. 
"  Silverpan  "  is,  it  is  submitted,  not  prima  facie  distinctive.  "  Distinctive  "  means 
such  as  would  distinguish  goods  from  those  of  other  manufacturers  if  not  40 
common  or  open  to  the  trade.  The  Respondents  do  not  claim  to  appropriate 
the  word ;  their  right  under  the  common  law  is  to  prevent  other  persons  using 

.  it  without  clearly  distinguishing  their  goods  from  those  of  the  Respondents. 

.  In  the  St.  Raphael  case  the  same  position  was  taken  up.  The  lower  part  was 
held  to  be  an  addition  to  the  upper  part ;  but  the  lower  part  had  the  words  45 
"St.  Raphael"  in  it,  and  no  disclaimer  was  ordered.  " Washerine "  was  an 
invented  and  peculiar  word ;  "  Silverpan  "  is  merely  two  English  words  joined 
into  one.  Moreover,  it  merely  refers  to  the  mode  of  manufacture  and  is  not 
the  name  of  the  goods.  As  to  section  73,  if  the  Appellants  are  right,  no  word 
which  was  incapable  of  separate  registration  could  be  registered  as  an  addition.  50 
The  Act  of  1888  is  relevant  to  the  matter ;  it  made  an  alteration  in  the  law. 
Under  it  there  would  have  had  to  be  a  disclaimer.  Section  74  applies  only  to 
additions  to  a  Trade  Mark,  not  to  additions  to  essential  particulars  as  section  64 
does.    The  Respondents  have  a  proper  Trade  Mark,  and  there  is  no  addition 

.  to  it ;  but,  even  if  the  latter  point  is  wrong,  there  ought  to  be  no  disclaimer,  55 
-as  the  word  was  not  prima  facie  distinctive  at  the  date  of  registration. 
Counsel  for  the  Appellants  were  not  called  on  to  reply. 
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Vaughan  Williams,  LJ.—In  my  judgment  this  appeal  should  be  allowed. 
The  real  question  we  have  to  decide  in  this  case  is  whether  or  not  the  word 
"Silverpan"  is  a  distinctive  word  within  the  meaning  of  section  74  of  the 
Act  of  1883.    If  it  is,  the  result  is  that  Messrs.  Faultier  A  Co.   will  have 

5  .to  disclaim.  Now  with  regard  to  the  meaning  of  the  word  "distinctive"  in 
section  74,  Mr.  Warrington  does  not  quarrel  with  the  definition  of  that  word 
which  is  given  by  Mr.  Justice  Ghitty  in  what  has  been  called  the  "  Washerine" 
case,  Burland  v.  Broxburn  CHI  Company.  The  definition  or  meaning  of 
that  word  which  is  given  by  Mr.    Justice  Chitty  in  that  case  was  prima 

10  facie  distinctive.  The  question  we  have  to  ask  ourselves  here  is,  whether 
this  word  "  Silverpan  "  is  primd  facie  distinctive  as  it  is  used  in  the  Trade 
Mark  as  advertised  in  the  "  Trade  Marks  Journal."  In  my  judgment  it  is 
primd  facie  distinctive.  It  is  not  an  English  word.  It  is  a  word  which  is 
formed  by   putting  together   two  common   words.     I    entirely   agree  with 

15  Mr.  Warrington  that  we  ought  to  ask  ourselves  this  question  in  reference  to 
the  state  of  tilings  which  existed  at  the  time  of  the  registration ;  but,  taking 
that  to  be  so,  it  seems  to  me  that  the  word  "  Silverpan "  is  primd  facie 
distinctive.  It  is  not  worth  while  to  go  through  all  the  cases,  but  I  will  just 
deal  with  one  or  two  of  them  in  which  the  words   used  have  been  held ' 

20  really  not  to  require  disclaimer  under  section  74.  One  of  those  cases  is  the 
case  of  Clement  et  dels  Trade  Mark,  which  came  to  the  Court  of  Appeal. 
In  that  case  if  one  looks  at  the  words  "St.  Raphael"  (and  the  case  only 
referred  to  the  words  "  St.  Raphael ")  as  used  in  that  case  one  finds  they  are 
part  and  parcel  of  what  Lord  Justice  ROMER,  in  his  judgment,  called  the  lower 

25  label ;  and  under  those  circumstances  it  was  held — and,  if  I  may  say  so,  very 
naturally  held — that  the  words  "  St.  Raphael "  which  occurred  in  the  course  of 
that  long  sentence  in  the  lower  label  were  not  distinctive. 

In  the  same  way,  in  the  Smokeless  Powder  Company's  case  before  Mr. 
Justice  Chitty f  which  is  reported  in  1892, 1  Chancery,  page  590,  it  was  held  by 

30  Mr.  Justice  Chitty  that  the  words  "smokeless  powder"  there  were  not  dis- 
tinctive, because  he  said  in  his  opinion  "those  words  *  smokeless  powder*  are 
"  not  distinctive  words  or  a  distinctive  combination  of  words  :  they  are  two 
"  ordinary  English  words  denoting  that  no  smoke  or  practically  no  smoke 
"  comes  from  this  powder."    Then,  in  addition  to  that,  he  calls  attention  in 

35  another  part  of  his  judgment  to  the  fact  that  the  words  "Smokeless  Powder 
"  Company,  Limited,"  were  only  part  and  parcel  of  the  registered  mark  as  it 
appears  exhibited  on  page  591  of  the  report. ' 

I  have  only  to  add  one  word  as  to  the  facts  that  appear  in  the  affidavits. 
Although  I  said,  and  1  still  say,  I  agree  with  Mr.  Warrington  as  to  the  date  at 

40*  which  the  test  is  to  be  applied  whether  the  words  are  primd  facie  dis- 
tinctive words  or  not,  I  am  not  at  all  sure  that  when  one  is  judging  of  that  matter 
one  is  not  entitled  to  take  into  consideration  the  fact  that  since  that  date  these 
words  have  been  used  as  distinctive  words,  quite  irrespective  of  any  suggestion 
that  something  has  happened  since  the  date  of  registration,  which  did  not  exist 

45  at  the  time  of  registration,  to  enable  the  words  so  to  be  used  as  distinctive 
words.  It  is  not  a  matter  of  any  great  importance,  because  in  my  judgment 
the  word  "Silverpan"  as  used  in  the  registered  Trade  Mark  was  clearly 
intended  to  be  used  as  a  distinctive  word,  and  I  think  that  it  is,  under  these 
circumstances,  necessary  that  there  should  be  a  disclaimer  under  the  provisions 

50  of  section  74. 

Rombb,  LJ. — I  agree.  As  was  pointed  out  by  Lord  Lindley,  when  Master 
of  the  Rolls,  in  the  case  of  CISment  et  Cie.%s  Trade  Mark,  there  might  be  cases 
in  which  it  would  be  extremely  difficult  to  say  with  reference  to  section  74  of 
the  Act  of  1883  whether  particular  words  were  part  of  a  Trade  Mark  or  an 

55  addition  to  it.  He  said  in  that  case  that  he  thought  the  words  in  question  there 
were  obviously  part  of  the  mark.  I  can  only  say  that  in  this  case  I  think  the 
word  objected  to,  "  Silverpan,"  is  cleariy  an  addition  tQ  flie  Trade  Mark  and 
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not  a  part  of  it.  Then,  if  that  be  so,  the  question  arises  whether  that  addition 
is  distinctive  or  not  within  the  meaning  of  the  word  "  distinctive  "  as  used  in 
section  74,  for  if  it  is  then  it  most  be  disclaimed.  That  gives  rise  to  the  con- 
sideration of  what  is  distinctive  within  the  meaning  of  the  word  as  used  in 
section  74  of  the  Act.  I  will  point  out  that  an  addition  would  not  necessarily  ft 
be  non-distinctive  merely  because  it  could  not  be  in  itself  a  good  subject  of  a 
Trade  Mark.  That  was  pointed  out  in  the  "  Washerine  "  case,  which,  in  my 
opinion,  was  rightly  decided  by  Mr.  Justice  Chitty,  and  which  really  governs 
this  case.  Looking  at  the  Act  of  Parliament,  and  trying  to  gather  from  its 
wording  what  the  intention  of  the  Legislature  was,  I  think  that  the  word  1Q 
"  distinctive,"  as  used  in  section  74,  was  employed  to  mean  something,  at  the 
time  of  registration  apparently  chosen  by  the  Applicant,  who  is  seeking  to 
register  his  Trade  Mark,  and  prima  facie  suitable  for  the  purpose,  when  used, 
of  distinguishing  his  goods  from  the  goods  of  others.  Applying  that  test  to  the 
present  case,  it  is  clear  to  me  that  the  word  "  Silverpan "  is  distinctive,  and,  15 
that  being  so,,  it  follows  that  in  this  case  there  must  either  be  a  disclaimer  of 
the  word  or  the  Trade  Mark  must  go  off  the  Register.  I  understand,  from 
what  Mr.  Warrington  said,  his  clients  prefer  in  this  case  that  the  Trade  Mark 
should  go  off. 

I  will  only  add  that,  in  my  opinion,  this  case  is  quite  distinguishable  from  20 
the  case  of  the  Smokeless  Powder  Company,  as  has  been  pointed  out  by  my 
Lord,  and  that  there  is  nothing  in  the  case  of  Clement  et  Cie.'s  Trade  Mark, 
or  what  was  said  there  by  the  Judges  of  the  Court  of  Appeal  who  decided  that 
case,  which  in  any  way  militates  against  this  judgment. 

Cozbns-Hardy,  LJ. — I  agree.     I  have  nothing  to  add  on  the  main  part  of  25 
the  case.    I  understand  that  the  Respondents  prefer  an  Order  to  have  the  mark 
taken  off  the  Register. 

.  Walter. — I  ask  for  an  Order,  on  my  motion — that  they  may  be  ordered  to 
enter  a  disclaimer  of  the  word  on  the  Register.    That  is  my  notice  of  motion. 

Warrington,  K.C. — The  notice  of  motion  is  in  the  alternative.    It  is  for  the  30 
removal  of  the  mark,  or,  alternatively,  by  adding  to  the  entry  of  the  mark 
(No.  59,992)  a  disclaimer. 

Walter. — I  want  an  entry  of  the  disclaimer. 

Cozbns-Hardy,  LJ. — Section  74,  subsection  2,  says  that  the  Applicant 
must,  in  his  application,  disclaim.    How  can  we  make  a  nunc  pro  tunc  order  ?  35 
I  only  wish  to  guard  myself. 

Warrington,   K.C. — I    think    the    point    has    been    decided    in    Meeus1 
Application.* 

CoZENti-HARDY,  LJ. — I  had  it  before  me  in  another  case. 

J.  Parker. — Yes ;  your  Lordship  followed  it,  I  think,  in  the  case  of  Player' 8  40 
Trade  Markj 

Walter. — We  need  not  trouble  your  Lordships  about  it.     Whatever  Order 
your  Lordships  make  the  Respondents  can  to-morrow  cancel  the  Trade  Mark. 

Vaughan  Williams,  LJ.— Yes ;  there  is  no  good  having  a  fight  about  that. 
The  Trade  Mark  is  struck  off.  45 

*  8  R.P.G.  26  ;  L.R.  (1891)  1  Ch.  41.  f  Ante  P-  65  J  LA  (1901)  1  Ch.  382. 
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